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Section  I.  —  General  Policy.  —  Statute  of  Monopolies. 

By  the  Statute  of  Monopolies  (21  James  I.  c.  3)  it  is  enacted 
and  declared  as  follows:  — 

". . . .  That  all  monopolies,  and  all  commissions,  grants,  licences, 
charters,  and  letters  patents  heretofore  made  or  granted,  or  here- 
after to  be  made  or  granted,  to  any  person  or  persons,  bodies 
politic  or  corporate  whatsoever,  of  or  for  the  sole  bnying,  selling, 
making,  working,  or  using  of  anything  within  this  realm,  or  the 
dominion  of  Wales,  or  of  any  other  monopolies,  or  of  power,  liberty, 
or  faculty,  to  dispense  with  any  others,  or  to  give  licence  or  tolera- 
tion to  do,  use,  or  exercise  anything  against  the  tenor  or  purport  of 
any  law  or  statute ;  or  to  give  or  make  any  warrant  for  any  such 
dispensation,  licence,  or  toleration  to  be  had  or  made ;  or  to  agree 
or  compound  with  any  others  for  any  penalty  or  forfeitures  limited 
by  any  statute ;  or  of  any  grant  or  promise  of  the  benefit,  profit,  or 
commodity  of  any  forfeiture,  penalty,  or  sum  of  money,  that  is  or 
shall  be  due  by  any  statute,  before  judgment  thereupon  had ;  and 
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all  proclamations,  inhibitions,  .-resiriints,  warrants  of  assistance, 
and  all  other  matters  and  thiiagS -whatsoever,  any  way  tending  to 
the  instituting,  erecting,  ^tifepgthening,  furthering,  or  countenanc- 
ing of  the  same  or  axyr'Vif'them;  are  altogether  contrary  to  the 
laws  of  this  realr;j;;.i^n^  so  are  and  shall  be  utterly  void  and  of 
none  efifect,  and' in -nowise  to  be  put  in  ure  or  execution." 

And  (afteKa  proviso  relating  to  then  existing  letters  patent)  it 
is  provii^tfl.  (m^er  alia)  as  follows :  — 

"TKat'tfny  declaration  before  mentioned  shall  not  extend  to  any 

.letters  patent  and  grants  of  privilege  for  the  term  of  fourteen  years 

'*or.  tinder,  hereafter  to  be  made,  of  the  sole  working  or  making  of 

•  any  manner  of  new  manufactures  within  this  realm,  to  the  true 

and  first  inventor  and  inventors   of  such  manufactures,  which 

others  at  the  time  of  making  such  letters  patents  and  grants  shall 

not  use,  so  as  also  they  be  not  contrary  to  the  law,  nor  mischievous 

to  the  state,  by  raising  prices  of  commodities  at  home,  or  hurt  of 

trade,  or  generally  inconvenient:   The  said  fourteen  years  to  be 

apcounted  from  the  date  of  the  first  letters  patents,  or  grants  of 

such  privilege  hereafter  to  be  made,  but  that  the  same  shall  be 

of   such  force  as    they  should  be,  if   this  Act  had  never  been 

made,  and  of  none  other." 

ENGLISH  NOTES. 

The  Statute  of  Monopolies  passed  in  the  2l8t  year  of  King  James 
L  was  framed  in  consequence  of  the  then  recent  usurpations  of  the 
Crown;  and  declared  the  principles  which  the  best  constitutional  au- 
thorities believed  to  be  ingrained  in  the  Common  Law  of  England. 
The  leading  principle  of  the  Act  is  that  the  Crown  is  powerless  to 
grant  a  monopoly  except  where  such  a  monopoly  tends  to  the  public 
benefit.  It  may  be  observed  that  the  whole  frame  of  the  proviso 
above  quoted  is  carefully  guarded  so  as  not  to  extend  the  right  of  the 
Crown  even  as  to  the  excepted  privileges.  Nor  does  the  statute  con- 
fer any  express  privilege.  But  by  defining  the  conditions,  under 
which  it  was  wisely  conceived  that  the  public  benefit  was  served,  and 
which  were  believed  to  be  inherent  in  the  common  law,  the  Act  laid  the 
foundation  of  a  system  of  patent  law  which  —  combined  with  natural 
advantages  —  enabled  this  country  to  achieve,  and  for  a  long  period  to 
hold,  a  leading  position  in  industrial  enterprise.  That  position,  which 
was  strikingly  marked  in  the  Great  Industrial  Exhibition  in  London 
of  1851,  has  since  been  successfully  challenged  in  many  departments; 
and  this  change  is  doubtless  intimately  bound  up  with  the  circumstanoe 
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tbat  patent  law  upon  the  lines  of  English  law  has  been  since  developed, 
and  perhaps  improved  upon,  in  other  countries ;  —  notably  in  the  United 
States  of  America. 

On  looking  at  Mr.  Garpmael's  book  of  the  ^'Patent  Laws  of  the 
World/'  it  will  be  seen  that  few  of  the  existing  patent  laws  are  dated 
earlier  than  1852;  and,  although  it  would  not  be  safe  to  assume  that 
the  laws  there  given  are  the  earliest  in  their  respective  countries,  it  is 
impossible  to  resist  the  impression  that  the  laws  —  in  the  more  progres- 
sive countries  at  least  —  have  been  suggested  by  or  modelled  on  the 
English  practice. 

In  France,  the  fundamental  law  is  dated  in  1844.  In  Belgium,  it  is 
1854  In  Austria,  August,  1852  (just  a  month  after  the  English  Act 
of  the  same  year).  In  Grermany,  where  the  practice  has  not  been  en- 
couraging to  inventors  —  teste  the  late  Sir  W.  Siemens  who  came  from 
Germany  to  this  country  in  order  to  enjoy  a  freer  system  —  the  present 
law  is  dated  in  July,  1877.  In  Italy,  the  present  law  is  dated  in  1864, 
being  the  adoption  of  the  Sardinian  law  of  1859.  Japan  has  a  law 
dated  in  1871.  Even  Spain  has  a  law  (dated  in  1878)  not  unlike  the 
laws  of  progressive  countries.  Mr.  Carpmael  does  not  furnish  a  date 
to  the  law  of  Russia,  which  is  somewhat  similar  to  that  of  France. 

In  America  the  Statute  of  James  was  carried  over  —  along  with  the 
better  part  of  the  English  Constitution — by  the  Pilgrim  Fathers:  — 
and  the  disability  declared  by  the  statute  as  to  the  power  of  the  Crown 
became  inherent  in  every  constituted  authority  of  the  American  Repub- 
lic. It  was,  of  course,  not  necessary  for  the  framers  of  the  Constitu- 
tion of  the  United  States  to  re-enact  expressly  those  disabilities.  It 
went  without  saying,  that  what  was  by  the  English  Constitution  out  of 
the  power  of  the  Crown,  is,  in  the  absence  of  an  express  power  given 
by  the  Constitution,  not  in  the  power  of  any  constituted  authority  of 
the  United  States.  As  Professor  Bryce  very  clearly  shows  in  his  book 
on  the  American  Republic,  the  powers  formerly  vested  in  the  represen- 
tatives of  the  Crown  in  each  State  became  —  on  the  allegiance  to  the 
King  of  Great  Britain  being  thrown  off — vested  in  the  People  of  the 
State.  The  powers  therefore  which  formerly  belonged  to  the  Crown, 
and  which  are  not  by  the  Constitution  vested  in  the  President,  Con- 
gress, or  Senate,  or  some  or  one  of  them,  remain  in  the  People  of  the 
State.  But  a  power  which  the  Crown  had  not,  and  which  is  not  by  the 
express  terms  of  the  Constitution  given  to  President,  Congress,  or 
Senate,  or  any  of  them,  is  in  abeyance,  and  cannot  be  exercised  with* 
out  some  such  act  of  the  entire  People  of  the  United  States  as  that 
which  made  the  Constitution  itself.  In  framing  the  Constitution, 
therefore,  the  only  question  was:  In  whose  hands  should  be  placed 
those  powers  which  belonged  to  the  Crown  by  the  Common  Law,  or 
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milder  the  Statute  of  Monopoliee.  This  is  dealt  with  by  Art.  I.  f  8,  ol 
the  CoDBtitation  wherebj  it  it  enacted  that  Congress  shaU  have  the 
power  (inter  cUia)  to  promote  the  progress  of  science  and  nsefal  arts, 
by  securing,  for  limited  terms,  to  anthois  and  inventors,  the  exclusive 
right  to  their  respective  writings  and  discoveries.  The  language^  it 
will  be  observed,  is  more  elastic  than  the  Statate  of  James ;  and,  so 
far  as  Congress  has  availed  itself  ol  this  greater  elasticity,  the  Amer- 
ican right  is  not  stricUj  limited  bj  the  terms  of  the  Statate  of  Monop- 
<^es,  or  of  the  English  decisions. 

The  regulations  now  in  force  in  the  United  States  are  embodied  in 
an  Act  ci  Congress  passed  in  1874.  This  is  the  latest  of  a  series  of 
Acts  made  under  the  power  given  bj  the  Constitution.  Bj  the  earliest 
of  these  Acts  of  Congress  (in  1836)  the  American  Patent  Office  was 
organised,  on  a  system  of  previous  examination  by  experts  —  the  re- 
sult of  which  is  to  create  in  &voar  of  the  patentee  a  stronger  presump- 
tion as  to  the  validity  of  his  grant  than  he  obtains  under  an  English 
Patent.  But  that  does  not  avoid  the  subsequent  fight  in  the  Courts, 
which  is  still  almost  inevitable  where  the  right  is  one  of  great  value. 
In  the  evidence  given  before  the  English  Patent  Commission,  in  1872, 
there  was  much  divergence  of  opinion  as  to  the  expediency  of  this  sys- 
tem of  previous  examination.  By  the  latest  legislation  in  England, 
the  system  has  been  only  adopted  in  a  very  modified  form;  so  as  to 
afford  assistance  to  inventors,  but  not  so  as  to  prejudice  the  crucial 
questions  affecting  the  validity  of  the  patent. 

It  may  be  useful  here  to  advert  to  some  other  points  of  divergence 
growing  out  of  the  history  of  the  law  in  England  and  in  America^ 

The  American  Constitution,  in  the  clause  just  quoted,  gives  the 
power  to  Congress  to  secure  the  exclusive  right  to  **  inventors.''  The 
word  is  doubtless  borrowed  from  the  Statute  of  James;  but  in  the  de- 
cisions of  the  Courts,  has  received  a  somewhat  different  interpretation. 
By  the  English  decisions,  ''inventor"  has  been  construed  to  include 
the  first  importer  into  this  country  of  an  invention.  This  construc- 
tion has  never  been  adopted  by  the  American  Courts;  and  the  word 
there  retains  its  primary  and  popular  meaning.  Hence  American 
writers  have  pointed  out  a  divergence  at  the  outset  in  the  motive  of  the 
grant.  In  England  the  consideration  is  regarded  as  the  benefit  to  the 
public  by  the  introdaction  of  the  manu&cture.  In  America  the  privi- 
lege is  regarded  as  the  reward  of  inventive  merit.  This  difference  — 
if  there  i^  any  in  point  of  principle  —  might  easily  be  over-estimated* 
The  reward  to  the  inventor  and  the  public  benefit  are  objects  insepsr 
rably  linked  together.  It  was  abundantly  shown  by  the  evidence  given 
before  the  Patent  Commission  (in  1872)  by  Sir  Henry  Bessemer  and 
Sir  William  Siemens,  that  the  great  service  rendered  by  patent  law  to 
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industrial  enterprise  has  been,  not  so  much  the  publication  of  the  in- 
vention —  which  in  the  case  of  an  important  new  departure  can  hardly 
remain  a  secret  •—  but  in  the  protection  afiEorded  to  the  new  industry  so 
as  to  enable  the  patentee  to  develop  the  invention  and  force  it  on  man- 
ufacturers already  supplied  with  the  expensive  plant  the  invention  is 
destined  to  supersede.  It  was  a  favourite  saying  of  the  late  Sir  William 
Siemens  that,  were  it  not  for  patent  law,  a  great  invention  might  be 
left  lying  in  a  ditch,  and  no  one  would  take  the  trouble  to  piok  it  up. 

Another  difference  growing  out  of  the  history  of  the  law  in  the  two 
countries  is,  that,  in  the  exercise  of  the  power  given  them  by  the  Con- 
stitution, Congress  conferred  upon  inventors  the  right  to  an  exclusive 
privilege  in  such  inventions  as  were  not  known  or  used  before  their 
alleged  discovery  by  the  patentees  ;  whereas  the  Statute  of  James  permits 
grants  of  the  exclusive  privilege  only  for  inventions  not  known  or  used 
at  the  date  of  the  grant.  It  is  true  that  by  later  legislation  in  England 
the  date  of  the  grant  is  made  to  relate  back  to  the  application  (which  is 
accompanied  by  the  provisional  specification);  but  the  difference  is 
still  important.  It  shifts  the  point  of  view  in  the  important  question 
of  novelty.  Many  good  American  inventions  have  been  given  away  in 
England  by  the  premature  publication  in  America  of  the  inventors' 
proceedings.  He  is  interviewed,  and  an  article  in  the  "  New  York  Sun," 
or  some  other  paper,  in  due  time  finds  its  way  to  England.  This  does 
no  harm  in  America;  on  the  contrary  it  is  good  evidence  of  the  date  of 
the  actual  invention.  But  it  is  fatal  to  a  subsequent  application  in 
England.  There  is  reason  to  believe  that  more  than  one  of  Edison's 
inventions  have  been  thus  given  away. 

One  more  important  difference  is  the  following :  — 
It  was  a  consequence  of  the  strict  rule  of  English  law  applying  to  a 
grant  in  excess  of  the  power,  that  if  a  patent  grant  included  anything 
not  within  the  exception  of  the  Statute  of  Monopolies,  the  grant  was 
wholly  void.  In  England  this  stringent  consequence  was  partially 
relaxed  by  the  Act  of  1835  (6  &  6  Will.  IV.  c.  83),  which  allowed, 
with  the  consent  of  the  law  ofiicer  of  the  Crown,  an  amendment  by 
disclaimer  so  as  to  validate  the  rest  of  the  grant.  In  America  by  Act 
of  Congress  in  1837,  disclaimer  was  allowed  as  matter  of  right  to  any 
person  interested  in  a  patent  which  was  void  by  reason  of  excess. 
This  more  elastic  system  has  doubtless  had  its  influence  in  the  style  of 
American  specifications  which  —  if  adopted  in  their  entirety  as  the 
ground  of  an  English  patent  *—  are  apt  to  lead  to  trouble  through  the 
multiplicity  of  claims.  The  modern  provisions  for  disclaimer  and 
amendment,  in  England,  are  contained  in  the  18th  and  19th  sections 
of  the  Act  of  1883  (46  &  47  Vict.  c.  57).  They  are  more  elastic  than 
the  previous  law,  but  less  so  than  the  American. 
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2-i^-«n-^  ^  Tiut  :yrxcr^  it  Jmcs  f3l  James  I.  c  3),  the  condition 

•r  K  -T.i«t  raii:  a  laar  iz:  is  2a  be  Boii^  ••  o£  tke  sole  working  or  making 

f  "WW  manu/'itTtmr^  whhhi  tkis  realm  to  the  true  and 

f  sicn  3HaiiCKtizr«.'*  in     Of  e>ane  the  **  manufacture," 

-m-  ^Lzyx-mvii   if  riie  ecuic;*  most  bk  *:aie  way  be  described  in  the 

gnrrr,    -r  :ji  some  k^cioiiiinc  ^  be  i:iiet>rp*}ci£ed  in  the  grant.     The  kind 

£   msasziz'T:*.- Ji  re*]iiireci  was  ac  en*  tii3Sir  lacher  loose.     In  the  time  of 

^^:e«^!i   A:inm  ir  ami   beoime  ibe  stncg'^  •&£  inrentors  to  obtain  a 

-^  -.taf^T  ""  ami  keep  ihe  oKcbiKi  a  seem.     To  prevent  this  the  law 

x&^s-  zi  tiac  sei^  retiairtii  a  iceiciSsiifiioii,  particularly  describing 

inr  ^'-'miuvii  so  jis  -tdacvxaZ.j  Zk}  'biscitsst  z}»  process.    The  specification, 

>riLc  r^^iexreii  :i>  in.  ibe  •zsaac  sk  ziut  descrzp^rian  of  the  manufacture 

--.fc^nn:^  :2&v  in  ^Sect^  inciirpirsacaii  ti  zh*  grant,  and  becomes  both  the 

:n^raesxr«    £  nw  r^i^ir  x^aiuaeii  aoii  ^iji*  ce^c  of  the  raliditj  of  the  patent. 

r*>-  T^'Wtff  ji    bfr^'uiimer  t  ?a?ji*trt  *o  :he  os^ent  of  the  law  officers) 

ir:^  4*.-<i>^  a^  ilr-aJj  mtjacnjBf'd.  by  express  statute  in  1835.     By 

^"T  >«aie  sGirsnf.  -^-vvmc  wai^  r'-T«n.  so  zht  Judicial  Committee  of  the 

y— vr-  C  jiiL-L  :a  ovrtaia   cib»*  wi:*:^  were  more  clearly  defined  by 

scw^-i.-tf  :u   l"^-*4   7  4k  >  Vict.  c.  'fA  «l  .—I),  to  extend  the  term  for  a 

'^r  vi     :.  r  tfxctr^Mir  «^«a  TWiR>  bw>sd  tlie  fourteen  years  allowed 

^.    Ttf  X.-t  -t  l5o2L  la*  F^»aJ  05ce  was  organised  as  a  special 

ir  •iiT'titt^r*    tu   $ar:tjr:ir.^a«i   ZM    is«we  and   publication   of    patents. 

r   .V  V  ^  ^-^  scanc3L»rv  ^?5ii.'C  -v*  :i^  prsctice  already  embodied  in  the 

?  cti    c  cTH^r  $<KTi*fa  >•"  ti^f  AW  cdScvrs.  namely,  that  the  grant  was 

r.^^.     it  ."  ^'»i     '^  ^'^-t^  "'^-•^  ^ll^;-^w  by  his  specification  "  particularly 

,-.><  -  >  i::\i  isoecni.:!  tie  2*i:*iz^  of  his  invention  and  in  what  manner 

-^    s^utiv  ^  TV  >f  ^rr  ^aI!e^i."*     This  b  explicitly  made  a  condition  by 

X     V-r  .1  l>5s^^      r'j^  A<^  v^  1^52  retained  much  of  the  cumbrous 

v>v-,N*  .:^  .*t  *  J^  v>.»*:x  v^^-*.  ^i::^^"*  informed  by  the  light  of  experi- 

.Kx    X  •v.vc  :a^  AvTC^    £  I^^  *xid  lv^^\  which  in  England  form  the 

^■%«r        -^-  ^-v^^iJ:^^p  i»  psfc^ent  law. 

^  cMr^re^  :-  t^^  minor  details  of  the  law,  the  principle 

U.-v  iN  ^-^  Kas  been  maintained,  which  makes  the  grant, 

,  ^  ,^a  :S?  ^;:V:tx-t.matter  being  a  "  new  manufacture  " 

^  ,^  ^v.-.<rw::.^a  which  the  decisions  have  put  upon  that 

Vte^fMJ  -  V  ^v*^  ^^^  *»^rl^  justified  by  experience,  and  is  the 

4  :  V  r^  r,t  laws  everywhere.     The  points  therefore  of 

£W  ^,r\vv.5^;.kri:,g  the  validity  of  a  grant,  having  regard 

t^  jiiiitolrwfi  ^^^^  '^^  ^t^n^t*  as  the  exponent  of  the  common  law, 

^  ^1,  Wte  t^  *^-Tbvan>anufacture:— 2.  What  are  the  con- 

^  rf  *-«^^^     t>>^  H^t*  w^  ^""X  considered  in  the  cases  and 

.^.r.  .^•^nvvn.s.  IL  and  VIL,  in  the  sequel. 
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AMERICAN  NOTES. 

In  the  United  States,  the  Federal  Constitution,  Art.  I.,  section  8,  clause  8, 
empowers  Congress  "  to  promote  the  progress  of  science  and  useful  arts,  by 
securing  for  limited  times  to  authors  and  inventors  the  exclusive  right  to  their 
respective  writings  and  discoveries.**  This  provision  enables  Congress  to 
provide  such  iDstrumentalities  in  respect  of  securing  to  inventors  the  exclu- 
sive right  to  their  discoveries  as  in  its  judgment  will  be  best  calculated  to 
effect  that  object  l/nited  States  v.  Duell,  172  United  States,  576,  583;  United 
States  V.  American  Bell  Telephone  Co.,  167  id.  224.  The  legislation  based  on 
this  coDStitutional  provision  regards  the  right  of  property  in  the  inventor  as 
the  medium  of  the  public  advantage  derived  from  his  invention ;  so  that  in 
every  grant  of  the  limited  monopoly  two  interests  are  involved,  —  that  of  the 
public,  who  are  the  grantors,  and  that  of  the  patentee.  BuUsrworth  v.  Hoe, 
112  United  States,  50,  59;  UnUed  States  v.  Duell  172  id.  576.  , 

In  Butchers*  Union  Co.  v.  Crescent  C'Uy  Co.,  Ill  United  States,  746,  762, 
Bradley,  J.,  said :  *<  As  a  mere  declaration  of  the  common  and  statute  law 
of  England,  the  case  of  Monopolies  (11  Rep.  84  &),  and  the  Act  of  21  James 
I.  c.  3,  would  have  but  little  influence  on  the  question  before  us,  which  con- 
cerns the  power  of  the  Legislature  of  a  State  to  create  a  monopoly.  But  those 
public  transactions  have  a  much  greater  weight  than  as  mere  declarations 
and  enactments  of  municipal  law.  They  form  one  of  the  constitutional  land- 
marks of  British  liberty,  like  the  Petition  of  Right,  the  Habeas  Corpus  Act, 
and  other  great  constitutional  Acts  of  Parliament.  They  established  and  de- 
clared one  of  the  inalienable  rights  of  freemen  which  our  ancestors  brought 
with  them  to  this  country.  ...  I  do  not  mean  to  say  that  there  are  no  exclu- 
sive rights  which  can  be  granted,  or  that  there  are  not  many  regulative  re- 
straints on  civil  action  which  may  be  imposed  by  law.  There  are  such.  The 
granting  of  patents  for  inventions  and  copyrights  for  books,  is  one  instance. 
This  is  done  upon  a  fair  consideration  and  upon  grounds  of  public  policy. 
Society  gives  to  the  inventor  or  author  the  exclusive  benefit  for  a  time  of  that 
which,  but  for  him,  would  not,  or  might  not,  have  existed  ;  and  thus  not  only 
repays  him,  but  encourages  others  to  apply  their  powers  for  the  public 
utility."  The  opinion  then  refers  to  exclusive  rights  to  use  franchises  under 
legislative  grants,  and  to  licenses  required  in  the  pursuit  of  many  professions 
and  avocations,  as  cases  in  which  there  is  no  real  monopoly,  and  proceeds 
upon  the  view  that  the  grant  to  a  favored  few  of  a  monopoly  in  any  of  the 
ordinary  pursuits  of  life  infringes  upon  the  liberty  of  the  citizen  as  exhibited 
in  one  of  its  most  important  aspects  —  the  liberty  of  pursuit. 

The  authority  by  which  the  patent  issues  is  here  that  of  the  United  States 
of  America;  the  patent  is  not  the  exercise  of  any  prerogative  power  or  discre- 
tion by  any  officer  of  the  government,  but  is  the  result  of  a  course  of  proceed- 
ing, quasi  judicial  in  its  character,  and  is  not  subject  to  be  repealed  or  revoked 
by  the  President,  the  Secretary  of  the  Interior,  or  the  Commissioner  of 
Patents,  when  once  issued.  United  States  v.  American  Bell  Telephone  Co.,  128 
United  States,  315,  368.  The  patent,  when  granted,  is  in  effect  a  contract 
between  the  government  and  the  patentee,  and  the  former  thereby  agrees  to 
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protect  the  latter,  through  its  Courts,  in  his  exclusive  privileges  thereby  con- 
ferred. Ibid  Its  issuance  is  prim&  facie  evidence  of  the  patentability  of  the 
invention  claimed.  Carnegie  Steel  Co,  v.  Cambria  Iron  Co,,  89  Federal  Rep.  721. 
Difference  in  invention  is  also  presumed  when  a  later  patent  is  granted  for  a 
device  previously  patented.  Hots  v.  Montana  U.  Ry.  Co.y  45  Federal  Rep.  424 ; 
Ney  V.  Ney  Manuf.  Co.,  6d  id.  405.  The  construction  of  the  patent  is  for  the 
Court,  except  so  far  as  the  meaning  of  terms  that  are  technical  or  that  need  to 
be  explained  by  evidence,  are  for  the  jury.  Hogg  v.  Emerson,  6  Howard  (U. 
S.),  437;  Ransom  v.  Nevf  York,  1  Fisher's  Patent  Cases,  252;  Red  Jacket 
Manuf.  Co.  v.  Davis,  82  Federal  Rep.  432.  Patents  are  construed  liberally, 
and  so  as  to  sustain  the  inventor's  just  claims.  Rvbber  Co.  v.  Goodyear,  9 
Wallace  (U.  S.),  788,  795.  Yet  the  patentee  has  no  exclusive  right  of 
property  in  his  invention,  except  under  and  by  virtue  of  the  statutes  secur- 
ing it  to  him,  and  according  to  the  regulations  and  restrictions  of  those 
statutes.  Dable  Grain  Shovel  Co.  v.  Flint,  137  United  States,  41.  And  even 
when  the  patent  is  issued,  it  is  only  prima  facie  evidence  of  invention;  if  it  is 
not  supported  by  the  oath  of  the  inventor,  but  is  applied  for  by  one  who  is 
not  the  inventor,  it  is  void  because  unauthorized  by  law,  and,  whether  taken 
out  in  the  name  of  the  applicant  or  of  any  assignee  of  his,  confers  no  rights 
as  against  the  public.  Kennedy  v.  Hazelton,  128  United  States,  667 ;  Kirk  v. 
United  States,  163  id.  49.  The  monopoly  granted  under  the  Acts  of  Congress 
is  an  entirety,  and,  except  as  authorized  by  those  statutes,  cannot  be  divided 
into  parts.  Waterman  v.  Mackenzie,  138  United  States,  252;  Central  Trans. 
Co.  V.  PtiUman's  Palace  Car  Co.,  139  id.  24,  34. 

While  in  England  a  patent  is  merely  a  grant  dependent  in  contemplation  of 
law  upon  royal  favor,  and  subject  to  the  general  implication  of  all  grants 
wherein  the  contrary  is  not  expressed,  that  they  shall  not  exclude  a  user  by 
the  Crown,  in  America  Congress  is  expressly  empowered  by  the  Constitu- 
tion, not  to  grant  to  inventors  a  favor,  but  to  secm*e  to  them  a  right ;  the  gov- 
ernment is,  therefore,  to  make  compensation  to  a  bonafde  inventor  when  it 
makes  use  of  a  patented  invention.  McKeever  v.  United  States,  14  Court  of 
Claims,  396;  18  id.  757;  Belknap  v.  SchUd,  161  United  States,  10, 16;  Schil- 
linger  v.  United  States,  155  id.  163.  The  patent  is  property,  and,  as  such,  is 
secured,  as  against  the  government,  as  well  as  all  others,  by  the  constitutional 
guaranty  which  prohibits  the  taking  of  private  property  for  public  use  with- 
out compensation.  James  v.  Campbell,  104  United  States,  356 ;  HoUister  v. 
Benedict  Manuf  Co.,  113  id.  59,  67.  Yet,  even  in  the  United  States,  the 
government  may  maintain  suits  in  its  own  Courts  to  set  aside  one  of  its 
patents,  not  only  when  it  has  a  proprietary  and  pecuniary  interest  in  the  result, 
but  also  when  it  is  necessary  in  order  to  enable  it  to  discharge  its  obligations 
to  the  public ;  and  sometimes  when  the  purpose  and  effect  are  simply  to  en- 
force the  rights  of  an  individual.  Mowry  v.  Whitney,  14  Wallace  (U.  S.)^ 
434 ;  United  States  v.  American  Bell  Telej^one  Co.,  167  United  States,  224,  264; 
Same  v.  Same^  128  id.  315. 

Suits  upon  contracts  of  which  a  patent  is  the  subject-matter,  whether  to 
enforce  such  contract  or  to  annul  it,  relate  to  the  contract  and  not  to  the 
patent  laws,  and  hence,  in  America,  may  be  maintained  in  the  State  Courts. 
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Wade  y.  Lawdevy  165  United  States,  624,  627;  PliahU  Shoe  Co.  y.  Bryant,  81 
Federal  Rep.  521;  Waterman  y.  Shipman,  130  New  York,  301;  Lamson  y. 
Martin,  159  Massachusetts,  557 ;  Shoemaker  y.  South  Bend  Spark  Arrester  Co., 
185  Indiana,  471.  The  State  Courts  haye  also  jurisdiction  to  pass  upon  the 
yalidity  of  a  patent  right,  which  has  been  agreed  to  be  conyeyed,  so  far  as 
such  yalidity  affects  the  consideration  upon  which  the  agreement  depends  for 
its  own  yalidity.     lierzog  y.  Heyman^  151  New  York,  587. 

The  property  of  an  inyentor  in  a  patented  machine,  though  protected  by 
national  authority  against  all  interference,  is,  like  other  property,  subject  to 
the  paramount  claims  of  society,  and  the  manner  of  its  use  may  be  controlled 
and  regulated  by  State  laws  when  the  public  welfare  so  requires.  Patterson 
y.  KetUueky,  07  United  States,  501 ;  Muglerv,  Kansas,  123  id.  623,  665;  State 
y.  Telephone  Co.,  38  American  Reports,  583,  and  note;  Cooley  on  Taxation 
(2d  ed.),  p.  597,  note. 

Patent  rights  are  not  directly  taxable  by  the  State,  but  tangible  property 
used  in  connection  therewith  is  subject  to  such  taxation.  Commonwealth  y. 
Edison  El.  L.  Co.,  157  Pennsylyania,  529;  37  American  State  Reports,  747, 
and  note ;  CommonweaUh  y.  Petty,  96  Kentucky,  452  ;  Cooley  on  Taxation  (2d 
ed.),  p.  236,  note. 

Patents  may  be  reached  as  property  by  equitable  attachment  in  the  State 
Courts  to  satisfy  the  demands  of  creditors.  Wilson  y.  Martin-  Wilson  Fire- 
Alarm  Co.,  151  Massachusetts,  515 ;  see  Mayo  y.  Mttritz,  id.  481. 

Although  patents  confer  a  monopoly  as  respects  the  property  coyered  by 
them,  they  confer  no  right  upon  competing  owners  of  seyeral  distinct  patents 
to  combine  for  the  purpose  of  securing  a  monopoly  and  of  restraining  compe- 
tition and  trade.  National  Harrow  Co.  y.  Hench,  83  Federal  Rep.  86 ;  see 
Heaion  P.  Co.  y.  Eureka  S.  Co.,  77  id.  288. 


Section  II.  —  Subfeet-Matter. 

No.  1.  — BOULTON  v.  BULL. 
(1795.) 

HOENBLOWEE  v.  BOULTOK 
(in  error,  1799.) 

No,  2.~NEILS0N  v.  HARFOED. 
(1841.) 

RULE. 

A  NEW  method  of  applying  a  scientific  principle  to  a 
useful  purpose  is  good  subject-matter  for  a  patent,  and  a 
specification  which  states  the  principle  and  describes  the 
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method  of  appljizig  it  with  such  deamess  as  to  enable  a 
TnerhAr.:c  coiiTersam  with  the  engines  in  use  to  achieve  the 
porpose^  b  scj£ciiait^ 


■iWattT.BdL 

S  H.  BL  4C»-d01  (3  B.  R.  439). 


Md  Prmelieal  AppheaHtm. 

r4^32  A  pflitent  was  gi«ate4  to  A.  Bw  for  a  new  inreDted  method  of  using  an 
*Ad  durl^ie  in  a  muiv  beaefietal  manner  than  was  before  known.  The 
speafteaSiANi  scaiihL  that  the  method  cuosstcd  of  certain  principles,  and  described 
the  mo«ie  of  arplrbs  thi«e  princq4es  to  the  purposes  of  the  invention,  and  an 
Act  of  I^rliaxnieat.  recitimr  the  patent  to  hare  been  for  the  making  and  vending 
cotain  en^i^es  bj  him  inrented.  extended  to  A.  B.  for  a  longer  term  than  foar- 
teen  jears^  the  priTilege  of  making,  constmrting,  and  selling  the  said  engines. 

HM.  bj  the  Coart  in  Errrc,  after  an  e<)nal  diviaon  of  opinion  on  the  original 
hi«riii«  before  the  Coart  of  King's  Bench,  that  the  patent  was  valid. 

This  was  an  action  on  the  case,  for  infringing  a  patent  The  first 
count  of  the  d^-laiation  stated,  that  the  King  by  letters  patent 
under  the  Great  Seal,  bearing  date  on  the  5th  of  January,  1769, 
irranted  to  the  plaintiff  James  Watt  the  sole  benefit  and  advantage 
of  makinji.  exercising,  and  vending  a  certain  invention  of  him,  the 
sakl  Jamess  being  a  method  by  him  invented  of  lessening  the  con- 
sum't  tion  of  steam  and  fnel  in  fire  engines,  for  the  term  of  fourteen 
v^^T^  with  a  proviso  for  a  specification,  &c.,  in  the  usual  manner. 
it  then  stated,  that  by  a  private  Act  of  Parliament  passed  in  the 
fifteenth  year  of  the  King,  the  benefit  of  the  patent  was  ex- 
^•4ti4^  teuvlevlto'twenty-five  years,  to  Watt  and  his  assigns:  ♦that 
^  ^  ini  the  5th  of  September,  1777,  he  assigned  two  thirds  of 

the  iv^tent  right  to  Rmhon  the  other  plaintiff,  for  the  remainder  of 
the  term  of  twentv-fiw  vears.  and  that  the  defendant,  against  the 
,v«xvut  .>f  the  plHiutifis.  made,  cmstructed,  and  sold  divers  engines, 
iu  im  :^;un^  of  the  s^id  engine  so  inrented  and  found  out  by  Watt, 
and  of  tJ^e  like  twture  and  kind  in  breach  of  the  said  Act  of  Parlia- 
uH^ut  .vul  .^CHiu^t  the  priviU^-e  granted  to  Watt  as  aforesaid,  where- 
Kv  *v^  rC  ^svud  vvunt  was  for  making  and  constructing  (not 
m  ^«-N^.^r^-c  <.^llv.iv-^  ^-^V^^a^e.^  &c.  like  the  first  count.  The  third  was 
L  m  a-.v<.  vV«s:niotiug.  and  selling  engines,  &c.,  partly  in  imitation 
aJ^^^nv^^^ui  rho  fourth,  for  making  and  constructmg  (omittmg 
J;iU^n;iuuv!  l^rtly  iu  imitation,  &c.    The  fifth,  for  using  and 
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putting  in  practice  the  invention  of  the  plaintiff  Watt.  The  sixth, 
for  using  and  putting  in  practice  part  of  the  said  invention.  The 
seventh,  for  counterfeiting  the  said  invention,  and  using  and  put- 
ting in  practice  certain  engines,  counterfeiting  the  said  engine 
mentioned  in  the  said  Act  of  Parliament  The  eighth,  for  imitating 
the  said  invention.  The  ninth,  for  resembling  the  said  invention. 
The  tenth,  for  counterfeiting  in  part  the  said  invention,  and  using 
and  putting  in  practice  engines  counterfeiting  in  part  the  said 
engine,  &c.  The  eleventh,  for  imitating  in  part  the  said  invention. 
The  last,  for  resembling  in  part  the  said  invention. 

The  general  issue  being  pleaded,  the  cause  came  on  to  be  tried 
before  the  Chief  Justice  at  the  sittings  after  Trinity  Term,  1793, 
when  a  case  was  reserved  for  the  opinion  of  the  Court,  which  stated 
that  His  present  Majesty  by  letters  patent  dated  the  fifth  day  of 
January  in  the  ninth  year  of  his  reign,  granted  to  the  plaintiff 
James  Watt,  his  special  licence,  full  power,  &c.,  that  he  the  said 
James  Watt,  his  executors,  administrators,  and  assigns,  should  and 
lawfully  might,  during  the  term  of  fourteen  years  therein  men- 
tioned, use,  exercise,  and  vend,  throughout  that  part  of  Great 
Britain  called  England,  the  dominion  of  Wales,  and  town  of  Ber- 
wick upon  Tweed,  and  also  in  His  Majesty's  colonies  and  plantations 
abroad,  his  the  said  James  Watt's  new  invented  method  of  lessen- 
ing the  consumption  of  steam  and  fuel  in  fire  engines,  with  the 
usual  proviso  for  the  enrolling  of  the  specification.  That  Watt  did, 
in  pursuance  of  the  proviso,  cause  a  specification  or  description  of  the 
nature  of  the  said  invention,  to  be  enrolled  in  the  Court  of  Chan- 
cery, which  description  was  particularly  set  forth  in  the 
said  Act  of  Parliament,  and  was  as  follows,  "  my  *  method  [*  465] 
of  lessening  the  consumption  of  steam,  and  consequently 
fuel  in  fire  engines,  Consists  of  the  following  principles :  First, 
that  vessel  in  which  the  powers  of  steam  are  to  be  employed  to 
work  the  engine,  which  is  called  the  cylinder  in  common  fire 
engines,  and  which  I  call  the  steam  vessel,  must  during  the  whole 
time  the  engine  is  at  work,  be  kept  as  hot  as  the  steam  that  enters 
it ;  first,  by  enclosing  it  in  a  case  of  wood,  or  any  other  materials 
that  transmit  heat  slowly  ;  secondly,  by  surrounding  it  with  steam 
or  other  heated  bodies ;  and  thirdly,  by  suffering  neither  water  nor 
any  other  substance  colder  than  the  steam,  to  enter  or  touch  it 
during  that  time.  Secondly,  in  engines  that  are  to  be  worked 
wholly  or  partially  by  condensation  of  steam,  the  steam  is  to  be 
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condensed  in  vessels  distinct  from  the  steam  vessels,  or  cylinders, 
althongh  occasionally  commnnicating  with  them.  These  vessels  I 
call  condensers,  and  whilst  the  engines  are  working,  these  cylinders 
ought  at  least  to  be  kept  as  cool  as  the  air  in  the  neighbourhood 
of  the  engines  by  application  of  water  or  other  cold  bodies. 
Thirdly,  whatever  air  or  other  elastic  vapour  is  not  condensed  by 
the  cold  of  the  condenser,  and  may  impede  the  working  of  the 
engine,  is  to  be  drawn  out  of  the  steam  vessels  or  condensers  by 
means  of  pumps  wrought  by  the  engines  themselves,  or  otherwise. 
Fourthly,  I  intend  in  many  cases  to  employ  the  expansive  force  of 
steam  to  press  on  the  pistons,  or  whatever  may  be  used  instead  of 
them,  in  the  same  manner  as  the  pressure  of  the  atmosphere  is 
now  employed  in  common  fire  enginea  In  cases  where  cold  water 
cannot  be  had  in  plenty,  the  engines  may  be  wrought  by  this  force 
of  steam  only,  by  discharging  the  steam  into  the  open  air  after  it 
has  done  its  office.  Fifthly,  where  motions  round  an  axis  are  re* 
quired,!  make  the  steam  vessels  in  form  of  hollow  rings  or  circular 
channels,  with  proper  inlets  and  outlets  for  the  steam  mounted  on 
horizontal  axles,  like  the  wheels  of  a  water  mill ;  within  them  are 
placed  a  number  of  valves,  that  suflFer  any  body  to  go  round  the 
channel  in  one  direction  only.  In  these  steam  vessels  are  placed 
weights  so  fitted  to  them  as  entirely  to  fill  up  a  part  or  portion  of 
their  channels,  yet  rendered  capable  of  moving  freely  in  them,  by 
the  means  hereinafter  mentioned  or  specified.  When  the  steam  is 
admitted  in  these  engines  between  these  weights  and  the  valves, 
it  acts  equally  on  both,  so  as  to  raise  the  weight  to  one  side  of  the 
wheel,  and  by  the  reaction  on  the  valves  successively,  to 
[*  466]  give  a  circular  *  motion  to  the  wheel,  the  valves  opening 
in  the  direction  in  which  the  weights  are  pressed,  but  not 
on  the  contrary :  as  the  steam  vessel  moves  round,  it  is  supplied 
with  steam  from  the  boiler,  and  that  which  has  performed  its 
office  may  either  be  discharged  by  means  of  condensers,  or  into 
the  open  air.  Sixthly,  I  intend  in  some  cases  to  apply  a  degree  of 
cold  not  capable  of  reducing  the  steam  to  water,  but  of  contracting 
it  considerably,  so  that  the  engines  shall  be  worked  by  the  alter- 
nate expansion  and  contraction  of  the  steam.  Lastly,  instead  of 
using  water  to  render  the  piston  or  other  parts  of  the  engines  air 
and  steam  tight,  I  employ  oils,  wax,  resinous  bodies,  fat  of  animals, 
quicksilver,  and  other  metals  in  their  fluid  state.'* 
And  the  said  James  Watt,  by  a  memorandum  added  to  the  said 


R.  C.  VOL,  XX.]  SECT.  11. — SUBJECT-MATTER.  13 

Vo.  1.  --BoaltOQ  T.  Bvll,  2  H.  BL  406,  467. 

specification,  declared,  that  he  did  not  intend  that  anything  in  the 
fourth  article  should  be  understood  to  extend  to  einy  engine,  where 
the  water  to  be  raised  enters  the  steam  vessel  itself,  or  any  other 
vessel  having  an  open  communication  with  it.  In  the  fire  engines 
referred  to  in  the  said  specification,  and  which  were  in  use  prior  to 
the  patent  in  question,  motion  was  given  to  the  piston  by  the 
pressure  of  the  atmosphere  acting  upon  one  side  of  it,  while  a 
vacuum  or  certain  degree  of  exhaustion  was  produced  on  the  other 
side,  within  the  steam  vessel  denominated  the  cylinder,  by  means 
of  the  injection  of  cold  water,  whereby  the  steam  was  condensed ; 
which  operation,  prior  to  the  invention  of  the  said  James  Watt, 
was  always  performed  in  the  steam  vessel  or  cylinder  itself ;  when 
the  steam  had  been  condensed,  and  the  piston  had  descended,  such 
portions  of  air  and  water  as  remained  under  it  within  the  steam 
vessel  or  cylinder,  were  expelled  through  valves,  by  the  next  suc- 
ceeding steam  from  the  boiler,  and  that  steam  counterbalance 
ing  the  pressure  of  the  atmosphere  at  the  open  end  of  the 
cylinder,  allowed  the  piston  to  rise  up  with  that  end  of  the 
lever  to  which  it  was  attached,  while  the  other  end  of  the  lever 
and  the  matters  attached  thereto  descended  by  reason  of  their 
greater  comparative  weight,  and  thus  the  engine  was  restored 
to  that  state  in  which  it  was,  previous  to  the  first  condensation. 
The  steam  was,  for  this  purpose,  as  occasion  required,  admitted 
through  a  pipe  from  a  distinct  vessel  called  the  boiler,  where 
it  was  generated,  which  occasionally  communicated  with  the  cylin- 
der by  means  of  a  valve,  which  was  opened  and  shut  by 
*  the  action  of  the  engine.  The  injection  of  cold  water  [*  467] 
was  in  like  manner  admitted,  as  occasion  required,  into  the 
cylinder  through  a  pipe  from  another  distinct  vessel  containing  cold 
water,  called  the  injection  cistern,  by  means  of  a  cock  or  valve  which 
was  also  opened  and  shut  by  the  action  of  the  engine,  and  such 
pumps  as  were  used  in  these  engines  were  also  wrought  by  the  en- 
gines themselves.  The  construction  and  use  of  pumps,  for  drawing 
out  air,  elastic  vapour,  or  water  from  places  or  vessels  where  a  vac- 
uum or  exhaustion  was  required,  were  known  and  practised  before 
the  obtaining  the  letters  patent  above-mentioned,  but  had  not  been 
applied  to  the  cylinders  or  condensers  of  steam  engines.  The  said 
invention  of  the  said  James  Watt  was,  at  the  time  of  making  the 
said  letters  patent,  a  new  and  a  useful  invention,  and  the  said 
privilege,  vested  by  the  said  Act  of  Parliament  in  the  said  James 
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have  been  granted  to  those,  who  have  made  discoveries  or  improve- 
ments in  the  mechanic  arts,  being  for  the  method  of  doing  the 
thing,  and  not  for  the  thing  done.  [Heath,  J.  —  Is  there  any 
instance  of  a  patent  for  a  mere  method  ?]  The  patent  granted  to 
DoUond  for  his  improvement  in  making  the  object  glasses  of  tele- 
scopes was  for  "an  invention  of  a  new  method  of  making  the 
object  glasses  of  refracting  telescopes."  So  also  David  Hartley's 
patent  was  for  his  method  of  securing  buildings  from  fire.  So 
likewise  are  the  numerous  patents,  that  have  been  granted,  for  the 
different  improvements  which  have  been  made  of  late  years,  in 
chemistry  and  medicine.  The  patent  therefore  of  the  plaintiffs  is 
good  in  law :  and  it  is  also  continued  by  the  Act  15  Geo.  III.  That 
Act  expressly  recites  the  patent,  and  extends  the  benefit  of  it  for 
twenty-five  years  to  Watt  and  his  assigns.  It  was  therefore  clearly 
the  intention  of  the  Legislature  that  the  patent  already  granted 
should  be  continued,  and  the  Court  will  construe  the  Act  in  such  a 
manner  as  to  effectuate  that  intention. 

With  regard  to  the  specification,  that  is  sufficiently  explicit  to 
support  the  validity  of  the  patent  The  improvement  made  by 
Watt  consists  in  a  discovery,  that  by  letting  out  the  steam  from 
the  cylinder  into  another  vessel,  in  order  to  condense  it, 
*  instead  of  admitting  cold  water  into  the  cylinder  for  [*  469 J 
that  purpose,  as  was  done  in  Newcomen's  engine,  and 
by  keeping  the  cylinder  hot,  the  consumption  of  steam  and  con- 
sequently of  fuel  would  be  diminished.  The  communication  be- 
tween the  cylinder  and  the  other  vessel,  is  formed  by  means  of 
valves,  which  were  before  in  use  in  Newcomen's  engine,  and  there- 
fore not  necessary  to  be  more  accurately  described,  and  the  mode 
of  keeping  the  cylinder  hot  is  explicitly  stated  in  the  specification. 
There  is  no  new  mechanical  construction  invented  by  Watt, 
capable  of  being  the  subject  of  a  distinct  specification,  but  his 
discovery  was  of  a  principle,  the  method  of  applying  which  is 
clearly  set  forth,  and  therefore  a  drawing  or  model  would  have 
been  unnecessary.  So  in  DoUond's  patent  (to  take  one  of  many 
instances),  the  specification  describes  the  principle,  but  not  the 
mechanical  construction  by  which  it  is  carried  into  effect.  It 
recites  that  a  patent  had  been  granted  to  him,  for  the  ''  invention 
of  a  new  method  of  making  the  object  glasses  of  refracting  tele- 
scopes, by  compounding  mediums  of  different  refractive  qualities, 
whereby  the  errors  arising  from  the  different  refrangibility  of  light, 
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as  well  as  those  which  are  produced  bj  the  spherical  surfaces  of 
the  glasses,  were  perfectly  corrected."  It  then  goes  on  to  state, 
after  mentioning  the  defects  of  the  telesoopes  then  in  use,  that  in 
the  new  telescopes,  the  images  of  objects  were  formed  by  the  dif* 
ference  between  two  contrary  refractions,  the  object  glass  being  a 
compound  of  two  or  more  glasses  put  close  together,  whereof  one 
was  concave  and  the  other  convex:  that  the  excess  of  refraction  by 
which  the  image  was  formed,  was  in  the  convex  glass,  which  was 
made  of  a  medium  or  substance,  in  which  the  difference  of  refrangi- 
bility  was  not  so  great,  as  in  the  substance  of  which  the  concave 
glass  was  formed;  therefore  their  refractions  being  proportioned 
to  their  difference  of  refrangibility,  there  remained  a  difference 
of  refraction  by  which  the  image  was  formed,  without  any  dif- 
ference of  refrangibility  to  disturb  the  vision ;  and  that  the  radii 
of  the  surfaces  of  each  of  those  glasses  were  likewise  so  propor^ 
tioned,  as  to  make  the  aberrations  which  proceeded  from  their 
spherical  surfaces  respectively  equal,  which  being  also  contrary, 
destroyed  each  other.  But  there  is  no  mention  of  any  mechanism, 
nor  does  the  specification  state  the  degrees  of  sphericity  or  curva- 
ture of  the  concave  or  convex  glasses,  because  it  is  well  known, 
that  the  curvature  of  the  one  must  be  proportioned  to  that  of  the 
other,  in  order  to  correct  the  refrangibility  of  the  rays  of 
[*  470]  *  light.  It  is  also  to  be  observed,  that  the  jury  have 
found  that  the  specification  is  sufficient  to  enable  a 
mechanic  acquainted  with  the  fire  engines  previously  in  use,  to 
construct  fire  engines  producing  the  effect  of  lessening  the  con- 
sumption of  fire  and  steam,  upon  the  principle  invented  by  the 
plaintiff  Watt.  It  is  upon  the  whole  therefore  submitted  to  the 
Court,  that  both  the  questions  stated  in  the  case  must  be  answered 
in  the  affirmative. 

[BuLLER,  J.  —  The  objection  to  DoUond's  patent  was,  that  he 
was  not  the  inventor  of  the  new  method  of  making  object  glasses, 
but  that  Dr.  Hall  had  made  the  same  discovery  before  him.  But 
it  was  holden,  that  as  Dr.  Hall  had  confined  it  to  his  closet,  and 
the  public  were  not  acquainted  with  it,  Dollond  was  to  be  con- 
sidered as  the  inventor.] 

On  the  part  of  the  defendant  the  arguments  were  the  following : 
This  question  may  be  argued  on  three  grounds.     1.  On  the  pat- 
ent itself.    2.  Upon  the  Act  15  Geo.  III.  c.  61.    3.  Upon  the  Act 
and  patent  taken  together. 
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In  considering  the  case  upon  the  patent  itself,  the  patent  ap- 
pears to  be  void,  because  it  dififers  from  the  specification,  the  patent 
being  for  a  formed  instrument  or  machine,  but  the  specification  for 
principles  unorganised.  It  is  for  a  new  invented  method.  Now 
the  word  invention,  when  applied  to  mechanical  subjects,  properly 
signifies  something  which  has  been  already  formed,  some  manu- 
facture or  machine,  and  is  not  applicable  to  mere  unorganised 
principles.  The  plaintifif  Watt  cannot  be  said  to  have  invented 
the  principles,  for  those  principles  were  in  use  in  the  old  or  New- 
comen's  steam  engine.  It  is  true,  that  the  application  of  those 
principles  in  the  manner  described  in  the  specification,  is  new,  but 
it  was  well  known  long  before,  that  steam  had  an  expansive  power, 
and  was  condensed  by  cold.  It  is  in  this  sense,  that  the  word 
invention  is  used  in  the  patent.  It  recites  "  that  Watt  had  repre- 
sented to  the  King,  that  he  had  after  much  labour  and  expense 
invented  a  method  of  lessening  the  consumption  of  steam  and  fuel 
in  fire  engines."  From  these  words  it  seems  clear,  that  he  meant 
it  to  be  understood  by  the  Crown,  that  the  invention,  which  he 
represented  himself  as  having  made,  was  completely  formed,  and 
not  that  he  had  merely  conceived  in  his  mind  the  application  of 
certain  known  principles,  by  which  the  consumption  of 
steam  and  fuel  would  be  lessened  *  in  fire  engines :  for  [*  471] 
the  ideas  of  the  principles  before  they  were  organised, 
could  not  have  been  attended  with  great  labour,  and  much  less 
with  great  expense.  That  the  representation  was  understood  in 
this  sense  by  the  Crown,  will  appear  from  considering  other  parts 
of  the  patent  itself.  The  King  grants  -to  Watt,  that  he  shall 
"make,  use,  exercise,  and  vend  his  said  invention."  In  another 
part  of  the  patent,  all  persons  are  forbidden  to  counterfeit,  imi- 
tate, or  resemble  the  same  invention,  and  to  make  or  cause  to  be 
made  any  addition  thereto,  or  subtraction  therefrom.  In  another 
part,  it  is  provided,  that  the  patent  shall  not  extend  to  give  privi- 
lege to  Watt,  to  use  or  exercise  any  invention  or  work  whatsoever, 
which  had  theretofore  been  found  out  or  invented  by  any  other, 
and  publicly  used  or  exercised,  but  that  every  other  person  should 
use  and  practice  their  several  inventions.  Now  it  is  impossible  that 
any  of  the  expressions  thus  cited  from  the  patent  can  be  applied 
to  the  invention  of  mere  unorganised  principles  of  science.  If 
then  the  patent  be,  which  it  clearly  is,  for  a  formed  instrument  or 
machine,  it  is  void,  because  it  is  admitted  that  there  is  no  specifica- 
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tion  descriptive  of  any  formed  instrument  whatever,  nor  is  there 
any  drawing  or  model. 

But  supposing  it  to  be  a  patent  for  mere  principles  (for  the 
specification  states  that  the  invention  consists  of  principles),  it  is  nei- 
ther originally  good  in  law,  nor  is  it  continued  by  15  Geo.  III.  c.  61. 
It  is  not  good  in  law  because  it  does  not  fall  within  the  construc- 
tion of  the  statute  21  Jac.  I.  c.  3,  upon  which  alone  it  must,  if 
at  all,  be  supported.  The  sixth  section  of  that  statute  provides, 
that  nothmg  therein  contained  shall  extend  to  any  letters  patent, 
or  grants  of  privilege  for  fourteen  years  or  under,  thereafter  to  be 
made,  of  the  sole  working  or  making  of  any  manner  of  new  manu- 
factures, within  this  realm,  to  the  true  and  first  inventors  of  such 
manufactures,  which  others  at  the  time  shall  not  use.  The  word 
manufacture  is  descriptive,  either  of  the  practice  of  making  a 
thing  by  art,  or  of  the  thing  when  made.  The  invention  there- 
fore of  any  instrument,  used  in  the  process  of  making  a  thing  by 
art,  is  a  manufacture,  and  the  subject  of  a  patent  within  the  statute, 
because  such  an  instrument  is  itself  a  thing  made  by  art.  So  also 
medicines  may  be  said  to  be  a  species  of  manufacture,  and  within 
the  provision  of  the  statute,  because  they  consist  in  the  practice  of 
mixing  together  and  making  up  by  art,  the  different  ingredients 

of  which  they  are  composed,  and  are  the  result  of  prin- 
[*  472]  ciplos  organised,  *  cw  far  as  the  nature  of  the  thing  will 

admit.  The  same  observation  may  be  made  with  respect 
to  DoUond's  telescopes,  which  are  certainly  a  manufacture,  and 
within  the  statute  Jac.  I.,  but  they  consist  of  principles  reduced 
into  form  and  practice,  as  much  as  the  subject  will  admit,  and 
tlin  ]mUmt  is  for  glasses  completely  formed,  not  for  mere  principles, 
nnd  Umj  ii|K)ciflcation  describes  the  manner  in  which  the  invention 
in  to  1)«  (Mirricul  into  execution,  with  all  the  perspicuity  of  which 
tli«  tiling  is  cai)able.  That  this  is  the  true  meaning  of  the  term 
limn tifm- turn  an  it  is  used  by  the  Legislature,  likewise  appears  from 
Mi«  wonU  making  or  working  being  applied  to  it,  and  '•  which 
(ittMirN  nt  tlio  time  shall  not  use,"  and  also  from  the  provision 
that  tli«  jiaUMitoo  shall  ascertain  the  nature  of  his  invention,  and 
III  wimfc  niiinnor  the  same  is  to  be  performed.  The  specification  is 
Miw  i»rl('M  which  tho  patentee  is  to  pay  for  the  monopoly.  In  the 
l^^lUM.r\wiUlU  of  npnoiflcations  it  is  a  rule,  that  the  patentee  must 
iliiflorlbM  IiIm  Irivdiitlon  in  such  a  manner,  that  other  artists  in  the 
MNfiiM  trttd«  or  liuslncsi  may  be  taught  to  do  the  same  thing  for 
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which  the  patent  is  granted,  by"  following  the  directions  of  the 
specification  alone,  without  any  new  invention,  or  addition  of  their 
own,  and  without  the  expense  of  trying  experiments.  Turner  v. 
Winter,  1  T.  R  602  (No.  14,  post).  This  necessarily  excludes  any 
supposition  that  mere  principles  can  be  the  subject  of  a  patent. 
That  this  is  the  true  construction  of  the  word  manufactures  in  the 
statute,  appears  also  from  Lord  Coke's  commentary  on  it,  3  Inst. 
184,  who,  as  appears  from  the  journals  of  the  House  of  Commons, 
was  chairman  of  the  committee  to  whom  the  bill  was  referred,  and 
who  therefore  probably  either  drew  or  perused  it.  This  construc- 
tion of  the  word  manufactures,  in  the  statute,  is  also  fortified  by 
the  opinion  of  Mr.  Justice  Yates,  in  the  controversy  respecting 
literary  property,  Miller  v.  Taylor,  4  Burr.  2361,  who  there  held,  in 
illustration  of  the  subject  before  him,  that  mere  principles,  not 
embodied  and  reduced  into  practice,  were  not  the  subject  of  a  pat- 
ent. Until  they  are  so  embodied  (to  use  the  simile  of  that 
great  Judge),  they  are  like  the  sentiments  of  an  author,  while  in 
his  own  mind.  In  that  state  they  are  like  the  property  of  him,  or 
of  another.  But  when  once  they  are  published,  then,  and  not 
before,  his  exclusive  property  in  them,  or  in  the  organisation  of 
them,  commences.  In  Sir  Rieliard  ArhwrigMs  Case  ^  the  learned 
Judge  before  whom  it  was  tried,  stated  in  his  summing 
up,  that  for  a  principle  *  alone,  a  patent  could  not  be  oIk  [*  473] 
tained,  for  which  he  gave  very  convincing  reasons.  And 
independent  of  authorities,  the  reason  of  the  thing  shows,  that 
such  a  patent  could  not  be  obtained  within  the  meaning  of  the 
statute.  By  obtaining  a  patent  for  principles  only,  instead  of  one 
for  the  result  of  the  application  of  them,  the  public  is  prevented, 
during  the  term,  from  improving  on  those  principles,  and  at  the 
end  of  the  term,  is  left  in  a  state  of  ignorance  as  to  the  best, 
cheapest,  and  most  beneficial  manner  of  applying  them  to  the  end 
proposed 

It  is  true  indeed,  that  the  jury  have  found,  "  that  the  specifi- 
cation made  by  Watt,  is  of  itself  sufficient  to  enable  a  mechanic 
acquainted  with  fire  engines  previously  in  use,  to  construct  fire 
engines,  producing  the  effect  of  lessening  the  consumption  of  fuel 
and  steam  in  fire  engines,  upon  the  principle  invented  by  Watt." 
But  it  is  not  found,  that  the  specification  would  enable  a  mechanic 

1  See  the  printed  account  of  that  trial,  at  the  sittings  at  Westminster,  after  Trinity 
Term,  25  Geo.  III.,  before  Mr.  J.  Bdlleb. 
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to  construct  Watt's  fire  engines ;  nor  is  it  found,  to  what  extent 
the  consumption  of  steam  and  fuel  would  be  lessened  in  fire  en- 
gines, constructed  upon  the  principles  stated  in  the  specification  :  nor 
whether  those  engines  would  have  the  effect  of  lessening  the  con- 
sumption of  steam  to  the  same  degree  with  Watt's  engines.  All 
this  is  left  uncertain.  The  merit  of  the  invention  must  be  meas- 
ured by  the  quantity  of  fuel  which  may  be  saved  by  it.  Now  it  is 
possible,  that  agreeable  to  this  finding,  a  fire  engine  might  be 
made,  which  indeed  would  produce  the  effect  of  lessening  the  con- 
sumption of  fuel  and  steam,  upon  the  principles  mentioned  in  the 
specification,  but  yet  such  engine  might  save  only  one  bushel  of 
coals  or  other  fuel,  where  Watt's  engine  would  save  a  hundred. 
The  finding  of  the  jury  therefore  does  not  mend  the  case.  The 
specification  ought  to  have  described  the  method,  by  which  the 
machine  might  be  made  to  save  the  greatest  quantity  of  fuel 
which  it  was  known  to  be  capable  of  saving,  and  which  it  in  fact 
does  save  when  used  by  the  inventor.  It  is  a  settled  rule  of  law, 
that  if  a  patentee  makes  the  thing  for  which  the  patent  is  granted, 
with  cheaper  materials,  or  if  he  applies  and  uses  it  in  a  more 
advantageous  and  useful  manner,  than  is  described  in  the  specifi- 
cation, the  patent  is  void,  because  he  does  not  put  the  public  in 
possession  of  his  invention,  or  enable  them  to  derive  the  same 
benefit  that  he  himself  derives  from  it.  Turner  v.  Wintery  1  T. 
E.  602  (1  R  E.  311). 

It  is  to  be  shown,  in  the  next  place,  that  the  patent  is  not  con- 
tinued by  the  Act  15  Geo.  III.  c.  61.  The  title  of  it  is,  an  Act 
for  vesting  in  James  Watt,  "  the  sole  property  of  certain  steam 

engines,  called  fire  engines,  of  his  invention."  It  cites, 
[*  474  ]  "  that  the  *  King  by  his  letters  patent,  had  given  and 

granted  to  Watt  the  sole  benefit  and  advantage  of  making 
and  vending  certain  engines,  by  him  invented  for  lessening  the 
consumption  of  steam  and  fuel  in  fire  engines,  with  a  proviso,  that 
Watt  should  cause  a  particular  description  of  the  nature  of  the 
said  invention  to  be  enrolled,  and  that  he  accordingly  had  caused 
a  particular  description  of  the  nature  of  the  said  engine  to  be  en- 
rolled. It  further  recites,  that  the  said  James  Watt  had  employed 
many  years,  and  a  considerable  part  of  his  fortune,  in  making 
experiments  upon  steam  engines,  commonly  called  fire  engines,  but 
on  account  of  the  many  difficulties,  which  always  arise  in  the 
execution  of  such  large   and  complex  machines,  he  could  not 
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complete  his  intention,  before  the  end  of  the  year  1794,  when  he 
finished  some  large  engines,  as  specimens  of  his  construction,  and 
that  his  engines  might  be  of  great  utility,  £md  then  enacts,  that 
the  sole  privilege  of  making,  constructing,  and  selling  the  engines, 
therein  before  particularly  described,  shall  be  vested  in  Watt  for 
twenty-five  years,  and  that  he  during  the  said  term,  shall  make, 
exercise,  and  vend  the  said  engines."  Now  is  it  possible  to  say, 
that  this  Act  continues  a  patent  for  mere  principles  ?  Certainly  not 
If  therefore  the  patent  be  really  for  principles,  it  is  not  continued  by 
the  Act.  But  supposing,  that  though  the  Act  does  not  describe 
the  patent  according  to  the  terms  of  it,  yet  it  does  describe  it 
according  to  its  import,  namely,  as  a  patent  for  principles,  in  that 
case  it  would  not  be  within  the  protection  of  the  statute  of  Jac.  I. 
for  the  reasons  already  offered. 

[The  argument  then  adverted  to  the  extending  Act  of  15  Geo.  III. 
by  which  it  was  provided  {inter  alia)  that  every  objection  in  law 
competent  against  the  original  patent  should  be  competent  against 
the  patent  as  extended.] 

*  If  the  subject  be  viewed,  as  arising  from  the  patent  [*  476  ] 
and  Act  taken  together,  the  arguments  which  have  been 
already  used,  respecting  those  instruments  separately,  apply  them- 
selves more  strongly,  inasmuch  as  if  the  Act  be  considered  as  ex- 
planatory of  the  patent,  or  as  a  part  of  it,  there  cannot  be  a  doubt 
but  that  it  means  to  grant  a  monopoly  for  a  formed  engine  or 
machine.  Upon  the  whole,  therefore,  of  the  case,  it  appears,  either 
that  the  patent  is  for  an  entire  formed  machine,  when  it  ought  to 
have  been  for  an  improvement  only,  and  in  which  case  the  speci- 
fication does  not  correspond  with  it,  or  it  is  for  mere  principles, 
which  according  to  the  statute  21  Jac.  I.  c.  3.,  cannot  be  the  sub- 
ject  of  a  patent 

The  sum  of  the  reply  was  as  follows :  Tlie  patent  is  neither 
for  a  formed  instrument,  nor  is  the  specification  for  a  principle 
unorganised.  The  former  is  for  "  a  new  invented  method  of  lessen- 
ing the  consumption  of  steam  and  fuel  in  fire  engines,"  by  what- 
ever mode  that  effect  may  be  produced :  the  latter  states  both  the 
principle  of  the  invention,  and  also  the  mode  in  which  it  is  to 
operate,  namely,  the  preserving  the  cylinder  hot  by  the  means 
described,  and  the  condensing  the  steam  in  separate  vessels,  com- 
municating with  the  cylinder.  The  difference  in  the  terms  used 
in  the  patent  and  the  specification,  arises  from  the  nature  of  the 
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subject,  but  the  real  meauing  of  them  is  the  same.  Where  an 
improvement  is  made  upon  a  machine  already  known,  the  patent 
ought  not  to  be  for  the  machine  itself,  but  for  the  method  of  im- 
proving it.  Thus  a  patent  was  granted  in  1759  to  one  Wood,  **  for 
a  scheme  to  work  a  fire  engine,  at  half  the  expense  of  coals,"  an 
efifect  which  must  have  been  caused  by  an  alteration  of  the  engine, 
yet  the  patent  was  for  the  scheme,  or  method,  and  not  for  the  engine 
itself.  And  in  the  case  of  an  improvement  in  making  watches, 
Jessop's  patent  was  avoided,  because  it  was  for  the  whole  watch, 
when  the  invention  consisted  of  only  one  movement  But  not- 
withstandiug  this  rule,  if  from  the  nature  of  the  thing,  a  patent 
for  the  new  method  or  improvement  only,  should  have  the  effect  of 
giving  a  right  to  the  whole  machine,  that  is  not  of  itself  a  ground 
on  which  the  patent  can  be  set  aside. 

On  this  day,  after  consideration,  the  Judges  thus  delivered 
their  respective  opinions : 

[*  477]  *  EooKE,  J.,  after  stating  the  special  case  at  length,  thus 
proceeded. —  From  this  state  of  the  case,  and  from  the 
admission  of  counsel  on  both  sides,  I  assume  the  following  facts 
viz.,  that  the  plaintiff  Watt  is  the  inventor  of  a  new  and  useful 
improvement  in  fire  engines,  whereby  the  consumption  of  steam, 
and  consequently  of  fuel,  is  considerably  lessened :  that  the  im- 
provement is  of  such  a  nature  that  it  may  legally  be  the  object 
of  protection  by  royal  patent ;  that  a  patent  has  been  granted  to 
the  inventor,  on  the  condition  of  a  specification  of  the  nature  of 
the  invention,  that  a  specification  has  been  made,  sufficient  to  en- 
able a  mechanic  to  construct  fire  engines  containing  the  improve- 
ment invented  by  the  patentee  :  and  that  the  Legislature  six  years 
after  the  patent  had  been  granted,  thought  proper  to  extend  the 
duration  of  it  from  the  eight  years  then  to  come,  to  twenty-five 
years,  the  patent  having  been  granted  in  the  ninth,  and  the 
statute  having  passed  in  the  fifteenth  year  of  the  present  King. 

Under  these  circumstances,  I  think  I  conform  to  the  spirit  of 
the  statute  21  Jac.  I.  c.  3,  s.  6,  if  I  incline  to  support  this  patent, 
provided  it  may  be  supported  without  violating  any  rule  of  law, 
and  I  think  so,  for  two  reasons ;  first,  because  the  patentee  is 
substantially  entitled  to  the  protection  of  the  patent ;  and  secondly, 
because  the  public  are  sufficiently  instructed,  and  will  be  duly 
benefited  by  the  specification.     Against  the  claim  of  the  patentee 
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certain  objections  have  been  made,  which,  it  is  contended,  deprive 
him  of  all  legal  right  to  that  protection.  First,  it  is  objected 
that  the  patent  is  not  for  fire  engines  upon  the  particular  con- 
struction which  contains  this  new  improvement,  but  for  a  new 
invented  method  of  lessening  the  consumption  of  steam  and  fuel ; 
secondly,  it  is  objected,  that  no  J)articular  engine  is  described  in 
this  specification,  but  that  it  only  sets  forth  the  principles ;  and 
the  last  objection  is,  that  the  statute  has  not  duly  prolonged  the 
patent,  because  the  patent  is  for  a  method,  and  the  statute  for  an 
engine.  It  is  obvious  that  these  objections  axe  merely  formal; 
they  do  not  affect  the  substantial  merits  of  the  patentee,  nor  the 
meritorious  consideration  which  the  public  have  a  right  to  receive, 
in  return  for  the  protection  which  the  patentee  claims.  With 
regard  to  the  first  objection,  it  is  that  the  patent  is  not  for  a 
fire  engine  of  a  particular  construction,  but  for  a  new 
invented  method.  It  presupposes  the  existence  of  the  *  fire  [*  478] 
engine,  and  gives  a  monopoly  to  the  patentee  of  his  new 
invented  method  of  lessening  the  consumption  of  steam  and  fuel 
in  fire  engines.  The  obvious  meaning  of  those  words  is,  that  he 
has  made  an  improvement  in  the  construction  of  fire  engines,  for 
what  does  method  mean  but  mode  or  manner  of  effecting  ?  What 
method  can  there  be  of  saving  steam  or  fuel  in  engines,  but  by 
some  variation  in  the  construction  of  them?  A  new  invented 
method  therefore  conveys  to  my  understanding,  the  idea  of  a 
new  mode  of  construction.  I  think  those  words  are  tantamount 
to  fire  engines  of  a  newly  invented  construction ;  at  least  I  think 
they  will  bear  this  meaning,  if  they  do  not  necessarily  exclude 
every  other.  The  specification  shows  that  this  was  the  mean- 
ing of  the  words  as  understood  by  the  patentee,  for  he  has  speci- 
fied a  new  and  particular  mode  of  constructing  fire  engines.  If 
he  has  so  understood  the  words,  and  they  will  bear  this  interpre- 
tation, then  I  think  this  objection,  which  is  merely  verbal,  is 
answered.  To  which  I  add,  that  patents  for  a  method  or  art  of 
doing  particular  things  have  been  so  numerous,  according  to  the 
lists  left  with  us,  that  method  may  be  considered  as  a  common 
expression  in  instruments  of  this  kind.  It  would  therefore  be 
extremely  injurious  to  the  interests  of  patentees,  to  allow  this 
verbal  objection  to  prevail.  As  to  the  second  objection,  that  no 
particular  engine  is  described,  that  no  model  or  drawing  is  set 
forth,  I  hold  this  not  to  be  necessary,  provided  the  patentee  so 
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describes  the  improvement  as  to  enable  artists  to  adopt  it,  when 
his  monopoly  expires.  The  jury  find  that  he  has  so  described  it 
It  is  objected,  that  he  professes  to  set  forth  principles  only,  but 
we  are  not  bound  by  what  he  professes  to  do,  but  by  what  he  has 
really  done.  If  he  had  professed  to  set  forth  a  full  specification 
of  his  improvement,  and  had  not  set  it  forth  intelligibly,  his 
specification  would  have  been  insuflacient,  and  his  patent  void. 
It  seems  therefore  but  reasonable,  that  if  he  sets  forth  his  im- 
provement intelligibly,  his  specification  should  be  supported, 
though  he  professes  only  to  set  forth  the  principle.  The  term 
principle  is  equivocal,  it  may  denote  either  the  radical  elementary 
truths  of  a  science,  or  those  consequential  axioms  which  are 
founded  on  radical  truths,  but  which  are  used  as  fundamental 
truths  by  those  who  do  not  find  it  expedient  to  have  recourse  to 
first  principles.  The  radical  principles  on  which  all  steam  en- 
gines are  founded,  are  the  natural  properties  of  steam, 
[*  479]  its  expansiveness  *  and  condensibility.  Whether  the 
machines  are  formed  in  one  shape  or  another,  whether  the 
cylinder  is  kept  hot  or  suffered  to  cool,  whether  the  steam  is  con- 
densed in  one  vessel  or  another,  still  the  radical  principles  are  the 
same.  When  the  present  patentee  set  his  inventive  faculties  to 
work,  he  found  fire  engines  already  in  existence,  and  the  natural 
qualities  of  steam  already  known  and  mechanically  used.  He 
only  invented  an  improvement  in  the  mechanism,  by  which  they 
might  be  employed  to  greater  advantage.  There  is  no  newly  dis- 
covered natural  principle  as  to  steam,  nor  any  new  mechanical 
principle  in  his  machine ;  the  only  invention  is  a  new  mechanical 
employment  of  principles  already  known.  As  to  the  specifica- 
tion, some  part  of  it,  so  much  as  represents  the  future  intentions 
of  the  patentee,  may  be  considered,  according  to  the  language 
of  the  specification,  as  merely  theoretical;  but  the  greater  part 
describes  a  practical  use  of  improved  mechanism,  the  basis  on 
which  the  improvement  is  founded.  The  object  of  the  patentee 
was  to  condense  the  steam  without  cooling  the  cylinder :  the  means 
adopted  to  effectuate  this  were  to  enclose  the  cylinder  in  a  case 
which  will  confine  the  heat  or  transmit  it  slowly,  to  surround  it 
with  steam  or  other  heated  bodies,  and  to  suffer  neither  water 
nor  any  other  substance  colder  than  the  steam,  to  enter  or  touch 
it  during  that  time.  These  means  are  set  forth.  The  objection 
is,  that  there  is  no  drawing  or  model  of  a  particular  engine ;  and 
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where  is  the  necessity  of  such  drawing  or  model,  if  the  specifica- 
tion is  intelligible  without  it?  Had  a  drawing  or  model  been 
made,  and  any  man  copied  the  improvement,  and  made  a  machine 
in  a  different  form,  no  doubt  this  would  have  been  an  infringe- 
ment of  the  patent ;  why  ?  because  the  mechanical  improvement 
would  have  been  introduced  into  the  machine,  though  the  form 
was  varied.  It  follows  from  thence  that  the  mechanical  improve- 
ment and  not  the  form  of  the  machine,  is  the  object  of  the  patent : 
and  if  this  mechanical  improvement  is  intelligibly  specified,  of 
which  a  jury  must  be  the  judges,  whether  the  patentee  call  it  a 
principle,  invention,  or  method,  or  by  whatever  other  appellation, 
we  are  not  bound  to  consider  his  terms,  but  the  real  nature  of 
his  improvement,  and  the  description  he  has  given  of  it,  and  we 
may,  I  think,  protect  him  without  violating  any  rule  of  law.  As 
to  the  articles  of  the  specification  which  denote  inten- 
tion only,  and  do  not  state  the  thing  to  which  *  it  is  to  [*  480  ] 
be  applied,  I  do  not  think  he  could  maintain  an  action 
for  breach  of  these  articles ;  for  he  cannot  anticipate  the  protec* 
tion,  before  he  is  entitled  to  it  by  practical  accomplishment.  But 
the  patent  is  for  a  method  already  adopted,  and  the  two  first  and 
most  material  articles  are  set  forth  as  already  accomplished,  and 
the  case  states  it  was  new  and  useful,  at  the  time  of  making  the 
patent.  I  therefore  consider  the  most  essential  part  of  the  patent, 
the  keeping  the  cylinder  hot,  enclosing  it  in  a  case,  and  surround- 
ing it  with  steam,  as  carried  into  practical  effect  at  the  time  of 
granting  the  patent ;  this  the  defendant  has  infringed ;  and  I  will 
presume  after  verdict,  where  nominal  damages  only  are  given, 
that  the  evidence  was  applied  to,  and  the  damages  given  for  those 
articles  only  which  are  well  specified.  Now  if  he  has  infringed 
those  articles  which  are  well  specified,  he  shall  not  be  excused 
from  an  action,  because  he  has  been  guilty  of  an  additional  in- 
fringement on  that  which  is  specified  as  matter  of  intention  only. 
As  to  the  objection  of  the  want  of  a  drawing  or  model,  that  at 
first  struck  me  as  of  great  weight.  I  thought  it  would  be  difficult 
to  ascertain  what  was  an  infringement  of  a  method,  if  there  was 
no  additional  representation  of  the  improvement,  or  thing  method- 
ised. But  I  have  satisfied  my  mind  thus ;  infringement  or  not,  is 
a  question  for  the  jury :  in  order  to  decide  this  case,  they  must 
understand  the  nature  of  the  improvement  or  thing  infringed :  if 
they  can  understand  it  without  a  model,  I  am  not  aware  of  any 
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rule  of  law  which  requires  a  model  or  a  drawing  to  be  set  forth,  or 
which  makes  void  an  intelligible  specification  of  a  mechanical 
improvement,  merely  because  no  drawing  or  model  is  annexed. 
In  the  present  case,  I  do  not  hear  that  the  want  of  a  drawing 
or  a  model  occasioned  any  difficulty  to  the  jury;  they  have 
expressly  decided  that  Mr.  Watt  has  the  merit  of  a  new  and  an 
useful  invention,  and  that  this  invention  was  infringed  by  the 
defendant.  How  then  can  I  say,  that  they  could  not  understand 
it  for  the  want  of  a  drawing  ?  Especially  when  they  have  added, 
that  the  specification  is  sufficient  to  enable  a  mechanic  acquainted 
with  the  fire  engines  previously  in  use,  to  construct  fire  engines 
producing  the  efiTect  of  lessening  the  consumption  of  fuel  and 
steam,  upon  the  principle  invented  by  the  plaintiff.  For  these 
reasons  I  think  the  second  objection,  that  no  particular  engine  is 
set  forth,  is  not  of  sufficient  weight  to  destroy  the  effect  of  the 
patent. 

[*  481]  *  Heath,  J.  —  This  patent  is  expressly  for  a  new  invented 
method  for  lessening  the  consumption  of  steam  and  fuel  in 
fire  engines.  It  appears  that  the  invention  of  the  patentee  is  orig- 
inal, and  may  be  the  subject  of  a  patent;  but  the  question  is, 
in  as  much  as  this  invention  is  to  be  put  in  practice  by  means  of 
machinery,  whether  the  patent  ought  not  to  have  been  for  one  or  more 
machines,  and  whether  this  is  such  a  specification  as  entitles  him 
to  the  monopoly  of  a  method  ?  If  method  and  machinery  had  been 
used  by  the  patentee  as  convertible  terms,  and  the  same  conse- 
quences would  result  from  both,  it  might  be  too  strong  to  say,  that 
the  inventor  should  lose  the  benefit  of  his  patent,  by  the  misappli- 
cation of  his  term.  In  truth  it  is  not  so.  His  counsel  have  con- 
tended for  the  exclusive  monopoly  of  a  method  of  lessening  the 
consumption  of  steam  and  fuel  in  fire  engines,  and  that  therefore 
would  better  answer  the  purposes  of  the  patentee,  for  the  method 
is  a  principle  reduced  to  practice  ;  it  is  in  the  present  instance  the 
general  application  of  a  principle  to  an  old  machine.  There  is  no 
doubt  that  the  patentee  might  have  obtained  a  patent  for  his 
machinery,  because  the  Act  of  Parliament  he  obtained,  acknowl- 
edged his  patent,  and  he  himself  in  1782  procured  a  patent  for  his 
invention  of  certain  new  improvements  upon  steam  and  fire  engines 
for  raising  water,  &c.,  which  contained  new  pieces  of  mechanism, 
applicable  to  the  same.     Upon  this  statement,  the  following  objec- 
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tions  arise  to  the  patent,  which  I  cannot  answer :  namely,  that  if 
there  may  be  two  diflferent  species  of  patents,  the  one  for  an  appli- 
cation of  a  principle  to  an  old  machine,  and  the  other  for  a  specific 
machine,  one  must  be  good  and  the  other  bad.  The  patent  that 
admits  the  most  lax  interpretation  should  be  bad,  and  the  other 
alone  conformable  to  the  rules  and  principles  of  common  law,  and 
to  the  statute  on  which  patents  are  founded.  The  statute  21  Jac. 
I.  prohibits  all  monopolies,  reserving  to  the  King  by  an  express 
proviso  so  much  of  his  ancient  prerogative,  as  shall  enable  him  to 
grant  letters  patent  and  grants  of  privilege,  for  the  term  of  four- 
teen years  or  under,  of  the  sole  working  or  making  of  any  manner 
of  new  manufactures  within  this  realm,  to  the  true  and  first  inven- 
tor and  inventors  of  such  manufactures.  What  then  falls  within 
the  scope  of  the  proviso  ?  Such  manufactures  as  are  reducible  to 
two  classes.  The  first  class  includes  machinery,  the  second  sub- 
stances (such  as  medicines),  formed  by  chemical  and 
•other  processes,  where  the  vendible  substance  is  the  [*482] 
thing  produced,  and  that  which  operates  preserves  no 
permanent  form.  In  the  first  class  the  machine,  and  in  the  second 
the  substance  produced,  is  the  subject  of  the  patent.  I  approve  of 
the  term  manufacture  in  the  statute,  because  it  precludes  all  nice 
refinements:  it  gives  us  to  understand  the  reason  of  the  proviso, 
that  it  was  introduced  for  the  benefit  of  trade.  That  which  is  the 
subject  of  a  patent  ought  to  be  specified,  and  it  ought  to  be  that 
which  is  vendible,  otherwise  it  cannot  be  a  manufacture.  This  is  a 
new  species  of  manufacture,  and  the  novelty  of  the  language  is 
suflBcient  to  excite  alarm.  It  has  been  urged  that  other  patents 
have  been  litigated  and  established ;  for  instance,  DoUond's,  which 
was  for  a  refracting  telescope.  I  consider  that  as  substantially  an 
improved  machine.  A  patent  for  an  improvement  of  a  refracting 
telescope,  and  a  patent  for  an  improved  refracting  telescope,  are  in 
substance  the  same.  The  same  specification  would  serve  for  both 
patents,  the  new  organisation  of  parts  is  the  same  in  both.  I  asked 
in  the  argument  for  an  instance  of  a  patent  for  a  method,  and  none 
such  could  be  produced.  I  was  then  pressed  with  patents  for 
chemical  processes,  many  of  which  are  for  a  method,  but  that  is 
from  an  inaccuracy  of  expression,  because  the  patent  in  truth  is 
for  a  vendible  substance.  To  pursue  this  train  of  reasoning  still 
further,  I  shall  consider  how  far  the  arguments  in  support  of  this 
patent  will  apply  to  the  invention  of  original  machinery  founded 
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on  a  new  principle.  The  steam  engine  furnishes  an  instance. 
The  Marquis  of  Worcester  discovered,  in  the  last  century,  the 
expansive  force  of  steam,  and  first  applied  it  to  machinery. 
As  the  original  inventor  he  was  clearly  entitled  to  a  patent. 
Would  the  patent  have  been  good  applied  to  all  machinery,  or  to 
the  machines  which  he  had  discovered  ?  The  patent  decides  the 
question.  It  must  be  for  the  vendible  matter,  and  not  for  the 
principle.  Another  objection  may  be  urged  against  the  patent, 
upon  the  application  of  the  principle  to  an  old  machine,  which  is, 
that  whatever  machinery  may  be  hereafter  invented  would  be  an 
infringement  of  the  patent,  if  it  be  founded  on  the  same  principle. 
If  this  were  so,  it  would  reverse  the  clearest  positions  of  law 
respecting  patents  for  machinery,  by  which  it  has  been  always 
holden,  that  the  organisation  of  a  machine  may  be  the  subject  of 

a  patent,  but  principles  cannot  If  the  argument  for  the 
[•483]  patentee  were  correct,  it  would  follow   *that  where  a 

patent  was  obtained  for  the  principle,  the  organisation 
would  be  of  no  consequence.  Therefore  the  patent  for  the  appli- 
cation of  the  principle,  must  be  as  bad  as  the  patent  for  the  princi- 
ple itself.  It  has  been  urged  for  the  patentee,  that  he  could  not 
specify  all  the  cases,  to  which  his  machinery  could  be  applied. 
The  answer  seems  obvious,  that  what  he  cannot  specify  he  has  not 
invented.  The  finding  of  the  jury  that  steam  engines  may  be 
made  upon  the  principle  stated  by  the  patentee,  by  a  mechanic 
acquainted  with  the  fire  engines  previously  in  use,  is  not  conclu- 
sive. This  patent  extends  to  all  machinery  that  may  be  made  on 
this  principle,  so  that  he  has  taken  a  patent  for  more  than  he  has 
specified ;  and  as  the  subject  of  his  patent  is  an  entire  thing,  the 
want  of  a  full  specification  is  a  breach  of  the  conditions,  and  avoids 
the  patent.  Indeed  it  seems  impossible  to  specify  a  principle,  and 
its  application  to  all  cases,  which  furnishes  an  argument  that  it 
cannot  bo  the  subject  of  a  patent.  It  has  been  usual  to  examine 
the  specification,  as  a  condition  on  which  the  patent  was  granted. 
I  shall  now  consider  it  in  another  point  of  view.  It  is  a  clear 
principle  of  law  tliat  the  subject  of  every  grant  must  be  certain. 
The  usual  mode  has  been  for  the  patentee  to  describe  the  subject 
of  it  by  the  sixicification ;  the  patient  and  the  specification  must 
contain  a  full  doscription.  Then  in  this,  as  in  most  other  cases, 
the  patent  would  be  void  for  tlio  uncertain  description  of  the  thing 
granted,  if  it  were  not  aided  by  the  statute.    The  grant  of  a  method 
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is  not  good,  because  uncertain,  the  specification  of  a  method  or  the 
application  of  principle  is  equally  so,  for  the  reasons  I  have 
alleged. 

BuLLEB,  J.  —  Few  men  possess  more  ingenuity,  or  have  greater 
merit  with  the  public,  than  the  plaintiffs  on  this  record ;  and  if 
their  patent  can  be  sustained  in  point' of  law,  no  man  ought  to 
envy  them  the  profits  and  advantages  arising  from  it.  Even  if  it 
cannot  be  supported,  no  man  ought  to  envy  them  the  profits  which 
they  have  received:  because  the  world  has  undoubtedly  derived 
great  advantages  from  their  ingenuity.  We  are  called  upon  to  de- 
liver our  opinions  on  the  dry  question  of  law,  Whether,  upon  the 
case  disclosed  to  us,  this  patent  can  or  cannot  be  sustained  ?  And 
I  shall  deliver  my  opinion  first  upon  the  case  itself,  and  secondly 
on  the  arguments  which  have  been  urged  at  the  bar. 

*  The  case  states  the  plaintiffs'  patent,  the  specification,  [*  484] 
and  the  Act  of  Parliament.  It  gives  a  description  of  the 
old  engine,  and  then  states  that  the  invention  of  the  plaintiffs  is  a 
new  and  useful  one,  and  that  the  specification  is  sufficient  to  enable 
a  mechanic  to  construct  fire  engines,  producing  the  effect  of  lessen- 
ing the  consumption  of  fuel  and  steam  in  fire  engines,  upon  the 
principle  invented  by  Mr.  Watt  One  objection  made  by  the  de- 
fendant was,  that  it  did  not  appear  on  the  case,  that  a  mechanic 
could,  from  the  specification,  construct  an  engine  which  should 
lessen  the  consumption  of  fuel  and  steam,  with  equal  effect,  or  to 
the  same  extent  as  Mr.  Watt  himself  did.  If  the  negative  appeared, 
viz.,  that  a  mechanic  could  not  from  the  specification  make  an 
engine  with  equal  effect,  or  if  it  required  expense  and  experiments 
before  it  could  be  done,  I  agree  that  either  of  those  facts  would 
avoid  the  patent  But  that  is  not  so  stated  ;  and  upon  this  case  I 
think  we  are  bound  to  say  there  is  no  foundation  for  either  of  those 
objections.  There  is  another  objection  to  the  case,  which  I  think 
more  important,  and  that  is,  that  the  jury  have  not  told  us  where- 
in the  invention  consists,  whether  it  be  in  an  additional  cylinder,  or 
other  vessel  to  the  old  machine,  or  what  the  addition  is,  or  whether 
it  be  only  in  the  application  of  the  old  parts  of  the  machine,  or  in 
what  is  called  at  the  bar,  the  principle  only,  or  in  what  that 
principle  consists.  These  defects  have  opened  a  great  field  of 
argument,  and  have  driven  the  plaintiffs'  counsel  to  the  necessity  of 
endeavouring  to  support  his  case  on  all  possible  grounds.    The  old 


^  FAT¥5T. 

•^.TTie  ^'iiasctKi  zi  a  gjT.Tiiipr,  a  b:Cer,  a  pipe  which  occasionally 
:*  mmTTnTi'acgd  becweei  :h»*Tn .  an  injectioQ  cistern,  and  pumps. 
Tit^  1^1  diiicsislI  pars  cf  zhss  new  engine,  as  mentioned  in  the 
«vrn:*iiduaci':n.  are  ihe  :Id  zj'jzifii^^  now  called  the  steam  vessel,  and 
die  ve<<5el  auw  caZtni  ihe  ccnienaer;  which  it  is  said  must  be 
ii:=dict  tyiuL  :iie  ^tseom  TeaseL  ihcc^  occasionally  communicating 
wiia  x^  r^tf  old  boijer  did  oceasiooallj  communicate  with  the 
jyiindnr.  Tha  pmxtps.  grease,  and  ocha*  things  are  admitted  to  be 
mdiug  vsrcuaistsuicesw  and  noc  worthy  any  observation.  Upon 
:ii^  jdre  jt  zh.^  case.  I  canncc  say  that  there  is  anything  substan- 
ZiiZj  3iew  ia  :ie  manziscvii^ :  and  indeed  it  was  expressly  ad- 
annttid  -jn  tie  irs^Lauais.  tint  there  were  no  new  particulars  in  the 

aitfi.iiiiaj2»n:  tr.-is  it  was  not  a  machine  or  instrument 
^-tcs:"  wiica  the  rlai:iti&  had  •invented:  that  mechanism  was 

:icc  rreceaded  to  be  invented  in  any  of  its  parts :  that  this 
^n;Ctne  i'>»  vxa;5i:5C  cf  all  the  same  parts  as  the  old  engine :  and 
thd:  ti^  rarticolir  aiechdCLi^ni  is  not  necessary  to  be  considered, 
r*!^  fuct  >rc  th^fT^  bei=:g  ncchirg  new  in  the  engine  drove  the 
o,M3^I  tv>  ijrr«  ca  very  wide  grounds,  and  to  touch  on  the 
\v;^$^:/::T  .>c  ytiT';?^^->^-*jr  a  pitent  for  an  idea  or  a  principle,  though 
i  ,>:  :i  :c  w:»  idj::tted  that  a  patent  could  not  be  sustained  for 
jLi  ccd  .^r  a  rr,!:c:vle  alcw* 

r^  >^^  $ti^?:^^r^t  of  whdt  a  principle  is,  proves  it  not  to  be  a 
^•^*u-d  ^t  Ji  xntt^r^t.  It  b  the  first  ground  and  rule  for  arts  and 
k*tv?tv>j^  or  ut  vv:>^r  words  the  elements,  and  rudiments  of  them. 
K  Vii^xt.*:  :ij:j:5^  S?  tor  $c:iie  new  production  from  those  elements, 
.t  tvl  ^v*<  tor  :>^  ^fIvrxNe::ts^  theuiselvesw  The  plaintiffs'  case  is  con- 
$.vCr^>^  ,N:v::xi^j;jiea  i^i  sslauv  parts  of  it,  and  as  it  seems  to  me, 
;N^*  ,i->-^^v-*^^-^^^^  ^^  ^^  ^iduced  were  very  much  calculated 
;vv  \  V V  o<v^  of  xV  f  oul;k<5v  which  the  counsel  foresaw  might  be 
'ii  AV^^vwi  ^-t-o  ;>^  0*^:  **  titst.  that  unless  the  principle  can  be 
^-tvMvNi  Jk<  :K*  ,crv^<^^^  v>f  :he  patent,  there  may  be  some  danger 
^c  ,v.>  -^^^-^;C  :>^  sVv^'^v^**^*'*  ob>vt:on  to  it :  secondly,  that  unless 
iX--^  -V  -.V  o^i  t  N^  $xtvxv«^vl.  i:  may  open  a  fatal  objection  to  the 
4i*itsM  v^^  >v\\i.is^  :><^*  vtv^  nv>t  state  in  what  manner  the  new 

liir^^v  .^^  v.,.^.v^:tto^i:*  *w  to  be  added:  or  thirdly,  because 
ITli'v-  '  ^^^  ^^H^-^  t>>  ^>v^i^  principle,  and  is  founded  on  that 
rV  5  -^.^  -.txv^-.:o«  ii^  ^i5;en  to  consist  of  an  improvement  or 
^^.  1\'     Ky^o;>.or  o^v^^rA>a  may  arise  both  to  the  patent 
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and  specification,  viz.,  that  the  patent  is  granted  for  the  whole 
engine,  and  not  for  the  addition  or  improvement  only.  Perhaps  it 
may  be  convenient  and  judicious  to  keep  these  objections  as  much 
as  possible  in  the  background,  and  out  of  the  view  of  the  Court 
But  it  is  our  duty  to  sift  and  dive  into  the  facts  and  circumstances 
of  the  case,  and  the  bearings  and  consequences  of  them,  as  far  as 
our  abilities  or  knowledge  of  the  subject  will  admit.  There  is  one 
short  observation  arising  on  this  part  of  the  case,  which  seems  to 
me  to  be  unanswerable,  and  that  is,  that  if  the  principle  alone  be 
the  foundation  of  the  patent,  it  cannot  possibly  stand,  with  that 
knowledge  and  discovery  which  the  world  were  in  possession  of 
before.  The  effect,  the  power,  and  the  operation  of  steam 
were  known  long  before  the  *  date  of  this  patent ;  all  [*  486] 
machines  which  are  worked  by  steam  are  worked  on  the 
same  principle.  The  principle  was  known  before,  and  therefore  if 
the  principle  alone  be  the  foundation  of  the  patent,  though  the  addi- 
tion may  be  a  great  improvement  (as  it  certainly  is),  yet  the 
patent  must  be  void  ab  initio.  But  then  it  was  said,  that  though 
an  idea  or  a  principle  alone  would  not  support  the  patent,  yet 
that  an  idea  reduced  into  practice,  or  a  practical  application  of 
a  principle  was  a  good  foundation  for  a  patent,  and  was  the  present 
case.  The  mere  application  or  mode  of  using  a  thing,  was  admitted 
in  the  reply  not  to  be  a  sufi&cient  ground  ;  for  on  the  Court  putting 
the  question,  Whether  if  a  man  by  science  were  to  devise  the 
means  of  making  a  double  use  of  a  thing  known  before,  he  could 
have  a  patent  for  that  ?  it  was  rightly  and  candidly  admitted  that 
he  could  not.  The  method  and  the  mode  of  doing  a  thing  are  the 
same :  and  I  think  it  impossible  to  support  a  patent  for  a  method 
only,  without  having  carried  it  into  effect  and  produced  some  new 
substance.  But  here  it  is  necessary  to  inquire,  what  is  meant  by 
a  principle  reduced  into  practice.  It  can  only  mean  a  practice 
founded  on  principle,  and  that  practice  is  the  thing  done  or  made, 
or  in  other  words  the  manufacture  which  is  invented. 

This  brings  us  to  the  true  foundation  of  all  patents,  which  must 
be  the  manufacture  itself ;  and  so  says  the  statute  21  Jac.  I.  c.  3. 
All  monopolies  except  those  which  are  allowed  by  that  statute,  are 
declared  to  be  illegal  and  void ;  they  were  so  at  common  law :  and 
the  sixth  section  excepts  only  those  of  the  sole  working  or  making 
any  manner  of  new  manufacture :  and  whether  the  manufacture 
be  with  or  without  principle,  produced  by  accident  or  by  art,  is 
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immateriaL  Unless  this  patent  can  be  supported  for  the  manu- 
facture, it  cannot  be  supported  at  all.  I  am  of  opinion  that  the 
patent  is  granted  for  the  manufacture,  and  I  agree  with  my 
Brother  Adair,  that  verbal  criticisms  ought  not  to  avail,  but  that 
principle  in  the  patent,  and  engine  in  the  Act  of  Parliament  mean 
and  are  the  same  thing.  Besides,  the  declaration  is  founded  on  a 
right  to  the  engine,  and  therefore  unless  the  plaintiflTs  can  make 
out  their  right  to  that  extent,  they  must  fail.  In  most  of  the 
instances  of  the  different  patents  mentioned  by  my  Brother  Adaib, 

the  patents  were  for  the  manufacture,  and  the  specification 
[*  487]  rightly  stated  the  method  by  which  the  manufacture  *  was 

made  :  but  none  of  them  go  the  length  of  proving,  that  the 
method  of  doing  a  thing  without  the  thing  being  done,  or  actually 
reduced  into  practice,  is  a  good  foundation  for  a  patent.    When 
the  thing  is  done  or  produced,  then  it  becomes  the  manufacture 
which  is  the  proper  subject  of  a  patent.     Dollond's  patent  was  for 
object  glasses,  and  the  specification  properly  stated  the  method  of 
making  those  glasses.    And  as  I  mentioned  in  the  course  of  the 
argument,  the  point  contested  in  that  case  was.  Whether  Dollond 
or  Hall  was  the  first  and  true  inventor  within  the  meaning  of  the 
statute,  Hall  having  first  made  the  discovery  in  his  own  closet,  but 
never  made  it  public  ?  and  on  that  ground  Dollond's  patent  was 
confirmed.    Mechanical  and  chemical  discoveries  all  come  within 
the  description  of  manufactures :  and  it  is  no  objection  to  either 
of  them  that  the  articles  of  which  they  are  composed  were  known, 
and  were  in  use  before,  provided  the  compound  article  which  is 
the  object  of  the  invention,  is  new.     But  then  the  patent  must  be 
for  the  specific  compound,  and  not  for  all  the  articles  or  ingredients 
of  which  it  is  made.    The  first  inventor  of  a  fire  engine  could 
never  have  supported  a  patent  for  the  method  and  principle  of 
using  iron.    Nor  could  Dr.  James  (supposing  his  patent  had  been 
clear  of  other  objections)  have  sustained  a  patent  for  the  method 
and  principle  of  using  antimony.     In  the  first  case,  the  patent 
must  have  been  for  the  fire  engine,  eo  nomine :  and  in  the  second, 
for  the  specific  compound  powder.     Suppose  the  world  were  better 
informed  than  it  is,  how  to  prepare  Dr.  James's  fever  powder,  and 
an  ingenious  physician  should  find  out  that  it  w£is  a  specific  cure 
for  a  consumption,  if  given  in  particular  quantities ;  could  he  have 
a  patent  for  the  sole  use  of  James's  powder  in  consumptions,  or  to 
be  given  in  particular  quantities  ?    I  think  it  must  be  conceded  that 
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sach  a  patent  would  be  void ;  and  yet  the  use  of  the  medicine 
would  be  new,  and  the  effect  of  it  as  materially  different  from  what 
is  now  known,  as  life  is  from  death.  So  in  the  case  of  a  late  dis- 
covery, which  as  far  as  experience  has  hitherto  gone,  is  said  to  have 
proved  efficacious,  that  of  the  medicinal  properties  of  arsenic  in 
curing  agues,  could  a  patent  be  supported  for  the  sole  use  of  arsenic 
in  aguish  complaints  ?  The  medicine  is  the  manufacture,  and  the 
only  object  of  a  patent,  and  as  the  medicine  is  not  new,  any  patent 
for  it,  or  for  the  use  of  it,  would  be  void.  The  case  of  water 
tabbies,  which  has  often  been  mentioned  in  Westminster 
Hall,  may  afford  some  illustration  of  this  *  subject  That  [*  488] 
invention  first  owed  its  rise  to  the  accident  of  a  man's 
spitting  on  a  floor  cloth,  v^hich  changed  its  colour,  from  whence  he 
reasoned  on  the  effect  of  intermixing  water  with  oils  or  colours,  and 
found  out  how  to  make  water  tabbies,  and  had  his  patent  for  water 
tabbies  only.  But  if  he  could  have  had  a  patent  for  the  principle 
of  intermixing  water  with  oil  or  colours,  no  man  could  have  had  a 
patent  for  any  distinct  manufacture,  produced  on  the  same  princi- 
ple. Suppose  painted  floor  cloths  to  be  produced  on  the  same  prin- 
ciple, yet  as  the  floor  cloth  and  the  tabby  are  distinct  substances, 
calculated  for  distinct  purposes,  and  were  unknown  to  the  world 
before,  a  patent  for  one  would  be  no  objection  to  a  patent  for 
another. 

The  true  question  in  this  case  is,  Whether  the  plaintiffs*  patent 
can  be  supported  for  the  engine  ?  I  have  already  said  I  consider 
it  as  granted  for  the  engine,  and  if  that  be  the  right  construction 
of  the  patent,  that  alone  lays  all  the  arguments  about  ideas  and 
principles  out  of  the  case.  The  objections  to  this  patent,  as  a 
patent  for  the  engine,  are  two :  first,  that  the  fire  engine  was  known 
before :  and  secondly,  though  the  plaintiffs'  invention  consisted 
only  of  an  improvement  of  the  old  machine,  he  has  taken  the 
patent  for  the  whole  machine,  and  not  for  the  improvement  alone. 
As  to  the  first,  the  fact  which  the  plaintiffs'  counsel  were  forced  to 
admit,  and  did  repeatedly  admit  in  the  terms  which  I  mentioned, 
viz.,  that  there  was  nothing  new  in  the  machine,  is  decisive  against 
the  patent.  And  the  second  objection  is  equally  fatal.  That  a 
patent  for  an  addition  or  improvement  may  be  maintained,  is  a 
point  which  has  never  been  directly  decided ;  and  Bircofs  Case,  3 
Inst  184,  is  an  express  authority  against  it,  which  case  was  decided 
in  the  Exchequer  Chamber.    What  were  the  particular  facts   of 
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that  case  we  are  not  informed,  and  there  seems  to  me  to  be  more 
quaintness  than  solidity  in  the  reason  assigned,  which  is,  that  it 
was  to  put  but  a  new  button  to  an  old  coat,  and  it  is  much  easier 
to  add  than  to  invent.  If  the  button  were  new,  I  do  not  feel  the 
weight  of  the  objection,  that  the  coat  on  which  the  button  was  to 
be  put  was  old.  But  in  truth  arts  and  sciences  at  that  period  were 
at  so  low  an  ebb,  in  comparison  with  that  point  to  which  they 
have  been  since  advanced,  and  the  effect  and  utility  of  improve- 
ments so  little  known,  that  I  do  not  think  that  case  ought 
[*  489]  to  preclude  the  question.  In  later  times,  whenever  *  the 
point  has  arisen,  the  inclination  of  the  Court  has  been  in 
favour  of  the  patent  for  the  improvement,  and  the  parties  have 
acquiesced,  where  the  objection  might  have  been  brought  directly 
before  the  Court  In  Morris  v.  Branson,,  which  was  tried  at  the 
sittings  after  Easter  Term^  1776,  the  patent  was  for  making  eye- 
let holes  or  net  work  in  silk,  thread,  cotton,  or  worsted ;  and  the 
defendant  objected  that  it  was  not  a  new  invention,  it  being  only 
an  addition  to  the  old  stocking  frame.  Lord  Mansfield  said, 
"  After  one  of  the  former  trials  on  this  patent,  I  received  a  very  sen- 
sible letter  from  one  of  the  gentlemen  who  was  upon  the  jury,  on 
the  subject  whether  on  principles  of  public  policy,  there  could  be 
a  patent  for  an  addition  only.  I  paid  great  attention  to  it,  and 
mentioned  it  to  all  the  Judges.  If  the  general  point  in  law,  viz., 
that  there  can  be  no  patent  for  an  addition,  be  with  the  defendant, 
that  is  open  upon  the  record,  and  he  may  move  in  arrest  of  judg- 
ment. But  that  objection  would  go  to  repeal  almost  every  patent 
that  was  ever  granted."  There  was  a  verdict  for  the  plaintiffs 
with  XnOO  damages,  and  no  motion  was  made  in  arrest  of  judgment 
Though  his  Lordship  did  not  mention  what  were  the  opinions  of 
th«  .TtidgoH,  or  gave  any  direct  opinion  himself,  yet  we  may  safely 
rolhu't  that  ho  thought  on  great  consideration,  the  patent  was  good, 
iumI  Uin  defendant's  counsel,  though  they  had  made  the  objection 
ttt  thn  trial,  did  not  afterwards  persist  in  it  Since  that  time,  it 
lutN  \mm  tho  generally  received  opinion  in  Westminster  Hall,  that 
II  tintofit  for  an  addition  is  good.  But  then  it  must  be  for  the 
ttdilitldn  otily,  and  not  for  the  old  machine  too.  In  Jessop's  Case, 
««  rjnotnd  by  my  llrother  Apair,  the  patent  was  held  to  be  void, 
h<'<'Hiinii  It  nxtnn(t(Ml  to  tho  whole  watch,  and  the  invention  was  of 
14  imrtlnilnr  tnciviMnont  only.  It  was  admitted  in  the  reply,  that 
thii  \mU^\\i  Mhntihl  lio  applied  to  the  invention  itself:  but  it  was 
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contended,  that  if  in  consequence  the  patent  gave  a  right  to  the 
whole  engine,  that  would  be  no  objection.  To  this  I  answer,  that 
if  the  patent  be  confined  to  the  invention,  it  can  give  no  right  to 
the  engine,  or  to  any  thing  beyond  the  invention  itself.  "Where  a 
patent  is  taken  for  an  improvement  only,  the  public  have  a  right 
to  purchase  that  improvement  by  itself,  without  being  incumbered 
with  other  things.  A  fire  engine  of  any  considerable  size,  I  take 
it,  would  cost  about  £1200  and  suppose  the  alteration  made 
by  the  plaintiff,  with  a  fair  allowance  *  for  profit,  would  [*  490] 
cost  £50  or  £100  is  it  to  be  maintained,  that  all  the  persons 
who  already  have  fire  engines  must  be  at  the  expense  of  buying 
new  ones  from  the  plaintiffs,  or  be  excluded  from  the  use  of  the 
improvement?  So  in  the  case  of  the  watch,  may  not  other  persons 
in  the  trade  buy  the  new  movement,  and  work  it  up  in  watches 
made  by  themselves  ?  Where  men  have  neither  fire  engines  nor 
watches,  it  is  highly  probable  that  they  will  go  to  the  inventor  of  the 
last  and-best  improvements  for  the  whole  machine ;  and  if  they  do, 
it  is  an  advantage  which  the  inventor  gets  from  the  option 
of  mankind,  and  not  from  any  exclusive  right  or  monopoly  vested 
in  him.  But  here  the  plaintiffs  claim  the  right  to  the  whole 
machine.  To  that  extent  their  right  cannot  be  sustained,  and 
therefore  I  am  of  opinion  that  there  ought  to  be  judgment  for  the 
defendant 

Lord  Ch.  J.  Eyre.  —  Upon  this  case  two  questions  are  reserved 
for  the  opinion  of  the  Court ;  the  first,  whether  the  patent  is  good 
in  law,  and  continued  by  the  Act  of  Parliament  mentioned  in  the 
case  ?  the  second,  whether  the  specification  stated  in  the  case  is  in 
point  of  law  suflBcient  to  support  the  patent  ?  As  I  take  it,  the 
facts  of  the  case  are  stated  with  a  view  to  the  application  of  them 
to  these  questions,  and  not  to  any  other  questions  which  may  be 
thought  to  arise  upon  them.  Perhaps  indeed,  if  the  Court  saw  that 
another  material  question  might  arise  out  of  these  facts,  which  had 
escaped  the  attention  of  the  Court  and  jury  at  Nisi  Prius,  they 
might  direct  the  case  to  be  amended,  or  a  new  trial  to  be  had,  in 
order  to  introduce  it.  These  two  questions  were  thus  stated,  in 
order  to  bring  before  the  Court  the  points  of  law  insisted  on  upon 
the  part  of  the  defendant,  and  also  to  give  an  opportunity  for  con- 
sidering a  doubt,  which  occurred  to  me  upon  my  first  view  of  the 
case  at  the  trial ;  which  was,  whether  a  patent  right  could  attach 
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upon  anything  not  organised,  and  capable  of  precise  specification  ? 
As  these  two  questions  axe  framed,  there  are  three  points  for  the 
consideration  of  the  Court  First,  whether  the  patent  was  in  its 
original  creation  good  or  bad  t  Secondly,  taking  it  to  be  good, 
whether  it  was  continued  by  the  Act  of  Parliament  ?  And  thirdly, 
taking  it  to  be  good  in  its  original  creation,  and  to  have  been  con- 
tinued by  the  Act  of  Parliament,  subject  to  an  objection  for  the 

want  of  a  specification,  whether  there  has  been  a  sufficient 
[*491]  specification?    Though  *we  have  had  many  cases  upon 

patents,  yet  I  think  we  are  here  upon  ground  which  is  yet 
untrodden,  at  least  was  untrodden  till  this  cause  was  instituted, 
and  till  the  discussions  were  entered  into  which  we  have  heard  at 
the  bar,  and  now  from  the  Court  Patent  rights  are  nowhere,  that 
I  can  find,  accurately  discussed  in  our  books.  Sir  Edward  Coke 
discourses  largely,  and  sometimes  not  quite  intelligibly,  upon 
monopolies,  in  his  chapter  of  monopolies,  3  Inst  181.  But  he  deals 
very  much  in  generals,  and  says  little  or  nothing  of  patent  rights, 
as  opposed  to  monopolies.  He  refers  principally  to  his  own  report 
of  the  case  of  monopolies,  11  Co.  Sep.  86,  b;  he  also  mentions  a 
resolution  of  all  the  Judges  in  2  &  3  Eliz.  from  a  MS.  of  Dyer, 
condemning  a  grant  to  the  corporation  of  Southampton  by  Phillip 
and  Mary,  for  the  sole  right  of  importing  malmsey  wine,  and  that 
no  malmsey  wine  should  be  landed  at  any  other  place,  upon  pain 
to  pay  treble  customs.  He  also  mentions  BircoCs  Case  in  the  Ex- 
chequer Chamber,  15  Eliz.,  for  a  privilege  concerning  the  preparing 
and  melting  of  lead  ore,  but  he  states  no  particulars;  and  the  prin- 
ciple on  which  that  case  was  determined  has  been,  as  my  Brother 
BULLEB  observes,  not  adhered  to ;  namely,  that  an  addition  to  a 
manufacture  cannot  be  the  subject  of  a  patent.  There  is  also  a 
case  in  Godbolt,  The  Cloth-workers  of  Ipswich  Case,  Godbi  252; 
Lord  Zouch  and  Mort's  Case,  Godb.  413;  and  there  are  a  few 
others  condemning  particular  patents,  which  were  beyond  all  doubt 
mere  monopolies.  The  modem  cases  have  chiefly  turned  upon  the 
specifications,  whether  there  was  a  fair  disclosure.  Such  was  the 
case  of  TuTMr  v.  Wilder,  1  T.  R  602  (1  R.  R  311).  The  case  of 
Edgeherry  v.  Stephens,  2  Salt  447,  is  almost  the  only  case  upon  the 
patent  right,  under  the  saving  of  the  statute  of  Jac.  L  that  is  to 
be  found.  That  case  establishes,  that  the  first  introducer  of  an 
invention  practised  beyond  sea,  shall  be  deemed  the  first  inventor; 
and  it  is  there  said,  the  Act  intended  to  encourage  new  devices, 
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useful  to  the  kingdom ;  and  whether  acquired  by  travel  or  study, 
it  is  the  same  thing.  Deriving  so  little  assistance  from  our  books, 
let  us  resort  to  the  statute  itself,  21  Jac.  I.  c.  3.  We  shall 
there  find  a  monopoly  defined  to  be  ''the  privilege  of  the  sole 
buying,  selling,  making,  working,  or  using  any  thing  within  this 
realm : "  and  this  is  generally  condemned  as  contrary  to  the  funda- 
mental law  of  the  land  But  the  5  th  and  6th  sections  of  that 
statute  save  letters  patent,  and  grants  of  privileges  of  the 
*  sole  working  or  making  of  any  manner  of  new  manu-  [*  492] 
facture  within  this  realm,  to  the  first  and  true  inventor  or 
inventors,  of  such  manufactures ;  with  this  qualification,  **  so  they 
be  not  contrary  to  the  law,  nor  mischievous  to  the  state,"  in 
tJiese  three  respects,  first,  "  by  raising  the  prices  of  commodities 
at  home,"  secondly,  "by  being  hurtful  to  trade,"  or  thirdly,  by 
being  "  generally  inconvenient."  According  to  the  letter  of  the 
statute,  the  saving  goes  only  to  the  sole  working  and  making :  the 
8ole  buying,  selling,  and  using  remain  under  the  general  prohibition  : 
and  with  apparent  good  reason  for  so  remaining,  for  the  exclusive 
privilege  of  buying,  selling,  and  using  could  hardly  be  brought 
within  the  qualification  of  not  being  contrary  to  law,  and  mis- 
chievous to  the  state,  in  the  respects  which  I  have  mentioned. 
I  observe  also,  that  according  to  the  letter  of  the  statute,  the 
words  "  any  manner  of  new  manufacture "  in  the  saving  fall 
very  short  of  the  words  "  any  thing  "  in  the  first  section.  But 
most  certainly  the  exposition  of  the  statute,  as  far  as  usage  will 
expound  it,  has  gone  very  much  beyond  the  letter*  In  the  case 
in  Salkeld,  the  words  "  new  devices  "  are  substituted  and  used  as 
synonymous  with  the  words  "new  manufacture."  It  was  ad- 
mitted in  the  argument  at  the  bar,  that  the  word  "  manufacture  " 
in  the  statute,  was  of  extensive  signification,  that  it  applied  not 
only  to  things  made,  but  to  the  practice  of  making,  to  principles 
carried  into  practice  in  a  new  manner,  to  new  results  of  principles 
carried  into  practice.  Let  us  pursue  this  admission.  Under  things 
made,  we  may  class  in  the  first  place,  new  compositions  of  things, 
such  as  manufactures  in  the  most  ordinary  sense  of  the  word; 
secondly,  all  mechanical  inventions,  whether  made  to  produce  old 
or  new  effects,  for  a  new  piece  of  mechanism  is  certainly  a  thing 
made.  Under  the  practice  of  making  we  may  class  all  new  arti- 
ficial manners  of  operating  with  the  hand,  or  with  instruments 
in  common  use,  new  processes  in  any  art>  producing  effects  useful 
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to  the  public.  When  the  efTect  produced  is  some  new  substance 
or  composition  of  things,  it  should  seem  that  the  privilege  of  the 
sole  working  or  making,  ought  to  be  for  such  new  substance  or 
composition,  without  regard  to  the  mechanism  or  process  by  which 
it  has  been  produced,  which,  though  perhaps  also  new,  will  be  only 
useful  as  producing  the  new  substance.     Upon  this  ground  Dol- 

lond's  patent  was  perhaps  exceptionable,  for  that  was  for 
[*  493]  a  method  of  producing  *  a  new  object  glass,  instead  of 

being  for  the  object  glass  produced.  If  Dr.  James's  patent 
had  been  for  his  method  of  preparing  his  powders,  instead  of  tha 
powders  themselves,  that  patent  would  have  been  exceptionable 
upon  the  same  ground.  When  the  eflfect  produced  is  no  substance 
or  composition  of  things,  the  patent  can  only  be  for  the  mechanism, 
if  new  mechanism  is  used,  or  for  the  process,  if  it  be  a  new  method 
of  operating,  with  or  without  old  mechanism,  by  which  the  eCTect  is 
produced.  To  illustrate  this.  The  effect  produced,  by  Mr.  David 
Hartley's  invention  for  securing  buildings  from  fire,  is  no  substance 
or  composition  of  things :  it  is  a  mere  negative  quality,  the  absence 
of  fire.  This  effect  is  produced,  by  a  new  method  of  disposing  iron 
plates  in  buildings.  In  the  nature  of  things,  the  patent  could  not 
be  for  the  eflfect  produced.  I  think  it  could  not  be  for  the 
making  the  plates  of  iron,  which,  when  disposed  in  a  par- 
ticular manner,  produced  the  eflfect ;  for  those  are  things  in 
common  use.  But  the  invention  consisting  in  the  method  of  dis- 
posing those  plates  of  iron,  so  as  to  produce  their  eflfect,  and  that 
eflfect  being  a  useful  and  meritorious  one,  the  patent  seems  to  have 
been  very  properly  granted  to  him,  for  his  method  of  securing 
buildings  from  fire.  And  this  compendious  analysis  of  new  manu- 
factures mentioned  in  the  statute,  satisfies  my  doubt,  whether  any- 
thing could  be  the  subject  of  a  patent,  but  something  organised, 
and  capable  of  precise  specification.  But  for  the  more  satisfactory 
solution  of  the  other  points,  which  are  made  in  this  case,  I  shall 
pufHue  this  subject  a  little  further.  In  Mr.  Hartley's  method, 
platf's  of  iron  are  the  means  which  he  employs ;  but  he  did  not  in- 
vent those  means,  the  invention  wholly  consisted  in  the  new  man- 
ner of  using,  or  I  would  rather  say,  of  disposing  a  thing  in  common 
tjwf;,  and  which  thing  every  man  might  make  at  his  pleasure,  and 
M'hir'h  therefore,  I  repeat,  could  not,  in  my  judgment,  be  the  sub- 
y^'ii  nt  the  patent.  In  the  nature  of  things  it  must  be,  that  in  the 
'y-itry'iu^  into  execution  any  new  invention,  use  must  be  made  of 
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certain  means  proper  for  the  operation.  Manual  labour  to  a  cer- 
tain degree  must  always  be  employed;  the  tools  of  artists  fre- 
quently ;  often  things  manufactured,  but  not  newly  invented, 
such  as  Hartley's  iron  plates;  all  the  common  utensils  used  in 
conducting  any  process,  and  so  up  to  the  most  complicated 
machinery  that  the  art  of  man  ever  devised.  Now  let  the 
merit  of  *  the  invention  be  what  it  may,  it  is  evident  that  [*  494] 
the  patent  in  almost  all  these  cases,  cannot  be  granted  for 
the  means  by  which  it  acts,  for  in  them  there  is  nothing  new,  and 
in  some  of  them  nothing  capable  of  appropriation.  Even  where 
the  most  complicated  machinery  is  used,  if  the  machinery  itself  is 
not  newly  invented,  but  only  conducted  by  the  skill  of  the  inven- 
tor, so  as  to  produce  a  new  effect,  the  patent  cannot  be  for  the 
machinery.  In  Hartleifs  Case  it  could  not  be  for  the  effect  pro- 
duced, because  the  effect,  as  I  have  already  observed,  is  merely 
negative,  though  it  was  meritorious.  In  the  list  of  patents  with 
which  I  have  been  furnished,  there  are  several  for  new  methods  of 
manufacturing  articles  in  common  use,  where  the  sole  merit  and 
the  whole  effect  produced,  are  the  saving  of  time  and  expense,  and 
thereby  lowering  the  price  of  the  article,  and  introducing  it  into 
more  general  use.  Now  I  think  these  methods  may  be  said  to  be 
new  manufactures,  in  one  of  the  common  acceptations  of  the 
word,  as  we  speak  of  the  manufactory  of  glass,  or  any  other  thing 
of  that  kind.  The  advantages  to  the  public  from  improvements 
of  this  kind,  are  beyond  all  calculation  important  to  a  commercial 
country,  and  the  ingenuity  of  artists  who  turn  their  thoughts 
towards  such  improvements,  is  in  itself  deserving  of  encourage- 
ment ;  and  in  my  apprehension  it  is  strictly  agreeable  to  the  spirit 
and  meaning  of  the  statute  Jac.  I,  that  it  should  be  encouraged : 
and  yet  the  validity  of  these  patents,  in  point  of  law,  must  rest 
upon  the  same  foundation  as  that  of  Mr.  Hartley's.  The  patent 
cannot  be  for  the  effect  produced,  for  it  is  either  no  substance  at 
all,  or  what  is  exactly  the  same  thing  as  to  the  question  upon 
a  patent,  no  new  substance,  but  an  old  one,  produced  advanta- 
geously for  the  public.  It  cannot  be  for  the  mechanism,  for  there  is 
no  new  mechanism  employed.  It  must  then  be  for  the  method; 
and  I  would  say,  in  the  very  significant  words  of  Lord  Mansfield 
(4  Burr.  2397)  in  the  great  case  of  the  copyright,  it  must  be  for 
method  detached  from  all  physical  existence  whatever.  And  I  think 
we  should  well  consider  what  we  do  in  this  case,  that  we  may  not 
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shake  tlie  foundation  upon  which  these  patents  stand.  Probably 
I  do  not  over-rate  it,  when  I  state  that  two  thirds,  I  believe  I 
might  say  three  fourths  of  all  patents  granted  since  the  statute 

passed,  are  for  methods  of  operating  and  of  manufacturing, 
[*495]  producing  no  new  substances  *aud  employing  no  new 

machinery.  If  the  list  were  examined,  I  dare  say  there 
might  be  found  fifty  patents,  for  methods  of  producing  all  the 
known  salts,  either  the  simple  salt,  or  the  old  compounds.  The 
different  sorts  of  ashes  used  in  manufactures  are  many  of  them  in- 
rentions  of  great  merit,  many  of  them  probably  mere  speculations  of 
wild  projectors :  the  latter  ought  to  fall,  the  former  to  stand.  If  we 
wanted  an  illustration  of  the  possible  merit  of  a  new  method  of 
operating  with  old  machinery,  we  might  look  to  the  identical  case 
now  in  judgment  before  the  Court  If  we  consider  into  what  gen- 
eral use  fire  engines  are  come  that  our  mines  cannot  be  worked 
without  them,  that  they  are  essentially  necessary  to  the  carrying 
on  many  of  our  principal  manufactures,  that  these  engines  are 
worked  at  an  enormous  expense  in  coals,  which  in  some  parts  of 
the  kingdom  can  with  difficulty  be  procured  at  all  in  large  quanti- 
ties, it  is  most  manifest  that  any  method  found  out  for  lessening 
the  consumption  of  steam  in  the  engines,  which  by  necessary  con- 
sequence lessens  the  consumption  of  coals  expended  in  working 
them,  will  be  of  great  benefit  to  the  public,  as  well  as  to  the  indi- 
vidual who  thinks  fit  to  adopt  it.  And  shall  it  now  be  said,  after 
we  have  been  in  the  habit  of  seeing  patents  granted,  in  the 
immense  number  in  which  they  have  been  granted  for  methods  of 
using  old  machinery,  to  produce  substances  that  were  old,  but  in  a 
more  beneficial  manner,  and  also  for  producing  negative  qualities 
by  which  benefits  result  to  the  public,  by  a  narrow  construction  of 
the  word  manufacture  in  this  statute,  that  there  can  be  no  patent 
for  methods  producing  this  new  and  salutary  effect,  connected  and 
intimately  connected  as  it  is,  with  the  trade  and  manufactures  of 
the  country?  This  I  confess  I  am  not  prepared  to  say.  An 
improper  use  of  the  word  principle  in  the  specification  set  forth 
in  this  case,  has  I  think  served  to  puzzle  it.  Undoubtedly  there 
can  be  no  patent  for  a  mere  principle;  but  for  a  principle  so 
far  embodied  and  connected  with  corporeal  substances,  as  to 
be  in  a  condition  to  act,  and  to  produce  effects  in  any  art,  trade, 
mystery,  or  manual  occupation,  I  think  there  may  be  a  patent 
Now  this  is,  in  my  judgment,  the  thing  for  which  the  patent 
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Stated  in  the  case  was  granted,  and  this  is  what  the  specifi- 
cation describes,  though  it  miscalls  it  a  principle.  It  is  not 
that  the  patentee  has  conceived  an  abstract  notion,  that 
*  the  consumption  of  steam  in  fire  engines  may  be  lessened*  [*  496] 
but  he  has  discovered  a  practical  manner  of  doing  it ;  and 
for  that  practical  manner  of  doing  it  he  has  taken  his  patent. 
Surely  this  is  a  very  different  thing  from  taking  a  patent  for  a 
principle ;  it  is  not  for  a  principle,  but  for  a  process.  I  have  dwelt 
the  more  largely  upon  this  part  of  the  case,  because  in  my  appre- 
hension this  is  the  foundation  upon  which  the  whole  argument  will 
be  found  to  rest.  If  upon  the  true  construction  of  the  statute, 
there  may  be  a  patent  for  a  new  method  of  manufacturing  or  con- 
ducting chemical  processes,  or  of  working  machinery,  so  as  to  pro- 
duce new  and  useful  effects,  then  I  am  warranted  to  conclude  that 
this  patent  was  in  its  original  creation  good.  I  will  next  consider 
the  specification,  before  I  proceed  to  the  consideration  of  the  ques- 
tion arising  upon  the  statute  for  continuing  this  patent.  The 
specification  has  reference  to  the  patent,  and  not  to  the  statute, 
and  therefore  it  will  be  proper  to  consider  it  in  this  stage  of  the 
argument.  I  distinctly  admit,  that  if  this  patent  is  to  be  taken  to 
be  a  patent  for  a  fire  engine,  the  specification  is  not  sufficient ;  it  is 
not  a  specification  of  mechanism  of  any  determinate  form,  having 
component  parts  capable  of  precise  arrangement,  and  of  particular 
description.  On  the  other  hand,  if  the  patent  is  not  for  a  fire 
engine,  but  in  effect,  for  a  manner  of  working  a  fire  engine,  so  as  to 
lessen  the  consumption  of  steam,  which  as  I  conceive  the  words  of 
the  patent  import,  let  us  see  whether  this  specification  does  not 
sufficiently  describe  a  manner  of  working  fire  engines,  so  as  to 
produce  the  effect  expressed  in  the  patent,  and  whether  the  only 
objection  to  the  specification  is  not  that  it  is  loaded  with  a  redun- 
dancy of  superfluous  matter.  The  substance  of  the  invention  is  a 
discovery,  that  the  condensing  the  steam  out  of  the  cylinder,  the 
protecting  the  cylinder  from  the  external  air,  and  keeping  it  hot 
to  the  degree  of  steam  heat  will  lessen  the  consumption  of  steam. 
This  is  no  abstract  principle ;  it  is  in  its  very  statement  clothed 
with  practical  application.  It  points  out  what  is  to  be  done,  in 
order  to  lessen  the  consumption  of  steam.  Now  the  specification 
of  such  a  discovery  seems  to  consist  in  nothing  more  than  saying 
to  the  constructor  of  a  fire  engine,  "  for  the  future  condense  your 
steam  out  of  the  body  of  the  cylinder,  instead  of  condensing 
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it  within  it,  put  something  round  the  cylinder  to  protect  it 
[•  497]  from  the  external  air  and  to  preserve  *  the  heat  within  it, 

and  keep  your  piston  air  tight  without  water."     Any  partic- 
ular manner  of  doing  this,  one  should  think  would  hardly  need  to 
be  pointed  out,  for  it  can  scarcely  be  supposed  that  a  workman 
capable  of  constructing  a  fire  engine  would  not  be  capable  of  making 
such  additions  to  it  as  should  be  necessary  to  enable  him  to  execute 
that  which  the  specification  requires  him  to  do.     But  if  a  very 
stupid  workman  should  want  to  know  how  to  go  about  this  im- 
provement, and  in  answer  to  his  question  was  directed  to  conduct 
the  steam  which  was  to  be  condensed,  from  the  cylinder  into  a 
close  vessel,  by  means  of  a  pipe  and  a  valve,  communicating  with 
the  cylinder  and  the  close  vessel,  to  keep  the  close  vessel  in  a  state 
of  coldness  suflBcient  to  produce  condensation  and  to  extract  from 
it  any  part  of  the  steam  which  might  not  be  condensed  by  the 
pump,  and  was  also  told  to  enclose  the  cylinder  in  a  wooden  case, 
and  to  use  a  resinous  substance  instead  of  water  to  keep  the  piston 
air  tight,  can  it  be  imagined  that  he  would  be  so  stupid  as  not  to 
be  able  to  execute  this  improvement,  with  the  assistance  of  these 
plain  directions  ?     If  any  man  could  for  a  moment  imagine  that 
this  was  possible,  I  observe  that  this  difficulty  is  put  an  end  to, 
because  the  jury  have  found  that  a  workman  can  execute  this 
improvement  in  consequence  of  the  specification.    Some  machinery, 
it  is  true,  must  be  employed,  but  the  machinery  is  not  of  the  essence 
of  the  invention,  but  incidental  to  it.     The  steam  must  pass  from 
the  cylinder  to  the  condensing  vessel,  for  which  purpose  there 
must  be  a  valve  to  open  a  pipe  to  convey,  and  a  vessel  to  receive 
the  steam.     But  this  cannot  be  called  new  invented  machinery, 
whether  considered  in  the  parts  or  in  the  whole,  and  therefore  there 
can  be  no  patent  for  this  addition  to  the  fire  engines.     Suppose  a 
new  invented  chemical  process,  and  the  specification  should  direct 
that  some  particular  chemical  substance  should  be  poured  upon 
H<>]d  in  a  state  of  fusion,  it  would  be  necessary  'in  order  to  this 
ojMjration,  that  the  gold  should  be  put  into  a  crucible,  and  should 
l>e  rn(ilt('d  in  that  crucible,  but  it  would  be  hardly  necessary  to 
HisiUi  in  the  specification  the  manner  in  which,  or  the  utensils  with 
whifih  the  operation  of  putting  gold  into  a  state  of  fusion  was  to 
Ut  j/Tfrformed.     They  are  mere  incidents,  with  which  every  man 
ftMjuuintcd  with  the  subject  is  familiar.     Some  observations  were 
tumU  in  the  course  of  the  argument  at  the  bar,  on  its  being  left 
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unascertained  *  both  in  the  specification  and  case,  to  what  [*  498] 
extent  the  consumption  of  steam  would  be  lessened  by 
the  invention  ;  but  the  method  does  not  profess  to  ascertain  this ;  it 
professes  to  lessen  the  consumption  ;  and  to  make  the  patent  good, 
the  method  must  be  capable  of  lessening  the  consumption  to  such 
an  -extent,  as  to  make  the  invention  useful.  More  precision  is  not 
necessary,  and  absolute  precision  is  not  practicable.  The  quantity 
of  steam  which  will  be  saved  in  each  machine,  must  depend  upon 
a  great  variety  of  circumstances  respecting  each  individual  fire 
engine,  such  as  the  accuracy  of  casting  or  boring  the  cylinder,  or  the 
dimensions  of  it,  the  accuracy  of  the  workman  in  putting  his  appa- 
ratus together,  the  care  in  keeping  the  cylinder  in  a  proper  degree 
of  heat,  and  the  more  or  less  perfect  order  for  working,  in  which 
the  engine  is  kept.  All  these  circumstances  will  aflfect  the  quantity 
of  steam  to  be  lessened.  Some  weighty  observations  have  been  made 
upon  parts  of  this  specification,  but  those  parts  appear  to  me  not 
properly  to  relate  to  the  method  described  in  the  patent ;  they  are 
rather  intimations  of  new  projects  of  improvement  in  fire  engines, 
and  some  of  them,  I  am  very  ready  to  confess,  either  very  loosely 
described  or  not  very  accurately  conceived.  I  do  not  undertake  to 
pronounce  which,  but  one  or  the  other  is  pretty  clear.  They 
are  the  fourth  and  fifth  articles:  the  first,  second,  third,  and  sixth 
appear  to  me  to  belong  to  this  method,  and  very  clearly  to  point  out 
and  explain  the  method  to  every  man  who  has  a  common  acquaint- 
ance with  the  subject,  and  to  be  intelligible  even  to  those  who  are 
unacquainted  with  it.  If  there  be  a  specification  to  be  found  in 
that  paper,  which  goes  to  the  subject  of  the  invention  as  described 
in  the  patent,  I  think  the  rest  may  very  well  be  rejected  as  super- 
fluous. If  indeed  the  defendant  could  have  shown,  that  he  had 
not  pirated  the  invention,  which  is  suflBciently  specified,  but  that 
what  he  hath  done  hath  a  reference  to  another  method  of  lessening 
the  consumption  of  steam,  to  which  the  questionable  parts  of  the 
specification  were  meant  to  relate,  the  objection  to  the  specification 
would  have  remained,  and  perhaps  some  other  objections  which 
have  been  alluded  to,  might  have  been  taken  both  to  the  patent 
and  specification.  But  I  would  observe  here,  that  with  regard  to 
this  and  some  other  diflBculties,  there  is  no  question  reserved  in 
this  case  respecting  the  infringement  of  the  patent.  The  general 
fact  only  is  stated;  that  it  has  been  infringed  by  the 
defendant,  and  in  *  the  consideration  of  a  case  reserved,  [  *499] 
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we  are  not  to  search  lor  difficulties,  upon  which  the  parties  have 
not  proposed  to  state  any  point  to  us  for  our  judgment,  and 
into  which  I  think  we  are  not  at  liberty  to  go.  The  difficulty 
which  struck  me,  as  it  did  my  Brother  Buller,  with  respect  to  the 
declaration,  is  applied  to  the  patent  as  it  originally  stood,  not  as  it 
now  stands,  continued  by  the  Act  of  Parliament  If  we  were  at 
liberty  to  go  into  it,  that  difficulty  might  perhaps  produce  a  non- 
suit, and  that  nonsuit  a  new  action,  in  which  the  difficulty  would 
be  removed.  But  this  cause  was  instituted  to  try  the  merits  of  the 
patent ;  I  thought  therefore  that  a  formal  objection  was  wisely  over^ 
looked.  Supposing  then  the  difficulty  upon  the  patent  itself  and 
the  specification  to  be  got  over,  the  Act  of  Parliament  remains  to  be 
considered.  The  objection  stated  in  the  strongest  manner  would 
amount  to  this,  that  the  Act  continues  a  patent  for  a  machine, 
when  in  fact  the  patent  is  for  a  process.  It  is  to  be  observed,  that 
there  is  nothing  technical  in  the  composition  or  the  language  of 
an  Act  of  Parliament.  In  the  exposition  of  statutes,  the  intent 
of  Parliament  is  the  guide.  It  is  expressly  laid  down  in  our  books, 
—  I  do  not  here  speak  of  penal  statutes,  —  that  every  statute  ought 
to  be  expounded  not  according  to  the  letter,  but  the  intent. 
2  Roll.  Abr.  118.  Plowd,  350,  363.  This  doctrine  has  been  car- 
ried into  effect  by  cases.  Though  a  corporation  be  misnamed  in  an 
Act  of  Parliament,  if  it  appears  that  the  corporation  was  intended, 
it  is  sufficient  10  Co,  Rep.  57,  b.  So  the  statute  of  quia  emptores 
t^rrartim  has  said  that  every  one  shall  hold  of  the  lord  paramount 
secundum  qHantUaiem  tcrrm,  but  this  shall  be  construed  to  be 
t^ecundum  valorem  ttrrm ;  for  so  was  the  intent  Plowd.  10,  57. 
Wn  all  know  tlint  an  Act  of  Parliament  may  be  extended  by  equity. 
No  atitliority  has  In^on  cited  which  amounts  to  proof,  that  a  mis- 
take in  ])oiiii  of  (losoription  in  an  Act  of  Parliament  of  this  nature 
whnii  tlio  irm  numniug  can  be  discovered,  and  when  there  is  a 
ffuUKlntiotj  on  \\\\\v\\  tlio  Act  can  be  supported,  shall  vitiate  it  The 
onHo  oitotl  from  IMowdpu  differs  essentially  from  this  case.  The  Act 
of  PMvliMinont  iti  that  ra«o  gave  effect  to  a  supposed  legal  attain- 
der, aod  prtHMMMlfMl  upon  it  altogether.  If  the  groundwork  fell, 
fiXwX  tlu>m  wan  no  W\\\  atluinder»  nothing  remained:  the  supposed 
attainder  In  \\\\\i  «'am^  fell,  eotisoquently  all  fell.    Now  the  differ- 

oneo  IhM  wef«n  ll\at  enso  and  the  present  is  this,  here  the  true 
[•  fiOO]  jmttMit  n\e«nl  U\  Im^  desoribed  exists,  and  may  *  therefore  be 

a  Krouudwork  to  nuj^port  the  Act   This  case  was  compared 
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to  the  case  of  the  King  being  deceived  in  his  grant  But 
I  am  not  satisfied,  that  the  King>  proceeding  by  and  with  the 
advice  of  Parliament,  is  in  that  situation,  in  respect  of  which  he  is 
under  the  special  protection  of  the  law,  and  that  he  could  on  that 
ground  be  considered  as  deceived  in  bis  grant :  no  case  was  cited 
to  prove  that  position.  The  objection  on  the  Act  of  Parliament  is 
of  the  same  nature  as  one  of  the  objections  to  the  specification :  the 
specification  calls  a  method  of  lessening  the  consumption  of  steam 
in  fire  engines  a  principle,  which  it  is  not ;  the  Act  calls  it  an 
engine,  which  perhaps  also  it  is  not ;  but  both  the  specification  and 
statute  are  referable  to  the  same  thing,  and  when  they  are  taken 
with  their  correlative  are  perfectly  intelligible.  Upon  the  wider 
ground  I  am  therefore  of  opinion,  that  the  Act  has  continued  this 
patent  A  narrower  ground  was  taken  in  the  argument,  which  was 
to  expound  the  word  engine  in  the  body  of  this  Act,  in  opposition 
to  the  title  of  it,  to  mean  a  method ;  and  I  am  ready  to  say,  I  would 
resort  to  that  ground  if  necessary,  in  order  to  support  the  patent, 
ut  res  magis  valeat  quam  pereat.  But  it  is  not  necessary:  for 
let  it  be  remembered,  that  though  monopolies  in  the  eye  of  the  law 
are  odious,  the  consideration  of  the  privilege  created  by  this  patent 
is  meritorious,  because,  to  use  the  words  of  Lord  Coke,  **  the  in- 
ventor bringeth  to  and  for  the  commonwealth  a  new  manufacture 
by  his  invention,  costs,  and  charges."  I  conclude  therefore  that 
the  judgment  of  the  Court  ought  to  be  for  the  plaintiff. 

The  Court  being  thus  equally  divided,  no  judgment  was  given, 
but  the  parties  seemed  disposed  to  put  the  case  upon  the  record,  in 
the  form  of  a  special  verdict,  in  order  that  it  might  be  carried  on 
to  a  Court  of  error. 

Homblower  v.  Boulton  and  Watt  (in  error). 

8  T.  R.  95-108  (3  R.  R.  474). 

The  case  was  accordingly  brought  up  in  error  and  twice  [98] 
argued,  the  first  time  in  Michaelmas  Term  last  by  Gaselee 
for  the  plaintiffs  in  error,  and  Holroyd  for  the  defendants ;  and 
now  by  Le  Blanc,  King's  Serjt,  for  the  former,  and  Rous  for  the 
latter.  On  behalf  of  the  plaintiffs  in  error  it  was  aigued,  1st, 
That  unless  the  patent  could  be  established  as  for  a  formed 
machine,  it  could  not  be  supported  under  the  proviso  of  the  statute 
21  Jac.  I.  c.  3,  which  is  the  only  foundation  of  such  a  patent;  2ndly, 
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That  upon  reading  the  patent  in  question,  it  could  not  be  con- 
sidered as  a  patent  for  such  a  machine ;  3rdly,  That  the  specifica- 
tion did  not  contain  a  suflScient  description  of  a  machine;  and, 
4thly,  That  the  patent  was  taken  for  the  whole,  when  it  ought  to 
have  been  for  an  addition  only,  the  addition  alone  appearing  in 
the  specification  to  be  of  the  plaintiff's  invention. 

But  the  Court  gave  judgment  in  favour  of  the  defendants  in 
error. 

Lord  Kenyon,  Ch.  J.  —  It  was  rather  from  a  deference  to  the 
very  respectable  opinions  given  in  the  Court  of  Common  Pleas 
on  the  former  occasion,  than  from  any  doubt  we  entertained  on 
the  subject,  that  a  second  argument  was  awarded  here:  but 
the  case  having  been  most  ably  argued,  and  every  argument 
advanced  at  the  bar  that  bears  upon  it,  I  wish  to  deliver  my 
opinion  now,  to  prevent  any  farther  delay  to  the  parties  interested. 
I  confess  I  am  not  one  of  those  who  greatly  favour  patents ;  for 
though,  in  many  instances,  and  particularly  in  this,  the  public  are 
benefited  by  them,  yet  on  striking  the  balance  upon  this  subject, 
I  think  that  great  oppression  is  practised  on  inferior  mechanics  by 
those  who  are  more  opulent.  The  principal  objection  made  to  this 
patent  by  the  plaintiffs  in  error  is,  that  it  is  a  patent  for  a  philo- 
sophical principle  only,  neither  organised  or  capable  of  being 
organised ;  and  if  the  objection  were  well  founded  in  fact,  it  would 
be  decisive :  but  I  do  not  think  that  it  is  so.  No  technical  words 
are  necessary  to  explain  the  subject  of  a  patent ;  as  Lord  Hard- 
WICKE  said  upon  another  occasion.  There  is  no  magic  in  words. 

The  questions  here  are,  Whether  by  looking  at  the 
[*  99]    patent,  explained  as  it  is  by  the  specification,*  it  does  not 

appear  to  be  a  patent  for  a  manufacture?  and.  Whether 
the  specification  is  not  suflBcient  to  enable  a  mechanic  to  make  the 
thing  described  ?  The  jury  have  not  indeed  answered  those  ques- 
tions in  the  affirmative  in  terms ;  but  they  have  impliedly  done  so 
by  finding  a  general  verdict  for  the  plaintiffs  below.  By  compar- 
ing the  patent  and  the  manufacture  together,  it  evidently  appears 
that  the  patentee  claims  a  monopoly  for  an  engine  or  machine, 
composed  of  material  parts,  which  are  to  produce  the  effect 
described;  and  that  the  mode  of  producing  this  is  so  described, 
as  to  enable  mechanics  to  produce  it.  Having  said  thus  much, 
it  appears  that  the  subject,  as  far  as  we  have  to  treat  of  it,  is 
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exhausted.  I  have  great  respect  for  the  contrary  opinions  that  were 
given  in  the  Common  Pleas ;  and,  probably,  if  I  had  been  called 
upon  on  a  sudden  to  determine  this  case,  I  should  have  been  at  a 
loss  how  to  decide :  but  having  now  heard  everything  that  can  be 
said  on  the  subject,  I  have  no  doubt  in  saying,  that  this  is  a 
patent  for  a  manufacture,  which  I  understand  to  be  something 
made  by  the  hands  of  man. 

ASHHURST,  J. :  — 

Every  new  invention  is  of  importance  to  the  wealth  and  con- 
venience of  the  public ;  and  when  they  are  enjoying  the  fruits  of 
an  useful  discovery,  it  would  be  hard  on  the  inventor  to  deprive 
him  of  his  reward.  In  this  case  the  jury  have  found,  by  their 
verdict,  that  all  the  allegations  in  the  declaration  were  proved; 
one  of  which  was,  that  the  inventor  had  by  his  specification  par- 
ticularly described  the  nature  of  his  invention,  and  the  manner  in 
which  it  was  to  be  performed ;  and  having  thus  complied  with  the 
terms  of  his  patent,  I  think  he  is,  in  point  of  law  as  well  as  justice, 
entitled  to  the  benefit  which  the  patent  and  the  Act  of  Parliament 
intended  to  confer  on  him. 

Grose,  J. :  — 

This  is  an  action  for  violating  that  right  supposed  to  have  been 
given  originally  for  fourteen  years  by  the  patent  in  1769;  and 
contended  to  be  continued  to  James  Watt,  his  representatives  and 
assigns,  for  twenty-five  years,  by  the  statute  in  1774.  The  statute 
recites  the  patent,  the  benefit  of  which  is  now  determined  by  flux 
of  time ;  and,  therefore,  the  action  can  only  be  sustained  on  the 
continuance  of  that  benefit  to  the  patentee  by  the  Legislature. 
The  statute,  however,  expressly  provides,  that  every  objection  in 
law  competent  against  the  patent,  shall  also  be  competent  against 
the  statute;  that  is,  against  the  benefit  to  be  derived  to  the 
patentee  under  the  statute.  The  question  then  is,  Whether  the 
patent  be  good  in  law  ?  in  other  words.  Whether  it  be 
conformable  to  the  statute  of  the  *  21  Jac.  I.  c.  3,  s.  6,  [*  100] 
under  which  the  plaintifif  or  any  party  can  alone  claim 
the  privilege  of  a  monopoly  ?  The  power  thereby  reserved  to  the 
King  is,  *'  That  any  declaration  before  mentioned,  shall  not  extend 
to  any  letters  patent  and  grants  of  privilege  for  the  term  of  four- 
teen years  or  under,  thereafter  to  be  made,  of  the  sole  working  or 
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making  of  any  manner  of  new  manofactures  within  this  realm,  to 
the  true  and  first  inventor  and  inventors  of  such  manufactures, 
which  others,  at  the  time  of  making  such  letters  patent  and  grants, 
shall  not  use ;  so  as  also  they  be  not  contrary  to  the  law,  nor  mis- 
chievous to  the  state,  by  raising  prices  of  commodities  at  home,  or 
hurt  of  trade,  or  generally  inconvenient."  The  questions  then  upon 
this  patent  are.  Whether  it  be  a  patent  for  the  sole  working  or 
making  of  any  manner  of  new  manufacture?  Whether  the 
patentee  were  the  first  inventor?  Whether  it  be  contrary  to 
law,  mischievous  to  the  state,  or  to  trade,  or  generally  incon- 
venient? By  a  proviso  in  the  patent,  the  patentee  is  bound 
particularly  to  describe  and  ascertain  the  nature  of  his  invention, 
and  in  what  manner  the  same  was  to  be  performed,  by  an  instru- 
ment in  writing  under  his  hand  and  seal ;  and  to  cause  the  same 
to  be  enrolled  in  the  Court  of  Chancery.  On  which  another  ques- 
tion arises,  namely.  Whether  the  specification  enrolled  be  sufficient  ? 
The  aim  of  the  Legislature  is  obvious.  On  the  one  hand,  it  was  to 
encourage  ingenious  artificers  and  able  and  studious  men  to  invent 
and  bring  forward  for  the  use  of  the  public  new  manufactures,  the 
produce  of  their  own  ingenuity,  by  holding  out  to  them  the  reward 
of  the  fourteen  years'  monopoly ;  on  the  other  hand,  to  secure  to 
the  public  the  benefit  of  the  discovery,  by  causing  to  be  enrolled  a 
complete  description  of  the  thing  to  be  done,  and  the  manner  of 
doing  it,  that  others  might  be  fully  informed  of  it ;  and  at  the  end 
of  fourteen  years  to  be  enabled  to  work  or  make  the  manufacture 
of  which  the  patentee  was  the  inventor.  Upon  some  of  the  ques- 
tions there  seems  to  be  no  doubt :  there  is  no  doubt  on  this  record 
coupled  with  the  finding  of  the  jury,  that  the  patentee  was  the 
inventor  of  that  which  is  stated  in  the  declaration  to  be  (by  what- 
ever name  it  may  be  called)  an  invention,  method,  principle,  or 
manufacture.  Neither  is  it  contended,  that  the  subject  of  the 
patent  is  '*  mischievous  to  the  state,  hurtful  to  trade,  or  generally 
inconvenient."  On  the  contrary,  every  man's  experience,  as  far  as 
report  goes,  tells  him  that  the  invention  has  infinite  merit,  is  for 

very  many  purposes  highly  beneficial  to  the  pubb'c,  and  is 
[*  101]  in  great  *  request.     As  to  the  specification,  I  shall  content 

myself  with  repeating  what  was  said  by  one  of  the  learned 
Judges  of  the  Court  of  Common  Pleas,  that  if  the  specification  be 
such  as  will  enable  artists  to  adopt  the  invention,  and  make  the 
manufacture,  it  is  sufficient.    It  is  avened  in  the  declaration,  that 
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the  patentee  did,  in  pursuance  of  the  proviso,  particularly  describe 
and  ascertain  the  nature  of  the  invention,  and  in  what  manner  the 
same  was  to  be  performed,  by  an  instrument  in  writing,  under  his 
hand  and  seal,  in  the  Court  of  Chancery ;  that  fact  was  necessary 
to  be  proved  to  entitle  the  plaintiffs  to  a  verdict ;  and  by  the  ver- 
dict which  they  obtained,  1  consider  that  fact  as  ascertained  and 
concluded  in  their  favour. 

The  important  question  is.  Whether  it  be  a  patent  "  for  the 
making  or  working  of  any  manner  of  new  manufacture  "  ?  It  is 
argued  by  the  plaintiffs  in  error,  first,  That  it  is  a  patent  for  a 
mere  principle,  and  not  for  a  new  manufacture ;  and  that  nothing 
can  be  the  object  of  a  patent  but  a  manufacture.  2ndly,  That  if  it 
be  a  patent  for  a  new  manufacture,  namely,  the  steam  engine, 
it  is  not  new,  and  that  the  patent  should  have  been  for  the 
addition  only,  and  not  for  the  whole  engine.  As  to  the  first  of 
those  propositions,  that  under  the  Statute  of  James,  there  cannot 
be  a  patent  for  a  mere  principle,  which  this  is  contended  to  be, 
it  is  not  necessary  for  me,  in  my  way  of  considering  the  case,  to 
form  a  decided  opinion  on  that  point ;  for  if  I  can  show  that  this 
is  a  patent  for  a  new  manufacture,  whether  a  patent  for  a  mere 
principle  be  good  or  not  will  be  immaterial.  Upon  that  point 
I  shall  only  say,  that  having  very  much  turned  the  question  in 
my  mind,  and  weighed  and  considered  again  and  again  the  words 
of  the  statute  specifying  what  patents  the  Crown  may  grant,  upon 
which  alone  I  conceive  the  question  must  ultimately  depend,  I  am 
not  prepared  to  say  that  a  patent  for  a  mere  principle  was  intended 
to  be  comprehended  within  those  words.  It  is,  indeed,  difficult  to 
conceive  that  the  Legislature,  in  giving  power  to  the  Crown  to 
grant  patents  for  the  sole  working  or  making  of  any  manner  of  ©ew 
manufacture,  intended  a  power  to  grant  patents  for  any  other  pur- 
pose than  those  expressly  mentioned.  But,  as  I  said  before,  this 
is  not  material  for  me  to  determine,  inasmuch  as  it  seems  to  me, 
upon  the  best  consideration,  that  this  is  not  a  patent  for  a  mere 
principle,  but  for  the  working  and  making  of  a  new  manufacture 
within  the  words  and  meaning  of  the  statute.  I  have  been  led  to 
adopt  this  opinion  by  considering  the  words  and  descrip- 
tion of  the  invention  *  in  the  patent,  as  referring  to  and  [*  102} 
explained  by  the  specification ;  and  the  specification  itself 
as  part  of  the  patent.  The  ground  on  which  I  have  felt  myself  at 
liberty  so  to  do  is  this:  The  benefit  to  the  public  is  from  the 
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specificataon  disclosing  to  the  world  how  others  may  make  and 
use  the  same  manufacture;  without  the  specification  the  public 
have  not  that  information;  and  by  the  condition  of  the  letters 
patent,  without  the  specification,  the  patentee  is  not  entitled  to  his 
monopoly :  providing,  therefore,  by  the  patent,  that  there  must  be 
a  specification,  and  there  being  necessarily  one  in  consequence  of 
that  proviso,  I  consider  the  patent  and  specification  so  connected 
together  as  to  make  a  part  of  each  other;  and  that  to  learn  what 
the  patent  is,  T  may  read  the  specification,  and  consider  it  as  incor- 
porated in  the  patent  Now  the  patent  recites,  that  Mr.  Watt  had 
invented  a  method  of  lessening  the  consumption  of  steam  and  fuel 
in  fire  engines ;  it  grants  to  him  the  sole  use  and  exercise  of  that 
invention,  upon  condition  that  he  would  disclose  the  nature  of  the 
invention,  and  in  what  manner  the  same  was  to  be  performed  by 
an  instrument  enrolled.  He  does  so,  and  that  instrument  describes 
the  principles  of  the  method,  and  the  method  by  which  those  prin- 
ciples are  to  be  carried  into  effect  The  method  is  founded  on  the 
principle  of  keeping  the  steam  vessel,  the  whole  time  the  engine  is 
at  work,  as  hot  as  the  steam  that  enters  it :  this  is  to  be  done  by 
the  manufacture  of  a  case  of  wood,  or  some  other  material  that 
transmits  heat  slowly,  and  by  surrounding  it  with  steam  or  other 
}teated  bodies,  and  suffering  neither  water  nor  any  substance  colder 
than  steam  to  touch  it  Secondly,  He  points  out  a  mode  of  con- 
d/^nsing  the  steam  by  vessels  to  be  used  distinct  from  the  steam 
vessels  at  some  times ;  at  others  they  are  to  communicate  with 
tiutm,  which  he  calls  condensers ;  and  these  are  new,  at  least  not 
part  of  the  old  engine,  and  are  to  be  kept  as  cold  as  the  air  in  the 
ndghJx)urhood  of  the  engines.  Thirdly,  He  gives  directions  as  to 
drawing  out  the  air  not  condensed  by  the  cold  of  the  condenser. 
Fourthly,  He  states  how  he  means  to  employ  steam  to  press  on 
th/5  piiiton  in  given  cases.  Fifthly,  He  directs  how  steam  vessels 
sh^mld  be  formed,  where  rotatory  motions,  or  motions  round  an 
axIm,  are  required,  namely,  with  weights  and  valves;  and  directs 
hffW  in  such  case  the  steam  vessels  shall  be  supplied  with  steam, 
and  how  that  which  has  done  its  office  shall  be  discharged ;  and 
h^  aUo  HiAt4in  a  method  by  which  the  engine  may  be  worked  by 
ttii;  alternate  expansion   and  contraction   of    the  steam.     This 

method,  however,  if  not  effected  or  accompanied  by  a 
[*103]  manufacture,*!  should   hardly  consider  as  within   the 

Htatute  of  James.     But  it  seems  to  me  that,  in  this  speci- 
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ficatioQ,  he  does  describe  a  new  manufacture,  by  which  his  prin- 
ciple is  realised ;  that  is,  by  which  his  steam  vessel  is  kept  as  hot 
as  the  steam  during  the  time  the  engine  is  at  work;  by  which 
means  the  consumption  of  steam  and  fuel  is  lessened.  Thus  he 
specifies  the  particular  parts  requisite  to  produce  the  effect 
intended,  and  states  the  manner  how  they  are  to  be  applied.  He 
describes  the  case  of  wood  in  which  the  steam  vessel  is  to  be 
enclosed,  the  engines  that  are  to  be  worked  wholly  or  partially 
by  condensation  of  steam,  the  vessels  that  he  denominates  con- 
densers, and  the  steam  vessels  where  rotatory  motions  are  required. 
Can  it  then  be  said  that  the  making  and  combining  of  these  parts 
is  not  some  manner  of  new  manufacture  ?  I  cannot  say  that  it  is 
not  But  if  that  had  been  doubtful,  the  verdict  ascertains  the 
fact  But  then  it  is  objected  that  the  patent  should  have  been 
for  that  manufacture;  whereas  it  is  for  principles  which  the 
specification  describes.  To  which  I  answer.  That  the  patent  is 
not  merely  for  principles,  nor  does  the  specification  describe 
principles  only.  The  patent  states  the  principles  on  which  the 
inventor  proceeds,  and  shows  in  his  specification  the  manufacture 
by  means  of  which  those  principles  are  to  take  effect;  which 
effect  is  to  be  the  lessening  of  the  consumption  of  steam  and  fuel 
by  keeping  the  steam  vessel  of  one  uniform  heat  with  the  steam 
80  long  as  the  engine  is  worked. 

Taking  it  however  as  a  patent  for  an  engine,  it  is  objected  :  that 
the  thing  was  made  before,  and  that  the  patent  should  have  been 
for  the  addition  only,  and  not  for  the  whole  engine.  But  I  do  not 
consider  it  as  a  patent  for  the  old  engine,  but  only  for  the  addition 
to  or  improvement  of  the  old  engine ;  and  so  the  Act  of  Parliament 
considers  it  The  old  engine  consumed  too  much  steam  and  fuel, 
and  it  was  considered  that  by  a  case  of  wood,  or  of  other  material 
that  would  transmit  heat  slowly,  surrounding  it  with  steam  by 
the  use  of  condensers,  and  doing  that  which  was  not  done  in  the 
old  engine  but  is  in  this,  the  defects  in  the  old  engine  might  be 
corrected,  and  the  new  one  by  its  additions  made  more  useful. 
Experiments  were  tried,  as  appears  by  the  Act  of  Parliament; 
and  the  purpose  for  which  these  additions  were  made  is  ultimately 
found  to  be  completely  attained  by  the  methods  pointed  out 
in  the  specification.  It  possibly  occurred  to  the  inventor,  that 
if  the  patent  were  to  be  obtained  for  the  whole  engine,  it  might 
be  open  to  cavil,  and  therefore  he  took  out  his  patent  not  for  the 
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[•  104]  engine,  but  for  his  *  invention  of  a  method  of  lessening 
the  consumption  of  steam  and  fuel  in  fire  engines.  The 
method  is  disclosed  in  the  specification,  and  it  is  by  the  addition 
of  what  is  there  disclosed,  and  by  managing  it  in  the  way  described. 
The  patent  therefore  is  only  for  that  additional  improvement  as 
described  in  the  specification ;  and  there  is  no  pretence  to  say  that 
he  claims  or  could  claim  the  sole  making  of  the  old  engine.  But 
a  doubt  is  entertained,  Whether  there  can  be  a  patent  for  an  addi- 
tion to  an  old  manufacture  ?  This  doubt  rests  altogether  upon 
Bircott'a  Case,  3  Inst  184 ;  and  if  that  were  to  be  considered  as 
law  at  this  day,  it  would  set  aside  many  patents  for  very  ingenious 
inventions,  in  cases  where  the  additions  to  manufactures  before 
existing  are  much  more  valuable  than  the  original  manufactures 
themselves.  I  shall  content  myself  with  referring  to  what  Lord 
(Jhief  Justice  Eyre  said  in  this  cause  in  the  Court  of  Common 
Pleas,  in  answer  to  this  passage,  and  to  the  case  of  Morris  v.  Bran- 
Hon,  cited  by  my  Brother  Buller  upon  the  same  point.  If  indeed 
a  patent  could  not  be  granted  for  an  addition,  it  would  be  depriving 
the  public  of  one  of  the  best  benefits  of  the  Statute  of  James. 
JjfTi]  (!()hi*s  opinion  therefore  seems  to  have  been  formed  without 
due  fjonni deration  ;  and  modem  experience  shows  that  it  is  not  well 
tftuwh'A.  The  statute  15  Geo.  III.  (I  observe)  secures  to  the  patentee 
thft  privilfjge  of  constructing  and  selling  the  engines  in  words  ;  on 
which  account  it  has  been  objected  that  it  falsely  recites  the  patent, 
Hfu\  ihcri'AoTG  cannot  operate  in  support  of  it ;  but  the  statute  must 
h^iv^j  a  n;/'iHonable  construction,  to  support  rather  than  defeat  the 
iuU'.ui'um  of  the  Legislature  and  their  grant;  and  by  attending  to 
t^Vfrry  part  of  the  statute,  it  is  obvious  that  the  engines  secured  to 
iUti  ]ffiU',uUie  are  such  as  are  improved  in  the  manner  stated  in  the 
HlM'.^'4iif'iili()Ut  and  not  the  original  fire  engines ;  for  the  statute 
ft'/iUu^^  the  patent,  recites  it  as  a  grant  of  the  benefit  and  advan- 
Ui'/*'.  of  uKikiUi;  and  vending  "certain  engines  by  him  invented  for 
h'>/'i^'>uiuu.  the  consumption  of  steam  and  fuel  in  fire  engines.  Now 
^^^ff^M  wt*m  not  the  original  fire  engines  but  the  improved  ones ; 
itftfi  liiff'M:  that  were  so  improved,  were  the  only  ones  invented  for 
In'i'r^'itlhi^  the  consumption  of  steam  and  fuel  in  fire  engines  ;  which 
A\tO'//k  tli«t  tlio  Legislature  considered  the  patent  as  a  patent  for 
ih^?  UhifThViiUiant  of  the  engine  described  in  the  specification,  and 
Uf/i,  uti  a  f/aUiiit  for  a  mere  method,  or  for  the  original  fire  engine 
7h^?  nnhy'H  in  new  to  me,  not  affecting  to  be  a  mechanic;  and  I 
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have  had  great  difficulties  in  making  up  my  mind  upon  it. 
I  am  *  inclined  however  to  think  that  a  patent  cannot  be  [•  105] 
granted  for  a  mere  principle ;  but  I  think  that,  although 
in  words  the  privilege  granted  is  to  exercise  a  method  of  making 
or  doing  anything,  yet  if  that  thing  is  to  be  made  or  done  by  a 
manufacture,  and  the  mode  of  making  that  manufacture  is  de- 
scribed, it  then  becomes  in  effect  (by  whatever  name  it  may  be 
called)  not  a  patent  for  a  mere  principle,  but  for  a  manufacture  for 
the  thing  so  made,  and  not  merely  for  the  principle  upon  which 
it  is  made.  Where  then  is  the  mischief  to  the  public,  or  how  in  this 
case  is  the  intention  of  the  Legislature  defeated  ?  They  intended 
that,  after  fourteen  years,  the  public  should  from  the  specification  be 
in  possession  of  the  manufacture  and  the  art  of  making  it ;  and  that 
for  those  fourteen  years  the  patentee  should  have  the  monopoly  of 
it  as  his  reward.  The  patent  is  nothing  without  the  specification  ; 
and  the  patentee  can  gain  no  advantage  by  it.  It  is  also  useless, 
unless  the  specification  be  such  from  which  the  public  may  gain 
information ;  therefore,  whether  the  patent  call  the  manufacture 
by  its  name,  or  style  it  an  invention,  a  mode,  a  method,  or  in  any 
other  manner,  it  signifies  nothing ;  for  the  specification  describing 
the  thing  as  required  by  the  patent  must  be  resorted  to,  and  may 
fairly  be  deemed  a  part  of  the  patent  itself.  If  that  be  so,  I  read 
this  patent,  and  find  that  it  is  for  a  method  to  be  pursued  accord- 
ing to  the  directions  of  the  specification ;  and  looking  to  the 
specification,  I  see  that  by  pursuing  the  method  pointed  out,  a 
manufacture  is  produced  by  the  ingenuity  of  the  inventor,  and  of 
which  the  public  are  to  have  the  benefit.  Then  the  intention  of 
the  Legislature  is  fulfilled;  the  public  enjoy  the  fruits  of  the 
author's  ingenuity,  and  the  author  gets  the  monopoly  for  a  certain 
term.  It  signifies  nothing  to  either  whether  the  patent  be  for  the 
engine  so  made,  or  for  the  method  of  making  it,  if  that  method  be 
sufficiently  described  in  the  specification.  Upon  these  grounds, 
with  that  deference  which  I  ought  to  feel  upon  a  subject  with 
which  I  do  not  profess  myself  to  be  much  conversant,  my  opinion 
is  that  the  judgment  of  the  Court  of  Common  Pleas  ought  to  be 
affirmed. 

Lawrence,  J. :  — 

Two  objections  have  been  made  by  the  plaintiffs  in  error;  1st, 
That  this  is  not  an  invention  for  any  formed  or  organised  machine. 
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mscmoieDl,  or  manufacture,  but  of  mere  principles  only ;  2ndly, 
That  the  specification  is  bad.    As  to  the  first,  the  claim   of  the 
f  laintiflfe  below  is  founded  on  the  proviso  in  the  Statute  of  James, 
which  allows  the  Crown  to  grant  patents  in  favour  of  new 
[•  1C»6]  manufactures ;  and  therefore  it  must  *  rest  on  the  ground 
of  Watt's  having  invented  some  new  manufacture.     If  it 
w^re  neeessaiT  to  consider  whether  or  not  mere  abstract  princi- 
ples aie  the  subject  of  a  patent,  I  should  feel  great  diflBculty  in 
ce:iding  that  they  are :  but  that  consideration  is  unnecessary  on 
tLie  present   occasion,  because  by  looking  at  the  patent  and  the 
reci;:al  in  the  Act  of  Parliament,  it  appears  that  Watt  applied  for 
A3lJ  obtained  a  patent  for  an  engine  or   mechanical   contrivance 
tjr  lessening  the  consumption  of  steam  in  fire  engines.     The  letters 
patent  recite  that  he  had  invented  a  method  of  lessening  the  con- 
:>u2:rcivHi  of  steam,  and  grant  to  him  the  sole  right  of  using  the  said 
i*j^\-en:ioQ  for  fourteen  years.     In  order  to  see  what  the  invention 
watk  i:  b  necessary  to  refer  to  the  specification ;  that  states  what 
:he  inveniion  is,  and  that  the  method  consists  in  certain  principles, 
4;>  ti^y  are  called,  which  are  described  in  the  specification.     Then 
f  Ilowed  the  statute,  which,  after  reciting  that  the  King  had  granted 
to  Wdtt  the  sole  benefit  of  making  and  vending  certain  engines 
i:r\eu:ed  by  him  for  kssejung  the  consumption  of  steam  in  fire 
<?rt;^*ue5kaavl  that  be  had  enrolled  in  the  Court  of  Chancery  a  descrip- 
::vHx  cf  :he  said  engine,  vests  in  him  the  sole  right  of  making  and 
:<^.'r,  r^  tl"^  saki  engines  for  twenty-five  years.    From  this  therefore 
t;  i^  v\o*r  :hAt  the  Legislature  understood  that  the  patent  was  for  an 
<f^\:;rte  fs^  soase  mechanical   contrivance;  and   the  form   of  the 
*\i:s*tt:  a^l  ;h^  $|>vifioation  does  not  contradict  this.     Engine  and 
v.v>vvi  :tv<in  the  same  thing,  and  may  be  the  subject  of  a  patent 
•  V.  v\.xC  vnnvrly  speaking,  is  only  placing  several  things  and 
^^..♦5.^^.^;-^  s:s.x^nil  epeiaiions  in  the  most  convenient  order:  but 
^  a.ix   ^^^**-y  •  cv^.trivance  or  device ;  so  may  an  engine,  and 
Ifci^t^  I  5>  r.k  i:  nuy  answer  the  word  " method."     So  "principle" 
^.^  - x\ir  a  r,v^T^  elementarr  truth,  but  it  may  also  mean  con- 
^>.v-:  ^vir:^:  a:^^  i^^  ^'^^^^^  *^  specification  is  this:  "Thecontriv- 
\i  >v  m\v>,  I  Ji'^s^'^n  the  consumption  of  steam  consists  in  the 
^^\...  V   ^^c:v:.^  llMit  is.  constituent  or  elementary  parts;  a 
^.^  xx-^^:.  ir.  vhk  h  the  powers  of  steam  are  to  operate,  to  be 
h»r«  iK^  X^  ^^  *^  ^^"^'^  ^^  *  ^^*^'  *  distinct  vessel  to  condense 
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impede  the  motion  of  the  fire  engine,"  &c.    That  is  the  description 
of  the  thing  when  put  into  different  language. 

Then,  taking  this  to  be  a  patent  for  an  engine,  it  is  objected : 
that  the  specification  is  bad.  In  considering  that  question,  it  is 
necessary  to  see  for  what  Mr.  Watt  has  obtained  his  patent  He 
does  not  claim  it  for  an  improvement  to  a  fire  engine  for  any  par- 
ticular purpose,  e.  g.  for  raising  water  out  of  mines,  or  any 
other  specific  *  thing ;  but  his  claim  is  generally  to  an  inven-  [*  107] 
tion  for  lessening  the  consumption  of  steam  applicable  to 
all  fire  engines,  for  whatever  purpose  they  may  be  used,  and 
whatever  may  be  their  construction,  by  an  alteration  of  and 
addition  to  parts  which  are  common  to  all,  and  upon  which  their 
powers  of  working  depend.  The  objection  that  requires  a  more 
full  description  of  the  engine,  goes  the  length  of  requiring  the 
descriptum  of  every  engine  that  is  acted  upon  and  worked  by  the 
force  of  steam :  but  I  do  not  think  that,  if  his  specification  had  been 
so  comprehensive,  his  invention  would  have  entitled  him  to  a  patent 
for  the  sole  vending  and  making  the  whole  engine  so  altered  and 
improved ;  for  such  patent  would  have  been  more  extensive  than 
the  thing  invented.  The  patent  must  be  supported  as  granted  for 
an  improvement  and  addition  to  old  engines  known  and  in  use ; 
and  I  think  that  the  patent  is  good  in  this  point  of  view:  for  Watt 
claims  no  right  to  the  construction  of  engines  for  any  determinate 
object,  except  that  of  lessening  the  consumption  of  steam  and  fuel 
in  fire  engines.  His  patent  supposes  the  existence  of  such  engines ; 
and  his  contrivance,  method,  or  engine,  is  for  lessening  the  con- 
sumption of  fuel  in  such  pre-existing  engines,  and  for  nothing  else. 
In  the  argument,  the  engine  to  diminish  the  consumption  of  steam 
was  confounded  with  that  which  it  was  intended  to  improve. 
Some  of  the  dif&culties  in  the  case  have  arisen  from  considering 
the  word  engine  in  its  popular  sense,  namely,  some  mechanical 
contrivance  to  effect  that  to  which  human  strength,  without  such 
assistance,  is  unequal,  but  it  may  also  signify  device ;  and  that 
Watt  meant  to  use  it  in  that  sense,  —  and  that  the  Legislature  so 
understood  it,  is  evident  from  the  words  engine  and  method 
being  used  as  convertible  terms.  Now  there  is  no  doubt  but  that 
for  such  a  contrivance  a  patent  may  be  granted,  as  well  as  for  a 
more  complicated  machine  :  it  equally  falls  within  the  description 
of  a  manufacture;  and  unless  such  devices  did  fall  within  that 
description,  no  addition  or  improvement  could  be  the  subject  of  a 
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patent.  If  this  be  so,  it  only  remains  to  be  considered,  Whether  or 
not,  for  the  improvement  of  fire  engines.  Watt  has,  with  sufficient 
accuracy,  stated  a  definite  alteration  or  addition  which  may  be 
made  in  all  fire  engines,  in  such  a  way  as  to  enable  a  workman  to 
execute  it  ?  And  it  seems  to  me  that  he  has :  for  he  has  directed 
him  to  make  a  vessel  for  the  condensation,  distinct  from  that  in 

which  the  powers  of  steam  operate ;  and  to  convey  the 
[*108J   steam,  as  occasion  requires,  from  the  cylinder  *to  the 

condensing  vessel ;  to  keep  the  cylinder  hot  by  means  dis- 
tinctly described,  and  to  extract,  by  pumps,  the  vapour  which  may 
impede  the  work.  Therefore  it  seems  to  me  that  he  has  given 
directions  for  the  purpose :  whether  those  directions  were  or  were 
not  sufficient,  is  not  now  a  question  for  our  decision ;  it  was  a  ques- 
tion for  the  determination  of  the  jury,  and  they  have  decided  it 
Per  Curiam,  Judgment  affirmed. 

VdlMii  and  others  ▼.  Saiford  and  others. 

8  Meeooo  &  Welsbj,  806-S26  (s.  c.  11  L.  J.  Ex.  20). 

^)^>\'«li<Hi.  —  CofwIHirfitm.— Pfincipfe  and  Mode  of  Application.  — 
The  Hot'hlasU 

Itt  II  (viteut  fi»r  "  au  improved  Application  of  air  to  prodace  heat  in  fires, 
R*r>^^  «uU  ftinuicw  whero  bellows  or  other  blowing  apparatus  are  required ; " 
tht*  *|HV»tii\it5vm  sttHUH)  that  a  blast  or  current  of  air  was  to  be  produced  by  bel- 
K*w*  ui  tb*»  tmUuarv  way  and  passed  from  the  bellows  into  an  air  vessel,  and 
lhr\m^h  that  vt'^yii^l  by  means  of  a  tube  into  the  fire,  forge,  or  furnace.  The 
vi>«««i*»l  wa*  to  W  air-tiiiht  except  as  to  the  apertures  for  the  admission  and  emis- 
W\ni  \>f  au\  aud»  dwrin^ij  the  c^>ntinuanc©  of  the  blast,  was  to  be  kept  heated  to  a 
iH^UHidvi^Wo  tt^m|»er«tww*  It  would  be  better  that  the  temperature  should  be 
k^^pt  at  a  ml  ht^t  v^r  luv^rly  »^ :  but  so  high  a  temperature  was  not  absolutely 
utH^^vwary  t\»  imnUuv  a  btwtioial  efiect  .  .  .  "The  form  or  shape  of  the  vessel  or 
m^  plaoio  U  immatt  n«a  to  the  efft^ct^  and  may  be  adapted  to  the  local  circum- 
}.tc*»UHvi  ^vi*  5tnuatU^i."  It  was  pleaded  that  the  plaintiff  did  not  particularly 
sU\M>uU^  awd  aj*vvrtai«  tho  uatmv  of  his  supposed  invention  and  in  what  manner 
O^v  .MMu^  was  to  W  |HTfv»nneii.  The  jury  found  that  the  form  or  shape  of  the 
>^suM  I  \^a^  umtvml  to  the  eiRvt  ivf  heating  the  air;  and  that  a  competent  work- 
i^u^H  ^v^^ad  iu*t  W  t«i*ltHi  by  tbe  deacripUon  in  the  specification  as  to  the  mode 

x^*  h*y^tM>K  the  air  vtvnj^^l  .    .  ,     v  * 

The  i\^«H  hoU  that  the  siHvifiivition  described  not  merely  a  prmciple,  but 

^  uiaohvue  eioUKhiuK-  ^^  pnuoiple.     They  held  that  the  construction  of  the 

WHsv^tUv^tu^w  U  ^v^  the  IVurt  ami  not  for  a  jury;  and,  after  some  hesitation, 

_  -liHV^^llY  V4X  th^  ^M^vt  K^  Tarkk*  a»  they  oonstniod  the  latter  passage  of  the 
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specification  as  meauing  that,  provided  the  vessel  was  raised  to  a  sulBcient  tem- 
perature, some  beneficial  effect  would  be  produced,  whatever  the  shape  of  the 
vessel.  In  that  sense  the  statement  was  true,  and  the  jury  having  found  that  a 
competent  workman  would  not  be  misled,  they  held  the  specification  sufficient. 

This  was  an  action  on  the  case  for  the  infringement  of  a  [806] 
patent,  dated  11th  September,  1828,  granted  to  the  plaintiff 
James  Beaumont  Neilson  for  a  term  of  fourteen  years,  the  title  of 
which  was  "  An  invention  for  the  improved  application  of  air  to 
produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  or  other 
blowing  apparatus  are  required." 

*  The  defendants  pleaded  not  guilty,  and  also  several  [*  807] 
special  pleas,  of  which  the  fourth  only  is  material  to  this 
report.     In  that  plea  the  defendants  set  out  the  specification  of  the 
invention  enrolled  by  the  plaintiff  Neilson,  as  follows : 

"  I,  James  Beaumont  Neilson,  do  hereby  declare,  that  the  nature 
of  my  said  invention  for  the  improved  application  of  air  to  pro- 
duce heat  in  fireS)  forges,  and  furnaces,  where  bellows  or  other 
blowing  apparatus  are  required,  and  the  manner  in  which  the 
same  is  to  be  performed,  is  particularly  described  and  ascertained 
as  follows ;  that  is  to  say :  A  blast  or  current  of  air  must  be  pro- 
duced by  bellows  or  other  blowing  apparatus,  in  the  ordinary  way, 
to  which  mode  of  producing  the  blast  or  current  of  air  this  patent 
is  not  intended  to  extend.  The  blast  or  current  of  air  so  produced 
i3  to  be  passed  from  the  bellows  or  blowing  apparatus  into  an  air- 
vessel  or  receptacle,  made  sufficiently  strong  to  endure  the  blast, 
and  from  that  vessel  or  receptacle,  by  means  of  a  tube,  pipe,  or 
aperture,  into  the  fire,  forge,  or  furnace.  The  vessel  or  receptacle 
must  be  air-tight,  or  nearly  so,  except  the  apertures  for  the 
admission  and  emission  of  the  air ;  and  at  the  commencement  and 
during  the  continuance  of  the  blast,  it  must  be  kept  artificially 
heated  to  a  considerable  temperature.  It  is  better  that  the  tem- 
perature be  kept  to  a  red  heat,  or  nearly  so ;  but  so  high  a  temper- 
ature is  not  absolutely  necessary  to  produce  a  beneficial  effect. 
The  air-vessel  or  receptacle  may  be  conveniently  made  of  iron,  but 
as  the  effect  does  not  depend  upon  the  nature  of  the  material, 
other  metals  or  convenient  materials  may  be  used.  The  size  of 
the  air-vessel  must  depend  upon  the  blast,  and  upon  the  heat 
necessary  to  be  produced.  For  an  ordinary  smith's  fire  or  forge, 
an  air-vessel  or  receptacle  capable  of  containing  1200  cubic  inches 
will  be  of  proper  dimensions ;  and  for  a  cupola  of  the  usual  size 
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for  cast-iron  founders,  an  air-vessel  capable  of  containing  10,000 

cubic  inches  will  be  of  a  proper  size.  For  fires,  forges,  or 
[•  808]  furnaces  ♦  upon  a  greater  scale,  such  as  blast  furnaces  for 

smelting  iron,  and  large  cast-iron  founders'  cupolas,  air- 
vessels  of  proportionably  increased  dimensions  and  numbers  are 
to  be  employed.  The  form  or  shape  of  the  vessel  or  receptacle  is 
immaterial  to  the  effect,  and  may  be  adapted  to  the  local  circum^ 
stances  or  situation.  The  air-vessel  may  generally  be  conveniently 
heated  by  a  fire  distinct  from  the  fire  to  be  affected  by  the  blast  or 
current  of  air ;  and  generally,  it  will  be  better  that  the  air-vessel, 
and  the  fire  by  which  it  is  heated,  should  be  enclosed  in  brick- 
work or  masonry,  through  which  the  pipes  or  tubes  connected 
with  the  air-vessel  should  pass.  The  manner  of  applying  the  heat 
to  the  air-vessel  is,  however,  immaterial  to  the  effect,  if  it  be  kept 
at  a  proper  temperature.     In  witness  whereof,"  &c. 

The  plea  then  alleged,  that  the  plaintiff,  J.  B.  Neilson,  did  not, 
by  the  said  instrument  in  writing  under  his  hand  and  seal,  at  any 
time  within  six  calendar  months  after  the  date  of  the  said  letters 
patent,  particularly  describe  and  ascertain  the  nature  of  his  said 
invention,  and  in  what  manner  the  same  was  to  be  performed,  and 
by  reason  thereof  the  said  letters  patent  were  and  are  wholly  void. 
The  defendants  delivered  with  their  pleas,  pursuant  to  the  statute 
5  4  6  Will.  IV.  c.  83,  s.  5,  the  following  notice  of  objections  to  the 
validity  of  the  patent:  — 

"  The  defendants  in  this  action,  besides  denying  that  they  have 
infringed  the  patent  in  the  declaration  mentioned,  intend,  at  the 
trial  of  this  cause,  to  rely  on  the  following  objections,  that  is  to 

niiy : that  the  alleged  invention  is  not  the  subject  of  a  patent, 

because  it  claims  a  principle :  that  the  terms  in  which  the  subject 
of  the  patent  is  described,  viz.  *  an  invention  for  the  improved  appli- 
mixon  of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 
hollows  and  other  blowing  apparatus  are  required,'  are  ambiguous, 
and  it  is  doubtful  whether  the  patent  is  for  the  invention  of  the 

ai>l)lication  of  hot  air,  or  only  for  an  improved  mode  of 
(•HOOl  applyi^K  h^^t  air:  that  the  said  J.  B.  Neilson  •is  not  the 

llrMt  nnd  true  inventor  of  the  said  supposed  invention,  and 
tliiit  tlu^  mxU\  supposed  invention  was  publicly  used  and  put  in 
pnirMcMi  buforo  tbo  granting  of  the  said  letters  patent.  [Here 
fdllowiMl  t\  Htatonmnt  of  the  facts  on  which  the  defendants  relied  as 
wliowlnH  tlittt  thn  iavoution  was  not  new.]    The  defendants  further 
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contend  that  the;  said  patent  is  void,  because  no  sufl&cient  specifica- 
tion of  the  said  invention  has  been  enrolled  in  conformity  with  the 
provisions  of  the  said  letters  patent  in  that  behalf :  that  the 
description  of  the  apparatus  to  be  applied  is  so  defective,  that  no 
workman  of  ordinary  skill  would  be  able  to  manufacture  the  said 
apparatus,  merely  by  reading  the  said  specification :  that  the  said 
specification  is  calculated  to  deceive :  that  the  mode  of  applying 
hot  air  by  means  of  an  air-vessel  or  receptacle,  which  is  vaguely 
described  in  the  said  specification,  is  substantially  the  mode  or 
apparatus  for  which  Mr.  Botfield  had  previously  obtained  his 
patent :  that  the  said  specification,  so  far  as  it  can  be  understood 
as  descriptive  of  an  apparatus  for  forming  and  supplying  hot  air, 
describes  an  apparatus  which  does  not  answer  the  purpose :  that 
the  said  specification  is  invalid  on  account  of  its  general  vague- 
ness :  that  the  said  specification  is  defective,  inasmuch  as  it  does 
not  describe  the  kind  of  furnace  to  which  the  said  invention  is 
applicable,  and  it  is  not  applicable  to  all  kinds  of  furnaces :  that 
the  apparatus  described  in  the  said  specification  to  be  employed 
for  the  purpose  of  heating  air  is  so  defective,  that  it  is  incapable 
of  producing  any  beneficial  effect  in  the  blast  furnace:  that  the 
apparatus  used  by  the  defendants  is  wholly  different  from  that 
described  in  the  specification,  and  upon  a  different  principle ;  and 
it  was  invented  at  the  Calder  iron  works,  and  other  iron  works 
near  Glasgow  in  Scotland;  and  by  John  Jeffries  and  J.  Patten, 
at  the  Grove  iron-foundry,  in  the  borough  of  Southwark,  and  not 
by  the  said  J.  B.  Neilson :  that,  if  the  said  apparatus  described  by 
the  said  J.  B.  Neilson  in  Ids  specification  could  be  made 
*  to  raise  the  atmospheric  air  to  a  sufficient  degree  of  heat,  [*  810] 
it  could  not  be  used  without  a  water  twyer  for  introducing 
the  hot  air  into  the  blast  furnace :  that  the  apparatus  which  the 
defendants  do  use,  and  any  other  apparatus  which  would  be  capa- 
ble of  raising  the  atmosphere  to  a  sufficient  degree  of  heat,  could 
not  be  applied  to  the  blast  furnace  without  the  use  of  a  water 
twyer :  that  it  is  alleged  in  the  said  specification,  *  that  the  size  of 
the  air-vessel  must  depend  upon  the  blast,  and  on  the  heat  neces- 
sary to  be  produced  :  that  for  an  ordinary  smith's  fire  or  forge,  an 
air-vessel  or  receptacle  capable  of  containing  1200  cubic  inches 
will  be  of  proper  dimensions,  and  for  a  cupola  of  the  usual  size  for 
cast-iron  founders,  an  air-vessel  capable  of  containing  10,000  cubic 
inches   will  be   of  a  proper  size;  for  fires,  forges,  and  furnaces 


na^tu. 


r-.-rr     .1^'.     ziz.  is   -ja  fnmaces  for  amelting  iron,  or 
--      -  -  -"  :>        ::i  .^-r?      zrz*  .js,   air-vesfiela   of    propcrtionably 

—  — ^     ■  r.T  -"^v  la    ^li    imL-rEs  will  be  reqniied;'  whereas, 
--. :--  r-.^--     --  -r^jiz  :v*riireiL  the  heating  apparatus 

-    ^luii    :   *=i^JL  -  .♦.  a:r^T^v:nun,  that  the  surface  exposed 
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'-^s.*-    1    .   ••.  -i   'w     -tam.  the  TnaximnTn  of  heating  sur- 

-     —     ~     :    .    ur      :;*:i:irr  ji  ieated  air  required :  that  it  is 

—  .   _•*    .-     :.-    i^r^---?r5«^I   )r  reoeptacle  may  be  conven- 

.    r-.;       ;•:   ^  :L^r  riifect  does  not  depend  upon  the 

:  -     -: ..  >    .^     -^tr  aitoii  or  materials  may  be  used ; ' 

--  -         :.      r     ..    r  iitCdl  jan  be  ased  which  will  effect  the 

.--.  .  .   ^   V-  .;.    a:  .  It  <uch  smiiU  expense,  as  iron;  also, 

-    ..  •>    ^  .    r      r :  !!<    t  :he  air-vessels  mentioned  in  the 

:    -    ..-r    :.-=   *^--?r*i  invendon  comparatively  inopera- 

•.    .--  .«->.     r.-r    :trt'»a«iiuits  further  object,  that  the 

^  ^    •  •         :,  -^  It-vrJ  ed  *ia  the  said  specification,  is  of 

.^     r    nru-i: :  that  the  heated  air  cannot  be 

'  -^-  :::!^:umacess:  J  a  simple  pipe,  as  mentioned 

^  --r        .  -•     I:e  r  u-rti  rlea,  that  the  said  plaintiff 

^       ^  .    .  ^         .  v  Si.  i  in^cm:::^^.:  in  writing  under  his  hand 

^        «         .  -i\  -'-^  i^'-'-r  X'C.:!::^  after  the  date  of  the  said 

^    .  '»    .    ..  r-v  i-e^r  >v  JLna  ascertain  the  nature  of  his 

,   .;    I  \  ..-..   i^a:: -nT  :ie  same  was  to  be  performed: 

^   ^,^    ...  :    ^.\r-  FvKxF.  R,  at  the  Middlesex  Sittings 

•;.     *:  ^  i>  .''•ctcnitxi  for  the  plaintiffs,  that  the 

^  ,^  ^  -    .  -  >  icv"Jir:i:e  and  unambiguous,  and  that 

•  ":i  ,r  s*  **v  vf  the  vessel  or  receptacle  is  im- 

» «  :  -.jtv  >:  d.ir.  :evl  to  the  local  circumstances 

•  :  ^.  c  ^j-':>u-  :>  -  the  form  or  shape  of  the  vessel 

..     .^.  >^  5,  —  .:  :jLe  air,  but  that,  provided  the  air 

,  ^^  -  -o  >    trr«:urv.  the  form  or  shape  of  the  vessel 

,  ^  ^;  j,^/  yji:er^Uforiheproducingabeneficial 

'      \     ^^    ^^      .^^  •-^^►.j^^^    ^evvudlr,  it  was  contended  that 

^  »  <wv.icji:^:a  v^  *  matter  for  the  jury,  and 
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not  for  the  Court :  and  thirdly,  that  the  defendants  were  not  at  lib- 
erty to  object  to  the  sufficiency  of  the  specification  in  this  respect,  on 
the  ground  that  they  had  not  stated  the  objection  with  sufficient 
precision,  in  the  notice  of  objections  delivered  pursuant  to  the 
statute.  For  the  defendants  it  was  insisted,  that  the  notice  was 
sufficiently  precise,  and  that,  at  all  events,  it  was  too  late  to  object 
at  the  trial  that  it  was  ambiguous,  but  that  the  plaintiffs,  if  it  was 
not  satisfactory,  ought  to  have  obtained  a  Judge's  order  for  the 
delivery  of  a  better  notice  of  objections ;  and  further,  that,  upon 
the  proper  construction  of  the  specification,  the  statement 
as  to  the  form  or  shape  of  the  vessel  *  meant  that  the  form  [*  812] 
or  shape  was  immaterial  to  the  effect  of  heating  the  air 
therein.  The  learned  Judge  was  of  opinion  that  the  specification 
must  be  construed  by  the  Court,  and  thought  that  its  proper  con- 
struction was  as  contended  for  by  the  defendants;  and  he  sub- 
mitted to  the  jury  the  following  questions:  —  First,  whether  a 
person  of  common  understanding  and  ordinary  skill,  and  knowledge 
of  the  subject  of  the  old  blowing  apparatus,  could,  from  this  speci- 
fication, construct  an  apparatus  capable  of  producing  a  beneficial 
effect ;  secondly,  the  like  question  as  to  a  person  acquainted  with 
the  heating  apparatus ;  thirdly,  whether  the  shape  and  form  of  the 
vessel  was  material  to  the  effect  of  heating  the  air.  The  jury 
answered  all  these  questions  in  the  affirmative.  The  learned 
Judge,  at  the  request  of  the  defendants'  counsel,  then  put  to  the 
jury  these  questions  also :  —  First,  whether  a  person  of  ordinary 
capacity  and  skill,  and  acquainted  with  the  blowing  apparatus, 
would  be  able  to  correct  the  error  in  the  specification  as  to  the 
form  and  shape  of  the  vessel ;  secondly,  the  like  question  as  to  a 
person  acquainted  with  the  heating  apparatus.  The  jury  answered, 
that  such  a  person  would  not  be  misled  by  the  mis-statement  in 
the  specification. 

The  verdict  was  thereupon  entered,  under  his  Lordship's  direc- 
tion, for  the  defendants  on  the  fourth  issue,  and  for  the  plaintiffs 
on  the  other  issues ;  and  leave  was  given  to  the  plaintiffs  to  move 
to  enter  a  verdict  for  them  on  the  fourth  issue  also. 

Sir  W.  W.  Follett  having  obtained  a  rule  nisi  accordingly,  citing 
Boulton  V.  Bull,  2  H.  Bl.  463  (p.  10,  ante),  and  ffill  v.  Thompson, 
3  Mer.  622  (No.  17,  post). 

The  Attorney-General,  Sir  F.  Pollock,  R  V.  Eichards,  Monteith, 
and  Hugh  Hill,  showed  cause    in    Trinity  Term  (June    9). — 
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[*  813]  The  first  objection  made  on  the  part  of  *  the  plaintiflfs  is 
that  the  defendants  have  not  complied  with  the  statute  5 
&  6  Will.  IV.  c.  83,  s.  5,  by  delivering  a  notice  of  objections  suffi- 
ciently specific  to  enable  them  to  insist  on  the  objection  taken  to 
the  specification.  That  section  of  the  statute  enacts,  "  That  in  any 
action  brought  against  any  person  for  infringing  any  letters  patent, 
the  defendant,  on  pleading  thereto,  shall  give  to  the  plaintiff,  and 
in  any  scire  facias  to  repeal  such  letters  patent,  the  plaintiff  shall 
file  with  his  declaration,  a  notice  of  any  objections  on  which  he 
means  to  rely  at  the  trial  of  such  action ;  and  no  objection  shall  be 
allowed  to  be  made  in  behalf  of  such  defendant  or  plaintiff  respec- 
tively at  such  trial,  unless  he  prove  the  objections  stated  in  such 
notice :  provided  always,  that  it  shall  and  may  be  lawful  for  any 
Judge  at  chambers,  on  summons  received  by  such  defendant  or 
plaintiff,  or  such  plaintiff  or  defendant  respectively,  to  show  cause 
why  he  should  not  be  allowed  to  offer  other  objections,  whereof 
notice  shall  not  have  been  given  as  aforesaid,  to  give  leave  to  offer 
such  objections,  on  such  terms  as  to  such  Judge  shall  seem  fit" 
This  enactment  was  obviously  framed  with  reference  to  the  former 
stat^  of  pleading,  before  the  new  rules,  when,  not  guilty  being  the 
only  plea,  great  difficulty  and  hardship  was  thereby  thrown  on 
plaintiffs  in  actions  of  this  nature.  In  Bulnois  v.  M*Kenzie,  4 
Bing.  N.  C.  127,  5  Scott,  419,  the  Court  of  Common  Pleas  held 
that,  independently  of  the  statute,  the  Court  has  a  right  to  direct 
that  the  notice  of  objections  shall  be  made  more  specific ;  and  in 
Fis?ier  v.  Dewick,  4  Bing.  N.  C.  706,  6  Scott,  587,  they  refused  to 
set  aside  a  Judge's  order  for  the  delivery  of  more  specific  particu- 
lars. If,  therefore,  the  notice  in  the  present  case  was  in  too  general 
terms,  the  plaintiffs'  proper  course  would  have  been  to  apply  to  a 
Judge  for  a  more  specific  statement  of  the  objections ;  but  where 
they  omit  to  do  so,  the  only  question  at  the  trial  is, 
[•  814]  whether  the  defendants  have  proved  the  objections  *  actu- 
ally stated  in  this  notice ;  and  it  is  too  late  then  to  object 
that  it  is  too  general.  [  Alderson,  B.  —  The  question  at  the  trial 
is  only  whether  the  terms  of  the  notice  are  sufficiently  large  to 
include  the  objection.] 

Secondly,  the  specification  does  not  sufficiently  ascertain  and 
describe  the  nature  of  the  invention.  In  the  first  place,  the  title 
of  the  invention  —  "  An  invention  for  the  improved  application  of 
air  to  produce  heat  in  fires,  &c.,  where  bellows  or  other  blowing 
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apparatus  are  required  "  —  is  ambiguous,  and  might  as  well  apply 
to  a  refrigerating  as  to  a  heating  apparatus.  The  patent  is  granted 
for  an  improved  application  of  air,  and  not  for  an  improvement  in 
the  air  applied;  whereas  the  specification  proceeds  to  describe 
an  apparatus  for  the  improvement  in  the  air  applied,  and  not  an 
improvement  in  the  mode  of  applying  it  The  title  refers  to  air  in 
its  natural  state,  and  excludes  the  notion  of  any  process  of  heating 
or  otherwise  improving  it  before  its  application :  the  specification  is 
for  an  application  of  air  previously  improved  by  heating.  [Lord 
Abinger,  C.  B.  —  It  appears  to  us  that  the  title  is  not  inconsistent 
with  the  specification.  When  you  look  at  the  specification,  it  is 
for  an  improved  application  of  air,  by  making  it  pass  through  a 
receptacle  in  which  it  is  heated  before  its  application  to  the  fire. 
It  is  hypercriticism  to  say  that  that  is  not  an  improved  application 
of  air,  but  an  application  of  improved  air.]  Then  with  respect  to 
the  directions  as  to  the  mode  of  carrying  the  invention  into  effect 
The  only  direction  given  as  to  the  heating  vessel  is,  that  it  is  to  be 
made  sufl&ciently  strong  to  endure  the  blast,  and  air-tight  or  nearly 
so,  and  to  be  kept  artificially  heated  to  a  considerable  temperature. 
With  respect  to  its  form  or  shape,  it  is  stated  that  that  "  is  imma- 
terial to  the  efifect,  and  may  be  adapted  to  the  local  circumstances 
or  situation."  But  surely  it  was  essential  to  the  validity  of 
the  patent,  that  the  specification  should  state  what  should  be  the 
form  or  shape  of  the  vessel.  If  the  plaintiff  did  not 
•know  this,  he  had  not  perfected  his  invention.  He  had  [*  815] 
no  right  to  take  out  the  patent  for  a  general  notion  or 
principle  existing  in  his  own  mind.  The  specification  ought, 
therefore,  to  have  stated  both  the  proper  dimensions  and  form  of 
the  air-vessel.  Again,  it  is  clear,  upon  the  finding  of  the  jury,  that 
the  form  and  shape  of  the  vessel  is,  in  one  sense,  material  to  the 
effect,  and  in  this  re^>ect  the  specification  is  untrue.  It  is  for  the 
Court  to  put  a  construction  upon  the  specification,  as  upon  any 
other  written  instrument ;  and  it  is  submitted  that  the  true  con- 
struction of  this  part  of  it  is,  that  the  form  or  shape  of  the  air- 
vessel  is  immaterial  to  the  effiBCt  to  be  produced  therein  —  that  is,  to 
the  production  of  the  requisite  degree  of  heat  But  the  jury  have, 
found  that  the  form  and  shape  of  the  vessel  are  material  to  that 
efii&ct  [Lord  Abinger,  C.  B.  —  Does  it  not  appear,  that  when  the 
plaintiflf  uses  the  word  "  effect,"  he  means  to  use  it  with  an  implied 
condition  that  the  proper  temperature  is  kept  up?    In  the  con- 
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eluding  clause  of  the  specification,  it  clearly  means  the  effect  upon 
the  furnace,  if  the  air  be  kept  at  a  proper  temperature.]  There  the 
condition  is  expressed ;  here  no  condition  is  hinted  at.  It  is  mani- 
fest that  the  inventor  thought  the  form  or  shape  of  the  vessel  was 
immaterial  to  the  obtaining  of  the  requisite  degree  of  heat ;  which 
might  have  been  supposed  to  be  the  case,  until  after  the  contrary 
was  shown  by  experiments.  He  had  evidently  not  made  any  suffi- 
cient experiments  as  to  the  degree  of  heat  necessary  to  be  produced, 
and  was  ignorant  of  the  superiority  of  one  form  of  vessel  over 
another  in  producing  it.  He  speaks  of  the  vessel  in  this  specifica- 
tion in  terms  which  describe  a  single  open  space,  and  which  are 
quite  inapplicable  to  a  vessel  consisting  (for  instance)  of  a  combina- 
tion of  tubes.^  It  is  plain  he  had  never  acquired  the  information 
necessary  to  enable  him  to  present  the  invention  in  a  perfect 
[*  816]  form ;  but  the  specification  must  be  such  as  that  a  •  com- 
petent workman  can  follow  its  directions,  without  first 
having  recourse  to  experiments  to  ascertain  the  best  mode  of  carry- 
ing it  into  effect  Bex  v.  Wheeler,  2  B.  &  Aid.  345  (No.  15,  post). 
[Parke,  B.  —  Is  there  any  case  in  which  a  patentee  has  been 
allowed  to  correct  an  error  in  the  specification  by  the  testimony  of 
persons  of  ordinary  skill  ?  Alderson,  B.,  referred  to  Bloxam  v. 
Ehe^y  1  C.  &  P.  558.]  That  was  the  case  of  the  mere  use  of  a  Gal- 
licism, in  employing  the  French  word  "vice"  to  mean  a  screw; 
and  besides,  by  the  drawing  annexed  to  the  specification,  and  which 
was  to  be  taken  as  part  of  it,  the  ambiguity  was  fully  explained. 
But  it  may  further  be  observed,  that  in  this  specification  the  word 
"air"  never  is  the  nominative  case  at  alL  It  says,  that  "the  vessel 
must  be  air-tight  or  nearly  so,"  &c. ;  "  and  at  the  commencement, 
&c.,  of  the  blast,  it  (i.  e.  the  vessel)  must  be  kept  artificially  heated," 
&c.  So,  when  it  states  that  "  it  is  better  that  the  temperature  be 
kept  to  a  red  heat,"  that  clearly  means  the  temperature  of  the 
vessel,  not  of  the  air  within  it.  The  grammatical  construction  of 
the  clause  in  question  therefore  is  (if  any  condition  is  to  be  im- 
ported into  it),  that  the  form  or  shape  of  the  vessel  is  immaterial 
to  the  effect,  provided  the  vessel  be  kept  to  the  proper  degree  of 
heat.  That  is  clearly  negatived  by  the  finding  of  the  jury.  Then, 
can  such  a  mis-statement  be  corrected  by  their  accompanying  find- 
ing, that  a  competent  workman  would  not  be  misled  by  it  ?  Surely 
not  The  rule  of  law  on  this  subject  is  this :  —  When  the  patentee 
^  The  vesMl  employed  by  the  defendants  was  of  this  form. 
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has  described  his  invention  in  such  terms  that  it  is  clear  from  the 

whole  of  the  specification  taken  together  what  he  meant  to  describe, 

a  mere  technical  misuse  of  language  will  not  vitiate  it  —  as  if  sir 

were  said  to  be  imponderable,  or  sulphur  were  called  a  metaL     But 

when  he  deliberately  states  something  as  a  part  of  the  process  or 

materials  of  the  invention,  which  is  in  its  nature  material, 

but  which  *  on  bringing  it  into  use  turns  out  to  be  untrue  [*  817] 

or  erroneous,  that  is,  per  se  fatal  to  the  patent,  and  cannot 

be  corrected  by  the  experience  of  the  workman ;  for  that  is  calling 

in  another  party  to  perfect  the  invention :  if  that  be  necessary,  the 

patentee  is  no  longer  the  inventor. 

On  the  same  day  (June  9),  and  on  a  former  day  in  the  present 
sittings  (June  18), 

Sir  W.  W.  Follett,  Kelly,  and  Butt  were  heard  in  support  of  the 
rule. —  In  the  first  place,  it  was  not  competent  to  the  defendants 
to  raise  these  objections  to  the  specification,  their  notice  of  objec- 
tions being  of  too  vague  and  general  a  nature  to  be  a  sufficient 
compliance  with  the  requisitions  of  the  statute.  The  only  clause 
of  the  notice  under  which  it  can  be  contended  that  the  particular 
objections  now  taken  can  be  included,  is  the  general  one, "  that  the 
specification  is  calculated  to  deceive : "  but  the  notice  ought  to  be 
sufficiently  precise  and  positive  in  its  terms,  distinctly  to  apprise 
the  plaintiff  of  the  nature  of  the  specific  objections.  It  has  been 
held  that  it  is  not  enough  that  the  notice  be  a  mere  echo  of  the 
plea,  but  that  it  must  give  more  specific  information  than  is  given 
by  a  plea  merely  denying  the  novelty  or  usefulness  of  the  in- 
vention. Fisher  v.  Devnck,  4  Bing.  N.  C.  706,  6  Scott,  587.  The 
statute  was  passed  after  the  alterations  in  pleading  made  by  the 
rules  of  H.  T.  4  Will  IV.,  and  it  must  be  assumed  that  the  Legisla- 
ture were  fully  cognisant  of  the  effect  of  those  alterations,  and  did 
not  think  that  a  special  plea  would  of  itself  furnish  sufficient 
notice  of  the  objections  intended  to  be  relied  upon.  If  so  indefinite 
a  notice  as  this  were  held  sufficient,  the  provisions  of  the  statute 
would  be  rendered  altogether  nugatory.  And  the  plaintiffs  were 
4b  liberty  to  object  to  its  insufficiency  at  the  trial,  and  were  not 
bound  to  aid  the  defendant  by  applying  to  have  it  made 
more  specific.  In  all  cases  where  *  notice  is  required  to  [*818] 
he  given  by  Act  of  Parliament,  the  objection  to  the  insuffi- 
ciency of  the  notice  is  properly  taken  at  the  trial :  as  in  the  case 
of  a  notice  to  dispute  bankruptcy,  and  of  notice  of  action  to  magis- 
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trates.    Trirrdey  v.    Ununn,  6   B.  &  C.  537;    Moon   v.  JRaphad, 
7  C.  &  P.  115. 

Secondly,  the  plaintifiTs  are  entitled,  upon  the  finding  of  the  jury 
on  the  issue  as  to  the  sufficiency  of  the  specification,  to  have  the 
verdict  upon  that  issue  entered  for  them.  It  has  been  suggested 
that  this  is  a  patent  merely  for  a  principle ;  but  that  is  not  so ;  it 
is  a  patent  for  the  mode  of  carrying  a  principle  into  effect.  The 
mode  of  heating  air  and  increasing  combustion  was  known  before ; 
this  patent  is  taken  out  for  the  novel  application  of  air  so  heated 
to  certain  useful  purposes  —  for  passing  the  air  in  a  heated  state, 
instead  of  a  cold  state  as  formerly,  into  furnaces ;  and  the  mode  of 
operation  is  by  interposing  a  closed  vessel,  exposed  to  heat, 
between  the  blowing  apparatus  and  the  furnace.  That  is  a  suffi- 
ciently practical  discovery  to  be  the  subject  of  a  patent,  according 
to  all  the  authorities.  Minter  v.  Wells,  1  C.  M.  &  R  505  ;  ffom- 
hlower  v.  Botdton,  8  T.  R  98  (p.  45,  arUe),  Webster  on  Patents,  p. 
136.  Then  the  only  remaining  question  is,  whether  there  is  any- 
thing in  the  specification  to  render  the  patent  taken  out  for  this 
discovery  void.  Now,  the  jury  have  expressly  found  that  no 
person  acquainted  with  the  subject  could  be  misled  by  the  supposed 
error  in  the  specification  as  to  the  form  and  shape  of  the  air- 
vessel:  yet  it  is  said  that  the  Court,  on  a  discussion  upon  the 
meaning  of  the  specification  ought  to  take  that  question  upon  them- 
selves, and  direct  a  new  trial  But  it  is  submitted  that  the 
intelligibility  of  the  specification  was  altogether  a  question  for  the 
jury.     The  question  upon  this  issue  is,  whether  the  specification 

has  sufficiently  described  and  ascertained  the  invention  for 
[*  819]  which  the  patent  is  taken  out.    Surely  that  is  a  question  *for 

the  determination  of  the  jury.  In  many  cases  the  con- 
struction of  written  instruments  is  for  the  Court,  but  not  in  such  a 
case  as  this.  In  Hill  v.  Thompson,  3  Mer.  622  (No.  17,  post). 
Lord  Eldon  says  :  "  The  utility  of  the  discovery,  the  intelligibility 
of  the  description,  &c.,  are  all  of  them  matter  of  fact  proper  for  a 
jury."  The  question  in  effect  is,  whether  persons  of  competent 
skill  and  knowledge  can  work  under  the  specification  as  framed. 
In  Boulton  v.  Bull,  2  H.  Bl.  463  (p.  10,  arUe),  Eyre,  Ch.  J.,  and 
EoOKE,  J.,  put  their  judgment  in  favour  of  the  plaintiff  expressly 
upon  the  ground  that  the  jury  had  found  that  a  workman  of 
competent  skill  could  execute  the  improvement  by  means  of  the 
specification ;  and  on  the  same  ground  the  opinion  of  the  Judges 
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in  the  House  of  Lords  was  given  in  favoar  of  the  patent  [Lord 
Abivgeb,  G.  B. —  It  appears  to  me  to  be  too  late  at  the  present  day 
to  contend  that  it  is  not  for  the  Court  to  construe  the  specification, 
like  any  other  written  instrument  Pabke,  B,  —  It  was  expressly 
held  in  Turner  v.  Winter,  1  T.  R  602  (1 R  R  311),  that  a  patent 
is  void  if  the  specification  is  ambiguous,  or  gives  directions  which 
tend  to  mislead.  Aldebson,  B.  —  In  Harmar  v.  Playne,  11  East, 
101,  the  LoBD  Chancellob  sent  the  question,  whether  the  specifi- 
cation gave  sufficient  information,  to  a  Court  of  law  for  its 
decision ;  and  one  of  the  rules  laid  down  in  JSex  v.  Arkwright, 
Bull  N.  P.  77,  is,  that  *'  if  the  specification  be  in  any  part  of  it 
materially  false  or  defective,"  the  patent  is  void.] 

At  all  events,  if  the  construction  be  for  the  Court,  the  finding  of 
the  jury  is  most  material  to  be  taken  into  consideration  by  the 
Court  They  have  in  efTect  negatived  the  only  objection  on  which 
the  defendants  could  rely  at  the  trial,  and  found  that  the  specifica- 
tion was  not  calculated  to  deceive.  Now,  all  that  the  law  requires 
is  that  a  specification  should  contain  sufficient  information  to 
enable  a  workman  of  competent  skill  to  carry  the  patent 
•into  eflfect,  BatUtan  v.  Bull;  if  it  be  so,  and  if  that  be  [*  820] 
found  by  the  jury,  the  specification  is  sufficient  in  law, 
notwithstanding  any  particular  error  or  mis-statement  If  the 
patentee  sufficiently  describes  the  mode  of  operation,  but  makes  a 
mistake  in  a  matter  known  to  everybody  acquainted  with  the 
subject,  and  not  of  the  essence  of  the  invention,  such  a  mistake 
does  not  invalidate  the  patent  [Pabke,  B.  —  My  doubt  arose 
from  this,  that  no  case  had  gone  so  far  as  to  allow  a  manifest  error 
to  be  corrected  by  parol  evidence  of  what  an  ordinary  workman  of 
competent  skill  would  be  able  to  do.]  There  is  no  case  in  which 
the  patent  has  on  the  ground  of  such  an  error  been  held  invalid, 
after  the  finding  of  the  jury  that  it  could  not  mislead.  The  only 
question  is,  whether  on  the  whole  the  inventor  has  given  sufficient 
information  to  the  public  by  which  the  invention  can,  on  the 
expiration  of  the  term  for  which  the  patent  is  granted,  be  brought 
into  public  use  without  experiments  or  expense.  It  has  been  said 
that  tlie  description  here  is  applicable  only  to  a  vessel  consisting  of 
one  open  space ;  but  that  is  not  so.  A  more  correct  word  than 
receptacle  could  not  have  been  used,  to  describe  a  vessel  which  is 
to  receive  and  heat  the  air ;  and  it  is  equally  applicable  to  a  vessel 
consisting  of  an  open  reservoir,  of  a  single  pipe,  or  of  a  series  of 
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tubes :  whatever  be  the  form,  it  must  still  communicate  with  the 
furnace  by  a  pipe,  tube,  or  aperture,  and  the  description  in  the 
specification  is  equally  appropriate.  Any  person  who  understands 
the  heating  of  air  would  know  bow  to  enlarge  the  vessel  in  the 
proper  way,  upon  the  ordinary  principle  used  for  heating  air. 
[Alderson,  B. —  Then,  where  is  the  difference  between  claiming  a 
principle  which  is  to  be  carried  into  effect  in  any  way  you  will, 
and  claiming  a  mere  principle  ?  The  patentee  must  claim  some 
specific  modvs  operandi.']  So  he  does  here,  —  namely,  to  heat  the 
air  in  its  passage  from  the  blowing  apparatus  to  the  furnace,  in  a 

closed  vessel  placed  there:  and  conceding  the  statement 
[*  821]  as  *  to  the  form  and  shape  of  such  vessel  to  be  inaccurate, 

the  verdict  of  the  jury  has  cured  the  defect 
But  further,  the  true  meaning  of  the  passage  is,  not  that  the 
form  or  shape  of  the  vessel  is  immaterial  to  the  heating  of 
the  air,  but  that  it  is  immaterial  to  the  ultimate  beneficial  effect 
upon  the  furnace  —  to  the  object  for  which  the  patent  is  taken 
out  It  is  always  to  be  remembered,  that  the  patentee  was  not 
taking  out  a  patent  for  a  mode  of  heating  air;  he  assumes  that 
every  workman  of  ordinary  skill  is  acquainted  with  that  process. 
He  therefore  does  not  intend  to  give  any  directions  on  that  head. 
He  does  not  mean  to  say  that  the  size  and  shape  of  the  vessel  are 
immaterial  to  the  effect  to  be  produced  upon  the  air  therein  ;  but 
that  the  party  may  use^any  ordinary  form  of  vessel  he  pleases  in 
which  to  heat  the  air,  and  provided  it  be  kept  at  a  proper  tempera- 
ture, and  communicate  with  the  furnace  by  a  pipe,  tube,  or  aper- 
ture, it  will  be  the  same  as  regards  the  effect  on  the  furnace. 
Such  is  clearly  the  meaning  of  the  word  effect  in  the  last  clause 
of  the  specification,  and  there  can  be  no  reason  for  supposing  that 
it  was  intended  to  be  used  in  a  different  sense  here :  in  this  sense 
the  statement  is  perfectly  true.  If  the  air  be  heated  to  a  proper 
temperature,  which  the  party  knows  how  to  do  by  the  modes 
already  in  use,  it  is  immaterial  to  the  effect  on  the  furnace  what  is 
the  form  or  shape  of  the  vessel.  Throughout  the  specification,  the 
word  effect  (which  occurs  four  times)  is  used  in  this  same  sense. 
The  passage  has  the  same  meaning  as  if  it  had  contained  the  words, 
"  provided  the  vessel  be  constructed  on  the  ordinary  principles  on 
which  air  is  heated."  The  plaintiffs  contend,  therefore,  either 
that  there  is  no  error  in  the  specification  at  all ;  or,  if  there  is,  that 
the  finding  of  the  jury  has  remedied  it  C%r.  adv.  vult 
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The  jadgment  of  the  Court  was  now  delivered  by 

♦  Pabkb,  R  — In  the  case  of  Neilaan  v.  Harford,  at  the  [•  822] 
request  of  my  Lord  Abingeb,  I  proceed  to  deliver  his  Lord* 
ship's  judgment,  and  that  of  the  rest  of  the  Court,  on  this  question. 

We  have,  after  much  consideration,  and  not  without  some  doubt 
and  hesitation,  arrived  at  the  conclusion  that  the  present  rule 
obtained  by  Sir  William  Follett,  for  entering  the  verdict  for  the 
plaintiff  on  the  4th  issue,  should  be  made  absolute. 

Several  points  were  made  at  the  time  of  the  argument^  to  which 
we  propose  very  shortly  to  advert  In  the  first  place,  it  was  con- 
tended that  the  objection  to  the  specification,  on  which  I  pro- 
ceeded at  the  trial,  was  not  sufficiently  raised  by  the  notice  given 
under  the  provisions  of  Lord  Brougham's  Act ;  but  we  all  think 
it  was.  We  concur  with  the  opinion  of  the  Court  of  Common 
Pleas,  in  the  cases  cited  by  Sir  William  Follett,  that  the  Act  must 
be  construed  to  mean  that  a  mere  copy  of  the  pleas  will  not  be  a 
sufficient  compliance  with  its  provisions.  It  was  passed  after  the 
new  rules  had  required, the  several  defences  to  be  pleaded,  and 
must  therefore  be  considered  as  having  intended  to  give  to  the 
plaintiff  some  additional  advantage  beyond  the  information  which 
the  record  would  give  him.  The  statute  did  not  mean  to  say,  nor 
do  we  think  that  the  Common  Pleas  meant  to  decide,  that  it 
would  not  be  sufficient  in  some  cases  to  give  notice  in  the  terms 
of  the  plea  itself.  The  objection  may  be  so  completely  and  so 
fully  expanded  on  the  record,  that  a  mere  transcript  of  the  plea 
itself  may  be  sufficient ;  in  other  cases  the  plea  may  be  so  general 
in  its  language,  as  to  be  insufficient  as  a  notice,  if  transcribed  from 
the  plea  merely.  Each  case  must  depend  on  its  peculiar  circum- 
stances. But  at  Nisi  Prius,  we  think  the  only  question  for  the 
Judge  is,  whether  the  language  of  the  notice  fairly  includes  the 
objection  taken.  If  the  notice  be  too  general,  a  previous  applica- 
tion must  be  made  to  the  Court  or  a  Judge  at  chambers 
for  redress.  Here  the  *  language  of  the  notice  was  very  [*  823] 
general,  and  we  think  included  the  objection  relied  on. 

Then  we  come  to  the  question  itself,  which  depends  on  the 
proper  construction  to  be  put  on  the  specification.  It  was  con- 
tended that  of  this  construction  the  jury  were  to  judge.  We  are 
clearly  of  a  different  opinion.  The  construction  of  all  written  in- 
struments belongs  to  the  Court  alone,  whose  duty  it  is  to  construe 
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all  such  instruments,  as  soon  as  the  true  meaning  of  the  words  in 
which  they  are  couched,  and  the  surrounding  circumstances,  if 
any,  have  been  ascertained  as  facts  by  the  jury :  and  it  is  the 
duty  of  the  jury  to  take  the  construction  from  the  Court,  either 
absolutely,  if  there  be  no  words  to  be  construed  as  words  of 
art,  or  phrases  used  in  commerce,  and  no  surrounding  circum- 
stances to  be  ascertained;  or  conditionally,  when  those  words 
or  circumstances  are  necessarily  referred  to  them.  Unless  this 
.  were  so,  there  would  be  no  certainty  in  the  law ;  for  a  mis- 
construction by  the  Court  is  the  proper  subject,  by  means  of 
a  bill  of  exceptions,  of  redress  in  a  Court  of  error;  but  a  mis- 
constouction  by  the  jury  cannot  be  set  right  at  all  effectually. 
Then,  taking  the  construction  of  this  specification  on  ourselves, 
as  we  are  bound  to  do,  it  becomes  necessary  to  examine  what 
the  nature  of  the  invention  is  which  the  plaintiff  has  disclosed 
by  this  instrument.  It  is  very  difficult  to  distinguish  it  from 
the  specification  of  a  patent  for  a  principle,  and  this  at  first 
created  in  the  minds  of  some  of  the  Court  much  difficulty ; 
but,  after  full  consideration,  we  think  that  the  plaintiff  does 
not  merely  claim  a  principle,  but  a  machine  embodying  a  prin- 
ciple, and  a  very  valuable  one.  We  think  the  case  must  be 
considered  as  if,  the  principle  being  well  known,  the  plaintiff 
had  first  invented  a  mode  of  applying  it  by  a  mechanical  appa- 
ratus to  furnaces ;  and  his  invention  then  consists  in  this  —  the 
interposing  a  receptacle  for  heated  air  between  the  blowing  appa- 
ratus and  the  furnace.  In  this  receptacle  he  directs  the 
[*  824]  air  to  be  heated,  by  the  application  *  of  heat  externally  to 
the  receptacle,  and  thus  he  accomplishes  the  object  of 
applying  the  blast,  which  before  was  of  cold  air,  in  a  heated  state 
to  the  furnace. 

Now  in  this  specification,  after  stating  that  air  heated  up  to  a  red 
heat  may  be  used,  but  that  it  is  not  necessary  to  go  so  far  to  pro- 
duce a  beneficial  effect,  he  proceeds  to  state  that  the  si^e  of  the 
receptacle  will  depend  on  the  blast  necessary  for  the  furnace,  and 
gives  directions  as  to  that ;  and  then  he  adds,  the  shape  of  the 
receptacle  "is  immaterial  to  the  effect,  and  may  be  adapted  to 
local  circumstances."  It  is  this  part  of  the  specification  which  has 
raised  the  difficulty.  At  the  trial,  I  construed  this  passage  as 
meaning  that  the  shape  was  immaterial  to  the  degree  of  effect  in 
heating  the  blast ;  and  if  this  were  so,  the  jury  having,  by  their 


R.  0.  VOL.  XX.]  SECT.  IL  —  8UBJBCT-MATTBB.  71 


Vo.  2.— VflUaon  v.  Haifoid,  8  Meat.  &  Well.  8M,  885. 


finding,  negatived  the  truth  and  accuracy  of  this  statement,  the 
specification  would  be  bad,  as  containing  a  false  statement  in  a 
material  circumstance,  of  a  nature  that,  if  literally  acted  upon  by 
a  competent  workman,  it  would  mislead  him,  and  cause  the 
experiment  to  fail.  Nor  do  we  think  that  the  point  contended  for 
by  Sir  William  FoUett,  that  if  a  man  acquainted  with  the  process  of 
heating  air  were  employed,  the  mis-statement  could  not  mislead 
him,  would  at  all  relieve  the  plaintiff  from  the  diflBculty ;  for  this 
would  be  to  support  the  specification  by  a  fresh  invention  and  cor- 
rection by  a  scientific  person ;  and  no  authority  can  be  found  that, 
in  such  a  case,  a  specification  would  be  good.  To  be  valid,  we 
think  it  should  be  such  as,  if  fairly  followed  out  by  a  competent 
workman,  without  invention  or  addition,  would  produce  the 
machine  for  which  a  patent  is  taken  out,  and  that  such  machine, 
so  constructed,  must  be  one  beneficial  to  the  public. 

If,  therefore,  we  had  thought,  on  consideration,  that  the  con- 
struction which  I  put  on  this  clause  of  the  specification  was  the 
true  one,  we  should  have  concluded  that  the  patent  was  bad ;  and 
we  should  have  thought  that  the  verdict  should  remain  as 
found  by  the  jury  on  the  4th  issue.  But,  *  my  Lord  and  [*  825] 
my  Brothers,  after  considerable  hesitation,  are  of  opinion 
that  a  construction  may  reasonably  be  put  upon  this  clause  which 
will  support  the  patent ;  and  though  I  myself  still  entertain  great 
doubt  whether  such  is  the  true  construction,  I  am  not  prepared  to 
say  that  it  is  not,  and  I  am  very  glad  that,  in  so  meritorious  an 
invention  as  this  is  admitted  to  be,  in  this  view  of  the  case,  the 
plaintiff  will  not  be  deprived  of  his  reward. 

The  word  "  effect "  occurs  four  times  in  this  specification ;  and 
it  is  a  just  rule  of  construction,  to  judge  of  the  meaning  of  a  par- 
ticular phrase  by  taking  the  whole  instrument  together.  In  the 
first  sentence,  the  patentee,  speaking  of  the  temperature  being  so 
high  as  that  of  a  red  heat,  adds,  "that  so  high  a  temperature  is  not 
absolutely  necessary  to  produce  a  beneficial  effect ; "  then  he  adds, 
that  the  receptacle  may  be  made  of  iron,  "  but  as  the  effect  does 
not  depend  upon  the  nature  of  the  material,  other  metals  or  con- 
venient materials  may  be  used."  Here  he  cannot  mean  that  all 
metals,  or  convenient  materials,  will  equally  be  heated  by  the 
application  of  external  fire,  for  some  heat  more  easily,  and  others 
more  slowly ;  but  he  means  that  the  quantity  of  the  heated  air, 
whether  heated  in  an  air-vessel  or  any  other  (if  heated  at  a  proper 
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temperature))  will  not  materially  alter  the  beneficial  effect  on  the 
furnace  to  which  it  is  applied.  ''  Effect "  here,  then,  is  equivalent 
to  a  beneficial  effect ;  and  the  sense  of  the  passage  is  this,  —  "  but 
as  the  effect^  to  be  a  beneficial  effect,  does  not  depend  on  the 
nature  of  the  material,''  and  so  forth.  The  same  is,  we  think, 
obviously  the  meaning  of  the  word  "effect,"  in  the  concluding 
sentence  of  the  specification  —  "  the  manner  of  applying  the  heat 
to  the  air-vessel  is,  however,  immaterial  to  the  effect,  if  it  be  kept 
at  a  proper  temperature;''  in  other  words,  the  effect  will  be  a 
beneficial  effect  on  the  furnace,  whatever  be  the  manner  in  which 
you  apply  heat  to  the   air-vessel,   provided  only  that  you   so 

apply  it  as  to  raise  its  temperature  sufficiently.  Then  if 
[♦  826]  *  so,  it  is  not  unreasonable,  we  think,  to   construe  the 

word  "effect,"  in  the  sentence  on  which  this  question 
turns,  in  a  similar  way,  and  to  hold  it  to  mean  an  assertion  by 
the  patentee,  that  though  the  size  of  the  vessel  must  be  regulated 
aH  directed,  yet  the  shape  of  the  air-vessel  is  immaterial  to  the 
tiHbct ;  that  is  to  say,  any  shape  will  produce  a  beneficial  effect, 
and  may  be  adapted  to  local  circumstances.  Now  if  this  be  so, 
MtiU  it  casts  upon  him  the  necessity  of  proving,  to  the  satisfaction 
of  tho  jury,  that  any  shape  in  which  the  air-vessel  could  reason- 
ably U)  i<xi)octed  to  be  made  by  a  competent  workman,  would  pro- 
(liKui  a  beneficial  effect,  and  be  a  valuable  discovery.  On  the 
jirownnt  occasion  we  are  bound,  as  to  this  point,  by  the  find- 
inf(  of  tho  jury,  who  have  arrived  at  this  conclusion  of  fact; 
aim!  if  they  are  right,  we  think  the  verdict  was  not  correctly 
intMirnd  for  the  defendants  on  this  4th  issue,  but  that  it  should 
havM  \nm\  entered  for  the  plaintiffs.     The  rule,  therefore,  must  be 

f(llMolll(A 

Thnro  \h  another  point  which  I  need  only  notice  shortly,  which 
wnti  ntadn  by  the  Attorney-General,  as  to  the  title  of  the  patent, 
jh.  i^^jili  fidml  that  the  title  of  the  patent  was  itself  defective,  and 
illil  rttfi,  H^nui  with  the  invention,  and  he  insisted  also  that  it  was 
Hriiijuiinrjt  to  wise  that  objection  upon  the  issue  raised  upon  the 
4ili  \i\m,  afid  probably  it  was.  But  we  have  already  intimated,  in 
Mi^  t\*mm^  of  the  argument,  that  we  thought  that  objection  was 
litti.  ivmII  founded.  The  title  of  the  patent  is  for  the  improved 
ii|<|iti'nNMfi  of  air.  Though  that  is  ambiguous,  it  is  sufficiently 
M«|tl4iMiiMl  hy  tl»8  Hpecification,  and  is  not  at  variance  with  it,  as 
V^M  Um  ottHii  ill  JieM  v.  Wheeler.  £^  absolute. 
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ENGLISH  NOTES. 

It  seems  appropriate  to  use  as  the  first  of  our  ruling  cases,  the  ease 
which  established  the  patent  of  Watt's  great  invention  of  the  separate 
condenser.  The  form  in  which  the  case  came  before  the  Court  made 
it  unnecessary  to  refer  in  the  judgments  to  the  evidence  as  to  the  effect 
of  the  invention,  but  the  reference  in  the  argument  to  Newcomen's 
engine  shows  that  the  Court  were  fully  in  possession  of  the  surrounding 
facts.  It  may  be  useful  here  to  add  the  explanation  that  Newcomen's 
engine  —  which  was  the  nearest  previous  approach  to  a  practical  steam 
engine  —  was  not  a  steam  engine  in  the  sense  of  doing  work  by  the 
expansive  power  of  steam.  It  was,  indeed^  called,  not  a  steam  engine, 
but  a  fire  engine.  It  was,  however,  the  ancestor  of  all  modern  steam 
engines;  and  had  this  in  common  with  them,  that  the  motion  was 
efEected  by  means  of  a  piston  working  in  a  cylinder:  but  the  moving 
force  was  the  pressure  of  the  atmosphere  on  one  side  of  the  piston 
against  a  vacuum  on  the  other — the  only  use  of  steam  was  to  be  a 
means  of  readily  creating  the  vacuum.  The  part  of  the  cylinder  below 
the  piston  being  filled  with  steam  at  a  pressure  not  greater,  or  very 
little  greater  than  the  pressure  of  the  atmosphere,  a  jet  of  cold  water 
was  thrown  into  the  cylinder,  condensing  the  steam  and  creating  a 
vacuum.  Then  the  pressure  of  the  air  above  the  piston  forced  it  down, 
and  the  work  —  generally  consisting  of  raising  water  from  a  mine  — 
was  done  by  means  of  a  lever  acting  like  the  handle  of  a  common 
pump.  When  the  down  stroke  was  finished,  fresh  steam  was  admitted 
at  the  bottom  of  the  cylinder,  and  the  piston  went  up  again  after  a 
clumsy  fashion  —  not  by  the  expansive  power  of  the  steam,  but  because 
the  pressure  was  just  enough  to  balance  the  pressure  of  the  air  on  the 
other  side  —  or,  if  not,  a  sufficient  weight  was  added  at  the  other 
end  of  the  lever.  It  did  not  take  much,  because  no  work  was  to 
be  done  on  the  up  stroke.  But  there  was  a  great  waste  of  the  steam, 
even  at  this  low  pressure;  for  by  the  time  the  steam  was  admitted  the 
cylinder  had  been  cooled  by  the  jet  of  water,  and  much  of  the  fresh 
supply  of  steam  was  condensed  before  the  vacuum  was  wanted  for  the 
next  down  stroke.  The  result  was  much  waste  of  the  steam,  and  an 
enormous  consumption  of  fuel  in  proportion  to  the  results  obtained. 
All  this  was  common  knowledge  at  the  time  when  Watt's  patent  was 
argued. 

The  Court  being  thus  presumably  in  possession  of  the  nature  and 
effect  of  the  existing  engines,  and  being  informed  by  the  verdict  of 
the  jury  that  Watt's  specification  was  of  itself  sufficient  to  enable  a 
mechanic  acquainted  with  the  engines  previously  in  use  to  construct  an 
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engine  producing  the  effect  of  lessening  the  consumption  of  fuel  and 
steam  upon  the  principle  of  his  invention,  the  case  resolved  itself  into 
a  consideration  of  the  question  whether  the  description  of  the  invention 
in  the  specification  afEorded  the  suhject-matter  of  a  valid  patent  under 
the  statute. 

Young's  patent  (1850)  was  a  patent  for  a  method  of  obtaining  paraf- 
fin oil  from  bituminous  coals.  The  method  described,  consisted,  in 
effect,  of  an  application  of  the  principle  that  in  the  process  of  heating 
the  coal  in  a  retort,  and  passing  the  vapour  through  a  refrigerator,  the 
obtaining  of  oil  containing  a  considerable  amount  of  paraffin  depended 
upon  applying  the  heat  gradually  and  maintaining  a  moderately  high 
temperature.  The  specification  gave  practical  directions  as  to  the  tem- 
perature to  be  maintained,  which  was  to  be  kept  at  a  low  red  heat  until 
volatile  products  cease  to  come  off,  and  there  was  a  direction  to  take 
care  to  keep  the  temperature  of  the  retort  from  rising  above  that  of  a 
low  red  heat,  so  as  to  prevent  the  desired  products  being  converted  into 
permanent  gas ;  and  there  were  also  directions  as  to  the  best  tempera- 
ture for  the  refrigerating  pipe  which  was  to  be  attached  to  the  retort. 
This  patent  was  successfully  maintained  in  actions  both  in  England 
and  Scotland.  See  Young  v.  Femie  (1864),  4  Giff.  577,  612.  The 
following  observations  of  the  Vicb-Chajtcellob  (Sir  J.  Stuabt)  in  that 
case,  relating  to  the  mixed  question  of  subject-matter  and  novelty,  may 
be  here  cited.  After  referring  to  evidence  showing  that  before  Young's 
patent  paraffin  had  been  a  mere  item  in  laboratory  collections  of  chem- 
ical preparations,  he  said: — ** Something,  therefore,  remained  to  be 
ascertained,  in  order  to  the  useful  application  of  this  article  for  econom- 
ical and  commercial  purposes.  This  illustrates  the  important  dis- 
tinction between  the  discoveries  of  the  merely^  scientific  chemist  and  of 
the  practical  manufacturer  who  invents  the  means  of  producing  in 
abundance,  suitable  for  economical  and  commercial  purposes,  that  which 
previously  existed  as  a  beautiful  item  in  the  cabinets  of  men  of  science. 
What  the  law  looks  to  is  the  inventor  and  discoverer  who  finds  out  and 
introduces  a  manufacture  which  supplies  the  market  for  useful  and 
economical  purposes  with  an  article  which  was  previously  little  more 
than  the  ornament  of  a  museum.  It  has  been  established  to  my  satis- 
faction, by  the  evidence  in  this  cause,  that  the  plaintiff  Young  is  an 
inventor  of  this  class,  and  that  his  patent  is  entitled  to  the  protection 
of  the  law.  I  find  that  he  has  ascertained,  by  a  course  of  laborious 
experiments,  a  particular  class  of  materials  among  many,  and  a  partic- 
ular process  among  many,  which  has  enabled  him  to  create  and  intro- 
duce to  the  public  a  useful  manufacture,  which  amply  supplies  the 
market  with  that  which,  until  the  use  of  the  materials,  and  process, 
and  temperature  indicated  by  him,  had  never  been  supplied  for  com* 
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mercial  purposes.  At  the  date  of  his  patent  something  remained  to  be 
ascertained  which  was  necessary  for  the  useful  application  of  the  chem- 
ical discovery  of  paraffin  and  paraffin  oils.  This  brings  it  within  the 
principle  stated  by  the  Lord  Chancellor  in  the  late  case  of  Mills  v. 
Evans:'     (31  L.  J.  Ch.  457,  and  see  No.  20,  post.) 

An  important  application  of  the  principles  established  in  the  above 
ruling  cases,  was  made  by  the  Court  of  Appeal  in  Otto  v.  Linford  —  the 
case  which  established  the  controlling  patent  in  the  manufacture  of 
gas  engines.  It  is  reported  in  46  Law  Times,  35.  The  case  was  de- 
cided (in  January,  1882)  in  favour  of  the  plaintifE  by  a  strong  Court  — 
the  Master  of  the  Bolls  (Sir  G.  Jessel),  Lord  Justice  Brett, 
and  Lord  Justice  Holker,  who  reversed  the  judgment  of  Vice-Chan- 
cellor  Bacon.  The  judgments  (especially  that  of  the  Master  of  the 
EoLLs)  have  been  very  frequently  cited;  and  though  the  case  is  hardly 
suitable,  on  any  one  point,  to  be  set  forth  as  a  ruling  case,  it  will  be 
instructive  to  give  a  full  note  of  the  points  raised  and  decided.  As 
there  are  numerous  points,  this  will  lead  to  a  diversion  outside  the 
immediate  topic  of  the  above  rule ;  but  it  will  be  best  to  deal  with  all 
the  points  at  once. 

At  the  date  of  Otto's  patent  (1876)  gas-motor  engines  (or  briefly  gas 
engines)  had  been  constructed  and  used,  but  they  had  not  been  made  to 
work  satisfactorily.  The  principles  of  construction  and  mode  of  working 
of  all  such  engines  is  the  same  as  that  of  the  steam  engine :  only  for 
the  pressure  to  act  upon  the  piston,  the  expansive  power  of  steam  in 
the  cylinder  is  replaced  by  the  expansive  power  of  an  explosive  gas  in- 
troduced into  the  cylinder  before  ignition.  If  an  engine  on  this  prin- 
ciple can  be  made  to  work  successfully,  there  is  the  obvious  advantage 
of  dispensing  with  boiler  furnaces  and  apparatus  necessary  for  genera- 
ting the  steam  and  conducting  it  hot  into  the  cylinder;  and  the  further 
advantage  that  the  material  source  of  energy  is  supplied  ready  for  use 
by  the  works,  reservoirs,  and  pipes  of  the  gas  supply,  without  requiring 
any  space  or  trouble  for  producing  it  on  the  premises  where  the  engine 
works. 

The  engines  already  made  and  used  had  practically  failed,  from  the 
difficulty  of  controlling  the  explosive  force  of  the  gas.  But  certain 
essential  conditions  of  success  were  known.  Of  course  it  would  not  do 
to  fill  what  may  be  called  the  explosion  chamber  —  the  portion  of  the 
cylinder  below  the  piston  before  the  upward  stroke  —  with  pure  gas. 
It  would  not  explode  without  a  certain  mixture  of  atmospheric  air. 
Then  it  had  already  been  found  convenient  to  produce  this  mixture  in 
the  cylinder  itself  by  admitting  the  air  and  gas  by  separate  orifices. 
And  there  had  been  a  further  approach  to  Otto's  invention  which  can  be 
best  described  after  describing  the  principle  of  Otto's  invention  itself. 
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Otto's  specificatioD,  so  far  as  material  is  set  out  in  the  report  in  the 
Law  Times  (p.  36).  — After  showing  the  di£Giculty  hitherto  met  with  by 
reason  of  the  sudden  explosion  and  the  development  of  heat,  he  explains 
that  he  introduces  the  air  and  gas  in  such  a  manner  that  on  ignition  — 
instead  of  an  explosion  ensuing  —  the  flame  will  be  communicated 
gradually  from  one  combustible  particle  to  another,  thereby  effecting  a 
gradual  development  of  heat,  and  a  corresponding  gradual  expansion 
of  the  gases,  which  will  enable  the  motive  power  so  produced  to  be 
utilised  in  the  most  effective  manner.  Then  he  describes  his  method 
of  using  the  gases,  and  his  arratigement  of  the  engines.  There  are  two, 
or  rather  three  alternative  methods,  the  two  latter  being  merely  modi- 
fications of  the  first;  and  for  the  present  purpose  it  is  sufficient  to  show 
the  essential  character  of  the  former  method. 

He  describes  a  mechanical  arrangement  by  means  of  a  slide  for  the 
admission  into  the  cylinder,  first  of  a  quantity  of  air,  and  secondly  (and 
subsequently)  of  a  combustible  mixture  of  gas  (or  petroleum  vapour) 
and  air.  The  arrangement  is  such  '<  that  (in  the  words  of  the  specifi- 
cation) during  the  first  part  of  the  stroke  of  the  piston,  air  alone  enters 
the  cylinder,  while,  during  a  succeeding  portion  of  the  stroke,  the 
mixture  of  gas  or  petroleum  vapour  and  air,  is  introduced  behind  the 
air.  This  mixture  in  entering  the  cylinder  will  become  more  or  less 
dispersed  in  the  air  previously  introduced,  the  particles  of  the  mixture 
being  situated  nearest  together  at  the  point  where  they  enter  the 
cylinder,  and  becoming  gradually  more  dispersed  as  they  mix  with  the 
air  in  front.  A  communication  being  now  established  by  the  slide 
between  a  small  external  gas  flame  and  the  contents  of  a  cylinder,  at 
the  point  where  the  combustible  mixture  is  most  dense,  this  ignites, 
and  the  combustion  of  the  whole  charge  takes  place  gradually,  the 
mixture  burning  with  gradually  decreasing  rapidity  as  the  flame 
extends  to  those  particles  that  are  more  dispersed  among  the  air.  The 
gradual  expansion  of  the  gas  thus  produced  causes  the  piston  to 
complete  its  stroke,  and  on  the  return  stroke,  which  may  be  effected 
either  by  the  momentum  of  the  fly-wheel  or  by  the  introduction  of  a 
similar  charge  at  the  other  end  of  the  cylinder,  the  products  of  combus- 
tion are  expelled  through  a  valve,  after  which  the  above  described 
operation  is  repeated  for  the  next  stroke."  Then  he  describes  the 
alternative  method  which  is  sub-divided  into  two;  and  observes  that 
the  power  of  the  engines  is  regulated  by  the  admission  of  more  or  less 
of  the  combustible  gas  for  each  charge  by  an  arrangement  which  he 
describes  in  connection  with  the  well  known  device  of  a  governor. 

There  were  drawings  which  contained  some  mistakes,  and  it  became 
a  question,  which  is  dealt  with  in  the  judgments,  whether  these  mis- 
takes were  so  misleading  as  to  destroy  the  description. 
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The  first  claim  in  the  specification  (npon  which  the  chief  controversy 
arose)  was  as  follows  :  —  1.  '^  Admitting  to  the  cylinder  a  mixture  of 
comhustible  gas  or  vapour  with  air  separate  from  a  charge  of  air  or 
incombustible  gas,  so  tliat  the  development  of  heat  and  the  expansion 
or  increase  of  pressure  produced  by  the  combustion  are  rendered 
gradual,  substantially  as  and  for  the  purposes  herein  set  forth.'' 

On  the  question  of  novelty  the  crucial  point  arose  upon  Lenoir's 
patent  dated  in  1860.  Lenoir  admitted  air  and  gas  into  his  cylinder 
by  two  separate  apertures  which  were  so  arranged  that  on  the  piston 
being  started  on  its  journey  up  the  cylinder  the  aperture  admitting 
the  air  is  first  opened,  so  that  a  supply  of  air  enters  the  cylin- 
der before  any  gas  is  admitted.  (But  on  reference  to  the  position 
of  the  apertures  in  the  drawing,  it  appeared  that  this  is  a  small 
quantity  compared  with  the  whole  volume  of  the  mixture  at  the  time 
of  ignition.)  Then  the  aperture  admitting  the  gas  is  opened,  and  after 
that  (he  says),  **  The  gas  and  air  both  enter  the  cylinder,  but  without 
becoming  entirely  mixed  together,  and  will  exist  in  the  space  behind 
the  piston  in  distinct  strata."  Then  the  mixture  is  ignited  by  an  electric 
spark  and  the  force  effecting  the  upward  stroke  of  the  piston  comes  into 
play.  Then  he  goes  on  to  say:  ''The  object  of  introducing  a  supply  of 
air  into  the  cylinder  before  the  gas  is  allowed  to  enter  is  to  neutralise 
the  effect  of  the  carbonic  acid  gas  formed  by  the  combustion  of  the  first 
portion  of  the  inflammable  gas ;  as  the  carbonic  acid  gas,  without  being 
thus  neutralised,  might  prevent  the  ignition  of  the  remainder  of  the 
infiammable  gas."  Lenoir  afterwards  (in  1861)  improved  upon  his 
patent  by  admitting  into  the  cylinder,  gas  and  air  in  a  number  of 
subdivided  streams  flowing  simultaneously  into  the  cylinder. 

His  engines,  however,  practically  failed,  owing,  (1)  To  the  violence 
of  the  explosions,  (2)  To  the  generation  and  waste  of  heat.  In  the 
argument  for  the  plaintiff,  the  case  was  put  shortly  thus :  — 

The  effect  of  the  plaintiff's  invention  is  to  convert  the  blow  result- 
ing from  detonation  into  a  push  resulting  from  gradual  expansion;  to 
utilise  the  heat  instead  of  allowing  it  to  be  communicated  to  the  metal 
of  the  cylinder  and  piston,  and  to  lessen  the  shock.  It  is  analogous  to 
the  hot-blast  patent.  The  introduction  of  a  regulated  compound  charge 
into  the  cylinder  produced,  for  the  first  time,  a  workable  gas  engine. 
The  mechanical  arrangement  consists  of  the  addition  to  the  old  gas 
cylinder  of  such  parts  as  will  enable  the  compound  charge  to  be  in- 
troduced into  the  cylinder  in  the  way  required.  [Here  the  Masteb  of 
THE  Bolls  observed,  ''Very  little  mechanical  additions  will  do  if  there 
is  a  new  idea."] 

The  objections  insisted  on  were  :  1.  No  proper  subject-matter. 
2.   Insufficiency  of   description.     This,  it  was    argpied,   was  shown 
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by  the  mistakes  in  the  drawings,  the  want  of  any  statement  or  pro- 
portion of  the  air  to  the  mixture,  or  of  the  proportion  of  air  to  gas 
in  the  mixture,  and  by  the  fact  that  the  patentee  took  out  a  subse- 
quent patent  in  1877,  in  which  he  altered  his  description.  3.  Utility. 
It  was  urged  that  no  engine  had  been  made  under  the  description 
without  the  addition  of  some  improvements  which  are  not  contained  in 
the  patent  of  1876.  4.  Want  of  Novelty,  particularly  on  the  ground  of 
Lenoir's  specification  (1860).  It  was  urged  that  though  not  devised 
for  the  same  purpose,  his  way  of  charging  the  cylinder  might  be 
employed  so  as  to  have  the  same  effect. 

In  giving  judgment,  the  Masteb  of  the  Bolls  (Sir  G.  Jessel), 
after  going  through  the  specification,  made  some  general  remarks  upon 
what  has  been  called  the  rule  of  "benevolent"  or  **  benignant  "  con- 
struction as  follows:  — <^  I  have  beard  Judges  say,  and  I  have  read  that 
other  Judges  have  said,  that  there  should  be  a  benevolent  interpretation 
of  specifications.  What  does  that  mean?  I  think,  as  I  have  explained 
elsewhere,  it  means  this :  when  the  Judges  are  convinced  that  there  is 
a  genuine  great,  and  important  invention,  which,  as  in  some  cases,  one 
might  almost  say,  produces  a  revolution  in  a  given  art  or  manufacture, 
the  Judges  are  not  to  be  astute  to  find  defects  in  the  specification ;  but, 
on  the  contrary,  if  it  is  possible,  consistently  with  the  ordinary  rules 
of  construction,  to  put  such  a  construction  on  the  patent  as  will 
support  it."  Then  he  observes  upon  the  evidence,  which  showed  that 
the  invention  of  1876  was  a  real  and  great  step  in  advance  with 
important  practical  results.  "The  evidence''  (he  says)  "is  wholly 
on  one  side,  that  we  are  dealing  with  an  invention  of  great  merit  and 
great  importance;  of  great  merit  because  it  produces  a  most  remarkable 
result  as  to  the  use  of  the  gas  engine.  It  may  appear  very  simple  when 
it  is  known,  most  great  inventions  do  appear  to  be  very  simple  when 
they  are  known.  But  that  does  not  affect  the  question."  Then  the 
judgment  deals  with  the  objections  seriatim  ;-^Upon  the  objection  of 
absence  of  proper  subject-matter,  he  observes  that  there  is  a  principle 
stated,  namely,  that  of  putting  a  cushion  of  air  between  the  explosive 
mixture  and  the  piston,  so  as  to  regulate,  detain,  or  make  gradual  what 
would  otherwise  be  a  sudden  explosion ;  and  there  is  a  description  of 
machines  for  carrying  out  the  principle.  The  judgment  proceeds 
(following  the  tenor  of  the  judgments  in  Homhlower  v.  Boulton)  as 
follows:  —  "  If  you  have  a  new  principle,  or  a  new  idea,  as  regards  any 
art  or  manufacture,  and  then  show  a  mode  of  carrying  that  into  practice, 
you  may  patent  that;  though  you  could  not  patent  the  idea  alone,  and 
very  likely  could  not  patent  the  machine  alone,  because  the  machine 
alone  would  not  be  new."  He  sums  up  the  answer  to  the  objection  as 
follows:  —  ^'It  comes  to  this,  that  we  have  a  principle  and  a  mode  of 
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carrying  it  out,    and  I  will    assume   for  this    purpose    sufficiently 
described,  and  that  is  a  good  subject  for  a  patent." 

2.  Then  on  the  sufficiency  of  the  specification,  after  disposing  of  the 
question  whether  the  description  was  sufficient  notwithstanding  the 
mistakes  in  the  drawings,  by  finding  on  the  evidence  that  a  competent 
workman  (without  assuming  any  extraordinary  skill  or  knowledge) 
would  be  able  to  set  them  right  by  the  general  description,  he  comes  to 
the  more  serious  objection  that  the  specification  does  not  show  the  pro- 
portion in  which  the  air  is  to  be  put  in  as  regards  the  combustible  mix- 
ture. The  answer  is  no  exact  proportion  is  wanted.  But  the  witnesses 
say  you  are  to  have  a  substantial  quantity.  The  difficulty  is  the  speci- 
fication does  not  expressly  say  this.  <<But,''  the  judgment  continues, 
<'the  question  one  has  to  consider  is  whether  the  specification  tells  you 
fairly  enough  to  inform  a  person  about  to  make  —  or  I  should  say  to 
use  —  the  machine,  that  there  must  be  this  quantity.  I  think  it  does. 
The  first  thing  to  be  remembered,  in  specifications  of  patents,  is  that 
they  are  addressed  to  those  who  know  something  about  the  matter.  A 
specification  for  improvements  in  gas-motor  engines  is  addressed  to  gas- 
motor  engine  makers  and  workers,  not  to  the  public  outside.  Conse- 
quently, you  do  not  require  the  same  amount  of  minute  information 
that  you  would  in  the  case  of  a  totally  new  invention,  applicable  to  a 
totally  new  kind  of  manufacture.  In  this  case  the  ifiventor  says  this : 
'  I  am  going  to  turn  that  which  was  a  sudden  explosion  of  gas  into  a 
gradual  explosion  of  gas,  and  I  am  going  to  do  that  by  the  introduce 
tion  of  a  cushion  of  air  in  one  place  between  the  piston  and  the  com- 
bustible mixture.'  If  a  man  is  left  without  any  more  information, 
he  asks,  'How  much  air  am  I  to  let  in?'  He  lets  in  a  little  air, 
and  he  finds  that  the  thing  explodes  as  before;  and  he  lets  in  some 
more,  and  he  finds  directly,  on  the  mere  regulation  of  his  stop-cock, 
how  much  is  required;  and  he  finds  very  soon  that  he  has  let  in 
enough,  and  now  there  is  a  gradual  expansion,  and  no  longer  a  sudden 
and  explosive  expansion.  It  does  not  appear  to  me  that  that  requires 
invention." 

3.  Then  as  to  utility,  he  observed  that  the  circumstance  that  the 
machine  has  soon  after  the  invention  been  improved  upon,  and  that  no 
machine  of  the  kind  has  been  commercially  used  without  the  improve- 
ment, is  by  no  means  conclusive.  Also  that  as  to  this  question  of  util- 
ity very  little  will  do. 

4.  Lastly,  as  to  the  novelty.  He  observed  that  it  was  remarkable 
that  none  of  the  witnesses  had  ever  seen  an  engine  made  according  to 
Lenoir's  patent  of  1860  or  1866,  which  produced  the  effect  which  it  was 
the  object  of  Otto's  patent  to  produce.  ''That,"  he  says,  "is  strong 
evidence  to  my  mind  that  the  specification  did  not  disclose  the  plain- 
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tifPs  patent/'  And  then  lie  goes  on  to  show  bj  a  critical  examination 
of  Lenoir's  patent  that  it  did  not  disclose  it. 

The  jadgments  of  Brett,  L.  J.,  and  Holkeb,  L.  J.,  proceed  npon 
the  same  lines,  and  likewise  arrire  at  the  resalt  of  establishing  the 
patent*  The  obseirations  of  Holkeb,  L.  J.,  well  express  the  applica- 
tion of  the  rale  to  the  patent  in  question.  He  said:  <^Mr.  Otto  hit 
npon  this  idea.  '  If  I  can  introdace  between  the  explosive  mixture, 
former!  of  air  and  gas,  and  the  piston,  a  body  of  air  or  a  body  of  any 
other  incombustible  vapour,  and  then  explode  behind  this  body  the 
stratum  of  explosive  gas,  I  shall  by  that  means  expand  the  air,  and  ex- 
panding the  air,  I  shall  in  fact  produce  a  gradual,  instead  of  a  sudden, 
develrrpment  of  heat  or  expansion  of  the  gases.'  It  has  been  found  that 
his  idea  was  a  right  idea,  and  that  by  so  doing  he  could  make  a  grad- 
ual expansion  of  the  gases.  The  idea,  no  doubt,  would  not  be  patent- 
able, but  if  the  discoverer  of  this  idea  points  out  in  his  specification 
the  moans  by  which  all  this  may  be  accomplished,  in  my  opinion  — and 
I  think  there  can  be  no  doubt  about  it — that  is  the  subject-matter  of 
Inttors  patent.  ...  As  the  inventor  has  discovered  the  principle,  and 
at  the  same  time  told  the  public,  as  it  seems  to  me,  how  it  was  to  be 
carrird  into  effect,  there  can,  in  my  opinion,  be  no  doubt  whatever  that 
hU  Invention  is  the  subject-matter  of  letters  patent." 

Oti  the  other  hand  a  so-called  principle  which  consists  merely  in  a 
wr^rklng  oantion,  or  directions  for  the  more  eflScient  working  of  a  known 
|>rMOim«,  In  not  the  proper  subject-matter  of  a  patent.  Patterson  v.  Gas- 
Hf/hf  ami  rokn  Co.  (1876,  1877),  2  Ch.  D.  812,  3  App.  Cas.  239,  46 
li.  .1.  Oh.  K4.%  47  L.  J.  Ch.  402, 

The  olmef  vat  ions  of  Lindlky,  L.  J.,  as  to  the  distinction  between 
InvtMif  Inn  itiMl  ilinoovery,  in  the  case  ot  Lane-Fax  v.  Kensington,  Ae.  Elee- 
trio  t,li,hfh(f  f 'o..  No/lG,  post  (C.  A.),  1892,  3  Ch.  424,  67  L.  T.  440, 
tti'rt  |KMlltn<nf  to  tlie  topic  h^n*  considered,  and  may  be  referred  to  in 
tliU  eitn)H«>tlnn,  nee  p.  21)0,  post. 

AMKUICAN  NOTES. 
Thrt  ttittrtf  hirtjority  of  Amt^rioan  patents  already  granted  ha^e  been  for 
Un|MoviMunn<i»  In  olil  wn«l  weUknown  devices,  or  upon  patented  inventions. 
(MinnH<'«  In  tite  eoniitruet ion  of  ai\  old  machine  which  increase  its  usefulness 
«it\  |m((Mt(nh)o.  N*^/m.»fir  v»  (hhi^m^^  U  Wallace  (U.  S.),  516.  So  a  new  oom- 
hlnrtttoo  of  Kni>\vn  «li«\h><^H|  >vhetvl\v  tho  offoctivteness  of  a  machine  is  increased, 
n»iv,v  l>e  \)\t\  n\\\\\iu>\  of  n  ^vAfi^nU  /..v>m  CovniMny  v.  Hi(fgiMSj  105  United  States, 
tsrM)  \  ;/,!♦/,.«  V.  i  .iH  M'.H  m^'tN  )){)  WaUjuv  (^r.  S.),  S53.  And  two  patents  may 
hi\\\\  \\t\  \ts\u\  y^\\i^^\  ih*  ms^\»ut  U  an  impT\>wn>ent  on  the  first,  in  which  event, 
U  W  \\w\\\As^  \)h\  i\\My  \\M\\\^v  of  thi*  two  patentees  can  lawfoHy  nse  the  in- 
\tvM<ton  of  Oiiw^ltmr  \^tU)on|.  th«^own<^rVcc4isent.  Snt  Sott  CoHer  Gompony  v. 
<\v>Mmfm,  A  C\\(tt\f\\  O'*  ^V  ^^^^^ 
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Hence  a  person  who  is  infringing  both  an  improyement  and  the  original  in- 
vention clearly  cannot  set  up  the  existence  of  the  first  patent  as  an  excuse  for 
infringing  the  improvement,  especially  as  the  patentee  of  the  original  invention 
is  the  only  one  having  the  right  to  complain  of  the  use  made  of  his  invention ; 
and  letters  patent  for  an  improvement  on  a  patentable  invention  cannot,  in  any 
case,  be  declared  void  simply  because  they  include  such  patentable  invention. 
CarUrell  v.  Wallick,  117  United  States,  680.  So,  also,  devices  in  a  patented 
machine  are  different,  in  the  sense  of  the  i>atent  law,  when  they  perform  differ- 
ent functions,  or  perform  functions  in  a  different  way,  or  produce  substantially 
a  different  result.    Machine  Company  v.  Murphy^  97  United  States,  120,  125. 

A  device  or  improvement  is  patentable  only  when  it  is  the  result  of  an 
original  conception.  Burt  v.  Evory,  133  United  States,  849 ;  Weatherhead  v. 
Coupe,  147  id.  322;  Corser  v.  Braiileboro  Overall  Co,,  93  Federal  Rep.  809.  It 
is  not  patentable  when  there  is  only  mechanical  skill  in  arriving  at  the  alleged 
invention,  in  view  of  the  state  of  the  art,  even  though  it  has  novelty  and  in- 
creased utility.  Hottister  v.  Benedict  Manuf.  Co.,  113  United  States,  59; 
Beecher  Manuf.  Co.  v.  Atwater  Manuf,  Co,,  114  id.  523;  LoveU  Manuf,  Co,  v. 
Cory,  147  id.  623,  635;  Scott  Manuf.  Co.  v.  Sayre,  26  Federal  Rep.  153; 
Brahn  v,  Ramapo  Iron-Works,  35  id.  63;  Thonwm' Houston  El.  Co.  v.  Union 
Ry.  Co.,  87  id.  879;  Lettelier  v.  Mann,  91  id.  909;  Gaitley  v.  Greene,  92  id. 
367;  Ransom  v.  New  York,  1  Fisher's  Patent  Cases,  252 ;  Potter  v.  Whitney, 
3  id.  77.  If,  for  instance,  the  means  are  old,  and  their  enlargement  by  a 
common  method  to  attain  a  better  result  in  the  particular  instance  merely 
carries  forward  the  original  idea,  and  is  nothing  more  than  would  occur  to 
the  experienced  mechanic,  there  is  no  product  of  a  creative  mental  conception, 
but  merely  the  result  of  the  exercise  of  the  ordinary  faculties  of  reasoning 
npon  the  materials  supplied  by  a  special  knowledge,  and  the  facility  of  manip- 
ulation which  results  from  its  habitual  and  intelligent  practice.  American 
R.  M.  Co.  V.  Pennock,  (^c.  Co.,  164  United  States,  26, 41.  Nor  is  an  improve- 
ment patentable  when  it  is  simply  for  a  double  or  analogous  use,  or  for  mere 
changes  in  degree  by  carrying  forward  or  extending  the  application  of  the 
same  original  device.  Smith  v.  Nichols,  21  Wallace  (U.  S.),  112 ;  Eddy  v.  Dennis, 
95  United  States,  560;  Estey  v.  Burdett,  109  id.  633;  Burt  v.  Eoory,  133  id. 
349 ;  Gram  v.  Walter,  148  id.  547,  553,  554;  Market  St.  C.  Ry.  Co,  v.  Rowley, 
155  id.  621.  So  a  well-known  device  is  not  patentable  simply  because  it  is 
adapted  to  a  like  use  in  another  art.  Brown  v.  Piper,  91  United  States,  37; 
Soloay  Process  Co.  v.  Michigan  Alkali  Co.,  90  Federal  Rep.  818;  Folk  Manuf. 
Co.  V.  Missouri  R.  Co  ,  91  id.  155 ;  Briggs  v.  DueU,  93  id.  972. 

So,  in  general,  a  mere  change  of  form  is  not  an  invention,  nor  is  it  a  de- 
fence to  a  suit  for  infringement.  O'Reilly  v.  Morse,  15  Howard  (U.  S.),  62 ; 
Winans  v.  Denmead,  id.  330;  Morey  v.  Lockwood,  8  Wallace  (U.  S.),  230; 
MetropoUtasi  W.  M.  Co.  v.  Tool  Co.,  20  id.  342 ;  SmUh  v.  NichoU,  21  id.  112; 
Clark  V.  Beecher  Manuf,  Co.,  115  United  States,  79.  But  this  rule  does  not 
apply  when  the  form  Is  an  essential  part  of  the  invention  and  the  new  form 
is  substantially  different.  See  Carver  v.  Hyde,  16  Peters  (U.  S.),  513 ;  HaUes 
V.  Van  Warmer,  20  Wallace  (U.  S.),  353 ;  Werner  v.  King,  96  United  States, 
218.    There  is  patentability  when  by  a  change  of  structure  in  an  old  machine 

VOL.  XX.  — 6 


82  PATENT. 

Vo.  8.  — Brook  ▼.  Aften,  S7  L.  J.  Q.  B.  140.— Rule. 

or  device,  serious  defects  are  removed,  an  improved  result  secured,  and  a  new 
adaptation  made.  Asmus  v.  Alden,  27  Federal  Rep.  684;  Gindorffv,  Deering, 
81  id.  952 ;  Steams  v.  Russell,  85  id.  218;  see  WoUensak  v.  Sargent,  151  United 
States,  221 ;  Haughey  v.  Lee,  id.  282. 

As  to  the  specification,  see  infra,  Sect.  Y.,  and  notes. 


No.  3.  — BEOOK  V.  ASTON. 
(q.  b.  1857,  AND  EX.  CH.  1859.) 

No.  4-  — HARWOOD  v.  GREAT  NORTHERN  RAILWAY 

COMPANY. 

(bx.  ch.  1862,  AND  H,  L.  1864.) 

No.  5.  — PENN  V.  BIBBY. 
(1866.) 

RULE. 

The  application  of  an  old  mechanical  process  or  contriv- 
ance to  a  purpose  so  nearly  analogous  to  that  for  which 
the  process  or  contrivance  was  in  common  use,  that  the 
application  of  it  in  the  one  case  naturally  leads  to  the 
application  when  required  in  the  other,  will  not  support  a 
patent.  But  where  there  is  a  new  application,  the  result 
of  thought  and  study,  that  is  good  subject-matter  for  a 
patent. 

Brook  V.  Aston. 

S7  L.  J.  Q.  B.  145-147,  28  L.  J.  Q.  B.  175-176  (s.  c.  8  EL  A  B.  478» 
5  Jnr.  N.  S.  1025). 

[145]    InvaMd  PaUnL  ^  Application  of  Known  Mechamoal  Process  to  Neno 

Purpose. 

A  patent  was  obtained  in  1856  for  an  improyement  in  finishing  yarns  of  wool 
or  hair.  The  speeification  stated  the  improvement  to  consist  of  causing  the 
yams,  whilst  distended  and  kept  separate,  to  be  subjected  to  the  action  of  rota- 
tory beaters  or  burnishers,  by  which  the  yams  would  be  burnished  or  polished 
on  all  sides.  A  patent  had  been  obtained  in  1858  for  the  same  improvement  in 
finishing  cotton  and  linen  yams  by  a  similar  process  sunilarly  applied.  HeJd, 
that  the  patent  of  1856,  being  merely  for  the  application  of  a  known  process  to 
a  new  article  by  known  means,  could  not  be  sustained. 
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Action  for  the  infringement  of  a  patent  for  *'  an  improvement  in 
finishing  yams  of  wool  or  hair^  and  in  the  finishing  of  woven 
fabrics,  or  piece  goods." 

At  the  trial,  before  Lord  Campbell,  Ch.  J.,  at  the  sittings  at  West- 
minstar  after  Trinity  Term,  1857,  a  verdict  was  found  for  the  plain- 
tiff, leave  being  reserved  to  move  to  enter  the  verdict  for  the 
defendant,  or  far  a  nonsuit,  if  the  Court  should  be  of  opinion  that 
the  plaintiff's  patent  eoold  not  be  supported,  as  a  patent  for  the 
application  of  a  process  before  known  to  a  new  purpose.  The 
.  plaintiff's  specification,  which  was  dated  the  20th  of  August,  1856, 
described  the  invention  as  follows: — This  invention  has  for  its 
object  an  improvement  in  finishing  yams  of  wool  or  hair,  and  in 
the  finishing  of  woven  fabrics  or  piece  goods,  and  consists  of  caus- 
ing yams  of  wool  or  hair,  whilst  distended  and  kept  separate,  to  be 
subjected  to  the  action  of  rotatory  beaters  or  bumishers,  by  which 
such  yams  will  be  bumished  or  polished  on  all  sides.  And  the 
invention  also  consists  in  subjecting  woven  fabrics  or  piece  goods 
of  cotton,  linen,  silk,  wool,  hair,  or  other  fabric,  when  in  an  ex- 
tended state,  to  the  action  of  rotatory  beaters  or  bumishers,  on 
either  or  both  sides,  by  which  such  woven  fabrics  or  piece  goods 
will  be  bumished  or  polished  on  their  surface."  Then, 
after  a  description  of  the  drawings,  the  *  specification  con-  [*  146] 
eluded  thus :  —  "  Having  thus  described  the  nature  of  our 
invention,  and  the  manner  of  performing  the  same,  we  would  have 
it  understood  that  we  make  no  claim  to  any  of  the  parts  separately, 
nor  do  we  confine  ourselves  to  the  exact  details  described ;  but 
what  we  claim  is,  firstly,  the  causing  yams  of  wool  or  hair,  whilst 
distended  and  kept  separate,  to  be  subjected  to  the  action  of  rota- 
tory beaters  or  bumishes,  whereby  the  fibre  is  closed  and  strength- 
ened and  the  surface  effectually  polished.  Secondly,  we  claim  the 
subjecting  woven  fabrics  or  piece  goods  of  cotton,  linen,  silk,  wool, 
hair,  or  other  fibre,  when  in  an  extended  state,  to  the  action  of 
rotatory  beaters  or  bumishers  as  herein  described,  whereby  the  face 
of  the  woven  fabric  or  piece  goods  is  closed  and  polished,  and  is 
made  soft  and  silky  to  handle  or  touch."  The  defendants  produced 
and  put  in  evidence  at  the  trial  the  specification  of  a  former  patent, 
granted  in  1853,  to  William  Leigh  Brook  and  Charles  Brook,  Jr., 
for  "certain  improvements  in  preparing,  dressing,  finishing,  and 
winding  cotton  and  linen  yams  or  threads,  and  in  the  machinery  or 
apparatus  connected  therewith.      That  specification  described  the 
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nature  of  the  invention  thus :  — ''  Our  improvements  relate,  first, 
to  a  method  of  dressing  and  finishing  cotton  and  linen  yams  or 
threads  by  the  application  of  friction  produced  by  a  peculiar  com- 
bination of  horizontal  brushes,  with  revolving  beaters  or  burnishers, 
by  which  means  a  more  perfect  adhesion  of  fibre,  with  smoothness 
and  glacS  effect  is  produced,  the  yarns  or  threads  being  extended 
from  end  to  end  of  the  machine,  and  in  contradistinction  to  being 
dressed  and  finished  in  the  hank  or  skein,  each  thread  being  kept 
separate,  so  that  every  portion  of  the  surface  of  the  thread  becomes 
exposed  to  the  combined  operation  of  the  said  horizontal  brushes 
and  rapidly  revolving  beaters  or  burnishers,"  &a  There  was,  then, 
a  description  of  the  drawings ;  and  then  the  specification  stated :  — 
•'  Having  now  fully  and  particularly  described  our  invention,  we 
wish  it  to  be  distinctly  understood  that  we  claim,  first,  the  dressing 
and  finishing  of  yarns  or  threads  by  the  peculiar  construction  and 
arrangement  of  the  machinery  or  apparatus  as  substantially  herein 
set  forth  and  shown  in  the  accompanying  drawings,  and  the  dress- 
ing or  finishing  such  threads  or  yarns,  the  whole  passing  from  one 
roller,  and  travelling  throughout  the  length  of  the  machine  in 
perfect  isolation  as  regards  each  thread  to  the  winding-on  rollers 
or  finishing  bearer,  whereby  the  smoothness  and  glacS  effect  is 
obtained  in  contradistinction  to  being  dressed  and  finished  in  the 
skein  or  hank;  and,  secondly,  in  the  peculiar  construction  and 
arrangement  of  the  winding-on  apparatus  or  machine  as  herein 
particularly  described,  exhibited,  and  set  forth,  whereby  the  finished 
thread  is  conveniently  and  speedily  wound  off  from  the  '  drawing ' 
or  finished  thread-drum  or  roller,  and  at  one  operation  wound  on 
the  bobbins  in  a  fit  state  to  be  transferred  to  the  spools." 

A  rule  nisi  having  been  obtained  to  enter  the  verdict  for  the 
defendant,  or  a  nonsuit, 

Sir  F.  Thesiger,  Bovill,  and  Hindmarch  showed  cause.  —  They 
argued  that  the  patent  was  good,  being  for  the  application  of  a 
known  process  to  a  new  use  as  shown  by  the  specification.  They 
referred  to  — Kay  v.  Marshall,  5  Bing.  N.  C.  492,  8  L.  J.  (K  S.) 
C,  K  261 ;  Losh  v.  JTagv^,  Webst.  Pat.  Gas.  207 ;  ffalCs  Case,  Webst 
I'flt,  Cas.  97 ;  Derosne  v.  Fairie,  Webst.  Pat.  Gas.  152 ;  Dohbs  v. 
/'wn,  3  Ex.  427. 

Hugh  Hill  (Manisty  and  Webster  with  him),  contra,  —  He  con- 
UtuiU^i  that  the  claim  was  only  for  the  application  of  an  old  inven- 
U^ni  Ui  an  analogous  purpose,  by  the  same  mode  of  application, 
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and  referred  to  Beg.  v.  Cutler,  3  Car.  &  K.  215, 14  L  J.  Q.  B.  372,  n. 
(He  was  then  stopped.) 

Lord  Campbell,  Ch.  J.  —  I  am  of  opinion  that  the  defendant  is 
entitled  to  our  judgment.  It  seems  to  me  that  there  is  in  this  case 
no  improvement  and  no  discovery,  and  it  is  only  in  that  respect 
that  the  monopoly  can  be  claimed.  There  may  be  a  patent  for  the 
application  of  an  old  process  to  a  new  purpose,  but  then 
there  must  be  some  invention  in  the  manner  *  in  which  [*  147] 
the  old  process  is  applied.  In  the  case  of  JSeg.  v.  Cutler 
the  mode  of  application  was  new :  here  there  is  no  novelty  in  the 
mode  of  application.  The  machine  is  applied  in  the  same  manner 
as  before  to  cotton  and  linen.  Suppose  that  in  1853  the  machine 
was,  in  the  first  instance,  applied  to  cotton  thread  only,  and  a  new 
patent  was  afterwards  taken  out  for  applying  the  machine  in  the 
same  manner  to  a  new  textile  fabric,  could  such  a  patent  be  main- 
tained, the  machinery  and  the  mode  of  application  being  the  same  ? 
Certainly  not.  It  seems  to  me,  looking  at  all  the  authorities  to 
which  reference  has  been  made,  there  is  not,  in  this  case,  any  new 
process  nor  any  discovery  or  invention,  but  merely  the  application 
of  a  known  process  by  known  means  to  another  substance.  There 
is  neither  novelty  in  the  machine  nor  in  the  mode  of  applying  it 
The  patent,  therefore,  cannot  be  sustained. 

Coleridge,  J.  —  I  am  of  the  same  opinion.  It  must  be  admitted 
that  the  mere  application  of  known  machinery  by  the  same  means 
to  some  new  substance  is  not  the  subject  of  a  patent.  The  specifi- 
cation states  that  no  claim  is  made  to  any  of  the  parts  separately ; 
that  the  claim  is  not  confined  to  the  exact  details,  but  that  what  is 
claimed  is,  first,  "  the  causing  yarns  of  wool  or  hair,  whilst  dis- 
tended and  kept  separate,  to  be  subjected  to  the  action  of  rotatory 
beaters  or  burnishers,  whereby  the  fibre  is  closed  and  strengthened, 
and  the  surface  eflfectually  polished.  Secondly,  the  subjecting 
woven  fabrics  or  piece  goods  of  cotton,  linen,  &c.,  when  in  an  ex- 
tended state,  to  the  action  of  rotatory  beaters  or  burnishers,  as 
herein  described,  whereby  the  face  of  the  woven  fabric  or  piece 
goods  is  closed  and  polished,  and  is  made  soft  and  silky  to  handle 
or  touch."  Now,  when  we  look  to  the  patent  of  1853,  we  find  that 
exactly  the  same  process  is  claimed,  only  that  it  is  confined  to  cot- 
ton and  linen  yarns  or  threads.     The  only  diflference  between  the 
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woollen  articles.  Those  axe  articles  which  are  not  sized,  and  which 
did  not  require  that  glacd  appearance  which  is  proper  for 
cotton  or  linen  yams.  *  It  remains,  therefore,  to  consider  [*  176] 
whether  the  two  processes,  independently  of  the  sizing, 
are  essentially  the  same.  It  must  be  conceded  that  the  efifects  are 
the  same,  the  machinery  is  the  same,  and  the  process  is  the  same, 
as  far  as  the  use  of  brushes  and  beaters  is  concerned.  And  it 
seems  to  me  that  the  material  to  which  the  processes  under  the 
respective  patents  are  to  be  applied  are  of  so  similar  a  nature,  that 
where  a  patent  is  taken  out  for  a  process  as  to  one,  another  patent 
cannot  be  taken  out  for  applying  the  same  process  to  the  other. 
It  is  true  that  there  is  a  little  difference.  There  is  a  glad  appear- 
ance produced  on  the  linen  and  on  the  yarn,  and  not  on  the  wool. 
But  the  main  purpose,  which  is  to  give  strength  to  the  matter 
operated  on,  is  the  same  in  both.  It  is  described  in  the  specifica- 
tion of  1853  as  causing  "  perfect  adhesion  of  fibre " ;  in  that  of 
1856  of  "  closing  and  strengthening  the  fibre."  The  polish  in  the 
one  case  is  that  which  cotton  or  linen  will  take ;  in  the  other,  that 
which  wool  is  capable  of  taking.  But  the  polish  is  no  essential 
part  of  the  patent 

Williams,  J.  —  I  am  of  the  same  opinion.  BtuJi  v.  Fox,  25  L.  J. 
Ex.  251,  shows  that  there  is  no  question  for  the  jury  if  the  case 
depends  on  the  comparing  two  specifications.  It  seems  to  me  that 
the  later  patent  claims  as  the  invention  that  which  is  wholly  or 
in  part  the  subject  of  the  former  patent  The  object  of  the  two 
patents  is  to  effect  the  same  kind  of  amelioration  by  the  same 
machinery. 

Martin,  B.  —  The  question  is,  whether  there  was  any  evidence 
to  go  to  the  jury  at  the  end  of  the  plaintiff's  case.  He  rests  his 
case  upon  the  patent  of  1856,  in  which  he  sets  out  his  claim  to  be 
to  subject  the  fibres  to  the  action  of  rotatory  beaters,  whereby 
the  fibre  is  closed  and  strengthened,  and  the  surface  effectually 
polished.  In  the  patent  of  1853  the  claim  is,  by  means  of  the 
application  of  brushes  to  produce  a  more  perfect  adhesion  of  the 
fibre.  The  manner  in  which  the  patentee  speaks  of  the  sizing 
process  shows  that  that  had  nothing  to  do  with  his  invention. 
The  question  therefore  is,  whether  another  person  can  take  the 
same  machinery  as  was  patented  in  1853  for  linen  and  cotton  yam, 
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and  obtain  a  patent  for  the  application  of  it  to  woollen  and  thread. 
I  quite  concur  in  the  judgment  of  the  Court  of  Common  Pleas^  in 
The  Patent  Bottle  Envelope  Company  v.  Seymer,  28  L  J.  C.  P.  22, 
that  the  application  of  a  well-known  tool  to  work  previously 
untried  materials,  or  to  produce  new  forms,  is  not  the  subject  of  a 
patent.  When  a  machine  is  well  known  it  becomes  in  fact  a  tool. 
I  am  therefore  of  opinion,  that  the  application  of  this  machinery 
to  woollen  yam  is  not  the  subject  of  a  patent 

Cbowder,  J.  —  I  entertained  some  doubts  during  the  argument 
which  are  not  altogether  dispelled ;  but  they  are  not  of  so  weighty 
a  character  as  to  induce  me  to  differ  from  the  rest  of  the  Court 
Looking  at  the  two  patents,  together  with  the  evidence,  we  must 
take  it  that  the  machinery  applied  in  both  cases  is  substantially 
the  same.  The  patentee  of  1853  used  sizing,  a  well-known  pro- 
cess, to  bring  the  material  into  a  state  fit  to  be  operated  upon,  but 
be  does  not  claim  the  use  of  sizing  as  part  of  his  invention.  The 
effect  intended  to  be  produced  is  a  more  perfect  excellence  of  fibre 
with  smoothness  and  glad  effect  In  the  patent  of  1856  the  same 
beaters  and  form  of  .brushes  are  used,  and  the  object  seems  to  be 
to  close  and  strengthen  the  fibre,  and  to  burnish  and  polish  the 
surface.  I  doubted  whether  we  could  tak6  these  two  results  to  be 
the  same,  and  whether  it  ought  not  to  have  been  submitted  to  the 
jury,  whether  the  results  produced  by  the  two  processes  would 
have  been  the  same  to  cotton  and  linen  yam  if  the  machinery  had 
been  used  to  them  without  their  being  sized.  If  there  would  have 
been  an  entirely  different  effect  produced  by  the  use  of  this 
machinery  to  wool  from  that  resulting  from  its  application  to 
luum  or  cotton,  there  would  have  been,  I  think,  some  ground  for 
»upT)orting  the  patent  declared  on.  If  the  results  would  have  been 
the  »ame,  there  would  have  been  no  ground  for  holding  the  patent 

WiLLKH,  J.  — I  am  of  the  same  opinion.  The  machinery  is 
a/|ifiiit4)d  t()  be  the  same  in  the  two  patents;  the  thing  operated 

UfKin  in  each  is  the  same  or  similar,  the  one  being  veg- 
[•  J77]  citable,  the  other  animal  fibre.     *The  modus  operandi  is 

the  same,  namely,  by  friction,  and  the  result  aimed  at  is 
ihti  HHUUi,  —  the  improvement  of  the  thread  or  yam,  to  be  produced 
hy  Ihh  tmiUm  of  bmshes  or  beaters.  The  two  patents  are,  in  my 
//jrlnl/^fi,  for  Himilar,  if  not  for  identical  purposes. 
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Bramwell,  B.  —  The  two  specifications  are  substantially  identi- 
cal. Doing  to  wool  identically  the  same  thing  which  has  been 
done  to  linen  and  cotton  is  not,  in  my  opinion,  a  new  manufacture. 
Had  it  been  shown  that  the  modus  operandi  in  the  patent  of  1853 
depended  upon  the  sizing  of  the  thread,  I  do  not  know  what 
would  have  been  the  effect  on  my  decision.  But  there  was  no 
evidence  that  it  did  so  depend. 

Watson,  B.  —  I  found  my  judgment  upon  the  identity  of  the 
two  patents ;  identity  in  the  object  to  be  attained,  and  in  the 
modus  operandi.  The  only  difference  is  in  the  materials  operated 
on.  But  the  materials  in  both  cases  serve  for  the  same  purpose  of 
making  woven  fabrics.  They  are  fibrous  materials  made  into 
yams,  and  then  into  fabrics.  The  second  patent  is  to  be  applied 
not  only  to  yams,  but  to  woven  fabrics  also.  The  effect  of  the 
beaters  upon  the  fabrics,  whether  of  cotton,  linen,  silk,  wool,  or 
hair  is  the  same.  There  is,  I  think,  strong  evidence  that  the 
results  produced  are  the  same.  But  I  do  not  decide  on  that ;  I 
rest  my  decision  on  the  identity  of  the  patents. 

Channell,  B. — If  at  the  close  of  the  plaintiff's  case  there  had 
been  any  question  which  the  plaintiff's  counsel  had  a  right  to 
insist  on  having  left  to  the  jury,  I  am  not  prepared  to  say  that  I 
should  have  aflBrmed  the  judgment  below.  But  if  the  question 
resolves  itself,  as  I  think  it  does,  into  a  question  of  law,  then  the 
judgment,  in  my  opinion,  ought  to  be  affirmed.  The  process 
claimed  by  the  patent  of  1853  is,  I  think,  identically  the  same  as 
that  intended  to  be  applied  by  the  patent  of  1856  to  woollen  yam. 
The  patentee  of  1853  contemplated  that  his  patent  would  be 
applied  to  articles  sized  by  the  operation  of  sizing,  then  a  well- 
known  process ;  but  he  does  not  claim  the  operation  of  sizing  as 
part  of  his  invention.  It  is  therefore  no  essential  part  of  the  pro- 
cess patented  in  1853.  If  it  be  not,  the  machinery  and  process  is 
the  same  as  that  patented  in  1856.  The  sole  question  then  is, 
whether  a  patent  can  be  taken  out  for  applying  that  machinery 
and  process  to  woollen  yarn.  I  think  that  it  cannot,  for  the 
reasons  already  given  by  the  other  members  of  the  Court. 

Jvdgmervt  affirmed. 
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plaintdffs  endeavoured  to  get  rid  of  the  effect  of  this  by  contending 
that  Mr.  Brunei  made  use  of  the  grooved  iron  only  because  it  was 
lying  at  the  place,  and  other  iron  was  not  in  readiness,  and  that 
in  using  it  he  did  not  contemplate  the  "  special  advantages  "  in 
fishing  contemplated  by  the  plaintiffs'  patent  Now,  this  expres- 
sion "  special  advantages "  is  a  vague  one,  and  calculated  to  mis- 
lead, unless  its  true  meaning  and  value  be  ascertained.  It  is 
clear,  even  from  the  specification^  that  such  special  advantages 
do  not  include  any  difference,  much  less  improvement,  in  the 
grooves,  or  in  the  mode  of  making  or  applying  them  to  the  rails, 
or,  indeed,  to  anything  other  than  the  application  of  grooves  to 
fishing  rails.  It  follows  that  the  statement  that  Mr.  Brunei  used 
the  grooved  iron  for  fishing  without  reference  to  the  ''special 
advantages"  of  the  plaintiffs'  patent,  means  nothing  more  than 
that  he  did  not  know  of,  or  refer  to  the  use  to  which  the  grooved 
iron  could  be  put  in  fishing  rails.  It  stands  that  he  used  it  for 
fishing ;  and  it  is  not  proved  or  suggested  that  he  was  ignorant 
of  the  advantages  in  point  of  strength  combined  with  lightness, 
and  the  holding  of  the  heads  of  the  bolts  whilst  the  nuts  were 
being  screwed  on.  Indeed,  the  case  in  the  paragraphs  immedi- 
ately following  the  description  of  the  Hackney  Bridge  states  the 
contrary.  It  would  be  erroneous  to  describe  this  as  a  case  in 
which  the  person  who  used  the  contrivance  was  ignorant  of  the 
principle,  and  of  its  beneficial  action  in  the  particular  instance, 
though  we  by  no  means  say  that  prior  use  of  an  invention  is  to 
be  of  no  avail  because  the  principle  upon  which  it  acts  was  either 
imknown  or  misapprehended.  We  need  not,  however,  advert 
further  to  the  considerations  arising  out  of  the  use  of  the  grooved 
iron  for  fishing  in  the  "  Hackney  Bridge  "  ;  because,  in  our  opinion, 
quite  independent  of  the  use  at  that  bridge,  the  use  of  grooves  in 
pieces  of  iron  for  holding  materials  together  by  means  of  bolts 
and  nuts  had  been  given  to  the  world,  together  with  all  its  advan- 
tages, before  the  date  of  the  plaintiffs'  patent,  and  the  plaintiffs' 
testator's  alleged  invention  was  a  mere  application  of  that  old  con- 
trivance in  the  old  way,  to  an  analogous'  subject  without 
[*  201]  any  novelty  or  invention  in  the  mode  of  *  applying  such 
old  contrivance  to  the  new  purpose,  and  an  application 
such  as  this  does  not  make  a  valid  subject-matter  of  a  patent. 
The  judgment  of  the  Court  below  to  the  contrary  effect  must, 
therefore,  be  reversed,  and  the  rule  must  be  absolute  to  enter  a 
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verdict  for  the  defendant  upon  the  pleas  denying  the  novelty  of 
the  invention,  and  that  it  was  the  subject-matter  of  a  patent. 

Jvdgment  reversed. 

The  plaintiffs  in  the  action  appealed  against  the  above  judgment 
to  the  House  of  Lords ;  and,  after  argument,  the 
Lord  Chancellor  put  the  following  question  [  35  L.  J.  Q.  B.  32] 
to  the  Judges — Whether  the  verdict  ought  to  be 
entered  for  the  plaintiffs  or  the  defendants ;  and  if  not,  whether 
there  ought  to  be  a  new  trial  ? 

Blackburn,  J.  —  My  Lords  —  By  your  Lordships'  permission  I 
will  now  deliver  the  joint  opinion  of  Mr.  Justice  Shee  and  myself. 
We  answer  your  Lordships'  question  by  saying,  that,  in  our  opin- 
ion, there  ought  not  to  be  a  new  trial,  but  that  the  verdict  in  this 
case  ought  to  be  entered  for  the  plaintiffs. 

This  answer  involves  in  it  a  statement  that  in  our  opinion  the 
judgment  in  this  case  in  the  Exchequer  Chamber  was  wrong,  and 
should  be  reversed;  but  if  we  rightly  understand  the  judgment 
delivered  in  that  case,  we  do  not  differ  from  the  Judges  who  con- 
curred in  that  judgment,  nor  from  the  majority  of  the  Judges  who 
heard  the  argument  at  your  Lordships'  bar,  on  any  question 
of  law,  but  only  on  the  *  effect  of  the  facts  and  evidence  [*  33] 
stated  in  the  casa 

The  Statute  of  Monopolies  (21  Jac.  I.  c  3,  s.  6)  excepts  from 
the  abolition  of  monopolies  patents  for  ''  the  sole  working  or  mak- 
ing of  any  manner  of  new  manufactures  within  this  realm  to  the 
true  and  first  inventor  and  inventors  of  such  manufactures,  which 
others  at  the  time  of  making  such  letters  patent  and  grant  shall 
not  use." 

In  order  to  bring  the  subject-matter  of  a  patent  within  this 
exception  there  must  be  invention  so  applied  as  to  produce  a 
practical  result  And  we  quite  agree  with  the  Court  of  Ex- 
chequer Chamber,  that  a  mere  application  of  an  old  contrivance 
in  the  old  way  to  an  analogous  subject,  without  any  novelty  or 
invention,  in  the  mode  of  applying  such  old  contrivance  to  the  new 
purpose,  is  not  a  valid  subject-matter  of  a  patent  There  are  many 
decisions  to  that  effect,  which  were  referred  to  at  your  Lordships' 
bar ;  and,  if  the  matter  were  now  for  the  first  time  to  be  decided 
on  the  construction  of  the  statute,  without  reference  to  the  cases, 
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we  should  think,  on  principle,  that  such  should  be  the  conclusion 
of  the  Court  But  then,  in  every  case,  arises  a  question  of  fact, 
whether  the  contrivance  before  in  use  was  so  similar  to  that  which 
the  patentee  claims  that  there  is  no  invention  in  the  differences,  if 
any,  between  the  old  contrivance  and  that  for  which  the  patentee 
claims  a  monopoly ;  and  if  there  be  none,  there  arises  a  further  ques- 
tion of  fact,  viz.,  Whether  the  purpose  to  which  the  contrivance  was 
before  applied  and  the  new  purpose  are  so  analogous  or  cognate  that 
there  is  no  discovery  or  invention  in  the  new  application ;  whether, 
in  short,  it  is  a  mere  application  or  not  ?  For  if  there  is  invention 
or  discovery  producing  a  practical  benefit,  as  in  the  case  of  Crane 
v.  Price  (p.  136,  post),  it  is  the  valid  subject  of  a  patent  And  we 
think  it  always  must  be  a  question  of  degree ;  a  question  of,  more 
or  less,  whether  the  analogy  or  cognateness  of  the  purposes  is  so 
close  as  to  prevent  there  being  an  invention  in  the  application. 
Mr.  Grove,  in  his  very  able  argument,  contended,  we  believe  cor- 
rectly enough,  that  if  there  was  any  real  invention,  though  a 
slight  one,  producing  a  practical  beneficial  result,  the  patent  was 
good.  But  the  question  still  remains,  was  there  such  an  amount 
of  cognateness  in  the  purposes  that  there  was  no  real  invention  or 
discovery  ? 

In  the  present  case  the  point  was  reserved  at  the  trial  on  certain 
agreed  facts  and  findings  of  the  jury,  and  on  the  evidence  of  the 
models  and  the  specifications.  So  far  as  the  facts  are  admitted  or 
found,  the  Court  are  bound  by  them,  but  on  the  models  and  on  the 
specification  must  draw  its  own  conclusion ;  and  it  is  here  that  the 
difference  in  opinion  between  the  Judges  in  the  Exchequer  Cham- 
ber and  the  majority  of  the  Judges  who  heard  the  arguments  at 
your  Lordships'  bar,  and  ourselves,  arises.  We  differ,  not  as  law- 
yers, but  as  mechanics  and  engineers.  We  need  not  say  that  on 
such  a  subject  we  express  our  opinion  with  diffidence,  knowing 
that  it  will  be  liable  to  be  criticised  by  those  much  more  compe- 
tent to  form  a  ju^lgment  on  such  a  point  than  ourselves ;  but  still 
we  are  bound  to  express  the  opinion  which,  after  hearing  the  very 
able  arguments  at  your  Lordships*  bar,  we  have  formed  on  the 
onginiH>ring  and  meohftnioal  points. 

The  patent  taken  out  is  for  **  An  improvement  in  fishes  and  fish- 
joints  for  connecting  the  rails  of  railways,"  and  we  understand  this 
to  l^  the  effect  of  the  evidence. 

The  rails  meet  butt-end  to  butt-end,  and  aa  the  engine  passes 
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aloQg  the  rails  its  weight  has  a  tendency  to  depress  the  rail  on 
which  it  rests  below  the  rail  to  which  it  is  approaching,  on  which 
the  engine  does  not  yet  rest ;  and,  unless  this  tendency  is  counter- 
acted, the  end  of  the  rail  to  which  the  engine  approaches  being 
more  elevated  than  that  on  which  the  wheel  of  the  engine  rests, 
there  will  be  a  jolt  when  the  wheel  passes  over  the  joint  The 
mode  of  counteracting  this  tendency  is  by  attaching  to  the  sides 
of  the  rails  plates  called  "  fishes,"  by  means  of  bolts  and  nuts. 
The  plates  are  at  the  sides  of  the  joint  and  in  the  hollow  of  the 
double-headed  rail,  and  so  long  as  the  fishes  are  held  in  that  posi- 
tion the  one  rail  cannot  be  depressed  below  the  other,  except  in  so 
far  as  the  fish  bends.  The  main  strain,  therefore,  which  the  fish 
has  to  bear,  is  a  strain  tending  to  the  flexure  of  the  fish  in  the 
vertical  plane,  which  is  also  the  plane  of  the  fish  or  plate  attached 
to  the  side  of  the  rails,  the  forces  which  tend  to  push  the  fish  off 
from  the  rails  being  comparatively  slight,  and  being  counteracted 
by  the  bolts  and  nuts. 

Now  the  fish  which  was  in  use  at  the  time  of  the  plaintiffs' 
patent  was  a  solid  plate  of  equal  thickness  throughout,  and  as  a 
strain  in  the  plane  of  a  plate,  and  tending  to  produce  flexure  in 
that  plane,  is  principally  borne  by  the  upper  and  under  parts  of 
such  a  plate,  there  was  a  considerable  part  of  the  iron  in  the 
centre  of  the  plate  which  was  not  brought  into  play  in  resisting 
such  a  strain. 

The  patentee's  invention,  as  we  understand  it,  consisted  in  the 
thought  that  this  superfluous  material  might  be  removed,  thus 
producing  a  groove  which  he  takes  advantage  of,  for  the  purpose 
of  using  it  to  hold  the  heads  of  the  bolts,  and  also  producing 
economy  of  material,  without  diminution  of  strength.  These 
advantages  are  distinctly  pointed  out  in  the  specification.  The 
essence  of  the  invention  lay  in  the  thought  that,  inasmuch  as  the 
fish  was  intended  to  resist  a  strain  in  its  own  plane,  the  metal  in 
the  centre  of  the  fish,  which  was  comparatively  inert  for  the 
purpose  of  resisting  such  a  strain,  might  with  *  advantage  [*  34] 
be  partially  removed.  The  patentee  does  not  in  his  speci- 
fication state  that  the  heavy  train  was  to  run  along  the  tops  of  the 
rails,  and  that  the  fish  was  placed  with  its  plane  vertical  to  resist 
the  vertical  strain  so  produced,  nor  that  the  reason  why  the  groove 
might  be  made,  producing  economy  of  material  without  diminution 
of  strength,  was  because  the  plate  was  so  placed,  and  that  such 
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was  the  strain  it  had  to  resist ;  but  we  think  that  all  this  might 
be  supplied,  and  was  supplied  by  evidence. 

And  on  the  case  before  your  Lordships  we  think  we  are  to  con- 
sider this  discovery  as  producing  an  improved  article,  and  as  being 
useful,  and  also  new,  unless  in  so  far  as  it  was  anticipated  by  the 
mode  in  which  Mr.  Brunei  strengthened  his  bridges,  more  particu- 
larly by  the  mode  in  which  he  fastened  the  scarf  joint  in  the 
Hackney  Bridge. 

Now,  here  again,  we  are  obliged  to  form  our  own  opinion  as  to 
the  facts  from  the  models,  and  so  doing,  it  seems  to  us  that  what 
was  done  by  Mr.  Brunei  did  not  at  all  anticipate  the  patentee's  dis- 
covery. He  used  a  channelled  iron  for  the  purpose  of  strengthen- 
ing the  beams  of  a  bridge,  and  in  the  case  of  the  Hackney  Bridge, 
for  the  purpose  of  strengthening  a  scarf  joint ;  but  the  iron  was 
placed  horizontally,  for  the  purpose  of  resisting  verticfiJ  pressure. 
The  channelled  iron  would  have  been  a  bad  form  for  resisting  a 
pressure  such  as  is  borne  by  the  fish-uniting  rails.  The  two  wings 
would,  under  such  a  pressure,  we  apprehend,  collapse  together, 
and  the  centre  snap.  But  it  was  a  good  form  for  the  purpose  of 
resisting  a  flexure  transverse  to  the  plane  of  the  iron  for  which  it 
was  used ;  and  what  Mr.  Brunei  did  in  no  way  anticipated  the 
patentee's  idea,  founded  on  the  uselessness  of  the  centre  part  of  a 
plate  placed  vertically  for  the  purpose  of  resisting  vertical  pres- 
sure, and  U5^ed  for  the  purpose  of  counteracting  a  tendency  to 
flexure  in  the  plane  of  the  plate.  In  truth,  in  the  plates  and 
channelled  iron  used  by  Mr.  Brunei  in  his  bridges  the  grooves  and 
channels  were  not  formed  by  remo\4ng  useless  or  inert  material, 
but  on,  as  we  apprehend,  a  totally  different  principle.  He  in  effect 
added  rims  or  wings  to  strengthen  the  flat  plate  against  transverse 
flexure  ;  he  did  not  make  a  groove  by  removing  the  part  of  a  plate 
used  to  resist  flexure  in  its  own  plane. 

This  is  a  view  of  the  effect  of  the  facts  and  evidence  quite 
opposed  to  that  taken  by  the  Court  of  Exchequer  Chamber,  as 
expressed  in  their  judgment  at  page  229  of  the  report  in  2  Best 
&  Smith,  and  at  page  199  of  the  report  in  the  31  Law  Journal 
Reports. 

We  are  of  opinion  that  from  the  manner  in  which  the  point  is 
reserved,  the  Court  below,  and  your  Lordships  now  on  appeal, 
must  decide  the  question  of  fact  And  if  your  Lordships  take 
the  view  which  we  have  submitted,  the  point  on  which  it  is  said 
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there  was  misdirection  becomes  immaterial,  and  the  verdict  ought 
to  be  entered  for  the  plaintiffs,  whether  that  direction  was  correct 
or  not 

Channell,  B. — To  your  Lordships'  question,  "Whether  the 
verdict  ought  to  be  entered  for  the  plaintiffs  or  the  defendants," 
for  my  Brothers  Keating  and  Pigott,  and  for  myself,  with  your 
Lordships'  permission,  I  answer  that  in  our  opinion  the  verdict 
ought  to  be  entered  for  the  defendants. 

The  action  was  brought  by  the  plaintiffs  as  executors  of  Charles 
Wild,  for  the  infringement  by  the  defendants  of  letters  patent 
granted  to  Charles  Wild  in  the  year  1853,  for  an  invention 
intituled  "  Improvement  in  fishes  and  fish-joints  for  connecting 
the  rails  of  railways." 

The  defendants,  by  their  pleas,  denied  the  novelty  of  the  inven- 
tion, and  that  it  was  a  good  subject-matter  of  a  patent.  The  case 
was  tried  before  the  Lord  Chief  Justice  of  the  Queen's  Bench 
and  a  special  jury,  and  the  verdict  was  found  for  the  plaintiffs, 
subject  to  leave  reserved  to  the  defendants  to  move  to  enter  the 
verdict  for  them.  A  rule  nisi  was  obtained  on  this  leave,  and  also 
on  the  ground  of  misdirection,  but  was  afterwards  discharged.  The 
defendants  appealed  to  the  Court  of  Exchequer  Chamber  against 
the  judgment  of  the  Queen's  Bench.  The  Court  of  Exchequer 
Chamber  reversed  the  judgment,  and  ordered  "that  the  verdict 
be  entered  for  the  defendants  upon  the  pleas  denying  the  novelty 
of  the  invention,  and  that  it  was  the  subject-matter  of  a  patent." 

By  the  specification,  the  patentee  (after  having  particularly 
described  the  nature  of  the  invention,  and  the  use  of  it)  says,  "  I 
claim  as  the  invention  the  constructing  fishes  for  connecting  the 
rails  of  railways  with  a  groove  adapted  for  receiving  the  heads  of 
the  bolts  or  rivets  employed  for  securing  such  fishes,  and  the  appli- 
cation of  such  fishes  for  connecting  the  rails  of  railways  in  manner 
hereinbefore  described."  The  advantages  of  the  groove  he  states 
to  be  two,  namely,  that  it  serves  to  receive  the  square  heads  of  the 
bolts,  and  to  prevent  their  turning  round  when  they  are  being 
screwed  in ;  and  further,  that  it  renders  the  fish  lighter  for  equal 
strength,  or  stronger  for  an  equal  weight  of  metal,  than  a  fish  "  if 
made  of  equal  thickness  throughout" 

Now  such  being  the  nature  of  the  invention  as  claimed,  it  is 
necessary,  in  order  to  determine  its  novelty  or  validity  as  the 
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subject-matter  of  a  patent,  to  refer  to  the  evidence  and  findings 
of  the  jury,  in  order  to  see  what  was  the  state  of  knowledge  and 
practice  on  the  subject  at  the  period  of  its  date. 

The  case  states,  that  before  the  patent  the  rails  of  railways  were 
commonly  connected  by  fishes  and  fish-joints,  pieces  of  iron 
[*  35]  being  •  attached  to  each  side  of  the  rail,  at  the  joints,  by 
bolts  and  nuts ;  that  in  one  pair  of  fishes  the  holes  were 
square,  and  the  bolts  made  with  square  necks  to  fit  the  square 
holes ;  that  the  object  of  the  square  holes  and  bolts  was  to  pre- 
vent the  bolts  from  turning  round  when  the  nuts  were  being 
screwed  on,  and  this  object  it  effectually  accomplished;  that 
before  the  date  of  the  patent,  in  the  construction  of  several 
timber  bridges,  beams  of  timber  had  been  laid  horizontally  one 
above  the  other,  and  bolted  together  with  bolts  and  nuts;  that 
horizontal  bars  or  plates  of  iron  were  placed  beneath  and  parallel 
to  and  in  contact  with  the  beams,  and  were  bolted  by  the  same 
bolts  and  nuts ;  that  each  of  these  bars  was  constructed  with  a 
groove  in  its  under  surface  which  received  the  square  heads  of  the 
bolts ;  and,  further,  that  this  mode  of  construction  was  adopted  in 
order  to  efiect,  and  did  efTect,  the  double  purpose  of  strength  and  of 
preventing  the  heads  of  these  bolts  from  turning  round.  But  that 
in  these  bridges  there  were  no  joints  to  be  fished,  and  that,  conse- 
quently, there  was  no  fishing  in  the  proper  sense  of  the  word. 
The  defendants  further  proved  that  the  Hackney  Bridge  had  been 
constructed  by  Mr.  Brunei  in  1847  in  the  way  stated  in  the  case. 

Upon  the  evidence  at  the  trial  the  finding  was, "  That  channelled 
irons  on  the  railway  bridges  (independently  of  the  Hackney 
Bridge)  were  used,  before  the  patent,  for  the  double  purpose  of 
obtaining  increased  strength,  and  preventing  the  bolt  heads  from 
turning  round,  but  that  they  were  not  used  for  the  purpose  of 
fishing." 

The  result,  therefore,  as  to  previous  knowledge,  and  as  to  the 
nature  of  the  patented  invention,  is,  that  the  use  of  iron  plates  for 
fishes  ungrooved  was  known ;  that  for  strengthening  timbers  in 
bridges,  and  bolting  them  together,  the  use  of  iron  plates  grooved 
was  known;  that  the  special  advantages,  when  so  applied,  of 
securing  the  bolt-heads,  and  of  affording  equal  strength  with  less 
material,  were  also  known. 

Then  upon  this  knowledge  it  is  that  the  patentee  claims  the 
application  of  the  groove  to  the  railway  fish,  and  the  advantages 
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he  propounds  are,  that  it  receives,  .the^  bolt-head,  and  by  means  of 
it  is  afforded  equal  strength  with  leiss^Bterial ;  or,  in  other  words, 
the  same  advantages  as  are  derivable  wbeji  applied  to  the  iron 
plates  used  in  the  bridges.  '••'/.*.'•  , 

It  therefore  comes  (apart  from  the  Hackney  fridge)  to  the  ques- 
tion, whether  the  patentee  has,  by  using  the  groove  in  the  fish, 
invented  a  new  manufacture,  or  has  merely  transfeixd^- a.  well- 
known  thing  to  an  analogous  subject.  Now,  in  our  opini6'n;'ihe  kw 
is  correctly  laid  down  in  the  judgment  of  the  Court  of  Exchequer. 
Chamber,  to  the  effect  that  ''a  mere  application  of  an  old  con- 
trivance, in  the  old  way,  to  an  analogous  subject,  without  any 
novelty  in  the  mode  of  applying  such  old  contrivance  to  the  new 
purpose,  does  not  make  a  valid  subject-matter  of  a  patent." 

Therefore  the  point  for  consideration  is  thus  reduced  to  this : 
Whether  the  fishing  of  rails  meeting  butt-end  to  butt-end  with  iron 
plates  bolted  together,  and  the  strengthening  of  solid  timbers  by 
iron  plates  also  bolted  to  the  timbers  as  above  stated,  are  analogous 
subjects. 

It  seems  to  us,  upon  the  fullest  consideration  we  can  give  to  it 
(though  being  a  question  of  mere  mechanics  we  desire  to  express 
our  opinion  with  difl&dence),  that  they  are  analogous.  It  may  be 
convenient,  in  considering  the  matter,  to  take  the  advantages  of 
the  groove  separately.  Now  the  object  of  the  plates  or  bars,  when 
applied  to  both  the  above  subjects,  is  to  afford  to  them  additional 
support,  and  thereby  to  enable  the  solid  bodies,  whether  iron  or 
wood,  to  bear  pressure.  This  is  effected  by  the  bolted  iron  plates 
in  both  cases,  and  the  advantage  of  the  groove  is  to  render  both 
sets  of  plates  stronger  for  an  equal  weight  of  metal. 

The  fact,  however,  seems  to  be,  that  a  grooved  iron  plate,  when 
used  as  a  binding  support,  is  as  strong  at  least  as  the  same  plate 
would  be  if  ungrooved,  and  this  discovery  was  made  before  the 
patent,  and  was  given  to  the  world,  and,  in  the  language  of  the 
Court  of  Exchequer  Chamber,  "  though  not  immediately  applied,  it 
was  immediately  applicable  to  all  forms  of  pieces  of  iron  used  for 
holding  together  other  materials." 

But  it  was  argued  at  the  bar  of  your  Lordships'  House  that  there 
was  invention  at  all  events  in  this,  —  that  whereas  the  grooved 
iron  as  used  in  the  bridges  had  been  applied  for  the  purpose  of 
binding  together  pieces  of  material  laid  upon  one  another  horizon- 
tally, the  grooved  iron  in  fishing  the  rails  was  applied  laterally, 
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binding  together  the  material,  akld  that  its  great  merit  consisted  in 

its  performing  the  novel  {nncti9ii  of  resisting  the  vertical  pressure 

to  which  it  was  exposed/,aiiii  'did  so  by  means  of  a  plate  equally 

strong,  but  rendeied  .*il|gfiter  than  that  previously  in  use  by  the 

removal  of  tkat  pQ^i6n  of  the  plate  which  was  useless  in  resisting 

such  pressure.*'". 

We.cl<>»n*tjfc  find  that  any  allusion  to  such  an  invention  as  that 
•  *•  • 

noiji. suggested  was  made  either  at  Nisi  Prius,  or  in  any  of  the 
•judgments  in  the  Court  of  Queen's  Bench  supporting,  or  in  that  of 
:  t6e  Exchequer  Chamber  invalidating,  the  patent  right ;  nor  do  we 
think,  looking  to  the  terms  of  the  specification,  that  Wild  ever 
intended  to  claim  or  did  claim  any  such.  He  certainly  does  state 
in  his  specification  that  the  groove  renders  the  fish  lighter  for  equal 
strength,  or  stronger  for  equal  weight,  but  that,  as  to  grooved  iron, 
was  previously  well  known,  and  is  a  very  different  thing  from 
claiming  the  invention  as  now  put  forward.  If  he  had  in- 
[♦  36]  tended  to  claim  the  discovery  that,  by  the  removal  of  a  *  cer- 
tain quantity  of  material  from  a  particular  part  of  the 
solid  plate,  in  the  shape  of  a  groove,  the  power  of  resistance  to 
vertical  pressure  would  not  be  diminished,  he  would  surely  have 
doscril)ed  the  sort  of  groove  that  would  produce  that  effect  with 
the  greatest  certainty.  If  it  be  true  that  a  groove  of  a  certain 
width  and  depth  will  produce  the  effect,  it  cannot  be  equally  true 
of  grooves  of  all  dimensions.  -^. 

Thort>  is  nothing,  as  we  think,  stated  in  the  specification  to 
Indioato  that  a  resistance  to  vertical  pressure  was  contemplated, 
ami  inorousing  the  diameter  of  the  bolts  at  the  point  where  the 
Mtralu  Ih  »uid  to  be  the  greatest,  would  seem  to  point  to  something 
dilVovout  from  assisting  the  fish  in  resisting  vertical  pressure. 

Ou  looking  to  the  drawing  we  can  see  that  the  groove  is  well 
lulupttMl  ((»r  tho  purpose  to  which  the  specification  states  it  is  to  be 
«|«pll<Ml,  munoly,  preventing  the  bolt-head  from  turning;  but  we 
{\\\{\  llml  uothing  in  it  to  show  us  that  it  at  all  contemplates  a 
luMMiliur  hmir*tnnoo  when  placed  laterally,  as  contradistinguished 
U\m  \\\\\\  \y\\M\  it  has  when  it  is  placed  vertically,  against  the 
n\A\\\  ttMl»»tunoo  whirh  it  is  designed  to  strengthen.  So  in  the  evi- 
^|pu»M»  Ihovo  l«  u\ut^h  with  n^ference  to  the  claim  to  prevent,  by 
\\\\n\\\^  of  «  n''»»*»vo»  tho  bolt-head  from  turning,  but  we  cannot  dis- 
iMi\  \^\  \\\\\  lliuliuH  ^'f  tt*^y  '"^'  bearing  upon  the  resistance  to  vertical 
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What  appears  to  us  to  show  that  no  such  claim  was  contem- 
plated by  the  patentee  is  this, — that  if  the  power  of  resisting 
vertical  pressure  produced  or  eflfected  by  the  groove  were  a  merit 
in  the  fishes  it  would  be  equally  applicable  to  both ;  not  to  one 
more  than  the  other ;  yet  the  patentee  himself  suggests  that  the 
inside  fish  need  not  be  grooved. 

Then,  as  regards  the  second  advantage  of  the  groove  in  receiving 
the  bolt-head,  it  seems  impossible  to  say,  after  its  use  for  the 
identical  purpose  in  the  bridges,  whenever  it  became  necessary  to 
fit  an  iron  plate  to  another  material  by  screws  and  nuts,  that  the 
analogy  for  that  purpose,  at  all  events,  is  not  clear  and  obvious.  It 
is  in  this  respect  only  a  bare  transference. 

So  that  in  our  opinion,  whether  the  proposed  advantages  are 
regarded  in  detail,  or  as  a  whole,  there  is  no  invention  or  novelty 
to  support  a  patent ;  and  upon  the  latter  view  we  crave  leave  to 
refer  your  Lordships  to  the  judgment  in  the  Exchequer  Chamber, 
with  which  we  entirely  agree. 

This  being  the  result  at  which  we  have  arrived  on  the  first 
branch  of  your  Lordships'  question,  we  have  only  to  add,  that,  in 
our  opinion,  there  ought  to  be  no  new  triaL 

As  far  as  we  may  be  allowed  to  do  so,  consistently  with  the  forms 
of  your  Lordships'  House,  we  desire  to  state  that,  since  the  ques- 
tions were  proposed  by  your  Lordships  to  Her  Majesty's  Judges, 
some  of  us  have  seen  Sir  Edward  Vaughan  Williams,  who  was  in 
attendance  on  your  Lordships  during  the  whole  of  the  argument, 
and  we  are  authorised  to  state  that  he  sees  no  reason  for  changing 
the  opinion  he  formed  when  sitting  in  the  Court  of  Exchequer 
Chamber,  to  whose  judgment  he  was  a  party,  and  in  which  he 
fully  concurs. 

The  Lord  Chancellor  (Lord  Westbury).  —  My  Lords,  in  this 
case,  in  consequence  of  the  difiference  of  opinion  between  the  Court 
of  Queen's  Bench  and  the  Court  of  Exchequer  Chamber,  and  in 
some  degree  by  reason  of  the  nicety  of  the  subject,  which  requires 
some  examination,  I  shall  beg  leave  to  trouble  your  Lordships  with 
a  few  explanatory  observations  as  the  reasons  upon  which  my  judg- 
ment is  founded. 

You  will  recollect  that  in  this  case  the  verdict  was  entered  for 
the  plaintiffs  upon  an  action  for  the  infringement  of  his  patent,  and 
a  rule  was  afterwards  obtained  to  set  aside  that  verdict  and  to 
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enter  the  vKdict  for  the  defendants,  which  rule  was  discharged  by 
the  Coart  of  Queen's  Bench.  The  matter  was  then  carried,  under 
die  Common  law  Pttx^duie  Act,  to  the  Court  of  Exchequer 
Chamber,  and  in  the  Conit  of  Exchequer  Chamber  the  judgment  of 
die  Conn  of  Qoeen's  Bench  was  reversed. 

The  patent  of  Mr.  Wild  was  taken  out  by  him  for  the  applica- 
uiun  of  dsh^joints^  of  a  particular  construction,  to  the  rails  of  a  rail- 
way. The  denomination  of  the  patent  is  "  improvements  in  fishes 
and  ash-n:ints  for  connecting  the  rails  of  railways."  A  fish,  which 
is  'jbviua:>lT  a  rulgar  abbreviation  of  the  French  word  ajffkhery  is 
somedun^  annexed  externally  to  a  joint  or  severance  either  in 
pieces  of  timber  or  in  pieces  of  iron.  A  familiar  application  of  the 
wori  ^  well  known  to  sailors  when  they  speak  of  fishing  a  broken 
ma:^  namelr,  annexing  the  severed  pieces  by  the  aid  of  lateral 
bonds  aj-plied  extemrily.  But  the  application  of  fish-joints  to 
miiw^ir^  wa»  Terr  well  known  antecedently  to  Mr.  Wild's  patent, 
4avi  Mr.  W Jd>  patent  accordingly  is  for  an  improvement  in  the 
cilia^v  or  caAra^rter  of  the  fish. 

Nv.>w.  it  ^  Terr  material  to  observe  that  the  patentee  describes 
:l!o  asTi^  *3^  Uf?ed  by  him,  to  be  a  piece  of  iron  of  the  shape  of  a 
vamllckxram*  with  a  groove  or  recess  in  the  outer  surface,  and  the 
^rvx^v^  is  described  by  him  as  intended  to  receive  the 
i ^  J" •  ^-AT^  he«*ds  of  the  bolts,  which  pass  *  through  the  fish 
;ju:vl  ihTvHijA  the  body  of  the  tram  or  rail,  and  which  are 
•ik^vfK\i  vHJt  tht*  o:her  side  by  a  nut  turning  upon  a  screw,  and 
.>i*.i\'  t:^.  ot  vvur^.  to  fasten  the  bolt  The  bolt  has  a  square  head 
vK»  ;>c^  vttv^  ^v:v\  Jjiad  on  the  other  a  nut  running  up  a  screw,  and 
VAi^'t,;  5''^  M5  fi"^  itt  i^^  place.  Now,  of  course,  it  was  a 
a\s,vi>:c  5> -u  '-"^t  ;he  bead  of  the  bolt  should  fit  into  the  recess 
,^i  .  K^  ^A  •  >sV5  i^  ^^  ^y-  i»  ^l^^  fish-plate,  in  order  to  preserve  the 
V?fe  *\\^<^  N  -  V  *:*xV:ovi  by  the  flange  of  the  wheel  of  the  railway 
g«iif*i4,<v>w<  r^  Wu  v»vr  the  tjnsim.  The  recess,  therefore,  is  here 
.|i>HrtS.xt  >>  ;>-^  iv^'^^^^^-^"^'  *^  s^^rving  «to  receive  the  square  heads 
A  iW  V'  s  ><  vl  j':v>\  u;  them  frv>m  turning  round,  when  the  nuts," 
^hK^  *vs ::o.  V  v^t  :>^^  ^^'^^"^  ^^J^l'^  ^^  ^®  '^>  "*^  heing  screwed 
,^  \m  ^%*  '     Uo  sXv^  r;NNS  tho  fish  as  consisting  of  two  lateral  plates, 

\^m^^<  v^^^^  ^^^^^^  ^^^  '  ^^^^  ^^^^  *""*  ^^^^  ^^^^  ^^  ^^^  ^^^^^ '  *^^  ^® 
^x*  |W.  \'v  v^^N^  v>^t  tho  .^\o  side  may  be  made  without  a  groove, 
^  V  ^tx    ;>.0  ^^v  Uu  wl  plate,  where  the  head  of  the  bolt  is 

^  ^  ^'  . N^.  ^^.>^,  j.:^;^.  which  is  grooved  or  recessed.    He 
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then  goes  on  to  use  this  particular  passage,  which  alone  has  given 
rise  to  any  diflSculty  in  my  mind,  namely,  —  "The  groove  renders 
the  fish  lighter  for  equal  strength,  or  stronger  for  an  equal  weight 
of  metal,"  a  passage  which  requires  some  explanation.  The 
plaintiff,  undoubtedly,  was  aware  that  as  the  lateral  plate  forming 
the  fish  is  applied  perpendicularly  to  the  side  of  the  rail,  it  would 
have  to  endure  vertical  pressure  only.  Mechanicians  and  engineers 
are  well  aware  that  when  a  plate  receives  a  vertical  pressure,  the 
impulse,  the  force  of  the  pressure,  is  sustained  by  the  upper  rim 
of  the  plate  and  the  lower  rim  of  the  plate,  where  it  rests  on  the 
foundation,  and  that  little  or  no  strain  is  felt  by  the  central  portion 
of  the  plate.  Accordingly,  the  patentee,  being  aware  of  that, 
observes,  that  his  peculiar  fish  might  be  constructed  in  such  a 
manner  as  to  save  a  considerable  portion  of  metal  by  having  the 
groove  only  in  the  centre  of  the  plate,  I  mean  in  the  centre  of  the 
plate  as  it  is  placed  horizontally.  But  it  is  material  to  notice 
that  in  the  description  of  his  invention,  and  in  his  claim,  he 
does  not  advert  at  all  to  this  peculiarity  of  a  grooved  plate,  namely, 
the  peculiar  result  that  if  it  be  grooved,  the  metal  may  be  saved 
without  injury  to  the  efficiency  or  strength  of  the  plate ;  and  when 
he  sums  up  his  claim,  as  constituting  his  invention,  it  will  be  found 
to  consist  of  a  very  detailed  statement  of  various  advantages 
resulting  from  the  peculiar  form  and  the  configuration  which  he 
gives  to  the  fish,  but  no  part  of  the  claim  will  be  found  to  advert 
to,  or  to  rest  upon  the  fact  that  the  recess  or  hollow  made  in  the 
fish-plate  for  the  reception  of  the  square  head  of  the  bolt,  is  effected 
by  a  groove  in  the  plate  itself,  and  that  that  groove  may  be  made 
with  great  advantage  in  the  economy  of  metal,  and  without  any 
prejudice  in  respect  of  the  plate. 

At  the  trial  the  novelty  of  this  invention  was  impeached,  on  the 
ground  that  channelled  iron,  which,  altogether  corresponded  with 
the  grooved  fish-plate,  had  been  in  use  for  a  considerable  period 
anterior  to  the  patent,  and  several  examples  were  furnished  to 
illustrate  that,  but,  in  particular  one  example  in  the  construction 
of  a  railway  bridge  by  the  late  Mr.  Brunei,  in  which  channelled 
iron  was  used  to  a  very  great  extent  for  the  purpose  of  acting  as  a 
support  to  the  beams,  which  were  placed  transversely,  and  in 
which  there  were  scarf  joints.  In  that  case,  the  square  heads  of 
the  bolts  which  bolted  on  the  iron  that  served  as  a  support  or  fish 
were  received  in  the  hollow  produced  by  the  channel,  and  fitted 
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the  channel  in  order  to  effect  the  same  object  as  is  here  described 
by  the  plaintiff,  namely,  the  preventing  of  the  head  of  the  bolt 
from  being  turned  when  the  nut  was  unscrewed. 

I  particularly  wish  to  point  out  to  your  Lordships  the  difference 
between  a  grooved  plate  and  the  channelled  iron.  The  centre  of 
the  plate  of  the  channelled  iron  is  not  cut  away  at  all  —  it  has 
the  same  thickness  throughout  —  but  it  is  constructed  with  two 
flanges,  one  at  either  end  joining  the  plate  at  right  angles,  and 
producing,  therefore,  this  configuration  of  the  plate,  that  there  is 
a  lateral  plate  forming  the  base,  having  on  either  side  a  flange, 
at  right  angles  to  the  plane  of  the  plate.  The  difference,  there- 
fore, between  the  grooved  fish-plate  and  the  channelled  iron  con- 
sists in  this,  —  that  the  centre  of  the  plate  of  the  grooved 
[*  38]  fish  is  cut  away  by  the  *  groove,  and  part  of  the  metal  is 
taken  away,  so  that  the  plate  is  not  of  a  uniform  thickness 
throughout,  but  in  the  channelled  iron  the  plate  is  of  a  uniform 
thickness  throughout,  and  instead  of  a  groove  formed  by  hollow- 
ing out  a  recess  in  the  plate  the  same  object  is  effected  by  two 
flanges,  one  on  either  side  of  the  plate  which  forms  the  bottom 
(I  am  speaking  in  familiar  language)  of  the  channelled  iron. 

Now,  unquestionably,  this  is  a  difference,  and  it  would  have 
raised  in  my  judgment  a  material  question  whether,  if  the  plain- 
tiff had  pointed  out  and  had  rested  upon  this  difference  of  con 
figuration  as  constituting  his  invention,  it  would  have  been 
possible  to  set  up  the  anterior  use  of  the  channelled  iron  as 
depriving  him  of  all  claim  to  that  invention,  because  the  true 
mode  of  trying  the  question  of  course  would  be  to  reverse  the 
order  of  time  of  the  two  productions,  and  to  inquire  whether,  if 
any  one  had  now  introduced  the  channelled  iron,  it  would  or  would 
not  have  been  an  infringement  of  the  plaintiffs*  patent.  If  tried 
by  that  criterion,  the  conclusion  should  be,  that  the  channelled 
iron  was  an  infringement  of  the  plaintiffs*  patent,  then  of  neces- 
sity it  would  follow  that  as  the  channelled  iron  was  in  use,  and 
was  in  public  and  notorious  use  preceding  the  plaintiffs*  patent, 
the  plaintiffs'  patent  could  not  be  lawfully  considered  as  a  new 
invention. 

The  learned  Judges  differed  on  this  point  Two  learned  Judges, 
Mr.  Justice  Blackburn  and  Mr.  Justice  Shee,  have,  in  a  very 
learned  argument,  pointed  out  the  difference  between  the  mechani- 
cal effects  produced  by  the  use  of  the  grooved  fish-plate,  placed  so 
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as  to  resist  vertical  pressure  in  the  one  case,  and  the  mechanical 
effect  which  would  be  produced  upon  the  channelled  iron  placed 
80  as  to  resist  transverse  pressure  in  the  other  case.  But  I  do 
not  think  that  that  of  itself  would  constitute  a  material  difiference. 
The  patent  is  taken  out  for  a  fish  of  a  particular  configuration ; 
the  patent  is  not  taken  out  for  a  saving  of  metal  in  the  construc- 
tion of  the  fish-joint,  but  the  patent  is  limited  entirely  to  the 
introduction  and  use  of  fishes  of  a  particular  shape  and  config- 
uration. Then  the  question  is  simply  this, — whether  the  channelled 
iron,  which  undoubtedly  was  a  fish,  and  one  of  the  objects  of  which 
channel  was  to  receive  the  square  heads  of  the  bolts  and  to  prevent 
their  turning,  is  not,  in  truth,  substantially  the  same  thing  as  a 
grooved  plate  with  a  recess  hollowed  out  in  its  own  plane,  instead 
of  a  hollow  being  effected  by  flanges  placed  on  either  side  of  the 
plate.  Begarding  the  patent,  as  limited  to  a  claim  for  fishes  of  a 
particular  configuration,  I  cannot  for  a  moment  doubt  that  the 
channelled  iron  having  the  same  object,  and  being  capable  of  the 
same  application,  substantially  involves  the  fish-plate  made  with 
a  grooved  hollow,  in  the  manner  which  I  have  attempted  to 
describe- 
Then  the  question  is,  whether  there  can  be  any  invention  of  the 
patentee  in  having  taken  that  thing,  which  was  a  fish  for  a  bridge, 
and  having  applied  it  as  a  fish  to  a  railway.  Upon  that  I  think 
the  law  is  well  and  rightly  settled,  for  there  would  be  no  end  to 
the  interferences  with  trade  and  with  the  liberty  of  any  mechani- 
cal contrivance  being  adopted,  if  every  slight  difference  in  the 
application  of  a  well-known  thing  were  held  to  constitute  a  patent. 
There  is  the  familiar  contrivance  of  the  button,  and  the  button- 
hole, taken  from  the  waistcoat  or  the  coat,  which  may  be  applied 
in  some  particular  mechanical  combination  in  which  it  has  not 
been  hitherto  applied ;  but  it  would  be  an  idle  thing  if  it  were 
possible  to  take  a  well-known  mechanical  contrivance,  and  by 
applying  it  to  a  subject  to  which  it  has  not  hitherto  been  applied 
to  constitute  that  application  the  subject  of  a  patent  to  be  granted 
as  for  a  new  invention.  No  sounder  or  more  wholesome  doctrine, 
I  think,  was  ever  established  than  that  which  was  established  by 
the  decisions  which  are  referred  to  in  the  opinions  of  the  four 
learned  Judges  who  concur  in  the  second  opinion  delivered  to 
your  Lordships,  namely,  that  you  cannot  have  a  patent  for  a  well- 
known  mechanical  contrivance  merely  because  it  is  applied  in  a 
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or  tzi  a  pnrpaae  which  is  analogous  to  the  manner  or  to 
die  parpuBB  ni  or  cd  which  it  has  been  hitherto  notorioasly  used. 
The  oiunnelLeti  iron  was  applied  in  a  manner  which  was  notorious, 
and  difi  appiicaciua  of  i£  to  a  Tertical  fish  would  be  no  more  than 
ciie  applicadun  or  a  well-known  contrivance  to  a  purpose  exactly 
aoalu^us  or  cuiresponding  to  the  purpose  to  which  it  had  been 

preriimsly  applied. 
Q^  ;it}  J       ^  rhorefuie^  with  some  anxiety  upon  this  subject,  and 

^iin^  that  the  intricacy  of  the  matter  must  render 
it  impoisujla  cu  cunTer  ones  ideas  in  words,  unless  one  per* 
p^cually  re6iired  Cu  drawings  or  models,  I  think  that  upon 
uie  wiiole  I  muse  adrise  your  Lordships  and  move  your  Lord- 
;>aitis»  CO  ounlirm  the  diecisiun  of  the  Exchequer  Chamber,  that 
uion»  wa»  no  novelty  in  the  patent;  and  that,  therefore, 
tiicr^  >iii;is$^  4  mi^cectioa  on  the  part  of  the  Lobd  Chief  Justice. 
rht)  cvu^s^ueuo)  will  be»  that  I  shall  move  your  Lordships  to 
iuhim  thtj  juvi^meut  of  the  Coort  of  Exchequer  Chamber,  and 
to  di«^mi$:^  Uio  appeal*  with  costs. 

Loixl  is^.VNWOKra.  —  ily  Lords,  in  this  case  I  concur  with  the 
o|»iUiv>U{^  of  Barons  Cii.v>i>(£LL  and  Pigott,  and  Mr.  Justice  Keat- 
l\v«\  ack^eutod  to»  as  we  understand,  by  Sir  Edwabd  Yaughan 
\V  u.ui  vHsik  Their  reasons  are  so  fully  and  so  clearly  given,  that  I 
mov  vl  harvlly  do  more  than  say  that  I  adopt  their  reasoning. 

tho  Cii^  tiud^  that  before  the  date  of  the  letters  patent  it  had 
bvvu  UHuul  to  fasten  and  bolt  together,  with  bolts  and  nuts,  beams 
v»f  tualvr  luivl  hori^vuitally  one  over  another,  and  traversing  rail- 
\\tiY  t»iul>iei*»  auvl  that  under  these  beams  horizontal  plates  or  bars 
v4'  uvvu  wv'iv  v^^^"^^^  {parallel  to  and  in  contact  with  the  beams, 
mul  \^\^)v  fav^ktouevl  bv  the  same  bolts  and  nuts  which  fastened  the 
ksKUu>i,  'rUesio  lv»rs  were  all  constructed  with  a  groove  on  their 
suulov  ^t\ufi*vH\  which  nn^ived  the  square  heads  of  the  bolts,  this 
mukIv*  v»lt  vH^tHt ruction  having,  as  the  case  finds,  been  adopted  for 
Vlu*  vlouMv*  |»urjHKH0  of  preventing  the  bolt  heads  from  turning 
w\\\\\l  Huvl  wIj*o  v»(  giving  strength  to  the  beams.  It  was  also 
{\^\\\\\{  h\  the  cu»o,  thut  bt^fore  the  date  of  the  letters  patent  the 
luiU  sif  iiulwuYH  \m\  Uh>u  usually  connected  by  iron  fishes,  applied 
luvvl  fatUMunl  i»wvn!*oly  as  those  mentioned  in  the  specification, 
U^\»uc>  \u»t  ^M'ovwovl  I  cannot  think  that  the  adoption  of  the 
Mioi^v*   (u  the  l»lulos  used  for  fishing  railway  joints,  as  it  had 
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been  previously  used  in  the  beams  of  bridges,  is  an  invention 
capable  of  sustaining  a  patent.  It  is  the  mere  application  of  an 
old  contrivance  in  the  old  way  to  an  analogous  subject,  without 
novelty  in  the  application.  I  say  without  novelty,  for  I  cannot 
think  that  the  mere  fact  of  the  application  being  made  laterally 
in  the  case  of  the  rails,  instead  of  under  the  surface  of  the 
beams,  as  in  the  case  of  the  bridges,  can  be  treated  as  a  novelty ; 
nor  indeed  do  I  find  in  the  specification  any  claim  of  novelty  on 
such  a  ground.  This  would  have  been  the  conclusion  at  which  I 
should  have  arrived,  even  if  there  had  not  been  the  case  of  the 
Hackney  Bridge.  In  that  bridge  the  span  was  too  great  to  be 
traversed  by  a  single  beam,  and  there  were,  therefore,  two  beams, 
one  on  each  side,  joined  in  the  middle  by  scarf  joints,  and  under 
the  beams  were  transverse  planks  traversing  the  whole  width  of 
the  bridge.  Along  and  under  the  ends  of  these  planks,  on  each 
side  of  the  bridge,  a  long  bar  of  grooved  iron  was  placed  under  the 
connected  beams,  which  passed  from  one  end  of  the  bridge  to  the 
other.  Bolts,  with  square  heads,  passed  through  these  grooved 
iron  bars,  and  through  both  the  planking  and  the  beams,  all 
along  the  bridge ;  and  the  case  finds  expressly  that  the  groove 
was  used  for  the  double  purpose  of  preventing  the  square  heads 
of  the  bolts  from  turning  round,  and  of  making  the  bars  lighter 
for  equal  strength  of  metal  or  stronger  for  equal  weight.  This 
seems  to  me  to  have  been  the  use  of  grooved  iron  for  the  very 
same  purpose  as  that  for  which  it  was  claimed  by  the  patent 
On  these  grounds  I  think  that  the  judgment  of  the  Ex- 
chequer Chamber  was  right,  and  ought  to  be  affirmed. 

Lord  Wbnsleydale.  —  My  Lords,  the  questions  in  this  case 
have  been  most  fully  discussed  and  considered  in  the  Court  of 
Queen's  Bench  and  in  the  Court  of  Exchequer  Chamber,  in  which 
the  judgment  of  the  Court  of  Queen's  Bench  was  reversed,  and  in 
your  Lordships'  House,  by  the  Judges  who  have  given  their 
advice.  Every  argument  which  can  possibly  elucidate  the  ques- 
tions in  the  cause  has  been  brought  forward  and  fully  pre- 
sented to  us  on  both  sides.  Five  Judges  have  given  their 
opinion  that  the  patent  is  good,  that  it  was,  at  the  time  of  its 
being  granted,  new  as  to  the  public  use  and  exercise  thereof; 
and  eight  Judges  have  given  their  opinion  that  there  was  not  so 
much  novelty  in  it  as  to  entitle  it  to  the  privilege  of  a  patent 
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[*  40]  After  considering  •  these  arguments,  especially  that  of  the 
Judges  of  the  Exchequer  Chamber,  delivered  by  Mr. 
Justice  WiLLES,  and  that  delivered  in  this  House  by  Mr.  Baron 
Channell,  I  have  satisfied  myself  that  the  alleged  discovery  of  the 
plaintiff  had  no  such  novelty  in  it  as  to  entitle  it  to  a  patent 

His  plan  was  to  attach  to  the  sides  of  the  railway,  under  the 
joints  of  the  railway  plates,  or  fishes  of  iron  grooved,  which 
clearly  means  channelled  from  end  to  end,  without  flanges,  so 
as  to  be  adapted  for  receiving  the  heads  of  the  bolts,  which  are 
prevented  from  turning  round  when  the  nuts  are  screwed  on. 
A  similar  process  had  been  used  long  before,  in  the  case  of 
pieces  of  timber  lying  horizontally  on  one  another,  and  each 
constructed  with  grooves  which  received  the  square  heads  of  the 
bolts,  and  prevented  the  heads  of  the  bolts  from  turning.  I 
agree  entirely  that  the  application  of  this  principle  laterally, 
which  had  before  been  applied  horizontally,  the  application  to 
the  sides  of  a  railway  of  the  same  principle,  which  had  long 
been  in  practice  for  securing  the  sides  of  pieces  of  timber 
lying  on  each  other,  to  the  sides  of  timber  placed  in  contact  with 
them,  is  not  such  a  novelty  of  invention  as  to  be  a  sufl&cient 
warrant  for  a  patent.  It  is  so  clearly  connected  with  the  for- 
mer  practice   as   not  to  have  the  merit  of  a  new  discovery. 

On  this  ground,  therefore,  I  entirely  agree  with  the  majority  of 
the  loarnod  Judges  in  the  view  they  have  taken,  and  so  clearly 
explained  in  this  case.  It  is  unnecessary  to  give  any  opinion  on 
the  question  whether  the  patent  was  not  void  on  the  ground 
that  ft  similar  mode  of  using  grooved  pieces  of  wood,  occurred 
bofon^  the  patent  in  the  construction  of  the  Hackney  Bridge ;  but 
T  ftra  much  disposed  to  approve  the  opinion  of  Mr.  Justice  Willes 
on  tliat  subject,  contained  in  his  judgment. 

Judgment  affirmed;  and  appeal  dismissed  with  costs. 


Penn  ▼.  Bibby. 

L,  R.  9  Ch.  U7-138  (8.  0.  36  L.  J.  Ch.  455). 

[  I «  T 1    rn/rMl,  -  iSW  ^K<'^ma«w.  —  SpecSficaUon.  —  Variance.  —  NweUy. 

Tim  \my  f^YY\V'^i\^^^\  of  any  means  or  contrivance  may  be  the  snbject  of  a 
iiHtout,  If  U  lloM  no  much  m\  of  the  track  of  the  former  use  as  not  naturally  to 
•UMMiMi'i  Itmtir,  hut  li»  rvqulw)  some  application  of  thought  and  study. 
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A  provisional  spedficatioD,  if  allowed  by  the  law  officer  of  the  Crown,  can- 
not be  impeached  as  being  too  general. 

The  complete  specification  must  not  claim  anything  different  from  that  which 
is  incladed  in  the  provisional  specification,  but  need  not  extend  to  everything  so 
included. 

The  bill  in  this  case  was  filed  by  John  Penn,  of  Greenwich, 
engineer,  to  restrain  the  defendants  from  infringing  his  patent  for 
*'  An  improvement  in  the  bearings  and  bushes  for  the  shafts  of 
screw  and  submerged  propellers ; "  and  he  filed  a  similar  bill  in  the 
suit  of  Penn  v.  Jack,  which  was  heard  at  the  same  time,  and  on 
the  same  evidence. 

The  letters  patent  were  sealed  on  the  21st  of  November,  1854 
and  dated  the  2nd  of  October,  1854. 

The  provisional  specification  was  left  on  the  2nd  of  October, 
1854,  and  was  as  follows : 

"  I,  John  Penn,  of  Greenwich,  in  the  county  of  Kent,  engineer, 
do  hereby  declare  the  nature  of  the  invention  for  an  improvement 
in  the  bearings  and  bushes  for  the  shafts  of  screw  and  sub- 
merged *  propellers  to  be  as  follows  :  This  invention  con-  [*  128] 
sists  of  employing  wood  in  the  construction  of  the  bearings 
and  bushes  for  the  shafts  of  screw  and  submerged  propellers." 

The  complete  specification,  filed  the  2nd  of  April,  1855,  gave 
drawings  showing  the  shaft  and  bearings  of  a  screw  propeller,  and 
said,  "  The  inner  surfaces  of  these  bearings  are  grooved,  to  receive 
fillets  of  wood,  which  project  to  some  extent  beyond  the  inner  sur- 
faces of  the  metal  bearings,  so  as  to  prevent  the  shaft  coming  in 
contact  with  the  metal  of  the  bearings,  and  these  spaces  admit  of 
the  water  flowing  freely  between  the  shaft  (B)  and  the  inner  sur- 
faces of  the  metal  bearing."  ..."  The  object  of  the  invention  is, 
that  the  parts  of  a  propeller  shaft  which  are  within  bearings  shall 
not  come  in  contact  with  metal  of  the  bearings,  but  against  pieces 
of  wood,  fixed  therein  in  such  manner  as  to  admit  of  water  flowing 
freely  between  the  pieces  of  wood,  and  between  the  inner  surfaces 
of  the  metal  bearings  and  the  outer  surfaces  of  the  propeller  shaft." 
..."  A  like  efifect  is  obtained,  if  the  pieces  of  wood  (whether  in 
the  form  of  fillets  or  otherwise,  or  whether  with  the  grain  longi- 
tudinally, or  at  right  angles  with  their  bearing  surfaces)  be  fixed 
to  the  shaft,  and  revolve  therewith."  ..."  What  I  claim  is  the 
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employing  of  wood  in  the  construction  of  the  bearings  and  bushes 
for  the  shafts  of  screw  and  submerged  propellers,  as  herein 
described." 

By  an  order  made  in  this  cause,  dated  the  20th  of  July,  1865, 
the  Court  directed  that  the  following  questions  of  fact  be  tried 
before  the  Court  itself,  without  a  jury  (that  is  to  say)  :  — 

1.  Was  the  invention  for  which  the  letters  patent  were  granted 
new  within  the  United  Kingdom  at  the  date  of  the  said  letters 
patent? 

2.  Did  the  specification  enrolled  in  pursuance  of  the  said  letters 
patent  particularly  describe  and  ascertain  the  nature  of  the  said 
invention,  and  in  what  manner  the  same  was  to  be  performed  ? 

3.  Was  the  alleged  invention  proper  subject-matter  of  a  patent  ? 
4  Have  the  defendants  infringed  the  patent  ? 

It  was  stated  at  the  bar  that  the  trial  took  place  without  a  jury, 
by  consent 

The  trial  lasted  five  days,  and  on  the  1st  of  May,  1866, 

[*129]   the    Vice-Chancellor    *Wood    delivered    judgment,  and 

found  in   the    ajQSrmative    on    all    the    four    questions. 

The  defendants  moved  before  the  Lord  Chancellor  that  a  new 
trial  might  be  had,  or  that  the  verdict  upon  the  said  issues,  or 
some  of  them,  might  be  entered  for  the  defendants,  the  motion 
being  made  under  the  practice  introduced  by  21  &  22  Vict.  c. 
27,  s.  5. 

Sir  E.  Palmer,  Q.  C,  Mr.  Welster,  Q.  C,  and  Mr.  E.  E.  Kay,  for 
the  defendants,  in  support  of  the  motion,  contended  that  the  ver- 
dict as  to  the  novelty  of  the  patent  was  against  the  weight  of 
evidence ;  inasmuch  as  a  similar  invention  had  been  used  many 
years  ago  on  board  a  vessel  called  the  Livorno :  that  there  was  a 
fatal  variance  between  the  provisional  specification  and  the  com- 
plete specification :  that  there  was  nothing  novel  in  the  invention, 
as  wood  had  been  used  time  out  of  mind  for  bearings ;  and  that 
there  had  been  an  improper  rejection  of  evidence. 

The  Attorney-General  (Sir  John  Eolt)  Mr.  Grove,  Q.  C,  Mr. 
Cotton,  and  Mr.  Aston,  for  the  plaintifif,  cited  Oxley  v.  JSblden,  8 
a  B.  (N.  S  )  666  ;  Cook  v.  Pearce,  8  Q.  B.  1044 ;  Balston  v.  Smith, 

11  C,  B.  (N.  S.)  471  ;  In  re  Newall  and  EUiott,  4  C.  B.  (K  S.) 
269 ;  Thomas  v.  Welch,  L.  R.  1  C.  P.  192 ;  as  to  the  sufficiency  of 
the  specification  :  Brook  v.  Aator,  8  E.  &  B.  478 ;  JSbrton  v.  Mabon, 

12  C.  B.  (N.  S.)  437,  16  C.  B.  (K  S.)  141 ;  Earwood  v.  Great 
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Northern  Railway  Company,  11  H.  L.  C.  654;  Jordan  v.  Moore^ 
L  R  1  C.  P.  624 ;  as  to  the  validity  of  the  patent  in  respect  of 
novelty. 

Dec.  6.  Lord  Chelmsford,  L.  C,  after  stating  the  circumstances, 
said,  that  the  motion  for  a  new  trial  upon  the  first  question  pro- 
ceeded upon  the  ground  that  the  verdict  was  against  the  weight  of 
evidence.  In  dealing  with  the  finding  of  the  Yice-Chancellor  upon 
this  question  of  fact,  his  Lordship  regarded  himself  as  placed  pre- 
cisely in  the  situation  of  the  Judges  of  the  Courts  of 
common  *  law  when  a  rule  is  obtained  to  set  aside  the  [*  130] 
verdict  of  a  jury.  They  do  not  consider  what  would  be 
the  proper  view  of  the  case  if  originally  presented  to  them,  but 
merely  whether  there  is  suflBcient  evidence  to  warrant  the  verdict, 
nor,  in  the  course  of  his  Lordship's  experience,  had  he  ever  known 
an  instance  in  which  there  was  evidence  on  both  sides,  and  the 
Judge  who  tried  the  cause  was  satisfied  with  the  verdict,  where  a 
new  trial  was  granted.  His  Lordship  then  said  that  the  proof  of 
want  of  novelty  depended  entirely  upon  the  evidence  in  respect  of 
a  ship  called  the  Livomo,  and  his  Lordship  came  to  the  conclusion 
that,  on  the  evidence,  the  Vice-Chanoellor  was  justified  in  re- 
fusing to  give  credit  to  the  case  of  the  Livomo,  and,  consequently, 
finding  in  favour  of  the  novelty  of  the  invention. 

His  Lordship  then  continued:  —  The  next  finding  is  that  the 
specification  did  particularly  describe  and  ascertain  the  nature  of 
the  invention,  and  the  manner  in  which  it  was  to  be  performed. 
To  this  the  defendants  object,  and  contend  that  the  patent  is  void 
because  there  is  a  variance  between  the  title  and  the  specification, 
or  between  the  provisional  and  the  complete  specification.  It  is 
said,  on  the  part  of  the  plaintiff,  that  there  is  no  issue  to  raise  this 
question ;  and  that  the  correct  mode  of  tendering  such  an  issue  at 
law  would  have  been  either  by  plea  of  non  concessit,  or  by  expressly 
pleading  the  variance  between  the  title  and  the  specification.  I 
think,  however,  that,  with  perhaps  a  little  licence  of  construction, 
the  second  issue  may  meet  the  case,  as  it  may  be  said  that  the 
specification  did  not  particularly  describe  and  ascertain  the  nature 
of  the  invention,  if  the  complete  specification  departed  from  the 
terms  of  the  title,  or  of  the  provisional  specification  in  which  the 
nature  of  the  invention  must  be  described.  I  should,  at  all  events, 
be  very  unwilling  to  shut  out  this  objection,  by  deciding  this  point 
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against  the  defendants,  and  I  shall  therefore  assume  that  the  ques- 
tion of  the  invalidity  of  the  patent  is  open  to  them  upon  the  issues. 

The  objection  urged  hj  the  defendants  may  be  thus  stated.  The 
Crown,  in  granting  a  patent,  proceeds  on  the  information  contained 
in  the  provisional  specification.  The  provisional  specification  in 
this  case  describes  the  nature  of  the  invention,  in  the  most  general 
terms,  to  consist  of  employing  wood  in  the  construction  of  the 
bearings  and  bushes  for  the  shaft's  of  screw  and  submerged 
[*131]  *  propellers.  The  complete  specification  describes  a  par- 
ticular mode  of  employing  wood  to  prevent  the  parts  of  a 
propeller  shaft,  which  are  within  the  bearings,  from  coming  in  con- 
tact with  the  metal  of  the  bearings,  and  to  cause  them  to  revolve 
against  pieces  of  wood  fixed  therein  in  such  a  manner  as  to  admit 
of  water  flowing  freely  between  the  pieces  of  wood,  and  between 
the  inner  surfaces  of  the  metal  bearings,  and  the  outer  surfaces  of 
the  propelling  shaft.  The  claim  at  the  end  of  the  specification  is, 
"  the  employing  of  wood  in  the  construction  of  the  bearings  and 
bushes  for  the  shafts  of  screw  and  submerged  propellers  as  herein 
described."  If  the  words  "  herein  described,"  are  to  be  disregarded, 
the  patent  is  void,  as  the  claim  will  then  be  for  the  employment 
of  wood  in  every  possible  way  in  the  bearings  and  bushes  of  pro- 
pellers, and  if  these  words  limit  the  claim  to  the  precise  description 
in  the  specification,  this  is  not  what  is  described  in  the  provisional 
specification,  and  the  plaintiff  has  therefore  obtained  a  patent  for 
one  thing,  and  specified  another. 

This  is  the  defendant's  argument;  and  it  was  also  alleged  that 
there  is  something  beyond  the  provisional  specification  contained 
in  the  complete  specification,  the  former  being  confined  to  the  em- 
ployment of  wood  in  bearings  and  bushes,  and  the  latter  stating 
that  the  like  effect  is  obtained  if  the  pieces  of  wood  be  fixed  to  the 
shaft,  and  revolve  therewith. 

Tliere  can  be  no  doubt  that  the  claim  in  the  specification  must 
be  read  with  the  limitation  produced  by  the  words  "herein  de- 
scribed," and  that  the  question  thereupon  arises,  whether  this  occa- 
sions a  departure  from  the  provisional  specification  so  as  to  render 
the  patent  void. 

It  is  necessary,  in  order  to  determine  the  validity  of  this  objec- 
tion, to  ascertain  the  different  offices  of  the  provisional,  and  the 
complete  specification,  which  can  only  be  done  by  reference  to  the 
Patent  Law  Amendment  Act,  1852. 
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Before  that  Act,  inventors  were  in  the  habit  of  applying  for 
patents  under  titles  of  a  most  comprehensive  description,  so  as  to 
embrace  the  widest  circle  of  the  particular  class  of  inventions  pro- 
posed to  be  patented.  The  Legislature,  no  doubt  with  reference  to 
this  practice,  enacted,  by  the  6th  section  of  the  Act,  that  with  every 
petition  for  the  grant  of  letters  patent,  there  shall  be  left 
tat  the  ofl&ce  of  the  commissioners  a  statement  in  writing  [*  132] 
called  the  provisional  specification,  describing  the  nature 
of  the  invention.  And  by  the  8th  section,  the  provisional  specifi- 
cation is  to  be  referred  to  the  law  officer,  and  if  he  be  satisfied  that 
it  describes  the  nature  of  the  invention,  he  is  to  allow  the  same, 
and  by  a  proviso  at  the  end  of  this  section,  in  case  the  title  of  the 
invention,  or  the  provisional  specification,  be  too  large  or  insuffi- 
cient, it  shall  be  lawful  for  the  law  officer  to  whom  the  same  is 
referred  to  allow  or  require  the  same  to  be  amended. 

It  seems  clear  from  these  sections  that  the  office  of  the  provi- 
sional specification  is  to  describe  the  nature  of  the  invention,  not 
with  minute  particularity,  but  with  sufficient  precision  and  accuracy 
to  inform  the  law  officer  what  is  to  be  the  subject-matter  of  the 
patent  It  is  not  at  all  necessary  that  the  provisional  specification 
should  describe  the  mode  or  modes  in  which  the  invention  is  to  be 
worked  or  carried  out.  That  is  left  to  the  complete  specification, 
which,  by  sect.  9  of  the  Act,  must  not  only  describe  and  ascertain 
the  nature  of  the  invention,  which,  of  course,  must  be  no  other 
than  that  described  in  the  provisional  specification,  but  also  in 
what  manner  the  same  is  to  be  performed,  which  is  not  at  all  re- 
quired to  be  explained  by  the  provisional  specification.  The  filing 
of  the  provisional  specification,  by  the  express  provisions  of  the 
statute,  protects  the  invention  for  six  months,  and  gives  the 
patente3,  during  this  term,  the  like  powers,  rights,  and  privileges, 
as  might  have  been  conferred  upon  him  by  letters  patent.  The 
object  of  this  protection  evidently  is,  to  enable  the  patentee  to 
perfect  his  invention  by  experiments  which,  although  open  and 
known,  will  not  be  a  user  and  publication  to  the  prejudice  of 
letters  patent  to  be  afterwards  granted,  so  that  he  may  be  in  a 
condition  to  describe  in  his  complete  specification,  as  the  result  of 
his  experience,  the  best  manner  of  performing  the  invention.  It 
clearly  appears,  therefore,  that  the  complete  specification  is,  in  a 
sense,  supplemental  to  the  provisional  specification,  not  going 
beyond  nor  varying  from  it  as  to  the  nature  of  the  invention,  but 
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conveying  additional  information,  which  may  have  been  acquired 
during  the  currency  of  the  provisional  specification,  as  to  the  man- 
ner in  which  the  invention  is  to  be  performed. 

From  this  description  of  the  different  offices  of  the  two 
[*  133]  specifications,  *it  follows  that  upon  an  issue  whether  the 
specification,  enrolled  in  pursuance  of  the  letters  patent, 
describes  and  ascertains  the  nature  of  the  invention,  if  the  claim  ^i 
the  complete  specification  is  comprehended  within  the  terms  of 
the  provisional  specification,  that  issue  will  be  satisfied.  The  rela- 
tion which  the  provisional  specification  bears  to  the  complete  speci- 
fication is  much  the  same  as  that  which,  before  the  Patent  Law 
Amendment  Act,  the  title  bore  to  the  specification ;  and  the  obser- 
vations of  TiNDAL,  Ch.  J.,  in  Cooke  v.  Fearce,  8  Q.  B.  1064,  are  as 
applicable  to  the  provisional  specification  now  as  they  were  to  the 
title  formerly.  That  learned  Judge  says :  "  The  vagueness  (he  had 
previously  spoken  of  the  vagueness  and  generality)  of  the  title 
appears  to  us  to  be  an  objection  that  may  well  be  taken  on  the 
part  of  the  Crown  before  it  grants  the  patent,  but  to  afford  no 
ground  for  avoiding  the  patent  after  it  has  been  granted.  If  such 
title  did  not  agree  with  the  specification  when  enrolled,  or  if  there 
had  been  any  fraud  practised  on  the  Crown  in  obtaining  the  patent 
with  such  title,  the  patent  in  those  cases  might  undoubtedly  be 
held  void." 

These  remarks,  as  applied  to  the  title  of  a  patent,  have  a  stronger 
application  to  the  case  of  a  provisional  specification  under  the 
Patent  Law  Amendment  Act,  because  the  law  officer,  if  he  thinks 
the  Hpocification  too  large  can  order  it  to  be  amended.  And  if  no 
objodtion  is  made  by  him,  the  generality  of  the  specification,  to 
rv\H*tii  the  words  of  Chief  Justice  Tindal,  affords  no  grounds  for 
avoiding  the  patent  after  it  is  granted. 

The  only  objection,  then,  which  is  open,  is  upon  the  complete 
HpiK'Hlration,  whether  it  is  sufficient  in  itself,  and  whether  it  agrees 
with  ihti  provisional  specification.  Now,  by  agreement  is  not 
uwnul  a  p<irf(;ct  correspondence,  but  merely  that  there  shall  be 
iMHJiin|{  in  the  complete  specification  at  variance  with  the  provi- 
Aional,  Thin  is  exemplified  by  NewalCs  Case,  4  C.  B.  (N.  S.)  269. 
Tlif^H)  tin*  ])roviRional  specification  contained  a  description  of  the 
HppMmtui*  (unployod  in  laying  down  submarine  electric  telegraph 
w)f4iM.  In  thn  (lotails  it  made  no  mention  of  the  use  of  rings  of 
iiuu  to  pnivisnt  the  bight  of  the  rope  from  flying  out  when  going 
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at  a  rapid  speed.  In  the  complete  specification  this  addition  to 
the  description  was  introduced.  It  certainly  might  have 
been  argued  in  that  *  case,  that  although  it  was  not  nee-  [*  134] 
essary  to  state  more  in  the  provisional  specification  than 
the  nature  of  the  invention,  yet  if  the  inventor  takes  upon  himself 
to  go  farther,  and  introduce  a  description  of  the  manner  of  carry- 
ing it  out,  he  thereby  limits  himself  to  that  exact  description,  and 
the  complete  specification  going  beyond  it  rendered  the  patent 
void.  But  the  Court  of  Common  Pleas  thought  that  all  they  had 
to  look  to  was  whether  the  provisional  specification  sufficiently 
described  the  nature  of  the  invention  in  compliance  with  the  stat- 
ute, and  that  the  not  entering  into  a  detail  of  all  the  means  by 
which  it  was  to  be  accomplished  was  immaterial. 

Nor  is  it  at  all  necessary  that  the  complete  specification  should 
extend  to  everything  comprehended  within  the  provisional  specifi- 
cation. Perhaps  a  better  illustration  of  this  proposition  could  not 
be  given  than  that  which  was  offered  in  the  course  of  the  argument. 
If  the  patentee  were  to  introduce  into  his  complete  specification 
everything  which  was  warranted  by  the  terms  of  the  provisional 
specification,  and  afterwards  found  that  a  part  of  that  which  he 
had  claimed  would  invalidate  his  patent  for  want  of  novelty,  or  for 
any  other  reason,  he  might  afterwards  cure  the  objection  by  a  dis- 
claimer. Now,  if  he  would  be  allowed  to  disclaim  in  such  a  case, 
which  is  matter  of  indulgence,  he  must  have  a  right  to  waive  his 
claim  to  any  portion  of  the  grant  which  the  allowance  of  the  pro- 
visional specification  had  entitled  him  to  demand. 

It  is  clear,  therefore,  that  unless  the  complete  specification  in 
this  case  claims  something  different  from  the  provisional  specifica- 
tion, the  objection  to  the  patent  under  consideration  cannot  prevail. 
But  there  is  not  the  slightest  foundation  for  the  objection  in  point 
of  fact,  and  each  specification  appears  to  me  faithfully  to  fulfil  its 
own  office. 

The  provisional  specification  describes  the  invention  as  consist- 
ing of  employing  wood  in  the  construction  of  the  bearings  and 
bushes  for  the  shafts  of  screw  and  submerged  propellers.  The 
generality  of  the  description  (even  if  it  were  too  general,  which 
I  doubt)  we  have  already  seen  is  not  an  objection  which  is  now 
open.  It  has  had  the  allowance  of  the  law  officer,  and  is  safe  from 
all  question.  Then  does  the  complete  specification  exceed  the 
proper  limits  in  describing  the  manner  of  performing  the  inven- 
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[*  135]  tion  ?  It  *  gives  a  detailed  description,  which  has  not 
been  objected  to  as  insufBlcient,  showing  how  the  wood  is 
to  be  arranged  in  the  bearings,  and  then  it  states  the  object  of  the 
invention,  that  is,  the  result  which  will  be  obtained  by  following 
the  description  previously  given.  I  am  quite  at  a  loss  to  perceive  in 
what  respect  this  portion  of  the  specification  is  objectionable.  But 
it  was  said  that  one  part  of  the  complete  specification  went  beyond 
the  provisional  specification,  and  extended  to  something  which 
could  not  be  included  in  it,  viz.,  the  application  of  wood  to  the 
shaft  so  as  to  revolve  therewith,  the  provisional  specification  in 
describing  the  nature  of  the  invention  confining  the  employment 
of  wood  to  the  bearings  and  bushes.  If  wood  applied  in  this  man- 
ner to  the  shaft  may  properly  be  called  a  bearing,  then  there  is  no 
excess  in  this  part  of  the  specification.  But  if,  strictly  speaking, 
this  application  of  wood  would  not  come  within  the  description  of 
a  bearing,  then  the  answer  to  the  objection  is,  that  it  ia  not 
clttiujed,  the  claim  being  limited  to  the  employment  of  wood  in 
the  construction  of  bearings  and  bushes.  There  is,  therefore,  no 
dojmrture  from  the  provisional  specification  in  the  complete  specifi- 
oation.  and  tlie  finding  of  the  Vice-Chancellor  upon  this  issue 
wan  right 

Tho  third  and  last  question  raised  here,  was  upon  the  finding 
thut  the  invention  was  the  proper  subject-matter  of  a  patent. 

To  this  it  was  objected  that  the  finding  is  erroneous,  because 
tho  nlh^^'ed  invention  was  merely  a  new  application  of  an  old  and 
wt^H-kiiown  thing.  It  is  very  difficult  to  extract  any  principle 
fiMMu  tho  various  decisions  on  this  subject  which  can  be  applied 
\vitl»  oi»rtuinty  to  every  case;  nor,  indeed,  is  it  easy  to  reconcile 
thom  with  each  other.  The  criterion  given  by  Lord  Campbell 
In  /itvok  v.  A  star,  8  E.  &  B.  485,  has  been  frequently  cited  (as 
ll  WHH  in  tho  pi-esent  argument),  that  a  patent  may  be  valid  for 
tlio  Hppliration  of  an  old  invention  to  a  new  purpose,  but  to  make 
It  valid  tht^ni  must  be  some  novelty  in  the  application.  I  can- 
not holp  thinking  that  there  must  be  some  inaccuracy  in  the 
roiMirt  (if  hiH  lionlslnp'a  words,  because,  according  to  the  proposi- 
flon,  a«  ho  Htatwl  it,  if  the  invention  is  applied  to  a  new  purpose 
thoro  (^annnt  hut  bo  some  novelty  in  the  application.  Lord  Chief 
♦FuMtioo  (-OCKBURN  approaches  much  nearer  to  the  enunci- 
I  •  I  l\i\  I  at  ion  of  a  i>rinciple,  or  at  least  of  a  rule,  for  judging  *  these 
cmHOM,  in  llarwood  v.  Great  Northern  Railway  Company, 
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2  B.  &  S.  208,  where  he  says,  "  although  the  authorities  establish 
the  proposition  that  the  same  means,  apparatus,  or  mechanical 
contrivance,  cannot  be  applied  to  the  same  purpose,  or  to  purposes 
so  nearly  cognate  and  similar  as  that  the  application  of  it  in  the 
one  case  naturally  leads  to  application  of  it  when  required  in  some 
other,  still  the  question  in  every  case  is  one  of  degree,  whether  the 
amount  of  affinity  or  similarity  which  exists  between  the  two 
purposes  is  such  that  they  are  substantially  the  same,  and  that 
determines  whether  the  invention  is  sufficiently  meritorious  to  be 
deserving  of  a  patent" 

In  every  case  of  this  description  one  main  consideration  seems 
to  be,  whether  the  new  appUcacion  lies  so  much  out  of  the  track 
of  the  former  use  as  not  naturally  to  suggest  itself  to  a  person 
turning  his  mind  to  the  subject,  but  to  require  some  application 
of  thought  and  study.  Now,  strictly  applying  this  test,  which 
cannot  be  considered  an  unfair  one,  to  the  present  case,  it  appears 
to  me  impossible  to  say  that  the  patented  invention  is  merely  an 
application  of  an  old  thing  to  a  new  purpose.  The  only  examples 
of  old  use  alleged  by  the  defendants  were  in  grindstones  and 
water-wheels.  No  doubt  these  have  what  may  be  called  bearings, 
but  they  are  of  a  totally  different  character,  and  for  a  totally  dif- 
ferent object,  from  the  bearings  patented. 

In  neither  water-wheel  nor  grindstone  is  there  a  wooden  bear- 
ing in  which  the  wheel  revolves,  but  the  wheel  is  merely  sup- 
ported on  wood,  not  encased  nor  submerged,  nor  constructed  for 
the  purpose  of  admitting  the  water  to  flow  freely  within  the  bear- 
ing, and  the  revolutions  of  each  of  them  are  at  a  very  slow  pace. 

It  is  difficult  to  believe  that  bearings  of  this  description  could 
ever  have  suggested  the  application  of  wood  to  the  bearings  of 
screw  propellers  in  the  way  described  in  the  patent.  It  is,  to  my 
mind,  not  merely  a  different  application,  but  something  in  itself 
essentially  different  It  had  been  found  that,  in  the  mode  of  con- 
structing screw  propellers  by  making  metal  work  upon  metal,  they 
soon  wore  out,  and  occasioned  a  violent  irregular  motion  on  the 
vesseL  Mr.  Penn,  having  turned  his  attention  to  the  remedying 
this  defect,  devised  the  plan  of  placing  fillets  of  wood 
upon  the  *  inner  surface  of  the  bearings,  so  as  to  prevent  [*  137] 
the  shaft  coming  in  contact  with  the  metal  of  the  bear- 
ings, and  so  as  to  admit  of  the  water  flowing  freely  between  the 
shaft  and  the  inner  surfaces  of  the  metal  bearings,  thereby  keeping 
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die  wood  •^onataaclT  lubxicaUML  The  success  of  this  inveDtion  has 
btsoL  proved  ixL  a  vemxikaUe  mumer,  for  the  revolutions  of  a  screw 
prop^iLs  hGn^  spoo  am  ATerage  at  the  rate  of  120  a  minute, 
sae  necL  bearing  tht  sooq  wore  out  with  the  friction  occasioned 
ifj  ziiis  -jeat  TeiootT,  aLiid  yet  the  wooden  bearings  of  the  plaintiff, 
ftcsed  13.20  T«s»ils»  hare  continiied  senriceable,  without  repair,  for 
aone  Tefljs^  It  would  be  ma  extraordinary  fact  if  an  invention  of 
ttiis  kind,  so  foag  wanted,  and  of  such  great  utility,  should  have 
biKn  Iriag  ia  everrbody's  way  who  knew  anything  of  the  con- 
sCTttctica  cf  a  water>wheel  or  grindstone,  and  yet  should  never 
be&ie  have  lw«i  diseoTered.  And  equally  remarkable,  if  the  inven- 
ssea  hjJ  been  anticipated  in  these  familiar  machines,  that  the 
Aiziiialtx  and  the  mercantile  marine,  and  upwards  of  fifty  firms, 
ttccll  b-ire  s;ibniicted  to  pay  royalties  for  the  privilege  of  being 
pem:::ed  to  iKse  it. 

I  h^T^  now  disposed  of  cveiy  question  connected  with  the  patent ; 
bctti  ther«  w:i$  ixie  ground  of  application  for  a  new  trial  which 
iijL',1^  N*  shvMTtly  nociced-  It  is  said  that  the  defendants  were 
rnxv^lu:^  to  cross-examine  some  of  the  plaintiff's  witnesses  as  to 
5h^ur  kaow*^\ii:e  of  the  use  of  wood  for  bearings  in  paddle-wheels 
rrlor  to  th^  d^t^  of  the  patent^  and  that  the  Vice-Chanckllor 
ijtortW  th-*ra  ujxhi  tlie  ground  that  this  was  not  within  the  notice 
%rf  o^j^^:c:ocxs.  I  apprehend,  that  it  is  always  competent  upon 
cr\^:j^\*a;iujfctiv^t.  to  put  a  question  in  this  general  form.  The 
cvHiacj^I  wvHild  uv^  bo  iMititled  to  inquire  of  the  plaintiff's  witnesses 
«st  tv*  *ttY  ${vcido  instance  of  the  prior  use  of  the  patented  inven- 
tk^  of  which  ho  h;*d  not  given  notice ;  but  he  has  always  a  right 
to  tv^l  '-^  J^*uo^al  knowledge  of  the  witnesses  upon  the  subject. 

lu  v^Alor  lv>  jrroond  this  objection,  however,  the  question  pro- 
i\>!^\i  ^*  vV  put  sih\^uld  have  been  formally  tendered  to  the  Judge, 
♦t^.d  n^w'ivxi  by  him  a^  inatlmissible.  Now,  it  appears  that  his 
Hv^MvT  ^**  iH^vor  dblinctlv  requested  to  admit  any  specific  ques- 
tx^i^.  but  fhuu  s^nuo  curs^w  remarks  it  is  assumed  that  he  would 
uv^  \oo  ^vrtuiuevl  a  i>articuUir  line  of  cross-examination. 

Ttxi^  howvYx^r.  is  not  suflBcient    The   Judge   should 

'  •  i;:^:^  ^  h  i>x^  *u  *  oi>|Kvt unity  of  deciding  upon   some  distinct 

v*u^^5t:^^n.  ami  ha^v  refused  to  allow  it,  before  there  can 

t\^  si  ttUsiN^i  Wsivlo  <v*r  a  now  trid  on  account  of  the  rejection  of 

^\^^^^\v     V'u^^  \^>vuou.  therefore,  has  no  foundation. 

ttvo  uwsw^  *^^T  a  uow  tri^l  must  be  refused  with  costs. 
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ENGLISH  NOTES. 

In  Kay  v.  Marshall  (1839),  5  Bing.  N.  C.  492  (referred  to  in  the 
argumenty  p.  84,  supra) j  a  patent  had  been  taken  out  for  {inter  alia) 
improved  machinery  for  spinning  flax;  the  improvement  consisted  in 
spinning  at  a  shorter  reach  than  had  before  been  practised,  and  this 
was  rendered  practicable  in  consequence  of  newly  invented  machinery 
for  macerating  the  flax.  It  was  proved  that  spinning  machines  varying 
in  the  distance  of  the  reach  according  to  the  length  of  the  staple'  of  the 
article  to  be  spun  had  been  in  use  before.  It  was  held  that  the  so- 
called  improvement  was  not  properly  the  subject  of  a  patent. 

In  Tetley  v.  Easton  (1857),  2  C.  B.  (N.  S.)  706,  26  L.  J.  C.  P.  269, 
the  plaintiff  had  obtained  a  patent  for  '<  certain  improvements  in 
machinery  for  raising  and  impelling  water  and  other  liquids."  He 
described  an  apparatus  consisting  of  a  wheel  and  other  appliances  for 
raising  water  by  means  of  centrifugal  force;  and  his  claim  (after  dis- 
claimer) was  for  '<  the  means  of  increasing  the  action  of  the  machine  by 
causing  the  liquid  to  enter  the  wheel  on  both  sides."  The  raising 
water  by  centrifugal  force  was  not  new;  and  in  a  previous  publication 
by  one  Buthven  there  was  a  drawing  of  a  machine  designed  for  an 
analogous  purpose  which  showed  the  admission  of  the  fluid  on  both 
sides  of  the  wheel.  The  patent  was  held  invalid.  The  gist  of  the  de- 
cision is  thus  expressed  by  Cress  well,  J. :  —  '^  The  form  of  the  wheel 
used  by  the  plaintifE  was  not  new,  nor  does  he  claim  it  as  new;  nor 
was  the  plan  of  admitting  water  at  both  sides,  for  the  purpose  of  being 
projected  forwards  by  centrifugal  force,  new — it  having  been  made 
known  by  the  specification  enrolled  by  Buthven,  and  the  drawings  an- 
nexed to  it.  It  may  be  true  that  the  plaintiff  first  explained  the  full 
benefit  obtained  by  so  introducing  it :  but  the  discovery  that  a  partic- 
ular advantage  was  obtained  by  the  use  of  a  wheel  known  before,  in  a 
manner  known  before,  cannot  be  called  an  invention  or  application  to 
sustain  a  patent." 

Similarly  it  has  been  held,  that  a  so-called  '^  improvement  in  the 
manufacture  of  cast  tubular  boilers  "  which  merely  consisted  of  casting 
them  in  one  piece,  —  such  boilers  having  been  formerly  cast  in  several 
pieces  :  Ormson  v.  Clark  (C.  P.  &  Ex.  Ch.  1862, 1863),  13  C.  B.  (N.  S.) 
337,  14  a  B.  (N.  S.)  476,  32  L.  J.  C.  P.  8,  291;  and  a  so-called 
invention  by  the  application  of  a  known  instrument  —  double-angle 
iron  —  to  the  joists  of  telescopic  gas-holders,  —  a  purpose  analogous  to 
that  for  which  they  were  formerly  used :  Norton  v.  Mdbon  (C.  P.  & 
Ex.  Ch.  1862,  1864),  12  C.  B.  (N.  S.)  437,  16  C.  B.  (N.  S.)  141;  were 
not  patentable  inventions. 

So  patents  have  been  held  invalid  in  the  case  of  a  so-called  inven- 
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tion  of  an  impiorement  iu  falls  for  ladies'  mourning  bonnets  and  hats, 
consisting  of  an  arrangement  for  making  them  reversible:  White  v. 
Tarns  (1867),  37  L.  J.  Ch.  204, 17  L.  T.  348;  of  the  adaptation  of  a 
sliding  door  to  a  spherical  lamp,  —  sliding  doors  having  been  previously 
applied  to  cylindrical  lamps,  &c.,  —  Farkes  v.  Stevens  (1869)  L.  E.  5 
Ch.  36,  38  L-  J.  Ch.  627,  22  L.  T.  635,  18  W.  R.  233;  and  of  the 
application  of  wooden  planking  to  iron  frames  of  ships,  —  it  having 
been  shown  that  various  combinations  of  wood  and  iron  had  been  used 
in  the  frames  and  coating  of  ships.  Jordan  v.  Moore  (1866),  L.  E.  1 
C.  P.  624,  35  L.  J.  C.  P.  268, 14  W.  R.  769. 

But  where  there  is  meritorious  invention  in  the  application  of  what 
is  old,  —  although  a  mere  mechanical  device,  —  there  is  patentable 
subject-matter.  As  an  instance  may  be  cited  the  case  of  Pirrie  v.  York 
Strtei  Spinning  Co.y  1894,  1  Ir.  Eep.  417;  where  the  invention 
consisted  of  the  application  for  a  special  purpose  connected  with  the 
wet  spinning  of  flax  of  an  arrangement  which  is  commonly  used  in  the 
dry  spinning  of  flax  for  quite  another  purpose. 

Lastly,  in  thb  connection,  may  be  noted  the  observation  quoted  by 
Lord  Hebschell  from  the  evidence  of  Dr.  Griess  in  Badische 
Aniliih  de.  v.  Levinstein  (H.  L.  1887),  12  App.  Cas.  710,  723 ;  that 
^*  analogy  does  not  go  a  long  way  in  chemistry." 

AMERICAN  NOTES. 

In  Pel•lM^y«ll•i«  if.  Co.  V.  Locomotire  Truck  Co.,  110  United  States,  490,  494, 
Mr.  Justice  Gray,  delivering  the  opinion  of  the  Court,  said :  "  The  applicar 
tHUi  of  an  old  process  or  machine  to  a  similar  or  analogous  subject,  with  no 
chaiu^"  in  the  manner  of  application  and  no  result  substantially  distinct  in  its 
natures  will  not  sustain  a  patent,  even  if  the  new  form  of  result  has  not  be- 
low 1hh»u  wMitemplated.'*  See  also  Vinton  v.  Hamilton,  104  United  States, 
4sSi;  }Untt  T.  San  fVoncisco,  113  id.  079;  Stephenson  v.  Brooklyn  R.  Co^  114 
iiL  \k^  IM  ;  Mi/ler  v.  Forte,  116  id,  22;  Grant  v.  WaUer,  148  id.  547. 

K>tM  V  iviil**tttable  invention  involves  the  discovery,  creation,  or  contriving 
ixf  .^xiwthii\S  beneficial  which  did  not  exist  previously.  Hotchkiss  v.  Green- 
icv.H^  U  llowanl  (l'.  S.),  248;  Potter  v.  WhUney,  1  Lowell  (U.  S.),  87; 
K^H.^MH  v.  AVir  Yo»t,  1  Fisher's  Patent  Cases,  252.  Under  the  American 
sitjilutivH  even-  iuwntion,  iu  order  to  be  a  valid  subject  for  a  patent,  must  be 
iv.|h  mwt^l  ami  uj^^ful.  Crt>uck  v.  Roemer,  103  United  States,  797;  Tkon^on 
V  K^...<^V'.  IU  id.  1;  iy<^  V.  Ferry,  1  Fisher's  Patent  Cases,  298;  Hally. 
li%^^  ^  UUtohfvml  {W  S.V  194;  Earle  v.  Sawyer,  4  Mason  (U.  S.),  1; 
•lii-*-*  V,iH,./:  C\».  V.  Haish.  4  Federal  Rep.  900;  ShawY.  Colwell  Lead 
C  U  id  TU:  /Nt.Wr  v.  Mansion,  34  id.  336.  In  Thotnpson  v.  Boisselier, 
M  IV  U  On*  iourt  said  Uiat  the  intending  patentee  "must  be  an 
iXuui  i^nd  he  mu*t  hav*  made  a  discovery;"  that  it  is  not  enough  that 
aUuo^  -UVa  Wuew.iu  the  sense  that,  in  tlie  shape  or  form  m  which  it  is 
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produced,  it  shall  not  have  been  before  known,  and  that  it  ^<  shall  be  useful, 
but  it  must,  under  the  Constitution  and  the  statutes,  amount  to  an  invention 
or  discovery." 

The  subject  of  a  patent  is  always  the  device  or  mechanical  means  by  which 
the  desired  result  is  to  be  secured,  and  not  the  result  itself.  Carver  v.  Hyde^ 
16  Peters  (U.  S.),  513,  519;  Knapp  v.  Morss,  150  United  Stotes,  221;  WoUen- 
aak  V.  Sargent,  151  id.  221.  Thus  a  '*  process  "  is  paten\able  only  when  that 
term  is  used  to  represent  a  practicable  method  or  means  of  producing  a  bene- 
ficial result  or  effect,  and  not  when  that  term  is  applied  subjectively  or  pas- 
sively to  the  material  operated  upon.  Corning  v.  Burden,  15  Howard  (U.  S.), 
252;  Westinghouse  v.  Botfden  P,  B,  Co,,  170  United  States,  537,  555.  The  fact 
that  a  patent  has  been  issued  raises  a  presumption  in  favor  of  the  operative- 
ness  and  utility  of  the  invention,  and  even  if  it  has  defects  in  minor  details  of 
construction,  these  will  not  defeat  the  efficiency  of  the  patent  if  the  principle 
of  the  alleged  invention  is  sufficiently  disclosed.  Dashiell  v.  Grosvenor,  162 
United  States,  425;  Patent  Button  Co.  v.  ScovUl  Manuf.  Co.,  92  Federal  Rep. 
151. 

To  be  "  useful,"  the  invention  must  not  be  dangerous  or  mischievous;  it  is  not 
so,  if,  when  using  it,  the  inventor  is  in  constant  danger.  Mitchell  v.  Tilghman, 
19  Wallace  (U.  S.),  287,  896 ;  Cox  v.  Griggs,  1  Bissell  (U.  S.),  362 ;  McComb 
V.  Emeit,  1  Woods  (U.  S.),  195;  Lowell  v.  Lenris,  1  Mason  (U.  S.),  182.  The 
patent  will  also  be  invalid,  if  useful  only  for  improper  or  unlawful  purposes. 
Klein  v.  Russell,  19  Wallace  (U.  S.),  433 ;  Lowell  v.  Lewis,  supra.  The  uses 
covered  by  the  patent  are  those  intended  by  the  patentee  and  named  in  the 
patent.  Rowe  v.  Blanchard,  18  Wisconsin,  441.  The  utility  suffices,  whether  it 
is  general  or  limited,  if  the  use  is  beneficial.  Bedford  v.  Hunt,  1  Mason  (U.  S.), 
302.  It  is  gauged  by  the  state  of  the  art  at  the  time  the  patent  was  applied  for. 
Westinghouse  El,  Co,  v.  Beacon  Lamp  Co.,  95  Federal  Rep.  462, 465.  It  is  shown 
if  applicable  to  one  use,  even  though  not  applicable  to  all  the  uses  named  by  the 
inventor.  Phillips  v.  Risser,  26  Federal  Rep.  308,  309.  If  useful  in  any  degree, 
however  small,  the  patent  will  not  be  declared  void.  Gibbs  v.  Hoefner,  22  Blatch- 
ford  (U.  S.),  36 ;  Eppinger  v.  Rickey,  14  id.  307.  In  order  to  be  patentable, 
the  statutes  do  not  require  inventions  to  be  superior  to,  or  better  than,  all  other 
things  known.     Shaw  v.  Colwell  Lead  Co.,  20  Blatchford  (U.  S.),  417,  422. 

Without  invention,  neither  utility  nor  novelty  alone  is  patentable.  Thomp- 
son V.  Boisselier,  114  United  States,  1 ;  Densmore  v.  Scofield,  102  id.  375;  Hiil 
V.  Wooster,  132  id.  693.  Every  patentable  improvement,  as  well  as  an  origi- 
nal invention,  must  not  only  be  beneficial,  but  must  also  possess  a  novelty 
which  was  found  out  and  first  applied  by  him  who  claims  to  be  its  in. 
ventor.  Evans  v.  Eaton,  7  Wheaton  (U.  S ),  356;  Gardner  v.  Herz,  118 
United  States,  180,  193;  Du  Bois  v.  Kirk,  158  id.  58,  63;  Adams  v.  BeUaire 
S,  Co,,  28  Federal  Rep.  360;  Wheeler  v.  Clipper  M.  Co,,  10  Blatchford  (U.  S.), 
181 ;  WhiUemore  v.  Cutter,  1  Gallison  (id.),  478.  Novelty  is  not  established 
by  proof  that  better  results  are  obtained  under  a  later  patent  depending 
upon  the  same  idea  as  an  earlier  one,  but  without  an  essential  change  of 
structure.  Market  St.  C.  Ry,  Co.  v.  Rowley,  155  United  States,  621 ;  see 
Hollister  v.  Benedict  Manuf.   Co,,  113  id.  59;  Asmus  v.  Alden^  27  Federal 
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Bap.  684;  Fruit-CUaning  Co.  v.  Fresno  H.  P.  Co.,  94  id.  845.  As  to  novelty, 
see  further^  Sect,  vii.,  if^/ra.  That  utility  may  be  evidence  of  novelty  and 
vice  versa,  see  1  Robinson  on  Patents,  §  344,  and  notes;  Adams  v.  Bellaire  S. 
Co.,  141  United  States,  539. 

As  showing  utility,  evidence  is  admissible,  but  not  condusive,  that  an 
article,  previously  unsalable,  has  been  made  salable  by  the  invention  in  ques- 
tion ;  that  the  public  receive  such  invention  with  favor ;  or  that  other  similar 
devices  used  for  a  like  purpose  have  thereby  been  displaced.  Smith  v.  Good- 
year Dental  V.  Co.,  93  United  States,  486;  Robertson  v.  Blake,  94  id.  728 ;  Mc- 
Clain  V.  Ortmayer,  141  id.  419;  Sargent  v.  Yale  Lock  Co.,  17  Blatchford  (U.  S.), 
249 ;  Jwison  v.  Moore,  1  Bond  (U.  S.),  285;  Warder.  Plow  Co.,  14  Federal  Rep. 
696;  Eclipse  W.  Co.  v.  May,  17  id.  344;  NUes  Tool-Works  v.  BetU  Machine 
Co.,  27  id.  301 ;  Neuhvary  v.  Fowler,  28  id.  454.  The  fact,  however,  that  the 
patented  article  may  have  been  popular,  and  met  with  large  sales,  is  not  im- 
portant when  the  alleged  invention  is  without  patentable  novelty.  Ihur  v. 
CorUn  C.  Lock  Co.,  149  United  States,  216  ;  OUn  v.  Timken,  155  id.  141, 155. 
Nor  do  these  rules  apply  when  the  article  approved  by  the  public  differs  mate- 
rially from  that  described  in  the  specification  and  claims.  Christy  v.  Hygeia 
Saddle  Co.,  93  Federal  Rep.  965.  As  illustrating  these  rules,  Mr.  Justice 
Brown,  in  McClain  v,  Ortmayer,  141  United  States,  419,  427,  adverting  to  the 
argument  that  the  only  practical  test  of  invention  is  utility,  and,  inferentiaUy 
at  least,  that  the  utility  of  a  device  is  conclusively  proven  by  the  extent  to 
which  it  has  gone  into  general  use,  distinguishes  the  English  cases  supporting 
this  view  on  the  ground  that  the  language  of  the  American  statute  limits  the 
benefit  of  the  patent  laws  to  things  which  are  new  as  well  as  useful,  and 
says :  *'  That  the  extent  to  which  a  patented  device  has  gone  into  use  is  an 
unsafe  criterion  even  of  its  actual  utility,  is  evident  from  the  fact  that  the 
general  introduction  of  manufactured  articles  is  as  often  effected  by  extensive 
and  judicious  advertising,  activity  in  putting  the  goods  upon  the  market,  and 
large  commissions  to  dealers,  as  by  the  intrinsic  merit  of  the  arts  them- 
selves ; "  and  (p.  429)  that  while,  **  in  a  doubtful  case,  the  fact  that  a  patented 
artlole  has  gone  into  general  use  is  evidence  of  its  utility,  it  is  not  conclusive 
i«v«n  of  that,  nuioh  less  of  its  patentable  novelty."  See  also  Lovell  Manuf. 
Co.  v.  Cary,  147  United  States,  623,  635;  Grant  v.  WaUer,  148  id.  547,  556. 
In  Smith  v.  Gootlyear  Dental  V.  Co.,  93  United  States,  486,  495,  Mr.  Justice 
H THONtt  Miiid :  *'  We  do  not  say  that  the  single  fact  that  a  device  has  gone  into 
Knimral  uwi,  and  has  displaced  other  devices  which  had  previously  been 
uMiiiIoytMl  for  analogous  uses,  establishes  in  all  cases  that  the  later  device 
liivoIvoK  A  putontablo  invention.  It  may,  however,  always  be  considered;  and, 
wlinit  itio  oitii^r  faotN  in  the  case  leave  the  question  in  doubt,  it  is  sufficient  to 
hirti  tlio  unulo,*'  Soo  al»o  Mngotcan  v.  New  York  Belting  Co.,  141  id.  832, 
IUM|  (imdy  v.  Main  Bflting  Co.,  143  id.  587,  595;  Krementz  v.  5.  Cottie  Co. 
I  IN  Id.  ^^^  l  HuwUtt  v.  AmUrson,  76  Federal  Rep.  827;  Rubber  Tire  Wheel  Co. 
V.  r  Utlumhin  /*.  U'.  W,  Co,,  01  Id.  978.  And  when,  in  a  class  of  machines  widely 
iiMMil,  it  w|»|M»ain  thai  at  liwt,  after  repeated  and  futile  attempts,  a  machine 
liiiM  lionii  nniiirlvod  whU'h  acoompUshes  the  desired  result,  and  for  which  the 
V\\Ux\\\.  ( JHhui  han  grttutod  a  patent,  the  Courts  are  not  ready  to  adopt  an  astute 
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and  narrow  oonstmction,  fatal  to  the  grant.  Keystone  Manuf,  Co,  v.  Adams ^ 
151  United  States,  139, 145.  Hence,  experiments  producing  unsatisfactory 
results,  and  abandoned  in  consequence,  cannot  establish  a  prior  use  closing 
the  door  to  further  inyention  by  which  a  commercially  valuable  and  useful 
product  can  be  placed  upon  the  market.  Deering  y.  Winona  Harvester  Works^ 
155  United  States,  280. 


No.  6.  — BOOTH  V.  KENNAED. 
(EX.  CH.  1856.) 

RULE. 

A  NEW  process  which  obtains  a  result  directly  and  in 
such  a  manner  as  to  dispense  with  an  intermediate  process 
by  which  the  result  had  been  formerly  obtained,  is  good 
subject-matter  for  a  patent. 

Booth  V.  Kennard. 

1  Hurl.  &  Norman,  527-532  (s.  o.  26  L.  J.  Ex.  23). 

PaUnt.  —  Subijeci'maUer,  —  Process. 

Vegetable  gas  had  been  obtained  from  oils  which  were  separated  from  [527] 
seeds  and  other  oleaginous  substances  by  pressure.     It  was  discovered 
that  gas  might  be  distilled  at  once  from  the  seeds,  &o.,  without  first  separating 
the  oil.    Held,  that  assuming  the  invention  to  be  new,  it  was  such  as  might  be 
the  subject  of  a  patent. 

To  a  declaration  stating  that  the  plaintiff  was  the  first  inventor  of  a  new 
manufacture,  &c.,  and  that  the  defendant  had  infringed  his  patent  right,  a  plea 
that  the  invention  was  not  a  matter  for  which  letters  patent  could  by  law  be 
granted,  does  not  put  in  issue  the  novelty  of  the  invention. 

Error  on  a  bill  of  exceptions  (before  Cockburn,  Ch.  J.,  Coleeidge, 
J.,  WiGHTMAN,  J.,  Erlb,  J.,  WttLiAMS,  J.,  and  Crompton,  J.). 
The  declaration  stated  that  the  plaintiff  was  the  first  and  true  in- 
ventor of  a  certain  new  manufacture,  that  is  to  say,  of  certain 
improvements  in  the  manufacture  of  gas,  and  thereupon  Her  Maj- 
esty, by  letters  patent,  &c.,  granted  to  the  plaintiff  the  sole  privilege 
to  make,  use,  exercise,  and  vend  the  said  invention  for  the  term  of 
fourteen  years,  from  the  12th  of  November,  1850,  and  the  8th  of 
May,  1852,  &a,  and  the  defendant  infringed  the  said  patent  rights. 
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The  defendant  pleaded,  eighthly  —  That  the  alleged  invention  or 
inventions  were  not  nor  was  either  of  them  a  matter  for  which 
letters  patent  could  by  law  be  granted.  Issue  thereon. 
[*  528]  *  The  bill  of  exceptions  stated  that  the  issues  came  on  to 
be  tried  before  Pollock,  C.  B.,  at  the  sittings  in  London 
after  Trinity  Term,  1855,  when  the  plaintiff  gave  in  evidence  cer- 
tain letters  patent  of  the  12th  of  November,  1850,  "  for  improve- 
ments in  the  manufacture  of  gas,"  cmd  also  a  specification  filed  in 
pursuance  of  the  conditions  of  the  said  letters  patent  in  which  the 
improvements  were  stated  to  "  consist  in  the  construction  of  the 
apparatus  used  in  making  gas  from  oleaginous,  fatty,  resinous, 
tarry,  or  spirituous  substances,  and  in  the  mode  of  working  the 
apparatus/'  and  the  apparatus  and  the  mode  of  operation  were  de- 
scribed: and  the  plaintiff  also  gave  in  evidence  certain  other  letters 
patent  of  the  8th  of  May,  1852,  "for  improvements  in  the  manufac- 
ture of  gas,"  and  a  specification  filed  in  pursuance  of  the  condition 
thereof,  which,  after  reciting  that  "heretofore  in  manufacturing 
gas  from  oils,  oily  or  resinous  matter,  it  had  been  usual  to  go 
through  the  costly  process  of  obtaining  the  oils,  &c.,  from  seeds  and 
other  substances,  and  to  use  the  same  in  a  fluid  or  semifluid  state," 
proceeded  as  follows :  — 

"Now  my  improvements  consist  in  the  direct  use  of  seeds, 
leaves,  flowers,  branches,  nuts,  fruit,  and  other  substances,  and 
matters  containing  oil  or  oily  or  resinous  matter,  or  other  matter 
useful  in  the  manufacture  of  vegetable  gas.  The  mode  of  using 
seed  and  constructing  the  apparatus  used  under  this  my  patent  in 
preparing  gas,  may  be  the  same  as  the  apparatus  used  in  the  ordi- 
nary mode  of  making  gas  with  coal ;  but  I  prefer  projecting  the 
seed,  &c.,  into  a  hot  retort  and  subjecting  it  for  a  certain  time  to 
a  proper  heat,  then  withdrawing  the  expended  residuum  and  again 
supplying  the  retort  with  another  quantity  of  seed,  and  so  on,  be 
the  same  more  or  less,  at  one  time.  For  the  purpose  of  exemplifi- 
cation I  give  a  plan  of  a  retort,"  &c.  "  I  claim  for  making 
[*  529]  gas  direct  from  seeds  and  matters  *  herein  named,  for 
practical  illuminations,  or  other  useful  purposes,  instead  of 
making  it  from  the  oils,  resins,  or  gums  previously  extracted  from 
such  substances." 

The  Lord  Chief  Baron  directed  the  jury  that  the  invention 
comprised  in  the  letters  patent  of  the  8th  of  May,  1852,  was  not  a 
matter  for  which  letters  patent  could  by  law  be  granted,  and  that 
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they  ought  to  find  a  verdict  for  the  defendants  on  the  issue  joined 
on  the  eighth  plea,  so  far  as  it  related  to  the  last  mentioned  letters 
patent  The  counsel  for  the  plaintiff  excepted  to  the  direction  of 
the  learned  Judge,  and  contended  that  the  same  was  a  matter  for 
which  letters  patent  could  by  law  be  granted,  and  thereupon  the 
jury  gave  their  verdict  for  the  defendant  upon  the  eighth  issue,  so 
far  as  the  same  related  to  the  said  last  mentioned  letters  patent 
and  invention,  and  thereupon  the  jury  was  discharged  as  to  the 
residue  of  the  issues  joined. 

Webster  (with  whom  was  Macnamara),  for  the  plaintiff.  —  At  the 
time  of  the  specification  of  the  first  patent,  the  mode  of  making  gas 
from  oils,  tars,  fatty  or  resinous  substances,  was  so  surrounded  with 
difficulty  that  no  apparatus  for  the  purpose  had  been  brought  into 
general  practice.  The  first  patent  was  for  improvements  in  the 
apparatus  used  for  this  purpose.  Until  the  plaintiff  invented  tlie 
improvements  described  in  the  second  patent,  it  had  been  usual,  in 
the  first  instance,  to  go  through  the  process  of  obtaining  oil  from  the 
substances  containing  it,  and  then  to  inject  the  oil  in  a  liquid  state 
into  a  heated  retort  The  plaintiff's  second  patent  is  a  claim  for 
making  gas  by  the  direct  use  of  seeds,  leaves,  flowers,  branches,  nuts, 
and  fruits,  and  other  substances  containing  oil,  or  oily  or  resinous 
matter,  or  other  matter  useful  in  the  manufacture  of  vegetable  gas. 
That  is  a  good  subject-matter  for  a  patent;  it  is  a  new 
manufacture.  [Cockburn,  Ch.  J.  —  The  plaintiff  *  saves  an  [*  530] 
intermediate  process.]  In  Crane  v.  Price,  4  M.  &  G.  580, 
1  Webst  P.  C.  393  (p.  136,  post)^  it  is  said,  that  if  the  re- 
sult is  a  new,  better,  or  cheaper  article,  it  is  sufficient  Here 
the  gas  is  necessarily  cheaper,  for  the  plaintiff's  invention  saves  a 
costly  process.  Sturz  v.  De  La  Bue^  5  Euss.  322,  shows  that  an 
improvement  in  any  part  of  a  process  is  an  improvement  in  the 
result.  It  is  objected  that  no  new  process  is  described.  [Erle,  J. 
—  In  Steiner  v.  Seald,  6  Ex.  607,  it  was  held  that  the  application 
of  a  process  previously  applied  for  extracting  garancine  from  fresh 
madder,  to  spent  madder,  which  was  a  substance  that  had  formerly 
been  thrown  away  as  useless,  might,  if  the  application  involved  any 
new  discovery,  be  the  subject  of  a  patent  Cockburn,  Ch.  J.  —  No 
one  doubted  but  that  Heath's  second  invention  of  putting  the  car- 
bon and  manganese  together  in  the  pot  with  the  iron,  by  which 
one  of  the  processes  for  making  his  improved  iron  was  saved,  would 
have  been  a  good  subject-matter  of  a  patent    See  Heath  v.  Unwin, 
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13  C.  B.  522.]  The  invention  is  the  more  valuable  because  it  is 
simple.  A  patent  for  the  use  of  a  new  material  in  a  combination 
may  be  good.  It  is  like  the  case  of  Lord  Dudley's  patent  for 
making  iron  with  pit  coal  instead  of  charcoal.  1  Webst.  P.  0. 14. 
See  also  Buck's  Invention,  1  Webst.  P.  C.  35. 

Hindmarch  (with  whom  was  J.  Brown),  for  the  defendant.  — 
The  plea  is,  "  that  the  invention  was  not  a  matter  for  which  letters 
patent  could  by  law  be  granted ; "  that  means  that  it  was  not  an 
invention  within  the  exception  in  the  6th  section  of  the  21  Jac. 
I.  c.  3.  The  plea  raises  the  question  of  novelty,  as  well  as  whether 
the  invention  is  a  manufacture.  Looking  at  the  two  specifications, 
and  comparing  them,  the  Court  can  now  see  that  the  invention  is 
not  new.  Bush  v.  Fox,  5  H.  L.  C.  707.  The  first  patent 
[*  531]  claims  the  use  of  the  *  apparatus  for  making  gas  from 
resinous  matter.  Working  under  that  patent  would  be  an 
infringement  of  the  second  patent;  therefore  the  invention  de* 
scribed  in  the  second  patent  is  not  new.  Tetley  v.  JSaston,  2  £.  & 
B.  956.  [CocKBURN,  Ch.  J.  —  The  novelty  of  the  invention  is  not 
put  in  issue  by  this  pleeu  Coleridge,  J.  —  It  amounts  to  this : 
the  novelty  and  utility  of  the  invention  being  admitted,  still  this 
is  not  the  subject-matter  of  a  patent.]  The  plea  raises  every 
question ;  the  eflfect  of  it  is,  that  the  conditions  required  by  the 
statute  to  make  a  patent  good  do  not  exist  The  plaintiif  has 
described  no  new  process,  no  new  mode  of  operating  upon  matter, 
nothing  but  what  is  admitted  to  be  old ;  and  the  question  is,  can  the 
mere  new  application  of  the  well-known  processes  of  dry  distillation 
to  a  new  matter  be  the  subject  of  a  patent  ?  [Cockburn,  Ch.  J.  — 
Is  not  the  application  of  a  known  process  to  a  new  material  a  good 
subject-matter  of  a  patent  ?]  Not  if  the  application  is  to  a  sub- 
stance precisely  analogous  to  the  substances  to  which  it  had  been 
previously  applied.  [Crompton,  J.  —  Suppose  a  person  discovered 
that  instead  of  malting  barley  in  the  first  instance  he  could  malt  it 
and  make  it  into  beer  at  the  same  time,  and  by  a  single  process, 
might  he  not  have  a  patent  for  that  ?]  The  doctrine  laid  down  in 
Crane  v.  Price,  4  M.  &  G.  580,  1  Webst.  P.  C.  393  (p.  136,  posf), 
and  relied  upon  by  the  other  side,  has  been  repeatedly  questioned, 
and  particularly  in  Dobbs  v.  Penn,  3  Ex.  427.  He  referred  also  to 
Zosh  V.  Hague,  1  Webst.  P.  C.  202 ;  Beg.  v.  OutUr,  3  C.  &  K.  215, 
Macrory,  Pat.  Ca.  138 ;  Kay  v.  Marshall,  5  Bing.  N.  C.  492. 

Webster  was  not  called  upon  to  reply. 
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CocKBUBN,  Cb.  J.  -^  We  aU  thiak  that  the  direction  of 
the  •  losD  Chief  Babou  waa  erroneous,  and  that  there  [*  532] 
must  be  a  venire  de  novo.  The  patent  claims  the  making 
gas  directly  from  seeds  and  other  oleaginous  substances  instead  of 
making  it  from  oils.  By  this  means  the  patentee  gets  rid  of  one 
of  two  processes.  Previously  to  the  date  of  the  patent,  gas  had 
been  obtained  by  a  particular  apparatus  from  oils,  which  were  first 
separated  from  the  substances  containing  them  by  pressure  The 
patentee  has  discovered  that  the  first  process  may  be  dispensed 
with.  That  18  a  useful  invention,  and  the  patent  is  sustainable  if 
the  invention  is  new. 

Webster  appUed  for  costs,  but  the  Court  refused  to  make  anv 

renvre  de  novo. 

[Upon  the  subsequent  trial,  it  was  decided  that  the  patent  was 
void  for  want  of  novelty.  Booth  v.  Kennard  (1857),  2  H  &  N  84 
26  L  J.  Ex,  305.]  *     ' 

ENGLISH  NOTEa 

It  is  well  established  that  "manufacture"  in  the  Statute  of  James 
includes  a  process.    The  observation  of  Lord  Westbcbv  in  Rnl^l 

zX":  th  T  ^'  "n- ''''  '^  ^^-  ^'  --'>'  -  "^  ^-  -^^ 

to.  By  the  large  interpretation  given  to  the  word  « manufacture ' 
itnot  only  comprehends  productions,  but  it  comprehends  the  means  of 
producing  them.  Therefore,  in  addition  to  the  thing  produced,  it  iil 
comprehend  a  new  machine,  or  a  new  combination  of  machinery;  it 
w  11  comprehend  a  new  process,  or  an  improvement  of  an  old  pro^g." 
Illastrat.ons  are  supplied  by  ffaHley's  Patent  (1777).  1  Webst.  P.  C 
M :  apphcation  of  plates  of  metal  to  buildings  for  prevention  of  fire  • 
Forsyth  y.  Btv^e^im),  1  Carp.  P.  C.  401;  appliLion  of  a  known 

manufacturing  gelatine:  2ieu,all  v.  EllioU  (18^8).  7^1  CT  im 

J^T  ?T^  f  T  t "'  "*"'"■«  *"'*  Wi-g  out  the  wire.    And  se! 

Frost,  Patent  Law,  p.  62,  et  teq. 

t  J*  t,"  '''  "^""i  *'^*  *'•'  ^^'"""  ""^  *''«  Exchequer  Chamber  in 
ae  above  pnncipa^  case   is  merely  hypothetical:  namely,  that  the 

""yT.rr    "'  ^  '^'  ""'^^^  "^  ^  aubject-ijitter  fo^  a 


^•a  :"or  tfie 


-»^*  Ta;j  jaij 


~   ^*^  '    '^  •*   — iU'-j'?.  raue 
' "  •'   "     -    :■-.'■-»-    ;r  xnj 

"  *  ^"^    '  ••  ■^^«   -•;£  :r«*  his 

■  *•  -"'         ^  •  ^"^  titt  a  claim 

"•  ;c  r^.rir-i  X'  :i:»*  forticular 
*  :-.  >  a..£  ai,c  be  oliimed,  but 
Lt^i    N?.  jc-iia.  wi:li  nespect  to 


tL  C.  VOL.  XX.]  SECT.  n.  —  SUBJECT-MATTER.  131 


Vo.  6.  —  Booth  V.  Kennard.  —  Hotel. 


the  telephone,  Mr.  Bell's  ^  art "  consisted  in  so  controlling  the  force  of  elec- 
tricity as  to  make  it  accomplish  the  purpose  of  transmitting  speech.  Dis- 
covering that  this  could  be  effected  by  gradually  changing  the  intensity  of  a 
continuous  electric  current,  so  as  to  make  it  correspond  exactly  to  the  changes 
in  the  density  of  the  air  caused  by  the  sound  of  the  human  voice,  he  put  his 
art  in  a  condition  for  practical  use  by  devising  a  way  in  which  such  changes 
of  intensity  could  be  made  and  speech  be  actually  transmitted.  In  doing 
this,  both  discovery  and  invention,  in  the  popular  sense  of  those  terms,  were 
involved ;  discovery  in  finding  the  art,  and  invention  in  devising  the  means 
of  making  it  useful.  In  such  cases,  the  new  art  belongs  to  the  first  inventor 
during  the  life  of  his  patent.  Other  inventora  may  compete  with  him  for  the 
ways  of  giving  effect  to  the  discovery,  and  if  another,  discovering  a  different 
art  or  method  of  doing  the  same  thing,  reduces  it  to  practical  use,  and  gets  a 
patent  for  his  discovery,  the  new  and  different  discovery  will  be  the  property 
of  the  new  discoverer,  and  thereafter  the  two  wiU  operate  independently. 
The  mere  fact  that  the  later  invention  produces  better  results  from  the  same 
original  idea  does  not  make  it  patentable.  The  Telephone  Cases,  126  United 
States,  1,  532;  Market  Street  Cable  Ry.  Co,  v.  Rowley,  155  id.  621 ;  see  Asmus 
y.  Alden,  27  Federal  Rep.  684.  The  patent  for  the  art  does  not  necessarily 
involve  a  patent  for  the  particular  means  employed  in  using  it;  and  the 
mention  of  any  means,  in  the  specification  or  descriptive  portion  of  the  patent, 
Is  merely  to  show  that  the  art  is  **  useful "  as  required  by  the  statute.  Com- 
ing V.  Burden,  15  Howard  (U.  S.),  252,  266;  The  Telephone  Cases,  126 
United  States,  1,  532 ;  New  Process  F,  Co,  v.  Maus,  122  id.  413, 427 ;  Fond  du 
Lac  County  v.  May,  137  id.  395.  Such  **  usefulness  "  may  be  either  general 
or  limited.     Bedford  v.  Hunt,  1  Mason  (U.  S.),  302. 

A  principle,  as  a  natural  physical  force,  or  a  law  of  nature,  or  a  property 
of  matter,  is  not  the  product  of  inventive  skill,  but  is  the  common  property 
of  all  mankind ;  and  although  new  knowledge  of  the  uses  and  effects  of  a 
substance,  or  of  a  law  of  nature,  enables  it  to  be  used  more  intelligently  and 
the  best  results  to  be  obtained  with  greater  certainty,  yet  there  is  no  patent- 
able discovery  or  invention  in  such  knowledge  unless  it  is  applied  and  made 
use  of  in  some  new  way,  as  when  a  natural  force  is  so  applied  and  transformed 
as  to  make  it  a  force  practically  new;  on  the  other  hand,  an  inventor  who 
discovers  a  process  or  mode  of  operation  which  will  produce  improved  results, 
is  entitled  to  a  patent,  though  he  may  not  understand  the  scientific  principle 
or  philosophy  of  its  working.  Le  Roy  v.  Tatham,  14  Howard  (U.  S.),  156, 
175;  Stone  v.  Sprague,  1  Story,  270;  Wyeih  v.  Stone,  id.  273,  285 ;  Broton  v. 
District  of  Columbia,  130  United  States,  87,  100 ;  Stow  v.  Chicago,  104  id.  547 ; 
Morton  v.  New  York  Eye  Infirmary,  5  Blatchford  (U.  S.),  116;  Andrews  v. 
Cross,  19  id.  294,  305 ;  In  re  Kemper,  1  Mc Arthur's  Patent  Cases,  1, 4 ;  Haffcke 
V.  Clark,  46  Federal  Rep.  770 ;  Wall  v.  Leek,  66  id.  552.  Thus,  elasticity  is 
a  known  law  of  nature,  and  the  use  of  it  in  a  known  manner  is  not  an  in- 
ventive art.  American  Strawboard  Co.  v.  Elkhart  Egg^ Case  Co.,  Si  Federal 
Rep.  960,  965.  So  an  inventive  conception  alone  is  not  sufficient  for  securing 
a  patent,  but  the  new  idea  or  discovery  must  be  practically  applied.  McEwan 
v.  McEwan,  91  id.  787;  Badische  Anilin  v.  Kalle,  94  id.  163. 
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•A  prooees  eo  nomme  ib  not  made  the  Bubjeot  of  a  patent  in  the  Acts  of  Con* 
grass.  It  is  included  in  the  general  term  ^  useful  art,"  which  may  require 
one  or  more  procesaee  or  machines  to  produce  a  certain  result  or  manufacture, 
while  the  term  ^  machine  "  includes  every  mechanical  deyice  or  combination 
of  mechanical  powers  and  devices  to  perform  some  function  and  produce  a 
certain  effect  or  result.  But  when  the  result  or  effect  is  produced  by  chemi- 
cal action,  by  the  operation  or  application  of  some  element  or  power  of  nature, 
or  of  one  substance  to  another,  such  modes,  methods,  or  operations  are  called 
processes.  A  new  process  is  usually  the  result  of  dlBcovery ;  a  machine,  of 
invention.  The  patent  is  granted,  not  for  the  result  or  effect  itself,  but  for 
the  method  or  means  of  producing  it.  It  is  only  when  the  process  represents 
such  method  or  means  that  it  is  patentable.  Coming  v.  Burden,  wpra,  p.  267, 
968;  Tilghmon  v.  Proctor,  102  United  States,  707  (overruling  Mitchell  v. 
Tilghman,  19  Wallace  (U.  S.),  287) ;  Powder  Co.  v.  Powder  Works,  98  United 
States,  126;  SmiA  v.  Goodyear  D.  V.  Co.,  93  id.  486;  Goodyear  R  F.  Co.  v. 
J)avi9, 102  id.  222 ;  Codkrane  v.  Badiidie  Anilin  ^  Soda  Fabrik,  111  id.  293;  New 
Procem  F.  Co,  v.  Meme,  122  id.  418;  WetHnghouae  v.  Boyden  P.  B,  Co.,  170 
id.  W7. 557  ;  Boyd  v.  Ckorry,  4  McCrary  (U.  S.),  70 ;  Smith  v.  Downing,  1  Fish- 
er's Patent  Cases,  64;  Simmds  R.  M.  Co.  v.  Hathom  M.  Co.,  90  Federal  Rep. 
201.  A  process  or  machine  may  be  new,  and  the  product  or  manufacture 
prooeeiliug  from  it  may  be  old,  in  which  case  the  former  is  patentable  and 
tlie  latter  not ;  or  the  process  or  machine  may  be  substantially  old  and  the 
proiluct  new,  in  which  event  the  latter  only  is  patentable ;  or  again,  both 
may  Ihi  either  new  or  old,  and  then  both,  if  new,  are  patentable,  but  neither, 
if  btJth  are  old.  RM>er  Co.  v,  Goodyear,  9  Wallace  (U.  S.),  788,  796 ;  Wood- 
/Ni/*cr  PiUetit,  23  id.  566 ;  Merrill  v.  Yeomans,  94  United  States,  568;  Downton 
V.  )V<i4f/#r  MitUng  Co.,  108  id.  466;  Western  Electric  ManuJ.  Co.  v.  Ansonic 
H.  fr  (\  Co.,  114  id.  447;  Plummer  v.  Sargent,  120  id.  442;  Brown  v.  Piper,  91 
Id.  i\7\  Commercial  Manuf.  Co.y.  Fairhank  Canning  Co.,  135  id.  176;  Gage 
V.  Kriiuffg,  23  Federal  Rep.  891;  Kelleher  v.  Darling,  4  Clifford  (U.  8.),  424; 
ime  Mckay  v.  lUheri,  5  Federal  Rep.  587;  McKay  v.  Jackman,  12  id.  615; 
ihtih  v.  liiojfitt,  15  id.  252. 

A  piiiout  nmy  properly  be  granted  for  a  process,  when,  like  a  combination 
of  dKTnrtint  ntoohanical  elements,  it  consists  of  different  steps,  each  of  which 
In  <ild)  btit  if  the  only  possible  novelty  is  in  one  of  these  steps,  and  is  not 
ilini'ii  fduiid,  the  procoHs  is  not  patentable.  Evans  v.  Suess  0.  G.  Co.,  53 
HiiKod  HUUm  Appeals,  567;  58  id.  534.  After  a  patent  is  granted  for  an 
art'lnlti  dnfiorlbtMi  ait  mode  by  causing  it  to  pass  through  a  certain  method  of 
o)Nii'iitlim  to  produce  it,  the  inventor  cannot  afterwards,  on  an  independent 
a|»till<<iitl<Mi,  MMUiro  a  paU^it  for  the  method  or  process  of  producing  the  iden- 
ilr^l  artidld  oovt^nid  by  the  previous  patent,  which  article  was  described  in 
ilmi  pA(4ifit  AM  produood  by  the  method  or  process  sought  to  be  covered  by 
(nkltitf  out  thfi  MDOond  patent.  Mosler  Safe  Co.  v.  Mosler,  127  United  States, 
Mfii  \  m^  Eii»tem  Paper  Bag  Co.  v.  Standard  Paper  Bag  Co.,  80  Federal 
\U^\h  «H|  ICxrfhior  Needle  Co.  v.  (Tnion  Needle  Co.,  32  id.  221;  Goodyear  j. 
proi>ithnf'0  HMmr  Co.,  2  Clifford  (U.  8.),  351;  Jones  v.  Sewall,  3  id.  563. 

Dim  ori){iiml  patont  is  abandoned  when  it  is  surrendered  for  a  reissue 
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which  is  afterwards  granted.  Eby  v.  Kingf  158  United  States,  366;  Culp  v. 
Allen,  166  Pennsylvania  State,  286.  The  reissue  is  presumed  to  be  for  the  same 
invention  as  that  described  in  the  original  patent.  Klein  t.  Russell,  19  Wallace 
(U.  S.),  438.  If  the  original  patent  covers  a  mechanism  to  accomplish  a 
specific  result,  and  the  reissued  patent  covers  the  process  by  which  that  re- 
sult is  attained,  without  regard  to  the  mechanism,  the  reissue  is  different 
from  the  original  patent,  and  is  void.  Wing  v.  Anthony,  106  United  States, 
142;  Miller  v.  Brass  Co.,  104  id.  360;  James  v.  Campbell,  id.  366;  Healdv, 
Rice,  id.  737;  McMurray  v.  Mallory,  111  id.  97;  Eachus  v.  Broomall,  116  id. 
429,  438;  Parker  v.  Yale  Clock  Co,,  123  id.  87;  Leggett  v.  Standard  OU  Co., 
149  id.  287.  So  if  the  original  patent  was  for  a  process,  the  reissued  patent 
will  not  cover  a  composition  unless  it  was  the  result  of  the  process,  and  the 
invention  of  one  involved  the  invention  of  the  other.  Powder  Co,  v.  Powder 
Works,  98  United  States,  126 ;  Cochrane  v.  Badische  Anilin  Sr  Soda  Fabrik,  111 
id.  293.  The  reissue  can  amend  the  original  patent  only  in  cases  of  mistake, 
accident,  or  inadvertence.  Coon  v.  Wilson,  113  United  States,  268 ;  Jordan  v. 
Dobson,  4  Fisher's  Patent  Cases,  232 ;  Ex  parte  Conklin,  1  McArthur,  376. 

An  improvement  in  a  former  process,  as  the  result  of  an  original  concep- 
tion omitting  one  or  more  steps  of  the  process,  is  a  patentable  discovery. 
Lawther  v.  Hamilton,  124  United  States,  1 ;  see  Pomace  Holder  Co.  v.  Per- 
gustm,  119  id.  335,  388;  Dreyfus  v.  Searle,  124  id.  60;  Andrews  v.  Hovey, 
id.  694,  703;  Crescent  Brewing  Co.  v.  GoUfried,  128  id.  168,  167;  Bene  v. 
Jeantet,  129  id.  683.  A  patent  for  a  mechanism  is  limited  to  the  mechanism 
therein  described  and  claimed,  and  dannot  be  extended  to  cover  all  mechan- 
isms for  accomplishing  a  certain  result  by  the  same  motion,  nor  to  the  pro- 
cess of  operation  of  the  described  mechanism;  in  such  cases,  another's 
mechanism  cannot  be  treated  as  merely  an  equivalent  for  the  patented 
mechanism.  Yale  Lock  Co.  v.  Sargent,  117  United  States,  873;  Dryfoos  v. 
Wiese,  124  id.  32.  When,  however,  the  mechanism  is  subsidiary  to  a  chemical 
or  other  similar  elemental  action,  the  fact  that  the  patentee  may  be  entitled 
to  a  patent  upon  his  mechanism  does  not  impair  his  right  to  a  patent  for  the 
process.  Risdon  Locomotive  Co.  v.  Medart,  158  United  States,  68, 72,  where  Mr. 
Justice  Brown  said  :  **  Most  processes  which  have  been  held  to  be  patentable 
require  the  aid  of  mechanism  in  their  practical  application,  but  where  such 
mechanism  is  subsidiary  to  the  chemical  action,  the  fact  that  the  patentee 
may  be  entitled  to  a  patent  upon  his  mechanism  does  not  impair  his  right  to 
a  patent  for  the  process ;  since  he  would  lose  the  benefit  of  his  real  dis- 
covery, which  might  be  applied  in  a  dozen  different  ways,  if  he  were  not 
entitled  to  such  patent.  But  if  the  operation  of  his  device  be  purely  mechan- 
ical, no  such  considerations  apply,  since  the  function  of  a  machine  is  entirely 
independent  of  any  chemical  or  other  similar  action.*'  See  Mr.  Walter  F. 
Rogers's  criticism  of  this  opinion,  in  29  Am.  L.  Rev.  559 ;  see  also  Mosler 
Safe  (r  L.  Co.  v.  Mosler,  127  United  States,  354;  United  States  El.  Lightning 
Co.  V.  Edison  Lamp  Co.,  58  Federal  Rep.  692;  American  Fibre- Chamois  Co. 
V.  Buekskin-FUfre  Co.,  72  id.  508 ;  Long  v.  Pope  M.  Co.,  75  id.  836 ;  Melvin  v. 
Thomas  Potter,  Sons,  fr  Co.,  91  id.  151. 
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Ho.  7.  —  L0wif  and  anothar  v.  Davii,  8  Car.  &  P.  602,  608.  — Bole. 

No.  7  — LEWIS  V.    DAVIS. 
(N.  p.  1829.) 

No.  8.— CRANE  v.  PRIOR 
(c.  p.  1842.) 

RULE. 

A  MACHINE  or  process  consisting  of  a  new  combination 
of  machines  or  processes  already  known,  so  as  to  produce 
a  beneficial  result,  is  good  subject-matter  for  a  patent. 

Lewis  and  another  v.  Davis. 

3  Car.  &  P.  502-505  (33  R.  R.  690). 

Talent.  —  Subject-matter.  —  Combination. 

[602]      If  the  sheariDg  of  cloth  from  list  to  list  by  shears  be  known,  and  the 

ahoariug  it  from  end  to  end  by  means  of  rotatory  cutters  be  also  known,  and 

a  person  construct  a  machine  to  shear  from  list  to  list  by  means  of  rotatory  cut- 

toii« ;  this  is  a  new  iuventiou,  and  will  entitle  the  inventor  to  maintain  a  patent 

for  it. 

If  A.,  in  1818,  take  out  a  patent  for  "  improvements  in  a  machine  for  which 
J.  L.  UnAi  out  a  patent  in  1815,'*  it  is  necessary  for  A.,  on  the  trial  of  an  action 
for  tlio  Infi'lngomont  of  his  patent,  to  put  in  J.  L.'s  patent  and  specification; 
hut  It  in  not  material  whether  a  machine  made  according  to  the  specification 
of  •!.  L.  would  bo  useful  or  not,  if  it  be  shown  that  a  machine  constructed 
iMMMirdluK  to  A/s  specification  would  be  so. 

( \m\  for  tho  infringement  of  a  patent,  for  a  machine  for  shear- 
In^  wooUon  doths.     Plea  — General  issue. 

'rh(»  mUmi  to  the  plaintiffs  was  dated  15th  January,  1818, 
luul  it  was  for  "  improvements  of  a  machine  for  shearing 
I  ♦  fiOII  I  *  and  cropping  woollen  cloths,  the  same  being  improve- 
nicnlH  on  a  machine  for  which  John  Lewis  had  obtained 
H  pnU^it  on  tbo  27th  of  July,  1815."  The  plaintiffs'  specification 
WMM  put  In;  it  was  dated  14th  July,  1818,  and  claimed  as  the 
liivimllnn.-— llrnt.  tbo  application  of  the  flat  spring  for  directing 
nnil  iirnnrtinK  tbn  doth  to  the  cutting  edges ;— second,  the  appU- 
nHliitt  of  UiM  tniuiKular  steel  wire  on  the  cylinder;  — third,  a 
n,n|..it  hulmtimco  to  lifush  the  cloth;  — fourth,  to  shear  with  rotatory 
01,1  IniM  rnuii  \U  io  list,  in  the  manner  specified. 
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Ho.  7.  —  Levif  and  aaotlur  v.  Davii,  8  Car.  &  P.  MS,  604. 

F.  Pollock,  for  the  defendant.  —  As  these  are  alleged  to  be  im- 
provements on  a  former  machine,  for  which  a  patent  was  granted 
in  the  year  1815,  the  specification  of  that  patent  must  be  pro- 
duced. How  can  the  jury  say  that  these  are  improvements, 
without  they  know  what  the  original  machine  was  ? 

Rotch,  for  the  plaintiffs.  —  I  submit,  that  that  is  unnecessary, 
because  the  plaintiffs'  specification  is  perfect ;  any  one  who  reads 
that  may  make  the  machine  without  looking  to  any  earlier  specifi- 
cation. 

Lord  Tenterden,  Ch.  J.  —  When  these  parties  applied  to  the 
Crown  in  the  year  1818,  they  might  have  applied  for  a  patent 
for  their  invention  without  reference  to  anything  that  had 
gone  before.  Now,  that  they  have  not  done;  on  the  contrary, 
they  profess  to  have  improved  a  machine  already  known.  That 
machine  may  be  used  by  any  one  after  fourteen  years  from 
the  earlier  patent,  but  any  new  matter  which  is  included  in 
the  present  patent  is  not  open  to  everybody  till  fourteen  years 
from  a  later  period.  It  is,  therefore,  material  to  show  what 
are  the  improvements  contained  in  the  plaintiffs'  patent.  Now, 
1  cannot  say  what  are  improvements  upon  a  given  thing, 
without  knowing  *  what  that  thing  was  before ;  for  aught  [*  504] 
I  know,  all  the  things  mentioned  in  the  plaintiffs'  specifi- 
cation may  have  been  included  in  the  former  specification. 

The  specification  of  the  patent  of  1815  was  read.  That  was  for 
a  machine  with  rotatory  cutters,  which  were  to  shear  the  cloth 
from  end  to  end. 

It  appeared,  that  the  defendant's  alleged  infringement  of  the 
patent  consisted  in  making  a  machine  with  rotatory  cutters,  to  shear 
from  list  to  list,  but  that  he  had  not  used  either  the  1st,  2nd,  or 
3rd  of  the  improvements  stated  in  the  plaintiffs'  specification.  It 
was  also  proved,  that  shearing  from  list  to  list,  by  machinery  to 
carry  shears,  was  known  before  the  date  of  the  plaintiffs'  patent ; 
and  also  that  rotatory  cutters  to  shear  the  cloth  from  end  to 
end  were  known  before  that  time.  It  was  proved,  that  the  plain- 
tiffs' improvements  were  all  useful. 

F.  Pollock,  for  the  defendant.  —  The  old  mode  of  shearing  was 
from  list  to  list,  by  machinery  to  carry  shears  in  that  way.  The 
plaintiffs  have  combined  a  rotatory  cutter,  which  was  a  thing  well 
known  before,  with  three  other  things  which  the  defendant  has 
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not  infringed  npon.  Now  I  submit,  that  the  rotatory  cutter  being 
oU,  we  hmd  ft  i%ht  to  use  it  in  shearing  from  list  to  list,  which 
Wfta  the  old  wmy  of  shearing  by  means  of  shears,  though  perhaps 
loUtotT  ntteis  had  only  been  used  in  shearing  from  end  to  end- 
The  defendftnt  lias  not  hafringed  on  any  of  the  three  things 
whack  the  pkintifEs  claim.  The  plaintiffs  have  no  right  to 
ekiai  the  going  from  list  to  list  as  his  invention,  and  we  have 
only  shewed  in  that  way  with  a  rotatory  cutter  instead  of  shears, 
thAt  spedes  of  cutter  being  old,  and  not  of  the  plaintiffs'  invention. 

Lotii  Tkpkkdek,  Ch.  J.  —  It  is  not  material  whether  a  ma- 
chine made  under  the  patent  of  1815  is  useful  or  not, 
[*  cOo]  *  as  it  is  shown  that  the  plaintiffs'  machine  is  highly  use- 
ful The  case  stands  thus :  it  appears  that  a  rotatory  cutter 
ti>  sh^Mor  frum  end  to  end  was  known,  and  that  cutting  from  list  to 
list  by  means  of  shears  was  also  known.  However,  if,  before  the 
ploincid^'  patent,  the  cutting  from  list  to  list,  and  the  doing 
tasit  by  mMns  of  rotatory  cutters,  were  not  combined,  I  am  of 
apuwo.  that  this  is  such  an  invention  by  the  plaintiffs  as  will 
tjuude  them  to  mi^intAin  the  present  action. 

Verdict  for  ike  plaintiffs — Damages,  Is. 

:Hr   X   Scarlett.    Brougham,  Campbell,   and    Botch,    for    the 

K  ivnwk.  Denman,  C  &,  and  Piatt,  for  the  defendant 

la  :ise  ensuing  term,  F.  Pollock  moved  for  a  new  trial  on 

.i.:*^.cjiv::sv  but  no  question  was  made  as  to  either  of  the  points 

ik^::vi^l  at  the  triaL 


Gkaae  ▼*  Mee  «■!  < 

4  Xa^  a  Gr  KMM«»  *.  c.  3»  S««  X.  E.  »^  W  L.  J.  C.  P.  SI). 

f^forK^  ^^>t<twf»  muffMT — ^WRK^  —  Ckmbimaiion. 

^:^      >  >  t*r  ,-^»w<^  »  vrV  TxN:  \T  v^  »  {«i«il  that  the  invention  cannot 
"       *  W  t«»r<  /v,vfff  >*  tfi«w  v<^*  vrtwr  fttUPtttfJ  inTemion  ;  eBpecially  where 

w  >wW  nu»v '.w  /vSr.'^^sN  ^t^Cii.  rf*  «t  futft  i/soeh  former  invention, 
•^t  '  v^*   K  vvV»rfc  iw  fc  ^*»«ot  ^  w  »»  *>if  hot-air  blnst  in  furnaces.    In 

x^**  "j;  tv-Jl  Alt   %  ^iH^vac  ^f  ^w  »r^*xytti^«t  in  the  manufectnre  of  iron," 
^-w.^  s-.n*»<iv  if   *  »Nr  *^n'.  v*.v«  ^"  *a:^r*rite  or  atone-coal,  coinbinea  with 

*  v^  v»    SN.>»»  ii    'K.  -fti^v'  '*c  .'♦^t^Ht.'^    TV  hot-air  blast  was  need  by  B. 

*  ^  ^^  V  K  «  k     r>v  48*  v«*  it  with  aathrsdte  was  new;  and  the  iron 


K.  C.  VOL,  XX.]  SECT.  IL  —  SUBJECT-MATTEB.  187 

Ho.  8.  —  Grane  ▼.  Plte  and  ollifln,  4  Mu.  iu  Or.  580,  881. 

prodaced  in  consequence  was  greater  in  yield,  cheaper  in  ooet,  and  better  in 
qaalitj  than  that  prodaced  by  the  ordinary  method.  Ueld^  that  such  combi- 
nation was  a  **  new  manufacture'*  within  the  21  Jac.  I.  c.  8. 

In  the  specification  of  A.'s  invention,  it  was  alleged  that  the  blast  was  to 
be  passed  through  a  vessel  (the  form  of  which  vessel  was  stated  to  be  im- 
material), by  means  of  a  tube,  into  the  furnace.  B.,  in  the  application  of  the 
hot-air  blast,  used  a  suooession  of  tubes.  Held,  that  this  was  not  a  material 
variation  from  the  subject  of  A.'s  patent. 

Case,  for  the  infringement  of  a  patent'for  an  improvement  in  the 
manufacture  of  iron. 

The  declaration,  after  alleging  that  the  plaintiff,  before  and  at 
the  time,  &c.,  was  the  true  and  first  inventor  of  an  improvement 
in  the  manufacture  of  iron,  set  out  certain  letters  patent,  bearing  date 
the  28th  of  September,  7  Will.  IV.  (1836),  granting,  in  the  usual 
manner,  to  the  plaintiff,  his  executors,  administrators,  and  assigns, 
the  sole  privilege  to  make,  use,  exercise,  and  vend  the  said  inven- 
tion for  fourteen  years ;  with  the  customary  proviso  as  to  the 
enrolment  of  the  specification.  The  declaration  then  stated  that, 
on  the  27th  of  March,  1837,  the  requisite  specification  was  made, 
and  on  the  28th  of  March  was  duly  enrolled  in  the  Court  of 
Chancery.  The  breaches  assigned  were :  first,  that  the  defendants 
smelted,  manufactured,  and  made  iron  on  the  said  improved  plan 
or  principle,  and  in  imitation  of  the  said  invention  of  the  plaintiff, 
and  according  to  the  said  improvement  in  the  said  letters  patent 
mentioned,  and  sold  and  vended  iron  so  smelted,  &c. ;  secondly, 
that  the  defendants  used  and  put  in  practice  the  said  invention,  by 
smelting,  manufacturing,  and  working  iron  in  imitation 
*  of  the  said  invention ;  thirdly,  that  the  defendants  did  [*  581] 
counterfeit,  imitate,  and  resemble  the  said  invention,  and 
did  make  colourable  additions  thereto  and  subtractions  therefrom, 
whereby  to  pretend  themselves  the  inventors  thereof ;  fourthly,  that 
the  defendants  smelted  and  manufactured  and  made  iron  with  cer- 
tain improvements  in  the  process  of  such  smelting,  and  which  were 
intended  to  imitate  and  resemble,  and  did  imitate  and  resemble,  the 
said  improvement  so  invented  by  the  plaintiff,  and  thereby  counter- 
feited the  same. 

Pleas ;  first,  not  guilty. 

Secondly,  that  the  plaintiff  was  not  the  true  and  first  inventot 
of  the  said  alleged  improvement. 

The  third  plea  set  out  the  specification,  as  follows : 
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"  To  all  to  whom  these  presents  shall  come,  I,  George  Crane,  of, 
&c.,  iron-master,  send  greeting : "  (the  specification  then  briefly 
recited  the  letters  patent  and  the  proviso  as  to  the  specification.) 
"  Now,  know  ye,  that  in  compliance  with  the  said  proviso,  I,  the 
said  G.  C,  do  hereby  declare  the  nature  of  my  invention,  and  the 
manner  in  which  the  same  is  to  be  performed,  are  fully  described 
and  ascertained  in  and  by  the  following  statement  thereof,  that  is 
to  say ;  according  to  the  ordinary  practice  of  obtaining  iron  from 
iron  stone,  mine,  or  ore  in  this  country,  the  iron  stone,  mine,  or  ore, 
either  calcined  or  in  the  raw  state,  according  to  the  respective 
qualities,  is  put  into  suitable  furnaces  with  coke  produced  from 
bituminous  coal,  formerly  called  pit-coal,  in  contradistinction  to 
charcoal  produced  from  wood,  which  was  the  fuel  employed  in  this 
country  previously  to  the  introduction  of  pit-coal  in  the  smelting 
and  manufacture  of  iron.  Now,  as  there  are  districts  in  which 
there  are  to  be  found  large  quantities  of  iron  stone,  mine,  or  ore,  in 
the  immediate  neighbourhood  of  what  is  known  as  stone-coal  or 
anthracite  coal,  it  has  been  long  considered  as  a  desirable 
[•  582]  object,  to  employ  such  *  coal  for  the  smelting  and  manu- 
facture of  iron ;  and,  although  attempts  have  been  made 
to  apply  such  description  of  coal  in  the  smelting  and  manufacture 
of  iron,  the  same  have  failed  and  have  been  abandoned.  In  addition 
to  such  advantages  to  be  obtained  from  the  using  of  anthracite  or 
stone-coal,  in  the  districts  where  such  coal  is  found  together  with 
iron  stone,  mine,  or  ore,  from  the  practice  I  have  had,  I  am  induced 
to  believe  such  coal,  from  its  properties,  will  be  found  to  produce 
a  quality  of  iron  more  nearly  resembling  iron  obtained  by  the  aid 
of  vegetable  charcoal.  Now,  the  object  of  my  invention  is  the 
application  of  such  anthracite  or  stone-coal,  combined  with  a  hot- 
air  blast,  in  the  smelting  or  manufacture  of  iron  from  iron  stone, 
mine,  or  ore.  And,  in  order  to  give  the  best  information  in  my 
power  for  enabling  a  workman  to  carry  out  my  invention,  I  will 
describe  the  process  or  means  pursued  by  me ;  and,  in  doing  so, 
I  will  suppose  the  furnace  of  an  ordinary  construction  to  be  in 
blast,  and  that  the  machinery  and  apparatus  are  adapted  for  the 
application  of  hot-air  blast,  as  is  well  understood  and  extensively 
applied  in  many  places  where  the  ordinary  fuel  (coke  of  bituminous 
coal,  or  the  coal  in  a  raw  state)  is  employed  in  the  manufacture  of 
iron  from  iron  stone,  mine,  or  ore;  and  I  have  found  a  furnace 
having  suitable  apparatus  for  making  the  blast  to  about  600°  of 
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Fahrenheit  a  good  arrangement  for  carrying  out  my  invention, 
though  so  high  a  degree  of  temperature  is  not  indispensably 
necessary,  but  I  believe  preferable.  In  charging  such  a  furnace,  I 
throw  in  about  three  hundred-weight  of  anthracite  or  stone-coal  or 
culm,  to  each  five  hundred- weight  of  calcined  argillaceous  iron- 
stone, with  a  proper  quantity  of  flux,  as  if  working  with  the  coke 
of  bituminous  coal.  Such  charging  of  the  furnace,  and  the  general 
working,  with  the  exception  of  the  using  of  anthracite  or 
stone-coal,  is  to  be  pursued  as  if  working  with  coke  of  *  bi-  [*  583] 
tuminous  coal :  and  I  would  remark  that  the  quantities 
above  given,  are  such  as  I  have  hitherto  employed  in  making  the 
best  qualities  of  pig  iron,  viz..  No.  1,  or  No.  2,  at  my  works, 
from  the  anthracite,  stone-coal,  or  culm  found  in  the  neighbour- 
hood of  the  Yniscedwyn  iron-works ;  but  these  quantities  may  be 
varied,  according  to  local  circumstances,  and  the  refractory  nature 
of  the  iron  stone,  mine,  or  ore,  or  otherwise  to  be  reduced,  and  the 
quality  of  iron  desired  to  be  obtained,  as  is  the  case  in  ordinary 
working,  and  at  the  judgment  and  discretion  of  the  manager,  as 
heretofore :  and  I  would  remark  that  the  anthracite  or  stone-coal, 
or  culm,  may  be  coked  in  like  manner  as  bituminous  coal  before 
charging  the  furnace ;  but  from  my  experience,  I  have  not  (so  far 
as  my  practice  goes,  in  working  with  the  coal  obtained  in  my 
neighbourhood),  found  that  such  coking  is  necessary,  or  that  a 
more  advantageous  result  is  obtained  than  in  applying  the  anthra- 
cite or  stone-coal  directly  from  the  mine.  And  it  is  desirable  to 
observe,  I  have  found  it  of  advantage  that  the  blast  of  hot  air 
should  be  as  free  and  unimpeded  as  possible,  and  that  from  that 
account  I  have  hitherto  used  only  anthracite  or  stone-coal,  the 
smaller  parts  of  which  would  not  pass  through  a  sieve  of  an  inch 
mesh ;  but,  where  the  pillar  or  volume  of  blast  is  considerable,  say 
two  pounds  and  upwards  on  the  square  inch,  this  precaution  is  not 
necessary. 

"  Having  thus  described  the  nature  of  my  invention,  and  the 
manner  of  carrying  the  same  into  effect,  I  would  have  it  under- 
stood that  I  do  not  claim  the  using  of  hot-air  blast  separately  in 
the  smelting  and  manufacture  of  iron,  as  of  my  invention,  when  un- 
combined  with  the  application  of  anthracite  or  stone-coal  and 
culm ;  nor  do  I  claim  the  application  of  anthracite  or  stone-coal  in 
the  manufacture  or  smelting  of  iron  when  uncombined  with 
the  using  of  hot-air  blast ;  but  what  I  do  claim  as  *  my  [•  584] 
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invention,  is  the  application  of  anthracite  or  stone-coal  and  culm 
combined  with  the  using  of  hot-air  blast  in  the  smelting  and 
manufacture  of  iron,  from  iron  stone,  mine,  or  ore,  as  above 
described.     In  witness,"  &c. 

The  plea  then  averred  that  the  said  alleged  improvement,  in  the 
patent  and  specification  mentioned,  was  not  a  new  manufacture 
invented  by  the  plaintiff  within  the  intent  and  meaning  of  the 
statute  (21  Jac.  I.  c.  3,  s.  6)  as  to  the  public  use  and  exercise 
thereof ;  by  reason  whereof  the  said  letters  patent  were  void 

Fourth  plea  —  that  the  nature  of  the  said  invention,  and  the 
manner  in  which  the  said  invention  was  to  be  performed,  were  not 
particularly  described,  according  to  the  intent  and  meaning  of  the 
letters  patent,  in  or  by  the  specification. 

The  fifth  plea  (after  referring  to  the  specification,  and  setting 
out  the  proviso  in  the  patent,  that  nothing  therein  contained  should 
give  privilege  to  the  plaintiff,  his  executors,  &c.,  to  use  or  imitate 
any  invention  or  work  theretofore  invented  or  found  out  by  any 
other  person  and  publicly  used  or  exercised,  unto  whom  letters 
patent  had  been  granted)  then  proceeded  to  aver  the  grant  of  cer- 
tain letters  patent  to  one  James  Beaumont  Neilson,  dated  the  11th 
of  September,  9  Geo.  IV.  (1828) ;  whereby  was  granted  to  Neilson, 
for  fourteen  years,  the  sole  privilege  to  make,  use,  exercise,  and 
vend  a  certain  invention  for  the  improved  application  of  air  to  pro- 
duce heat  in  fires,  forges,  and  furnaces,  where  bellows  or  other 
blowing  apparatus  were  required ;  that  the  said  improved  applica- 
tion of  air  in  the  last-mentioned  patent,  was  the  production  and 
application  of  a  hot-air  blast  for  the  purpose  of  heating  fires  in 
forges  and  furnaces  where  bellows,  &c.,  were  required ; 
[*  585]  which  said  hot-air  blast  was  *  long  before  the  plaintiff's 
patent,  publicly  used  and  exercised  in  the  smelting  and 
manufacture  of  iron,  from  iron-stone,  &c.,  and  was  the  hot-air  blast 
in  the  plaintiff's  specification  mentioned ;  that  Neilson's  patent  was 
still  in  force,  and  that,  in  consequence  thereof,  the  plaintiff  could 
not  use  the  said  hot-air  bljisfe,  in  the  smelting  or  manufacture  of 
iron,  without  Neilson's  licence ;  that  the  plaintiff  obtained  such 
licence  before  the  grant  of  his  patent ;  and  that  the  using  by  the 
plaintiff  of  the  hot-air  blast,  in  the  manner  in  the  said  specification 
mentioned,  in  the  smelting  and  manufacture  of  iron,  from  iron- 
stone, &c.,  as  described  in  the  said  specification,  combined  with  the 
said  anthracite  or  stone-coal  and  culm,  as  therein  mentioned,  was 
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a  using  and  imitating  of  Neilson's  inveution^  which  rendered  the 
plaintiffs  patent  void.    Verification. 

Beplication.  The  plaintiff  joined  issue  on  the  firsts  second,  and 
fourth  pleas. 

To  the  third  plea,  the  plaintiff  replied  that  the  improvement  in 
the  patent  mentioned  and  described  in  the  specification,  was  a  new 
manufacture  invented  bj  the  plaintiff,  within  the  intent  of  the 
statute,  as  to  the  public  use  and  exercise  thereof ,  whereon  issue 
was  joined. 

To  the  fifth  plea,  the  replication,  after  referring  to  the  proviso 
in  Neilson's  patent,  as  to  the  specification,  averred  the  due  enrol- 
ment of  the  specification,  and  set  it  out  as  follows :  ^^  (after 
reciting  the  grant  of  the  patent,  &c.,  with  the  proviso  as  to  the 
specification)  — 

"  Now,  know  ye,  that  in  compliance  with  the  said  proviso,  I, 
the  said  J.  B.  N.,  do  hereby  declare  that  the  nature  of  my  said  in- 
vention for  the  improved  application  of  air  to  produce  heat  in  fires, 
forges,  and  furnaces  where  bellows  or  other  blowing  apparatus  are 
required,  and  the  manner  in  which  the  same  is  to  be  performed, 
are  particularly  described  and  ascertained  as  follows ;  that  is  to 
say,  a  blast  or  current  of  air  must  be  produced  by  bellows 
*  or  other  blowing  apparatus  in  the  ordinary  way,  to  [*  586] 
which  mode  of  producing  the  blast  or  current  of  air  this 
patent  is  not  intended  to  extend.  The  blast  or  current  of  air,  so 
produced,  is  to  be  passed  from  the  bellows  or  blowing  apparatus 
into  an  air-vessel  or  receptacle  made  sufficiently  strong  to  endure 
the  blast,  and  through  and  from  that  vessel  or  receptacle,  by 
means  of  a  tube,  pipe,  or  aperture,  into  the  fire,  forge,  or  furnace. 
The  air-vessel  or  receptacle  must  be  air-tight  or  nearly  so,  except 
the  apertures  for  admission  and  emission  of  the  air ;  and  at  the 
commencement  and  during  the  continuance  of  the  blast  it  must  be 
kept  artificially  heated  to  a  considerable  temperature.  It  is  better 
that  the  temperature  be  kept  to  a  red  heat,  or  nearly  so ;  but  so 
high  a  temperature  is  not  absolutely  necessary  to  produce  a  bene- 
ficial effect.  The  air-vessel  or  receptacle  may  be  conveniently 
made  of  iron ;  but,  as  the  effect  does  not  depend  upon  the  nature 
of  the  material,  other  metals  or  convenient  materials  may  be  used. 
The  size  of  the  air-vessel  must  depend  upon  the  blast,  and  on  the 
heat  necessary  to  be  produced.  For  an  ordinary  smith's  fire  or 
forge,  an  air-vessel  or  reoeptacle  capable  of  containing  1200  cubic 
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inches  will  be  of  proper  dimensions  ;  and  for  a  cupola  of  the  usual 
size  for  cast-iron  founders,  an  air-vessel  capable  of  containing 
10,000  cubic  inches,  will  be  of  a  proper  size ;  for  fires,  forges,  or 
furnaces  upon  a  greater  scale,  such  as  blast-furnaces  for  smelting 
iron,  and  large  cast-iron  founders'  cupolas,  air-vessels  of  propor- 
tionally increased  dimensions  and  numbers  are  to  be  employed. 
The  form  or  shape  of  the  vessel  or  receptacle  is  immaterial  to  the 
effect,  and  may  be  adapted  to  the  local  circumstances  or  situation. 
The  air-vessel  may  generally  be  conveniently  heated  by  a  fire 
distinct  from  the  fire  to  be  afifected  by  the  blast  or  current  of  air ; 
and  generally  it  will  be  better  that  the  air-vessel,  and  the 
[*  587]  fire  by  which  it  is  heated,  should  be  enclosed  in  *  brick- 
work or  masonry,  through  which  the  pipes  or  tubes  con- 
nected with  the  air-vessel  should  pass.  The  manner  of  applying 
the  heat  to  the  air-vessel  is,  however,  immaterial  to  the  effect,  if  it 
be  kept  at  a  proper  temperature.     In  witness  whereof,"  &c. 

The  replication  then  averred  that  Neilson's  invention  for  the 
improved  application  of  air  to  produce  heat  in  fires,  &c.,  as  the 
same  wels  described  in  Neilson's  specification,  was  not  the  same  as 
the  hot-air  blast,  and  the  machinery  and  apparatus  adapted  for 
the  application  thereof,  mentioned  and  referred  to  in  the  plain  tifi^s 
specification  as  then  being  well  understood  and  extensively  applied 
in  many  places,  where  the  ordinary  fuel  was  employed  in  the 
manufacture  of  iron,  from  iron-stone,  &c. ;  nor  was  the  using  by 
the  plaintiff  of  his  said  invention,  as  described  in  his  said  specifica- 
tion, a  using  or  imitating  of  Neilson's  invention  described  in  his 
specification.     Verification. 

Rejoinder,  to  the  replication  to  the  fifth  plea ;  that  Neilson's  in- 
vention was  the  same  as  the  hot-air  blast,  and  the  machinery  and 
apparatus  adapted  for  the  application  thereof,  mentioned  in  the 
plaintiffs  specification,  and  that  the  using  by  the  plaintiff  of  his 
invention,  as  described  in  his  specification,  was  a  using  and  im- 
itating of  Neilson's  invention  described  in  his  specification.  Issue 
thereon. 

The  following  notice  of  objections  was  delivered  by  the  defend- 
ants, with  the  pleas,  under  the  statute  5  &  6  Will.  IV.  c.  83,  s.  5. 

"First,  that  the  alleged  invention  mentioned  in  the  declaration, 
—  which  the  plaintiff  in  his  specification  claims  and  alleges  to 
consist  in  the  application  of  anthracite  or  stone-coal  and  culm, 
combined  with  the  using  of  hot-air  blast,  in  the  smelting  and 
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manufacture  of  iron  from  iron  stone,  mine,  or  ore,  —  is  not  a  new 
manufacture,  within  the  meaning  of  the  statute  21  Jac.  I. 
c.  3,  s.  6,  for  which  *  a  patent  can  be  granted,  but  only  a  [  588] 
using  at  the  same  time  of  a  well-known  article,  namely, 
anthracite  or  stone-coal  and  culm,  and  of  the  hot-air  blast  (the 
latter  admitted  in  the  plaintiff's  specification  to  be  then  well- 
known),  each  separately  in  use  for  smelting  and  manufacturing 
iron  before  the  date  of  the  said  letters  patent.  Secondly,  that  anthra- 
cite or  stone-coal  and  culm,  had  been  publicly  used  as  the  only  fuel 
in  the  smelting  and  manufacture  of  iron  by  Mr.  Thomas  Harper,  at 
his  furnace,  at  Abercrave,  in  the  county  of  Brecon,  and  had  been  so 
used  mixed  with  other  fuel,  by  the  British  Iron  Company,  at  their 
works  at  Abercrave  aforesaid,  and  at  the  Yniscedwyn  iron-works,  the 
Landore  iron- works,  the  Milbrook  iron-works,  and  the  Neath  Abbey 
iron-works  in  the  county  of  Glamorgan,  before  the  date  of  the  said 
letters  patent ;  and  the  alleged  invention  of  the  plaintiff  is  only  the 
use  of  anthracite  or  stone-coal  or  culm  with  the  hot-air  blast.  Thirdly, 
that  the  using  of  hot-air  blast  in  the  smelting  or  manufacture 
of  iron  was,  not  the  invention  of  the  plaintiff,  but  was  well-known 
and  in  use  before  the  granting  of  the  letters  patent  to  the  plaintiff,  as 
admitted  in  the  specification  thereof,  and  the  alleged  invention  of  the 
plaintiff  is  only  the  use  of  the  said  hot-air  blast,  with  the  well- 
known  anthracite,  or  stone-coal  and  culm ;  and  that  the  hot-air 
blast  was  used  in  the  smelting  and  manufacture  of  iron  prior  to 
the  said  letters  patent,  at  the  works  of  the  said  plaintiff,  the 
Yniscedwyn  iron-works,  &c. ;  [here  followed  a  list  of  sixteen  iron- 
works, where  the  hot-air  blast  had  been  in  use]  :  and  also  at  a 
great  many  iron-works  in  the  kingdom,  too  numerous  to  be  in- 
dividually specified.  Fourthly,  that  the  alleged  invention  of  the 
plaintiff  necessarily  involves  the  use  of  another  invention,  which 
was  patented  before  the  date  of  the  plaintiff's  letters  patent,  viz., 
the  hot-air  blast  of  J.  B.  Neilson ;  and  that  the  application  thereof 
to  anthracite  or  stone-coal,  which  was  a  well-known  fuel, 
was  an  application  that  all  persons  were  at  *  liberty  to  [*  589] 
make  who  had  permission  to  use  the  said  invention  of  the 
said  J.  B.  Neilson.  Fifthly,  that  the  exclusive  use  of  the  hot-air 
blast  having  been  previously  granted  to  J.  B.  Neilson  by  letters 
patent,  the  subsequent  patent,  granted  to  the  plaintiff  for  the  same 
invention,  is  void.  Sixthly,  that  anthracite  or  stone-coal  and  culm 
having  been  well  known  and  in  use  as  a  fuel,  prior  to  the  said 
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plaintiff's  letters  patent,  the  application  of  such  fuel  to  the  smelt- 
ing or  manufacture  of  iron  by  well-known  methods  is  not  a  new 
manufacture,  within  the  meaning  of  the  statute.  Seventhly,  that 
the  use  of  the  hot-air  blast,  described  in  the  said  specification,  pro- 
duces substantially  only  the  same  effect  when  the  anthracite'  or 
stone-coal  or  culm  is  used  as  fuel  in  the  smelting  and  manufacture 
of  iron,  sa  when  any  other  kind  of  coal  or  coke  is  used  for  the 
same  purposes.  Eighthly,  that  the  specification  is  defective,  inas- 
much as  it  does  not  describe  the  kind  of  furnace  to  which  the  al- 
leged invention  is  applicable,  and  it  is  not  applicable  to  all  kinds 
of  furnaces.  Ninthly,  that  the  said  specification  does  not  clearly 
state,  whether  or  not  it  is  intended  to  apply  to  the  use  of  anthra- 
cite or  stone-coal  and  culm,  as  the  only  fuel,  or  whether  it  is  in- 
tended to  include  the  use  of  anthracite  or  stone-coal  and  culm, 
together  with  other  fuel." 

At  the  trial  before  Tindal,  Ch.  J.,  at  the  sittings  at  Westminster, 
after  Hilary  Term,  1840,  the  plaintiff  (besides  Neilson's  specifica- 
tion, as  set  out  in  the  replication  to  the  fifth  plea)  gave  the 
following  specifications  in  evidence : 

First,  that  of  an  invention  of  Thomas  Botfield  —  for  "  certain 
improvements  in  the  manufacture  of  iron,"  —  enrolled  on  the  1st 
of  April,  1828,  under  a  patent,  dated  the  2nd  of  January,  1828.  The 
principle  of  this  invention  was  stated  by  the  patentee  as  follows : 
—  "  for  causing  or  obtaining  a  blast  of  atmospheric  air,  sufficient 
to  smelt,  fuse,  run,  or  make  pig,  cast,  or  crude  iron,  from 
[*  590]  iron  *  stone  or  ore.  This  blast  is  to  be  produced  by  means 
of  rarefied  air,  gas,  flame,  or  heated  air,  from  an  oven  or 
fire-place,  and  is  to  be  applied  in  or  to  a  blast-furnace,  cupola,  or 
air-furnace :  this  I  propose  to  effect  by  the  draught  of  a  powerful 
chimney  or  chimneys,  which  may  be  built  separate,  at  any  dis- 
tance that  may  be  most  convenient,  or  may  join  to  or  be  made  part 
of  the  blast-furnace  or  cupola,  as  may  be  found  most  desirable  and 
best  to  answer  the  purpose  required,  and  which  is  to  be  connected 
by  a  flue  or  flues  with  the  cupola,  blast,  or  air-furnace ;  but,  in  case 
this  draught  should  not  prove  sufficient  for  the  purpose  of  smelting 
the  iron  stone  or  ore,  I  propose  and  intend  to  apply  and  use  the 
common  blast  from  machinery  to  assist  the  blast  from  the  draught 
of  the  machinery :  and  I  claim  a  right  to  use,  and  mean  to  use  the 
atmospheric  air,  either  separately  or  mixed  with  gas,  flame,  or 
heated  air.    I  also  claim  as  part  of  my  patent  the  right  to  use  and 
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mix  with  other  materials,  rock  salt,  common  refuse  or  other  salt,  in 
any  state  or  degree  of  refining,  or  any  other  substance  of  which 
soda  (the  mineral  alkali)  forms  a  part.  This  is  to  be  mixed  in 
the  blast-furnace,  cupola,  or  air-furnace,  with  the  iron  stone  or  ore, 
and  with  the  other  usual  materials,  of  coke,  or  charcoal,  and  lime- 
stone, to  which  cinder  (produced  in  the  processes  of  converting 
pig,  cast,  or  crude  iron,  into  malleable  iron)  may  be  added.  And 
I  propose,  as  I  shall  find  necessary,  to  cause  the  iron  stone  or  ore 
to  smelt  or  fuse  sooner  or  with  less  blast,  fuel,  or  heat."  And  in. 
another  part  of  the  specification,  the  patentee  stated  —  "And  I 
further  declare  that  I  propose  to  use  coal,  coke,  stone-coal,  culm, 
wood,  charcoal,  or  any  other  kind  of  fuel  or  fuels,  or  combination 
of  fuel,  in  any  proportion  or  proportions,  in  the  fire-place,  oven,  or 
air-furnace,  for  producing  the  gas,  flame,  or  heated  air ;  and  also 
to  use  all  the  materials  before  recited,  in  any  proportion 
or  proportions  that  may  be  found  sufficient  and  *  best  [*  591] 
adapted  to  produce  the  main  object  required.  I  claim,  as 
my  patent,  the  use  of  the  additional  chimney  or  chimneys,  and 
the  application  of  rarefied  air,  gas,  flame,  or  heated  air,  to,  at,  or 
near  the  twyer  or  twyers  of  the  blast-furnace  or  cupola,  to  cause  or 
assist  the  blast  of  atmospheric  air.  And  I  also  claim,  as  part  of 
my  patent,  the  use  of  salt,  or  any  other  substance  containing 
soda,  to  mix  with  the  iron  stone  or  ore,  and  other  materials  in  the 
blast,  cupola,  or  air-furnace,  to  cause  those  materials  to  melt  or 
fuse  sooner,  more  easily,  or  with  less  blast  and  fuel." 

Secondly,  that  of  an  invention  of  Edward  Martin,  —  enrolled  the 
23rd  of  June,  1804,  under  a  patent  of  the  same  date, —  "  for  making 
pig  and  cast  iron  of  every  description  from  iron-stone,  iron-mine, 
and  iron-ore,  and  of  smelting,  preparing,  and  refining  of  pig  and 
cast  iron  of  every  sort,  and  for  the  making  of  such  pig  and  cast 
iron  into  wrought  or  bar  iron  by  using  raw  stone-coal  or  culm  to 
be  worked  and  made  by  blast."  In  this  specification  the  nature 
of  the  invention  and  the  manner  in  which  the  same  was  to  be 
performed,  and  the  method  used  to  make  stone-coal  and  culm  to 
stand  the  blast,  were  thus  described:  "To  light  the  fire  in  the 
furnace,  finery,  or  hearth,  with  free-burning  wood,  and,  as  soon  as 
the  wood  is  sufficiently  ignited,  then  to  put  on  small  quantities  of 
raw  stone-coal  or  culm,  free  of  dust  (broken  into  the  size  of  a 
common  hen's  egg),  to  continue  to  feed  the  furnace,  finery,  or 
hearth  with  raw  stone-coal  or  culm,  till  it  is  quite  full  of  vivid 
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fire,  before  any  blast  is  introduced ;  then  (in  making  pig  or  cast 
iron)  charge  the  furnace,  in  the  common  way  with  due  proportions 
of  raw  stone-coal  or  culm  clear  of  dust  (instead  of  coke  or  char- 
coal), with  iron-stone,  iron-mine,  or  iron-ore,  and  limestone ;  then 
to  introduce  the  blast  in  a  very  gentle  manner  for  the  first  twelve 

hours ;  then  to  increase  the  blast  gradually,  day  after  day, 
[♦  592]  for  the  first  week  of  blowing,  *  till  the  furnace  is  suflSciently 

hot  and  burthened,  and  then  to  blow  to  any  extent,  the 
machinery  or  the  furnace  is  capable  of  bearing ;  and  by  keeping  the 
furnace  regularly  and  properly  fed  with  materials,  and  keeping  up  a 
sufficient  blast,  the  process  will  be  completed.  And  in  the  remelt- 
ing,  preparing,  and  refining  of  pig  and  cast  iron  of  every  sort,  and  for 
making  such  pig  and  cast  iron  into  wrought  or  bar  iron  the  fore- 
going method  of  lighting  and  feeding  the  hearth  or  finery  till  it  is 
full  of  vivid  stone-Qoal  or  culm,  must  be  pursued  before  the  finery 
or  hearth  is  charged  with  metal,  or  the  blast  introduced ;  then,  by 
charging  with  metal  and  feeding  the  finery  or  hearth  with  raw 
stone-coal  or  culm  (instead  of  coke  or  charcoal),  and  by  intro« 
ducing  the  blast  in  the  common  way,  the  wished-for  success  will 
be  produced." 

Thirdly,  that  of  an  invention  of  Philip  Taylor,  —  enrolled  on  the 
17th  of  February,  1826,  under  a  patent,  dated  the  5th  of  the  same 
month,  —  for  "  certain  improvements  in  making  iron."  The  prin- 
ciple of  this  invention  was,  the  introduction,  into  the  furnace  in 
which  anthracite  or  stone-coal  was  to  be  used,  of  carburettod 
hydrogen  gas. 

And,  fourthly,  that  of  an  invention  of  Charles  Pierre  Devaux, 
—  enrolled  on  the  8th  of  April,  1836,  under  a  patent  dated  the 
28th  of  October,  1835,  —  for  "  certain  improvements  in  smelting 
iron-stone  or  iron-ore," 

This  specification  stated  the  invention  in  these  terms:  ^'The 
improvements  relate  to  the  placing  or  arranging  of  apparatus 
between  the  ortlinary  blowing-machine  and  the  furnace  which 
contains  the  inm-stiuie  or  iron-ore  to  be  smelted,  whereby  the 
bh\st  of  atmospheric  air  caused  by  the  ordinary  blowing  machin- 
ery is  fortHHl  through  and  amongst  the  fuel  in  a  fire  enclosed  in 
auoh  suiveriuMed  apparatus,  and  whereby  the  atmospheric  air  so 

(orood  supiH^rts  combustion  in  such  fire,  becomes  heated, 
[•RJ)31  «nd  iu  .^ome  degree  decomposed,  and  is  •thence  con- 

yttauUy  titrotnl  forward  by  the  pressure  of  the  condensed 
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air  in  the  apparatus  (carrying  with  it  the  gas  and  vapours  evolved 
by  the  fuel  in  the  fire)  into,  and  becomes  a  heated  and  gaseous 
blast  to,  the  ordinary  furnace  containing  the  iron-stone  or  iron- 
ore  to  be  smelted,  great  improvement  will  take  place  in  the 
process  of  smelting  iron-stone  or  iron-ore,  and  fuel  saved." 

Numerous  witnesses  were  called  on  the  part  of  the  plaintiff, 
who  were  employed  in  the  manufacture  of  iron,  many  of  them  in 
the  neighbourhood  of  the  plaintiffs  works.  Their  evidence  went 
to  show,  —  that  repeated  attempts  had  been  made  to  use  anthra- 
cite coal  in  the  manufacture  of  iron ;  that  it  was  an  object  greatly 
desiped  by  the  trade ;  that  the  British  Iron  Company  had  suc- 
ceeded in  using  it,  but  that  the  iron  produced  was  inferior  in 
quality  and  not  worth  the  cost  of  manufacture,  and  that  the 
company  had,  in  consequence,  abandoned  their  works.  Other 
instances  were  adduced,  where  similar  attempts  had  failed.  In 
February,  1837,  the  plaintiff,  after  frequent  and  expensive  ex- 
periments, began  to  use  the  hot-air  blast  and  stone-coal;  the 
apparatus  for  the  hot-air  blast  having  been  erected  under  the 
direction  of  one  of  Neilson's  men.  The  plaintiff  however  (find- 
ing that  the  air  vessel  used  by  Neilson  did  not  give  a  sufficient 
degree  of  heat)  soon  afterwards  substituted  for  it  a  coil  or  suc- 
cession of  tubes,  so  as  to  cause  a  larger  surface  of  air  to  be  ex- 
posed to  the  influence  of  the  fire  in  the  transit  from  the  blowing 
apparatus  to  the  furnace;  whereby  a  hot-air  blast  sufficient  to 
melt  lead  (about  600°  Fahrenheit)  was  produced;  that  the  iron 
thus  produced  was  of  a  very  superior  quality  ;  that  the  yield  was 
greater,  and  the  consumption  of  fuel  less  by  one-sixth ;  that  since 
the  plaintiff's  discovery  two  manufactories  had  been  commenced 
upon  his  system  ;  that  in  April  or  May,  1837,  the  defend- 
ants were  using  hot-air  blast,  and  stone-coal  •  together  [*  594  ] 
with  coke,  in  the  proportion  of  one -third  of  the  former 
to  two-thirds  of  the  latter.  It  was  also  proved  that  cold  blast 
blows  anthracite  coal  black ;  which  had  been  the  cause  of  the 
failure  of  Martin's  invention ;  that  Taylor's  invention  had  alto- 
gether failed,  and  that  Botfield's  was  not  applicable  to  anthracite 
coal;  and  that  the  description  in  the  plaintiff's  specification  was 
sufficient  to  enable  persons  of  competent  skill,  successfully  to 
apply  the  invention. 

The  counsel  for  the  defendants,  after  stating  that  no  witnesses 
were  to  be  called  for  the  defence,  was  proceeding  to  argue  that 
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the  plaintififs  invention  was  not  a  new  manufacture;  when  it 
was  suggested  by  the  Lord  Chief  Justice  that  there  was  no 
point  to  leave  to  the  jury,  and  that  the  real  question  was  one  of 
law,  namely,  as  to  the  meaning  of  the  word  "manufacture" 
under  the  statute ;  whether  the  application  of  a  known  mode  of 
working  the  hot-air  blast  to  a  known  material,  so  as  to  produce 
a  new  effect,  is  a  manufacture  ;  and  also  whether,  if  it  be  so,  the 
plaintiff  was  the  first  inventor  of  it.  It  was  therefore  agreed  that 
a  verdict  should  be  entered'  for  the  plaintiff,  with  nominal  dam- 
ages, upon  all  the  issues,  subject  to  a  motion,  on  the  part  of  the 
defendants,  to  enter  a  nonsuit  or  verdict  for  them,  with  leave  to 
turn  the  evidence  into  a  special  case. 

Sir  Thomas  Wilde,  Serjt.,  in  Hilary  Term,  1840,  having  accord- 
ingly obtained  a  rule  nisi  to  enter  a  nonsuit  or  a  verdict  for  the 
defendants,  it  was  arranged  that  the  evidence  should  be  turned 
into  a  special  case ;  the  Court  being  at  liberty  to  draw  the  same 
inferences  from  the  evidence  that  a  jury  might  draw ;  if  the  Court 
should  be  of  opinion  that  the  plaintiff  was  entitled  to  retain  the 
verdict  on  all  the  issues,  then  the  verdict  was  to  stand  as  entered ; 

but  if  the  Court  should  be  of  opinion  that  the  defend- 
[*  595]  ants  were  entitled  to  have  the  verdict  entered  *  for  them 

on  all  or  either  of  the  issues,  then  the  verdict  was  to  be 
altered  accordingly :  if  the  Court  should  be  of  opinion  that  the 
defendants  were  entitled  to  have  the  verdict  entered  for  them  on 
the  third  and  fourth  issues,  or  either  of  them,  the  Court  were  to 
be  at  liberty,  if  they  should  be  so  advised,  to  give  judgment  non 
obstante  veredicto.  In  case  the  verdict  for  the  plaiutiff  should 
stand,  the  Lord  Chief  Justice  was  to  be  at  liberty,  if  he  should 
think  fit,  to  certify  on  the  record  that  the  validity  of  the  patent 
came  in  question  before  him,  pursuant  to  the  statute  5  &  6  Will. 
IV.  c.  83,  s.  3. 

The  case  was   argued  in   Hilary  Term,  1842,  before   Tindal, 

Ch.  J.,  and  Coltman,  Erskine,  and  Maule,  JJ. 

[600]  Tindal,  Ch.  J.,  now  delivered  the  judgment  of  the  Court. 
This  was  an  action  on  the  case  for  the  infringement  of 
a  patent  granted  to  the  plaintiff  on  the  28th  of  September,  1836, 
for  "  an  improvement  in  the  manufacture  of  iron."  The  declara- 
tion was  in  the  usual  form ;  and  the  defendants  pleaded  thereto, 
first,  that  they  were  not  guilty ;  secondly,  that  the  plaintiff  was 
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not  the  true  and  first  inventor  of  the  said  improvements ;  upon 
each  of  which  pleas  issue  was  joined ;  thirdly,  after  setting  out  at 
length  the  plaintiffs  specification,  the  defendants  pleaded  that  the 
alleged  improvement  therein  described  was  not  a  new  manufac- 
ture invented  by  the  plaintiff,  within  the  intent  and  meaning  of 
the  statute,  as  to  the  public  use  and  exercise  thereof  within  Eng- 
land ;  which  allegation  was  traversed  by  the  plaintiff  in  his  rep- 
lication ;  fourthly,  the  defendants  pleaded,  that  the  nature  of  the 
plaintiffs  invention,  and  the  manner  in  which  it  was  to  be  per- 
formed, were  not  particularly  described  or  ascertained  by  the 
plaintiff  in  his  specification ;  upon  which  plea  issue  was  joined : 
and  in  their  last  plea,  the  defendants,  after  referring  to  the  plain- 
tiffs specification  before  set  out  in  the  third  plea,  stated  the  grant 
of  letters  patent  dated  the  11th  of  September,  1828,  to  one  James 
Beaumont  Neilson  for  "the  improved  application  of  air 
to  produce  heat  in  fires,  forges,  and  furnaces  *  where  [*  601  ] 
bellows  or  other  blowing  apparatus  are  required;"  that 
Neilson's  invention  was  the  production  and  application  of  a  hot- 
air  blast,  and  was  in  public  use,  with  Neilson's  licence,  in  the 
smelting  and  manufacturing  of  iron  from  iron-stone,  and  was 
the  hot-air  blast  in  the  plaintiffs  specification  mentioned;  that 
the  plaintiff  could  not  use  the  hot-air  blast  in  his  specification 
mentioned,  without  Neilson's  licence,  and  that  he  obtained  such 
licence  before  the  grant  of  his  letters  patent ;  and  that  the  using 
by  the  plaintiff  of  the  hot-air  blast,  in  the  smelting  of  iron  from 
iron-stone,  combined  with  the  anthracite  or  stone-coal,  as  men- 
tioned in  the  specification,  was  a  using  and  imitating  of  Neilson's 
invention  ;  whereby  the  plaintiffs  patent  was  void.  The  plaintiff 
replied  to  this  last  plea,  that  Neilson's  invention  was  not  the 
same  as  the  hot-air  blast,  and  the  machinery  and  apparatus 
adapted  for  the  application  thereof,  mentioned  and  referred  to  in 
the  plaintiffs  specification,  nor  was  the  using  by  the  plaintiff  of 
the  invention  as  described  in  his  specification  a  using  or  imitating  of 
Neilson's  invention  as  described  in  Neilson's  specification ;  which 
allegations  were  traversed  by  the  defendants  in  their  rejoinder. 

At  the  trial  before  me,  the  verdict  was  entered  for  the  plaintiff 
on  all  the  issues,  subject  to  the  opinion  of  the  Court  upon  the  evi- 
dence given  at  the  trial,  as  contained  in  a  report  agreed  upon 
between  the  parties,  the  Court  being  at  liberty  to  draw  the  same 
inferences  from  it  as  a  jury  might  draw. 
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Upon  the  argument,  it  was  contended  by  the  defendants  that 
the  verdict  ought  to  be  entered  for  them  on  each  of  the  issues 
joined  on  the  record :  but  as  the  main  question  between  the  parties 
turns  on  the  third  issue,  which  involves  the  question  whether  the 
invention  of  the  plaintiff  is  a  manufacture  within  the  intent  and 
meaning  of  the  Statute  of  James,  that  is,  whether  it  is  or 
[*  602  ]  is  not  the  subject-matter  of  a  patent,  and,  as  the  *  deter- 
mination of  this  issue  in  favour  of  the  one  party  or  the 
other  will  render  the  decision  as  to  the  other  issues  simple  and 
free  from  difficulty,  we  will  apply  ourselves,  in  the  first  instance, 
to  that  question. 

Now,  in  order  to  determine  whether  the  improvement  described 
in  the  patent  is  or  is  not  a  manufacture  within  the  statute,  we 
must,  in  the  first  place,  ascertain  precisely  what  is  the  invention 
claimed  by  the  plaintiff;  and  then,  by  the  application  of  some 
principles  admitted  and  acknowledged  to  govern  the  law  relating 
to  patents,  and  by  the  authority  of  decided  cases,  determine  the 
question  in  dispute  between  the  parties. 

The  plaintiff  describes  the  subject  of  his  invention  to  be,  the 
application  of  anthracite  or  stone-coal,  combined  with  hot-air  blast 
in  the  smelting  or  manufacture  of  iron  from  iron  stone,  mine,  or 
ore,  and  states  distinctly  and  unequivocally,  at  the  end  of  his 
specification,  that  he  does  not  claim  the  using  of  a  hot-air  blast 
separately  as  his  invention,  when  uncombined  with  the  applica- 
tion of  anthracite  or  stone-coal ;  nor  does  he  claim  the  application 
of  anthracite  or  stone-coal  when  uncombined  with  the  use  of  hot- 
air  blast ;  but  that  what  he  claims  for  his  invention  is,  the  appli- 
cation of  anthracite  or  stone-coal,  and  culm,  combined  with  the 
using  of  hot-air  blast  in  the  smelting  and  manufacture  of  iron 
from  iron  stone,  mine,  or  ore.  And  the  question  therefore  be- 
comes this,  whether  —  admitting  the  use  of  the  hot-air  blast  to 
have  been  known  before,  in  the  manufacture  of  iron  with  bitu- 
minuous  coal,  and  the  use  of  anthracite  or  stone-coal  to  have  been 
known  before  in  the  manufacture  of  iron  with  the  cold  blast,  but 
that  the  combination  of  the  two  together  (the  hot-air  blast  and 
the  anthracite)  was  not  known  before  in  the  manufacture  of  iron, 
—  such  combination  can  be  the  subject  of  a  patent.  We  are  of 
opinion,  that  if  the  result  produced  by  such  a  combination 
[*  603]  is  either  a  new  article,  or  a  better  article,  or  a  *  cheaper 
article,  to  the  public,  than  that  produced  befwe  by  the 
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old  method,  such  combination  is  an  invention  or  a  manufaotute 
intended  by  the  statute,  and  may  well  become  the  subject  of  a 
patent 

Such  an  assumed  state  of  facts  falls  clearly  within  the  principle 
exemplified  by  Abbott,  Ch.  J.,  in  Bex  v.  Wheeler,  2  B.  &  Aid.  846 
(p.  229,  post),  where  he  is  determinii^  what  is  and  what  is  not 
the  subject  of  a  patent,  viz :  — ''  It  may  perhape  extend  to  a  new 
process,  to  be  carried  on  by  known  implements  or  elements,  act* 
ing  upon  known  substances,  and  ultimately  producing  some  other 
known  substance,  but  producing  it  in  a  cheaper  or  more  expedi- 
tious manner,  or  of  a  better  or  a  more  useful  kind."  And  it  falls 
also  within  the  doctrine  laid  down  by  Lord  Eldox,  in  HtU  v. 
Thompson,  3  Mer.  622  (p.  272,  poet),  viz. :  — ''  There  may  be  a 
valid  patent  for  a  new  combination  of  materials  previously  in  use 
for  the  same  purpose,  or  for  a  new  method  of  applying  such  mate* 
rials ;  but,  in  order  to  its  being  effectual,  the  specification  must  clearly 
express  that  it  is  in  respect  of  such  new  combination  or  application." 

There  are  numerous  instances  of  patents  which  have  been 
granted  where  the  invention  consisted  in  no  more  than  the  use 
of  things  already  known,  the  acting  with  them  in  a  manner 
already  known,  the  producing  effects  already  known,  but  pro- 
ducing those  effects  so  as  to  be  more  economically  or  benefi* 
cially  enjoyed  by  the  public.  It  will  be  sufficient  to  refer  to  a  few 
instances,  in  some  of  which  the  patents  have  failed  on  other 
grounds,  but  in  none  on  the  objection  that  the  invention  itself 
was  not  the  subject  of  a  patent  We  would  instance  Hall's  patent 
(1  Webst.  Pat  Ca.  97),  for  applying  the  flame  of  gas  to  singe  off 
the  superfluous  fibres  of  lace,  where  the  flame  of  oil  had 
been  used  before  for  that  same  purpose :  Derosne's  *  patent,  [*  604] 
Derome  v.  Fairie,  1  Webst  Pat  Ca.  152,  in  which  the  in- 
vention consisted  in  filtering  the  syrup  of  sugar  through  a  filter,  to 
act  with  animal  charcoal  and  charcoal  from  bituminous  sub- 
stances, where  charcoal  had  been  used  before  for  the  filtering  of 
almost  every  liquid  except  the  syrup  of  sugar:  Hill's  patent 
(3  Mer,  622 ;  17  R  E.  156),  above  referred  to,  for  improvements 
in  the  smelting  and  working  of  iron;  there  the  invention  con- 
sisted only  in  the  use  and  application  of  the  slags  or  cinders 
thrown  off  by  the  operation  of  smelting,  —  which  had  been 
previously  considered  useless  for  the  production  of  good  and 
serviceable  metal, -^  by  the  admixture  of  mine  rubbish.    Again, 


152  PATENT. 


Ho.  8.  —  Crane  y.  Price  tad  othen,  4  Kan.  &  Or.  604, 005. 

Daniell's  patent,  Rex  v.  Daniell,  Gods.  Pat  274,  was  taken  out 
for  improvements  in  dressing  woollen  cloth,  where  the  invention 
consisted  in  immersing  a  roll  of  cloth,  manufactured  in  the  usual 
manner,  in  hot  water. 

The  only  questions,  therefore,  to  be  considered  with  respect  to 
the  evidence  are,  was  the  iron  produced  by  the  combination  of  the 
hot-air  blast  and  the  anthracite,  a  better  or  a  cheaper  article  than 
was  before  produced  from  the  combination  of  the  hot-air  blast  and 
the  bituminous  coal?  and  was  the  combination  described  in  the 
specification  new,  as  to  the  public  use  thereof  in  England  ?  And 
upon  the  first  point,  upon  looking  at  the  evidence  in  the  cause,  we 
think  there  is  no  doubt  that  in  the  result  of  the  combination  of 
the  hot-water  blast  with  the  anthracite  or  stone-coal,  the  yield  of 
the  furnace  was  more,  the  nature,  properties,  and  quality  of  the 
iron  were  better,  and  the  expense  of  making  the  iron  was  less, 
than  under  the  former  process,  by  means  of  the  combination  of 
the  hot-water  blast  with  the  bituminous  coal.  It  is  to  be  ob- 
served, that  no  evidence  was  produced  on  the  part  of  the  defend- 
ants to  meet  that,  given  by  the  plaintiff  on  these  points, 
[*  605]  and  that  it  was  a  necessary  *  consequence,  from  the  proof 
in  the  cause,  that  from  the  substitution  of  the  anthracite, 
in  whole  or  in  part,  in  the  ste^d  and  place  of  bituminous  coal,  the 
manufacture  of  iron  should  be  conducted  at  a  less  expense. 

It  was  objected,  in  the  course  of  the  argument,  that  the  quan- 
tity or  degree  of  invention  was  so  small  that  it  could  not  become 
the  subject  of  a  patent  —  that  the  person  who  had  procured  a 
licence  to  use  the  hot-air  blast  under  Neilson's  patent,  had  a  full 
right  to  subject  to  that  blast  coal  of  any  nature  whatever,  whether 
bituminous  or  stone  coal.  But  we  think,  if  it  were  necessary  to 
consider  the  labour,  pains,  and  expense  encountered  by  the  plain- 
tiff in  bringing  his  discovery  to  perfection,  that  there  is  evidence 
in  this  cause  that  the  expense  was  considerable  and  the  experi- 
ments numerous ;  but,  in  point  of  law,  the  labour  of  thought  or 
experiment,  and  the  expenditure  of  money,  are  not  the  essential 
grounds  of  consideration  upon  which  the  question,  whether  the 
invention  is  or  is  not  the  subject-matter  of  a  patent,  ought  to  de- 
pend ;  for  if  the  invention  be  new  and  useful  to  the  public,  it  is 
not  material  whether  it  is  the  result  of  long  experiments  and  pro- 
found research,  or  whether  of  some  sudden  and  lucky  thought,  or 
of  mere  accidental  discovery.     The  Case  of  Monopolies  (Darcy  v. 
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Allin),  11  Co.  Eep.  84,  Noy,  178,  states  the  law  to  be  "that 
where  a  man,  by  his  own  charge  or  industry,  or  by  his  own  wit  or 
invention,  brings  a  new  trade  into  the  realm,  or  any  engine  tend- 
ing to  the  furtherance  of  a  trade  that  never  was  used  before,  and 
that  for  the  good  of  the  realm,  the  King  may  grant  him  a  monop- 
oly-patent for  a  reasonable  time."  And  if  the  combination  now 
under  consideration  be,  as  we  think  it  is,  a  manufacture, 
within  the  *  Statute  of  James  the  First,  there  was  abun-  [*  606] 
dant  evidence  in  the  cause,  that  it  had,  before  the  grant- 
ing of  the  patent,  been  a  great  object  or  desideratum  to  smelt  iron- 
stone by  the  means  of  anthracite,  and  that  it  had  not  been  done 
before ;  indeed  no  evidence  was  called  on  the  part  of  the  defend- 
ants to  meet  that  which  the  plaintiff  brought  forward.  These 
considerations,  therefore,  enable  us  to  direct  that  the  verdict  shall 
be  entered  for  the  plaintiff  upon  the  third  issue,  —  that  this  was  a 
manufacture,  and  a  manufacture  new  as  to  the  public  use  and 
exercise  thereof  within  England  and  Wales. 

On  the  same  ground  also  the  second  issue  is  disposed  of,  in 
favour  of  the  plaintiff.  For  no  evidence  was  produced  on  the  part 
of  the  defendants  to  show  any  inventor  earlier  than  the  plaintiff ; 
nor  did  the  fact  that  there  was  an  earlier  inventor  appear  from 
the  cross-examination  of  the  plaintiffs  witnesses. 

As  to  the  first  issue,  namely,  whether  the  defendants  had 
infringed  the  patent,  we  think  it  clearly  appears  on  the  evidence 
that  the  defendants  had  used,  either  in  part  or  in  whole,  the  com- 
bination described  in  the  specification  of  the  plaintiffs  patent. 

The  plaintiffs  evidence  goes  fully  to  show  such  infringements, 
and  is  not  met  by  any  explanation  on  the  part  of  the  defendants. 
Indeed,  the  defendants'  case  did  not  appear  to  rest  on  this  point, 
at  the  trial,  so  much  as  on  the  important  question  raised  by  them, 
whether  the  improvement  described  in  the  specification  was  a 
manufacture,  within  the  Statute  of  James. 

Upon  the  fourth  issue,  which  raised  no  more  than  the  usual 
inquiry,  whether  the  nature  of  the  invention  was  sufficiently 
described  in  the  specification,  the  usual  evidence  was  given, — 
that  persons  of  competent  skill  and  experience  could  follow 
the  directions,  and  produce  the  manufacture  described, 
with  success ;  and  this  evidence  *  was  entirely  unopposed.  [  *607] 
Upon  this  issue,  also,  the  verdict  ought  to  be  entered  for 
the  plaintiff. 
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With  respect,  however,  to  the  issue  raised  in  the  rejoinder  to  the 
plaintiffs  replication  to  the  fifth  plea,  we  are  of  opinion,  that,  tak* 
ing  the  whole  of  the  evidence  brought  forward  by  the  plaintifEi  it 
is  impossible  to  find  any  substantial  or  real  distinction  between 
the  hot-air  blast  and  the  machinery  and  apparatus  described  in 
Neilson*8  specification,  and  that,  described  and  referred  to  in  the 
plaintifTs,  or  to  say  that  the  using  by  the  plaintiff  of  the  invention 
described  in  his  specification  was  any  other  than  the  using  or  imi- 
tating of  the  invention  described  in  Neilson's  specification.  The 
plaintiff,  indeed,  worked  by  licence  under  Neilson's  patent  at  the 
time  of  his  discovery.  Upon  this  fifth  issue,  therefore,  we  think 
the  verdict  should  be  entered  for  the  defendants. 

Then  arises  the  question,  whether  the  plaintiff  is  or  is  not 
entitled  to  a  judgment  notwithstanding  the  verdict,  upon  this  fifth 
issue ;  on  which  point  the  argument  on  the  part  of  the  defendant 
is,  that  the  taking  out  a  patent  for  an  invention,  which  invention 
cannot  be  used  or  enjoyed  by  the  public,  except  by  means  of  a 
former  invention  of  another  person,  which  former  invention  is 
itself  the  subject-matter  of  a  patent  still  in  force,  is  void  by  law. 
Undoubtedly,  if  the  second  patent  claims,  as  part  of  the  invention 
described  in  it,  that  which  was  the  subject-matter  of  a  patent  then 
in  force,  it  would  be  void,  on  the  double  ground,  that  it  claimed 
that  which  was  not  new  (which,  indeed,  would  equally  be  the  case 
if  the  former  patent  had  expired),  and  also,  that  it  would  be  an 
infringement  of,  and  inconsistent  with,  a  former  grant  of  the  King 
still  in  force,  which  latter  consideration  alone  would  make  a  new 
patent  void.  But,  in  this  case,  there  is  an  express  disclaimer  as  to 
any  part  of  the  invention  of  the  use  of  the  hot-air  blast, 
[*  608]  *  which  was  covered  by  Neilson's  patent ;  the  specification 
describes  the  application  of  hot-air  blast  to  be  well  under- 
stood and  extensively  applied  in  many  places  where  ordinary  fuel 
is  employed.  The  validity,  therefore,  of  the  plaintiffs  patent  can- 
not be  impeached  on  either  of  the  grounds  above  adverted  to. 
Unless,  therefore,  the  grantee  of  the  new  letters  patent  is  bound  by 
law  to  specify  whether  such  former  invention,  which  is  excepted, 
was  so  excepted  on  the  ground  of  its  being  generally  known,  and 
used  by  the  public,  or  because  it  was  the  subject  of  a  patent  which 
secured  the  use  of  it  to  a  former  patentee,  the  new  patent  will  be 
good.  But  that  distinction  is  as  much  in  the  knowledge  of  the 
public  as  in  that  of  the  grantee  of  the  patent.     If,  indeed,  the  new 
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patent  had  been  taken  out  for  an  improvement  or  alteration  of  an 
invention  secured  by  a  former  patent,  then,  for  obvious  reasons,  a 
greater  particularity  would  be  necessary  to  distinguish  tlie  new  from 
the  old.  But  the  present  specification  expressly  says,  "  I  take  the 
whole  of  an  invention  already  well  known  to  the  public,  and  I 
combine  it  with  something  else."  But,  it  is  further  argued,  that 
in  point  of  law  no  patent  can  be  taken  out,  which  includes  the 
subject-matter  of  a  patent  still  running  and  in  force.  No  author- 
ity was  cited  to  support  this  position ;  and  the  case  in  which  Lord 
Tenderden  held,  that  where  an  action  was  brought  for  an  infringe- 
ment of  improvements  in  a  former  patent,  granted  to  another  per- 
son, and  still  in  force,  the  plaintiff  must  produce  the  former  patent 
and  specification  at  the  trial,  Levria  v.  Davis,  3  C.  &  P.  502  (p.  134, 
ante)y  affords  a  strong  inference  that  the  second  patent  was  good. 
The  case  also  of  Harmar  v.  Playne,  11  East,  101,  is  a  clear  authority 
to  the  same  point ;  and  upon  reason  and  principle  there  appears 
no  objection.  The  new  patent,  after  the  expiration  of  the 
old  one,  would  be  free  *  from  every  objection  ;  and  whilst  [*  609] 
the  former  exists,  the  new  patent  can  be  legally  used  by 
the  public,  by  procuring  a  licence  from  Neilson,  or  by  purchasing 
the  apparatus  from  him  or  some  of  his  agents ;  and  the  probability 
of  the  refusal  of  a  licence  to  any  one  applying  for  it,  is  so  extremely 
remote  that  it  cannot  enter  into  consideration  as  a  ground  of  any 
legal  objection. 

Upon  the  whole,  therefore,  we  hold  that  the  verdict  is  to  be 
entered  for  the  plaintiff  upon  all  the  issues  except  the  fifth ;  that 
the  verdict  is  to  be  entered  for  the  defendants  on  the  fifth  issue ; 
but  that,  notwithstanding  such  verdict,  the  judgment  must  be 
given  for  the  plaintiff.  Judgment  for  the  plaintiff. 

ENGLISH  NOTES. 

A  combination  differs  from  a  process;  and  where  a  patentee  has 
claimed  a  combination  which  is  found  to  bo  not  new,  he  cannot  support 
the  claim  by  showing  that  he  has  described  a  new  process  to  which  the 
combination  is  intended  to  be  applied.  Gibson  v.  Brand  (1842),  4 
Man.  &  Gr.  179,  4  Scott  N.  R.  844,  11  L.  J.  C.  P.  177. 

It  seems  unnecessary  to  multiply  examples  of  patents  where  a  com- 
bination has  been  successfully  claimed;  or  where  the  precedent  of 
Crane  v.  Price  has  been  cited  and  followed.  The  principle  that  a 
combination  is  good  subject-matter  is  established  on  the  highest 
authority  in  the  case  of  Cannington  v.  Nuttall  (H.  L.  1871),  L.  R.  6 
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H.  L.  205,  40  L.  J.  Ch.  739.  The  patented  invention  (by  one  Pocheron) 
was  an  improvement  in  glass-blowing  furnaces,  consisting  of  an  arrange- 
ment of  old  constituent  parts  of  a  furnace  with  tanks  (which  were  not 
new)  for  holding  the  molten  glass,  combined  with  a  known  device  or 
process  for  cooling  a  certain  part  of  the  sides  of  the  tanks,  all  designed 
for  and  found  capable  of  effecting  the  purpose  of  doing  away  with  the 
earthenware  pots  formerly  used  in  the  manufacture,  and  which  were  a 
source  of  inconvenience  and  expense.  On  the  trial  before  the  Master 
OF  THE  Rolls  (Sir  G.  Jessel),  that  learned  Judge  had  directed  the 
jury  (inter  alia)  as  follows :  —  "In  Pocheron's  invention  there  are  a 
great  number  of  separate  and  distinct  matters,  which  he  makes  use  of 
for  the  purpose  of  completing  the  whole.  Every  one  of  those,  separately, 
are  anticipated  in  these  patents  ;  but  that  does  not,  in  my  opinion, 
prevent  the  validity  of  a  patent;  because  if  a  person  takes  well  known 
processes  from  a  great  number  of  sources  and  a  great  many  inventions, 
and  adapts  them  all  together  to  a  perfectly  new  combination,  for  a 
perfectly  new  purpose,  that,  in  my  opinion,  is  not  an  anticipation  of 
the  patent;  and  therefore  considering  under  Pocheron's  system  his 
patent  is  a  combination  of  all  these  various  matters,  such  as  the  air- 
chamber  and  the  like,  I  do  not  think  that  you  ought  to  consider  that 
the  fact  of  any  of  those,  or  all  of  them  separately,  having  been  antici- 
pated, prevents  the  novelty  of  Pocheron's  patent,  he  having  combined 
them  all  together  for  a  perfectly  new  and  distinct  purpose."  The  jury 
found  a  verdict  for  the  plaintiff,  and  the  Master  of  the  Bolls  gave 
judgment  for  the  plaintiff  accordingly.  On  the  ultimate  appeal  to  the 
House  of  Lords,  this  ruling  was  held  to  be  correct  and  the  judgment  of 
the  Master  of  the  Rolls  was  affirmed. 

Of  course  a  combination  is  none  the  less  patentable  if  one  of  the 
elements  in  the  combination  is  new.  A  notable  instance  of  such  a 
combination  is  the  Edison  Incandescent  Electric  Light  patent,  which 
formed  the  subject  of  attack  on  various  grounds,  —  in  the  cases  of 
Edison  &  Stvan  Electric  Light  Co.  v.  Woodhouse  and  Edison  &  Swan 
Electric  Light  Co,  v.  Holland,  which  are  set  forth  as  ruling  cases,  No. 
21  &  22,  post 

On  the  other  hand  it  is  to  be  noted  that  the  mere  combination 
of  two  known  mechanical  processes  which  an  ordinary  skilled  mechanic 
would  be  able,  from  the  existing  description,  to  make  so  as  to  effect  an 
obvious  result,  —  e.  g,  the  combination  of  a  known  interlocking 
apparatus  of  railway  signals  with  a  known  means  of  actuating  such  an 
apparatus,  —  will  not  support  a  patent.  Saxbg  v.  Gloucester  Waggon 
Co.  (1881),  7  Q.  B.  D.  305,  60  L.  J.  Q.  B.  577  (affirmed  by  Court  of 
Appeal,  23  June,  1882,  and  by  House  of  Lords,  76  L.  T.  Jour.  167; 
Lawson  on  Pat.  2  ed.  14). 


R.  C.  VOL.  XX.]  SECT.  II.  —  SUBJECT-MATTER.  157 

Km.  7,  8.  —  Lewis  y.  Bavii;  Crane  y.  Priee.  —  Kotee. 


AMERICAN  NOTES. 

A  mechanical  combination  is  a  ^*  machine/'  within  the  meaning  of  that 
word  in  the  statute;  it  is  patentable  when  it  has  utility  and  novelty,  and  pro- 
duces a  new  result  or  an  old  result  in  a  better  form.  Grier  v.  WUt^  120 
United  States,  412 ;  Wintermute  v.  Redington,  1  Fisher's  Patent  Cases,  239, 
246;  National  Progress  Bunching-Mackine  Co.  v.  John  R.  Williams  Co.,  44 
Federal  Rep.  100.  A  process,  when  made  up  of  constituent  steps,  depends  for 
its  validity  upon  the  same  principles  as  other  combinations.  Mowry  v. 
Whitney,  14  WaUace  (U.  S.),  620 ;  Le  Roy  v.  Tatham,  14  Howard  (U.  S.),  156 ; 
DryfoosY.  Wiese,  124  United  States,  32. 

The  established  rules  on  this  topic  now  are :  1st,  That  a  combination  is 
patentable  if  it  produces  new  and  useful  results,  though  all  its  constituents 
were  well  known  and  in  common  use  before  it  was  made,  provided  the  results 
are  a  product  of  the  combination,  and  not  a  mere  aggregate  of  several  results* 
each  the  product  of  one  of  the  combined  elements.  2nd,  If  it  produces  a  dif- 
ferent force,  effect,  or  result  in  the  combined  forces  or  processes  from  that 
given  by  their  separate  parts,  and  a  new  result  is  given  by  their  union.  3rd, 
If  it  either  forms  a  new  machine  of  distinct  character  or  formation,  or  produces 
a  result  which  is  not  the  mere  aggregate  of  separate  contributions,  but  is  due 
to  the  joint  and  co-operating  action  of  all  the  elements.  4th,  When  the  several 
elements  of  which  it  is  composed  produce  by  their  joint  action  either  a  new 
and  useful  result,  or  an  old  result  in  a  cheaper  or  otherwise  more  advantage- 
ous way.  See  Niles  Tod-Works  v.  Betts  Machine  Co,,  27  Federal  Rep.  301, 
305;  Pickering  v.  McCullough,  104  United  States,  310;  Pennsylvania  R.  Co.  v. 
Locomotive  Truck  Co.,  110  id.  490 ;  Morris  v.  McMillin,  112  id.  244 ;  Stephenson 
V.  Brooklyn  R.  Co.,  114  id.  149;  Cantrell  v.  Wallick,  117  id.  689;  HcUl  v.  Mac- 
neale,  107  id.  90;  Atlantic  Works  v.  Brady,  id.  192  ;  Roberts  v.  Ryer,  91  id.  150, 
157;  Watson  v.  Cincinnati,  ^c.  R.  Co.,  132  id.  161;  St.  Paul  Plow  Works  y. 
Starling,  140  id.  184 ;  Stimpson  v.  Woodman,  10  Wallace  (U.  S.),  117 ;  Tucker 
V.  Spalding,  13  id.  453 ;  Hailes  v.  Van  Wormer,  20  id.  353 ;  Williams  v.  Rome, 
S-c.  R.  Co.,  15  Blatchford  (U.  S.),  200,  211 ;  BaUard  v.  McCluskey,  58  Federal 
Rep.   880 ;  Osgood  Dredge  Co.  v.  MeVn  Dredging  Co.,  75  id.  670. 

A  combination  of  old  devices  producing  a  new  result  is  patentable ;  but  if 
the  combination  is  not  only  of  old  elements,  but  of  old  results,  and  no  new 
function  is  evolved  from  such  combination,  it  is  not  patentable,  even  though 
increased  mechanical  skill  is  displayed.  Hailes  v.  Van  Wormer,  20  Wallace 
(U.  S),  353,  868 ;  Reckendor/er  v.  Faher,  92  United  States,  347,  356 ;  Fuller 
V.  Yentzer,  94  id.  288 ;  Loom  Co.  v.  Higgins,  105  id.  580 ;  Phillips  v.  Detroit, 
HI  id.  604;  Consolidated  Roller  MiU  Co.  v.  Walker,  138  id.  124;  Bnnkerhoff 
V.  Aloe,  146  id.  515,  517;  Palmer  y.  Corning,  156  id.  342,  345;  Richards  v. 
Chase  Elevator  Co.,  158  id.  299 ;  Office  Specialty  Manuf.  Co.  v.  Fenlon  M.  M. 
Co.,  174  id.  492;  Nelson  v.  A.  D.  Farmer  ft-  Son  Co.,  95  Federal  Rep.  145; 
Maier  v.  Bloom,  id.  159.  If  the  elements  of  a  patented  combination  are  not 
expressly  claimed  as  the  invention  of  the  patentee,  they  are  admitted  to  be 
old  and  are  not  included  in  the  monopoly  of  the  patent.  Rowell  v.  Lindsay^ 
113  United  States,  97. 
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When  the  combiuation  is  an  entirety,  incapable  of  division  or  separate 
use,  an  infringer's  defences  must  be  addressed  to  the  invention,  and  not  to  a 
part  of  it,  or  to  one  or  more  claims  of  the  patent,  if  less  than  the  entire  in- 
vention, or  to  an  addition  thereto.  Parks  v.  Booth,  102  United  States,  96,  104 ; 
Burr  V.  Duryee,  1  Wallace  (XJ.  S.),  531;  GiU  v.  WelU,  22  id.  1 ;  Vance  v.  Camp- 
belly  1  Black  (U.  S.),  427;  Overweight  C.  Elevator  Co,  v.  Improved  Order  Ass'n,  94 
Federal  Rep.  155 ;  Williamea  v.  Barnard,  41  id.  358.  A  combination  is  not 
infringed,  if  its  elements  are  not  claimed  separately,  unless  all  the  elements 
claimed  therefor  are  found  in  the  infringing  device.  Com-Plajxter  Patent, 
23  Wallace  (U.  S.),  181, 224 ;  Brooks  v.  Fiske,  15  Howard  rU.  S.),  212 ;  Phoinix 
Caster  Co,  v.  Spiegel,  133  United  States,  860 ;  Bragg  v.  FUch,  121  id.  478 ; 
Huher  v.  Nelson  M,  Co.,  148  id.  270;  Sessiofis  v.  Romadka,  145  id.  29; 
St,  Louis  Car  Coupler  Co,  v.  National  M,  C,  Co.,  57  United  States  Appeals, 
810,  328;  Wells  v.  Curtis,  66  Federal  Rep.  318;  Royer  v.  Schultz  B,  Co.,  28 
id.  850 ;  Norton  v.  Jensen,  49  id.  859.  If,  therefore,  a  patent  for  a  combina- 
tion consists  of  three  parts,  the  use  of  any  two  of  these  parts  only,  or  of  two 
combined  with  a  third  which  is  substantially  different  in  form,  or  in  the 
manner  of  its  arrangement  and  connection  with  the  others,  is  not  an  infringe- 
ment, Prouty  V.  Ruggles,  16  Peters,  336 ;  McMurray  v.  MaUory,  111  United 
States,  97, 108 ;  Sharp  v.  Riessner,  119  id.  631 ;  National  Hat  Pounciny  Machine 
Co,  V.  Hedden,  148  id.  482. 

A  patentee,  who  in  his  claim  declares  upon  a  combination  of  elements 
which  he  asserts  constitute  the  novelty  of  his  invention,  cannot  in  his  proofs 
abandon  a  part  of  such  combination  and  maintain  his  claim  to  the  rest. 
Vance  y.  Campbell,  1  Black  (U.  S.),  427;  McClain  v.  Ortmayer,  141  United 
States,  419,  425. 

A  combination,  to  be  patentable,  must  not  be  merely  an  aggregation  of 
separate  elements  or  of  old  results,  each  working  out  its  own  effect  without 
producing  anything  novel,  or  a  mere  mechanical  juxtaposition;  it  must  form 
either  a  new  machine  of  a  distinct  character  and  function,  or  producing  a  re- 
sult due  to  the  joint  and  co-operating  action  of  all  the  elements.  Reckendorfer 
V.  Faber,  92  United  States,  347,  357;  Pickering  v.  McCuUough,  104  id.  310,  318; 
Double  Pointed  Tack  Co.  v.  Two  Rivers  M,  Co,,  109  id.  117 ;  Thatcher  Heating 
Co,  V.  Burtis,  121  id.  286 ;  Fond  du  Lac  County  v.  May,  137  id.  395 ;  Florsheim 
V.  Schilling,  id.  64;  Adams  v.  Bellaire  S.  Co.,  141  id.  539;  Palmer  y.  Coming, 
156  id.  842.  Sub-combination  claims  are  subject  to  the  same  rules.  Smith  jr 
Griggs  M.  Co.  v.  Sprague,  123  United  States,  249;  GUI  v.  Wells,  22  Wallace 
(U.  S.),  1.  The  component  parts  of  every  patented  combination  are  to  be 
stated  in  the  specification  and  claim  with  clearness  and  precision.  Howard 
V.  Detroit  Stove  Co,,  150  United  States,  164,  167;  Black  Diamond  C,  M,  Co.  v. 
Excelsior  Coal  Co,,  156  id.  611  ;  Incandescent  Lamp  Patent,  159  id.  465,  475; 
McCarthy  v.  Lehigh  Valley  C,  R,  Co,,  160  id.  110;  Seymour  v.  Osborne,  3 
Fisher's  Patent  Cases,  555 ;  11  Wallace  (U.  S.),  516.  But  the  unnecessary 
enumeration  in  a  claim  of  elements  which  are  necessary  to  the  action  of  a 
machine  or  combination,  but  which  can  be  understood  and  supplied  by  those 
skilled  in  the  art,  does  not  necessarily  make  an  aggregation.  American  Street 
Car  Adv.  Co.  v.  Newton  St.  Ry.  Co,,  82  Federal  Rep.  782,  735 ;  but  see  Boston 
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Lasting  Mack.  Co.  ▼.  Woodward,  68  id.  481,  483.  The  Court  looks,  iii  this  re- 
gardy  only  at  practical  and  not  theoretical  definitions  and  considerations. 
Beach  v.  Hohbs,  82  Federal  Eep.  &16, 024.  The  doctrine  of  agfgregation  applies 
both  to  a  machine,  which  has  a  law  of  action,  and  to  an  article  of  manufact- 
ure patented  for  its  peoulianties  of  constmctioii.  A  niiadel  v.  Chicago  H.  C. 
Co.,  89  Federal  Rep.  308,  312. 

The  patentee  of  a  composition  of  old  elements  or  ingredients  may  olaim 
« equivalents,"  which  term,  when  so  used,  differs  somewhat  from  what  is 
meant  when  it  is  applied  to  an  invention  consisting  of  a  new  device  or  an 
entirely  new  machine,  and  which,  as  applied  to  such  a  combination,  means 
that  the  patent,  in  respect  to  each  of  the  respective  ingredients  comprising 
the  invention,  covers  every  other  ingredient  which,  in  the  same  arrangement 
of  the  parts,  will  perform  the  same  function,  if  it  was  well  known  as  a  proper 
substitute  for  the  one  deseribed  in  the  specification  at  the  date  of  the  patent. 
Imhaeuserv,  Buerk,  101  United  States,  647,  656  ;  Wicke  v.  Ostruniy  103  id.  461, 
460  ;  Clough  v.  Barker,  106  id.  166 ;  Hartshorn  v.  Sagmau  B.  Co.,  119  id.  664 ; 
Dtt  Bois  V.  Kirk,  168  id.  68  ;  United  States  v.  Berdan  F.  A.  M.  Co,,  156  id.  662. 

The  claim  of  a  combination  is  not  infringed  if  any  of  its  material  parts 
are  omitted ;  but  if  any  one  of  such  parts  is  only  formally  omitted,  and  is  sup- 
plied by  a  mechanical  equivalent  performing  the  same  office  and  producing  the 
same  r&sult,  the  patent  is  infringed.  Water-Meter  Co,  v.  Desper,  101  United 
States,  332,  335;  Fay  v.  Cordemnan,  100  id.  408,  421;  Dunbar  v.  Myers,  04  id. 
187;  Blake  v.  San  Francisco,  113  id.  870 ;  Haiies  v.  Albany  Stove  Co.,  123  id. 
682;  Peters  v.  Active  M.  Co.,  120  id.  680;  McClain  v.  Ortniayer,  141  id.  410, 425; 
Knapp  V.  Morss,  150  id.  221;  Richards  v.  Chase  Elevator  Co.,  160  id.  477; 
Hicks  V.  KeUey,  18  Wallace  (U.  S.),  670;  Prouty  v.  Buggies,  16  Peters  (U.  S), 
886;  Stimpson  v.  Baltimore  jr  S.  R.  Co.,  10  Howard  (U.  S.),  320;  Gould  v. 
Rees,  15  Wallace  (U.  S.),  187 ;  Fenton  Manuf.  Co.  v.  Office  Sp,  Co.,  12  District 
of  Columbia  Appeals,  201, 220 ;  174  id.  402 ;  P,  //.  Murphy  M.  Co.  v.  Excelsior 
C.B.  Co.,  76  Federal  Rep.  065. 

A  reissue  of  a  patent  for  a  combination  is  void  if  a  less  number  of  ele- 
ments are  there  claimed  than  in  the  original  patent.  Pattee  Plow  Co.  v. 
Kingman,  120  United  States,  204  ;  Electric  Gas  Lighting  Co,  v.  Boston  Electric 
Co.,  130  id.  481. 

When  the  patent  is  for  a  "  composition  of  matter,"  it  must  identify  it  by 
stating  the  component  parts  of  the  new  manufacture  clearly  and  precisely, 
so  that  it  can  be  recognized  aside  from  the  description  of  the  process  for 
making  it ;  otherwise  nothing  can  be  held  to  infringe  the  patent  which  is  not 
made  by  that  proceso.  Tyler  v.  Boston,  7  Wallace  (U.  S.),  827,  380 ;  Wood  v. 
Underhill,  6  Howard  (U.  S),  1;  Cochrane  v.  Badische  AniHn  (r  Soda  Fabrik,  111 
United  States,  298,  810;  Goodyear  v.  Wa^,  8  Fisher's  Patent  Cases,  242; 
Jenkins  v.  Walker,  5  id.  847  ;  Ryan  v.  Goodwin,  8  Sumner  (U.  8.),  514.  When 
a  well-known  product  is  obtained  from  different  substances,  a  process  to  ob- 
tain it  from  a  subject  from  which  it  has  never  been  taken  may  be  the  creature 
of  invention,  but  the  product  itself  is  not  patentable  as  a  new  manufacture 
or  composition  of  matter.  Wood-Paper  Patent,  23  Wallace  (U.  S.),  666,  503 ; 
Deere  fr  Co.  v.  Rock  Island  Plow  Co.,  84  Federal  Rep.  171. 
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The '  mannf acture  aud  sale  of  a  single  element  of  a  composition  with 
intent  that  it  shall  be  united  to  the  other  elements,  and  so  complete  the 
composition,  may  be  an  infringement.  Cotton- Tie  Co.  v.  Simmons,  106 
United  States,  89;  Saxe  v.  Hammond^  Holmes  (U.  S.),  456;  Wallace  v. 
Holmes,  9  Blatchford  (U.  S.),  65;  Barnes  v.  Straus,  id.  553;  Schneider  v.  Fount- 
ney,  21  Federal  Rep.  399.  But  this  rule  does  not  apply  when  the  element 
made  by  the  alleged  infringer  is  an  article  of  manufacture  perishable  in  its 
nature,  which  it  is  the  object  of  the  mechanism  to  deliver,  and  which  must  be 
renewed  periodically,  whenever  the  device  is  put  into  use.  Morgan  Envelope 
Co,  V.  Albany  Paper  Co.,  152  United  States,  425,  438. 


Section  III.  —  True  and  First  Inventor. 

No.  9.  — LEWIS  V.  MARLING. 
(K,  B.  1829.) 

No.  10.  — BEARD \?.  EGERTON. 
(c.  p.  1846.) 

RULE. 

The  "  true  and  first  inventor "  within  the  Statute  of 
Monopolies  means  and  includes  (1)  an  original  author  of 
an  invention  not  previously  made  public ;  (2)  the  importer 
of  an  invention  not  previously  known  in  this  country,  who 
may  hold  the  patent  as  trustee  for  the  inventor.  Previous 
knowledge  by  others,  not  imparted  to  the  person  claiming 
to  be  the  inventor,  and  not  accessible  to  the  public  generally 
does  not  invalidate  the  claim. 

Lewis  V.  Marling. 

10  Barn.  &  Cress.  22-28  (34  R.  R.  313). 

Patent  —  True  and  First  Inventor.  —  Original  Inventor.  —  What  is  Previous 
PuhlicaHon.  —  Abandonment  of  Non-essential  Part 

[22]      Where  a  patentee  of  an  improved  machine  claimed  as  his  invention  a 
part  of  it  which  tnmed  out  to  be  useless :  Held,  that  this  did  not  vitiate 
the  patent,  the  specification  not  describing  it  as  essential  to  the  machine. 

Where  it  appeared  in  evidence  that  the  patentee  himself  invented  and 
brought  into  use  the  machine  for  which  the  patent  was  granted ;  but  before 
that  time  several  other  persons  had  seen  a  model  and  specification  of  such  a 
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machine,  which  were  brought  over  from  America ;  Hdd^  that  the  patentee  was 
nevertheless  to  be  considered  the  inventor  within  the  meaning  of  the  statute  21 
Jac  I.  c.  3,  B.  6,  no  machine  having  been  manufactured  and  brought  into  use 
from  the  model  and  specification,  and  there  being  no  evidence  that  the  patentee 
had  ever  seen  them. 

Case  for  infringing  a  patent  granted  to  the  plaintififs  for  improve- 
ments on  shearing  machines  for  shearing  or  cropping  woollen  and 
other  cloths.  Plea,  not  guilty.  At  the  trial  before  Lord  Tenter- 
DEN,  Ch.  J.,  at  the  Westminster  Sittings  after  last  Trinity  Term,  it 
appeared  that  the  patent  in  question  was  granted  in  1818,  and  the 
plaintiffs  in  their  specification  (which  was  accompanied  by  a  draw- 
ing) claimed  as  their  invention,  thirdly,  "  the  application  of  a  proper 
substance  fixed  on  or  in  the  cylinder  A  to  brush  the  surface  of  the 
cloth  to  be  shorn ; "  and,  fourthly,  "  the  described  method  of  shear- 
ing cloth  across  from  list  to  list  by  a  rotatory  cutter."  The  brush 
for  the  surface  of  the  cloth  was  soon  found  to  be  useless,  and 
the  plaintififs  never  sold  any  machines  with  it.  On  *  this  [*23] 
ground  the  defendant  contended  that  they  had  claimed  too 
much,  and  therefore  the  patent  was  void.  As  to  the  fourth  thing 
claimed,  the  defendant  contended  that  it  was  not  new,  and  proved 
that  a  similar  machine  was  in  use  at  New  York  twenty  years  ago, 
and  that  a  specification  of  it  was  sent  over  in  1811  to  one  Thompson 
residing  at  Leeds,  who  employed  two  engineers  to  manufacture  a 
machine  from  it ;  but  this  was  never  finished  in  consequence  of  the 
disturbances  made  by  the  Luddites.  This  specification  was  shown 
to  several  persons,  but  the  machine  was  never  brought  into  use. 
It  appeared  also  that  in  1816  a  model  for  a  machine  to  shear  from 
list  to  list  by  means  of  a  rotatory  cutter  was  brought  over  from 
America  by  one  Smith,  and  he  showed  it  to  three  or  four  per- 
sons in  his  manufactory,  but  no  machine  was  ever  made  from  it, 
nor  was  it  publicly  known  to  exist;  and  Smith  always  used 
machines  manufactured  by  the  plaintififs.  It  appeared  also  that 
many  years  ago  one  Coxon  had  made  a  machine  to  shear  from  list 
to  list,  which  was  tried  by  a  person  called  on  behalf  of  the  defend- 
ant, but  he  did  not  think  it  answered,  and  soon  discontinued  the 
use  of  it  For  the  defendant  it  was  contended  that  this  evidence 
deprived  the  plaintififs  of  the  right  to  a  patent,  as  their  invention 
was  not  new.  Lord  Tenterden  told  the  jury  that  the  first  objec- 
tion failed,  as  the  plaintififs  had  not  described  the  brush  to  be  at- 
tached to  the  cylinder,  as  an  essential  part  of  their  invention,  and 
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therefore  the  patent  might  be  good  although  further  investigation 
proved  that  part  of  the  invention  to  be  useless.  And  as  to  the 
other,  that  as  the  invention  of  the  machine  for  shearing  from  list 
to  list  by  a  rotatory  cutter  had  not  been  generally  used  or 
[*  24]  known  in-this  country,  the  plaintiffs  might  be  considered  *  the 
inventors  within  the  meaning  of  the  statute  21  Jac.  I.  c.  3, 
8.  6,  notwithstanding  the  specification  and  the  model  which  had 
been  brought  over  from  America,  and  the  making  of  a  machine  to 
work  in  that  manner  by  Coxon,  and  his  Lordship  left  to  the  jury 
the  questions  whether  it  had  been  generally  known,  and  whether 
the  patent  had  been  infringed  by  the  defendant.  The  jury  found  a 
verdict  for  the  plaintiffs  ;  and  now 

F.  Pollock  moved  for  a  rule  nisi  for  a  new  trial  on  the  grounds 
urged  at  the  trial.  First,  the  patent  was  void  on  the  ground  that 
the  plaintiffs  claimed  as  part  of  their  invention  the  application  of  a 
brush  for  the  purpose  of  raising  the  nap  on  the  cloth.  That  proved 
to  be  entirely  useless,  if  not  prejudicial,  and  in  fact  they  never  sold 
any  machines  with  the  brush  attached.  The  public,  therefore, 
would  be  misled,  if  at  the  expiration  of  the  time  for  which  the 
patent  was  granted  they  attempted  to  manufacture  a  machine  on 
the  patent  principle.  The  answer  given  to  this  objection  at  the 
trial  was,  that  the  specificatfon  did  not  describe  the  brush  as  an 
essential  part  of  the  machine.  But  that  is  no  answer  in  law,  the 
defendant  has  a  right  to  consider  the  case  as  if  the  patent  had  been 
taken  out  for  that  only.  In  every  patent,  all  that  is  claimed  must  be 
new  and  useful.  Turner  v.  Winter,  1 T.  R  602  (p.  222,  post),  Cromp- 
ton  V.  Ibbotson,  Danson  &  Lloyd,  33.  [Parke,  J.  —  The  specification 
there  stated,  that  a  certain  article  would  produce  the  desired  effect. 
The  evidence  was,  that  nothing  else  would  do  it.]  Secondly,  Lord 
Tenterden  did  not  leave  the  question  of  novelty  to  the  jury 
[*  25]  in  the  manner  warranted  by  former  decisions.  The  *  sub- 
stance of  the  invention  was  the  application  of  a  rotatory 
cutter  in  shearing  cloth  from  list  to  list.  The  evidence  was,  that 
thirty  years  ago  one  Coxon  made  such  a  machine,  in  1811,  a  speci- 
fication in  which  that  principle  was  stated  was  brought  over  from 
America,  and  a  machine  commenced  but  never  finished.  In  1816, 
a  model  of  such  a  machine  was  brought  over,  and  although  no 
machine  was  made  from  it,  the  model  was  shown  to  various  per- 
sons. The  person  who  brought  it  over  could  not,  after  that,  have 
maintained  a  patent  for  it ;  and  if  he  could  not,  it  is  diflBicult  to 
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understand  why  the  plaintiffs  should  be  in  a  better  situation. 
[Parke,  J.  —  It  might  be  new  in  use  although  the  principle  was 
known  before.]  Affidavits  were  then  produced  as  to  the  knowledge 
of  that  whereof  the  plaintiffs  claimed  to  be  inventors  before  the 
patent  was  granted. 

Lord  Tenterden,  Ch.  J.  —  T  am  of  opinion  that  we  ought  not  to 
grant  a  rule  to  disturb  the  verdict  in  this  case.  It  is  contrary  to 
the  usual  practice  to  grant  a  rule  in  such  a  case  on  affidavits.  If 
the  facts  disclosed  in  them  are  sufficient  to  vitiate  the  patent,  it 
may  be  repealed  by  scire  facias.  As  to  the  objection,  on  the 
ground  that  the  application  of  a  brush  was  claimed  as'  a  part  of 
the  invention,  adverting  to  the  specification,  it  does  not  appear 
that  the  patentee  says  the  brush  is  an  essential  part  of  the 
machine,  although  he  claims  it  as  an  invention.  When  the  plain- 
tiffs applied  for  the  patent,  they  had  made  a  machine  to  which  the 
brush  was  affixed,  but  before  any  machine  was  made  for  sale  they 
discovered  it  to  be  unnecessary.  I  agree,  that  if  the  patentee  men- 
tions that  as  an  essential  ingredient  in  the  patent  article, 
which  is  not  so,  nor  even  useful,  and  whereby  he  misleads  *  [*  26] 
the  public,  his  patent  may  be  void ;  but  it  would  be  very 
hard  to  say  that  this  patent  should  be  void,  because  the  plain- 
tiffs claim  to  be  the  inventors  of  a  certain  part  of  the  machine  not 
described  as  essential,  and  which  turns  out  not  to  be  useful. 
Several  of  the  cases  already  decided  have  borne  hardly  on  paten- 
tees, but  no  case  has  hitherto  gone  the  length  of  deciding  that 
such  a  claim  renders  a  patent  void,  nor  am  I  disposed  to  make 
such  a  precedent.  The  next  point  was  an  alleged  misdirection 
on  my  part  to  the  jury.  To  impugn  the  novelty  of  the  invention, 
evidence  was  given  that  one  Coxon  had  previously  made  a 
machine  for  shearing  from  list  to  list ;  but  it  was  not  approved  of, 
and  never  came  into  use.  Another  piece  of  evidence  was,  that  a 
model  had  been  sent  over  from  America  and  exhibited  to  a  few 
persons,  but  no  machine  was  made  from  it,  and  the  very  persons 
who  had  the  model,  bought  and  used  machines  manufactured  by 
the  plaintiffs.  It  was  also  proved  that  a  specification  had  been 
brought  over  from  America,  and  two  persons  employed  to  make 
a  machine  from  it  But  that  never  was  completed,  so  that  until 
the  plaintiffs'  invention  came  out,  no  machine  was  publicly  known 
or  used  here  for  shearing  from  list  to  list.     I  told  the  jury,  that  if 
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it  could  be  shown  that  the  plaintiffs  had  seen  the  model  or  speci- 
fication, that  might  answer  the  claim  of  invention  ;  but  there  was 
no  evidence  of  that  kind,  and  I  left  it  to  them  to  say,  whether  it 
had  been  in  public  use  and  operation  before  the  granting  of  the 
patent.  They  found  that  it  had  not,  and  I  think  there  is  no 
reason  to  find  fault  with  their  verdict. 

Bayley,  J.  — I  am  of  the  same  opinion.  To  support  a 
[♦  27]  patent,  it  is  necessary  that  the  specification  should  *  make 
a  full  and  fair  disclosure  to  the  public  of  all  that  is 
known  to  the  patentee  respecting  his  invention.  If  it  does 
not,  the  consideration  on  which  he  obtains  his  patent  fails.  If 
he  represents  several  things  as  competent  to  produce  a  specific 
effect,  when  only  one  will  answer,  that  is  bad;  or  if  he  sup- 
presses anything  which  he  knows  will  answer,  that  also  is 
bad.  But  it  is  objected  here,  that  the  plaintiff  described  the 
application  of  a  brush  as  parcel  of  his  discovery.  At  the 
time  when  the  patent  was  obtained  a  brush  was  used,  and  there 
is  no  reason  to  doubt  that  the  plaintiffs  at  that  time  thought  it 
necessary.  That  objection,  therefore,  fails.  On  the  other  point, 
if  the  model  brought  from  America  had  been  seen  by  the  plaintiff, 
he  could  not  afterwards  have  claimed  to  be  the  inventor.  But  if 
I  discover  a  certain  thing  for  myself,  it  is  no  objection  to  my 
claim  to  a  patent  that  another  also  has  made  the  discovery, 
provided  I  first  introduced  it  into  public  use.  Here  there  was 
no  ground  to  doubt  that  the  plaintiffs  were  the  inventors  of  the 
machine,  and  first  introduced  it  into  public  use. 

Parke,  J.^ — The  objection  to  the  patent  as  explained  by  the 
specification  may  be  thus  stated.  The  patent  is  for  several 
things,  one  of  which  then  supposed  to  be  useful  is  now  found 
not  to  be  so ;  but  there  is  no  case  deciding,  that  a  patent  is  on 
that  ground  void,  although  cases  have  gone  the  length  of  deciding, 
that  if  a  patent  be  granted  for  three  things,  and  one  of  them  is 

not  new,  it  fails  in  toto.  The  prerogative  of  the  Crown 
[*  28]     as  to  granting  patents  was  restrained  by  the  statute  *  21 

Jac.  I.  c.  3,  s.  6,  to  cases  of  grants,  "  to  the  true  and  first 
inventors  of  manufactures,  which  others  at  the  time  of  granting 
the  patent  shall  not  use."  The  condition,  therefore,  is,  that  the 
1  LiTTLEDALE,  J.,  was  in  the  Bail  Coart. 
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thing  shall  be  new,  not  that  it  shall  be  useful ;  and  although  the 
question  of  its  utility  has  been  sometimes  left  to  a  jury,  I  think 
the  condition  imposed  by  the  statute  has  been  complied  with, 
when  it  has  been  proved  to  be  new.  There  was  no  evidence  in 
this  case  to  show  that  the  plaintiffs  were  not  the  inventors  of  this 
machine,  in  this  country  at  least.  But  the  statute  further  requires 
that  it  shall  not  have  been  used  by  others,  and  it  is  said  that  the 
latter  part  of  the  condition  has  not  been  satisfied.  But  there  was 
no  evidence  of  the  use  of  such  a  machine  before  the  grant  of  the 
patent,  and  there  is  no  case  in  which  a  patentee  has  been  deprived 
of  the  benefit  of  his  invention  because  another  also  had  invented 
it,  unless  he  had  also  brought  it  into  use.  Upon  these  grounds,  I 
think  that  neither  of  the  objections  taken  ought  to  prevail,  and 
that  the  plaintiffs  are  entitled  to  retain  the  verdict  found  in 
their  favour.  Rule  refused. 


Beard  v.  Egerton  and  others. 

S  Com.  B.  97-132  (s.  c.  15  L.  J.  C.  P.  270  ;  10  Jur.  643). 

Patent  —  First  and  True  Inventor.  —  Importer  firom  Abroad. 

A  patent  granted  to  a  British  subject,  in  his  own  name,  for  an  inven-  [97] 
tion  communioated  to  him  by  a  foreigner,  the  subject  of  a  state  in  amity 
with  this  country,  is  not  void,  although  such  patent  be  in  truth  taken  out, 
and  held  by  the  grantee,  in  trust  for  such  foreigner. 

In  such  case,  the  grantee  is  the  true  and  first  inventor  within  this  I'ealm, 
within  the  statute  of  21  Jac.  I.  c.  3. 

In  case  for  an  alleged  infringement  of  a  patent  so  granted,  the  defendant 
pleaded,  that,  by  an  agreement  made  in  France  between  the  original  inventor 
and  the  King  of  the  French,  the  former,  for  the  considerations  therein  mentioned, 
assigned  the  invention  to  the  French  government,  and  that,  by  virtue  of  that 
agreement,  and  by  the  laws  of  France,  the  invention  became  vested  in  the  King 
of  the  French  in  right  of  his  Crown,  who  thereby  became  entitled,  by  the  laws 
of  France,  to  vend  and  publish  the  invention,  as  well  in  that  country  as  in 
Great  Britain  and  Ireland,  and  in  any  other  country  or  place  where  he  should 
think  fit,  without  any  licence  from  the  inventor  —  concluding,  "wherefore  the 
said  letters  patent  were  and  are  void,"  &c. :  —  Held,  that  the  plea  was  bad  in 
substance,  inasmuch  as  it  contained  no  denial  of  the  allegation  that  the  patentee 
was  the  true  and  first  inventor  within  this  realm,  which  is  all  that  is  necessary 
to  sustain  the  validity  of  the  letters  patent,  in  respect  of  the  granting  thereof. 

Heldj  also,  that  the  circumstance  of  the  original  inventor  having,  for  a 
valuable  consideration,  pailed  with  his  interest  in  the  discovery  to  a  person  in 
France,  was  no  bar  to  his  right  to  take  out  a  patent  for  the  same  invention  in 
this  country. 
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A  further  plea  contained  an  additional  allegation  that  the  Ring  of  the  French 
had  openly  puhlished  and  made  known  the  invention,  and  the  manner  of  per- 
forming the  same,  to  the  peoplo  of  France,  for  the  use  and  benefit  of  that 
people,  and  of  all  other  nations  and  people  in  the  world,  as  a  free  gift  and 
benefaction  for  the  benefit  of  all  mankind,  without  limitation  or  restriction ; 
whereby,  according  to  the  laws  of  France,  the  defendants  became  and  were 
entitled  to  use,  exercise,  and  vend  the  said  invention  in  any  country  or  place, 
at  their  free  will  and  pleasure,  without  the  leave  or  licence  or  hindrance  of  the 
original  inventor,  &c. :  —  Heldy  that  this  plea  afforded  no  answer  to  the  action. 

The  title  described  the  patent  to  be  for  ^*  a  new  or  improved  method  of 
obtainiug  the  spontaneous  reproduction  of  all  the  images  received  in  the  focus 
of  the  camera  obscura  : ''  —  Held,  that  this  was  sufficiently  precise  and  certain. 

Case,  for  the  infriagement  of  a  patent.  The  declaration  stated, 
that,  before  and  at  the  time  of  the  making  of  the  letters  patent, 
and  of  the  committing  of  the  grievances  by  the  defendants,  as 
thereinafter  mentioned,  Miles  Berry  was  the  true  and  first  inventor 
of  the  working  or  making  of  a  certain  manner  of  new  manufact- 
ure within  this  realm,  to  wit,  a  certain  invention  of  a 
[*  98]  *  new  or  improved  method  of  obtaining  the  spontaneous 
reproduction  of  all  the  images  received  in  the  focus  of 
the  camera  obscura,  and  that  such  invention  others  at  the  time  of 
the  making  of  the  said  letters  patent  did  not  use ;  that  thereupon 
Her  Majesty  Queen  Victoria,  on  the  14th  of  August,  in  the  third 
year  of  her  reign  (1839),  by  her  letters  patent,  bearing  date  at 
Westminster  the  day  and  year  last  aforesaid,  under  the  Great  Seal, 
&c.,  for  herself,  her  heirs  and  successors,  did  give  and  grant  unto 
Berry,  his  executors,  administrators,  and  assigns,  her  especial 
licence,  &c.,  that  Berry,  his  executors,  &c.,  and  every  of  them, 
by  himself  and  themselves,  or  by  his  and  their  deputy  or  deputies, 
servants,  or  agents,  or  such  others  as  Berry,  his  executors,  &c., 
should  at  any  time  agree  with,  and  no  others,  from  time  to  time, 
and  at  all  times  thereafter  during  the  term  of  years  therein  ex- 
pressed, should  and  lawfully  might  make,  use,  exercise,  and  vend 
the  said  invention  within  that  part  of  her  United  Kingdom  of 
Great  Britain  and  Ireland  called  England,  her  dominion  of  Wales, 
and  town  of  Berwick-upon-Tweed,  and  also  in  all  her  colonies  and 
plantations  abroad,  in  such  manner  as  to  Berry,  his  executors,  &c., 
or  any  of  them,  should,  in  his  or  their  discretion,  seem  meet ;  and 
that  he.  Berry,  his  executors,  &c.,  should  and  lawfully  might  have 
and  enjoy  the  whole  profit,  benefit,  commodity,  and  advantage  from 
time  to  time  coming,  growing,  accruing,  and  arising  by  reason  of 
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the  said  invention,  for  and  during  the  term  of  years  therein  and  in 
that  declaration  after  mentioned,  —  to  have,  hold,  exercise,  and 
enjoy  the  said  licence,  &c.,  thereinbefore  granted,  unto  Berry,  his 
executors,  &c.,  for  and  during  and  unto  the  full  end  and  term  of 
fourteen  years  from  the  date  of  the  said  letters  patent,  &c.,  accord- 
ing to  the  statute  in  such  case  made  and  provided :  and,  to  the  end 
that  he,  Berry,  his  executors,  &c.,  and  every  of  them, 
might  have  and  enjoy  *  the  full  benefit  and  the  sole  use  [*  99] 
and  exercise  of  the  said  invention,  according  to  her  gra- 
cious intention  thereinbefore  declared,  her  said  Majesty  did  by  the 
said  letters  patent,  for  herself,  her  heirs  and  successors,  require 
and  strictly  command  all  and  every  person  and  persons,  bodies 
politic  and  corporate,  and  all  other  her  subjects  whatsoever,  of 
what  estate,  quality,  degree,  name,  or  condition  soever  they  might 
be  within  the  said  part  of  her  United  Kingdom,  &c.,  that  neither 
they  nor  any  of  them,  at  any  time  during  the  continuance  of  the 
said  term  of  fourteen  years  thereby  granted,  either  directly  or  indi- 
rectly, should  make,  use,  or  put  in  practice  the  said  invention,  or 
any  part  of  the  same,  so  attained  unto  by  Berry  as  aforesaid,  or  in 
any  wise  counterfeit,  imitate,  or  resemble  the  same,  or  should  make 
or  cause  to  be  made  any  addition  thereunto  or  subtraction  from  the 
same,  whereby  to  pretend  himself  or  themselves  the  inventor  or 
inventors,  devisor  or  devisors  thereof,  without  the  licence,  consent, 
or  agreement  of  Berry,  his  executors,  &c.,  in  writing  under  his  or 
their  hands  and  seals,  first  had  and  obtained  in  that  behalf,  upon 
such  pains  and  penalties  as  could  or  might  be  justly  inflicted  on 
such  offenders  for  their  contempt  of  that  her  royal  command ;  and 
further  to  be  answerable  to  Berry,  his  executors,  &c.,  according  to 
law,  for  his  and  their  damages  thereby  occasioned :  that  the  said 
letters  patent  were,  amongst  others,  upon  this  express  condition, 
that,  if  Berry  should  not  particularly  describe  and  ascertain  the 
nature  of  the  said  invention,  and  in  what  manner  the  same  was  to 
be  performed,  by  an  instrument  in  writing  under  his  hand  and 
seal,  and  cause  the  same  to  be  enrolled  in  her  said  Majesty's  high 
Court  of  Chancery,  within  six  calendar  months  next  and  immedi- 
ately after  the  date  of  the  said  letters  patent,  then  the  said  letters 
patent,  and  all  liberties  and  advantages  whatsoever 
thereby  granted,  should  utterly  cease,  determine,  *and  [*  100] 
become  void,  anything  thereinbefore  contained  to  the 
contrary  thereof  in  anywise  notwithstanding ;  as  by  the  record  of 
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the  said  letters  patent,  remaining  enrolled  of  record  in  her  said 
Majesty's  high  Court  of  Chancery,  reference  being  thereunto  had, 
would  more  fully  and  at  large  appear.  Averment  —  that  Berry 
did  afterwards,  and  within  six  calendar  months  next  and  immedi- 
ately after  the  date  of  the  said  letters  patent,  by  an  instrument  in 
writing,  to  wit,  a  specification,  under  his  hand  and  seal,  particularly 
describe  and  ascertain  the  nature  of  his  said  invention,  and  in 
what  manner  the  same  was  to  be  performed  ;  and  did  afterwards, 
and  within  six  months  next  and  immediately  after  the  date  of  the 
said  letters  patent,  to  wit,  on  the  14th  of  February,  in  the  said 
third  year  of  the  reign  of  her  said  Majesty  (1840),  cause  the  said 
instrument  in  writing  to  be  enrolled  in  her  said  Majesty's  high 
Court  of  Chancery ;  as  by  the  record  of  the  said  specification,  re- 
maining enrolled  of  record,  reference  being  thereunto  had,  fully 
appeared.  The  declaration  then  alleged  an  assignment  by  Berry 
of  all  his  interest  in  the  patent  to  the  plaintiff,  by  indenture  of  the 
23rd  of  June,  1841 ;  that  the  plaintiff  thereby  then  became  and 
was,  and  thence  had  been,  entitled  to  the  said  privileges,  authori- 
ties, benefit,  profits,  and  advantages  of  the  said  letters  patent. 
Breach — that  the  defendants,  well  knowing  the  premises,  but 
contriving,  &c.,  after  the  making  of  the  said  letters  patent,  and 
after  the  enrolment  of  the  said  specification  and  the  making  of  the 
said  indenture  as  aforesaid,  and  within  the  said  term  of  fourteen 
years  in  the  said  letters  patent  mentioned,  to  wit,  on  the  24th  of 
June,  1841,  and  on  divers  other  days  and  times  between  that  day 
and  the  commencement  of  the  suit,  and  within  that  part  of  the 
United  Kingdom  of  Great  Britain  and  Ireland  called  England, 
wrongfully,  unlawfully,  and  unjustly,  without  the  leave  or  licence, 
and  against  the  will  of  the  plaintiff,  did  make,  use,  exercise,  and 

vend  the  said  invention,  to  the  benefit,  use,  and  enjoy- 
[*  101]  ment  whereof  *  the  plaintiff  had  been  and  was  so  entitled 

as  aforesaid,  in  breach  of  the  said  letters  patent,  and  of  the 
privileges  to  which  the  plaintiff  had  been  and  was  entitled  as 
aforesaid ;  and  that  the  defendants,  well  knowing  the  premises,  but 
further  contriving,  &c.,  on,  &c.,  without  the  leave,  &c.,  of  the  plain- 
tiff, did  put  in  practice  the  said  invention,  &c. ;  and  that  the  de- 
fendants, well  knowing  the  premises,  but  further  contriving,  &c., 
on,  &c. ;  without  the  leave,  &c.,  of  the  plaintiff,  did  make,  use,  and 
put  in  practice  a  part  of  the  said  invention,  &c. ;  and  that  the  de- 
fendants well  knowing  the  premises,  but  further  contriving,  &c., 
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on,  &c.,  did  imitate  the  said  invention,  &c. ;  and  that  the  defend- 
ants, well  knowing  the  premises,  but  further  contriving,  &c.,  on, 
&c.,  did  make  certain  additions  to,  and  subtractions  from,  the  said 
invention,  to  the  benefit,  use,  and  enjoyment  whereof  the  plaintiff 
had  been  and  was  so  entitled  as  aforesaid,  and  did  thereby  pretend 
themselves  to  be  the  inventors  and  devisors  thereof,  in  breach  of 
the  said  letters  patent,  and  of  the  privileges  to  which  the  plaintiff 
had  been  and  was  so  entitled  as  aforesaid :  that,  by  means  of  the 
committing  of  the  said  several  grievances  by  the  defendants  as 
aforesaid,  the  plaintiff  had  been  and  was  greatly  injured,  and  had 
lost  and  been  deprived  of  divers  great  gains  and  profits  which  he 
might  and  otherwise  would  have  derived  from  the  said  invention 
and  letters  patent,  and  in  respect  whereof  he  had  been  and  was 
entitled  to  such  privileges  as  aforesaid,  and  had  been  and  was 
otherwise  damnified,  &c. 

Fifth  plea  —  that,  long  before  the  making  of  the  letters  patent 
in  the  declaration  mentioned,  to  wit,  on  the  1st  of  January,  1839, 
one  Daguerre  had  invented  the  said  new  or  improved  method  of 
obtaining  the  spontaneous  reproduction  of  all  the  images  received 
in  the  focus  of  the  camera  obscura,  in  the  declaration  mentioned, 
and  the  said  Daguerre  and  one  Niepce,  before  the  making 
of  the  said  letters  patent,  and  at  the  time  of  *  their  em-  [*  102] 
ploying  the  said  Miles  Berry,  and  communicating  the  said 
invention  to  him  as  thereinafter  mentioned,  and  from  thence  until 
and  at  the  time  of  making  the  said  letters  patent,  had  knowledge 
of  the  said  invention,  and  of  the  nature  thereof,  and  in  what  man- 
ner the  same  was  to  be  performed,  and  used,  exercised,  and  prac- 
tised the  same  in  a  certain  foreign  country,  to  wit,  the  kingdom  of 
France ;  that  Daguerre  and  Niepce  were  and  are  aliens,  born  in 
foreign  parts,  out  of  the  allegiance  of  our  lady  the  Queen,  and 
within  the  allegiance  of  a  foreign  state,  to  wit,  the  said  kingdom  of 
France,  and  were,  at  and  during  all  the  times  aforesaid,  resident 
and  domiciled  in  the  last-mentioned  kingdom ;  that  they,  being  so 
resident  and  domiciled  as  aforesaid,  and  such  aliens  as  aforesaid, 
and  so  using  and  practising  the  said  invention  as  aforesaid,  before 
the  making  of  the  said  letters  patent,  to  wit,  on  the  1st  of  June, 
1839,  retained  and  employed  Berry  as  their  agent  to  procure  such 
letters  patent  as  in  the  declaration  mentioned,  to  be  granted  by  our 
lady  the  Queen  to  him.  Berry,  in  his  own  name,  but  upon  trust  for 
the  use  and  benefit  of  Daguerre  and  Niepce,  and  not  of  Berry ;  that 
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Berry  then  accepted  of  such  retainer  and  employment,  and,  in  order 
to  enable  him  to  obtain  the  letters  patent  for  the  purpose  aforesaid, 
Daguerre  and  Niepce,  before  the  making  of  the  letters  patent,  to 
wit,  on,  &c.,  last  aforesaid,  communicated  to  Berry  the  nature  and 
particulars  of  the  said  invention,  and  in  what  manner  the  same 
was  to  be  performed,  and  he  then  and  thereby,  and  by  no  other 
means,  first  became  and  was  possessed  of  the  knowledge  thereof ; 
that  thereupon,  to  wit,  on,  &c,  last  aforesaid.  Berry  brought  and 
introduced  the  knowledge  of  the  said  invention,  and  of  the  manner 
of  performing  the  same,  into  the  said  United  Kingdom,  and  was 
the  first  person  who  had  received  or  brought  in  or  into  the  said 

United  Kingdom  the  knowledge  of  the  said  invention,  and 
[*  103]  of  the  manner  of  performing  the  same ;  that  *  Berry  was 

no  otherwise  the  true  and  first  inventor  of  the  said 
invention,  than  by  having  such  communication  made  to  him  as 
aforesaid,  and  by  so  becoming  possessed  of  the  knowledge  of  the 
said  invention  as  aforesaid,  and  by  his  being  the  first  person  in  the 
said  United  Kingdom  who  acquired  or  brought  in  or  into  the  same 
the  knowledge  of  the  said  invention,  and  of  the  manner  of  perform- 
ing the  same  as  aforesaid ;  that  the  said  invention  having  been  so 
communicated  to  him  as  aforesaid.  Berry,  being  a  subject  of  the 
Queen,  afterwards,  to  wit,  on  the  day  and  year  in  the  declaration 
first  mentioned,  in  pursuance  of  the  said  retainer  and  employment, 
and  as  such  agent  of  Daguerre  and  Niepce  as  aforesaid,  obtained 
and  procured  the  letters  patent  in  the  declaration  mentioned  to  be 
granted  to  him  as  therein  mentioned,  upon  trust  for  the  use  and 
benefit  of  Daguerre  and  Niepce,  so  then  being  such  aliens  and  resi- 
dent and  domiciled  as  aforesaid,  and  not  for  the  use  or  benefit  of 
him,  Berry ;  that,  until  the  making  of  the  indenture  of  assignment 
in  the  declaration  mentioned,  he.  Berry,  always  held  the  said  letters 
patent  in  trust  for  the  use  and  benefit  of  Daguerre  and  Niepce,  so 
•being  such  aliens  and  domiciled  as  aforesaid,  and  no  otherwise ; 
and  that  therefore  the  said  letters  patent  were  and  are  void  — 
verification. 

To  this  plea  the  plaintiff  demurred,  assigning  for  causes  —  that 
the  plea  neither  traversed,  nor  confessed  and  avoided,  any  material 
allegation  in  the  declaration  —  that  it  confessed,  without  avoiding, 
the  causes  of  action  in  the  declaration,  inasmuch  as  it  expressly  ad- 
mitted that  the  invention  was  new  within  this  realm,  and  Berry  the 
true  and  first  inventor  thereof,  within  the  statute,  and  impliedly 
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that  all  the  other  allegations  of  the  declaration  were  true  and 
sufficient,  and  yet  did  not  allege  any  matter  or  thing  in  avoidance 
of  the  allegations  and  causes  of  action  in  the  declaration  —  that  it 
was  argumentative,  in  this,  that  it  was  an  argumentative 
*  denial  of  the  novelty  of  the  invention  within  this  realm,  [*  104] 
or  that  Berry  was  the  true  and  first  inventor  within  the 
statute,  or  of  both  those  propositions  —  that  it  was  double,  in  this, 
that  it  attempted  in  and  by  one  and  the  same  plea  to  put  in  issue 
two  material  facts,  to  wit,  that  the  invention  was  new  within  this 
realm,  and  that  Berry  was   the  true  and  first  inventor  thereof 
within  this  realm,  within  the  statute  —  that  it  was  tricky,  ambig- 
uous, double,  multifarious,  and  uncertain,  in  this,  that  it  nowhere 
in  or  by  the  plea  appeared  whether  it  was  intended  for  an  argu- 
mentative denial  of  both  or  of  one  or  other,  and,  if  of  one  only,  of 
which  of  the  material  facts  above  mentioned,  that  is  to  say,  of  the 
novelty  of  the  invention  within  the  realm,  and  that  Berry  was  the 
true  and  first  inventor  thereof  within  this  realm,  or  whether  it 
was  intended   to  avoid   the  causes  of  action  in  the  declaration 
alleged,  and  by  the  plea  confessed  and  admitted,  on  the  ground 
that  such  letters  patent  as  in  the  declaration  alleged,  could  not  be 
held  in  trust  at  all,  or  that  they  could  not  be  taken  out  or  held  in 
trust  for  an  alien,  or  on  some  other  and  what  ground,  and  also 
that  the  plea  tended  to  an  immaterial  issue,  inasmuch  as,  if  the 
invention  was  new  within  the  realm,  and  Berry  was  the  true  and 
first  inventor  within  this  realm,  then  it  was  wholly  immaterial 
whether,  when,  how,  to  what  extent,  and  by  whom  the  same  was 
or  might  have  been  invented,  discovered,  or  made  known  in  parts 
beyond  the  seas,  or  whether,  in  what  manner,  to  what  extent,  and 
upon  what  terms  and  conditions,  if  any,  such  invention  or  discov- 
ery might  by  the  inventor,  or  any  other  person,  have  been  com- 
municated to  Berry  —  that  the  plea,  being  substantially  a  traverse, 
ought  to  have  concluded  to  the  country,  and  not  with  a  verification 
—  that  it  did  not  appear  in  or  by  the  plea,  nor  was  it  possible  with 
sufficient  or  any  certainty  to  infer  or  collect  therefrom, 
whether  it  was  intended  *  therein  and  thereby  to  deny  [*  105] 
some  material  allegation  of  the  declaration,  and,  if  any, 
what,  or  whether  it  was  intended  to  allege  new  matter  in  avoid- 
ance of  the  causes  of  action  in  the  declaration  stated  and  alleged, 
and,  if  so,  what  new  matter,  or  whether  it  was  intended  to  raise  a 
question  of  fact  to  be  tried  by  a  jury,  and,  if  so,  what  question,  or  a 
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question  of  law  to  be  determined  by  the  Court,  and,  if  so,  what 
question,  &c. 

Joinder. 

Sixth  plea — that  Daguerre  having  invented  the  invention  in 
the  declaration  mentioned,  and  Daguerre  and  Niepce  having  knowl- 
edge of  the  said  invention,  and  of  the  nature  thereof,  and  in  what 
manner  the  same  was  to  be  performed,  and  having  used,  exercised, 
and  practised  the  same  in  France,  as  in  the  fifth  plea  mentioned, 
they,  Daguerre  and  Niepce,  afterwards,  and  before  the  making  of 
the  said  letters  patent,  to  wit,  on  the  Ist  of  June,  1839,  retained 
and  employed  Berry  as  their  agent,  for  the  purpose,  and  on  the 
terms,  in  the  fifth  plea  in  that  behalf  mentioned ;  that  Berry  then 
accepted  of  such  retainer  and  employment ;  that,  in  order  to  enable 
him  to  obtain  the  letters  patent  as  such  agent,  they,  Daguerre  and 
Niepce,  before  the  making  of  the  said  letters  patent,  to  wit,  on,  &c., 
communicated  to  Berry  the  nature  of  the  invention,  and  in  what 
manner  the  same  was  to  be  performed,  and  he  then  and  thereby, 
and  by  no  other  means,  first  became  and  was  possessed  of  the 
knowledge  thereof ;  that  Berry  was  the  true  and  first  inventor  of 
the  invention  mentioned  in  the  declaration,  in  the  way  and  sense, 
and  by  the  means  mentioned  and  explained  in  the  fifth  plea,  and 
not  in  or  by  any  other  way,  sense,  or  means  whatsoever;  that 
Berry,  being  a  subject  of  the  Queen,  afterwards,  to  wit,  on  the 
day  and  year  in  the  declaration  first  mentioned,  in  pursuance  of 
his  said  retainer  and  employment,  and  as  such  agent  as 
[*  106]  aforesaid,  obtained  and  procured  the  said  *  letters  patent 
to  be  granted  to  him  as  in  the  declaration  mentioned,  on 
such  trust  as  in  the  fifth  plea  mentioned,  and,  until  the  making  of 
the  indenture  of  assignment  in  the  declaration  mentioned,  always 
held  the  said  letters  patent  on  such  trust  as  aforesaid ;  that, 
before  Berry  applied  for  or  obtained  the  said  letters  patent,  and 
while  Daguerre  and  Niepce  had  such  knowledge  of  the  invention 
and  of  the  manner  of  performing  the  same  as  aforesaid,  to  wit,  on 
the  14th  of  June,  1839,  by  a  certain  agreement  duly  made  in 
France,  between  M.  Duchatel,  the  secretary  of  state  of  Louis 
Philippe,  then  King  of  the  French,  for  the  home  department  of 
France,  duly  authorised  in  that  behalf,  of  the  one  part,  and 
Daguerre  and  Niepce,  then  being  subjects  of  that  kingdom,  and 
resident  therein,  of  the  other  part,  Daguerre  and  Niepce  assigned 
and  made  over  to  the  said  secretary  of  state,  on  behalf  of  the  said 
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government,  a  certain  process  of  one  M.  Niepce,  Sen.,  with  its 
improvements  by  Daguerre,  and  also  the  last  process  of  Daguerre, 
for  fixing  the  images  of  the  camera  obscura,  including  therein  the 
invention  in  the  said  letters  patent  mentioned,  and  thereby  bound 
themselves  to  place  in  the  hands  of  the  minister  of  the  home 
department  of  the  said  government  a  sealed  packet  containing 
the  exact  and  complete  history  and  description  of  the  said  process, 
including  the  said  invention ;  and  it  was  thereby  agreed  that  M. 
Arago,  a  member  of  the  French  chamber  of  deputies,  and  of  the 
Academy  of  Sciences,  who  then  already  had  knowledge  of  the  said 
process,  should  previously  verify  all  the  writings  in  the  said  deposit, 
and  should  certify  their  correctness ;  that  the  deposit  should  not 
be  opened,  nor  the  description  of  the  process  given  to  the  public, 
till  after  the  adoption  of  the  bill  therein  mentioned,  and  then 
Daguerre  should,  if  required,  operate  in  the  presence  of  a  commis- 
sion named  by  the  said  secretary  of  state ;  and  by  the  said 
*  agreement  Daguerre  made  over  in  addition,  and  engaged  [*  107] 
to  give  in  like  manner  information  in,  the  process  of  paint- 
ing and  optic  which  distinguished  his  invention  of  the  diorama ; 
and  it  was  thereby  agreed  that  he  should  be  bound  to  publish  all 
the  improvements  which,  from  time  to  time,  he  might  make  in  each 
and  all  of  the  said  inventions ;  and,  as  the  price  of  the  rights  so 
given  up  as  aforesaid,  the  said  minister  for  the  home  department 
of  the  said  government  thereby  engaged  to  demand  from  the 
chamber  of  peers  and  of  deputies,  being  two  of  the  legislative 
bodies  of  the  said  kingdom  of  Prance,  for  Daguerre  an  annual 
pension  for  life  of  6000  francs,  and  for  Niepce  an  annual  pension 
for  life  of  4000  francs;  and  they,  Daguerre  and  Niepce  respec- 
tively, thereby  agreed  to  accept  such  pensions  respectively ;  and  it 
was  thereby  further  agreed,  that,  in  case  the  said  chambers  should 
not  pass,  during  the  then  present  session,  the  bill  granting  the 
said  pensions,  that  agreement  should  become  null  and  void ;  and 
the  said  deposits  should  be  returned  to  Daguerre  and  Niepce 
unopened;  and  that  that  agreement  should  be  registered  on 
payment  of  one  franc:  that,  by  virtue  of  that  agreement,  and 
of  the  laws  of  France,  the  invention  in  the  declaration  mentioned 
then  became  and  was  the  property  of  Louis  Philippe,  so  then  being 
King  of  the  French  as  aforesaid,  in  right  of  his  Crown,  subject, 
however,  to  the  said  provision  for  making  void  the  said  agreement 
in  that  behalf  above  mentioned,  and  remained  and  continued  the 
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property  of  the  said  Louis  Philippe,  in  right  of  his  Crown,  until 
and  at  and  after  the  time  of  the  making  of  the  letters  patent  in 
the  declaration  mentioned;  that,  after  the  making  of  the  said 
agreement,  and  in  pursuance  thereof,  and  before  the  granting  of 
the  letters  patent,  to  wit,  on  the  15th  of  June  in  the  year  afore- 
said, the  said  secretary  of  state  of  the  said  government  did  demand 
from  the  said  chambers  of  peers  and  deputies  the  pensions 
[*  108]  for  Daguerre  *  and  Niepce  mentioned  in  the  said  agree- 
ment in  that  behalf,  and  presented  a  bill  to  the  said 
chamber  of  deputies  for  approving  the  said  agreement,  and  grant- 
ing the  said  pensions  to  Daguerre  and  Niepce  according  to  the 
said  agreement ;  and  that  such  bill,  approving  the  said  agreement, 
and  granting  the  said  pensions,  afterwards,  and  during  the  said 
session  of  the  said  chambers  mentioned  in  the  said  agreement,  and 
before  the  granting  of  the  said  letters  patent,  to  wit,  on  the  12th 
of  August,  1839,  duly  passed  the  said  chambers  of  peers  and 
deputies,  and  received  the  assent  of  Louis  Philippe,  then  King  of 
the  French,  and  then  and  thereby  became  and  was,  and  still 
remained,  a  law  of  the  said  kingdom  of  France ;  that,  by  reason 
of  the  premises,  the  said  King  of  the  French,  upon  the  passing  of 
the  said  bill  into  a  law,  as  aforesaid,  became  and  was,  and  thence 
continually  had  been  and  was,  entitled  by  the  laws  of  his  said 
kingdom,  by  himself  and  his  agents,  and  his  subjects  of  the  said 
kingdom,  to  use,  exercise,  vend,  and  publish  the  said  invention,  as 
well  in  the  said  kingdom  of  France,  as  in  the  United  Kingdom  of 
Great  Britain  and  Ireland,  and  in  any  other  country  or  place 
where  the  said  King  should  think  proper  to  permit  or  authorise 
the  same,  without  the  hindrance  or  molestation  by,  or  licence  from 
Daguerre  and  Niepce,  or  either  of  them,  or  any  of  their  agents,  or 
the  assigns  of  them  or  their  agents ;  wherefore  the  said  letters 
patent  had  been  and  were  void,  and  of  no  effect  —  verification. 

Demurrer  to  the  sixth  plea,  assigning  causes  substantially  the 

same  as  those  assigned  in  the  demurrer  to  the  fifth  plea.    Joinder. 

Seventh  plea  —  that  Daguerre  having  invented  the  said  invention, 

and  having,  together  with  Niepce,  had  knowledge  thereof,  and  of  the 

manner  of  performing  the  same,  and  having  exercised  and  practised 

the  same  in  manner  and  form  as  in  the  fifth  plea  mentioned, 

[*109]  and  *  Berry  having  been  so  retained  and  employed  and 

having  accepted  such  retainer  and  employment,  as  in  that 

plea  mentioned,  and  Berry  having  first  become  possessed  of  the 
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knowledge  of  the  said  invention,  as  in  that  plea  mentioned,  and 
being  such  true  and  first  inventor  only  as  in  that  plea  mentioned 
and  explained,  he.  Berry,  also  as  such  agent,  afterwards,  to  wit,  on 
the  day  and  year  in  the  declaration  first  mentioned,  in  pursuance 
of  his  said  employment,  obtained  and  procured  the  said  letters 
patent  to  be  granted  to  him  in  trust,  and  held  the  same  in  trust, 
in  manner  and  form  as  in  the  fifth  plea  mentioned ;  that,  before 
Berry  applied  for  or  obtained  the  said  letters  patent,  to  wit,  on  the 
day  and  year  in  the  said  sixth  plea  in  that  behalf  mentioned,  the 
said  agreement  and  assignment  therein  mentioned  was  made  in 
France,  between  the  said  M.  Duchatel,  the  said  secretary  of  state 
of  the  said  King  of  the  French,  duly  authorised  in  that  behalf,  and 
Daguerre  and  Niepce,  so  then  being  subjects  of  that  kingdom  and 
resident  therein,  in  manner  and  form  as  in  the  said  sixth  plea 
mentioned  ;  that  by  virtue  of  such  agreement  and  of  the  laws  of 
the  said  kingdom  of  France,  the  invention  in  the  declaration  men- 
tioned thereupon  then  became  and  was  the  property  of  the  said 
King  of  the  French,  in  right  of  his  Crown,  subject  to  the  said 
provision  for  making  void  the  said  agreement,  and  remained  and 
continued  the  property  of  the  said  King  of  the  French,  in  right  of 
his  Crown,  until  and  at  the  several  times  of  the  making  of  the  said 
letters  patent,  and  of  the  publication  and  dedication  of  the  said 
invention  hereinafter  mentioned ;  that  the  said  secretary  of  state 
of  the  said  King  of  the  French  having  demanded  the  said  pensions, 
and  presented  the  said  bill  to  tjie  said  chamber  of  deputies,  and  the 
said  bill  having  passed  the  said  chambers  of  peers  and  deputies, 
and  received  the  assent  of  the  said  King  of  the  French,  in  manner 
and  form  as  in  the  said  sixth  plea  alleged,  the  said  bill  thereupon 
then  became  and  was,  and  still  remained,  a  law  of  the 
*  said  kingdom  of  France :  and,  by  reason  of  the  premises,  [*  110] 
the  said  King  of  the  French,  by  the  laws  of  the  said 
kingdom,  upon  the  passing  of  the  said  bill  into  a  law,  became  and 
was  entitled,  in  right  of  his  Crown,  to  publish,  bestow,  and  dedicate 
the  said  invention,  and  the  right  of  using,  practising,  and  vending 
the  same,  and  to  grant  such  licence,  permission,  and  authority  as 
thereinafter  mentioned  to  have  been  done  by  him,  and  so  remained 
and  continued  until  and  at  the  several  times  thereinafter  men- 
tioned ;  that  the  said  King  of  the  French  being  so  possessed  of  the 
said  invention,  and  so  entitled  as  aforesaid,  he  the  said  King,  in 
right  of  his  Crown,  after  the  making  of  the  said  agreement  and 
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assignment,  and  the  passing  of  the  said  bill  into  a  law  as  aforesaid, 
and  long  before  the  making  of  the  said  assignment  from  Berry  to 
the  plaintiff,  to  wit,  on  the  19th  of  August,  1839,  in  the  said  king- 
dom of  France,  openly  published  and  made  known  the  said  inven- 
tion, and  the  manner  of  performing  the  same,  to  the  people  of 
Franc5e,  for  the  use  and  benefit  of  that  people,  and  of  all  other 
nations  and  people  in  the  world,  and  openly  and  publicly  bestowed 
and  dedicated  the  said  invention,  and  the  right  of  using,  practising, 
and  vending  the  same,  as  a  free  gift  and  benefaction  upon,  to,  and 
for  the  use  of  all  mankind,  without  limitation  or  restriction,  and 
gave,  published,  and  granted  his  full  and  free  and  royal  licence, 
permission,  and  authority,  to  all  persons  whatsoever,  in  any  nation, 
to  use,  practise,  and  vend  the  said  invention  at  their  free  will  and 
pleasure ;  whereby,  according  to  the  laws  of  France,  the  defendants 
then  became  and  were,  and  ever  since  had  been,  entitled  to  use, 
exercise,  and  vend  the  said  invention  in  any  country  or  place,  at 
their  free  will  and  pleasure,  without  the  leave  or  licence  or 
hindrance  of  Daguerre  and  Niepce,  or  either  of  them,  or  of  any  of 
their  agents,  or  any  of  the  assigns  of  them  or  their  agents ; 
[*111]  wherefore,  the  defendants,  at  the  said  *  times  when,  &c., 
committed  the  supposed  grievances  in  the  declaration 
mentioned,  as  they  lawfully  might  for  the  causes  aforesaid  — 
verification. 

Demurrer  to  the  seventh  plea,  assigning  causes  substantially  the 
same  as  those  assigned  in  the  demi^rrer  to  the  fifth  plea.    Joinder. 

Tenth  plea  —  that  the  title  and  description  of  the  invention  in 
the  declaration  mentioned,  was  and  is  expressed  in  the  said  letters 
patent  in  the  words  following,  and  in  no  other  manner ;  (that  is  to 
say,)  "  A  new  or  improved  method  of  obtaining  the  spontaneous 
reproduction  of  all  the  images  received  in  the  focus  of  the  camera 
obscura  ;  *'  and  that  therefore  the  said  letters  patent  had  been  and 
were  void  in  law  —  verification. 

Demurrer  to  the  tenth  plea,  assigning  for  causes  —  that  it  neither 
traversed  nor  confessed  and  avoided  any  material  allegation  in  the 
declaration  —  that  it  confessed  the  causes  of  action  in  the  declara- 
tion alleged,  and  every  part  thereof,  without  in  any  way  avoiding 
the  same,  or  alleging  any  matter  or  thing  whatsoever  in  excuse, 
justification,  or  discharge  of  the  acts  and  grievances  in  the  declara- 
tion alleged,  and  in  and  by  that  plea  admitted  to  have  been  com- 
mitted by  the  defendants  —  that  it  was  insufficient,  in  this,  to  wit, 
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that  it  was  an  argumentative  denial  that  the  invention  was  the 
subject-matter  of  letters  patent  —  that  it  nowhere  appeared  in  or 
by  that  plea,  nor  could  it  be  inferred  therefrom  with  sufficient  or 
any  certainty,  what  was  the  invention  for  which  the  said  letters 
patent  were  granted  —  that  it  was  circuitous  and  argumentative, 
in  this,  to  wit,  that,  if  it  at  all  answered  the  matters  in  the  declara- 
tion contained  and  alleged,  it  did  so  by  a  circuitous  and  argumenta- 
tive denial  of  the  sufl&ciency  of  the  specification  in  the  declaration 
alleged  to  have  been  enrolled,  and  of  Berry's  compliance  with  the 
proviso  in  that  behalf  in  the  said  letters  patent  contained 

—  that,  being  virtually  a  traverse,  *the  plea  ought  to  [*  112] 
have  concluded  to  the  country,  and  not  with  a  verification 

—  that  it  tended  to  an  immaterial  issue,  neither  traversing  any 
material  allegation  of  the  declaration,  nor  stating  any  fact  upon 
which  a  material  traverse  could  be  taken  —  that  it  was  double, 
uncertain,  dubious,  and  ambiguous,  and  also  argumentative  and 
circuitous,  and  tended  to  delay  the  issue,  in  that  it  did  not  in  any 
wise  thereby  or  therefrom  appear  whether  it  was  intended  therein 
and  thereby  to  deny  the  sufficiency  of  the  specification  in  the 
declaration  alleged  to  have  been  enrolled,  and  of  Berry's  compliance 
with  the  proviso  in  that  behalf  in  the  said  letters  patent  contained, 
or  to  deny  the  correspondency  of  the  title  and  the  invention  there- 
by and  thereunder  described,  claimed,  and  granted,  with  the  said 
specification  and  the  invention  therein  and  thereby  described  and 
claimed,  or  to  deny  both  of  the  last-mentioned  propositions,  or  to 
allege  or  deny  some  other,  and,  if  so,  what,  matter  or  thing ;  and 
that,  if  it  was  intended  in  and  by  that  plea  to  deny  either  of  the 
two  last-mentioned  propositions,  then  such  denial  should  have 
been  made  by  an  appropriate  traverse,  concluding  to  the  country, 
and  whereupon  issue  might  have  been  taken  —  that,  if  it  was 
intended  in  and  by  the  plea  to  deny  both  of  the  two  last-mentioned 
propositions,  then  it  was  double,  as  offering  two  several  answers  to 
the  causes  of  action  in  the  declaration  alleged  —  that  it  was  un- 
certain, dubious,  and  ambiguous,  in  this,  moreover,  that  it  did  not 
in  or  by  the  plea  appear,  nor  was  it  possible  with  sufficient  or  any 
certainty  to  infer  or  collect  therefrom,  whether  it  was  intended 
therein  or  thereby  to  deny  some  material  allegation  of  the  declara- 
tion, and,  if  any,  what,  or  whether  it  was  intended  to  allege  new 
matter  in  avoidance  of  the  causes  of  action  in  the  declaration  stated, 
and,  if  so,  what  new  matter,  or  whether  it  was  intended  to  raise  a 
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question  of  fact  to  be  tried  by  a  jury,  and,  if  so,  what 
[•  113]  *  question,  or  a  question  of  law  to  be  determined  by  the 
Court,  and,  if  so,  what  question,  &c.     Joinder. 
The  demurrers  came  on  for  argument  in  Eastern   Term,  1846. 
Sir  T.   Wilde,   Serjt.   (with   whom   were   Ogle  and  Webster), 
in  support  of  the  demurrers. 
[117]       Channell,  Serjt.  (with  whom  were  W.  R  Grove  and  J. 

Brown),  contra, 
[123]     Sir  T.  Wilde,  Serjt.,  in  reply. 

[*  127]  *  TiNDAL,  Ch.  J.,  now  delivered  the  judgment  of  the  Court : 
The  plaintiff  declared  in  case  for  the  infringement  of  a 
patent  granted  to  Miles  Berry,  of  which  patent  the  plaintiff  was 
assignee.  And  the  questions  before  us  arise  upon  the  fifth, 
sixth,  seventh,  and  tenth  pleas  to  this  declaration. 

The  fifth  plea  states,  in  substance,  that,  before  the  granting  of 
the  letters  patent,  one  Daguerre  had  invented  the  new  and  im- 
proved method  which  was  the  subject  of  the  letters  patent,  and 
that  he  and  one  Niepce,  before  and  at  the  time  of  granting  the 
same,  had  knowledge  of,  and  practised  the  said  invention  in 
France;  that  Daguerre  and  Niepce  were  aliens  bom  out  of  the 
allegiance  of  the  Queen,  and  were  at  the  time  resident  and  domi- 
ciled in  France ;  that  they  retained  and  employed  Miles  Berry,  as 
their  agent,  to  procure  the  letters  patent  to  be  granted  to  him  in 
his  own  name,  but  upon  trust  for  their  use  and  benefit,  and  not 
for  himself ;  and  that  he  accepted  such  retainer.  The  plea  then 
goes  on  to  state,  that,  to  enable  him  to  obtain  such  letters  patent, 
they  communicated  to  him  the  nature  and  particulars  of  the  said 
invention,  and  he  thereupon  introduced  the  knowledge  of  the 
invention  into  the  United  Kingdom,  and  was  the  first  person  who 
brought  it  there ;  and  the  plea  then  alleges  "  that  Miles  Berry  was 
no  otherwise  than  as  aforesaid  the  true  and  first  inventor  of  the 
said  invention  in  the  said  declaration  mentioned."  It  then  states 
that  Berry,  being  a  subject  of  our  lady  the  Queen,  under  such 
retainer,  obtained  the  letters  patent  to  be  granted  to  him  upon 
trust  for  Daguerre  and  Niepce,  so  being  aliens  and  resident  and 
domiciled  as  aforesaid,  and  not  for  the  use  or  benefit  of  himself, 
and,  until  the  making  of  the  assignment  to  the  plaintiff,  had  so 
always  held  them  ;  "  wherefore,"  the  plea  concludes,  "  the  letters 
patent  are  void." 
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*  The  plaintiflf  demurred  specially  to  this  plea ;  but  we  [•  128] 
think  it  unnecessary  to  advert  to  the  causes  assigned  by 
him  for  demurrer,  as  we  think  the  plea  bad  in  substance. 

The  defendants  contended,  that,  upon  the  facts  disclosed  in  this 
plea,  the  letters  patent  are  void,  upon  one  of  two  grounds,  viz., 
either  that  Berry  was  not  the  true  and  first  inventor  within 
the  meaning  of  the  Statute  of  James;  or  that  a  patent  taken 
out  in  England  by  an  Englishman  in  his  own  name,  in  trust 
for  foreigners  residing  abroad,  is  void  in  law. 

As  to  the  first  objection,  it  was  not  denied,  on  the  part  of  the 
defendants,  that  a  person  who  has  learned  an  invention  abroad, 
and  imported  it  into  this  country,  where  it  was  not  used  or 
known  before,  is  the  first  and  true  inventor  within  the  statute. 
The  cases  decided  before  the  statute  prove  that  grants  by  the 
Crown  to  persons  who  have  brought  any  new  trade  into  the 
realm,  were  good  at  common  law:  see  the  Case  of  Monopolies, 
Darcy  v.  AlliUy  Noy  Rep.  178,  11  Co.  Eep.  84,  and  the  case 
of  The  Clothworkers  of  Ipswich,  Godbolt,  225.  And  the  excep- 
tion contained  in  the  6th  section  of  the  statute,  in  favour  of 
grants  of  privilege  for  the  sole  working  of  any  new  manufacture 
within  the  realm,  was  made  in  afl&rraance  of  the  common  law, 
introducing  no  other  alteration  than  the  restriction  in  point  of 
time  for  which  such  grants  might  extend.  And,  further,  the 
case  of  Edgeherry  v.  Stephens,  2  Salk.  447,  which  was  decided  long 
after  the  statute  was  passed,  is  an  express  authority  that  the  stat- 
ute "  intended  to  encourage  new  devises  useful  to  the  kingdom ; 
and,  whether  learned  by  travel  or  by  study,  is  the  same  thing." 

But  the  argument  on  the  part  of  the  defendants  has  been,  that 
Berry  was  not  a  person  who  imported  this  invention  into  England, 
within  the  meaning  of  the  statute.  It  was  argued,  that, 
to  come  within  the  statute,  the  person  *  who  takes  out  [*  129] 
the  patent  should  be  the  meritorious  importer,  not  a  mere 
clerk  or  sorvant  or  agent,  to  whom  the  communication  was  made 
for  any  special  purpose,  by  the  foreign  inventor,  as,  for  the  pur- 
pose of  enabling  him  to  take  out  the  patent  for  the  benefit  of  such 
foreigner.  No  authority  is  cited  for  such  distinction.  So  far  as 
the  public  are  concerned  in  interest,  no  such  distinction  is  neces- 
sary. Berry  is  an  Englishman,  to  whom  the  invention  is  com- 
municated by  a  foreigner  residing  abroad ;  and  Berry  first  brings 
the  invention  into  England,  and  makes  it  public  there.     So  far. 
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therefore,  as  relates  to  the  interest  of  the  public,  Berry  has  all 
the  merit  of  the  first  inventor.  If  he  has  been  guilty  of  any 
breach  of  faith  in  his  mode  of  obtaining  the  communication,  or  in 
the  mode  of  using  it  in  England,  he  may  or  may  not  be  made 
responsible  to  his  employers  abroad ;  but  such  misconduct  seems 
to  have  no  bearing  upon  the  question,  —  as  between  him  and  a 
stranger,^  —  whether  the  patent  is  void  or  valid.  Indeed,  it 
appears  upon  the  plea  itself  that  no  fraud  was  committed  upon 
his  employers ;  for,  it  is  expressly  stated  in  the  plea,  that  he  was 
directed  to  take  out  the  patent  in  his  own  name,  in  trust  for 
them,  and  that  in  fact  he  had  so  done,  and  had  held  it  for  a  cer- 
tain time  for  their  benefit 

The  invalidity  of  the  patent  must  therefore  depend,  if  at  all, 
upon  the  second  ground  of  objection  pointed  out,  viz.,  that  it  was 
taken  out  by  Berry  in  his  own  name,  but  in  trust  for  aliens  resid- 
ing abroad.  Now,  in  support  of  this  objection  also,  no  authority 
whatever  was  cited.  In  the  case  of  Bloxam  v.  Elsee,  6  B.  & 
C.  169,  9  D.  &  R.  215,  1  C.  &  P.  558,  R  &  M.  187,  the  point  was 
raised  at  Nisi  Prius,  whether  a  patent  could  be  taken  out 
[*  130]  in  trust  for  an  alien  enemy ;  but  it  became  *  unnecessary 
to  decide  even  that  question,  when  the  case  came  before 
the  Court.  The  case  before  us  does  not  state  that  Daguerre  and 
Niepce  are  alien  enemies :  indeed,  we  may  take  judicial  notice  that 
there  is  no  war  between  France  and  England:  and  we  see  no 
reason  or  principle  which  should  prevent  an  alien  amy,  if  the 
Crown  thought  proper,  from  receiving  such  a  grant,  either  in  his 
own  name,  or  in  the  name  of  another  in  trust  for  him.  In  the 
case  of  Chappell  v.  Purday,  14  M.  &  W.  318,  the  Court  in  their 
judgment  assume  it  to  be  clear  in  point  of  law  that  a  foreigner 
may  hold  a  patent,  if  the  Crown  chooses  to  grant  it  to  him.  We 
think,  for  these  reasons,  that  the  fifth  plea  cannot  be  supported. 

The  sixth  plea,  after  making  the  several  statements  contained 
in  the  fifth,  proceeds  to  allege,  in  substance,  that,  before  the  grant 
of  the  patent,  Daguerre  and  Niepce,  by  an  agreement  made  in 
France,  between  the  secretary  of  state  for  the  home  department  of 
the  King  of  the  French  and  themselves,  for  the  considerations 
therein  mentioned,  assigned  to  such  secretary,  on  behalf  of  the 
government  (amongst  other  things),  the  invention  mentioned  and 

1  It  was  not  suggested  that  the  patent  having  been  practised  on  the  Crown  by 
was  invalid  on  the  ground  of  a  deceit    the  suppression  of  the  trust. 
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described  in  the  letters  patent,  and  that,  by  virtue  of  such  agree-* 
ment,  and  by  the  laws  of  France,  the  said  invention  became  the 
property  of  the  King  of  the  French  in  right  of  his  Crown,  who 
thereby  became  entitled,  by  the  laws  of  his  said  kingdom,  to  vend 
and  publish  the  said  invention,  as  well  in  the  kingdom  of  France, 
as  in  the  United  Kingdom  of  Great  Britain  and  Ireland,  and  in 
any  other  country  or  place  where  he  should  think  proper,  without 
any  licence  from  Daguerre  and  Niepce :  and  this  plea  concludes, 
as  the  last,  that  the  letters  patent  are  therefore  void. 

To  this  plea  also  there  is  a  special  demurrer;  but,  without 
adverting  to  the  causes  assigned,  it  is  sufl&cient  to  say  we 
think  this  plea  also  is  bad  in  substance.  •  The  only  [*  131] 
additional  fact,  besides  those  stated  in  the  former  plea,  is, 
that,  before  the  granting  of  the  letters  patent,  the  inventors  in 
France  had  assigned  the  invention  to  the  King  of  the  French, 
who  became  entitled  to  make  it  public  in  France.  The  plea 
contains  no  statement  that  he  had  actually  published  it  in 
France :  but,  even  supposing  the  plea  to  have  stated  it  had 
been  publicly  known  and  exercised  in  France,  we  cannot  think 
it  would  have  made  any  difference  as  to  the  validity  of  a  patent 
taken  out  in  England.  But  the  plea  contains  no  denial  of  the 
allegation  in  the  declaration,  that  Berry  was  the  true  and  first 
inventor,  within  this  realm,  of  an  invention  which  others  at 
the  time  of  making  the  letters  patent  did  not  use.  And  this 
allegation  contains  all  that  is  necessary  to  support  the  validity 
of  the  letters  patent  in  respect  of  the  granting  thereof. 

One  argument  advanced  by  the  defendants  was,  that  the  origi- 
nal inventors  in  France,  having,  for  a  valuable  consideration, 
parted  with  their  discovery  to  a  person  in  France,  could  not 
come  to  England  and  take  out  a  patent  here.  No  authority, 
again,  is  cited  in  support  of  this  position:  and  it  is  contrary 
to  common  experience ;  as  it  is  well  known  that  the  same 
persons  have  patents  for  the  same  invention,  at  the  same  time, 
in  both  countries. 

There  is  nothing  in  the  agreement  under  which  the  invention 
was  sold  in  France,  to  restrain  the  original  inventors  from  applying 
for  a  patent  in  England :  such  a  condition  might,  and  probably 
would,  have  been  inserted,  if  such  had  been  the  intention  of 
the  parties:  and,  at  all  events,  whatever  the  case  might  have 
been  as  between  the  parties  to  the  agreement,  it  is  not  in  the 
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power  of  the  defendants,  who  are  perfect  strangers  to  it,  to  set  up 

such  an  objection  under  this  plea,  wliich  rests  upon  the 

[*  132]  grant  of  the  letters  patent  being  absolutely  *  void.     We 

think,  for  these  reasons,  the  sixth  plea  must  be  overruled. 

We  have  come  to  the  same  conclusion  as  to  the  seventh  plea, 
which  differs  from  the  last  only  in  this  respect,  that  it  alleges  the 
King  of  the  French  to  have  openly  published  and  made  known 
the  said  invention,  and  the  manner  of  performing  the  same,  to  the 
people  of  France,  for  the  use  of  that  people,  and  in  all  other  na- 
tions and  people  in  the  world,  as  a  free  gift  and  benefaction  for  the 
use  of  all  mankind  ;  and  the  plea  then  proceeds  to  allege,  not  that  the 
letters  patent  are  void,  as  in  the  former  pleas,  but  that  the  defend- 
ants thereby  became  entitled  to  use  the  invention  in  any  country, 
without  the  leave  or  licence  of  the  plaintiff.  But  we  think  it  a 
sufficient  answer  to  say,  that  the  letters  patent  were  not  void,  but, 
on  the  contrary,  were  valid,  for  the  reasons  given  in  our  judg- 
ment on  the  two  former  pleas ;  whence  it  follows,  as  a  necessary 
consequence  in  law,  that  the  invention  cannot  be  used  in  this 
country  in  direct  violation  of  the  valid  grant  of  the  Crown,  with- 
out the  licence  of  the  grantee. 

As  to  the  tenth  plea,  it  is  sufficient  to  remark  that  we  think  the 
objection  to  the  title  of  the  patent  is  answered  by  reference  to  the 
decided  cases  of  NeUson  v.  Harford,  8  M.  &  W.  806  (p.  56,  arUe), 
and  Nickels  v.  Haslam,  7  M.  &  G.  378,  8  Scott  N.  R  97. 

We  therefore  think  the  judgment  of  the  Court  must  be  given, 
on  the  several  pleas  above  mentioned,  for  the  plaintiff. 

Judgment  for  the  plaintiff , 

The  issues  were  tried  before  Wilde,  Ch.  J.,  and  a  special  jury,  at 
the  London  Sittings  after  Trinity  Term,  1847,  when  a  verdict  was 
found  for  the  plaintiff  upon  all  the  issues,  except  one  raising  a 
question  as  to  the  sufficiency  of  the  description  in  the  specification, on 
which  issue  the  verdict  was  taken  for  the  defendant,  leave  being  re- 
served to  the  plaintiff  to  move  to  enter  a  verdict  for  himself.  On 
the  motion  coming  on  before  the  Court,  after  argument,  and  on  a 
considered  judgment,  the  rule  was  made  absolute  to  enter  the  ver- 
dict for  the  plaintiff.     See  8  C.  B.  195,  19  L.  J.  C.  P.  36. 

ENGLISH  NOTES. 

Notwithstanding  a  dictum  of  Sir  W.  Page  Wood  to  the  effect  that  a 
patent  taken  out  as  for  an  original  invention,  when  in  fact  the  invention 
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patented  was  communicated  from  abroad,  is  void.  Milligan  v.  Marsh 
(1856),  2  Jar.  (N.  S.)  1083;  it  seems  to  be  settled  law  that  the  person 
who  imports  an  invention  from  abroad  is  the  first  and  true  inventor 
within  the  statute  of  James.  See  per  the  Master  op  the  Rolls  in 
Plimpton  V.  Malcolmson  (1876),  3  Ch.  D.  631,  655,  45  L.  J.  Ch.  606, 
507,  34  L.  T.  340.  And  the  mere  fact  that  an  agent  for  the  inventor 
has  taken  out  a  patent  in  his  own  name  without  any  mention  of  the 
agency,  is  not  conclusive  evidence,  or  perhaps  not  evidence  at  all,  of 
fraud  against  the  original  inventor,  for  the  purpose  of  revocation  under 
section  26  (4)  of  the  Patents,  &c..  Act,  1883  (46  <&  47  Vict.  c.  67).  In 
re  Avert/s  Patent  (C.  A.  1887),  36  Ch.  D.  307,  66  L.  J.  Ch.  1007,  57 
L.  T.  506,  36  W.  R.  249. 

AMERICAN  NOTES. 

The  Revised  Statutes  of  the  United  States,  by  §  4886,  as  amended  (see  supra, 
p.  130)  make  new  inventions  pateutable  if  ''  not  known  or  used  by  others  in 
this  country,  before  his  invention  or  discovery  thereof,  and  not  patented  or 
described  in  any  printed  publication  in  this  or  any  foreign  country,  before 
his  invention  or  discovery  thereof,  or  more  than  two  years  prior  to  his  appli- 
cation, and  not  in  public  use  or  on  sale  in  this  country  for  more  than  two 
years  prior  to  his  application,  unless  the  same  is  proved  to  have  been 
abandoned;"  and  by  §  4920,  a  person  sued  for  infringement  may  defend 
on  the  ground  that  the  patentee  *'  was  not  the  original  and  first  inventor  or 
discoverer  of  any  material  and  substantial  part  of  the  thing  patented." 

The  right  of  the  inventor,  under  these  provisions,  depends  upon  the  time 
of  the  invention,  and  while  experimental  tests  may  show  the  value  of  the 
thing  invented,  they  are  no  part  of  the  invention.  Hence  an  inventor  is  not 
precluded  from  securing  his  patent  by  the  fact  that  another  person  has 
previously  made  for  his  own  use  a  similar  article,  without  fully  testing  its 
usefulness  and  without  making  his  discovery  public.  Gayler  v.  Wilder,  10 
Howard  (U.  S.),  477,  500;  Whiiely  v.  Swayne,  7  Wallace  (U.  S.),  685;  Deering 
v.  Winona  Harvester  Worksj  155  United  States,  286,  302;  Washburn  v.  Gould , 
3  Story  (U.  S.),  122;  Cahoon  v.  Ring,  1  Clifford  (U.  S.),  592. 

The  English  decision  in  Dolland^s  Case,  2  H.  Black.  487,  that  a  first 
inventor  who  reduced  his  invention  to  use,  but  kept  it  secret,  and  showed  no 
intention  to  give  the  public  the  benefit  of  it,  cannot  defeat  the  patent  of 
a  later  original  inventor,  if  correctly  expounding  §  6  of  the  Statute  of  Monopo- 
lies, does  not  apply  in  the  United  States ;  the  words  of  above-quoted  statute, 
<<  not  known  or  used  by  others  in  this  country,"  do  not  denote  a  plurality  of 
persons,  but  require  the  use  to  be  by  some  other  person  or  persons  than 
the  patentee,  and  such  use  as  is  accessible  to  the  public.  Reed  v.  Cutter,  1 
Story  (U.  S.),  590,  598 ;  Wyeth  v.  Stone,  id.  273  ;  Coffin  v.  Ogden,  18  Wallace 
(U.  S.),  120;  RaUroad  Co.  v.  Dubois,  12  id.  47;  Earl  v.  Page,  6  New 
Hampshire,  477. 

Under  the  words  "  not  known  or  used  by  others  in  this  country,"  in  the 
above  statute,  oral  testimony,  unsupported  by  patents  or  exhibits,  tending 
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to  show  prior  use  of  a  device  regularly  patented,  is  receiyed  by  the  Courts 
with  suspicion,  and  must  be  so  clear  as  to  leave  no  room  for  reasonable  doubt. 
The  Barbed  Wire  Patent,  143  United  States,  275 ;  Deering  v.  Winona  Har- 
vester Works,  155  id.  286,  300;  American  Bell  Tel.  Co,  v.  American  C.  Tel,  Co,, 
35  Federal  Rep.  734,  739.  Prior  use,  as  a  defence,  must  alway  be  proved 
beyond  a  reasonable  doubt.  Dodge  v.  Post^  76  Federal  Rep.  807 ;  Kraatz  v. 
Tieman,  79  id.  322.  Abandoned  unsuccessful  experiments  do  not  affect  the 
validity  of  a'subsequent  patent.  Coffin  v.  Ogden,  18  Wallace  (U.  S.),  120, 124 ; 
Deering  v.  Winona  Harvester  Works,  supra,  p.  302 :  Westinghouse  Electric  Sf  M. 
Co.  V.  Beacon  Lamp  Ca, ,  95  Federal  Rep.  462.  Knowledge  of  the  invention 
fraudulently  and  surreptitiously  obtained  and  communicated  to  the  public 
appears  not  to  affect  the  patentee's  rights.  Kendall  v.  Wifisor,  21  Howard 
(U.  S.),  322;  Andretos  v.  Hovey,  124  United  States,  694,  708.  The  Courts 
may  take  judicial  notice  of  the  long-continued  public  use  of  a  familiar  device. 
Office  Specialty  Manuf.  Co.  v.  Fenton  M.  M.  Co.,  174  United  States,  492,  497. 

The  words  of  the  above  statute  <*  not  patented  or  described  in  any  printed 
publication  "  do  not  relate  to  mere  printing,  but  there  must  be  an  issuing  and 
general  circulation  of  the  printed  matter,  in  which  the  invention  with  its 
elements  must  be  clearly  set  forth;  mere  business  circulara  or  drawings  alone 
not  being  sufficient.  Seymour  v.  Osborne,  11  Wallace  (U.  S.),  516;  Downton 
V.  Yeager  M.  Co.,  108  United  States,  466;  Eames  v.  Andrews,  122  id.  40; 
Cottier  v.  Stimson,  20  Federal  Rep.  906,  910 ;  Britton  v.  White  Manuf.  Co.,  61 
id.  93;  American  Sulphite  Pulp  Co.  v.  Howland  Falls  Pulp  Co.,  70  id.  986; 
Woven  Wire  M.  Co.  v.  Whittlesey,  8  Bissell  (U.  S.),  23.  A  foreign  discovery 
of  the  same  invention,  if  not  patented  abroad,  does  not  defeat  the  American 
patent ;  and  an  English  patent  is  not,  for  this  purpose,  open  to  public  use  until 
the  complete  specifications  are  enrolled  or  sealed.  O^Reilly  v.  Morse,  15 
Howard  (U.  S.),  62;  Ireson  v.  Pierce,  39  Federal  Rep.  795,  798 ;  Anderson  v. 
Eiler,  46  id.  777. 

The  fact  that  some  persons  knew  of  the  use  of  the  invention  in  another 
country  does  not  invalidate  a  patent  granted  here  to  an  inventor  who  had  no 
knowledge  of  such  foreign  invention  and  use.  Doyle  v.  Spaulding,  19  Federal 
Rep.  744.  And  even  if  the  inventor  has  such  knowledge,  it  is  immaterial, 
if  his  invention  was  practically  perfected  before  the  information  reached  him. 
American  Sulphite  Pulp  Co.  v.  Howland  Falls  Pulp  Co.,  80  Federal  Rep.  395. 
A  foreign  patent  so  clear  and  exact  in  its  terms  as  to  enable  any  person  skilled 
in  the  particular  art  or  science  readily  to  apply  the  invention  here,  is  an  antici- 
pation of  a  patent  granted  by  the  United  States.  See  Commercial  Manuf.  Co. 
V.  Fairbanks  Canning  Co.,  135  United  States,  176,  194 ;  Hanifen  v.  E.  H.  God- 
shalk  Co.,  84  Federal  Rep.  649 ;  Simonds  Rolling  Mach.  Co.  v.  Hathom  Manuf. 
Co.,  93  id.  958;  Springfield  Furnace  Co.  v.  Miller  Down  Draft  F.  Co.,  96  id. 
418,  421.  In  an  interference  case,  a  foreign  inventor  can  carry  back  the 
date  of  his  foreign  invention  only  by  a  patent  or  a  publication,  or,  in  this  coun- 
try,  by  the  date  of  the  arrival  here  of  knowledge  of  such  invention.  HurUmt 
V.  Schillinger,  130  United  States,  456,  471 ;  Brush  Electric  Co.  v.  Julien  Electric 
Co.,  41  Federal  Rep.  679 ;  Hanifen  v.  Price,  96  id.  435,  441.  A  foreign  ma- 
chine may  serve  to  show  anticipation  and  prior  use,  though  it  is  not  patented. 
Packard  v.  Lacing- Stud  Co.,  70  Federal  Rep.  66. 
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The  words  of  the  above  statute, "  not  in  public  use  or  on  sale  in  this  country 
for  more  than  two  years  prior  to  his  application,"  apply  to  patents  for  designs 
as  well  as  to  other  inventions.  Theberath  v.  Rubber  Sf  Celluloid  H.  T.  Co,,  15 
Federal  Rep.  246  ;  Anderson  v.  Filer,  46  id.  777.  The  assent  of  the  alleged 
patentee  is  immaterial  both  with  respect  to  public  use  and  sales.  Andrews  v. 
Hovey,  123  United  States,  267  ;  124  id.  694;  Egbert  v.  Lippmann,  104  id.  333; 
15  Blatchford  (U.  S.),  295  ;  Manning  v.  Cape  uinn  Isinglass  fr  Glue  Co,,  108 
United  States,  462;  Driven  Well  Cases,  16  Federal  Rep.  387.  If  he  gives  away 
or  sells  one  of  his  invented  articles  without  restriction  or  request  for  secrecy, 
the  use  or  sale  thereby  becomes  public.  Egbert  v.  Lippmann,  supra,  A  single 
clear  instance  of  public  use  is  sufficient.  McClurg  v.  Kingsland,  1  Howard 
(U.  S.),  202;  PiUs  v.  Hall,  2  Blatchford  (U.  S.),  229;  Consolidated  FruU  Jar  Co. 
V.  Wright,  94  United  States,  92.  Expeiiments  and  sales  by  the  inventor,  when 
clearly  made  for  the  purpose  of  having  the  utility  of  his  invention  tested,  are 
not  public  use  or  sale  within  the  above  clause  of  the  statute  ;  but,  if  made 
chiefly  for  trade,  they  are  within  that  clause.  Shaw  v.  Cooper,  7  Peters  (U.  S.), 
292 ;  Elizabeth  v.  Pavement  Co.,  97  United  States,  126 ;  Smith  ft-  GHggs  Manuf. 
Co,  V.  Sprague,  123  id.  249. 

The  *'  two  years  "  named  in  the  above  statute  nm  from  the  date  when  the 
patentee's  application  was  filed  or  made  in  the  Patent  Office.  Campbell  v. 
New  York,  85  Federal  Rep.  504;  36  id.  260  ;  47  id.  515;  Stirling  Co,  v.  St. 
Louis  Brewing  Asso,,  79  id.  80.  Such  application  is  a  constructive  reduction  to 
practise,  and  is  prima  facie  the  date  of  his  conception.  McCormick  v.  Cleal, 
12  District  of  Columbia  Appeals,  335,  337.  But  when  the  defence  is  antici- 
pation, it  must  be  established  as  of  a  date  anterior  to  the  patentee*s  invention 
or  discovery ;  not  merely  prior  to  his  application  for,  or  the  date  of,  his  patent. 
Von  Schmidt  v.  Bowers,  80  Federal  Rep.  121,  140.  When  it  clearly  appears 
that  the  inventor  has  himself  publicly  used  his  invention  for  more  than  two 
years  prior  to  his  application  for  a  patent  thereon,  he  has  the  burden  to  prove 
with  certainty  that  the  use  was  not  public,  but  for  the  purpose  of  test  and 
experiment.     Smith  jr  Griggs  Manuf,  Co,  v.  Sprague,  123  United  States,  249. 

**  Abandoned,'*  in  the  above  statute,  means  given  up  to  the  public,  like 
the  dedication  of  an  easement  to  public  use ;  abandonment  must  be  proved 
clearly,  and  may  be  shown  by  express  declarations  of  such  intention.  Gayler 
V.  WUder,  10  Howard  (U.  S.),  477,  501;  Kendall  v.  Winsar,  21  id.  322,  328; 
Hartshorn  v.  Saginaw  Barrel  Co.^  119  United  States,  664;  Gandy  y.  Marble, 
122  id.  432 ;  Von  Schmidt  v.  Bowers,  80  Federal  Rep.  121 ;  American  Sulphite 
Pulp  Co,  V.  Howland  Falls  Pulp  Co.,  id.  395;  Babcock  v.  Degener,  1  Mc Arthur's 
Patent  Cases,  607. 

Two  valid  patents  for  the  same  invention  cannot  be  granted  either  to  the 
same  or  a  different  party,  though  the  t^rms  of  their  claims  may  differ ;  but  a 
second  patent,  when  it  covers  matter  described  in  a  prior  patent,  essentially 
distinct  and  separable  from  the  invention  covered  thereby,  and  claims  made 
thereunder,  may  be  declared  valid,  in  which  case  the  invention  must  consist 
of  something  more  than  a  mere  distinction  of  the  breadth  and  scope  of  the 
claims  of  each  patent.  Miller  v.  Eagle  Manuf,  Co,,  151  United  States,  186, 
lfi8;  Mathews  v.  Flower,  25  Federal  Rep.  830.     When  the  alleged  novelty 
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consists  in  transferring  a  devise  from  one  branch  of  industry  to  another,  if 
the  new  use  is  so  clearly  analogous  to  the  former  one  that  the  applicability  of 
the  devise  to  its  new  use  would  occur  to  a  person  of  ordinary  mechanical  skill, 
it  is  a  case  of  double  use  only ;  but  if  the  relations  between  them  are  remote, 
and  especially  if  the  use  of  the  old  device  produces  a  new  result,  it  at  least 
may  involve  an  exercise  of  the  inventive  faculty.  Potts  v.  Creager,  155 
United  States,  597,  008 ;  Hill  v.  Dodge,  12  District  of  Columbia  Appeals,  528 ; 
Adams  Electric  Ry.  Co.  v.  Lindell  By.  Co.,  77  Federal  Rep.  432.  When  another 
has  already  secured  a  patent  for  the  same  invention,  the  new  applicant  must 
show  beyond  a  reasonable  doubt  that  he  first  conceived  the  idea  of  such 
invention  and  reduced  it  to  practice.  Guilbert  v.  Killinger,  13  District  of 
Columbia  Appeals,  107.  If  the  new  applicant  claims  an  improvement  he  can- 
not use  the  original  process  without  the  license  of  its  patentee.  Cochrane  v. 
Deener,  94  United  States,  780,  787 ;  TUghman  v.  Proctor,  102  id.  707,  725. 

A  joint  invention  is  good  subject-matter  for  a  patent;  but  if  the  invention 
of  several  parties  is  patented  by  one  of  them,  he  cannot  make  oath  as  required 
by  the  statute,  that  he  is  the  first  and  original  inventor,  and,  if  he  does,  his 
patent  is  invalid.  Barrett  v.  Hall,  1  Mason  (U.  S.),  447,  472 ;  Priestley  v.  Mon- 
tague, 47  Federal  Rep.  650;  Heulings  v.  Reid,  58  id.  868;  Slemmer*s  Appeal,  58 
Pennsylvania  State,  168. 


Section  IV.  —  Title  and  Provisional  Specification. 
No.  11.  — COOK  V.   PEAECE. 

(EX.   CH.   1844,  REVERSING  Q.  B.  1843.) 
RULE. 

It  is  not  a  fatal  objection  to  a  patent  that  the  title  is  so 
general  as  to  be  capable  of  comprising  a  different  invention 
from  that  for  which  the  patent  is  claimed :  provided  that, 
in  obtaining  the  patent,  no  fraud  is  practised  on  the 
Crown. 

Cook  V.  Pearce  and  another. 

2  L.  J.  Q.  B.  187-191,  13  L.  J.  Q.  B.  189-193  (8.  c.  8  Q.  B.  1044). 

[187]  Patent,  Description  of.  —  Insufficiency. 

In  an  action  for  infriDging  the  plaintiff's  patent  '^  for  improvements  in 
[♦  188]  carriages,"  the  *.jury  found  a  special  verdict,  in  the  terms  of  the  sixth 

plea,  namely,  "  That  the  invention  in  the  declaration  and  letters  patent 
respectively  mentioned,  is  not  an  invention  of  improvements  in  carriages  gen- 
erally, bat  of  certain  improvements  in  the  fixing  and  adapting  of  German  shatters 
in  those  carriages  only  in  which  German  shutters  are  used,  and  that  German 
shutters  cannot  be  used  in  divers  and  very  many  carriages,  to  wit,  coaches, 
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chariots,  and  other  covered  carriages  of  the  like  kind :  "  —  Held,  by  the  Queen's 
Bench  that  this  was  a  finding  for  the  defendant,  and  that  the  description  of 
the  patent  being  too  vague  and  general,  the  patent  was  vitiated. 

Bat  held  in  the  Exchequer  Chamber,  reversing  the  judgment  of  the 
Queen's  Bench,  that  the  facts  stated  in  the  plea  and  the  finding  thereon  were 
insufficient  to  vitiate  a  patent,  so  long  as  the  title  really  includes  the  invention. 

Mere  generality  in  the  title  will  not  in  the  absence  of  fraud  vitiate  a  patent, 
so  long  as  the  title  really  includes  the  invention. 

CasetoT  infringing  the  plaintiff's  patent  for  "  improvements  in 
carriages." 

Pleas  —  First,  not  guilty ;  second,  that  the  plaintiff  was  not  the 
first  inventor  of  the  said  invention  ;  third,  that  the  said  invention 
was  not  new ;  fourth,  that  the  plaintiff  did  not,  by  an  instrument  in 
writing,  suflBciently  describe  the  nature  of  his  invention ;  fifth,  that 
the  said  invention  was  not  an  improvement  in  carriages,  nor  of  any 
public  benefit  and  advantage ;  sixth,  (after  setting  out  the  specifica- 
tion in  hcec  verba,  in  which  the  invention  was  called  "  improvements 
in  carriages,"  and  was  described  as  follows,  —  "  My  invention  relates 
to  that  description  of  carriages  wherein  what  are  called  German 
shutters  are  used  to  close  them,  and  the  invention  consists  of  a  mode 
of  constructing  and  applying  certain  apparatus  to  such  carriages 
and  German  shutters,  to  facilitate  the  working  and  moving  of 
such  shutters ; "  and  (after  giving  a  description  of  the  drawings) 
"  that,  although  the  said  alleged  invention  in  the  declaration  and 
letters  patent  respectively  mentioned,  is  therein  styled  and  described 
as  improvements  in  carriages,  yet  the  said  invention,  in  truth  and 
in  fact,  is  not  an  invention  of  improvements  in  carriages  generally, 
but  of  certain  alleged  improvements  in  the  fixing  and  adapting 
German  shutters  in  those  carriages  only  in  which  German  shutters 
are  used,  and  that  German  shutters  cannot  be  used  in  divers  and 
very  many  carriages,  to  wit,  coaches,  chariots,  and  other  covered 
carriages  of  the  like  kind ;  and  so  the  defendants  say,  that  the  title 
of  the  said  invention  is  too  large  and  general,  and  by  reason  thereof, 
the  said  letters  patent  are  void  and  of  no  force." 

The  replication  took  issue  on  the  first,  second,  and  fourth  pleas; 
to  the  third,  it  stated  that  the  invention  was  new ;  to  the  fifth, 
that  the  invention  was  an  improvement  in  carriages,  and  a  public 
benefit  and  advantage ;  to  the  sixth,  that  the  invention  was  an 
invention  of  improvements  in  carriages.  Issues  were  also  joined 
on  the  replication  to  these  pleas. 
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Sir  F.  Pollock  (Attorney-General)  (Hoggins 
with  him),  for  the  plaintiff.  —  The  question  in  [13  L.  J.  Q.  B.  189] 
this  case  is,  whether  a  patent  is  void,  if  it  pro- 
fesses to  relate  to  a  class  of  things  having  one  general  name,  unless 
it  applies  to  every  subdivision  of  that  class ;  or  whether  it  is  neces- 
sary to  specify  in  the  title  to  which  particular  part  of  a  machine, 
consisting  of  many  parts,  an  improvement  is  applicable.  Suppose, 
for  instance,  a  patent  taken  out  for  an  improvement  in  mills,  that 
may  mean  in  windmills.,  or  mills  worked  by  steam  or  horse  power, 
it  is  not  necessary  to  specify  which ;  so  for  an  improvement  in 
ships*  lamps,  furnaces,  steam-engines,  or  any  other  matters.  If 
the  patent  be  taken  out  with  a  title  which  includes  the  invention, 
though  it  fails  to  indicate  it  suflBciently  precisely,  yet,  in  the  absence 
of  fraud,  it  cannot  be  objected  to,  or,  at  all  events,  it  can  only  be 
repealed  by  scire  facias.  The  Crown  gives  the  title,  and  it  must 
be  taken  into  consideration  that  the  specification  and  the  title  are 
to  be  read  together. 

[Alderson,  B.  —  What  foundation  is  there  for  this  objection  to 
the  title,  on  the  Statute  of  Monopolies  ?  The  only  mode  by  which 
it  could  be  raised  is,  by  the  plea  that  the  invention  was  not  spe- 
cifically ascertained.] 

[Parke,  B.  —  The  question  is  now  only  on  the  sixth  plea.] 

[TiNDAL,  Ch.  J.  —  The  question  is,  whether  this  is  not  an  improve- 
ment in  carriages :  you  do  not  say  it  is  an  improvement  in  all 
carriages.] 

That  is  the  real  meaning  of  the  title,  and  it  resembles  that  which 
was  the  subject  of  discussion  in  Sturz  v.  De  la  Rue,  5  Buss.  322, 
7  L.  J.  Ch.  47.  The  title  there  was  "certain  improvements  in 
copper  and  other  plate  printing ; "  but  those  improvements  were 
only  applicable  to  one  particular  species  of  printing,  and  that,  too, 
only  to  particular  parts  of  the  process,  yet  it  was  held  sufficient 
The  Lord  Chancellor  observes, "  The  description  in  the  patent  must 
unquestionably  give  some  idea,  and,  so  far  as  it  goes,  a  true  idea,  of 
the  alleged  invention,  though  the  specification  may  be  brought  in 
aid  to  explain  it."  And,  after  enumerating  some  of  the  processes 
in  copper-plate  printing,  he  says,  "  An  improvement  in  any  one  of 
those  circumstances,  in  the  preparation  of  the  paper,  for  instance,  or 
the  damping  it,  &c.,  may  truly  be  called  an  improvement  in  copper- 
plate printing."  Rex  v.  Whcsler,  2  B.  &  Aid.  345  (p.  229,  post), 
was  cited  in  that  case,  and  will  be  relied  on  by  the  defendant ;  but 
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it  is  distinguishable  on  the  ground  that  the  title  in  the  patent  did 
not  include  the  matter  set  forth  in  the  specification.  Fisher  v. 
Bewick,  Webster's  Pat  Cas.  268,  is  precisely  in  point. 
[*190]  The  patent  there  was  granted  for  "an  improvement  *in 
the  machinery  for  the  manufacture  of  bobbin  net  lace." 
At  the  trial,  it  appeared  that  the  only  improvement  was  in  enabling 
the  workman  to  make  a  spot  while  the  manufacture  was  going  on ; 
and  thereupon  it  was  objected,  that  as  it  was  only  useful  in  cases 
where  a  spot  was  required,  the  invention  was  misdescribed.  That 
objection  was  overruled  at  the  trial,  and  a  motion  for  a  new  trial, 
founded  upon  it,  was  refused  by  the  Court  of  Common  Pleas.  The 
title  there  was  construed  by  the  Court  in  the  same  manner  as  the 
plaintiff  here  construes  his  title ;  and  as  the  title  there  was  held  by 
the  Court  not  to  mean  an  improvement  in  the  machinery  for  the 
manufacture  of  every  species  of  bobbin  net  lace,  so  the  title  of  the 
present  patent  cannot  be  taken  to  mean  "an  improvement  in  every 
species  of  carriages."  The  case  of  Lord  Cochrane  v.  Smethurst, 
1  Stark.  205  (18  R.  R.  761),  is  different.  The  title  was  there  far 
more  vague,  and  conveyed  no  notion  whatever  of  the  improvement. 
It  was  for  "  an  improved  metliod  of  lighting  cities,  towns,  and 
villages ; "  but  the  invention  only  consisted  in  an  improvement  on 
the  argand  burner.  Such  a  description  was  calculated  to  mislead 
the  public,  and  upon  that  ground  it  must  have  been  decided. 

[Alderson,  B.  —  The  real  objection  to  the  title  in  Lord  Coch- 
rane V.  Sviethurst  was  not  that  the  title  was  too  large  and  general, 
but  that  it  was  too  small ;  for  the  specification  showed  how  the 
lamp  might  be  used,  not  only  in  the  streets,  but  in  churches,  thea- 
tres, shops,  &c.,  and  claimed  such  an  application  of  it.  It  might 
as  well  have  been  entitled  an  improvement  in  using  glass,  because 
glass  is  used  in  lamps,  and  lamps  in  lighting  streets.] 

In  Jcssop's  Case,  2  H.  Bl.  489,  as  cited  by  Bullee,  J,,  it  appears 
that  the  patent  must  have  been  taken  out,  not  for  an  improvement 
in  a  watch,  but  for  the  entire  watch  itself.  HornUower  v.  Boulton, 
8  T.  R.  95  (p.  45,  ante),  also  shows  that  this  title  is  not  too  wide,  and 
that  its  generality  is  to  be  construed  and  explained  by  the  speci- 
fication, which  may  be  called  in  aid,  and  even  considered  as  incor- 
porated in  the  patent  for  that  purpose.  If  the  patentee  calls 
attention  to  the  matter  generally  by  his  title,  it  suffices,  unless  it 
can  be  proved  that  it  was  intentionally  rendered  so  vague  as  to 
deceive  the  public,  which  would  amount  to  fraud ;  but  that  is  not 
here  suggested. 
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Erie  (Hugh  Hill  with  him).  —  The  title  of  the  invention  is  not 
assigned  to  it  by  the  Crown,  but  by  the  patentee,  and  he  is  bound 
to  give  that  with  reasonable  accuracy,  as  well  as  certainty,  and  not 
in  so  vague  and  general  a  manner  as  that  anything  may  be  included 
within  it.  The  object  of  requiring  this  is  to  enable  parties  who 
have  discovered  the  same  or  a  similar  invention,  to  go  to  the  Attor- 
ney-Generars  ofl&ce,  and  enter  a  caveat,  and  provide  themselves  the 
means  of  resisting  the  grant  of  the  patent,  and  also  to  inform  the 
public,  that  they  may  not  in  ignorance  infringe  it  Then,  anybody 
reading  this  title  would  assume  that  the  invention  was  at  least 
applicable  to  every  species  of  carriage,  whereas  there  are  several 
species,  as,  for  instance,  coaches,  sledges,  &c.,  in  which  it  never 
could  be  used.  This  generality  must  have  been  adopted  for  the 
purpose  of  misleading  the  public,  and  drawing  off  their  attention 
from  the  real  object.  The  invention  consists  in  a  mode  of  con- 
structing and  applying  certain  apparatus  to  carriages  wherein 
German  shutters  arc  used,  to  facilitate  the  working  and  moving  of 
such  shutters.  Now  no  one  looking  at  the  title  would  dream  that 
such  a  thing  as  this  was  intended,  and  consequently  it  is  insuffi- 
cient. A  patent  for  an  improvement  in  steam-engines,  or  ships,  or 
guns,  would  be  too  vague ;  it  would  give  no  information  or  warning 
whatever  to  the  public.  Fisher  v.  Dcwick  is  an  authority  that  it 
must  be  at  least  reasonably  precise.  But  it  is  not  merely  the  title 
which  is  defective ;  the  specification  is  not  such  as  is  required  by 
the  statute,  for  it  does  not  describe  an  invention  which  comes 
within  the  title.  The  verdict  finds  this  not  to  be  an  improvement 
in  carriages  generally,  but  an  improvement  in  the  affixing  and 
adapting  German  shuttters  in  those  carriages  only  in  which  Ger- 
man shutters  are  used.  The  invention,  therefore,  is  not  an  im- 
provement in  carriages,  but  an  improvement  in  a  window.  Still 
the  main  question  is,  whether  this  is  such  a  title  as  the  monopolist 
ought  to  give  to  warn  the  public, 

[Maulb,  J.  —  You  say  that  the  title  is  vague,  and  does  not  warn 
parties.  I  presume  by  that  you  mean  parties  conversant 
with  the  trade,  viz.,  coachmakers.  If  that  *  be  so,  is  it  not  [*  191] 
matter  of  fact  which  ought  to  appear  by  averment  ?  and  is 
not  the  plea  bad  for  omitting  such  an  allegation  ?  Your  plea  as  it 
stands  would  be  proved,  if  it  were  shown  that  the  invention  was 
applicable  to  every  species  of  carriages  but  one.] 

There  is  no  instance  in  which,  one  equally  vague  has  been  sup- 
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ported  In  Sturz  v.  De  la  Bue  there  were  several  improvements, 
and  they  were  literally  improvements  in  the  process  of  copper- 
plate printing ;  and  the  judgment  of  the  Lord  Chancellor,  if  taken 
altogether,  is  not  adverse  to  the  defendants'  view.  Bex  v.  Wheeler 
is  an  authority  in  their  favour :  the  requisites  of  the  title  are  there 
pointed  out,  and  the  case  shows  that  its  language  is  to  be  regarded 
as  the  language  of  the  inventor.  Le  Blanc,  J.,  decided  the  case  of 
Lord  Cochrane  v.  Smethurst  upon  the  same  ground  precisely  as  is 
here  contended  for ;  and  Jessop's  Case  is  not  distinguishable.  It  is. 
evident,  when  the  judgment  is  looked  at,  that  the  title  there  was 
for  an  improvement  in  watches,  and  not  for  watches  alone  which 
were  known  before  ;  and  it  was  held  bad,  as  the  specification  dis- 
closed only  an  improvement  in  one  particular  part  Bex  v.  Metcalf, 
2  Stark.  249  (19  R  R  713),  is  an  example  of  the  mode  in  which 
the  Court  will  construe  titles,  and  Boulton  v.  Bull,  2  H.  Bl.  463 
(p.  10,  ante)y  also  shows  that  if  the  title  is  larger  than  the  specification, 
as  it  is  undoubtedly  in  the  present  instance,  the  party  will  be  con- 
sidered to  have  taken  it  out  for  more  than  he  has  specified,  and  the 
patent  will  be  void.  That  case  is  in  other  respects  in  point  for  the 
defendants. 

Sir  F.  Pollock  (Attorney-General),  in  reply.  —  If  this  is  an  im- 
provement in  some  carriages,  it  is  an  improvement  in  carriages, 
though  it  may  not  be  an  improvement  in  all  carriages.  In  each 
case  the  precision  required  must  vary,  and  what  is  a  reasonably 
precise  description  is  a  matter  of  fact  In  Lord  Cochrane  v.  Smeth- 
urst it  was  evident  that  the  generality  was  adopted  in  order  to 
mislead.  Cur.  adv.  vult. 

On  a  subsequent  day  the  judgment  of  the  Court  was  delivered  by 

Tindal,  Ch.  J.  —  This  was  an  action  on  the  case  against  the 
defendants  for  the  infringement  of  a  patent,  taken  out  by  the 
plaintiff  for  improvements  in  carriages ;  and  the  question  raised 
before  the  Court  below,  and  also  in  argument  before  us  in  the 
Court  of  Error,  arose  upon  and  was  confined  to  the  issue  taken 
on  the  sixth  plea,  and  the  special  verdict  found  thereon.  The 
sixth  plea,  after  setting  out  the  specification  in  hcec  verba, 
averred  that  although  the  said  alleged  invention  in  the  declaration 
and  letters  patent  respectively  mentioned,  is  therein  styled  and 
described  as  "improvements  in  carriages,"  yet  the  said  invention, in 
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truth  and  in  fact,  is  not  an  invention  of  improvement  in 
carriages  generally,  but  of  certain  alleged  improvements  in  the 
fixing  and  adapting  German  shutters  in  those  carriages  only  in 
which  German  shutters  are  used,  and  that  Gtorman  shutters  can- 
not be  used  in  divers  and  very  many  carriages,  to  wit,  coaches, 
chariots,  and  other  covered  carriages  of  the  like  kind ;  and  so  the 
defendants  say  that  the  title  of  the  said  invention  is  too  large  and 
general,  and  by  reason  thereof  the  said  letters  patent  are  void  and 
of  no  force.  The  plainti£F  replied  to  this  sixth  plea,  that  the  in- 
vention was  an  invention  of  improvements  in  carriages,  on  which 
the  issue  was  joined.  At  the  trial,  the  jury  found  upon  this  issue 
that  the  invention  was  not  an  invention  of  improvements  in  car- 
riages generally,  but  of  certain  improvements  in  the  fixing  and 
adapting  of  German  shutters  in  those  carriages  only  in  which 
German  shutters  are  used ;  the  finding  being  in  the  precise  terms 
used  in  the  sixth  plea ;  and  the  question  before  the  Court  below 
was,  whether  the  letters  patent,  by  reason  of  the  title  of  the  inven- 
tion being  too  large  and  general,  was,  as  alleged  in  the  sixth  plea, 
void  and  of  no  force.  Upon  the  argument  before  the  Court  below, 
that  Court  held  the  finding  to  be  in  favour  of  the  defendants,  and 
gave  judgment  accordingly,  upon  the  ground  that,  from  the  vague- 
ness and  uncertainty  of  the  title  of  the  patent,  that  is,  from  th6 
title  of  the  patent  being  too  general,  the  patent  itself  must  be  held 
to  be  void.  It  is  to  be  observed  that  the  decision  does  not  proceed 
upon  the  ground  that  the  title  of  the  patent  must  be  held  of 
necessity  to  claim  more  than  the  invention  expldned  by  the 
specification,  as  if  the  title  had  been  for  an  invention  for  the  im- 
provement of  all  carriages,  and  the  specification  had 
limited  the  invention  to  the  *  improvement  of  one  or  more  [*  192] 
species  of  carriages  only,  or  if  the  title  had  been  for  the 
invention  of  two  things,  and  the  specification  had  shown  it  to  be 
an  invention  of  one  only  out  of  two ;  in  such  case  it  may  readily 
be  admitted  that  the  patent  would  have  been  void.  In  the  first 
instance  it  would  be  void,  because  there  was  no  specification 
agreeing  with  the  title ;  in  the  second,  on  the  principle  laid  down 
by  Baylby,  J.,  in  his  judgment  in  Brunton  v.  ffawkeSy  4  B.  &  Aid. 
541  (23  R  R  382),  that  the  entire  discovery  of  all  the  things  for 
which  the  patent  was  taken  out  must  be  held  to  be  the  considera- 
tiwi  upon  which  the  patent  was  granted  by  the  Crown.  But  such 
an  objection  would  not  apply  to  the  case  now  before  us,  for  the 
voju  XX.  — 13 


194  PATENT. 


Vo.  11.  — €k>ok  ▼.  Peozoe  and  taothflr,  13  L.  J.  Q.  B.  103. 

words  "  improvements  in  carriages  "  do  not  necessarily  import  in 
all  carriages,  but  in  their  ordinary  use  may  well  be  held  to  be 
satisfied  by  an  invention  of  improvements  in  some  carriages  only. 
The  ground  of  the  decision  however  is,  as  before  stated,  confined  to 
the  vagueness  and  generality  of  the  title,  and  to  that  only.  Now 
the  mere  vagueness  appears  to  us  to  be  an  objection  that  may  well 
be  taken  on  the  part  of  the  Crown,  before  it  grants  a  patent,  but 
can  afford  no  ground  for  avoiding  the  patent,  after  it  has  beeji 
granted,  and  if  such  title  did  not  accord  with  the  specification, 
when  enrolled,  or  if  there  had  been  any  fraud  practised  on  the 
Crown  in  obtaining  the  patent  with  such  title,  the  patent  in  those 
cases  might  undoubtedly  be  held  void.  Any  evidence  of  a  design 
on  the  part  of  the  inventor,  by  choosing  a  vague  and  general  title, 
to  avail  himself  at  the  time  of  enrolling  the  specification  of  an  in- 
vention not  discovered  by  him  at  the  time  of  taking  out  the  patent^ 
or  to  prevent  other  subjects  of  the  Queen  from  availing  themselves 
of  a  discovery  made  by  them,  on  the  ground  of  its  falling  within 
the  range  of  the  general  terms  of  the  title,  although  different  from 
that  for  which  the  patent  was  really  taken  out,  might  afford  such 
proof  of  fraud  on  the  Crown,  and  injury  to  the  subject,  as  that  the 
vagueness  and  generality  of  the  title  might  avoid  the  patent  In 
the  present  case,  however,  no  such  evidence  was  given ;  nor  was 
the  existence  of  fraud  suggested ;  but  the  patent  has  been  held 
void,  upon  the  mere  ground  of  the  title  being  so  large  as  to  be 
capable  of  supporting  a  different  invention  from  that  which  is 
found  in  the  specification,  and  from  no  other  causa  We  think  it 
would  be  unsafe,  without  express  authority  on  the  point,  to  lay 
down  the  rule,  in  terms  so  large  as  appears  to  us  to  have  been 
adopted  by  the  Court  below ;  for  it  would  endanger  the  validity  of 
very  many  patents,  which  have  hitherto  been  free  from  excep- 
tion, if  every  patent  must  be  held  to  be  void,  simply  on  the 
ground  that  its  title  was  conveyed  in  such  terms  as  to  be  capable 
of  comprising  some  other  invention  besides  that  contained  in  the 
specification ;  in  the  absence  at  the  same  time  of  any  proof  of 
intention  of  committing  a  fraud  on  the  Crown,  or  of  deceiving  or 
misleading  the  public.  It  would  in  many  cases  require  extreme 
accuracy,  and  nearly  as  much  consideration  as  is  necessary  for 
drawing  the  specification,  to  frame  a  title  for  the  patent,  which 
would  be  perfectly  secure  against  ingenious  objections  to  it,  on  the 
ground  of  its  latitude  and  extent.     The  cases  discussed  and  relied 


B.  0.  VOL.  XX.]    SECT.  IV.    TITLE  AND  PROVISIONAL  SPECIFICATION.   195 
Vo.  11.^  Cook  ▼.  Peuoe  and  another,  18  L.  J.  Q.  B.  102,  198. 

on  below  were  those  of  Lord  Cochrane  v.  Smethurst,  and  Jessop's 
Case,  cited  on  the  argument  in  Boulton  v.  Bull.  If  the  former  were 
to  be  considered  as  having  the  authority  of  a  case  that  had  been 
discussed  fully  in  the  Court  above,  and  had  received  a  determina- 
tion there,  it  would  at  least  be  open  to  the  observation  that  the 
extreme  generality  of  the  title  in  that  case  far  exceeded  that 
which  is  now  under  consideration.  But  that  case  never  was 
moved  in  the  Court  of  King's  Bench ;  and  it  is  impossible  not  to 
see,  from  the  other  objections  taken  at  Nisi  Prius  to  the  patent, 
some  of  which  were  unanswerable,  that  it  would  have  been  useless 
to  have  carried  the  case  further.  The  authority  of  that  case  cannot 
therefore  be  rated  higher  than  that  it  was  the  opinion  of  the 
learned  Judge  who  tried  the  cause ;  and  as  to  Jessop^s  Case,  as  cited 
by  BULLER,  J.,  in  his  judgment  in  the  case  of  Boulton  v,  Bull,it  ap- 
pears to  differ  widely  from  the  present.  The  patent,  in  that  case, 
so  far  as  the  facts  are  to  be  collected  from  the  report,  was  taken 
out  for  a  watch.  Now  a  watch  does,  in  its  primary  sense,  import 
an  entiite  and  indivisible  article,  whereas  a  patent  for  improve- 
ments in  carriages  is  anything  but  a  definite  and  precise  thing : 
when,  therefore,  it  appeared  by  the  specification,  or  other- 
wise, *  that  the  invention  was  in  fact  limited  to  an  im-  [*  193 J 
provement  or  addition  to  the  watch  only,  the  patent  could 
not  be  upheld.  That  was  not  a  case  where  the  title  was  simply 
too  vague  and  general,  but  where  the  title  of  the  patent  claimed  a 
precise  invention  larger  and  more  extensive  than  the  invention 
itself ;  that  is,  it  was  a  case  of  direct  variance  from  the  title  of  the 
patent.  We  think,  therefore,  that  as  in  the  present  case  no  more 
is  objected  to  than  mere  vagueness  and  generality  in  the  title  of 
the  patent,  without  any  evidence  leading  to  any  inference  of  fraud 
upon  the  Crown,  or  prejudice  to  the  public,  enough  has  not  been 
shown  to  avoid  the  patent :  a  conclusion  which  coincides  in  sub- 
stance with  the  determination  of  the  Court  of  Exchequer,  in  the  case 
of  NeUson  v.  Harford,  8  M.  &  W.  806,  11  L.  J.  Ex.  20  (p.  56,  ante)  ; 
and  although  the  finding  of  the  facts,  under  the  sixth  issue, 
authorises  a  verdict  to  be  entered  for  the  defendant  thereon,  yet  in- 
asmuch as,  for  the  reasons  above  given,  we  think  that  issue  is 
raised  on  a  plea  which  discloses  no  answer  to  the  declaration,  there 
must,  on  the  whole  record,  be  judgment  for  the  plaintiff  non 
obstante  veredicto. 

The  judgment  of  the  Queen's  Bench  was  accordingly  reversed. 
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.^.— .  -        ^     ji-r%*r«    r    3   -c"  '^•rtn'ji  wiMfSB  wiiak^ws  and  doors 

,j-*  -^     -       •    --r    •!■•    •    nv:-  u  '      T^  ^  va»  xjassenad  a»  aot  claiming 
„^      '-c^     .    .        s.  •  •.    >  T-  ••'     '-i    :i  "s*  .iiin*r  ciaose.     Oxley  y. 

,    -w     -.*.:•-    ^^K  ^'  :^  r.  c  p.  «.  2  l.  t.  464» 

.    «^  --.I.:-    -     -?.-•-'-•-     f-.'^r*-:     ••-    :  "f   urri  "fte  specification  has, 

.,-.--     *,  .  ^     1.1^    "    *    -u. -•  :•.      7*' .>    XX  /-•«"-"  T.  iK/^  (1850), 

*    ,."*".  ^    ".  /    "-*   ^V".   -^    -'-r-  ^'^'^   '::tr  Taiceat  was  granted 

....     - ..  -    *T    --.v'lr:.    '^    j:    :  <?    uai:  ^  •-*.  rirv  it  gas  and  in  the 

♦    .»^--  .>     s^**.    *   •        r^^>wv    ::   c  -  ••.    •J-.te<ir?nir  ZWv'*  whereas   the 

^^*    -A.-    r  ^      «,.••?    t    :  tf^     r  •   .*♦•':••.»— t-K-s.  :^  the  manufacture 

^^,5j^   _-^;.    .t    •'»;    r -.i.-^v.^  6?«:*i    i*^-^. '.i   wi  'viett  rrazLsmittiug  and 

t^.^ivu-  -^  ,:>&.  *  ».••«.     •    •*-  V'i^     i   :>  ^«<rv':i\.'^:u a  claims  were  made 

.  .   :»  »>.,*-«c:r  •?.>    :    :^«    i«.*.'«Mr:t..*;;>  'fo«u   t:Kvi  :r:uismftting  and  mea- 

^v -c  cw^  %ir.^   u-<.'    'T    ;-•».>'»*-«•.    th  •^•.ts    i  nmauciArtnring  apparatus 

,j<%^    ■•    fA.^   -ic  c*?^  '^•'    ^•'i    *>«*i    •»  -m.i>ai:r::a^  or  measuring  gas. 

V'^-    :w^*;w  ^nsft-  N.**   :**:u    v    liv  ^t  lu 

3^  Sic*.  ♦>^  »i  i*tf  V*'  A^i  >;:uts  Kv^-x-i  5tamo>«»  everr  patent  must 
,XHt.ak*:i  '  %  >4K»»-  --.t*  »r  ft >c«- ••-:•.*«  ,»l  ::h?  rn—ticit^a  or  discov^y,  correctly 
•tii:vivv.r  i:!^  tv*.*u:**  i.^i  h><iru  j;»^  %  XT^.iz  o?  tbse  patentee,  his  heirs  or 
4K5CKn2«».  'T  \u»  xr^  ,a  '^•»*''!.v^it  vT*»ir^  ,»t  "ijtf  ^iciusiTif  nght»  .  .  .  referring 
:v  .  tx«  <r^v'  i\:ic:v*n  ti»r  :.!x*  T»»r*x-uiir*  rafp-^^c.  A  copy  of  the  specification 
juni  i*^"*'-vr*  S4^»-  N^  A.t-'^wc  x»  :;i^  ri»3tfr;:  4ad  be  a  part  thereof."  Under 
■:v^  ^ai.tx.v  .iv  :i  >  or  ii^c-  cica  3il'>5  N?  v.vc->i<:«*nt  with  the  specification; 
>a;  ::  5*  or'y  ^t.»vv:ssfcr%*  rbLUS  i:  :«c  forth  brwdy  and  honestly  the  design  and 
ttsizu-*?  o£  :lw  tv*:v'i5.  H'*:\t  ▼.  E^^f^^n.  "^  Howard  (U.  S.),  437;  11  id.  687; 
f'w^f^v**  T.  AVt.'»'^  i  BIa:od:orvl  v^l".  S^V  I :  v<iiic;V»T.  Glomeester  Co,^  3  Wallace, 
Jr.  ^r.  S^V  l^^;  1  Fi^h^r's  Pi*:^at  Ca$«s.  ^i2:  Goo^ijfear  t.  New  Jersey  Cent. 
f^.  tV»  id.  <it>5:  irit  :*^ifc*nr  r.  Ct^^rr^  I  Gallison  (U.  S.)»  429.  Every  patent, 
whAt*»T^r  niay  be  the  general  heading  or  title  by  which  the  invention  is 
iie«j^igtiatevl»  refers  to  the  specification  annexed  for  a  more  particular  descrip- 
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tion ;  the  specification  is  a  part  of  the  patent,  and  the  two  are  to  be  construed 
together  in  determining  the  discovery  claimed.  Hogg  v.  Emerson,  supra; 
Le  Roy  v.  Tatham^  14  Howard  (U.  S.),  156, 179.  Two  or  more  inventions  may, 
in  the  discretion  of  the  Patent  Office,  be  joined  in  one  patent  when  the  subjects 
are  similar,  or  when  they  are  connected  together  in  their  nature  or  operations. 
Hogg  V.  Emerson^  supra;  Bennet  y.  Fowler ^  8  Wallace  (U.  S.),  445;  Clark  y. 
Bowfield,  10  id.  133 ;  GUI  v.  WeUs,  22  id.  1 ;  Parks  v.  Booth,  102  United 
States,  96 ;  Maxheimer  v.  Meyer,  9  Federal  Rep.  460 ;  Fire  Extinguisher  Case, 
21  id.  40,  44. 

The  words  of  the  above  statute,  ''a  grant  to  the  patentee,  his  heirs  or 
assigns,"  are  read  alternately,  so  that  a  patent  issued  to  an  applicant  after 
his  death  is  not  void.  De  la  Vergne  Refrig.  Machine  Co,  v.  Featherstone,  147 
United  States,  209, 225.  If  an  entire  change  is  made  in  the  specification,  as  to 
the  invention  described,  after  the  inventor's  death  the  patent,  to  be  valid,  must 
be  granted  on  an  application  made  and  sworn  to  by  his  administrator. 
Eagleton  Manuf,  Co.  v.  West,  fi-c.  Manuf.  Co.,  Ill  United  States,  490,  498. 


No.  12_CE0SSLEY  v.  BEVERLY. 
(K.  B.  1829.) 

No.  13.  — BAILEY  v.  EOBEETON. 

(H.   L.  from  SCOTLAND   1878.) 
RULE. 

Where  a  patentee,  between  the  date  of  the  patent  and 
the  enrolling  of  the  specification,  makes  an  improvement 
on  his  invention,  the  patent  is  not  invalidated  by  claiming 
that  improvement  as  part  of  his  invention. 

It  is  the  duty  of  a  person  taking  out  a  patent  to  com- 
municate to  the  public  any  improvements  he  may  make 
upon  his  invention  before  the  specification  is  enrolled. 
But  he  must  not  claim  an  invention  larger  than  and  differ- 
ent from  that  described  in  the  provisional. 

Crossley  v.  Beverly. 

9  Bam.  &  Cress.  63-65  (32  R.  R.  571). 

Patent.  —  Provisional  Specification.  —  Subsequent  Improvement 

Where  a  patentee  of  certain  gas-apparatus,  between  the  time  of  taking  [63] 
out  the  patent  and  enrolling  the  specification,  made  certain  improvements 
in  his  apparatus,  and  in  the  specification  claimed  the  machine  so  improved  as 
his  invention :  Held,  that  this  did  not  affect  the  validity  of  the  patent. 
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Case  for  infringing  a  patent.  Plea,  not  guilty.  At  the  trial 
before  Lord  Tenterden,  Ch.  J.,  at  the  Westminster  Sittings  after 
last  Michaelmas  Term,  it  appeared  that  the  plaintiff  was  assignee 
of  one  Glegg,  who  had  obtained  a  patent  for  (amongst  other 
things)  a  gas-meter.  Before  Clegg  took  out  the  patent  he  had 
completed  the  design  of  his  apparatus,  but  it  had  not  been 
actually  made,  and  between  the  time  of  taking  out  the  patent 
and  enrolling  the  specification,  he  made  several  improve- 
[*  64]  ments  in  the  apparatus,  although  the  same  principle  *  was 
preserved.  The  specification  described  the  apparatus  so 
improved  to  be  the  invention  claimed  by  Clegg,  For  the  defend- 
ant it  was  contended,  that  as  the  patent  was  taken  out  before  the 
machine  described  in  the  specification  was  perfected,  the  patent 
was  void.  The  Lord  Chief  Justice  overruled  the  objection,  and  the 
plaintiff  obtained  a  verdict. 

Brougham  now  moved  for  a  new  trial,  and  renewed  the  objec- 
tion raised  at  the  trial.  He  contended,  that  a  person  could  not 
take  out  a  patent  for  the  idea  of  a  machine  which  had  not  been 
constructed ;  and  that  it  did  not  suflBce  to  reduce  the  idea  into 
practice  between  the  taking  out  of  the  patent  and  the  enrolment 
of  the  specification.  Here,  too,  various  alterations  had  been  made 
in  the  design  of  the  apparatus,  between  the  taking  out  of  the 
patent  and  the  enrolment  of  the  specification. 

Lord  Tenterden,  Ch.  J.  —  It  appeared  very  clearly,  that  although 
Mr.  Clegg  had  resorted  to  several  contrivances  for  perfecting  the  gas- 
meter,  they  were  all  founded  upon  the  same  principle.  The  objec- 
tion now  raised  comes  to  this,  that  if  a  party  applying  for  a  patent 
has  in  his  mind  a  certain  invention,  and  afterwards  and  before  the 
expiration  of  the  time  allowed  for  disclosing  his  inventioh,  makes 
an  improvement  upon  it,  that  shall  invalidate  the  patent  No 
authority  for  that  assertion  has  been  quoted,  and  T  am  at  a  loss  to 
know  for  what  reason  a  patentee  is  allowed  time  to  disclose  his 
invention,  unless  it  be  for  the  purpose  of  enabling  him  to  bring 
it  to  perfection.  If  in  the  intermediate  time,  another  per- 
[♦  65]  son  were  to  discover  the  improvements  *  for  so  much  of 
the  machine,  the  patent  would  not  be  available. 

Bayley,  J.  —  I  think  that  the  objection  taken  ought  not  to  pre- 
vail, for  it  is  the  duty  of  a  person  taking  out  a  patent,  to  commu- 
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Dicate  to  the  public  any  improvements  that  he  may  make  upon 
his  invention,  before  the  specification  has  been  enrolled. 

L1TTLEDAI.E,  J.  —  I  am  of  the  same  opinion.  It  must  be  on  some 
strict  technical  rule,  that  a  variance  between  a  patent  and  the 
specification  is  to  vitiate  the  patent  I  am  not  aware  of  the 
existence  of  such  a  rule,  and  it  would  be  very  hard,  if  a  person 
were  to  lose  the  benefit  of  his  invention  because  he  has  made  it 
more  valuable  to  the  public. 

Parke,  J.,  having  been  counsel  in  the  cause  when  at  the  bar, 
declined  giving  any  opinion.  Bute  refused, 

Bailey  and  others  v.  Soberton. 

3  App.  Caa.  1055-1081  (s.  c.  %S  L.  T.  854,  27  W.  R.  17). 

Patent.  —  Discomformity  between  Provisional  and  Complete  SpecifiooHon.  [1055] 

The  provisional  specification  of  a  patent  stated  the  object  of  the  in- 
vention to  be  the  preserving  of  animal  substances  in  a  fresh  state;  and 
the  patentees  claimed  the  use  of  a  solution  composed  of  a  certain  quantity  of 
gelatine  mixed  with  bisulphite  of  limct  but  in  the  complete  specification,  lodged 
six  months  afterwards,  they  claimed  as  **  solution  No.  1,"  a  solution  composed 
of  bisulphite  of  lime  alone ;  and  gave  no  direction  how  this  solution  was  to  be 
used.  Bisulphite  of  lime  had  been  used  by  a  prior  patentee.  In  an  action 
for  infringement  against  defendants  who  had  used  bisulphite  of  lime  pure 
and  simple,  heldf  that  the  complete  specification,  if  large  enough  to  cover  the 
employment  of  bisulphite  of  lime  for  the  preservation  of  animal  substances  as 
practised  by  the  defenders,  would  claim  an  invention  larger  than  and  difiierent 
from  that  disclosed  in  the  provisional  specification,  and  would  be  open  to  the 
objection  of  want  of  novelty,  and  of  want  of  a  sufficient  description  of  the 
manner  in  which  the  invention  was  to  be  performed,  that  therefore  the  patent 
was  not  valid  and  effectual  to  secure  to  the  patentees  the  invention,  or  supposed 
invention,  used  by  the  defenders. 

Appeal  against  so  much  of  an  interlocutor  of  the  First  Division 
of  the  Court  of  Session,  pronounced  on  a  petition  for 
interdict  *  at  the  instance  of  the  appellants,  William  [*  1056] 
Bailey   and    others,    against  the  respondents,   J.  &  D. 
Eoberton,  as  found  that  certain  letters  patent  were  invalid. 

In  1866  Henry  Medlock  and  William  Bailey  obtained  the  let- 
ters patent  which  are  the  subject  of  this  litigation  for  "Improve- 
ments in  preserving  animal  substances.'*  Subsequently  Bailey 
became  the  sole  owner  of  the  patent.  Messrs.  J.  &  D.  Eoberton, 
who  are  butchers  in  Glasgow,  have  been  in  the  habit  of  using  a 
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solution  known  as  bisulphite  of  lime  for  the  preservation  of  fresh 
meat.  At  one  time  they  purchased  it  from  Mr.  Bailey's  agent, 
but  of  late  years  they  have  obtained  it  from  the  ordinary  retail 
druggists  in  Glasgow.  The  appellants,  considering  this  an  infringe- 
ment of  the  letters  patent,  sought  by  petition  to  the  Sheriffs 
Court  of  Lanarkshire  to  have  the  use  interdicted. 

The  contention  of  the  respondents  was  that  the  letters  patent 
were  invalid  on  the  grounds  that  the  complete  specification 
described  an  invention  essentially  different  from  that  claimed 
in  the  provisional  specification ;  that  the  complete  specification 
did  not  describe  the  manner  in  which  the  invention  was  to 
be  performed;  and  that  there  had  been  prior  publication  of 
the  alleged  invention  in  the  patent  of  a  Mr.  Battray« 

The  provisional  specification  dated  the  27th  of  June,  1866,  was 
as  follows: 

"The  object  of  the  said  invention  is  to  preserve  animal  sub- 
stances, such  as  meat,  poultry,  game,  and  fish,  for  a  long  time 
in  a  fresh  state,  so  that  when  eaten  they  cannot  be  distinguished 
from  the  same  when  recently  killed,  and  for  the  preservation 
of  hides.  For  this  purpose  we  dissolve  the  ordinary  commercial 
gelatine  in  boiling  water,  using  about  two  pounds  of  gelatine 
to  ten  pounds  of  water.  We  then  add  wliile  hot  a  volume  equal 
to  the  volume  of  the  solution  of  gelatine  of  a  solution  of  bisul- 
phite of  lime  (usually  expressed  by  the  formula  CaO,2S,02)  in 
water,  of  about  the  specific  gravity  of  1070,  While  the  solution 
of  gelatine  and  bisulphite  of  lime  is  still  warm  and  liquid  we  coat 
the  substance  to  be  preserved  with  it  either  by  dipping  the  sub- 
stance into  it  or  by  brushing  it  over  with  two  or  three  coats  of  the 
solution.  If  the  substance  has  to  be  transported  any  distance  in 
wooden  vessels,  the  vessels  should  be  saturated  with  some  of  the 
before-mentioned  solution  of  bisulphite  of  lime  in  water,  and  when 
dry  brushed  over  with  the  said  solution  of  gelatine  and  bisulphite 
of  lime.  When  the  solution  of  gelatine  and  bisulphite  of  lime  has 
firmly  solidified  on  the  surface  of  the  animal  substance,  the  latter 
may  be  packed,  the  vessel  being  closed  as  air-tight  as  possible. 
For  the  preservation  of  hides  the  interior  surface  only  requires  to 
be  coated  with  the  solution  of  gelatine  and  bisulphite  of  lime. 
The  coating  on  the  hides  and  the  hides  must  be  dried  before 
they  are  packed.  Before  treating  the  animal  substance 
[*  1057]  *  other  than  hides  as  above,  the  viscera  must  be  removed 
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and  the  inside  washed  free  from  blood ;  it  is  then  to  be  coated 
internally  and  externally  as  above  described,  and  before  it  is 
cooked  the  coating  of  gelatine  and  bisulphite  of  lime  must  be 
removed  by  soaking  it  for  a  sufficient  time  in  water." 

The  final  specification  dated  the  26th  of  December,  1866,  ran 
thus: 

"  The  nature  of  our  said  invention  is  to  preserve  animal  sub- 
stances, such  as  meat,  poultry,  game,  fish,  and  other  animal  sub- 
stances for  a  long  time,  and  so  that  the  same  substances  when  so 
preserved,  and  although  the  animals  from  which  the  same  are 
derived  have  been  killed  for  a  considerable  time,  cannot  be  distin- 
guished when  cooked  from  the  like  substances  derived  from  simi- 
lar animals  which  have  been  recently  killed,  and  also  for  the 
preservation  of  hides, 

"The  manner  in  which  our  said  invention  is  performed  is  as 
follows:  —  We  employ  a  solution  hereinafter  distinguished  as 
solution  No.  1,  being  a  solution  of  bisulphite  of  lime  (usually 
expressed  by  the  formula  CaO,2S,02),  in  water  of  about  the  specific 
gravity  of  1050,  which  specific  gravity  we  find  preferable  to  that 
of  1070.  We  sometimes  form  a  solution,  hereinafter  distinguished 
as  solution  No.  2,  by  dissolving  the  ordinary  commercial  gelatine 
in  boiling  water,  using  from  one  part  to  two  parts  of  gelatine  in 
ten  parts  of  water,  and  adding  ten  parts  of  solution  No.  1.  In 
determining  the  proportion  of  gelatine  to  be  used,  we  increase 
such  proportion  in  inverse  ratio  to  the  decrease  of  the  temperature 
of  the  place  at  which  the  solution  is  to  be  applied,  using  a  larger 
proportion  of  gelatine  when  the  temperature  is  low,  and  a  smaller 
proportion  of  gelatine  when  the  temperature  is  high.  Solution 
No.  2  is  adapted  for  coating  animal  substances  intended  to  be 
preserved,  such  as  joints  of  meat,  animals  which  have  been 
skinned,  poultry  and  birds  which  have  been  plucked,  fish,  and  also 
the  internal  surfaces  of  hides.  For  this  purpose,  the  viscera  of 
the  animals,  birds,  and  fish,  and  also  the  gills  of  fish,  should  be 
removed,  and  the  inside  washed  so  as  to  be  thoroughly  cleansed 
from  blood  and  oflTensive  matter.  We  then  apply  solution  No.  2 
while  still  warm  and  liquid  to  coat  such  animal  substances  either 
by  dipping  such  substances  into  such  solution,  or  by  brushing 
such  substances  over  with  two  or  three  coats  of  such  solution. 
Such  solution  is  then  allowed  to  dry  and  solidify,  and,  if  required, 
we  pack  such  animal  substances  in  casks  or  other  suitable  vessels 
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rendered  as  air-tight  as  may  be.  As  to  hides,  we  first  cleanse  the 
same  by  washing  the  inside  thereof ;  we  then  apply  solution  No.  2 
while  still  warm  and  liquid  to  coat  the  interior  surface  of  such  hides, 
but  such  interior  coating,  and  also  the  hides  themselves,  must  be 
rendered  dry  before  the  hides  can  be  packed ;  the  hides  can  then 
be  packed  in  casks  or  other  suitable  vessels,  but  if  the  hides  are  to 
be  used  within  a  short  period,  say  two  months  after  the  applica- 
tion of  this  solution,  we  do  not  find  such  packing  necessary. 

"  For  the  preservation  of  animals  without  removing  the  skin  or 
external  covering  thereof,  and  without  removing  hoofs  or  horns, 
we  find  it  advantageous  to  employ  a  solution,  hereinafter  distin- 
guished as  solution  No.  3,  formed  by  mixing  one  part  of  salt  with 
ten  parts  of  solution  No.  1,  and  from  six  to  ten  parts  of  water. 
We  vary  the  proportion  of  water  according  to  the  temperature  of 
the  place  at  which  the  solution  No.  3  is  to  be  applied,  using  a 
larger  proportion  of  water  where  such  temperature  is  low,  and  a 
smaller  proportion  of  water  where  such  temperature  is 
[*  1058]  *  high.  For  this  purpose,  at  the  slaughtering  of  the 
animal,  as  soon  as  the  bleeding  ceases,  and  while  the 
animal  is  still  warm,  we  (by  any  ordinary  process  of  injection) 
force  solution  No.  3,  heated  to  a  temperature  of  from  100®  to  110° 
Fahrenheit,  into  the  arteries  and  veins  leading  from  and  to  the 
heart  of  the  animal.  We  then  remove '  the  viscera  of  the  animal 
and  wash  the  inside  of  such  animal,  so  as  thoroughly  to  cleanse 
the  same  from  blood  and  offensive  matter,  and  the  inside  of  the 
animal  may  be  washed  with  solution  No.  3.  The  animal  can  then 
be  packed  in  a  canvas  wrapper  or  in  some  other  suitable  packing. 

"  For  the  preservation  of  fish  we  find  it  advantageous  to  employ  a 
pickle  or  solution,  hereinafter  distinguished  as  solution  No.  4, 
formed  by  mixing  ten  parts  of  cold  water,  one  part  of  salt,  and 
one  part  of  solution  No.  1.  For  this  purpose  we  first  deprive  the 
fish  of  the  viscera  and  gills,  and  wash  the  inside  of  the  fish  so  as 
to  cleanse  the  same  from  offensive  matter ;  we  then  pack  the  fish 
in  casks  or  other  suitable  vessels,  fill  up  such  casks  or  vessels  with 
solution  No.  4,  and  then  close  such  casks  or  vessels  so  as  to  render 
the  same  as  air-tight  as  may  be.  Poultry  and  game  may  be  simi- 
larly treated  with  solution  No.  4,  having  been  first  plucked  or 
skinned  and  the  viscera  removed. 

"  We  find  that  solution  No.  4  is  also  useful  for  preventing  and 
arresting  decomposition  in   fresh   butchers'  meat,  game,  poultry. 
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and  fish.  For  this  purpose  the  animal  substance  to  be  treated 
may  be  dipped  into  the  solution  or  wrapped  in  a  cloth  saturated 
with  such  solution. 

"  The  proportions  of  the  substances  employed  to  form  solution 
No.  2,  solution  No.  3,  and  solution  No.  4,  are  respectively  reckoned 
by  weight,  and  not  by  volume. 

'*  When  animal  substances  are  to  be  transported  dry  in  wooden 
casks  or  other  wooden  vessels,  the  interior  of  such  casks  or  vessels 
should  before  use  be  saturated  with  solution  No.  1  and  then 
allowed  to  dry,  but  for  this  we  make  no  claim.  ^ 

"  Before  any  animal  substance  which  has  been  coated  or  treated 
with  solution  No.  3  or  solution.  No.  4  is  cooked  the  effect  of  the 
coating  or  solution  should  be  removed  by  soaking  the  substance 
for  a  sufl&cient  time  in  water. 

"  What  we  consider  to  be  novel  and  improvements,  and  therefore 
we  claim  as  the  invention  secured  to  us  by  the  sadd  in  part  recited 
letters  patent  are :  — 

"  Firstly,  the  use  of  solution  No.  1  for  preserving  animal  substances. 

"  Secondly,  the  preservation  of  joints  of  meat,  animals  from  which 
the  skin  or  feathers  have  been  removed,  fish,  and  hides  by  means 
of  solution  No.  2  in  manner  hereinbefore  described. 

*•  Thirdly,  the  preservation  of  animals,  without  removing  the  skin 
by  means  of  solution  No.  3  in  manner  hereinbefore  described. 

"  Fourthly,  the  preservation  of  fish,  game,  and  poultry  by  means 
of  solution  No.  4  in  manner  hereinbefore  described. 

"  Fifthly,  the  preventing  and  arresting  decomposition  in  animal 
substances  by  means  of  solution  No,  4  in  manner  hereinbefore 
described. 

"  But  we  do  not  claim  the  employment  of  gelatine  or  salt,  nor  of 
the  processes  of  cleansing  or  injection,  nor  of  air-tight  vessels, 
except  in  connection  with  and  in  aid  of  solution  No.  1,  and  for  the 
purpose  of  preserving  animal  substances,  nor  do  we  claim  the  use 
of  solution  No.  1,  except  for  the  purpose  of  preserving  animal 
substances." 

The  provisional  specification  of  Mr.  Rattray's  patent 
for  "  Improvements  *  in  preserving  organic  substances,"  [*  1059] 
dated  the  21st  of  June,  1861,  and  which  substantially 
sets  out  his  claim,  was  as  follows : 

'*  My  said  invention  consists,  first,  of  a  mode  of  preserving  animal 
and  vegetable  matters  by  impregnating  them  with   an  aqueous 
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solution  of  sulphurous  acid.  For  this  purpose  I  plunge  the  mate- 
rial to  be  preserved  in  a  quantity  of  the  solution,  or  otherwise 
bring  the  solution  into  contact  with  the  surface  of  the  material 
for  such  a  length  of  time  as  may  be  requisite  to  produce  the 
necessary  impregnation.  When  fresh  animal  and  vegetable  mat- 
ters have  been  impregnated  with  a  solution  of  sulphurous  acid  in 
this  manner,  the  eflfect  is  to  preserve  them  from  decay  for  a  con- 
siderable period. 

''  My  said  invention  consists,  secondly,  of  the  use  of  the  alkaline 
and  earthy  sulphites  in  packing  preserved  animal  and  vegetable 
matters  in  cases,  and  I  introduce  these  sulphites,  either  dry  or  in 
solution,  into  a  case  with  the  preserved  matters,  for  the  purpose 
of  assisting  more  effectually  to  prevent  them  from  undergoing 
decay  or  injurious  change.*' 

The  respondents  pleaded  inter  alia  : 

"(1.)  The  respondents  having  made  use  of  bisulphite  of  Ume 
alone  for  the  preservation  of  meat,  and  that  article  having  been 
well  known  and  generally  used  by  the  public  prior  to  June,  1866 
(the  date  of  the  alleged  letters  patent),  the  respondents  have  not 
infringed  the  alleged  letters  patent.  (2.)  The  alleged  letters  patent 
and  relative  specification  do  not  apply  to  the  use  of  bisulphite  of 
lime  alone  in  the  preservation  of  animal  substances,  and  the  use 
of  that  article  alone  is  not  an  infringement  of  the  alleged  letters 
patent.  (3.)  Assuming  that  the  said  letters  patent  and  relative 
specification  apply  to  the  use  of  bisulphite  of  Ume  alone  for  pre- 
serving animal  substances,  the  same  are  null  and  void,  in  respect 
that  bisulphite  of  Ume  was  well  known  and  generally  used  by  the 
public  for  the  preservation  of  animal  substances  prior  to  the  date 
of  the  said  letters  patent.  (4.)  The  application  of  bisulphite  of 
lime  alone  to  the  preservation  of  animal  substances  is  not  any 
manner  of  new  manufacture,  and  is  not  an  invention  which  could 
be  the  subject  of  a  patent.  (5.)  Assuming  that  the  alleged  letters 
patent  and  relative  specification  apply  to  the  use  of  bisulphite  of 
Ume  alone  for  the  preserving  of  animal  substances,  the  same, 
quoad  that  appUcation,  are  null  and  void,  in  respect  that  the  so- 
caUed  invention  was  known  and  pubUshed  within  the  United 
Kingdom  prior  to  the  date  of  the  said  letters  patent  (6.)  Assum- 
ing that  the  alleged  letters  patent  and  relative  specification  apply 
to  the  use  of  bisulphite  of  lime  alone  in  the  preservation  of  animal 
substances,  the  same,  quoad  that  appUcation,  are  null  and  void,  in 
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respect  that  the  said  Henry  Medlock  and  William  Bailey,  the 
alleged  patentees,  were  not  the  first  and  true  inventors  of  the  said 
application.  (7.)  The  alleged  invention,  as  described  in  the  final 
specification,  varies  materially  from  the  alleged  invention  as  de- 
scribed in  the  provisional  specification,  and  the  alleged  letters 
patent  are  therefore  null  and  void.  (8.)  The  letters  patent  are 
null  and  void,  in  respect  that  the  final  specification  claims  the 
absolute  application  of  bisulphite  of  lime  for  the  preservation  of 
animal  substances,  without  limiting  its  application  to  the  modes  of 
using  it  described  in  the  specification.'' 

*  The  parties  having  been  allowed  a  proof  of  their  re-  [*  1060] 
spective  averments,  the  petition  for  interdict  was  heard 
before  the  Sherifif  Substitute  of  Lanarkshire  (Mr.  Guthrie)  in  July, 
1875,  and  in  October,  1875,  the  following  amendment  was  made 
on  the  record  by  the  appellants :  — 

"  With  the  view  of  obviating  the  necessity  for  farther  probation, 
the  pursuers  admit  that  between  the  21st  of  June,  1861,  and  the 
date  of  pursuer's  specification  of  the  27th  of  June,  1866,  solu- 
tions of  bisulphite  of  lime  were  publicly  used  for  the  preservation 
of  animal  substances  by  William  Eattray,  chemist,  Aberdeen,  but 
that  only  in  the  manner  described  in  the  specification  number  8/7 
of  process  (Kattray's  specification)." 

Subsequently  the  Sheriff  Substitute  pronounced  in  fevour  of 
the  appellants,  granting  an  interdict.  On  appeal,  the  Sheriff  of 
Lanarkshire  (Mr.  Dickson)  reversed  the  Sheriff  Substitute's  inter- 
locutor (Scotch  Cases,  4th  Series,  vol.  iv.  p.  545),  finding  that  the 
letters  patent  were  invalid,  and  on  the  23rd  of  February,  1877, 
the  First  Division,  confirming  the  sheriff's  decision,  pronounced 
the  following  interlocutor :  — 

**  Find  that  the  appellant  (Mr.  Bailey)  is  assignee  of  the  letters 
patent  which  were  granted  to  Henry  Medlock  and  the  pursuer, 
dated  the  27th  of  June,  1866.  .  .  .  Find  that  during  the  years 
1873  and  1874,  or  during  part  thereof,  and  during  the  currency  of 
the  said  letters  patent,  the  respondents  did  at  their  shops  or 
premises  in  Gallowgate  Street  and  Duke  Street,  Glasgow,  use  and 
employ  for  the  preservation  of  animal  substances  bisulphite  of 
lime,  being  the  solution  No.  1  claimed  by  the  patentee  under  the 
first  head  of  the  claim  in  the  complete  specification :  Find  that 
between  the  21st  of  June,  1861,  and  the  date  of  the  pursuer's 
provisional  specification  of  the  27th  of  June,  1866,  bisulphite  of 
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lime  was  publicly  used  for  the  preservation  of  animal  substances 
by  William  Rattray,  chemist,  Aberdeen,  in  the  manner  described 
in  the  specification  of  his  patent  8/7  of  progress:  Find  that 
the  complete  specification  describes  the  nature  of  the  invention 
claimed  under  the  said  first  head,  but  does  not  describe  or  ascer- 
tain the  manner  in  which  the  said  invention  is  to  be  performed : 
Find  that,  in  so  far  as  regards  the  said  first  head  of  the  claim,  the 
complete  specification  is  disconf orm  to  the  provisional  specification, 
and  claims  a  different  invention  from  that  which  is  disclosed  in 
the  provisional  specification :  Therefore  find  that  the  patent  is  not 
valid  and  effectual  to  secure  to  the  patentee  the  invention,  or 
supposed  invention,  used  by  the  defenders  as  aforesaid :  To  this 
extent  and  efifect,  sustain  the  defences :  Sefuse  the  prayer  of  the 
petition,  and  decern  :  Find  the  defenders  entitled  to  expenses  both 
in  the  Sheriff  Court  and  in  this  Court." 

On  appeal  to  the  House, 

The  Attorney-General  (Sir  J.  Holker)  and  Mr.  Webster,  Q.  C. 
(with  them  Mr.  Lawson),  were  heard  for  the  appellants. 
[*  1061]     *  Mr.  Aston,  Q.  C,  and  Mr.  MacClymont,  were  heard  for 
the  respondents. 

The  following  cases  were  cited :  Newall  v.  Mliott,  4  C.  B.  (N.  S.) 
269, 293 ;  Thomas  v.  fVelch,  L.  R.  1  C.  P.  192  ;  Simpson  v.  Holliday, 
Newton's   Patent  Journal.  238,  13  W.  R.  577,  on  appeal,  L.  R. 

1  H.  L.  315 ;  Parkes  v.  Stevens,  L.  R.  8  Eq.  358,  L.  R.  5  Ch.  36 ; 
Crossley  v.  Beverly,  9  B.  &  C.  63  (p.  197,  ante) ;  Hill  v.  Evans,  4  De 
G.  F.  &  J.  288,  8  Jur.  (N.  S.)  529 ;  Young  v.  Femie,  4  Gifif.  577, 
611,  L.  R  1  H.  L.  63  ;  Amoldv.  Bradbury,  L.  R  6  Ch.  706 ;  Foxwell 
V.  Bostock  (1864),  Higgin's  Patent  Cases,  164,  10  L.  T.  (N.  S.)  144, 
12  W.  R  723 ;  Penn  v.  Bibhy,  L.  R.  2  Ch.  127  (p.  110,  anU)  ;  see  also 
Dudgeon  v.  Thomson  (1873)  11  Macph.  863;  Rex  v.  Wheeler 
(1819),  Higgin's  Patent  Cases,  p.  169 ;  Brunton  v.  Eawkes,  ibid. 
169 ;  Morgan  v.  Seaward,  ibid.  p.  172  ;  Wood  v.  Zimmer,  Holt,  58 
(No.  32,  post)  ;  Belts  v.  Afenzies,  10  H.  L  117 ;  Kin^  v.  Metcalfe, 

2  Stark.  249 ;  Booth  v.  Kennard,  1  H.  &  N.  527,  26  L.  J.  Ex.  305 
(p.  125,  ante)  ;  Cannington  v.  Nuttall,  L  R  5  H.  L.  205. 

The  following  opinions  were  delivered  by  the  Law  Peers :  — 
Lord  Cairns,  L.C.:  — 

My  Lords,  the  arguments  in  this  case  at  your  Lordships'  bar 
have  occupied  some  time,  and  the  materials  are  of  some  length, 
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but  I  shall  have  occasion  to  take  up  a  very  short  portion  of  your 
Lordships'  attention  for  the  purpose  of  the  observations  which  I 
have  now  to  make.  I  own  I  am  perfectly  satisfied  with  the  deci- 
sion of  the  majority  of  the  Court  of  Session,  and  I  propose  to 
conclude  with  a  motion  which  will  in  substance  afl&rm  their  deci- 
sion, subject  to  one  alteration  in  the  interlocutor  in  point  of  form, 
which  I  will  mention  more  particularly  by-and-by. 

Now,  my  Lords,  the  first  question  in  this  case  throughout  has 
appeared  to  me  to  be,  What  is  the  meaning  of  the  provisional 
specification  in  the  case  ?  What  is  the  invention  which  is 
described  *  in  that  provisional  specification  ?  That  is  the  [*  1062] 
foundation  of  the  whole  of  the  claim  of  the  appellants. 
Whatever  be  the  invention  which  is  there  described  that  is  the 
invention  which  the  appellants  inform  the  Crown  they  have  dis- 
covered, and  in  respect  of  which  they  ask  for  the  protection  of  a 
patent  —  that  is  the  invention  in  respect  of  which  the  patent  is 
given  to  them ;  and  whatever  be  that  invention,  it  became  their 
duty  to  specify  it,  and  not  another  or  a  different  invention,  in 
the  complete  specification. 

Now,  looking  at  the  provisional  specification,  and  looking  at  it 
in  the  first  instance  without  reference  to  any  external  evidence  as 
to  any  peculiar  meaning  in  the  terms  of  it,  taking  it  like  any  other 
document  which  your  Lordships  might  have  to  construe,  I  cannot 
for  a  moment  doubt,  without  any  minute  examination  of  the 
sentences  of  it,  that  the  conclusion  at  which  any  person  must 
arrive  after  reading  it  is  this,  that  the  invention  which  those  who 
wrote  out  the  provisional  specification  conceived  they  had  made 
was  not  an  invention  merely  of  the  chemical  application  of  bisul- 
phite of  lime  to  animal  substances,  such  as  meat  and  fish,  but 
was  a  mode  of  applying  a  coating  or  film  to  the  outside  of  animal 
substances,  which  coating  or  film  was  to  consist  of  gelatine,  or  some 
substance  of  the  same  kind,  mixed  with  a  solution  of  bisulphite  of 
lime.  In  that  way  you  were  to  obtain  a  wash  and  you  were  to  use 
it  as  a  coating ;  and  upon  that  point  I  may  say  that  I  observe  the 
term  "  coat "  or  "  coating "  used  not  less  than  six  times  in  this 
very  short  specification.  It  is  to  be  put  on  by  dipping  or  brushing ; 
and  if  the  first  coating  is  not  sufficient  it  is  to  be  repeated  two  or 
three  times ;  it  is  then  to  be  left  to  harden  or  to  solidify,  and  the 
animal  substance  is  to  be  thus  preserved  ;  and  when  the  time  comes 
for  it  to  be  used  the  coating  is  again  to  be  softened  with  water  by 
steeping  and  thus  to  be  removed. 
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My  Lords,  of  course  it  would  have  been  possible,  if  it  had  been 
in  the  mind  of  the  inventor,  to  have  said,  What  I  have  invented 
is  this:  I  have  discovered  the  great  advantage  of  bisulphite  of 
lime  as  applied  to  the  surface  of  animal  substances,  but  I  find  it 
cannot  be  conveniently  applied  without  some  medium  in  which 
it  is  to  be  placed  for  the  purpose  of  making  it  adhere  to  the 
surface  of  the  animal  substances,  therefore  I  claim  to  use  it  in  a 
medium  consisting  of  gelatine,  and  to  put  it  on  in  that 
[*  1063]  way.  He  *  might  have  done  that,  but  that  I  repeat  is  not 
what  has  been  done.  What  we  have  is  a  statement  of  an 
invention  such  as  I  have  described  in  the  first  instance  and  not  any 
other  invention.  My  Lords,  I  may  add  that  if  that  be  the  inven- 
tion, so  far  as  any  evidence  which  has  been  adduced  in  the  case  is 
concerned,  it  appears  to  be  not  only  to  be  a  subject  for  a  patent, 
but,  as  regards  novelty,  to  have  been  at  this  time  a  perfectly  new 
invention ;  for  I  have  heard  no  evidence  to  show  that  this  appli- 
cation to  animal  substances  had  been  practised  before. 

Now,  that  being  the  conclusion  at  which  I  should  arrive,  looking 
at  the  provisional  specification  as  it  stands,  it  is  satisfactory  to  my 
mind  to  find  that  a  scientific  witness  who  is  brought  forward  as 
the  leading  witness  for  the  appellants,  appears  to  be  exactly  of 
the  same  opinion,  because  I  find  that  Dr.  Wallace  who  had  said 
in  his  evidence  in  chief,  speaking  of  the  complete  specification, 
which  I  will  afterwards  come  to,  that  the  essence  of  the  patent  as 
evidenced  by  the  complete  specification  was  the  application  of  the 
bisulphite  of  lime  pure  and  simple  for  the  preservation  of  animal 
substances.  On  being  asked  with  regard  to  that,  "  Do  you  find 
any  indication  of  that  in  the  provisional  specification  ? "  he  answers 
"  No,  he  takes  in  gelatine  along  with  it  in  the  provisional  specifi- 
cation." Subsequently  this  question  is  repeated  to  him,  "Is  a 
solution  of  bisulphite  of  lime  pure  and  simple  "  (for  that  is  the 
point),  "  disclosed  in  any  way  by  the  provisional  specification  ? " 
to  this  he  answers,  "No,  he  does  not  mention  the  use  of  it  by 
itself."  Dr.  Wallace  does  not  venture  to  say,  nor  does  any  other 
scientific  witness  that  I  can  find  venture  to  say,  that  such  was  the 
state  of  science,  and  that  such  was  the  knowledge  and  invention 
of  the  time  that  any  person  taking  up  this  provisional  specifica- 
tion would  have  known  at  once  that  he  W8w  entirely  to  disregard 
the  mention  of  gelatine,  to  treat  it  as  though  it  was  not  there, 
and  at  once  to  march  to  the  conclusion  that  the  invention  was 
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the  application  of  bisulphite  of  lime  pure  and' simple.  No  person 
makes  any  statement  of  the  kind.  Therefore,  your  Lordships 
have  the  satisfaction  of  finding  that  the  evidence  outside  the  pro- 
visional specification  leads,  as  it  seems  to  me,  exactly  to  the  con- 
clusion at  which  you  would  naturally  arrive  from  the  perusal  of 
the  provisional  specification  itself. 

*  My  Lords,  starting  from  that,  I  must  repeat  the  [*  1064] 
question  which  I  took  the  liberty  of  putting  to  the  learned 
counsel  for  the  appellants  at  the  bar.  Supposing  the  provisional 
specification  had  been  in  the  terms  of  the  complete  specification, 
would  it  have  been  possible  upon  it  to  have  maintained  an  action 
against  the  present  respondents  for  infringement  ?  Mr.  Webster 
felt,  I  think,  the  necessity  of  answering  this  question  ;  he  proposed 
to  answer  it  by  saying  that  an  action  could  be  maintained,  but  it 
seems  to  me  that  the  moment  he  undertook  to  establish  that,  he 
was  obliged  to  pass  away  from  the  provisional  specification,  and  to 
treat  it  as  though  he  could  read  into  it  the  claim  made  in  the  com- 
plete specification.  I  therefore  prefer  to  rest  upon  the  evidence  of 
the  witness  I  have  referred  to,  a  witness  who  was  obliged  to  answer 
that  it  was  impossible  to  say  that  that  which  was  done  by  the 
respondents  is  struck  at  by  the  wording  of  the  provisional 
specification. 

Now  I  pass  to  the  words  of  the  complete  specification.  Is  the 
complete  specification  in  accord  with  the  provisional  specification  ? 
If  it  goes  on  further  than  the  provisional  specification  goes,  then, 
in  my  opinion,  the  complete  specification  may  well  describe  a  fit 
and  proper  subject  for  a  patent,  and  it  may  be  maintained  as  a 
specification  for  an  invention  which,  so  far  as  regards  the  evidence 
in  this  case,  is  a  new  invention.  But  if  it  goes  beyond  that,  if  it 
claims  that  which  was  put  by  way  of  interrogation  to  Dr.  Wallace, 
the  use  of  bisulphite  of  lime  pure  and  simple,  then,  if  your  Lord- 
ships agree  with  what  I  have  already  said,  you  will,  I  think,  be  of 
opinion  that  it  makes  a  claim  different  from,  and  larger  than,  the 
claim  in  the  provisional  specification.  Now  what  says  the  complete 
specification  ?  I  need  not  go  through  it,  but  your  Lordships  see 
that  the  first  sentence,  which  is  the  material  one  to  refer  to,  pro- 
ceeds thus:  — 

"  The  manner  in  which  our  said  invention  is  performed  is  as  fol- 
lows :  We  employ  a  solution  hereinafter  distinguished  as  solution 
No.  1,  being  a  solution  of  bisulphite  of  lime  (usually  expressed  by 
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the  formula  CaO,2S,0,)  in  water  of  about  the  specific  gravity  of 
1050,  which  specific  gravity  we  find  preferable  to  that  of  1070." 
And  so  far  as  regards  the  solution  No.  1,  the  complete  specifica- 
tion ends  as  to  any  separate  use  to  be  made  of  the  solution  No.  1, 
with  one  exception  which  I  will  mention  afterwards.  The 
[*  1065]  complete  *8pecification  then  goes  on  to  speak  of  what  are 
termed  solution  No.  2,  solution  No.  3,  and  solution  No.  4. 
Each  of  those  other  solutions,  Nos.  2,  3,  and  4,  is  formed  by  taking 
the  solution  No.  1  as  a  basis  and  admixing  it  with  certain  other 
component  parts,  and  if  it  is  the  case  that  solution  No.  1  is  set  up 
merely  as  a  basis  to  be  afterwards  admixed  with  No.  2,  No.  3,  and 
No.  4,  then,  inasmuch  as  your  Lordships  find  an  accurate  and  com- 
plete description  of  the  manner  in  which  the  solutions  of  No.  2, 
No.  3,  and  No.  4  are  to  be  used  and  applied,  certainly  the  complete 
specification  is  open  to  no  charge  of  being  defective  as  not  showing 
how  the  invention  is  meant  to  be  performed.  But,  on  the  other  hand, 
if  the  solution  No.  1  is  not  only  set  up  as  a  basis  to  be  afterwards 
admixed  with  No.  2,  No.  3,  and  No.  4,  but  to  be  used  by  itself 
pure  and  simple,  then,  my  Lords,  I  am  bound  to  say  that  I  must 
concede  the  cogency  of  the  observations  of  the  learned  Judges  in 
the  Court  below,  that  there  is  absolutely  no  statement  of  any  kind 
how  the  solution  No.  1  is  to  be  applied  or  used.  I  said  there  was 
one  exception,  and  that  exception  makes  more  general  the  state- 
ment which  I  have  made.     The  one  exception  is  the  statement  that 

When  animal  substances  are  to  be  transported  dry  in  wooden  casks,  or 
other  vessels,  the  interior  of  such  casks  or  vessels  should,  before  use,  be 
saturated  with  solution  No.  1  — 

That  is,  solution  No.  1  pure  and  simple  — 

and  then  allowed  to  dry;  but  for  this  we  make  no  claim. 

Therefore,  in  the  only  instance  in  which,  throughout  the  whole 
of  the  complete  specification,  they  speak  of  any  use  or  application 
of  solution  No.  1  pure  and  simple,  in  that  only  instance  they  say 
that  they  make  no  claim  with  regard  to  the  solution  No.  1  at  all. 
My  Lords,  it  appears  to  me,  therefore,  that  if  you  are  to  read  this 
complete  specification  as  making  a  claim  for  the  independent  and 
separate  use  of  solution  No.  1,  you  at  once  are  obliged  to  arrive 
at  the  conclusion  that  there  is  no  mode  pointed  out  in  the  specifi- 
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cation  of  how  that  solution  No.  1  is  to  be  applied.  My  Lords,  the 
question  was  asked :  How  comes  it  in  practice  that  solution  No.  1 
has  been  used,  and  how  came  private  butchers  to  know  how  to  use 
it,  because  undoubtedly  this  solution  No.  1  pure  and  simple  has 
been  used  ?  I  do  not  think  it  necessary  to  refer  to  the 
contents  of  a  *document  which  is  mentioned  in  some  of  [*  1066] 
the  judgments  of  the  learned  Judges  in  the  Court  of 
Session  (Scotch  Cases,  4th  Series,  vol.  iv.  at  p.  675),  and  which 
appears  not  to  be  in  the  process ;  but  this  does  appear,  that 
in  some  way  or  other  when  the  solution  No.  1  came  to  be  used  by 
the  patentees  pure  and  simple  they  accompanied  it  with  the  cir- 
culation of  cards  in  which,  somehow  or  other  (perhaps  it  is  better 
for  us  not  to  inquire  how),  they  explained  the  manner  in  which 
solution  No.  1  was  to  be  applied.  The  importance  of  this  I  am 
bound  now  to  state.  If  the  complete  specification  does  not  set 
up  No.  1  as  a  solution  to  be  used  separately  pure  and  simple,  then 
the  complete  specification  will  be  in  accordance  with  the  provisional 
specification,  and  the  patent  may  be,  for  aught  I  know,  a  perfectly 
valid  patent.  But  if,  on  the  other  hand,  the  complete  specification 
claims  the  solution  No.  1  and  the  use  of  it  separately  as  an  inven- 
tion pure  and  simple,  then  indeed  the  appellants  may  be  able  to 
show  that  the  respondents  have  infringed  that  use.  But,  on  the 
other  hand,  they  can  only  do  so  by  claiming  an  invention  through 
the  medium  of  the  complete  specification  which  is  not  mentioned 
in  the  provisional  specification,  and  as  to  the  mode  of  exercising 
or  applying  which  they  cannot  in  that  specification  point  out  any 
claim  or  any  information  given  to  the  public. 

My  Lords,  that  seems  to  be  simply  the  case  as  regards  the 
difference  between  the  provisional  and  complete  specifications. 
Now,  if  the  complete  specification  conveys,  as  I  suggested  it  might 
be  construed,  merely  the  statement  that  solution  No.  1  is  a  basis 
to  be  afterwards  used  in  the  manner  I  pointed  out  with  regard  to 
solutions  Nos.  2,  3,  and  4 ;  with  reference  to  the  evidence  in  that 
case,  I  see  no  evidence  that  such  use  had  been  anticipated  or  ever 
before  had  taken  place.  But  if  the  claim  of  the  complete  specifi- 
cation is  to  the  use  of  solution  No.  1,  that  is,  of  bisulphite  of  lime 
pure  and  simple,  then  it  seems  to  me  that  the  appellants  at  once 
fall  into  the  danger  of  having  been  anticipated  by  the  use  which 
was  admitted  to  have  taken  place  in  the  case  of  Eattray ;  because 
in  the  case  of  Rattray's  patent  it  is  admitted  by  continual  admis- 


212  PATENT. 


Ko.  18.  —  Bailey  and  othen  ▼.  Bobertcm,  8  App.  Cas.  1086, 1067. 

sion  between  the  parties  that  the  "  solutions  of  bisulphite  of  lime 
were  publicly  used  for  the  preservation  of  animal  substances  by 
William  Eattray,  chemist,  Aberdeen,  but  that  only  in  the 
[*  1067]  manner  *described  in  the  specification."  There  is,  there- 
fore, this  admission  that  they  were  used :  the  manner 
in  which  they  were  used,  if  they  were  used  for  the  preservation 
of  animal  substances,  seems  to  me  quite  immaterial,  because  what 
the  appellants  are  obliged  to  contend  for  is,  that  there  is  a  claim  by 
them  in  the  complete  specification  for  the  use  of  the  solution  No. 
1,  being  a  solution  of  bisulphite  of  lime  without  any  description  of 
the  way  in  \7hich  it  is  to  be  applied.  It  is  an  absolute  claim  to 
the  use  in  any  way  of  the  bisulphite  of  lime.  But  if  in  any  way 
(it  matters  not  how)  Rattray  did  apply  it  before,  then  they  have 
claimed  an  application  of  that  which  in  some  way  or  other  was 
applied  by  Eattray  before. 

On  this  point  I  am  obliged  to  admit  entirely  the  justice  of  the 
question  put  by  Lord  Shand  in  the  Court  below.  Says  Lord 
Shand,  Suppose  that  Eattray  after  this  patent  were  to  do  what  he 
is  admitted  to  have  done  before,  what  answer  could  he  give  to 
these  patentees,  if  they  are  right,  who  say  that  there  is  secured  to 
them  by  their  complete  specification  the  absolute  user  of  the 
solution  of  bisulphite  of  lime  pure  and  simple  ?  My  Lords,  he 
could  have  no  answer.  It  would  be  nothing  for  him  to  say,  Oh ! 
yes,  I  use  it,  but  I  use  it  only  in  such  a  way.  They  would  reply. 
Look  at  our  complete  specification.  We  have  said  nothing  as  to 
the  way  in  which  it  is  to  be  used.  We  have  claimed  it  for  the 
preservation  of  animal  substances.  You  are  using  it  for  the  pre- 
servation of  animal  substances,  and  therefore  you  are  infringing 
our  patent.  But  if  he  did  this  before  the  patent  was  issued,  then 
the  patent,  according  to  that  construction,  is  open  to  the  charge  of 
want  of  novelty.  That  is  the  whole  of  the  case,  but  I  am  extremely 
anxious  not  to  assent  to  any  form  of  interlocutor  which  absolutely 
pronounces  this  patent  to  be  invalid.  I  do  not  desire  to  say  that 
it  is  invalid  —  it  is  only  invalid  if  a  construction  is  attempted  to 
be  put  upon  it  which  would  be  sufficient  to  restrain  the  present 
respondents  from  doing  what  they  have  been  doing.  If  a  limited 
construction  be  put  upon  it,  a  construction  which  would  make  it  in 
accordance  with  what  I  hold  to  be  the  meaning  of  the  provisional 
specification,  I  see  no  reason,  and  I  do  not  think  it  necessary  to 
decide  that  question,  why  it  may  not  be  a  valid  patent. 
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*  My  Lords,  when  I  said  that  there  was  an  alteration  of  [*  1068] 
the  interlocutor  of  the  Court  of  Session  which  I  would 
suggest,  what  I  referred  to  was  that  the  interlocutor  as  it  now 
stands  appearjs  to  be  open  to  this  interpretation,  that  it  pronounces 
definitely  once  for  all  that  the  patent  is  invalid.  That  appears  to 
me  to  be  unnecessary,  and  what  I  would  suggest  to  your  Lord- 
ships as  an  alteration  of  the  wording  would  be  this.  I  should  pro- 
pose to  your  Lordships  to  omit  from  the  words  "  Find  that  the  com- 
plete specification  "  down  to  the  word  "  therefore,"  and  in  place  of 
the  wording  of  the  interlocutor  as  it  is  there  printed,  to  insert  the 
words  "  Find  that  the  complete  specification,  if  large  enough  to 
cover  the  employment  of  bisulphite  of  lime  for  the  preservation 
of  animal  substances  as  practised  by  the  defenders,  would  claim 
an  invention  larger  than  and  different  from  that  disclosed  in  the 
provisional  specification,  and  would  be  open  to  the  objection  of 
want  of  novelty,  and  of  want  of  a  suflicient  description  of  the 
manner  in  which  the  invention  is  to  be  performed."  The  inter- 
locutor will  then  proceed :  "  Therefore  find  that  the  patent  is  not 
valid  and  effectual  to  secure  to  the  patentee  the  invention,  or 
supposed  invention,  used  by  the  defenders  as  aforesaid.  To  this 
extent  and  effect  sustain  the  defences."  My  Lords,  I  think  of 
course  that  that  alteration  ought  not  to  make  any  difference  as  to 
the  costs  of  the  appeal,  but  that  they  should  be  paid  by  the 
appellants. 

Lord  Hatherley  concurred.  .  .  . 

Lord  Blackburn: —  [1073] 

My  Lords,  I  entirely  agree  with  what  has  been  said  by 
the  noble  and  learned  Lords  who  have  preceded  me.  I  do  not  think 
it  necessary  to  go  into  much  detail  in  what  I  am  about  to  say.  I 
would  first  say  what  occurs  to  me  upon  the  question,  upon  which 
the  interlocutor  of  the  Court  below  entirely  proceeds,  of  what  is 
called  the  nonconformity  of  the  complete  specification  with  the 
provisional  specification.  I  take  it  that  when  you  consider  the 
history  of  patents  in  England,  there  is  not  very  much  difficulty 
in  construing  the  statute  of  1852,  upon  which  it  all  turns,  as  far 
as  regards  this  particular  case.  This  is  a  Scotch  case,  but  I 
think  that  the  Scotch  patent  law  has  entirely  adopted  and 
incorporated  ♦the  English.     The  patent  law,  dating  from  [*  1074] 
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the  time  of  James,  gave  a  monopoly  to  the  invention  of  the 
first  inventor,  it  therefore  gave  a  monopoly  solely  to  that  in- 
vention which  was  his  invention ;  he  could  not  claim  an  inven- 
tion greater  than  the  title  of  the  patent,  but  the  titles  were  of 
extreme  generality.  It  is  in  this  particular  instance  "  for  improve- 
ments in  preserving  animal  substances."  Almost  any  kind  of 
thing  would  come  under  that  description ;  the  mere  title  gave 
very  little  instruction.  Then  in  the  time  of  Queen  Anne,  the 
Attorney-General  of  the  day  invented  what  was  obviously  a  very 
great  improvement.  He  made  it  a  condition  t)iat  the  patentee 
should,  within  six  months,  particularly  "  describe  and  ascertain " 
the  invention  and  the  manner  in  which  it  was  to  be  performed ; 
if  not,  it  should  be  void.  If  that  was  done  at  the  end  of  six 
months,  that  specification  fixed  what  was  the  invention  for  which 
the  patent  was  granted.  Then  during  the  six  months  it  would 
have  been,  and  before  specifications  were  invented  it  must 
have  been,  a  question  of  evidence  as  to  what  was  the  invention 
for  which  he  went  to  the  Crown,  and  for  which  the  Crown  granted 
a  monopoly,  and  the  traverse  of  that  would  be  the  proof.  Then 
came  the  statute  of  1852,  which  introduced  a  further  amendment. 
It  enacted  that  when  persons  went  to  apply  for  letters  patent  they 
should  deposit  a  provisional  specification.  That  provisional  speci- 
fication describes  the  invention  in  terms  very  different  indeed  from 
those  in  which  the  final  specification  described  it.  In  this  case, 
instead  of  saying,  "  It  shall  particularly  describe  and  ascertain  the 
nature  of  the  invention  and  in  what  manner  the  same  shall  be 
performed,"  all  that  the  statute  says  is  that  in  the  provisional 
specification  which  the  applicant  leaves  with  the  law  oflScer  of 
the  Crown  when  he  applies  for  a  patent,  he  shall  state  the  nature 
of  the  invention,  —  no  more  than  that;  and  then,  when  the  law 
officer  of  the  Crown,  to  whom  it  is  referred,  has  looked  at  it  and 
finds  it  does  state  the  nature  of  the  invention,  but  thinks  the 
nature  of  the  invention  as  stated  is  too  large  or  too  vague,  he 
may  require  him  to  amend  it ; .  but  if  not,  then  he  grants  a 
certificate  to  use  the  patent  publicly  without  at  all  thereby  mak- 
ing a  present  of  the  discovery  to  the  public ;  and  when  it  came 
to  be  a  question  whether  or  no  what  he  was  doing  during  that 
six  months  did  avoid  the  patent,  I  take  it  the  process 
[*  1075]  must  have  been  to  say,  *  "  Look  at  the  nature  of  the  in- 
vention described  in  the  provisional  specification,  and  say 
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whether  this  which  you  have  been  doing,  and  which  you  say  was 
a  part  of  the  patent,  is  fairly  within  the  nature  of  the  invention 
you  have  described,  in  that  case  you  are  protected ;  but  if  it  is  a 
new  and  separate  invention,  and  a  diflferent  one,  then  you  are  not 
protected."  I  cannot  but  think  that  when  that  is  once  looked  at, 
it  becomes  pretty  clear  that  when  the  nature  of  an  invention  has 
been  described  in  the  provisional  specification  in  the  way  which 
has  been  mentioned,  if  something  were  found  out  during  the  six 
months  to  make  the  invention  work  better,  or  with  respect  to  the 
mode  in  which  the  operation  may  be  performed  —  a  thing  which 
is  very  likely  to  happen  when,  in  carrying  out  his  invention,  the 
inventor  finds  that  some  particular  bit  will  not  work  so  smoothly 
as  he  expected,  and  it  is  necessary  to  add  a  little  supplement  to 
it  —  still  the  nature  of  his  invention  remains  the  same,  and  it  is 
no  objection  that  in  the  complete  specification,  which  comes 
afterwards,  the  invention  or  application  is  described  more  par- 
ticularly and  in  more  detail,  or  even  if  it  be  shown  that  there 
has  been  more  discovery  made,  and  so  as  to  make  the  invention 
which  he  has  described  in  the  provisional  specification  really 
workable.  If  nothing  more  is  done  than  that,  I  think  it  is  good ; 
but  as  soon  as  it  comes  to  be  more  than  that,  and  the  patentee 
says,  in  the  provisional  specification,  I  describe  my  invention  as 
A,  and  in  the  complete  specification  he  says  I  hereby  describe  A, 
and  also  B,  then,  as  far  as  regards  B,  it  is  void,  because  the 
letters  patent  were  granted  for  the  invention  that  was  described 
in  the  provisional  specification,  and  do  not  cover  the  invention 
that  is  described  in  the  other. 

Now,  my  Lords,  applying  that  principle  to  the  present  case,  it 
becomes  necessary  to  see  what  was  the  provisional  specification, 
and  what  was  the  complete  specification.  What  do  they  mean? 
I  need  say  very  little  on  this  head,  because  I  agree  completely  with 
what  has  been  said,  both  in  the  Court  below  and  with  what  has 
been  since  said  by  your  Lordships ;  but  I  may  mention  this,  that 
the  state  of  chemical  and  general  knowledge  at  the  time  when 
this  patent  was  granted,  in  1866,  appears,  I  think,  to  be  very 
clear.  I  do  not  find  that  there  is  any  discrepancy  in  the  evidence 
at  all  in  respect  to  this  point.  It  had  been  known  for  a 
long  time  *  that  sulphurous  acid  had  the  power  of  stop-  [*  1076] 
ping  fermentation,  and  that,  including  other  fermentations, 
it  had  the  power  of  stopping  the  fermentation  which  ends  in  putre- 
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faction.  It  had  also  been  known  —  I  will  not  say  for  how  long — 
that  the  earths  and  salts  which  were  combined  with  sulphurous 
acid  had  the  same  effect.  It  was  explained  by  Dr.  Wallace,  that 
whilst  the  sulphurous  acid  is  being  applied  to  the  earthy  substance 
or  the  salt  (the  oxygen  of  the  atmosphere  combining  with  it  turn- 
ing the  salt,  which  was  the  bisulphite  of  lime,  into  plaster  of 
Paris  or  gypsum),  the  sulphurous  acid  is  slowly  let  off.  I  have 
nothing  to  do  with  whether  that  is  the  right  theory  or  not ;  the 
result  is  a  fact  that  was  known.  If  we  want  to  make  certain  that 
that  fact  was  known,  nothing  can  be  better  for  the  purpose  than 
what  we  find  in  Medlock's  own  specification  in  1861.  There,  talk- 
ing of  how  he  purifies  fermented  liquor  by  sulphurous  acid,  he  says 
in  very  clear  language,  I  wish  to  introduce  sulphurous  acid  into 
the  beer  for  the  purpose  of  preventing  it  from  fermenting  further 
and  becoming  sour.  He  also  says  (I  am  giving  his  statement 
colloquially),  I  find  that  it  will  do  as  well  if  I  put  in  a  salt  of 
sulphurous  acid.  I  find  a  great  many  salts  of  sulphurous  acid, 
—  of  all  the  salts,  and  I  have  tried  a  great  many,  I  find  that  the 
effect  of  the  bisulphite  of  lime  (whether  that  is  the  technically 
correct  word  or  not,  is  not  important)  does  best ;  and  putting  that 
into  the  vessel  in  which  the  beer  is,  it  prevents  the  acetous  fer- 
mentation, which  does  the  mischief.  As  the  oxygen  of  the  atmos- 
phere combines  with  the  bisulphite  of  lime,  it  turns  it  into  pure 
and  simple  sulphate  of  lime,  an  earthy  salt,  which  does  no  harm 
at  all,  but  collects  in  the  barrels,  and  does  rather  good  than  harm 
by  making  them  air-tight. 

Now,  taking  the  provisional  specification,  I  cannot  bring  my 
mind  to  doubt  that  the  gentleman  who  drew  it  thought  that  the 
salt  of  sulphurous  acid  which  is  made  by  lime,  the  bisulphite,  was 
useful  for  preventing  decay  in  anything,  and  consequently  in  pre- 
venting decay  in  fresh  meat,  but  he  probably  thought  that  to  make 
It  Ufieful  for  preserving  fresh  meat  we  must  bring  it  into  contact 
with  the  fresh  meat.  I  cannot  but  think  that  his  intention  when 
ho  drew  the  specification  was  this :  Fix  it  with  gelatine  and  paint 

it  on  when  it  is  warm.  The  gelatine  will  freeze  and  then 
[•  1077]  *  the  sulphite  of  lime  which  is  embodied  in  the  gelatine 

will  remain  and  form  a  coating,  and  even  when  you  are 
triivi^llinj^  it  will  not  shake  off,  and  no  doubt  that  is  true  enough. 
If  you  Hiinply  sprinkle  or  paint  the  bisulphite  of  lime  upon  the 
iruutl  and  allow  it  to  dry,  the  salt  as  it  was  deposited  lying  loose 
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upon  the  surface  of  the  meat,  probably  if  you  carried  it  any  dis- 
tance in  a  butcher's  cart  or  by  railway,  the  shaking  during  the 
locomotion  would  shake  the  salt  ofif,  whereas  if  it  were  covered 
with  gelatine  it  would  not  shake  ofif.  I  think  it  very  probable  that 
what  was  described  in  the  provisional  specification  might  turn  out 
a  useful  invention  in  that  regard.  Whether  it  is  or  not  will  be 
considered  hereafter  when  the  question  arises ;  but  what  Mr.  Eober- 
ton,  the  defender  here,  has  done  is  no  infringement  of  that — it  is  an 
infringement  rather  of  what  is  added ;  of  the  other  claim  which  the 
patentee  in  his  complete  specification  makes  when  he  says,  I 
take  the  bisulphite  of  lime  and  use  that  simply.  If  that  claim 
is  made  as  a  complete  claim  and  a  new  one,  then  I  quite  agree 
with  Lord  Shand  in  the  view  he  puts  that  if  that  were  a  new 
thing  it  would  be  the  subject  of  a  patent  itself  and  ought  to  have 
been  the  subject  of  a  separate  patent,  and  cannot  be  tacked  on  to 
the  other  invention  which  was  stated  in  the  provisional  specifica- 
tion. If  that  be  not  claimed  here,  which  is  the  only  alternative, 
then  there  has  been  no  infringement,  because  what  Mr.  Eoberton 
has  done  has  been  no  infringement  of  the  provisional  specification, 
though  it  may  be  of  the  other.  My  own  impression  is,  at  all 
events,  that  if  it  is  an  infringement,  still  they  would  not  be  able 
to  recover,  even  if  it  were  a  new  matter.  I  should  be  sorry  if  that 
were  so,  because  I  think  it  would  come  to  this,  that  if  it  were 
really  a  beneficial  discovery  the  inventor  would  have  made  the 
public  a  present  of  it  when  he  never  meant  to  do  so,  therefore 
I  am  glad  to  think  that  if  you  had  taken  out  ever  so  many 
patents  for  this  additional  claim  they  would  not  have  been 
valid,  because  the  material  would  have  been  used  before,  and  it 
is  perfectly  clear  to  my  mind  that  when  we  look  at  the  evidence 
it  is  shown  to  be  so. 

I  have  already  said  what  I  consider  to  be  the  nature  of  the 
chemical  knowledge  possessed  in  1861.  Mr.  Medlock's  patent, 
which  I  quoted,  is  a  month  or  two  afterwards,  or  about  the  same 
time  as  Rattray's,  and  therefore  taken  out  under  about 
the  same  *  amount  of  chemical  knowledge.  Now  what  [*  1078] 
Rattray  says  in  his  description  of  his  process  is  this :  First 
of  all  he  tries  to  cure  the  meat  by  sulphurous  acid  in  a  way  which 
I  daresay  would  make  it  very  unsightly  and  perhaps  very  unpleas- 
ant to  the  taste,  and  I  daresay  the  patent  did  not  prove  a  success 
on  that  account.     Then  he  proceeds  to  say,  "  After  that  has  been 
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done  I  would  pack  it  in  one  of  two  ways."  Having  reference  to 
the  treatment  described  in  the  first  part  of  the  invention,  though 
he  does  not  confine  himself  to  that,  he  says  in  his  specification : 
"I  dip  them  into  a  solution  of  either  of  the  alkaline  or  of  the 
earthy  sulphites.  ...  I  then  allow  the  substances  to  drain,  and 
expose  them  to  the  air  for  about  two  hours  in  a  warm  place,  so 
that  the  water  contained  in  the  solution  of  the  salt  remaining  on 
the  surface  may  evaporate  and  leave  the  dry  salt  on  the  surface  of 
the  preserved  substances."  Now  he  there  says  he  will  take  any 
sulphite,  and  that,  as  it  is  pointed  out  in  the  evidence,  is  a  matter 
which  would  prevent  the  operation  of  his  patent  from  becoming 
beneficial.  It  is  well  known  that  some  of  the  earthy  sulphites  in 
a  dry  form  are  rank  poison,  and  that  would  be  a  very  serious  ob- 
jection indeed  to  their  use  for  the  preservation  of  meat  —  others 
while  not  poisonous  are  objectionable.  We  know  that  the  alkaline 
sulphite  of  soda,  for  instance,  turns  into  Glauber's  salts,  the  sul- 
phite of  magnesia  turns  into  Epsom  salts,  and  we  know  what  the 
effect  of  that  upon  the  human  body  would  be,  and  sulphite  of  lime 
turns  into  plaster  of  Paris.  These  are  all  objections  which  may 
be  very  strong  ones  against  Rattray's  specification.  Then  comes 
the  admission  for  the  purpose  of  avoiding  proof,  —  the  appellants 
admit  that  Rattray  did  use  sulphite  of  lime,  and  having  done  that 
do  they  not  state  here  as  clear  as  can  be :  "I  take  the  solution  of 
sulphite  of  lime  and  one  of  the  earthy  substances."  That  sulphite 
of  lime,  we  must  remember,  is  soluble  in  sulphurous  acid  and  be- 
comes what  is  called  bisulphite.  I  take  that  solution  of  bisulphite 
of  lime  and  dip  the  meat  into  it.  I  let  the  meat  dry  until  a  dry 
salt  forms  upon  the  surface  of  the  meat  and  that  stops  the  prog- 
ress of  decay.  Now  in  this  case  what  is  it  that  Mr.  Roberton  has 
done  ?  —  he  has  not  taken  fresh  meat  and  dipped  it  into  the  solution, 
but  he  has  taken  fresh  meat  and  spread  the  matter  upon  it  with  a 
brush.  I  cannot  say  that  I  see  much  difference  whether 
[*  1079]  he  had  taken  fresh  meat,  or  Mr.  Rattray  had  *  taken  it 
and  dipped  it  into  the  solution,  it  would  be  just  as  much 
an  infringement  as  before. 

Now,  because  Rattray  says  that  he  does  it  for  the  purpose  of 
stopping  decay  in  partially  preserved  meat,  can  it  be  said,  taking 
the  instance  which  my  noble  and  learned  friend  just  now  gave, 
that  Mr.  Rattray  could  be  stopped,  and  that  it  could  be  said: 
You  have  dipped  a  ham  into  bisulphite  of  lime,  and  so  stopped 
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the  putrefaction ;  but  I  say  you  shall  not  dip  a  leg  of  fresh  pork 
into  it.  I  think  you  cannot  do  bettfer  than  take  the  old  illustra- 
tion. The  old  illustration  was,  you  cannot  take  out  a  patent 
saying:  You  have  eaten  soup  with  a  spoon,  I  will  take  out  a 
patent  for  eating  pea  soup  with  a  spoon.  You  have  taken  out  a 
patent  for  sweeping  an  old  carpet  with  a  new  broom,  I  will  take 
out  a  patent  for  sweeping  a  new  carpet  with  an  old  broom.  I 
quite  agree  there  may  be  cases  in  which  there  is  real  invention 
and  discovery  though  an  apparent  application  of  an  old  principle ; 
the  best  case  for  illustration  is  one  in  which,  I  believe,  the  patent 
was  granted  but  the  invention  was  not  found  practicable.  About 
thirty  years  ago  an  ingenious  man,  seeing  the  plastic  nature  of  the 
dough  of  flour,  and  knowing  that  the  Neapolitans  spin  all  kinds  of 
macaroni  out  of  it  very  ingeniously,  came  to  the  conclusion  that  if 
he  could  only  manage  to  take  red  hot  iron  almost  melting  he,  by  an 
analogous  process,  could  spin  gas-pipes,  but  the  principle  failed  in 
practice ;  as  might  be  supposed,  it  was  rather  a  diB&cult  thing  to 
do.  Nobody  would  have  doubted  if  he  had  succeeded  in  it,  that  it 
would  have  been  a  very  great  invention.  But  there  is  no  such  in- 
vention here ;  it  is  merely  saying  the  exact  mode  in  which  Mr. 
Rattray  has  been  preserving  his  semi-cured  meat  is  to  be  prohib- 
ited to  him  when  it  is  applied  to  meat  which  is  not  cured  at  all. 
I  must  say  it  strikes  me  that  would  not  be  a  good  patent  at  all. 

It  now  only  remains  for  me  to  say  that  I  think  that  the  amend- 
ment which  has  been  suggested  in  the  interlocutor  by  the  Lord 
Chancellor  is  a  very  desirable  one  ;  whether  it  would  produce  the 
practical  result  of  doing  any  good  or  not  I  do  not  know.  You 
will  not  be  able  to  stop  Roberton  by  it  from  doing  what  he  has 
done  now,  but  you  will  be  able  to  stop  him  from  packing 
in  casks  *  any  perishable  things,  and  I  think  it  is  fair  [*  1080] 
that  that  should  be  done. 

But  there  is,  further,  the  objection  taken  that  the  specification 
does  not  describe  the  mode  of  application  in  a  sufficiently  practi- 
cal way.  I  have  more  difficulty  about  that  than  about  any  other 
matter  in  the  case,  because  I  feel  that  men  with  common  skill 
and  common  know^ledge  can  take  a  hint  very  speedily  and  apply 
it.  I  am  loth  to  say  that  the  patent  is  bad  on  that  account  if  one 
has  not  evidence  about  the  novelty  of  it ;  but  in  the  present  case 
I  am  inclined  to  think  that  there  is  sufficient  to  show  that  the 
patent  is  bad  on  that  ground  also.  If  the  other  facts  are  fatal  it 
does  not  matter  whether  that  is  fatal  or  not. 
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On  the  whole,  it  strikes  me  that  the  result  is  this,  that  if  there 
be  an  infringement  of  this  invention  as  described  in  the  full  speci- 
fication, it  is  an  infringement  of  a  part  which  is  not  within  the 
nature  of  the  invention  as  described  in  the  provisional  specifica- 
tion ;  and  if  it  be  a  part,  moreover,  of  the  specification,  there  is  a 
failure  to  specify  the  means  of  doing  it,  and  there  is  a  want  of 
novelty.  Upon  all  these  three  grounds,  and  I  think  any  one  of 
them  should  be  sufficient,  I  think  the  judgment  of  the  Court 
below  should  be  affirmed. 

Lord  Gordon  concurred. 

Judgment  of  the  House.  —  Ordered  and  adjudged,  Tliat  the 
interlocutor  complained  of  be  varied  by  omitting  there- 
from after  the  words  "8/7  of  progress**  the  following 
words,  namely,  '^  Find  that  the  complete  specification  de- 
scribes the  nature  of  the  invention  claimed  under  the  said 
first  head,  but  does  not  describe  or  ascertain  the  manner 
[*1081]  in  which  the  said  invention*  is  to  be  performed:  Find 
that  in  so  far  as  regards  the  said  first  head  of  the  claim, 
the  complete  specification  is  disconform  to  the  provisional 
specification  and  claims  a  different  invention  from  that 
which  is  disclosed  in  tlie  provisional  specification!*  and  by 
inserting  the  follovAng  words,  namely,  '^  Find  that  the 
complete  specification  if  large  enough  to  cover  the  emploi/- 
ment  of  bisulphite  of  lime  for  the  preservation  of  animal 
substances  as  practised  by  the  defenders,  would  claim  an 
invention  larger  than  and  different  from  that  disclosed  in 
the  provisional  specification  and  would  be  open  to  the  objec- 
tion of  want  of  novelty  and  of  want  of  a  sufficient  de- 
scription of  the  manner  in  which  the  invention  is  to  be 
performed**     And  it  is  further  Ordered 

That  the  said  interlocutor,  subject  to  the  above  variation,  be 
affirmed;  and  that  the  said  cause  be,  and  the  same  is 
hereby  remitted  back  to  the  Court  of  Session  in  Scotland^ 
to  do  therein  as  shall  be  just  and  consistent  with  this  varia- 
tion and  judgment :  and 

That  the  appellants  do  pay  to  the  respondents  the  costs  in- 
curred by  them  in  respect  of  this  appeal. 
Lords'  Journals,  21st  June,  1878. 
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ENGLISH  NOTES. 

It  will  be  seen  from  the  report  of  Edison  and  Swan  Electric  Light  Co. 
V.  WoodhorisCj  No.  21,  p.  BS7,posty  that  an  objection  was  made  to  Edison's 
incandescent  electric  lamp  patent  that  the  inventor  had  not  disclosed  a 
better  method  of  manufacture  which  he  had  discovered  since  the  date  of 
the  provisional  and  before  the  date  of  the  final  specification.  This  re- 
lated to  the  manufacture  of  the  carbon  filament  which  was  one  of  the 
elements  in  a  combination  claimed  by  the  patent.  It  was  adjudged  by 
Mr.  Justice  Butt  that  where  the  patent  was  for  a  combination,  it  is 
not  a  valid  objection  that  the  inventor  had  not  disclosed  a  better  method 
of  manufacturing  one  of  the  elements  of  the  combination,  which  he  had 
discovered  since  the  date  of  the  provisional  and  before  the  date  of  the 
final  specification.     This  point  was  not  re-opened  on  the^appeaL 

The  last  branch  of  the  rule  which  is  in  part  identical  with  the  rule 
more  particularly  stated  under  Nos.  23  &  24,  post,  will  be  further  illus- 
trated by  the  cases  and  notes  there. 

AMERICAN  NOTES. 

In  America,  in  Suffolk  Co,  v.  Hayden^  3  Wallace  (U.  S.),  315,  it  was  held  that 
where  two  patents,  showing  the  same  invention  or  device,  were  issued  to  the 
same  party,  the  later  one  was  void,  although  the  application  for  it  was  first 
filed,  the  result  being  that  the  issue  date  and  not  the  filing  date  determines 
priority  of  patents  issued  to  the  same  inventor  on  the  same  machine.  In 
Mosler  Safe  Co,  v.  Hosiery  127  United  States,  354,  it  was  held  that,  a  patent 
having  been  issued  for  a  product,  as  made  by  a  certain  process,  a  later  patent 
could  not  be  granted  for  the  process  resulting  in  the  product.  In  Underwood 
V.  Gerber,  149  United  States,  224,  it  was  ruled  that  where  a  patentee  obtained 
two  patents  on  the  same  day,  upon  applications  filed  on  the  same  day,  they 
could  not  be  treated  as  one  patent  with  two  claims,  but  that  the  complainant, 
in  suing  upon  the  second,  could  not  use  the  first  to  help  sustain  the  action. 
See  Palmer  v.  John  E.  Brown  Manuf.  Co.,  84  Federal  Rep.  454 ;  H.  W,  Johns 
Manuf.  Co,  v.  Robertson,  89  id.  604.  The  result  of  the  American  decisions  is 
that  a  single  invention  may  include  both  the  machine  and  the  manufacture 
it  creates,  and  in  such  cases,  if  the  inventions  are  really  separable,  the  inventor 
may  be  entitled  to  a  monopoly  on  each,  and  that  an  inventor  who  makes  at 
any  time  a  new  improvement  on  his  own  invention  of  a  patentable  character, 
may  obtain  a  separate  patent  thei-efor.  Miller  v.  Eagle  Manuf.  Co,,  151  United 
States,  186,  199. 

A  use  by  the  inventor,  for  the  purpose  of  testing  the  machine,  in  order 
by  experiment  to  devise  additional  means  for  perfecting  the  success  of  its 
operation,  is  admissible ;  and  where,  as  incident  to  such  use,  the  product  of 
its  operation  is  disposed  of  by  sale,  such  profit  from  its  use  does  not  change 
its  character ;  but  where  the  use  is  mainly  for  the  purposes  of  trade  and  profit, 
and  the  experiment  is  merely  incidental  to  that,  the  principal  and  not  the 
incident  gives  character  to  the  use.  Smith  |r  Griggs  Manuf  Co.  v.  Sprague, 
123  United  States,  249,  256. 
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Section  V.  —  Complete  Specification. 

No.  14.  — TUENER  v,  WINTER. 

(K.  B.  1787.) 

No.  15.— REX  V.    WHEELER 
(k.  b.  1819.) 

No.  16.  — LANE-FOX  v.   KENSINGTON    AND    KNIGHTS- 
BRIDGE  ELECTRIC   LIGHTING  COMPANY. 

(C.  A.  1892.) 

RULE. 

A  PATENT  is  void  if  the  specification  is  ambiguous,  or 
gives  directions  which  mislead  the  public,  or  casts  upon 
the  public  the  expense  and  labour  of  experiment  and  trial ; 
or  requires  further  directions  in  order  that  the  invention 
may  be  worked  to  any  useful  result. 

Turner  v.  Winter. 

1  Term  Reports,  602-608  (1  R.  R.  311).' 

Specification.  —  Misleading  Directions. 

[602]      A  patent  is  void,  if  the  specification  be  ambiguous,  or  give  directions 
which  tend  to  mislead  the  public. 

This  was  an  action  on  the  case  brought  against  the  defendant  for 
infringing  the  plaintiffs  patent,  which  was  granted  to  him  for  pro- 
ducing yellow  colour  for  painting  in  oil  or  water,  and  making 
white  lead,  and  separating  the  mineral  alkali  from  common  salt,  all 
by  one  process.  On  the  trial  before  Buller,  J.,  at  the  last  sittings 
at  Westminster,  a  verdict  was  found  for  the  plaintiff;  and  on  a 
motion  to  set  aside  that  verdict  and  grant  a  new  trial,  these  facts 
were  reported.  The  plaintiff  within  the  usual  time  had  enrolled 
the  following  specification :  "  Take  any  quantity  of  lead,  and  cal- 
cine it,  or  minium,  or  red  lead,  litharge,  lead  ash,  or  any  calx,  or 
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pTeparation  of  lead  fit  for  the  purpose ;  to  any  given  quantity  of 
the  above-mentioned  materials  add  half  the  weight  of  sea  salt, 
with  a  sufficient  quantity  of  water  to  dissolve  it,  or  rock  salt  or  sal 
gem,  or  fossil  salt,  or  any  marine  salt,  or  salt  water  proper  for  the 
purpose ;  mix  them  together  by  trituration  till  the  lead  becomes 
impalpable,  or  sufficiently  comminuted.  When  the  materials  have 
been  ground,  let  them  stand  for  twenty-four  hours,  in  which  time 
the  lead  will  be  changed  to  a  good  white,  and  the  salt  decom- 
pounded ;  if  not,  the  trituration  must  be  repeated  with  a  further 
addition  of  salt,  till  the  white  colour  be  obtained ;  the  decomposi- 
tion of  the  salt  may  also  be  brought  about  by  digestion  or  by  cal- 
cination. The  materials  may  be  suffered  to  remain  together,  before 
the  alkali  is  separated  by  the  addition  of  water,  for  a  longer  time 
than  is  specified  above,  according  to  the  discretion  of  the  operator, 
and  the  end  he  wishes  to  obtain.  The  yellow  colour  is  produced 
by  calcining  the  lead  after  the  alkali  has  been  separated 
from  it  till  it  shall  *  acquire  the  colour  wanted :  This  will  [*  603] 
be  of  different  tints  according  to  the  continuance  of  the  cal- 
cination, or  the  degree  of  heat  employed.  The  white  lead  must  be 
finished  by  repeated  ablutions,  and  by  bleaching  it  till  the  white 
be  made  perfect.'"  On  the  part  of  the  plaintiff  it  was  proved  that 
the  first  effect  of  the  process  was  the  separating  of  the  mineral 
alkali  from  common  salt ;  that  that  produced  white  lead ;  and  that 
by  continuing  the  process  to  a  certain  degree,  and  afterwards  ex- 
posing the  matter,  the  yellow  colour  was  produced.  That,  as  the 
specification  required  the  heat  to  be  continued  till  the  colour  was 
obtained,  any  person  trying  the  experiment  would  necessarily  be 
led  to  fusion.  That  a  chemist  would  see  by  the  specification,  that 
if  less  heat  would  not  answer  the  purpose,  he  must  go  on  to  fusion. 
The  difference  between  fusion  and  calcination,  both  of  which  pro- 
ceed from  different  degrees  of  heat  operating  upon  the  subject- 
matter,  was  that  the  substance  to  be  calcined  continued  in  a  solid 
form ;  whereas  fusion  is  a  liquid  state  to  which  the  substance  may 
be  reduced  by  continuing  the  heat.  Instances  were  produced  by 
persons  who  had  made  the  colour  by  the  help  of  the  specification 
after  trying  some  experiments.  In  trying  those  experiments 
minium  had  been  fused  in  the  first  instance.  The  white  lead  pro- 
duced by  following  the  directions  in  the  specification  was  not  what 
was  sold  as  such,  but  a  white  substance,  the  basis  of  which  was 
lead.    For  the  defendant  it  was  proved  that  the  patent  colour 
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could  not  be  made  by  following  the  directions  of  the  specification. 
For  calcination  was  not  sufl&cient  to  produce  the  effect  intended;  it 
was  necessary  to  go  on  to  fusion.  That,  as  it  appeared  upon  the 
specification,  minium  or  red  lead  might  be  considered  most  con- 
venient for  the  purpose,  because  a  previous  process  was  necessary 
to  reduce  lead  to  minium  or  litharge,  before  the  other  parts  of  the 
process  were  to  be  begun;  minium  and  litharge  differing  only 
in  having  undergone  different  degrees  of  calcination.  But  that 
minium  would  not  produce  the  effect  unless  first  fused.  And  that 
if  red  lead  were  calcined,  the  experiment  would  not  succeed  without 
fusion :  Whereas,  according  to  the  terms  of  the  specification,  fusion 
should  be  cautiously  avoided.  That  the  specification  was  calcu- 
lated to  mislead  also  with  respect  to  the  salts.  For  fossil  sal  is  a 
generic  term,  including  all  mineral  salts :  but  only  one  species  of 
fossil  salt,  namely,  sal  gem,  has  marine  acid,  without  which  the 
colour  could  not  be  produced.  That  several  persons  had 
[*  604]  tried  to  make  white  lead  by  the  specification,  but  *  had  not 
succeeded.  They  could  only  produce  a  greyish  white 
powder  quite  unfit  for  painting,  and  not  merchantable. 

Mr.  Justice  Buller,  after  reporting  these  facts,  observed,  that  at 
the  trial  three  objections  had  been  taken  to  the  specification.  1st, 
That,  after  directing  that  lead  should  be  calcined,  it  directed  an- 
other ingredient  to  be  taken,  which  would  not  answer  the  purpose, 
namely,  minium.  Neither  was  it  said  that  the  minium  should  be 
calcined  or  fused:  But  if  it  had  any  reference  to  the  preceding 
words,  then  it  should  be  calcined,  which  would  not  produce  the 
effect,  fusion  being  necessary.  2ndly,  That  "  fossil  salt "  was  im- 
properly mentioned.  There  were  many  kinds  of  fossil  salt,  only 
one  of  which,  namely,  "  sal  gem  "  would  answer  the  purpose ;  be- 
cause it  must  be  marine  salt.  3rdly,  That  all  these  things  put 
together  did  not  produce  the  thing  intended.  And  the  patent  was 
for  an  invention  to  do  three  things  in  one  process,  whereas  one  of 
them,  namely,  white  lead,  could  not  be  produced  at  all ;  for  that  a 
white  substance  like  lead  remained,  applicable  only  to  some  of  the 
purposes  of  common  white  lead.  The  learned  Jadge  then  said, 
that  at  the  trial  he  had  told  the  jury,  that  if  either  of  these  objec- 
tions were  well  founded,  it  would  avoid  the  patent. 

Erskine  and  Piggott  showed  cause  against  the  rule  for  granting  a 
new  trial,  and  contended  that  in  actions  for  infringing  patents  it  is 
not  necessary  for  the  plaintiff  to  give  any  evidence  to  show  what 
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the  invention  is,  but  that  it  is  incumbent  on  the  defendant,  if  he 
objects  to  the  specification,  to  show  that  it  is  defective,  and  that 
persons,  acquainted  with  the  subject,  could  not  by  the  assistance 
of  the  specification  effect  the  thing  intended.  The  consideration, 
which  the  patentee  gives  for  his  monopoly,  is  the  benefit  which  the 
public  are  to  derive  from  his  invention  after  his  patent  is  expired : 
and  that  benefit  is  secured  to  them  by  means  of  a  specification  of 
the  invention.  But  it  is  not  necessary  that  that  specification 
should  be  such,  as  that  persons,  unacquainted  with  the  terms  of  art, 
which  must  necessarily  be  used  in  writing  it,  should  be  able  to 
understand  it  It  is  sufficient  if  persons  of  skill  can  understand 
the  process  by  means  of  the  specification,  so  as  to  keep  alive  the 
discovery  after  the  patentee's  exclusive  title  is  expired. 

The  first  objection  which  has  been  raised  against  the  sufficiency 
of  this  specification  has  no  weight ;  for  though  the  direction  to  cal- 
cine is  applicable  to  all  the  ingredients  in  the  first  part  of 
the  description,  yet  scientific  persons  would  instantly  *  dis-  [*  605] 
cover  what  degree  of  heat  was  necessary  to  be  used  to  each 
of  those  ingredients ;  and  that  minium,  being  already  a  calx,  must 
be  fused.  2ndly,  The  heat  is  ordered  to  be  continued  till  the 
experiment  succeeds,  and  the  colour  is  produced.  Fusion  is  a 
necessary  consequence  of  continuing  the  heat ;  and  this  direction 
would  be  sufficiently  understood  by  all  persons  acquainted  with 
the  subject. 

As  to  the  2nd  objection  with  respect  to  the  ''  fossil  salt''  The 
specification  begins  with  "  sea  salt,"  which  is  the  genus ;  then  it 
afterwards  states  not  "  any  fossil  salt,"  but  **  fossil  salt,"  or  "  any 
marine  salt ; "  the  marine  salt  is  therefore  the  basis  of  the  experi- 
ment So  that  no  fossil  salt  but  what  is  likewise  a  marine  salt 
can  be  taken  under  this  description. 

The  answer  to  the  3rd  objection  is,  that  a  species  of  white  lead 
is  produced,  though  not  the  common  ceruse ;  and  the  patent  does 
not  profess  to  make  the  common  white  lead.  Besides,  the  mak- 
ing of  white  lead  was  not  the  subject  of  the  present  action,  which 
was  for  making  the  yellow  colour ;  this  accounts  for  the  plaintiff's 
not  being  prepared  to  prove  this  part  of  the  specification.  Upon 
the  whole,  this  was  a  mere  matter  of  evidence,  as  to  the  sufi&ci- 
ency  of  the  specification,  upon  which  the  jury  have  exercised  a 
sound  discretion. 

Bearcroft^  in  support  of  the  rule,  was  stopped  by  the  Court 
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AsHHURST,  J.  —  I  think  that,  as  every  patent  is  calculated  to 
give  a  monopoly  to  the  patentee,  it  is  so  far  against  the  principles 
of  law,  and  would  be  a  reason  against  it,  were  it  not  for  the  ad- 
vantages which  the  public  derive  from  the  communication  of  the 
invention  after  the  expiration  of  the  time  for  which  the  patent  is 
granted.  It  is  therefore  incumbent  on  the  patentee  to  give  a 
specification  of  the  invention  in  the  clearest  and  most  unequivocal 
terms  of  which  the  subject  is  capable.  And  if  it  appear  that  there 
is  any  unnecessary  ambiguity  affectedly  introduced  into  the  speci- 
fication, or  anything  which  tends  to  mislead  the  public,  in  that 
case  the  patent  is  void.  Here  it  does  appear  to  me,  that  there  is 
at  least  such  a  doubt  on  the  evidence,  that  I  cannot  say  this 
matter  has  been  so  fully  and  fairly  examined,  as  to  preclude  any 
farther  investigation  of  the  subject.  Three  objections  have  been 
made  to  this  specification.  The  first  is,  that  in  the  specification 
the  public  are  directed  "  to  take  any  quantity  of  lead,  and  calcine 
it,  or  minium,  or  red  lead;"  from  whence  it  is  inferred 
[*  606]  that  calcining  is  only  to  be  applied  to  lead :  I  *  confess  if 
the  objection  had  rested  here,  I  should  have  entertained 
some  doubt. 

The  next  objection  is,  that  in  the  subsequent  materials  to  be 
added,  the  public  are  directed  to  add  "  half  the  weight  of  sea  salt, 
or  sal  gem,  or  fossil  salt,  or  any  marine  salt."  Now  **  fossil  salt " 
is  a  generic  term,  including  "  sal  gem  "  as  well  as  other  species  of 
fossil  salt.  And  I  understand  that  sal  gem  is  the  only  one  which 
can  be  applied  to  this  purpose ;  so  that  throwing  in  fossil  salt  can 
only  be  calculated  to  raise  doubts  and  mislead  the  public.  That 
word  could  not  have  been  added  with  any  good  view;  it  must 
produce  many  unnecessary  experiments ;  therefore  in  that  respect 
the  specification  is  not  so  accurate  as  it  ought  to  have  been. 

Another  objection  was  taken  as  to  the  white  lead ;  to  which 
it  was  answered  that  the  invention  did  not  profess  to  make  com- 
mon white  lead.  But  that  is  no  answer ;  for  if  the  patentee  had 
intended  to  produce  something  only  like  white  lead,  or  answering 
some  of  the  purposes  of  common  white  lead,  it  should  have  been 
so  expressed  in  the  specification.  But  in  truth  the  patent  is  for 
making  white  lead  and  two  other  things  by  one  process.  There- 
fore, if  the  process,  as  directed  by  the  specification,  does  not  pro- 
duce that  which  the  patent  professes  to  do,  the  patent  itself  is 
void.    It  is  certainly  of  consequence  that  the  terms  of  a  specifi- 
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cation  should  express  the  invention  in  the  clearest  and  most 
explicit  manner ;  so  that  a  man  of  science  may  be  able  to  produce 
the  thing  intended  without  the  necessity  of  trying  experiments. 

BuLLBB,  J.  —  Many  cases  upon  patents  have  arisen  within  our 
memory,  most  of  which  have  been  decided  against  the  patentees, 
upon  the  ground  of  their  not  having  made  a  full  and  fair  dis- 
covery of  their  inventions.  Wherever  it  appears  that  the  patentee 
has  made  a  fair  disclosure,  I  have  always  had  a  strong  bias  in  his 
favour,  because  in  that  case  he  is  entitled  to  the  protection  which 
the  law  gives  him.  How  far  that  law,  which  authorises  the  King 
to  grant  patents,  is  politic,  it  is  not  for  us  to  determine.  When 
attempts  are  made  to  evade  a  fair  patent,  I  am  strongly  inclined  to 
favour  the  patentee :  but  where  the  discovery  is  not  fully  made, 
the  Court  ought  to  look  with  a  very  watchful  eye  to  prevent  any 
imposition  on  the  public.  Then  the  question  is,  whether  the 
present  plaintiff  has  made  a  fair  discovery  ?  I  do  not  agree  with  the 
counsel  who  have  argued  against  the  rule,  in  saying,  that 
it  was  not  necessary  for  the  plaintiflf  to  give  any  *  evidence  [  *  607] 
to  show  what  the  invention  was,  and  that  the  proof  that 
the  specification  was  improper  lay  on  the  defendant ;  for  I  hold 
that  a  plaintiff  must  give  some  evidence  to  show  what  his  inven- 
tion was,  unless  the  other  side  admit  that  it  has  been  tried  and 
succeeds.  But  wherever  the  patentee  brings  an  action  on  his 
patent,  if  the  novelty  or  effect  of  the  invention  be  disputed,  he 
must  show  in  what  his  invention  consists,  and  that  he  produced 
the  effect  proposed  by  the  patent  in  the  manner  specified.  Slight 
evidence  of  this  on  his  part  is  suflScient ;  and  it  is  then  incumbent 
on  the  defendant  to  falsify  the  specification.  Now  in  this  case  no 
evidence  was  offered  by  the  plaintiff  to  show  that  he  had  ever 
made  use  of  the  several  different  ingredients  mentioned  in  the 
specification,  as,  for  instance  minium,  which  he  had  nevertheless 
inserted  in  the  patent ;  nor  did  he  give  any  evidence  to  show  how 
the  yellow  colour  was  produced.  If  he  could  only  make  it  with 
two  or  three  of  the  ingredients  specified,  and  he  has  inserted 
others  which  will  not  answer  the  purpose,  that  will  avoid  the 
patent.  So  if  he  makes  the  article,  for  which  the  patent  is 
granted,  with  cheaper  materials  than  those  which  he  has  enumer- 
ated, although  the  latter  will  answer  the  purpose  equally  well, 
the  patent  is  void,  because  he  does  not  put  the  public  in  posses- 
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sion  of  his  invention,  or  enable  them  to  derive  the  same  benefit 
which  he  himself  does. 

As  to  the  first  objection  which  has  been  taken  with  respect  to 
the  minium:  it  was  not  intended  by  any  of  the  plaintiffs  wit- 
nesses that  he  ever  made  use  of  minium.  And  it  was  proved  by 
the  defendant's  witnesses,  that  from  the  specification  they  should 
be  led  to  use  minium,  because  minium  is  lead  already  calcined, 
which  is  what  the  specification  directs  in  the  first  instance.  But 
minium  will  not  answer  the  purpose.  Then  as  to  fusion :  it  is 
said  that  the  public  are  directed  by  the  words  of  the  specification 
to  continue  the  heat  till  the  effect  is  produced;  which  must 
necessarily  lead  to  fusion,  though  fusion  is  not  expressly  men- 
tioned. But  that  is  no  answer  to  the  objection  ;  for  the  specifica- 
tion should  have  shown  by  what  degree  of  heat  the  effect  was  to 
be  produced.  Now  it  does  not  mention  fusion,  and  as  one  of  the 
witnesses  said  in  order  to  produce  the  effect  "  you  must  go  out  of 
the  patent ; ''  for  fusion  is  beyond  calcination,  and  in  some  sense 
contrary  to  it ;  and  by  mentioning  calcination  it  should  seem  that 
fusion  was  to  be  avoided. 

The  next  objection  was  as  to  the  salts :  '*  fossil  salt "  is  mentioned 
as  a  distinct  species  of  salt,  and  many  other  salts  are  also 
[*  608]  *  mentioned  as  indifferent  whether  one  or  the  other  be 
used.  But  it  was  proved  that  fossil  salt  was'  a  generic 
term  including  several  species,  and  that  "  sal  gem  "  was  the  only 
species  of  it  which  would  answer  the  purpose ;  because  none  of 
the  others  contained  a  marine  acid,  which  was  essential 

There  was  no  contradiction  by  the  witnesses  on  the  third  objec- 
tion; for  the  most  that  the  plaintiffs  witnesses  said,  was,  that 
following  the  specification  the  experiment  only  produced  a  white 
substance  like  lead. 

Now  on  either  of  these  grounds  the  patent  is  void.  Because 
if  the  patentee  says,  that  by  one  process  he  can  produce  three 
things,  and  he  fails  in  any  one,  the  consideration  of  his  merit, 
and  for  which  the  patent  was  granted,  fails,  and  the  Crown  has 
!toi.n  deceived  in  the  grant.  Slight  defects  in  the  specification 
will  be  sufficient  to  vacate  the  patent  In  a  case  before  Lord 
Manhpield  for  infringing  a  patent  for  steel  trusses,  it  appeared 
lliftt  the  patentee,  in  tempering  the  steel,  rubbed  it  with  tallow^ 
vfUlrh  was  of  some  use  in  the  operation;  and  because  this  was 
(]iiutt43d  the  specification  was  held  to  be  insufficient,  and  the  patent 
WUBt  avoided.  Rule  aliolute. 
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3  Barn.  &  Aid.  345-^854  (20  B.  B.  465). 

Specification^  — Insufficiency  of  Practical  Directions. 

Patent  for  *'  a  new  or  improved  method  of  drying  and  preparing  malt."  [846] 
In  the  specification  it  was  stated,  that  the  invention  consisted  in  exposing 
malt  previously  made  to  a  very  high  degree  of  heat :  but  it  did  not  describe 
any  new  machine  invented  for  that  purpose ;  nor  the  state,  whether  moist  or 
dry,  in  which  the  malt  Was  originally  to  be  taken  for  the  purpose  of  being 
subjected  to  the  process ;  nor  the  utmost  degree  of  heat  which  might  be  safely 
used  ',  nor  the  length  of  time  to  be  employed ;  nor  the  exact  criterion  by  which 
it  might  be  known  when  the  process  was  accomplished  :  Held,  that  the  patent 
was  void ;  inasmuch  as,  1st,  the  specification  was  not  sufficiently  precise ;  and 
as,  2ndly,  the  patent  appeared  to  be  for  a  different  thing  from  that  mentioned 
in  the  specification.  Held,  also,  that  as  the  word  **  malt "  was  here  not  to  be 
taken  in  its  usual  sense,  viz.,  of  an  article  used  in  the  brewing,  but  only  in  the 
colouring  of  beer,  that  in  the  patent  here  it  was  necessary  to  have  stated  the 
purpose  to  which  the  prepared  malt  was  to  be  applied,  and  to  have  said  that 
it  was  obtained  for  a  new  method  of  drying  and  preparing  malt  to  be  used  in 
the  colouring  of  beer. 

Scire  facias  to  repeal  a  patent  obtained  by  the  defendant  for  "a 
new  or  improved  method  of  drying  and  preparing  malt."  At  the 
trial  before  Abbott,  Ch,  J.,  at  the  sittings  after  last  Michaelmas 
Term,  a  verdict  was  given  for  the  Crown.  The  specification  was  as 
follows:  "  My  invention  consists  in  the  heating  of  malt  to  400°  and 
upwards  of  Fahrenheit's  thermometer,  according  to  a  process  or 
processes  hereafter  described,  and  in  so  heating  it  that  the  greater 
part  of  the  saccharine  and  amylaceous  principles  of  the  grain  become 
changed  into  a  substance  resembling  gum  and  extractive  matter,  of 
a  deep  brown  colour,  readily  soluble  in  hot  or  cold  water."  It  then 
proceeded  to  state  several  modes  of  performing  this  operation ;  one 
of  which  was  by  a  cylindrical  iron  machine  like  a  coffee-roaster, 
which,  by  its  revolution,  prevented  the  malt,  when  heated,  both 
from  adhering  to  the  sides,  and  from  being  carbonised  by  the  action 
of  the  fire.  Another  apparatus  was  a  revolving  hollow  iron  cylinder 
with  a  screw-like  channel  in  it,  along  which  the  malt 
passed,  and  so  was  exposed  *  in  continual  motion  to  the  [*  346] 
action  of  heat ;  and  it  then  added,  that  the  process  might 
also  be  performed  in  kilns  made  nearly  of  the  ordinary  construc- 
tion, under  proper  management,  and  by  various  other  contrivances. 
The  time  necessary  to  produce  the  effect,  and  the  proper  degree  of 
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heat  to  which  the  malt  was  to  be  exposed,  were  also  stated  to  be 
variable,  and  to  be  capable  of  being  easily  learnt  by  experience,  the 
colour  of  the  internal  part  of  the  prepared  grain  affording  the  best 
criterion.  Abboit,  Ch.  J.,  at  the  trial,  thought  that  the  title  of  the 
patent  showed  that  it  was  obtained  for  a  different  thing  than  that 
stated  in  the  specification:  the  patent  being  for  preparing  malt, 
which  must  mean  making  it  from  barley,  whereas  the  specification 
appeared  to  be  for  drying  malt  already  made.  He  also  thought 
that  it  was  defective  in  not  stating  the  purposes  to  which  the  arti- 
cle, w^hen  prepared,  was  to  be  applied ;  and  that  the  specification 
did  not  state  the  process  with  suflScient  precision,  so  as  to  enable 
other  persons  afterwards  to  use  the  invention. 

Harrison,  on  the  fourth  day  of  this  term,  moved  for  a  new  trial, 
on  the  ground  that  these  objections  were  not  suflBcient  to  destroy 
the  patent  Malt  is  completed  by  the  process  of  soaking  the 
barley,  and  thereby  producing  germination,  and  the  operation  of 
drying  is  only  necessary  for  the  purpose  of  keeping  it  The  patent, 
therefore,  which  states  that  it  is  for  a  new  method  of  drying  and 
preparing  malt,  obviously  means  that  it  is  to  be  taken  in  the  state 
of  malt  before  it  is  to  be  thus  dried  or  prepared ;  and  the  inven- 
tion here,  which  is  of  great  value  to  the  public  at  large,  only 

consists  in  giving  particular  qualities  to  malt  already 
[*  347]  existing.     Besides,  the  order  of  the  *  words  "  drying  and 

preparing  "  also  shows  that  the  latter  cannot  be  used  here 
in  the  sense  of  making  malt  from  barley.  Then,  as  to  the  second 
objection,  it  is  not  necessary  in  general  for  a  party  to  state  the 
object  to  which  the  thing  invented  is  to  be  applied,  and  still  less 
so  here.  For  here  the  invention  consists  in  a  new  mode  of  pre- 
paring a  well-known  article,  and  it  must  be  presumed,  therefore, 
that  the  article,  when  prepared,  will  be  applied  to  the  old  uses.  In 
this  case  the  malt  is  used,  as  all  brown  malt  is,  for  the  colouring 
of  beer;  and  the  great  advantage  is,  that  the  same  object  is 
obtained  with  a  less  quantity.  Then  as  to  the  objection  that 
the  specification  is  not  sufficiently  distinct  in  stating  all  the  modes 
of  effecting  the  process,  and  in  omitting  to  say  in  what  state  the 
malt  is  originally  to  be  taken,  whether  wet  or  dry,  it  may  be 
answered,  first,  that  it  is  suflBcient  that  even  one  mode  of  effecting 
it  is  distinctly  pointed  out ;  and,  secondly,  that  it  is  obvious  that 
it  is  immaterial  whether  the  malt  be  taken  in  a  wet  or  dry  state, 
for  the  process  is  to  be  continued  as  far  as  400°  of  heat,  and  it  is 
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well  known  that  at  212°,  all  moisture  will  evaporate.  It  was, 
therefore,  wholly  unnecessary  to  state  that  circumstance  with  pre- 
cision in  the  specification.  And  the  Court  will  not,  upon  light 
grounds  or  trivial  mistakes,  set  aside  a  patent  which  has  been 
obtained  for  a  useful  and  valuable  invention. 

Cut.  adv.  vulL 

Abbott,  Ch.  J.,  now  delivered  the  opinion  of  the  Court. — We 
have  taken  time  to  consider  of  this  case,  not  by  reason  of  any  doubt 
entertained  upon  the  motion,  but  in  order  that  the  defendant, 
whose  rights  will  probably  be  concluded  by  our  judgment, 
might  not  be  aflfected  *  by  any  other  than  a  deliberate  and  [*  348] 
considered  opinion.  This  was  a  scire  facias  to  repeal  a 
patent,  granted  to  the  defendant,  for  what  is  called  in  the  patent, 
"  a  new  or  improved  method  of  drying  and  preparing  malt."  The 
patent  is  granted  under  several  conditions  and  provisos,  as  usual 
in  such  cases,  and,  amongst  others,  a  proviso,  that  if  the  defendant 
shall  not  particularly  describe  and  ascertain  the  nature  of  his 
invention,  and  in  what  manner  the  same  is  to  be  performed,  by  an 
instrument  in  writing  under  his  hand  and  seal,  to  be  enrolled  in 
the  High  Court  of  Chancery  within  six  calendar  months,  then  the 
patent  shall  be  void.  Several  issues  were  taken  upon  the  record 
of  the  scire  facias,  one  of  which  was  upon  the  fact  of  the  enrolment 
of  such  a  writing  (or  specification,  as  it  is  commonly  called)  as  is 
required  by  the  proviso.  The  cause  was  tried  before  me  at  the 
sittings  after  the  last  term,  when,  upon  reading  the  patent  and 
specification  (for  a  specification  had  been  in  fact  enrolled),  it 
appeared  to  me  that  the  proviso  had  not  been  complied  with ;  and 
this  question  arising  upon  written  instruments,  and  being,  there- 
fore, properly  a  question  of  law,  I  directed  the  jury  to  find  a  ver- 
dict for  the  Crown  upon  that  issue,  which  was  accordingly  done. 
In  the  present  term  a  motion  was  made  for  a  rule  to  show  cause 
why  the  verdict  should  not  be  set  aside,  and  a  new  trial  granted ; 
and  upon  this  motion  the  defendant  has  a  right  to  assume,  for  the 
present,  that  the  novelty  and  utility  of  his  invention  might  have 
been  established  by  proof ;  and  the  question  before  the  Court  is 
precisely  the  same  as  that  which  I  determined  at  Nisi  Prius,  and 
depends  entirely  upon  the  construction  and  effect  of  the 
written  instruments,  viz.,  the  patent  and  specification.*  [*  349] 
And  upon  this  question  my  Brothers  Bayley  and  Holroyd 
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agree  with  me  in  thinking,  that  our  decision  must  be  against 
the  defendant.  Mj  Brother  Best,  having  been  engaged  when  he 
was  at  the  bar  in  some  of  the  earlier  stages  of  this  proceeding,  has 
declined  taking  any  part  in  our  deliberations.  The  language  in 
which  the  supposed  invention  is  described  in  a  patent  of  this  nature 
is  the  language  of  the  patentee  himself.  He  represents  to  the 
Crown,  that  he  has  invented  this  or  that  thing,  and  that  he  is  the 
first  and  sole  inventor  thereof,  &c  ;  and  the  Crown  yielding  to  his 
representation,  and  willing  to  give  encouragement  to  all  arts  and 
inventions  that  may  be  for  the  public  good,  grants  to  the  patentee 
the  sole  liberty  and  privilege  of  using  his  said  invention,  for  a 
certain  term,  under  the  conditions  before  noticed.  It  is  obvious, 
therefore,  that  if  the  patentee  has  not  invented  the  matter  or  thing 
of  which  he  represents  bimself  to  be  the  inventor,  the  considera- 
tion of  the  royal  grant  fails,  and  the  grant  consequently  becomes 
void.  And  this  will  not  be  the  less  true,  if  it  should  happen  that 
the  patentee  has  invented  some  other  matter  or  thing,  of  which, 
upon  a  due  representation  thereof,  he  might  have  been  entitled  to 
a  grant  of  the  exclusive  use.  It  is  well  known  that  the  granting 
of  monopolies  was  restrained  by  the  statute  21  Jac.  I.  c.  3,  to  the 
sole  working  or  making  of  any  manner  of  new  manufactures,  and 
to  the  true  and  first  inventor  of  such  manufactures.  Now  the 
word  "manufactures"  has  been  generally  understood  to  denote 
either  a  thing  made,  which  is  useful  for  its  own  sake,  and  ven- 
dible as  such,  as  a  medicine,  a  stove,  a  telescope,  and  many  others, 

or  to  mean  an  engine  or  instrument,  or  some  part  of  an 
[•  350]  engine  or  instrument,  to  be  *  employed,  either  in   the 

making  of  some  previously  known  article,  or  in  some  other 
useful  purpose,  as  a  stocking-frame,  or  a  steam-engine  for  raising 
water  from  mines.  Or  it  may  perhaps  extend  also  to  a  new  process 
to  be  carried  on  by  known  implements,  or  elements,  acting  upon 
known  substances,  and  ultimately  producing  some  other  known 
substance,  but  producing  it  in  a  cheaper  or  more  expeditious  man- 
ner, or  of  a  better  and  more  useful  kind.  But  no  merely  philo- 
sojihioal  or  abstract  principle  can  answer  to  the  word  manufactures. 
Something  of  a  corporeal  and  substantial  nature,  something  that 
ean  lie  made  by  man  from  the  matters  subjected  to  his  art  and 
skill,  or  at  the  least  some  new  mode  of  employing  practically  his  art 
and  skill,  is  requisite  to  satisfy  this  word.  A  person,  therefore, 
who  applies  to  the  Crown  for  a  patent,  may  represent  himself  to  be 
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the  inventor  of  some  new  thing,  or  of  some  new  engine  or  instru- 
ment. And  in  the  latter  case  he  may  represent  himself  to  be 
the  inventor  of  a  new  method  of  accomplishing  that  object,  which 
is  to  be  accomplished  by  his  new  engine  or  instrument,  as  was  the 
case  of  Watt's  patent,  8  T.  R  95  (p.  10,  a^ite),  in  which  he  repre- 
sented himself  to  be  the  inventor  of  a  new  method  of  lessening  the 
consumption  of  steam  and  fuel  in  fire  engines,  and  by  his  specifica- 
tion he  described  certain  parts  to  be  used  in  the  construction  of  fire 
engines.  Or  supposing  a  new  process  to  be  the  lawful  subject  of 
a  patent,  he  may  represent  himself  to  be  the  inventor  of  a  new 
process,  in  which  case  it  should  seem,  that  the  word  "  method  "  may 
be  properly  used  as  synonymous  with  process.  The  language  of 
the  patent  may  be  explained  and  reduced  to  certcdnty  by 
the  specification  ;  but  the  patent  must  •  not  represent  the  [*  351] 
party  to  be  the  inventor  of  one  thing,  and  the  specification 
show  him  to  be  the  inventor  of  another ;  because,  perhaps,  if  he  had 
represented  himself  as  the  inventor  of  that  other,  it  might  have 
been  well  known  that  the  thing  was  of  no  use,  or  was  in 
common  use,  and  he  might  not  have  obtained  a  grant  as  the 
inventor  of  it 

Now  to  apply  these  general  principles  to  the  patent  and  specifi- 
cation before  us.  The  defendant  has  represented  himself  to  the 
Crown  to  be  the  inventor  "  of  a  new  or  improved  method  of  drying 
and  preparing  malt."  Malt  was  an  article  of  common  use  before 
the  granting  of  this  patent,  possessing  qualities  long  and  well- 
known,  and  prepared  or  made  by  a  process  practised  for  many 
years,  of  which  drying  was  one  of  the  last  stages.  And  it  is, 
in  our  opinion,  impossible  to  read  this  patent,  without  supposing 
the  patentee  to  claim  the  merit  of  having  invented  some  new  or 
improved  method  either  of  organ  or  process,  of  preparing  or  at 
least  of  drying  this  old  and  well-known  article.  Then  has  the 
patentee  by  his  specification  shown  himself  to  be  the  inventor  of 
any  method  of  drying  or  preparing  this  well-known  article  t  For 
this  we  are  to  look  at  the  specification ;  and  we  there  find  that 
he  claims  to  be  the  inventor,  not  of  a  method  of  drying  or  prepar- 
ing this  well-known  article,  but  of  a  method  of  giving  to  it,  when 
previously  prepared,  some  qualities  which  it  did  not  possess 
before,  or  which  it  possessed  only  in  a  very  slight  degree,  namely, 
the  qualities  of  being  soluble  in  water,  and  colouring  the  liquor 
in  which  it  shall  be  dissolved,  which  latter  is  the  object  in  view. 
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And  this  13  to  be  effected  by  a  second  and  additional 
[*  352]  process,  the  application  of  a  very  *  high  degree  of  heat. 

We  think  the  invention  mentioned  in  this  specification  so 
entirely  different  from  that  mentioned  in  the  patent,  as  that  the 
latter  (if  any  such  there  be)  remains  wholly  undescribed  and 
unspecified,  and  consequently  that  the  issue  could  not  be  found 
for  the  defendant.  It  was  contended  that  this  process  was 
in  truth  a  preparation  of  malt  to  answer  a  particular  purpose, 
and  that  the  purpose  need  not  be  noticed  in  the  grant.  It 
may  be  true  in  general  that  the  purpose  need  not  be  mentioned 
in  the  grant;  but  if  in  any  particular  case  the  mention  of  the 
purpose  be  necessary  to  explain  the  words  previously  used,  to 
show  that  they  were  not  used  in  their  ordinary  and  obvious 
sense,  but  in  a  sense  limited  and  confined  to  that  particular 
purpose;  in  such  a  case,  we  think,  the  purpose  ought  to  be 
mentioned.  In  this  case,  if  the  patentee  had  represented  him- 
self to  be  the  inventor  of  a  method  of  preparing  malt,  for  the 
purpose  of  colouring  beer  and  porter,  every  person  who  read  his 
representation  would  understand,  that  the  malt  prepared  accord- 
ing to  his  method  was  not  intended  to  answer  the  common  and 
known  purposes  of  that  article,  viz.,  the  brewing  of  beer,  but  was 
intended  only  for  the  special  and  particular  purpose  of  colouring 
tlie  liquor,  and  to  be  used  in  addition  to  common  malt  But,  as 
we  have  before  intimated,  we  think  no  person  could  conjecture 
that  to  be  the  object  of  the  invention  mentioned  in  this  pat-ent. 
This  being  our  opinion,  it  is  unnecessary  to  say,  whether  or  not  a 
patent  for  a  new  method  of  drying  and  preparing  malt  for  the 
colouring  of  beer,  might  be  good  as  a  patent  for  the  manufacture, 

that  is,  for  the  malt  so  dried  and  prepared,  if  followed  by 
[*  353]  a  sufficient  specification,  which  it  probably  might  be :  *nor 

is  it  necessary  to  notice  at  any  length  the  apparent  defects 
in  the  specification  accompanying  the  present  patent  It  was 
argued  that  the  term  ''malt"  is  applied  to  the  grain  as  soon 
as  it  has  germinated  by  the  effect  of  moisture,  and  before  it  has 
been  dried ;  that  malt  in  that  state  might  be  taken  and  used 
for  the  objects  of  the  defendant's  invention;  and  that  as  these 
wore  to  W  accomplished  by  heat,  his  was  an  invention  for  drying 
malt.  But  if  this  were  so,  then  the  specification  would  be  defec- 
tive in  not  informing  the  reader  that  the  malt  to  be  used  for  the 
intended  object  might  or  ought  to  be  taken  in  that  state,  and  in 
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leaving  him  to  discover  by  expeiiment,  whether  it  should  be 
taken  in  that  state,  or  after  drying,  which  according  to  the  most 
common  use  of  the  word  "  malt "  he  might  very  reasonably  suppose. 
Again,  this  is  a  patent  for  the  invention  of  a  method,  that  is,  of 
an  engine,  instrument,  or  organ,  to  be  used  for  the  accomplish- 
ment of  some  purpose;  or  at  least  of  a  process  to  be  so  used. 
The  patentee  does  not  profess  to  be  the  inventor  of  any  engine, 
instrument,  or  organ:  he  says,  that  a  coffee  roaster,  or  a  kiln, 
or  anything  by  which  the  grains  may  be  kept  in  motion  during 
their  exposure  to  the  requisite  degree  of  heat,  may  be  used. 
Neither  has  he  described  any  certain  or  precise  process,  which, 
admitting  that  there  may  be  a  patent  for  a  process  only,  ought 
unquestionably  to  be  done.  He  does  not  mention  the  state  in 
which  the  malt  is  to  be  taken,  for  the  purpose  of  undergoing 
the  process,  whether  in  a  moist  or  dry  state  as  was  before 
noticed ;  he  does  not  say  what  heat  beyond  four  hundred  degrees 
of  Fahrenheit  may  be  used;  he  does  not  furnish  the 
operator  with  any  means  of  knowing  when  he  has  *  this  [*  354] 
degree  of  heat;  he  does  not  say  during  what  length  of 
time  the  process  is  to  be  continued,  but  contents  himself  with 
saying  that  "  the  proper  degree  of  heat,  and  time  of  exposure,  will 
be  easily  learned  by  experience,  the  colour  of  the  internal  part 
of  the  prepared  grain  affording  the  best  criterion;"  not  even 
mentioning  what  the  colour  is,  which  is  to  be  the  criterion. 
A  specification  which  casts  upon  the  public  the  expense  and 
labour  of  experiment  and  trial  is  undoubtedly  bad.  If  it  be 
said,  that  all  these  matters  will  be  well  or  easily  known  to  a 
person  of  competent  skill  (and  to  such  only  the  patentee  may  be 
allowed  to  address  himself),  then  the  inventor  will  not  in  reality 
have  given  any  useful  or  valuable  information  to  the  public; 
so  that  in  either  way  of  viewing  the  case,  there  is  either  no 
certain  and  clear  process  described,  or  the  process  described  is 
such  as  might  be  practised  without  the  assistance  of  the  patentee. 
For  these  reasons,  we  think  the  direction  at  Nisi  Prius  was  right, 
and  consequently  that  no  rule  should  be  granted. 

Bule  reftised. 
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1892,  8  Ch.  424-440  (s.  c.  67  L.  T.  440). 

[424]  Patent^VcUidity,  —  Discofiformity  between  Provisional  SpecificaHan  and 
Complete  Specification.  —  Nature  of  Invention.  —  Distinction  between  Pat- 
entahk  and  Non-patentable  Inventions. — Patents,  Desifffis,  and  Trade 
Marks  Act,  1888  (46  (t  47  Vict.  c.  67),  s.  5,  sub-s.  S,  26. 

The  plaintiff,  an  electrician,  took  out,  in  1878,  a  patent  for  ^'Improve- 
ments in  obtaining  light  by  electricity,  and  in  conveying,  distributing,  meas- 
uring, and  regulating  the  electric  current  for  the  same,  and  in  the  means 
or  appliances  employed  therein."  He  subsequently  disclaimed  his  claims  in 
respect  of  measuring,  conveying,  distributing,  and  regulating  by  means  of  the 
electrometer,  and  only  claimed  in  respect  of  an  invention  for  keeping  the  electro- 
motive force  of  the  electric  current  in  the  mains  constant  by  means  of  the  em- 
ployment of  Plant^'s  secondary  batteries,  in  combination  with  dynamos,  and 
in  conjunction  with  a  regulator. 

In  an  action  by  the  plaintiff  for  infringement  of  his  patent,  it  was  held, 
by  A.  L.  Smith,  J.,  that  the  patent  was  bad,  because  (1)  the  plaintiff's 
complete  specification,  as  amended,  did  not  describe  the  same  invention  as 
his  provisional  specification,  (2)  the  invention  as  described  could  not  be  made 
to  work,  and  (8)  no  sufficient  information  was  given  by  the  plaintiff  as  to 
how  it  was  to  be  made  to  work  ;  but  that  if  the  plaintiff  had  not  fiuled  in  these 
respects  the  invention  would  have  been  ^ood  subject-matter  for  a  patent,  and 
had  not  been  anticipated;  and  there  would  have  been  infringement  by  the 
defendants. 

Upon  appeal,  it  was  held  by  the  Court,  in  affirming  the  judgment  of  A.  L. 
Smith,  J.,  that  the  plaintiff's  invention  was  novel;  but  that  his  patent,  as 
amended,  was  invalid  upon  the  grounds  (1)  that  the  original  patent  was 
granted  for  an  invention  different  firom  that  for  which  he  claimed  protection 
after  the  disclaimers,  (2)  that  it  was  not,  in  1878,  useful  for  the  main  purpose 
for  which  it  was  designated,  viz.,  the  practical  lighting  of  large  districts,  and 
(3)  that  the  specification  was  insufficient  to  enable  an  electrician,  of  ordinary 
competence  and  skill  in  1878,  to  carry  it  out  without  further  experiments  and 
invention. 

Per  LiNDLEY,  L.  J.  :  An  invention  is  not  the  same  thing  as  a  discovery ; 

and  if  a  man  does  nothing  more  than  discover  that  a  known  machine 

[*  425]  can  *  produce  effects  which  no  one  before  him  knew  could  be  produced 

by  it,  his  discovery,  however  great  and  useful,  is  not  a  patentable 

invention. 

To  entitle  a  patentee  to  maintain  his  patent,  he  must  make  some  addition 
not  only  to  knowledge  but  to  previously  known  inventions;  and  must  produce 
either  9.  new  and  useful  thing  or  result,  or  a  new  and  useful  method  of  producing 
an  old  thing  or  result. 

Tlie  discovery  that  a  known  thing  can  be  employed  for  a  useful  purpose 
for  which  it  has  never  before  been  used  is  not  alone  a  patentable  invention ; 
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bat  the  discovery  bow  to  use  sucb  a  tbing  for  saeb  a  purpose  will  be  a  patent- 
able invention  if  there  is  novelty  in  the  m<}de  of  using  it  as  distinguished  from 
novelty  of  purpose  ;  or  if  any  new  modification  of  the  thing,  or  any  new  appli- 
ance, is  necessary  for  using  it  for  its  new  purpose,  and  if  such  mode  of  user,  or 
modification,  or  appliance  involves  any  appreciable  merit. 

This  was  an  appeal  by  the  plaintiff,  from  the  decision  of  Mn 
Justice  A.  L.  Smith,  sitting  for  Mr.  Justice  Romeb. 

A  cross  notice  of  appeal  was  given  by  the  defendants. 

The  facts  of  the  case,  and  the  effect  of  the  evidence  (so 
far  as  necessary),  and  the  judgment  of  A.  L.  Smith,  J.  (so  far  as 
necessary  to  understand  the  judgments  in  the  Court  of  Appeal), 
are  here  taken  from  the  report  in  the  Court  below. 

St.  George  Lane  Fox  obtained  on  the  9th  of  [1892,  2  Ch.  67] 
October,  1878,*  letters  patent  for  an  invention 
entitled  "Improvements  in  obtaining  light  by  electricity,  and  in 
conveying,  distributing,  measuring,  and  regulating  the  electric 
current  for  the  same,  and  in  the  means  or  apparatus  employed 
therein." 

His  provisional  specification,  filed  on  the  9th  of  October,  1878, 
stated  that  his  invention  consisted  of  "  improvements  in  obtaining 
light  by  electricity,  and  in  conveying,  distributing,  measuring,  and 
regulating  the  electric  current  for  the  same,  and  in  the  means  or 
apparatus  employed  therein ; "  and  that  the  inventor,  in  order  to 
produce  a  light,  passed  the  electric  current  through  thin  leaves  or 
foil  of  some  suitable  material,  preferably  platinum  or  an  alloy  of 
platinum  and  iridium.  The  provisional  specification  then  described 
the  electric  incandescent  lamp  intended  to  be  used,  and  proceeded 
as  follows :  "  The  way  in  which  I  work  a  number  of  these  lamps 
from  a  single  source  of  electricity  is  as  follows :  From  one  pole  or 
electrode  of  the  electric  generator  or  generators  proceeds  a  large 
conductor,  from  which  branch  out,  at  various  points  where  lights 
are  desired,  smaller  conductors  which  again  may  have  conductors 
branching  off  from  them,  and  so  on."  He  then  pointed 
out  how  the  *  connection  with  the  earth  was  made,  "  so  [*  68] 
that  wherever  the  circuit  is  complete  between  the  earth 
and  any  one  of  these  branches,  a  current  of  electricity  will  pass 
through  the  thin  leaf  of  metal  rendering  it  incandescent,  and  so 
produce  light"  The  provisional  specification  then  pointed  out  how 
the  electricity  used  was  measured,  and  concluded  as  follows :  — 

1  1878,  9  Oct.,  No.  3988. 
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"The  electro-motive  force  of  the  electric  conducting  mains 
should  be  kept  as  nearly  as  possible  constant  at,  say,  100  volts  or 
British  Association  units  of  electro-motive  force.  A  number  of 
Plant^'s  (lead  and  sulphuric  acid)  cells,  joined  together  in  series 
between  the  main  and  the  earth,  will  serve  as  a  kind  of  reservoir 
for  the  electricity.  In  order  to  keep  the  electro-motive  force  in 
the  electric  mains  constant,  it  is  desirable  to  have,  in  the  first 
place,  several  generating  machines ;  next,  it  is  necessary  to  have 
some  regulator  such  as  that  about  to  be  described.  In  my  regu- 
lator I  make  use  of  what  is  known  as  the  quadrant  electrometer ; 
in  this  instrument  the  position  of  the  suspended  needle  will 
depend  on  the  relative  electro-motive  force  of  the  so-called  quad- 
rants. By  connecting  this  instrument  with  the  main  and  the 
earth  in  the  ordinary  way,  the  electro-motive  force  of  the  main 
will  determine  the  position  of  the  suspended  needle.  If  it  in- 
creases or  decreases,  the  position  of  the  needle  will  be  altered 
accordingly.  Now,  I  fit  this  electrometer  with  small  pegs  so  that 
a  slight  deviation  of  the  needle  one  way  or  the  other  will  bring  it 
in  contact  with  one  of  the  pegs,  and  thus  complete  a  circuit,  and 
set  up  the  electric  current,  which,  acting  upon  an  electro-magnet, 
sets  a  lever  or  other  suitable  device  in  action.  The  contact  with 
each  peg  forms  a  separate  circuit  actiug  independently  on  two  of 
these  levers  or  other  devices,  which  are  in  connection  with  steam 
valves,  one  diminishing,  the  other  increasing  the  supply  of  steam 
to  the  engine  which  works  the  electric  generators.  The  electro- 
motive force  can  be  regulated  either  in  this  manner  or  by  other- 
wi«o  effecting  the  action  of  the  electric  generators  through  the 
Instrumentality  of  the  currents  set  up  by  the  pegs  above  described, 
MO  an  to  increase  or  diminish  the  action  of  the  generators." 

On  the  9th  of  April,  1879,  St.  George  Lane  Fox  filed  his 
[  •  fi'J]  •  complete  specification,  which,  in  the  parts  below  set  out 
verbatim,  included  as  originally  filed  the  portions  inclosed 
If  I  Mqiiuro  brnckets,  but  not  the  portions  set  out  in  italics.  The 
iUh  of  th(5  complete  specification  was:  "Improvements  in  [obtain- 
Ihi/  ll^lit'^y  ciloctricity  and  in  conveying,]  distributing,  [measuring,] 
«iwl  rt'y!,\\\iiiluu  the  electric  current  for  obtaining  light  by  dectricity, 
(Uih  Mwm]  ttnd  in  the  means  or  apparatus  employed  therein." 

TliM  fioinjilttte  specification  commenced  with  a  statement  that 
MiH  IhVHritlori  con«iMted  of  "improvements  in  [obtaining  light  by 
i4|nH.ilr.|ty  ittid  III  conveying,]  distributing  [measuring,]  and  regu- 
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lating  the  electric  current  for  obtaining  light  by  electricity  [the  same] 
and  iu  the  means  or  apparatus  employed  therein,"  and  then  stated 
that  the  plaintiff,  in  order  to  produce  a  light,  passed  the  electric 
current  through  "  a  thin  strip  or  wire  of  some  suitable  material," 
preferably  "  an  alloy  of  platinum  and  iridium,"  and  proceeded  to 
describe  the  proposed  electric  incandescent  lamp  in  much  more 
detail  than  it  had  been  described  in  the  provisional  specification. 

The  complete  specification  then  described,  again  in  greater 
detail  and  with  the  aid  of  diagrams,  the  way  in  which  the  plaintiff 
distributed  the  electric  energy  so  as  to  work  a  number  of  the 
lamps  from  a  single  source  of  electricity,  by  means  of  conductors, 
branches,  and  sub-branches,  and  the  way  in  which  he  measured  the 
quantity  of  electric  force  or  energy  used,  and  continued  as  follows :  — 

"  The  electro-motive  force  of  the  electric  conducting  mains  should 
be  kept  as  nearly  as  possible  constant  at,  say,  100  volts  or  British 
Association  units  of  electro-motive  force.  A  number  of  secondary 
batteries,  such  as  Plant^*s  (lead  and  sulphuric  acid)  [or  those 
formed  with  plates  of  copper  in  a  solution  of  bicarbonate  of  soda], 
such  batteries  being  joined  together  in  series  between  the  main  and 
the  earth,  will  serve  as  a  kind  of  reservoir  for  the  electricity.  The 
cells  should  have  a  very  large  conducting  surface,  and  there 
should  be  several  batteries  connected  up  at  various  points  of  the 
mains,  so  that  by  increasing  the  electro-motive  force  during  the 
hours  when  not  much  electricity  is  being  used,  they  will 
become  charged,  and  the  electric  force  will  be  *  stored  up  [*  70] 
in  them  so  that  a  sufficient  supply  will  be  available,  when 
the  electro-motive  force  falls  owing  to  the  draft  from  the  mains, 
when  the  force  is  most  used  and  needed.  The  number  of  cells  in 
each  of  these  batteries  will  depend  on  the  electro-motive  force  of 
the  mains.  Fig.  5  is  a  diagram  representing  a  secondary  battery 
joined  up  between  the  main  and  the  earth  for  the  purpose  above 
described.     E  indicates  earth  and  lamps." 

After  repeating,  in  effect,  the  statements  in  the  provisional 
specification  as  to  the  conveyance  of  the  current  through  copper 
conductors,  describing  the  conducting  mains,  and  pointing  out  the 
preferable  mode  of  insulating,  the  complete  specification  continued 
as  follows :  — 

"  In  order  to  keep  the  electro-motive  force  in  the  electric  mains 
constant,'  it  is  desirable  to  have,  in  the  first  place,  several  gen- 
erating machines ;  also  a  number  of  reservoir  batteries  as  before 
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explah^  [pitxtr  it  k  neee^asnr  to  Lane  soxae  iez::i*:<cT,  s^ii  as 
tiiat  aV.-:::  Uj  be  ds^cri^ed.  In  mr  regnlai^c*^  I  ii.ake  izse  id  wian 
is  knoiTB  as  zhe  fyz^ir^zkt  eleetronkecer ;  in  this  in«sr:ii&eci  ihe 
positiofi  ^^  tLe  r:^iez»'i^  netd'je  will  deptzki  od  the  Ptiadne 
electr^mociTe  fcT%  of  tbe  so-callai  qnadiani&  Bj  ecisuiectins 
this  bistrczDeni  wiih  the  main  and  the  earth  in  the  ordinaij  waj 
the  el-^tro-modre  force  of  the  main  will  detennine  the  pc«iiioii 
of  the  §:i5petii6d  i>eeidje.  If  ii  increases  or  decreases,  the  pcsiricn 
of  the  need>  will  be  altered  accoTditglT.  Now  I  fit  this  efco- 
tromet^r  with  small  pegs,  so  thai  a  slight  deviation  of  the  needle, 
one  war  cc  the  other,  will  bring  it  in  ooctact  with  one  of  these 
peg«,  and  thos  complete  a  circuit,  and  set  up  the  electric  cur- 
rent, which,  acting  npcHi  an  eleictro  magnet,  sets  a  lerer  or  other 
suitable  device  in  action.  The  contact  with  each  peg  forms  a 
separate  circuit,  acting  independentlT  on  two  of  these  levers  or 
other  devices,  which  are  in  connection  with  steam  valves,  one 
diminishing,  the  other  increasing,  the  supplv  of  steam  to  the 
engine  which  works  the  electric  generators.  The  electro-motrve 
force  can  be  r^ulatad  either  in  this  manner,  or  by  otherwise 
affecting  the  action  of  the  electric  generators,  through  the  instru- 
mentality of  the  currents  set  up  by  the  pegs  above  described,  so 

as  to  increase  or  diminish   the  action  of  the  generators. 
[♦71]  Fig.  6   •represents  a  quadrant   electrometer  adapted   to 

regulating  the  electn>-motive   force  in  the  mains  as  just 
described.  .  -  ."] 

■And  having  now  described  the  nature  of  my  invention,  and 
in  what  manner  the  same  is  to  be  performed,  I  declare  thai  I  do 
not  cJai'n  ffcmrraU^  the  ci*ta\^\ng  of  lijht  hj  the  incandtteence  of  a 
continuous  conductor  Kor  the  lamps  represented  in  Figt,  1  and  2} 
and  hereinbefore  described,  hut  [that]  I  claim  as  my '  Improvements 
in  [obtaining  light  by  electricity  and  in  conveying,]  distributing, 
[measuring:,]  and  regulating  the  electric  current  for  obtaining  light 
^v  fleet riciiy.  [the  same,]  and  in  the  means  or  apparatus  employed 
iy.^^c«»  [First:  The  mode  or  system  hereinbefore  described  of 
dis^buting  the  electric  current  by  mains,  branches,  and  sub- 
bianc*h€3  with  returns  by  *  earth.'  Second :  In  combination  with 
the  s^id  mode  or  system  of  distributing  the  electric  current  by 
mains,    branches,   and    sub-branches    with    returns  by    'earth,' 

t  TlMve  M«m  to  baxv  beeo  meieljr  modified  fonss  of  the  lamp  described  in  King'f 
1(184*,  Ka.  IW19). 
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I  claim  the  production  of  light  by  the  incaDdescence  of  a 
continuous  conductor  as  hereinbefore  described.  Third:  The 
means  or  apparatus,  substantially  as  hereinbefore  described,  for 
measuring  the  amount  of  electricity  passed  through  conductors. 
Fourth :]  The  employment  as  described  of  secondary  batteries  as 
reservoirs  of  electricity  in  combination  with  a  mode  or  system  of 
distribution  such  as  is  hereinbefore  explained.  [Fifth:  The 
employment  of  petroleum  or  rock  oil,  or  other  suitable  insulating 
liquid,  in  the  space  between  the  conductor  and  the  pipes  in  which 
they  are  laid,  as  hereinbefore  described.  Sixth :  Constructing 
apparatus  substantially  as  hereinbefore  described,  for  regulating 
the  electro-motive  force  in  the  main  by  which  the  electricity  is 
conveyed.  Seventh :  The  combination  of  the  means  or  apparatus 
hereinbefore  described  for  obtaining  light  by  electricity,  and  con- 
veying, distributing,  regulating,  and  measuring  the  electric  current 
for  the  same.  Eighth :  Obtaining  light  by  the  incandescence  of  a 
continuous  conductor,  as  hereinbefore  described  and  as  represented 
in  Figs.  1  and  2,^  of  the  annexed  drawings.  Ninth :  Insulating 
the  conductors  for  conveying  electricity  for  lighting  purposes  by 
means  of  earthenware  or  other  insulating  supports  in  pipes,  as 
hereinbefore  described.] 

"  On  the  26th  of  January,  1882,  St.  George  Lane  Fox 
disclaimed  *  his  claim  to  the  appliances  for  measuring  and  [*  72] 
conveying  electric  energy,  and  on  the  30th  of  July,  1883, 
he  disclaimed  his  claim  in  respect  of  the  distribution  of  the 
electric  current,  whether  alone  or  in  conjunction  with  the  incan- 
descent lamp,  and  also  his  claim  in  respect  of  the  regulator  operat- 
ing by  the  electrometer  and  the  appliances  connected  with  it. 

The  effect  of  the  two  disclaimers  on  the  complete  specification 
was  that,  as  amended,  the  words  above  set  out  in  italics  were 
added,  and  the  parts  enclosed  in  square  brackets  were  expunged. 

On  the  15th  of  November,  1890,  St.  George  Lane  Fox  commenced 
an  action  against  the  Kensington  and  Knightsbridge  Electric 
Lighting  Company,  Limited,  alleging  that  the  defendants  had 
infringed  his  letters  patent  by  the  use  of  secondary  batteries  as 
reservoirs  of  electric  energy  in  combination  with  the  said  system 
of  distribution ;  and  he  claimed  an  injunction  to  restrain  such 
infringement  from  being  continued  and  other  relief. 

^  These  seem  to  have  been  merely  modified  forms  of  the  lamp  described  in  King's 
pAtent  (1845,  No.  10,919). 
VOL.  XX.  — 16 
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By  his  further  particulars  of  breaches,  the  plaintiff  statiCd  that 
the  modes  of  distribution  used  by  the  defendants,  of  which  he 
complained,  were:  1.  "  The  use  of  the  secondary  batteries  in  com- 
bination with  a  number  of  lamps  placed  in  multiple  arc  between 
two  main  leads.  2.  The  use  of  secondary  batteries  in  combination 
with  two  or  more  systems  of  multiple  arc  distribution  in  which 
one  or  more  of  the  mains  leads  are  common  to  two  or  more  of  the 
said  systems." 

The  defendants,  by  their  statement  of  defence,  alleged  {inter 
alia)  that  the  plaintiff's  letters  patent  were  invalid  on  the  ground 
that  the  allegad  invention  described  and  claimed  in  the  plaintiff's 
complete  specification  as  amended  was  not  the  same  as  that 
described  in  the  provisional  specification,  but  differs  therefrom  in 
describing  a  method  of  regulating  the  electrical  current  by  means  of 
secondary  batteries  or  accumulators  of  electricity,  which  system 
of  regulation  is  totally  different  from  that  of  the  quadrant 
electrometer.  That  the  complete  specification,  as  amended  by  the 
disclaimers,  dated  the  26th  of  January,  1882,  and  the  30th  of 
July,  1883,  claimed  an  invention  substantially  different  from  the 
invention  claimed  by  the  original  specification  filed  in  pursuance 

of  the  grant  of  the  said  letters  patent 
[*  73]        *  The  action  was  tried  before  Mr.  Justice  A.  L.  Smith 
sitting  for  Mr.  Justice  Eomer,  on  the  23rd,  25th,  26th,  and 
29th  of  February,  and  the  1st,  2nd,  Srd,  4th,  5th,  7th,  8th,  14th, 
15th,  16th,  and  18th  of  March,  1892. 

The  case  was  argued  by  Sir  R.  E.  Webster,  A.  G.,  Moul- 
[74]  ton,  Q.  C,  and  J.  C.  Graham,  for  the  plaintiff*;  and  by  Sir 

H.  Davey,  Q.  C,  Finlay,  Q.  C,  and  E.  W.  Wallace,  for  the 

defendants. 
[75]       Sir  R.  E.  Webster  was  heard  in  reply ;  and  on  a  subsequent 

day  (1892,  March  30)  judgment  was  delivered  by 

[77]      A.  L.  Smith,  J. :  — 

This  is  an  action  brought  by  Mr.  St.  George  Lane  Fox,  an 
electrician  of  high  repute,  to  test  the  validity  of  a  patent  taken 
out  by  him  on  the  9th  of  October,  1878.  The  plaintiff  alleges  that 
he  then  hit  upon  the  idea  that,  by  utilising  secondary  batteries,  as 
invented  by  Plants,  and  coupling  them  up  to  the  mains  which 
conveyed  the  electro-motive  force  in  his  system  of  distribution  of 
electricity,  such  force  could  be  kept  constant  in  the  mains,  and 
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thus  an  even  steady  light  would  be  had  in  incandescent  lamps  which 
otherwise  would  not  be.  The  Attorney-General  designated  this 
invention  as  being  one  to  keep  a  constant  potential  at  the  lamps 
with  a  variable  load. 

It  has  been  proved  that  the  system  of  distribution  of  elec- 
tric *  current  for  incandescent  lighting,  in  conjunction  with  [*  78] 
the  use  of  secondary  batteries  as  reservoirs,  was  a  novel 
and  valuable  suggestion  which  has  aided  the  perfecting  of  that 
science  which  has  culminated  in  the  incandescent  lighting  of  the 
present  day,  and  it  certainly  appears  to  me  that,  if  the  plaintiff 
did  invent  and  carry  to  a  practical  result  what  is  now  claimed  for 
him,  he  is  an  inventor  of  very  great  merit. 

Some  ten  years  prior  to  the  year  1878,  Gaston  Plants  had 
invented  and  brought  into  use  what  is  known  as  a  *'  secondary 
battery,"  that  is,  a  reservoir  in  which  the  electric  current  emanat- 
ing from  a  generator  could  be  stored.  Daniell,  my  Brother  Grove, 
and  Smee  had  also  invented  cells  to  act  as  accumulators  of  elec- 
tric energy,  and  these  were  in  common  use  in  telegraphy  and  other 
electrical  work. 

This  secondary  battery  of  Plants  consists  of  a  number  of  cells 
joined  together,  each  cell  holding  sulphuric  acid,  in  which  are 
immersed  plates  of  lead  rendered  porous  and  oxidised  by  a  process 
fully  described  by  him. 

These  secondary  batteries  had,  before  1878,  been  used  for  the 
storage  of  electric  energy,  and  utilised,  among  other  things,  for  the 
ringing  of  bells  or  kindling  lights,  the  energy,  when  wanted,  being 
let  out  of  the  secondary  battery  by  the  pressure  of  a  button,  as  is 
well  known  to  many. 

Prior  to  1878  attempts  had  been  made  at  lighting  by  electricity, 
the  means  adopted  being  to  place  arc  lamps  into  what  is  called 
series  —  that  is,  into  line  —  and  to  pass  the  electric  current  through 
each  lamp  and  thence  to  what  is  known  as  "earth."  This  system, 
though  suitable  to  the  lighting  of  lamps  in  streets  and  such  like, 
was  not  adapted  to  light  the  interior  of  houses  and  other  buildings, 
as  is  now  done  by  incandescent  lighting,  and  to  use  the  words  of 
Sir  Frederick  Bramwell,  a  director  of  the  defendant  company.  "  The 
great  question  of  the  day  was  the  distribution  of  electric  light." 

In  this  state  of  circumstances  the  plaintiff  took  out  his  patent  of 
the  9th  of  October,  1878.  In  it,  among  other  things,  he  sought  to 
bring  about  a  distribution  of  the  electric  current,  or,  in  other  words, 
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to  divide  the  main  canent  into  a  nomber  of  small  cmrents  branch- 
ing off  from  the  main  canent,  and  again  branching  off 
[*  79]  *  from  them,  so  that  br  placing  his  himpa  into  what  is 
called  parallel  —  that  is,  at  the  side  of  the  main  current 
instead  of  in  a  line  with  it  —  each  lamp  might  be  fed  by  a  small 
current  which,  when  it  had  performed  its  mission  at  the  lamps 
and  exhaosted  its  energy,  or,  in  technical  language,  had  reached 
zero  potential,  should  pass  on  therefrom  to  earth.  By  this  means 
of  distribution  of  the  electric  current,  and  the  other  means  stated 
in  the  specification,  the  plaintiff  designed  to  light,  by  incandescent 
lighting,  towns  and  other  inhabited  districts.  The  name  the 
Attorney-General  gave  to  the  proposed  system  was  "  The  Multiple- 
Parallel  Incandescent  Bridge." 

The  plaintiff,  as  before  stated,  for  the  purpose  of  carrying 
out  his  proposal,  determined  to  couple  up  the  secondary  bat- 
teries of  Plants  to  his  system  of  distribution.  The  complete 
specification  as  it  now  stands  states  that  the  purpose  for 
so  doing  was  to  distribute  and  "  regulate  the  electric  current " 
for  obtaining  light  by  electricity.  The  plaintiff's  case  is,  that,  by 
coupling  up  secondary  batteries  to  the  mains,  the  electric  energy 
therein  would  flow  from  the  mains  into  the  batteries  when  the 
energy  in  the  mains  was  above  equilibrium,  and  also  reflow  from 
the  batteries  into  the  mains  when  the  energy  therein  was  below 
equilibrium,  and  that  thus  a  constant  potential  would  be  kept  in 
the  mains  and  the  light  in  the  lamps  steady. 

The  defendants,  in  the  first  place,  assert  that  the  specification 
shows  that  Plants  batteries  were  resorted  to  by  the  plaintiff,  not 
for  the  purpose,  as  he  now  states,  of  regulating  the  electric  current, 
but  for  the  purpose  of  storing  up  what  excess  motive  force  might 
emanate  from  the  generator  when  the  load  upon  the  main  was 
light,  or,  in  other  words,  when  lamps  were  off,  and  of  using  such 
st'ored-up  force  when  the  load  upon  the  mains  became  heavy  — 1.«., 
when  the  lamps  were  on— or  when  the  generator  was  not  at 
work.  They  say  that  the  present  claim  of  the  plaintiff,  as  to 
using  secondary  batteries  for  regulating  the  electric  current,  is  not 
to  be  found  in  the  complete  specification  as  it  originally  stood,  and 
that  it  is  only  rendered  possible  by  an  adroit  amendment  made 
therein  in  the  year  1883,  when  the  second  disclaimer  took  place. 
It  becomes  necessary  to  see  what  the  complete  specifi- 
[♦  80]  cation  *  did  contain  when  filed  on  the  9th  of  April,  1878. 
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The  Attoraey-General,  in  opening  the  case,  and  again  at  the 
end  of  his  reply,  told  me  that  if  Mr.  Lane  Fox  had  now,  in  the 
year  1892,  to  sit  down  and  re-write  a  provisional  and  complete 
specification  of  his  invention  of  1878,  with  all  his  subsequent 
knowledge,  he  would  write  them  again  in  the  same  words  and  the 
same  form.  This  statement  in  reply  somewhat  stretched  my  credul- 
ity, seeing  that  he  and  Sir  Horace  Davey  had  occupied  me  for 
fifteen  days  in  trying  this  case,  a  very  considerable  portion  of  which 
had  been  taken  up  in  discussing  what  the  two  documents  meant 

By  the  complete  specification,  Mr.  Lan^  Fox  claimed  for  improve- 
ments in  electric  lighting  by,  amongst  others,  the  six  following 
means :  (1)  By  means  of  the  distribution  of  electric  energy  by 
mains,  branches,  and  sub-branches  ;  (2)  by  means  of  this  distribution 
in  conjunction  with  incandescent  lamps ;  (3)  by  means  of  an  ap- 
paratus for  measuring  electricity  ;  (4)  by  means  of  the  employment 
of  secondary  batteries  as  reservoirs  in  combination  with  his  system 
of  distribution ;  (5)  by  means  of  the  use  of  a  regulator  and  other 
mechanical  mechanism  wherewith  to  regulate  the  electro-motive 
force  in  the  mains;  (6)  by  means  of  mechanism  wherewith  to 
convey  electric  energy.  On  the  26th  of  January,  1882,  the 
plaintiff  disclaimed  his  claim  to  his  appliances  wherewith  to 
measure  and  to  convey  electric  energy,  and  on  the  30th  of  July, 
1883,  he  further  disclaimed  his  claim  to  his  distribution  of  the 
electric  current,  whether  alone  or  in  conjunction  with  the  incan- 
descent lamp,  and  also  his  claim  to  the  regulation  of  the  electric 
energy  by  the  electrometer. 

It  will  be  seen  that  all  that  was  left  of  his  patent,  as  the  speci- 
fication now  stood,  was  his  claim  for  distributing  and  regulating  the 
electric  current  for  obtaining  light  by  electricity  by  means  of  the  em- 
ployment of  secondary  batteries,  as  reservoirs  of  electricity,  in  com- 
bination with  a  mode  or  system  of  distribution  of  electric  energy. 

In  the  complete  specification,  after  describing  a  lamp  and  the 
way  of  distributing  the  electric  energy  and  the  means  for  meas- 
uring it,  the  plaintiff  makes  this  statement:  "The  electro-motive 
force  of  the  electric  conducting  mains  should  be  kept  as  nearly 
as  possible  constant  at,  say,  100  volts  or  British  Association 
*  units  of  electro-motive  force."  The  Attorney -General,  in  [*  81] 
opening  this  case,  stated  that  this  mention  of  100  volts 
showed  the  foresight  of  Mr.  Lane  Fox,  for  it  was  the  pressure  now 
universally  adopted.     This,  upon  the  evidence,  appears  not  to  be 


246 


PATENT. 


So.  16.  —  Lane  Fok  ▼. 


tad  Knii^tsbridge  EL  U.  Oft.,  ItSS,  8  Gh.  81. 


SO,  nor  does  there  seem  to  be  any  special  virtue  at  all  in  having  a 
pressure  of  100  volts. 

[His  Lordship  referred  to  evidence  as  to  the  pressure  now  used 
in  various  places  and  continued :  — ] 

Mr.  Lane  Fox  then  proceeds  to  deal  with  secondary  batteries  as 
follows :  ''  A  number  of  secondary  batteries,  such  as  Plant^'s  (lead 
and  sulphuric  acid)  .  .  .  such  batteries  being  joined  together  in 
series  between  the  main  and  the  earth,  will  serve  as  a  kind  of  reser- 
voir for  the  electricity.  The  cells  should  have  a  very  large  con- 
ducting surface,  aud  there  should  be  several  batteries  connected 
up  at  various  points  of  the  mains,  so  that,  by  increasing  the  electro- 
motive force  during  the  hours  when  not  much  electricity  is  being 
used,  they  will  become  charged,  and  the  electric  force  will  be  stored 
up  in  them,  so  that  a  sufficient  supply  will  be  available,  when  the 
electro-motive  force  falls  owing  to  the  draft  from  the  mains,  when 
the  force  is  most  used  and  needed.  The  number  of  cells  in  each 
of  these  batteries  will  depend  upon  the  electro-motive  force  of  the 
mains.  Figure  5  is  a  diagram  representing  a  secondary  battery 
joined  up  between  the  main  and  the  earth  for  the  purpose  above 
described.    £  indicates  earth,  and  I  lamps." 


FIC.5. 


It  is  true  that  in  the  paragraph  about  secondary  batteries  Mr. 
Lane  Fox  does  not  mention  anything  about  their  being  employed 
to   keep  the  electro-motive  force  in  the  mains  constant,  but  in 
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another  place  he  is  explicit  on  the  matter.  He  says :  "  In  order 
to  keep  the  electro-motive  force  in  the  electric  mains  constant,  it 
is  desirable  to  have,  in  the  first  place,  several  generating  machines, 
also  a  number  of  reservoir  batteries  as  before  explained."  He  then 
goes  on  to  disclose  his  electrometer  as  follows :  "  Next,  it  is  nec- 
essary to  have  some  regulator  such  as  that  about  to  be  described. 
In  my  regulator  I  make  use  of  what  is  known  as  the  quadrant 
electrometer."  He  then  describes  the  instrument,  and  finishes 
thus :  "  The  electro- motive  force  can  be  regulated  either 
in  this  manner  or  by  otherwise  *  effecting  the  action  of  [*  82] 
the  electric  generators  through  the  instrumentality  of  the 
currents  set  up  by  the  pegs  above  described,  so  as  to  increase  or 
diminish  the  action  of  the  generators." 

It  was  known  to  electricians  at  the  time  that,  by  reason  of  the 
resistance  of  the  mains,  the  further  the  electric  current  travelled 
up  them  from  the  dynamo,  the  less  was  the  potential  in  that  cur- 
rent ;  or,  in  other  words,  that,  by  reason  of  the  resistance  of  the 
mains,  the  further  the  lamps  upon  circuit  were  situated  from  the 
dynamo,  the  less  illuminating  power  they  received.  This,  upon  a 
long  circuit,  was  matter  of  moment 

Anxious  as  I  am  to  read  the  specification  in  favour  of  the  pat- 
entee, I  cannot  do  so  without  seeing  that  Mr.  Lane  Fox,  when  he 
drafted  it  in  April,  1879,  had  in  his  mind,  as  regards  the  matter 
now  in  hand,  two  separate  and  distinct  ideas.  The  one  was,  that 
by  coupling  up  secondary  batteries  to  his  system  of  distribution 
of  electric  current,  he  might  be  able  to  neutralise  the  pressure  of 
the  mains,  and  thus  render  constant  the  electro-motive  force 
therein  (this  would  be  in  aid  of  the  dynamo).  The  other  was  to 
regulate  such  electro-motive  force  in  the  mains  (and  this,  as  it 
seems  to  me,  was  for  the  benefit  of  the  lamp).  These  ideas  are 
separate  and  distinct. 

In  my  judgment,  the  defendants  are  not  correct  when  they  state 
that  Mr.  Lane  Fox,  by  this  specification,  only  claimed  the  use  of 
secondary  batteries  as  reservoirs,  for,  by  these  batteries  he  also 
claimed  to  keep  the  electro-motive  force  in  the  mains  constant.  I 
am  against  the  defendants  on  this  point. 

The  defendants,  however,  say  that,  if  the  specification  is  to  be 
read  as  I  read  it,  the  patent  is  bad,  because  the  complete  speci- 
fication, as  it  now  stands,  is  not  in  conformity  with  the  provisional. 
This  point  appears  to  me  to  be  a  formidable  one  for  the  plaintiff. 
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It  is  unnecessary  to  go  over  the  earlier  cases  cited  by  connsel 
on  either  side,  for  they  are  dealt  with  in  the  late  case  in  the  Court  of 
Appeal  of  Nuttall  v.  Hargrtaven,  [1892]  1  Ch.  23.  The  law  is  clear. 
It  is  this :  A  patentee  must  describe  the  nature  of  his  invention  in 
his  provisional  specification.  He  need  not  go  into  details,  but  he 
must  describe,  as  I  have  said,  the  nature  of  his  invention. 
[♦  83]  *  In  his  complete  specification,  when  going  into  detail, 
he  must  describe  the  same  invention ;  if  not,  the  patent 
is  bad. 

Now,  what  has  Mr.  Lane  Fox  done  here  ?  In  his  provisional 
specification  he  states  :  "  The  electro-motive  force  of  the  electric 
conducting  mains  should  be  kept  as  nearly  as  possible  constant 
at,  say,  100  volts  or  British  Association  units  of  electro-motive 
force.  A  number  of  Pknt^'s  (lead  and  sulphuric  acid)  cells, 
joined  together  in  series  between  the  main  and  the  earth, 
will  serve  as  a  kind  of  reservoir  for  the  electricity."  In  order 
to  keep  the  electro-motive  force  in  the  electric  mains  constant, 
it  is  desiriible  to  have  in  the  first  place  several  generating 
machines^*  It  must  be  noticed  that  he  does  not  here  state  that 
s^HXHulary  lotteries  are  available  for  this  constancy,  as  in  his 
ivrnj^Ieie  siwifioation  he  dws.  but  proposes  that  the  generators 
should  ke^p  the  eleotrv^aiotive  force  constant  and  not  even  in 
iViyuuo:iv^n  iiith  ih^  sewndwrT  batteries.  He  then  goes  on  to 
$tatv  thAt  it  i:?  u^v^ssiry  to  have  the  electrometer  for  the  purpose 
v>f  i^^ttU:i:ig  the  el^vtrv^-tuocive  force. 

Thi^  frvn:^o«.il  Si|w:5catK^n.  reading  it  most  favourably  for 
tzi^  j^Ivi::::::^".  c.ui  vKtV  be  leaJ  to  claim,  for  the  invention  of 
u^i^*,^    ^wrtvUnr    lM:t<?rt!et5v  th<*    keeping  of    the   electro-motive 

I  h>i>v  tK^  vK^-Vc  :>.Jt:  in  the  complete  specification,  as  origi- 
n.i^N  **^!s\i  :u  Avru.  IST^.  the  worvls  "regulating  the  electric 
sHiMvt\t "  vi5  v^v^^  S.  !.:ie  Ic^.  auvl  at  page  5,  line  44,^  were  solely 
^....v^v^s  ;^.  5X^  ^;,v:r*sS\vccr.  Wh^it  has  been  done  is  this:  Upon 
vl.vvt.ct-.^  :  ^^  e\v':r\\-tct<'r  oti  the  30th  of  July,  1883,  four 
\T.\t*.^  >i^xr  :>c  AH  ^x^Cv''  ^ivcitioation.  it  was  sought  to  apply 
\^v  ^v:r'.>i  ^.^:  N''-\^  ^^"^  eloctric  current,"  which  had  been 
«*vo*\s  -  *v  ,i  vN\t>V  ^*\*y  tv>  the  electrometer,  to  secondary 
N«..v.'Vx  ^\^  •-'^  ^-'  ^'<^^^''^^  for  them,  not  only  the  power  of  keep- 
->,>^  ;  N*^  \vt\v  s\  i'^v.ri5  :^5;  :iu^  m>iins,  but  of  regulating  it  therein. 
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The  question  is,  Does  the  plaintiff  now  claim  for  the  same  inven- 
tion in  his  complete  specification  as  it  stands,  as  he  did  in  his 
provisional  specification  ?     I  say  he  does  not. 

In  the  provisional  specification  he  claimed  as  his  invention  the 
use  of  secondary  batteries,  in  aid  of  the  dynamo,  to  keep 
the  *  electro-motive  force  in  the  mains  constant,  whereas  [*  84] 
he  now,  by  his  amendment  of  his  complete  specification, 
claims  as  his  invention  the  use  of  secondary  batteries,  not  only  to 
keep  the  electro-motive  force  constant  in  the  mains  in  aid  of  the 
dynamo,  but  also  to  regulate  the  electro-motive  force  in  the  mains 
for  the  benefit  of  the  lamps.  The  case  is  this  :  In  the  provisional 
specification  lie  claimed,  by  his  use  of  secondary  batteries,  inven- 
tion X.  In  the  provisional  specification  he  further  claimed,  by  his 
use  of  the  electrometer,  invention  Y.  In  the  complete  specifica- 
tion he  now  claims  by  the  use  of  the  secondary  batteries,  inventions 
X  +  Y.  How  can  it  be  said  that  he  now  claims  in  the  complete 
specification  the  same  invention  as  he  did  in  the  provisional,  unless 
X  and  Y  are  the  same  invention,  which  in  my  judgment,  they  are 
not  ?  And,  what  is  more,  the  evidence  leads  me  to  conclude  that 
secondary  batteries  when  coupled  up  to  the  main  will,  under  cer- 
tain conditions,  bring  about  some  of  the  regulative  force  originally 
claimed  for  the  electrometer,  but  automatically  will  not  bring 
about  the  constancy  originally  claimed  for  them. 

The  eminent  electricians  called  by  the  plaintiff,  in  conjunction 
with  those  called  by  the  defendants,  have  satisfied  me  that  in 
some  circumstances,  especially  when  fully  charged,  secondary 
batteries  coupled  to  the  plaintiff's  system  of  distribution  have 
an  inherent  power  of  regulating  the  electro-motive  force  in  the 
mains,  but  the  amount  and  value  of  such  power  was  matter  of 
keen  dispute.  The  evidence  shows  that  the  batteries,  automati- 
cally worked,  will  not  keep  the  electro-motive  force  in  the  mains 
constant. 

The  plaintiff  declared  that  his  invention  was  a  departure  from 
many  of  the  things  written  before  1878,  and,  as  regards  that  part 
of  his  invention  for  distributing  electric  current,  together  with 
coupling  up  of  secondary  batteries  to  the  mains,  I  think  may 
be  so. 

[His  Lordship  referred  in  detail  to  the  evidence  of  the  witnesses 
with  respect  to  the  extent  of  regulations  effected  by  secondary 
batteries,  and  continued :]  In  my  judgment  the  plaintiff,  as   to 
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the  controlling  effect  of  secondary  batteries,  has  placed  his  case 
too  high,  and  the  real  truth  is  that  if  there  be  a  short  quick 
flicker  at  a  lamp,  a  secondary  battery  coupled  up  to  a 
[*  85]  main  *  will  at  times  help  to  diminish  it ;  but  that  second 
batteries,  as  designed  to  be  used  by  the  plaintiff,  i.e.,  to 
work  automatically  and  without  mechanical  and  manual  devices, 
will  not  bring  about  that  constancy  of  pressure  which  the  plaintiff 
claimed  for  them  in  his  original  specification. 

The  result  of  the  evidence  upon  this  head  I  may,  I  think, 
accurately  sum  up  in  the  words  of  an  article  in  the  "  Engineer " 
newspaper  of  the  26th  of  December,  1890,  which  the  Attorney- 
General  used  largely  in  cross-examination  of  the  defendants' 
witnesses.  Mr.  Crompton,  Mr.  Miller,  and  Mr.  Kennedy  said 
that  the  words  were  fairly  accurate.  They  are  as  follows :  "  One  of 
the  advantages  found  by  having  more  than  one  pair  of  batteries 
attached  to  the  system  at  points  tolerably  wide  apart  is,  that  the 
effect  of  the  regulating  movement  of  switching  in  an  extra  cell 
which  would  show  a  difference  of  two  volts  on  the  lamps,  is  partly 
neutralized  by  the  distant  battery."  Mr.  Lane  Fox,  in  his  declara- 
tion made  in  March,  1883,  stated  that  the  effect  of  the  change  of 
about  one  volt  upon  a  lamp  was  practically  nothing ;  and  if  Pro- 
fessor Forbes  was  correct  in  stating  that  there  was  a  change 
going  on  of  from  fifteen  to  twenty  volts  in  the  lights  in  my 
Court,  it  is  obvious  to  me  that  a  two-volt  change  is  of  little 
importance.  The  Board  of  Trade  sanction  a  change  of  four  volts 
up  and  four  volts  down. 

In  my  opinion,  the  point  taken  up  by  the  defendants  is  fatal 
to  the  plaintiff's  case,  and  the  complete  specification  as  it  now 
stands  does  not  claim  the  same  invention  as  the  provisional.  I 
might  stop  here,  but  as  others  may  not  agree  with  me  I  shall 
give  judgment  also  upon  some  of  the  other  points  raised.  [His 
Lordship  dealt  with  other  points  of  the  case,  and  concluded  as 
follows :  — ] 

I  have  now  held  that  the  patent  is  bad  upon  the  ground  that 
the  complete  specification  does  not  conform  with  the  provisional, 
upon  the  ground  that  the  invention  as  described  cannot  be  made 
to  work,  and  also  upon  the  ground  that,  if  it  could,  no  sufficient 
information  is  given  as  to  how  it  was  to  be  made  to  work ;  and  I 
have  stated  my  reasons  fully  for  so  holding.  It  is  not  necessary 
to  give  any  further  judgment  in  the  case,  but,  had  the  plaintiff 
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been   able  to  surmount  the   above-mentioned   difficulties, 
and  Lad  *  he  established  that  by  his  invention  he  could  [•  86] 
have  brought  about  what  the  Attorney-General  said  he 
could,  my  judgment  would  have  been  that  his  invention  was  the 
subject-matter  of  a  patent,  that  it  had  not  been  anticipated,  and 
that  the  defendants  had  infringed  it. 

I  give  judgment  for  the  defendants  with  costs. 

Mr.  St.  George  Lane  Fox,  the  appellant,  [1892,  3  Ch.  425] 
in  person,  contended  (iTUer  alia)  that  in 
cases  of  alleged  unworkability,  it  was  usual  to  produce  evidence 
of  an  attempt  to  work  according  to  the  specification  which  had 
resulted  in  failure ;  but  that  no  such  evidence  had  been  produced 
with  regard  to  his  system. 

He  also  contended  that  the  fact  that  an  invention  is  used  for  a 
purpose  different  from  that  for  which  it  was  used  by  the  inventor 
does  not  prevent  that  use  from  being  an  infringement.  Edison  and 
Swan  Electric  Light  Company  v.  Holland,  6  Rep.  Pat.  Cas.  459,  482 
(No.  22,  post) ;  Thomson  v.  Batty,  6  Rep.  Pat.  Cas.  84,  99. 

He  referred  also  to  Nuttall  v.  Hargreaves,  8  Rep.  Pat.  Cas.  450, 
[1892]  1  Ch.  23  (p.  450,  post),  and,  with  reference  to  the  prin- 
ciples applicable  to  questions  as  to  the  utility  of  an  invention,  he 
cited  Plimpton  v.  Malcolmson,  3  Ch.  D.  531,  582  (No.  38,  post), 

R  W.  Wallace  (with  whom  were  Sir  H.  Davey,  Q.  C,  and  Fin- 
lay,  Q.  C.)  was  only  called  upon  to  address  the  Court  upon  the 
question  whether  the  invention  as  patented  would  work ;  and  did 
so  accordingly. 

*  Mr.  Lane  Fox  was  heard  in  reply.  [*  426] 

In  other  respects,  the  arguments  were  either  substantially 
the  same  as  those  already  reported  in  the  Court  below,  or  were  of  a 
character  too  technical  for  the  purposes  of  this  report. 

1892.  Aug.  10.  LiNDLEY,  L.  J.:  — 

This  is  an  appeal  by  the  plaintiff  against  a  judgment  of  Lord 
Justice  A.  L.  Smith,  dismissing  an  action  brought  for  the  infringe- 
ment by  the  defendants  of  a  patent  belonging  to  the  plaintiff.  As 
usual  in  such  cases,  the  defendants  denied  the  infringement,  and 
denied  the  validity  of  the  plaintiff's  patent,  on  the  ordinary  grounds 
of  want  of  subject-matter,  want  of  novelty,  want  of  utility,  insuffi- 
ciency of  the  specification,  and,  in  addition  to  these,  the  defendants 
contended  that  the  nature  of  the  invention,  as  described  in  the 
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provisional  specificati  jn,  was  not  the  same  as  that  described  in  the 
complete  specification,  at  any  rate  after  it  had  been  amended  and 
put  into  its  present  form.  Lord  Justice  A.  L.  Smith  decided  in  the 
defendants'  favour  on  the  last  point ;  but  he  also  came  to  the  con- 
clusion that  the  invention,  as  described,  could  not  be  usefully 
worked ;  and  that  the  directions  to  work  it  were  insufficient.  He, 
however,  decided  the  other  points  in  favour  of  the  plaintiff,  and 
held  that,  if  the  patent  had  been  valid,  the  defendants  would  have 
infringed  it. 

A  cross  notice  of  appeal  was  given  by  the  defendants,  and  the 
whole  case  was  argued  at  great  length  before  this  court  by  Mr. 
Lane  Fox  in  person,  on  the  one  side,  and  by  Mr.  Wallace,  as 
counsel  for  the  defendants,  on  the  other.  The  Court  was  supplied 
with  a  printed  copy  of  the  shorthand  writer's  notes  of  the  evidence 
taken  in  the  Court  below,  of  the  arguments  of  counsel  on  the 
trial  of  the  action,  and  of  the  judgment  of  the  learned  Judge. 
All  these  I  have  carefully  read  and  studied  since  the  argument 
in  this  Court  was  closed. 

The  plaintiflTs  patent,  as  described  in  his  original  specification, 
was  for  "  improvements  in  obtaining  light  by  electricity,  and  in 
conveying,  distributing,  measuring,  and  regulating  the  electric 
current  for  the  same,  and  in  the  means  or  appliances  employed 
•therein."  The  provisional  specification  was  filed  on  the 
[*427]'  9th  of  October,  1878,  and  the  complete  specification  was 
filed  on  the  9th  of  April,  1879.  Owing  to  subsequent  dis- 
claimers and  amendments,  which  it  will  be  necessary  to  examine 
more  carefully  by  and  by,  the  only  part  of  the  patent  which  has  to 
be  considered  is  that  relating  to  the  distribution  and  regulation  of 
electric  currents  for  purposes  of  lighting. 

In  order  to  understand  the  nature  of  the  plaintiffs  invention, 
and  the  objections  taken  to  the  validity  of  his  patent,  it  is  neces- 
sary to  ascertain  what  was  the  state  of  knowledge  as  regards  elec- 
tric lighting  in  1878.  This  is  by  no  means  an  easy  matter,  for 
since  that  time  much  has  been  learned,  vast  improvements  have 
been  made,  and  the  progress  has  been  so  fast,  and  yet  so  gradual 
and  continuous,  that  there  is  great  danger  of  supposing  that  what 
is  plain  and  well  known  now  was  plain  and  well  known  then. 

The  evidence  given  in  the  case  shows  that  the  following  matters 
were  well  known  in  1878 :  First  that  electricity  could  be  used 
for  lighting  purposes;  second,  that  the  arc  or  brush   light  was 
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known  and  in  course  of  being  perfected ;  third,  that  incandescent 
lighting  was  foreseen  as  possible  and  probable,  and  that  many  per- 
sons were  trying  to  discover  how  to  effect  it ;  fourth,  that  electric 
generators,  and  what  are  now  called  dynamos,  were  well  known  ; 
fifth,  that  Plant^'s  secondary  batteries,  capable  of  being  charged 
by  an  electric  cuiTent,  and  of  storing  electricity  {i.e.,  of  remaining 
inert,  and  of  giving  electricity  out  when  wanted),  were  well  known 
and  had  been  used  for  arc  lighting ;  sixth,  that  the  voltage  of  the 
electric  current  given  oflf  by  such  batteries  could  be  increased  or 
diminished  by  adding  or  removing  cells ;  seventh,  that  in  order  to 
obtain  and  maintain  an  electric  current  a  complete  conducting 
circuit  was  necessary ;  eighth,  that  for  currents  of  low  tension  the 
earth  itself  might  be  used  for  a  return  conductor;  ninth,  that 
"  earth,"  or  "  an  earth,"  was  a  technical  expression  used  to  denote 
any  suitable  return  conductor;  and,  tenth,  that  any  competent 
electrician  would  know  that,  if  in  any  particular  case  he  could  not 
use  the  earth  itself  as  a  return  conductor,  some  other  return  con- 
ductor would  have  to  be  provided. 

On  the  other  hand,  the  evidence  shows  that  in  1878  it 
was  not  *  known  how  to  construct  an  incandescent  electric  [*  428] 
lamp  for  any  generally  useful  purpose.  It  was  not  known 
to  be  important  for  the  purpose  of  lighting  with  such  lamps  that  the 
current  supplying  them  should  be  kept  at  a  constant  pressure  of 
about  100  volts ;  nor  was  it  known  that  good  results  for  incandes- 
cent electric  lighting  could  be  obtained  by  using  secondary  bat- 
teries, such  as  Plant^'s,  in  conjunction  with  dynamos.  Further,  in 
1878  dynamos  did  not  work  so  smoothly  as  they  do  now,  and 
some  better  method  of  regulating  the  action  of  the  engines  used  to 
drive  them  was  necessary,  or  at  least  desirable.  Lastly,  it  was 
not  known  that,  for  lighting  large  districts  with  incandescent 
lamps  with  electrical  currents  of  high  tension,  the  earth  could  not 
be  used  as  a  return  conductor. 

Such  being  the  state  of  knowledge  in  1878,  the  plaintiff  claims 
by  his  patent  to  have  done  three  things  which  were  new  and  useful ; 
viz.  (1)  he  claims  to  have  invented  a  lamp  which  would  answer 
the  purpose ;  (2)  he  claims  to  have  invented  a  method  of  keeping 
the  electro-motive  power  of  the  current  in  the  mains  constant  at 
about  100  volts;  (3)  he  claims  to  have  invented  a  method  of 
better  regulating  the  engines  which  drive  the  dynamos.  The 
lamp  has  been  since  replaced  by  cheaper  and  better  ones  and  has 
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been  disclaimed.  The  regulator  has  become  annecessary  by  reason 
of  improvements  in  engines  and  dynamos,  and  has  been  disclaimed, 
but  it  was  a  very  important  part  of  the  plaintiffs  original  inven- 
tion. 

There  remains  the  invention  for  keeping  the  electro-motive 
force  of  the  current  in  the  mains  constant. 

This  invention  is  the  one  which  has  to  be  considered  in  this 
action.  An  invention  is  not  the  same  thing  as  a  discovery.  When 
Volta  discovered  the  effect  of  an  electric  current  from  his  battery 
on  a  frog's  leg  he  made  a  great  discovery,  but  no  patentable  in- 
vention. Again,  a  man  who  discovers  that  a  known  machine  can 
produce  effects  which  no  one  before  him  knew  could  be  produced 
by  it,  may  make  a  great  and  useful  discovery  ;  but,  if  he  does  no 
more,  his  discovery  is  not  a  patentable  invention.  Britain  v.  Hirsch, 
5  Rep.  Pat.  Cas.  226,  232 ;  Harwood  v.  Great  Northern  Railway 
Company,  11  H.  L.  C.  654;  Horton  v.  Mahon,  12  C.  B.  (K  S.)  437 ; 
Saxby  v.  Gloucester  Waggon  Company,  7  Q.  B.  D.  305. 
[•429]  *He  has  added  nothing  but  knowledge  to  what  pre- 
viously existed.  A  patentee  must  do  something  more ; 
he  must  make  some  addition,  not  only  to  knowledge,  but  to 
previously  known  inventions,  and  must  so  use  his  knowledge  and 
ingenuity  as  to  produce  either  a  new  and  useful  thing  or  result, 
or  a  new  and  useful  method  of  producing  an  old  thing  or  result. 

On  the  one  hand,  the  discovery  that  a  known  thing —  such,  for 
example,  as  a  Plants  battery  —  can  be  employed  for  a  useful  pur- 
pose for  which  it  has  never  been  used  before  is  not  alone  a  patent- 
able invention ;  but,  on  the  other  hand,  the  discovery  how  to  use 
such  a  thing  for  such  a  purpose  will  be  a  patentable  invention  if 
there  is  novelty  in  the  mode  of  using  it,  as  distinguished  from 
novelty  of  purpose,  or  if  any  new  modification  of  the  thing,  or  any 
new  appliance  is  necessary  for  using  it  for  its  new  purpose,  and  if 
such  mode  of  user,  or  modification,  or  appliance  involves  any 
appreciable  merit.  It  is  often  extremely  difficult  to  draw  the  line 
between  patentable  inventions  and  non-patentable  discoveries,  but 

I  have  endeavoured  to  state  the  distinction  as  I  understand  it,  and 
so  far  as  is  necessary  for  the  purposes  of  the  present  case.  I  have, 
of  course,  been  guided  by  the  previous  decisions  on  the  subject, 
and  especially  by  Harwood  v.  Great  Northern  Railway  Company, 

II  H.  L.  C.  654,  which  is  the  most  instructive  of  them  alL 

I  have  been  induced  to  make  these  observations  in  order  to 
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apply  them  to  the  question,  whether  the  plaintiffs  invention  is 
anything  more  than  a  discovery  that  Plant^*s  cells  can  be  usefully 
employed  for  incandescent  lighting.  If  it  is  not,  his  invention 
will  not  be  the  subject-matter  of  a  patent.  What,  then,  is  the 
nature  of  his  invention  as  described  in  his  original  specifications  ? 
It  certainly  is  not  for  the  mere  use  of  Plants  batteries  in  connec- 
tion with  dynamos.  It  is  for  the  use  of  them  as  described,  which 
is  a  very  different  matter.  [The  Lord  Justice  then  read  the 
material  portions  of  the  provisional  and  complete  specifications, 
and  continued :  ]  I  cannot  read  these  specifications  without 
coming  to  the  conclusion  that  the  plaintiff  thought  he  had  dis- 
covered how  to  overcome  one  of  the  greatest  difficulties  in  incan- 
descent lighting.  He  points  out  that  the  electro-motive 
*  force  of  the  electric  conducting  mains  should  be  kept  con-  [*  430] 
stant  at  about  100  volts  by  means  of  dynamos  and  second- 
ary batteries,  used  as  described  at  various  places,  and  in  conjunc- 
tion with  the  regulator,  which,  he  says,  is  necessary.  That  is  his 
discovery  and  the  nature  of  his  invention,  as  stated  by  himself. 
It  is  not  put  in  this  simple  form ;  it  is  mixed  up  with  the  mode  of 
carrying  the  invention  out.  The  plaintiff  not  merely  discovered 
that  Plant^'s  secondary  batteries  could  be  usefully  employed  for 
incandescent  lighting,  but  he  showed  the  importance  of  keeping 
the  electro-motive  force  in  the  mains  constant  at  the  best  voltage ; 
and  he  claims  to  have  shown  how,  practically,  the  desired  result 
could  be  obtained,  which  no  one  knew  before.  As  regards  the 
nature  of  the  invention  as  originally  described,  and  as  regards  its 
being  the  proper  subject-matter  for  tf  patent,  my  decision  is  in 
favour  of  the  patentee,  provided  always  that  his  invention  proves 
practicable.  This  accords  with  the  view  taken  by  Lord  Justice 
A.  L.  Smith. 

But  this  view  of  the  plaintiffs  invention  is  of  no  use  to  the 
plaintiff;  for  neither  the  defendants  nor  any  one  else  use  this 
invention  as  it  was  originally  described.  The  plaintiff  now  claims 
something  very  different,  viz.,  the  use  of  secondary  batteries  in 
conjunction  with  dynamos  for  the  purpose  of  keeping  the  electro- 
motive force  constant  in  the  mains  at  about  100  volts.  Lord 
Justice  A.  L.  Smith  held  this  to  be  an  invention  very  different 
from  that  originally  described,  and  he  also  held  that  if  this  was 
the  plaintiff's  invention  it  would  not  work  without  modifications 
and  precautions  which  the  plaintiff  never  pointed  out    I  agree 
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with  him  on  both  points,  and  I  will  take  the  last  first.  It  is,  I 
think,  clear  that  no  one  had  ever  shown  or  professed  to  show  how 
to  produce  this  desired  effect  before  1878.  Many  prior  patents 
were  referred  to  by  the  counsel  for  the  defendants  to  show  want 
of  novelty  in  the  plaintiflTs  invention,  but  there  is  no  trace  in  any 
of  them  of  any  method  of  keeping  the  electro-motive  force  in  a 
main  constant  at  any  particular  voltage,  nor  was  that  the  object  of 
any  of  them.  I  dismiss  them  all  with  that  short  observation. 
I  pass  from  the  novelty  to  the  utility  of  the  alleged  invention 

and  to  the  suflSciency  of  the  specification  for  carrying 
[*  431]  it  out.      *  The  utility  of   the  alleged  invention  depends 

not  on  whether  by  following  the  directions  in  the  com- 
plete specification  all  the  results  now  necessary  for  commercial 
success  can  be  obtained,  but  on  whether  by  such  directions  the 
effects  which  the  patentee  professed  to  produce  could  be  pro- 
duced, and  on  the  practical  utility  of  those  effects.  Can  it  be 
said  that  the  invention  as  described  in  the  amended  specifica- 
tion was  in  1878  a  practically  useful  addition  to  the  then  stock 
of  inventions  ?  To  judge  of  utility  the  directions  in  the  amended 
specification  must  be  followed,  and,  if  the  result  is  that  the  object 
sought  to  be  attained  by  the  patentee  can  be  attained  and  is 
practically  useful  at  the  time  when  the  patent  is  granted,  the  test 
of  utility  is  satisfied.  UtiUty  is  often  a  question  of  degree,  and 
always  has  reference  to  some  object.  Useful  for  what?  is  a 
question  which  must  be  always  asked,  and  the  answer  must  be. 
Useful  for  the  purposes  indicated  by  the  patentee.  See  per 
Lord  Chief  Justice  Tindal  in  Cornish  v.  Keene,  1  Web.  P.  C.  507 ; 
Edison  and  Swan  Electric  Light  Company  v.  Holland,  6  Rep.  Pat 
Cas.  243 ;  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein,  12  App. 
Cas.  712,  719,  720. 

An  invention  may  be  useful  as  indicating  the  direction  in  which 
further  progress  is  to  be  expected,  and  yet  that  same  invention 
may  be  useless  for  any  other  purpose ;  useless,  that  is,  as  an  inven- 
tion without  further  developments  and  improvements  which  have 
not  occurred  to  the  patentee.  That  is,  in  my  opinion,  the  real 
truth  with  respect  to  the  plaintiffs  invention  as  now  claimed  by 
him.  He  made  a  distinct  and  important  step  in  advance.  The 
plaintiff  was  the  pioneer ;  he  showed  others  the  road  to  be  followed, 
but  he  did  not  give  the  traveller  the  information  necessary  to 
enable  him  to  travel  on  it.    There  were  diflSculties  to  be  overcome 
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which  the  patentee  did  not  foresee,  and  against  which  he  naturally 
made  no  provision.  There  is  an  enormous  mass  of  conflicting  evi- 
dence upon  the  possibility  of  obtaining  practically  useful  results 
by  following  the  directions  contained  in  his  specification.  Much 
of  the  evidence  adduced  against  the  patentee  merely  goes  to  show 
that  by  following  the  directions  in  the  specification  you . 
cannot  produce  such  good  *  results  as  are  produced  by  [*432] 
the  defendants.  This,  obviously,  is  wholly  immaterial 
But  there  is,  besides,  a  great  deal  of  evidence  to  show  that  an  elec- 
trician of  ordinary  skill  could  not  have  produced  any  useful  result 
in  1878,  if  he  simply  followed  the  directions  contained  in  the 
specification,  as  amended,  with  such  variations  only  as  an  elec- 
trician of  ordinary  skill  would  have  known  how  to  make  in  1878. 
So  much  more  can  be  done  now  by  a  Plants  battery  than  was  sus- 
pected in  1878,  that  I  have  found  the  greatest  difficulty  in  coming 
to  a  conclusion  on  this  all-important  question,  and  I  much  regret 
that  we  had  not  the  assistance  of  an  expert  in  electrical  science. 
I  have  studied  the  whole  evidence  with  all  the  care  I  can  bestow 
upon  it,  and  haveicome  to  the  conclusion  that  the  plaintiff  had  not, 
in  1878,  invented  what  he  now  says  he  had;  viz.,  a  practical 
method  of  keeping  the  electro-motive  force  in  the  mains  constant 
at  about  100  volts,  by  means  of  secondary  batteries  and  dynamos 
used  simultaneously  as  described. 

The  evidence  adduced  by  the  plaintiff  shows  that  something  like 
his  invention  can  be  worked  on  a  small  scale,  and  to  a  limited 
extent,  when  it  is  not  necessary  to  charge  the  mains  so  as  to  pro- 
duce a  high  pressure  when  the  lamps  are  connected  with  the  main. 
Professor  Barrett's  evidence  as  to  what  he  did  in  his  own  labora- 
tory for  six  years  shows  this ;  and  it  must  be  borne  in  mind  that 
for  a  time  he  used  water-pipes  and  the  earth  as  a  return  conductor, 
and  showed  them  to  be  sufficient.  But  his  voltage  was  low ;  his 
dynamo  produced  a  current  at  a  tension  sufficient  for  his  lamps, 
without  the  aid  of  secondary  batteries,  and  he  used  his  batteries  as 
reservoirs  rather  than  as  regulators.  Moreover,  Professor  Barrett 
did  not  produce  these  results  earlier  than  six  or  seven  years  ago, 
when  much  more  was  known  about  what  could  be  done  with 
Plants  batteries  than  was  known  in  1878.  The  other  cases  in 
which  the  plaintiff  endeavoured  to  prove  that  his  invention  had 
practically  succeeded  will  be  found  to  have  involved  considerable 
important  departures  from  his  invention  as  described.    The  instal- 
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.iizn'Ti  f -r  luitij  'T-mjeis*  "aall  is  die  best  ca^e  the  plaintiff  has ;  but 
ZTLitT^  ^iic  "3aniir:es  were  rakeii  chor^^ed,  which  is  a  very  important 

"T-ie  i-:-a«iaiiL3  have,  in  mr  opinion,  succeeded  in  prov- 

^-!^!-''  "mz  *  ^in  liie  liim^s  will  be  destroyed,  if,  whilst  they  are 

I-  iiiL^^_re*i  wirii  riie  main,  the  batteries  are  charged  at  a 

iuniJi-r^ni:  -  Lrai^  :o  w  rk  tor  any  useful  purpose.     This  objection 

::    ^^   Tiiri^nc  i» vs  :»3  the  nxc  of   tbe  plaintiffs  allied   inven- 

•z  3.     Vi^    .i''H«:rii:a  is   said  by  the  plaintiff  to  be  based   upon 

ru-  ir-*  n-*  n^  k-^imrd'^a  ziiJLi  the  batteries  must  be  charged  and 

*^     .fL   wO    13.  rf-irrfine  extent.     "Charging"  and  "discharging" 

iTf.  1'    :  •:  c.  r-Iurive  ::erT2.>,  to  be  understood  within  reasonable 

in.  >.  i^'i  i  w«:rk:nan,  iz:ell:^nt  enough  to  seize  the  idea  of  the 

'ir.ir  *?.  wMi.'i  T^rrhiT!?  kn."  w.  in  a  izeneral  way,  that  the  electro- 

31.  c     i  :?  r-  c*  aM  *:e  r*?triLi:-e^i  and  kept  approximately  constant 

%•.  *  .::  ,^v'-^;v^   :I:ar^:n^  or  d:5*: barging,  and  the  brightness  or 

:  \  r»  <5>    c  :  le  lazirs  w  cl»i  be  his  guide.     But,  conceding  this,  I 

:   •  V  c  vr^v'v.j^  :Im:  *  ic'i  charging  is  necessary  to  keep  the  electro- 

-»    V    \f     r-^  .-»  ri<:i-:  j:  jinything  like  100  volts;  and,  if  such  high 

,    i-^    ,:  :s  lev'-^i^iry.  in  r;s  not  disputed  that  the  lamps  will  be 

It^-    ••:  ::  z'-e  la::.ries  are   charged  when  the  lamps  are  on, 

t!v^  vr-^'i-t:' rr<  ic^'^ist  this  cause  of  failure  are  taken.     None, 

.V  .%«      ~  >i-\*    t  -racv*:  :a  :^e  specification.     I  think  it  proved  that 

I  s.  \»  '  ^  I- M,  '  tt  *!i  pressure  in  the  main  will  cause  a  current  to 

;.>       \\    r  .•*  trc  oi::  cr\  :he  secondary  battery  for  a  very  short 

i.»\     !>\;  :>  s  '.:>  3CC  errouga  tor  practical  purposes.     High  charg- 

\    ,  .  '»v\\'5^ir\. ::  :Sv  iri  my  opinion,  proved  that  the  plaintiff's 

» .«        it  ^  ^t  t  c  w\rk  wi:hoat  switches;  and  these  are  not  men- 

X  .X  i   :t    V  <tvc.i::«::.^tL 

^    X  .t  .^  ^  XV. ^♦^  :>crv  ^  rLL  x'h  c\nitiicting  evidence,  attributable, 

>•    -,t    Vs   V  »:  i^'.  e^^:  :sv  tv^  :Ie  ambiguity  of  the  term  "switch- 

.,^  «     t,  >*  t^  <•'•>«* ^t.  \  :\  re  Fauie  invented  his  secondary  batteries, 

4      *c  ^ -^    .^v  ,t  vr*:'virv  batteries  could  be  increased  or  dimin- 

v>vvi    ^^      -v^vtv.  '^   cr  vl::r.:"ishing  the  number   of  cells.     The 

^^^.,        -         .,<,.,   ^s:-^  f  is  is  called  *' switching "  and  Plants 

h^^mm^A   h^y^v-*^  -i-  '^^^ *•  *-^*  vohs^ge  of  his  secondary  batteries 

i^^Hi^  W  ^^^*^-^v^    r  .^ir:i>:t\l  by  similar  means.     Regulation, 

▲^i%»ii^.  ,.tvcs  v>,v  withxnit  switches.     It  is  admitted  by 

i ,   .-*^t  >»%,:-.>^'s  that  the  batteries  have  a  steadying 

sici*;  X  '-Cv  :Iu*  they  act  as  regulators  to  some  small 
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extent;  and  Professor  Barrett  has  produced  satisfactory 
results  in  his  laboratory  with  *low  voltage  without  [*434]' 
switches.  In  Lady  Conyers*  case  there  were  no  switches, 
but  there  was  no  dynamo  at  work.  On  the  other  hand,  the  evi- 
dence convinces  me,  that,  for  practical  lighting  with  an  electro- 
motive force  of  about  100  volts,  and  with  dynamos  and  batteries 
and  lamps  all  in  use,  switching  is  essential,  and  that  no  ordinarily 
competent  electrician  would  have  known,  in  1878,  how  to  keep  the 
electro-motive  force  in  mains  constant  at  about  100  volts,  without 
further  instructions  than  the  plaintiff  gave  him.  The  plaintiflfs 
claim  to  have  invented,  in  1878,  a  practically  useful  method  of 
keeping  the  electro-motive  force  in  the  mains  constant  at  about 
100  volts  whilst  the  dynamos  are  running  and  the  batteries  are 
being  charged  and  the  lamps  are  on,  cannot,  in  my  opinion,  be  sus- 
tained. This  is  the  broad  ground  on  which  the  patent,  as  amended, 
must  be  held  invalid,  and  this  was  the  ground  on  which  Lord  Jus- 
tice A.  L.  Smith  condemned  it  on  its  merits. 

Having  arrived  at  this  conclusion,  it  is  unnecessary  to  consider 
the  objections  taken  to  the  specification  on  the  ground  that  the 
directions  about  the  earth  were  misleading ;  and  that  the  direction 
that  the  cells  of  the  batteries  should  have  very  large  conducting 
plates  was  too  indefinite. 

I  have  hitherto  made  no  allusion  to  the  plaintiflTs  regulator,  but 
this  was,  in  my  opinion,  an  essential  part  of  his  original  invention. 
He  says  in  his  original  specifications  that  it  is  necessary.  Neces- 
sary for  what  ?  The  context  shows  that  it  was  necessary  to  keep 
the  electro-motive  force  in  the  mains  constant.  This  was  a  mis- 
take, and  the  regulator,  and  all  that  was  said  about  it,  has  been 
disclaimed  and  struck  out  by  amendment.  But  the  effect  of  this 
is  entirely  to  change  the  nature  of  the  invention  as  described  in 
1878,  and  to  enlarge  it,  which  is  not  permissible.  (See  In  re 
Gaulard  and  Gibbs'  Patent,  6  Rep.  Pat.  Cas.  215.)  In  the  original 
specification  the  plaintiff  drew  a  marked  distinction  between  stor- 
ing and  regulating ;  the  secondary  batteries  were  for  storing,  the 
regulator  was  for  regulating.  It  is  true  that  storing  involves  of 
necessity  a  certain  amount  of  regulation  ;  but  over  and  above  such 
regulation  as  is  necessarily  incidental  to  storing,  further  regulation 
was  said  by  the  inventor  in  1878  to  be  necessary  for 
*his  invention.  Between  1878  and  1883  he  discovered  [*435] 
that  the  regulator  was  not  wanted,  and  that  everything 


^ 


260  PATENT. 

Vo.  16.  — UiM  FoK  ▼.  Xeiiiingto&  and  Xalfl^tobridge  XL  U.  Co ,  1898,  8  Ch.  486, 486. 

could  be  done  by  secondary  batteries,  as  used  in  1883,  by  which 
time  dynamos  and  switching  had  been  greatly  improved.  He 
accordingly  disclaimed  the  regulator.  I  am  satisfied  that  the 
plaintiff  had  no  idea  that  he  could  do  without  the  regulator  when 
he  obtained  his  patent  He  learnt  it  afterwards ;  and  by  disclaim- 
ing the  regulator  and  amending  his  specification  in  1883>  as  he  did, 
the  plaintiff  essentially  changed  the  nature  of  his  invention  for 
keeping  the  electro-motive  force  in  the  mains  constant  The  claim 
to  the  use  of  the  batteries  as  reservoirs  had  a  definite  meaning  in 
the  original  specification,  but  it  has  a  different  and  much  wider 
meaning  in  the  specification  as  amended  in  1883.  The  plaintiff  is 
now  really  claiming  a  patent  for  the  mere  use  of  Plant4's  batteries 
in  conjunction  with  dynamos.  Such  a  patent  would  not  have  been 
valid  unless  the  patentee  had  done  something  more.  He  must 
have  shown  how  the  two  were  to  be  successfully  worked  together. 
But,  assuming  that  a  patent  for  such  an  invention  might  have  been 
obtained,  the  plaintiff's  patent  was  not  granted  for  any  such  inven- 
tion. The  effect,  therefore,  of  the  disclaimer  and  amendment  made 
ill  1HH3  Via»  beon  to  destroy  the  validity  of  the  plaintiff's  patent,  if 
it  tver  could  have  been  made  to  work.  Updh  this  point  again  I 
BUtm  with  Lord  Justice  A.  L.  Sboth. 

It  IH  nnprllfigs  to  consider  the  question  of  infringement  I  will 
ntily  a*  ill  that,  if  the  plaintiffs  patent  could  be  upheld  as  a  patent 
fitr  lJi(i  ime  of  secondary  batteries  in  combination  with  dynamos, 
ihtm  tliM  iloftindants  would  obviously  have  infringed  his  patent. 
Itut  iwUii^M  hia  patent  can  be  upheld  to  this  extent,  no  infringe- 
uumi  fiiiH  Uken  place. 

C^nnvitini'd,  as  I  am,  that  the  plaintiff  made  a  great  step  in  ad- 

vnji' 1^  whmt  hu  suggested  the  application  of  Plant^'s  batteries,  for 

iUn  \mr\Htfim  nf  incandescent  electric  lighting,  I  feel  bound  to  hold 

III 4  fiMtiitit'  invnlid,  on  the  ground  that  it  was  granted  for  an  inven- 

I  jMii  vi^ry  ililTonrnt  from  that  which  he  now  claims  to  have  pro- 

MmiUhIi  ntttl  on  the  ground  that  it  was  not  in  1878  useful  for  the 

miiiii  purpose  for  which  it  was  intended;  viz.,  the  practical 

(•  i\U\\   ll^htiuK  of  large  districts,  and  upon  the  ground  that  *his 

M]»ttinlii<iition  was  insufficient  to  enable  an  electrician  of 

nMMhfiiy  o<nn]H»UM\co  and  skill  in  1878  to  carry  it  out  without 

fiiMlitH   iii|Munnont8  and  invention,  as  distinguished  from  mere 

jiVtM  Hen  mid  in*  roased  dexterity  and  skill    The  appeal,  therefore, 

— "^     »lUiiiiiftod  with  costs  in  the  usual  way. 


B.  C.  VOL.  XX.]      SECT.  V.  —  COMPLETE  SPECIFICATION.  261 

Vo.  le.  — lAae  FoxT.  Xeadngton  and  Kaightobridge  B.  Lt  Ck>.,  18M,  SOi.  486,487. 

Lopes,  L.  J. :  — 

I  agree,  and  have  nothing  to  add. 

Kay,  L.  J.:  — 

This  action  is  brought  to  restrain  infringement  of  the  plaintiffs 
patent,  and  for  an  account  of  profits  or  damages. 

The  patent  is  dated  1878,  and  has  been  amended  by  two  dis- 
claimers in  1882  and  1883. 

The  case  is  one  of  some  difficulty,  and  the  difficulty  arises  in 
great  measure  from  the  fact  that  the  patent  relates  to  electric 
lighting  by  incandescence,  and  in  1878  no  practical  mode  of  do- 
ing this  had  been  perfected.  Mr.  Lane  Fox  contemplated  lamps 
in  which  the  incandescent  material  was  platinum  or  iridium, 
which  was  to  be  maintained  at  a  luminous  heat  not  in  vacuo. 
The  incandescent  lamp  now  in  use,  in  which  the  material  is  car- 
bon enclosed  in  a  glass  bulb  exhausted  of  air,  was  not  brought  into 
practical  use  until  some  years  after  Mr.  Edison's  patent  in  1881. 

The  real  object  of  this  action  is  to  claim  the  exclusive  right  to 
the  use  of  what  are  called  accumulators  in  the  modern  system  of 
electric  lighting.  I  understand  that  accumulators  are,  in  fact, 
what  were  originally  called  secondary  batteries.  They  were  in- 
vented or  improved  by  Plants,  and,  at  the  time  of  this  patent, 
were  known  as  Plants  batteries.  They  are  not  batteries  for  the 
original  generation  of  electricity,  but,  if  I  rightly  understand  the 
evidence,  they  are  constructed  of  plates  of  lead  partly  immersed 
in  dilute  sulphuric  acid,  the  alternate  ones  connected  with  the 
positive  and  negative  poles  of  the  battery,  and  in  the  circuit  with 
a  dynamo  or  other  generator  of  an  electric  current.  When  elec- 
tricity is,  by  the  action  of  such  generator  passed  through  the  bat- 
tery, an  alteration  takes  place  in  the  lead  plates  by  the 
*  deposit  upon  their  surfaces  of  peroxide  of  lead.  When  [*  437] 
the  generator  ceases  to  act,  if  the  circuit  is  continued, 
there  is  a  re-solution  of  that  peroxide,  and  the  battery  during  that 
chemical  process  gives  out  a  considerable  quantity  of  electricity. 
Directly  the  generator  ceases  to  act,  however,  the  electro-motive 
force  —  called  otherwise  the  voltage,  or  potential — lowers,  at  first 
rapidly,  and  then  much  more  slowly,  and  the  current  is  maintained 
at  this  lower  voltage  for  a  considerable  period,  varying,  of  course, 
with  the  size  of  the  plates  in  the  battery  and  the  quantity  in 
comparison  of  the  charge. 
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All  this  was  known  before  the  plaintiffs  patent ;  and  Plantd's 
batteries  are  accurately  mentioned  in  his  provisional  specification 
as  "  reservoirs  "  of  electricity.  The  provisional  specification  does 
not  indicate  distinctly  that  they  were  intended  in  his  combination 
to  answer  any  other  purpose. 

The  combination  which  he  claims  that  the  defendants  are  in- 
fringing consisted  of  several  elements:  (1)  A  number  of  incan- 
descent lamps  arranged,  not  in  series,  but  what  is  very  inartificially 
called  "in  parallel,"  i,e.,  through  each  of  which  passes,  not  the 
whole  current  carried  by  the  main  wire,  but  a  portion  only  drawn 
from  the  main  wire  by  a  small  wire  serving  the  lamp  from  which 
it  is  returned  also  by  a  separate  return  wire.  (2)  The  introduc- 
tion into  this  system  of  several  Plant^'s  batteries  joined  in  like 
manner  to  the  main  wire  at  different  points,  and  each  having  a 
separate  junction  with  the  return. 

The  complete  specification  contains  this  sentence :  "  In  order  to 
keep  the  electro-motive  force  in  the  electric  mains  constant  it  is 
desirable  to  have,  in  the  first  place,  several  generating  machines, 
also  a  number  of  reservoir  batteries,  as  before  explained."  In  the 
provisional  specification  the  last  clause  of  that  sentence  —  "also 
a  number  of  reservoir  batteries,  as  before  explained"  —  did  not 
occur.  Instead,  the  sentence  ran  thus:  "next  it  is  necessary  to 
have  some  regulator  such  as  that  about  to  be  described."  The 
regulator  was  an  electrometer,  the  needle  of  which  oscillated 
between  two  metal  points.  When  the  voltage  was  too  high  it 
touched  one,  and  completed  a  circuit  which  actuated  a  lever  so 
as  to  shut  off  steam,  and  thus  diminish  the  speed  of  the 
[*  438]  dynamo.  *  When  the  voltage  got  too  low  the  needle,  de- 
flecting in  the  opposite  direction,  touched  another  metal 
point,  which  produced  the  contrary  effect  and  quickened  the 
motion  of  the  dynamo.  This  regulator  is  struck  out  by  dis- 
claimer, and  now  in  the  altered  specification  the  only  regulation 
is  keeping  the  electro-motive  force  in  the  mains  constant,  which 
is  to  be  done  by  (1)  several  generating  machines,  and  (2)  a  num- 
ber of  reservoir  batteries.  I  find  it  impossible  to  make  the  pro- 
visional and  complete  specifications  consistent  in  this  respect 
The  provisional  describes  the  mode  of  keeping  the  electro-motive 
force  constant:  (1)  several  generating  machines,  and  (2)  the 
electrometer  regulator.  It  does  not  mention  the  secondary  bat- 
teries as  useful  for  that  purpose,  but  as  reservoirs  only.     Mr.  Lane 
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Fox  argued  before  us  that  their  purpose  was  to  act  as  a  sort  of  buffer, 
to  use  the  expression  he  frequently  employed ;  and,  accepting  an 
illustration  suggested  by  the  Bench,  he  said  their  oflice  was  some- 
thing like  that  of  the  air  vessel  in  a  force  pump  which  corrects 
the  pulsation  of  the  pump,  and  causes  the  water  to  be  delivered 
in  a  continuous  stream.  I  am  satisfied  by  the  evidence  that  this 
would  not  be  the  effect  of  the  secondary  batteries,  if  employed  as 
described  by  lus  patent.  He  directs  them  to  be  charged  from  the 
dynamo  while  some  lamps  are  in  the  circuit  Taking  the  voltage 
requisite  for  the  lamps  at  100, 1  think  it  is  proved  that  the  bat- 
teries, at  least,  with  any  reasonable  size  of  lead  plate,  could  not  be 
charged  so  as  to  be  useful  for  this  purpose  with  a  current  of  less 
than  115  to  125  volts,  which  would  destroy  the  lamps  in  a  short 
time.  Even  if  properly  charged  they  could  not  practically  be 
used  to  keep  up  the  current  when  the  dynamo  was  not  running, 
without  an  arrangement  by  which  the  number  of  battery  cells  in 
communication  with  the  main  wire  could  be  altered  from  time  to 
time  by  a  system  of  switehes.  If  the  use  of  the  batteries  was  to 
keep  the  electro-motive  force  constant  in  the  main  wires  there  are 
two  objections  to  this  patent,  each  of  which  seems  to  me  formid- 
able. First,  this  is  not  contemplated  by  the  provisional  specifica- 
tion, which  describes  a  difi'erent  mode  of  effecting  that  purpose, 
and  therefore  differs  essentially  from  the  complete  specification; 
and,  secondly,  the  mode  of  using  the  batteries  described 
in  the  complete  specification  of  this  patent  would  not  *  pro-  [*  439] 
duce  the  effect  of  keeping  the  electro-motive  force  con- 
stant in  the  main  wire. 

The  use  of  these  batteries  as  reservoirs  of  electricity  was  merely 
using  them  for  the  purpose  for  which  they  were  invented  by 
Plants,  and  a  patent  for  putting  such  reservoirs  in  connection  with 
the  main  wires  in  a  system  of  electric  lighting  involves  no  inven- 
tion whatever,  any  more  than  using  water  reservoirs  in  connection 
with  pipes  supplying  a  city  with  water. 

By  disclaimer  the  plaintiff  has  struck  out  from  his  specifi- 
cation the  regulation  by  the  electrometer.  As  I  read  the 
provisional  specification,  this,  and  the  employment  of  several 
generating  machines,  was  the  only  mode  of  regulation  which 
the  patentee  originally  contemplated.  But  T  think  by  regu- 
lation he  did  mean  keeping  the  electro-motive  force  as  nearly 
as  possible   constant   in   the   main   wires.     The   disclaimer   has 
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struck  out  one  device  for  eflfecting  this,  which  is  said,  both  in 
the  provisional  and  complete  specification,  to  be  **  necessary,"  and 
it  may  be  a  question  whether  this  is  not  an  alteration  of  the 
invention  which  makes  the  combination  now  claimed,  essentially 
different. 

But  the  most  serious  objection,  ill  the  view  of  this  patent  which 
I  take,  is  that  it  is  a  crude  description  of  an  invention  which,  as 
described,  had  no  practical  utility.  None  of  the  elements  of  the 
combination  was  new  in  itself.  I  am  satisfied,  as  I  have  said, 
that  the  combination,  as  described  by  the  patentee,  could  not  be 
efiiciently  worked  without  at  least  two  essential  alterations.  One, 
that  the  secondary  batteries  must  be  charged  when  the  lamps 
were  not  in  the  circuit  with  a  current  of  electricity  of  a  voltage 
which  the  lamps  would  not  bear,  and,  secondly,  that  these  bat- 
teries would  be  practically  useless  unless  they  were  worked  with 
switches  as  I  have  before  mentioned.  Without  such  an  arrange- 
ment they  could  not  be  made  to  keep  the  electro-motive  force 
constant  in  the  main  wires.  The  automatic  action  which  Lane 
Fox  supposes  would  accomplish  this  is,  I  am  persuaded,  a  mere 
delusion.  These  two  essential  alterations  were  necessary  to  make 
accumulators  of  use.     Neither  of  them  is  contemplated  by  Lane 

Fox.  Assuming  that  he  was  the  first  to  suggest  the  plac- 
[*440]   ing  of  *  reservoir  batteries  in  communication  with  the 

main  wires  in  a  system  of  electric  lighting  by  branches 
from  the  main,  his  mode  of  doing  this  was  practically  useless ;  and, 
for  this  reason,  I  agree  with  the  result  at  which  the  learned  Judge 
has  arrived.  I  think  the  patent  is  invalid  and  that  this  appeal 
should  be  dismissed. 

ENGLISH  NOTES. 

It  Deed  hardly  be  said  that  the  specification  must  be  an  honest  dis- 
closure of  the  invention.  Where  a  patentee  clandestinely  used  a  cer- 
tain ingredient  to  produce  a  more  beneficial  result  than  could  be 
attained  by  following  the  directions  of  the  specification,  that  was  held 
sufficient  to  vitiate  the  patent.  Wood  v.  Zimmer  (1815),  Holt  N.  P. 
58  (No.  32,  post). 

To  support  a  patent,  the  specification  should  be  so  clear  as  to  enable 
all  the  world  to  use  the  invention  on  the  expiry  of  the  patent.  Per 
Lord  Eldon,  L.  C,  Newbery  v.  James  (1817),  2  Merivale,  446,  461, 
16  K  R.  195,  199. 
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The  patentee  of  an  improved  instrument  must  iu  his  specification 
point  out  clearly  what  is  new  and  what  is  old.  Macfarlane  v.  Price 
(1816),  1  Starkie,  199, 18  R.  R.  760;  Bovill  v.  Moore  (1816),  2  Marshall, 
211,  17  R.  R.  614;  Campion  v.  Benyon  (1821),  3  Brod.  &  Bing.  6, 
23  R.  R.  649;  Holmes  v.  London  &  North  Western  Railway  Co, 
(1862),  22  L.  J.  C.  P.  67;  Macr.  P.  C.  29;  Tetley  v.  Easton  (1863), 
23  L.  J.  Q.  B.  77. 

The  specification  of  a  patent  for  making  a  medicine  (seidlitz  powder) 
having  the  properties  of  a  certain  natural  medicinal  spring  (at  Seidlitz), 
gave  elaborate  recipes  for  making  three  substances,  and  then  described 
the  proportion  for  mixing  them,  it  was  proved  in  evidence  that  the 
three  substances  for  which  no  name  was  given  in  the  specification  were 
well-known  products,  —  "Rochelle  salts,"  '^carbonate  of  soda,"  and 
''tartaric  acid,"  which  might  be  procured  under  those  names  from 
any  chemist.  Abbott,  Ch.  J.,  in  nonsuiting  the  plaintiff,  said:  ''It 
is  the  duty  of  any  one,  to  whom  a  patent  is  granted,  to  point  out  in  his 
specification  the  plainest  and  most  easy  way  of  producing  that  for 
which  he  claims  a  monopoly;  and  to  make  the  public  acquainted  with 
the  mode  which  he  himself  adopts.  If  a  person,  on  reading  the  speci- 
fication, would  be  led  to  suppose  a  laborious  process  necessary  to  the 
production  of  any  one  of  the  ingredients,  when,  in  fact,  he  might  go  to 
a  chemist's  shop  and  buy  the  same  thing  as  a  separate  simple  part  of  the 
compound,  the  public  are  misled.  If  the  results  of  the  recipes,  or  of 
any  one  of  them,  may  be  bought  in  shops,  this  specification  tending  to 
make  people  believe  an  elaborate  process  essential  to  the  invention, 
cannot  be  supported."  Savory  v.  Price  (1823),  Ryan  &  Moody,  1, 
27  R.  R.  723. 

Where  the  patentee,  in  his  specification,  claimed  to  be  the  inventor 
of  a  machine  for  making  paper  in  sheets  without  seam  "  from  one  to 
twelve  feet  and  upwards  "  wide,  it  was  held  that  this  implied  that 
paper  of  various  widths  could  be  made  by  the  same  machine ;  and,  as 
the  patentee  was  not  possessed  of  any  machine  capable  of  doing  this,  the 
patent  was  held  void.  Bloxam  v.  Elsee  (1827),  6  B.  &  C.  169,  30 
R.  R.  276. 

Where  an  ingredient  in  a  process  for  glazing  cards  to  be  used  for 
copper-plate  printing  was  described  in  the  specification  as  the  "  finest 
and  purest  chemical  white  lead,"  and  it  appeared  that  this  was  not  a 
known  description  of  any  substance  in  the  trade,  and  that  the  substance 
which  would  generally  be  supplied  by  a  chemist  on  an  order  for  that 
description  would  not  answer  the  purpose  of  the  invention,  it  was  held 
that  the  description  was  insufficient;  although  there  were  one  or  two 
colourmen  in  Loudon  who  imported  from  abroad  a  substance  which 
would  answer  the  purpose,  and  which  was  alleged  to  consist  of  an 
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exceptionally  pore  white  lead.  Sturz  t.  De  La  Bite  (1828) ,  5  Buss. 
322,  29  R.  R.  24. 

Where  the  patentee,  in  his  specification,  described  his  invention  as 
consisting  in  the  using  certain  cloths,  which  '^may  be  made  of  any 
suitable  material ;  but  I  prefer  it  to  be  made  of  linen  warp  and  woollen 
weft/'  —  the  fact  being  that  the  patentee  had  tried  other  materials,  all 
of  which  failed^  — the  patent  was  held  bad  as  tending  to  encourage 
useless  experiments.  Crompton  v.  Ibbotson  (1828),  6  L.  J.  (0.  S.) 
K.  B.  214,  30  R.  R.  524. 

A  patent  was  granted  for  a  machine  to  sharpen  knives  and  scissors; 
and  in  the  specification  this  was  directed  to  be  done  by  passing  their 
edges  backward  and  forward  in  an  angle  formed  by  the  intersection  of 
two  circular  files;  it  was  also  stated  that  other  materials  might  be  used, 
according  to  the  delicacy  of  the  edge.  The  evidence  showed  that  if  the 
rollers  were  both  files,  it  would  not  do  for  scissors;  that  for  scissors 
one  of  the  rollers  must  be  smooth,  although  if  Turkey  stones  were  used 
instead  of  steel,  an  instrument  so  constructed  might  do  for  scissors. 
The  patent  was  held  bad;  since  the  description  did  not  hold  good  for 
scissors,  and  there  was  no  direction  to  use  Turkey  stones  for  scissors. 
Felton  V.  Greaves  (1829),  3  Car.  &  P.  611,  33  R.  R.  706. 

It  will  be  observed  that  in  Lewis  v.  Marling  (1829),  No.  9,  p.  160, 
ante^  where  the  patentee  of  an  improved  machine  claimed  as  his  inven- 
tion (inter  alia)  a  part  of  the  machine  which  turned  out  to  be  useless, 
but  did  not  describe  it  as  essential  to  the  machine,  this  was  held  not 
to  vitiate  the  patent. 

But  where  the  patentee  claimed  as  an  improvement  that  which  was 
not  an  improvement,  the  patent  was  held  void,  owing  to  the  false  sugges- 
tion which  must  be  taken  to  have  entered  into  the  consideration.  Mor- 
gan V.  Seaward  (1837),  2  M.  &  W.  644,  6  L.  J.  (N.  S.)  Ex.  153. 

Bickford  v.  Skewes  (1841),  1  Q.  B.  938,  1  Gale  &  Dav.  736,  was  a 
case  in  which  an  objection  on  the  ground  of  insufficiency  of  specifica- 
tion was  repelled.  The  patent  was  for  an  instrument  called  "  The 
miners'  safety  fuse."  The  specification  described  the  instrument  as 
manufactured  of  flax,  hemp,  or  cotton,  or  other  suitable  materials,  made 
into  a  cord,  in  manner  shown  in  drawings  annexed,  **  by  means  whereof 
I  embrace  in  the  centre  of  my  fuse,  in  a  continuous  line  throughout 
the  whole  length,  a  small  portion  or  compressed  cylinder  or  rod  of 
gunpowder  or  other  proper  comhustible  matter,  prepared  in  the  usual 
pyrotechnical  manner  of  firework  for  the  discharging  of  ordnance."  It 
was  pleaded  (inter  alia)  that  the  specification  did  not  particularly  de- 
scribe and  ascertain  the  invention  and  in  what  manner  the  same  was 
to  be  performed,  &c.  The  suggestions  of  the  defendants  at  the  trial 
were  (inter  alia)  that  the  words  **or  other  proper  combustible  matter" 
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were  misleading;  and  in  particular  that  a  port-fire  such  as  is  commonly 
used  in  the  discharge  of  ordnance  was  within  the  description  and 
would  not  do.  The  evidence  was  that,  in  fact,  gunpowder  was  the 
only  material  used;  hut  that  there  were  other  materials  known  to  per- 
sons of  pyrotechnical  skill  which  would  answer  the  purpose.  It  also 
appeared,  on  the  evidence  of  an  artillery-man,  that  the  port-fire  as  com- 
monly used  in  the  discharge  of  ordnance  was  quite  a  different  thing 
from  the  safety-fuse ;  that  its  operation  was  totally  different,  in  that 
it  communicated  an  instantaneous  fire,  and  (in  hurning)  destroyed  the 
case  (a  tube  of  cartridge  paper)  in  which  it  was  contained.  A  verdict 
having  been  found  for  the  plaintiff,  was  maintained  by  the  Court.  Lord 
Dexman,  Ch.  J.,  in  delivering  judgment,  said :  ^^  Some  knowledge  of 
pyrotechnics  is  and  may  properly  be  required  in  the  person  who  is  to 
read  the  specification  for  the  purpose  of  making  the  instrument.  The 
specification  is  addressed,  not  to  persons  entirely  ignorant  of  the  subject- 
matter,  but  to  artists  of  competent  skill  in  the  branch  of  manufacture  to 
which  it  relates;  and  such  persons  would  be  at  no  loss  to  select,  if  se- 
lection were  at  all  necessary,  the  proper  combustible  material,  from 
those  prepared  for  the  discharge  of  ordnance,  for  this  purpose."  As  to 
the  port-fire  the  nature  of  the  objection  was  not  made  clear,  but  the  Court 
saw  no  reason  for  disturbing  the  verdict  of  the  jury  upon  the  evidence. 

Macnamara  v.  Bulse  (1842),  Car.  &  M.  471,  was  an  action  for 
infringement  of  a  patent  for  improvements  in  paving,  &c.  The  specifi- 
cation described  the  invention  as  consisting  in  ^'  an  improved  mode  of 
cutting  or  forming  stone,  or  other  suitable  material,  for  paving  or 
covering  roads  or  other  places,"  and  directed  the  paving-blocks  to  be 
bevelled  both  inwards  and  outwards,  but  said  nothing  as  to  the  angle 
of  the  bevelling.  Lord  Abinoer,  C.  B.,  in  directing  the  jury,  said: 
*<  It  will  be  for  the  jury  to  say  whether  any  particular  angle  is  essential, 
or  whether  any  angle  whatever  is  useful  and  beneficial.  ...  If  the  speci- 
fication leaves  it  to  experiment  to  determine  what  is  the  proper  angle, 
it  is  not  good,  but  if  any  angle  is  a  benefit,  it  will  do." 

The  specification  of  ''  a  process  for  combining  various  materials  so  as 
to  form  stuccoes,  plasters,  &c.,''  after  describing  a  process  comprising 
the  mixture  of  certain  alkalies  and  acids,  concluded  by  stating  that 
other  alkalies  and  acids  would  answer  the  purpose  of  the  invention,  but 
not  so  well,  and  that  the  inventor  claimed  the  method  or  process  therein- 
before described.  It  was  held  that  the  patent  was  bad;  for  either  the 
inventor  claimed  all  alkalies  and  acids,  or  only  those  which  would  answer 
the  purpose :  in  the  former  case,  the  patent  was  bad,  because  some  alka- 
lies and  acids  would  not  answer  the  purpose;  in  the  latter  case  it  was 
bad  for  not  specifying  those  alkalies  and  acids  which  would  be  found  to 
succeed.     Stevens  v.  Keating  (1848),  2  Ex.  772,  19  L.  J.  Ex.  57. 
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A  specification  for  m  particular  constraction  of  windlasses  stated 
tbat  the  object  was  to  bold,  without  sUpping,  a  chain  cable  of  any  size.'' 
Before  the  date  of  the  patent,  constructions  were  known  by  which  a 
windlass  might  be  made  to  hold  a  single  chain  cable  of  any  assigned  size. 
It  was  held  that,  as  the  chain  cable  did  not  unequivocally  show  that 
the  object  was  to  construct  a  windlass  which  might  hold  different  cables 
whateTer  their  siie,  it  could  not  protect  such  an  invention.  Either  the  ^ 
daim  BKMit  a  windlass  capable  of  holding  a  cable  (t.a.,  a  single  cable) 
of  any  aasiOTeil  siie,  in  which  case  the  patent  was  bad  for  want  of 
Bovelrr'  or  it  was  equivocal,  in  which  case  it  was  bad  for  that  reason, 
HastiMis  T.  Br^in^  (ifS33\  1  EW-  &  Bl.  450,  22  L.  J.  Q.  B.  161. 

THiexe  an  invention  in  type  foundiDg  consisted  in  using  lead  and 
atttit»>nv  in  piofMtions,  —  the  inventor  specifying  certain  proper- 
tioBs  »  the  b«l.  but  not  tying  himself  to  those  exact  proportions, 
and  not  MUKitioaing  anv  limit  to  the  proportions  which  would  answer 
A«  wipw^«^  —  »^  ^  ^^^  ^^  demurrer,  that  the  invention  was 
»o<  MMBvily  hid  ^*  uncertainty.  Fatent  Type  Foufidingi  Co.  v. 
MycAjtms  vlS5d>*  Johawn,  381. 

AMERICAN  NOTES. 

TV  r-*^?d  S»t»  Revised  Statutes,  by  section  4888-4892,  requires  the 
^  ..'.^  i  vi^xwwr  to  file  iu  the  Pistent  Office  a  written  description  of  his 
iIx^-U\>r  dixvwm  and  of  the  process  of  making  it,  "in  such  full,  clear, 
v-'t;^  ^B^^^xaat^rins  as  to  enable  any  person  slrilled  in  the  art  or  science 
I>*^NN'h  it  aiwmins  ...  to  make»  construct,  compound,  and  use  the 
^Htv^'  drawi»i«*  or  nwdeU  aie  to  be  furnished  when  the  nature  of  the  case 
Li'  ^  th^^wvU^  "^  ^  the  si^nfication  and  claim  are  to  be  signed  by  the  mventor 
tia  *^«v.^t  by  two  wiui«*s»  and  he  is  to  make  oath  to  his  bd^^^ 

r^e  «^Htk.*u.m  b  a  part  of  the  patent.     Hogg  ^'E^^ei^  «  Howard 

r   <v7^*  ^  1^  K  :>  V.  M^^TM,  15  id.  62.    It  consists  of  the  Description  and 

.s :  t- .ru  '^hivk  aii  dfetinct  and  both  of  which  are  essential    See  Smith 

'     i      ':    -T   JvU^  Be^  e9;  Parts  v.  Booth.  102  United  States,  96; 

\   >  r  w/f    a  Ittaiohfor.1  (U.  S.),  317;  Ex  parte  HoU,  29  Official 

!^  7**  :^X     kI  9^  i>^^<^li^  35  id.  625.    The  word  "specification" 

V'"    t.^ul;  Kvihlhe  de^^^ription  and  the  claim.     WiUon  v.  Coon,  18 

A.VHIS    «»s  V  V       ^x  ^vjj     ibe  wquired  description  must  be  so  definite  as  to 

^ '!'     r^l^^x..  '^x.Asl  iu  th^  particular  art  to  comprehend  it  and  the  extent 

T  ^r^^'^ruta^^^^^^      fvJuuded  thereon  will  not  be  upheld  if  it  is  so 

^  r    Vev^^^^^  ^  ne.^v.«ary  to  understand  it.    Bind.,  Jeaniet, 

U.VVJ.MU  ihsM  j^M^nuu  ^^  ^^^  .^  ^^  ^^  ^^  Incandescent 

y  s,  V  .u.sl  ;^^^^;^^^^^^^  )^  ,^  Hamilton,  92  id.  426;  Random  v.  Ne. 

[  ''T  \  IClI^  W.ul\v^  53^^  260;   Grier  v.  CastU,  17  Federal  Rep. 
^     ,,       ^VMS  ^^-;  ^•^     .^^    ^^    s^  oodfrey  v.  Fames,  1   WaUace 

r,     vt Vu;   V.      u  V.   IVyW.  19  id.  287;  Klein  v.  Russell,  19  id.  430; 
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Loam  Co,  v.  Higgins,  105  United  States,  580 ;  l^nion  Edge  SeUer  Co,  v.  ^«YA, 
189  id.  530;  Grant  v.  WaUeVy  148  id.  547;  Howard  v.  2>g^r<?i<  5ro»«  FForAa, 
150  id.  164 ;  Stevem  v.  Seher,  11  District  of  Columbia  Appeals,  245.  The 
same  result  will  follow  any  attempt  to  expand  a  simple  invention  of  a 
distinct  device  into  an  all-embracing,  ambiguous  claim,  calculated  by  its 
wide  generalities  and  ambiguous  language  to  mislead  the  public,  to  discour- 
age future  inventions  in  the  same  line  of  industry,  or  to  cover  antecedent 
inventions.  Carlton  v.  Bokee^  17  Wallace  (U.  S.),  463 ;  MarcJiand  v.  Emken^ 
132  United  States,  195.  The  desci-iption  must  show  the  necessary  means  of 
accomplishing  the  result,  but  not  the  theory  of  the  invention,  or  the  mere 
adjuncts  contributing  to  the  degree  of  its  benefits.  Seioall  v.  JoneSy  91  United 
States,  171 ;  Russell  v.  Dodge^  93  id.  460 ;  Eames  v.  Andrews^  122  id.  40.  If 
part  of  an  invention  only  is  described  and  claimed,  the  rest  is  presumed  to 
be  abandoned  to  the  public,  especially  when  the  patent  is  for  improvements. 
Deering  v.  Wiwma  Harvester  Works^  155  United  States,  286.  A  new  patent 
cannot  properly  incorporate  matter  included  in  a  previous  patent  granted 
to  the  same  inventor.  Plummer  v.  Sargent,  120  United  States,  442 ;  Miller  v. 
Eagle  Manuf.  Co,,  151  id.  186. 

More  particularity  of  description  is  required  when  patented  inventions 
embrace  both  a  new  ingredient  and  a  combination  of  old  ingredients,  "a» 
the  patentee's  property  consists,  not  only  in  the  new  ingredient,  but  also  in 
the  new  combination,  and  it  is  essential  that  his  invention  shall  be  so  fully 
described  that  others  may  not  be  led  into  mistake,  as  no  other  person  can 
lawfully  make,  use,  or  vend  a  machine  containing  such  new  ingredient  or 
such  new  combination."  When  improvements  in  machines  are  made  by 
a  new  combination  of  old  ingredients,  "such  a  combination  is  sufficiently 
described  if  the  ingredients  of  which  it  is  composed  are  named,  their  mode 
of  operation  given,  and  the  new  and  useful  result  to  be  accomplished  pointed 
out,  so  that  those  skilled  in  the  art  and  the  public  may  know  the  extent  and 
nature  of  the  claim,  and  what  the  parts  are  which  co-operate  to  produce  the 
described  new  and  useful  result."  Per  Mr.  Justice  Clifford,  in  Seymour  v. 
Osborne,  11  Wallace  (U.  S.),  616,  541,  542.  See  also  Gould  v.  Bees,  15  id. 
187;  Broum  v.  GuUd,  23  id.  181;  Ives  v.  Hamiltm,  92  United  States,  426: 
Bates  V.  Cot,  98  id.  31 ;  Parks  v.  Booth,  102  id.  96 ;  Fay  v.  Cordesman,  109  id. 
408,  420;  Eames  v.  Atidreujs,  122  id.  40.  A  general  rule  stated  for  the  use  of 
ingredients  suffices.  Wood  v.  Underhill,  5  Howard  (U.  S.),  1;  Jenkins  v. 
Walker,  5  Fisher's  Patent  Cases,  347 ;  Ryan  v.  Goodwin,  3  Sumner  (U.  S.), 
514;  Griffith  v.  Shaw,  89  Federal  Rep.  313. 

In  applying  a  process  claimed,  the  patentee  is  con'fined  to  the  method  of 
using  the  process  particularly  pointed  out  in  the  specification.  TUghman  v. 
Proctor,  102  United  States,  707,  709 ;  Weston  Electric  Manuf.  Co.  v.  Ansonia 
Brass  fr  Copper  Co,,  114  id.  447;  Lawther  v.  Hamilton,  124  id.  1, 10 ;  New  Process 
F,  Co,  V.  Koch,  21  Federal  Rep.  580 ;  American  Wood  Paper  Co.  v.  Fibre  Disin- 
tegrating Co,,  6  Blatchford  (U.  S.),  27.  If  a  process  is  intended  to  be  claimed, 
it  is  not  sufficient  to  mention  and  claim  the  means  or  instruments  by  which 
the  process  is  conducted.  Railroad  Co,  v.  Dubois,  12  WaUace  (U.  S.),  47,  61 ; 
Untied  Statu  Mitis  Co.  v.  Carnegie  Steel  Co.,  89  Federal  Rep.  343. 
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The  sufficiency  of  the  description  in  specifications  and  patents  is  generally 
a  question  of  fact  for  the  jury.  Wood  v.  UnderhiUy  5  Howard  (U.  S.)i  1 ; 
Battin  v.  Taggertj  17  id.  74 ;  Evans  v.  Eaton,  7  Wheaton  (U.  S.),  366. 

The  specification  may  be  illustrated  by  drawings,  but  its  meaning  is  not 
controlled  thereby,  except  in  case  of  doubt.  Hogg  v.  Emerson^  11  Howard 
(U.  S.),  587 ;  Howe  Machine  Co,  v.  National  Needle  Co.,  134  United  States, 
888;  Washburn  v.  Gould,  3  Story  (U.  S.),  122;  Hamilton  v.  Ives,  6  Fisher's 
Patent  Cases,  244;  Banker  v.  Bostwick,  3  Federal  Rep.  517;  Roemer  v. 
Neumann,  26  id.  102;  Gunn  y.  Savage,  30  id.  366. 

Distinct  and  formal  claims  must  always  be  made  in  order  to  define  the 
scope  of  the  invention.  Merrill  v.  Yeomans,  94  United  States,  568 ;  Keystone 
Bridge  Co.  v.  Phcenix  Iron  Co.,  95  id.  274;  Grant  v.  Walter,  148  id.  547,  554; 
La  Rue  v.  Western  Electric  Co.,  24  Blatchford  (U.  S.),  18,  23.  «  The  claim  is 
a  statutory  requirement,  prescribed  for  the  very  purpose  of  making  the  patentee 
define  precisely  what  his  invention  is,  and  it  is  unjust  to  the  public,  as  well  as 
an  evasion  of  the  law,  to  construe  it  in  a  manner  different  from  the  plain 
import  of  its  terms."  White  v.  Dunbar,  119  United  States,  47.  The  words 
**  substantially  as  described"  or  ''  specified  **  import  into  the  claim  the  par- 
ticulars of  the  specification,  so  that  the  entire  specification  may  properly  be 
considered  in  connection  with  the  claim.  Westinghouse  v.  Boyden  Power  Brake 
Co,  170  United  States,  537, 558 ;  Parsons  v.  Seelye,  92  Federal  Rep.  1005 ;  Fruit 
Cleaning  Co.  v.  Fresno  Home  Packing  Co.,  94  id.  845,  862.  An  additional  ele- 
ment cannot  by  these  words  be  inserted  in  the  claim  of  a  patent.  Paul  Boyton 
Co,  V.  Morris  Chute  Co.,  58  United  States  Appeals,  53 ;  Campbell  Printing-Press 
fr  Manuf.  Co.  v.  Duplex  Printing-Press  Co.,  86  Federal  Rep.  315;  Bri// v.  Su 
Louis  Car  Co.,  90  id.  666. 

The  scope  of  letters  patent  is,  therefore,  limited  to  the  invention  covered 
by  the  claim ;  the  claim  may  be  illustrated,  but  cannot  be  enlarged  by  the 
language  in  other  parts  of  the  specification.  Railroad  Co.  v.  Mellon,  104  United 
States,  112;  Western  Electric  Co.  v.  Ansonia  Brass  ff  Copper  Co.,  114  id. 
447 ;  Yale  Lock  Manuf.  Co.  v.  Greenleaf,  117  id.  554 ;  McClain  v.  Ortmayer, 
141  id.  419.  See  Merrill  v.  Yeomans,  94  id.  668;  Fay  v.  Cordesman,  109  id. 
408;  Olds  v.  Brown,  41  Federal  Rep.  698,  704;  Colbum  Trolley-Track  Co.  v. 
Chandler,  91  id.  260 ;  MUler  v.  Mawhinney  Last  Co.,  96  id.  248. 

When  a  patent  bears  on  its  face  a  particular  construction,  the  specification 
and  claim  being  in  the  patentee's  words,  such  construction  may  be  confirmed 
by  what  the  patentee  said  when  he  made  his  application.  Goodyear  DentdL 
Vulcanite  Co.  v.  Davis,  102  United  States,  222, 227.  But  a  claim  having  a  clear 
meaning  does  not  admit  of  construction.  United  States  Glass  Co.  v.  Atlas  Glass 
Co,,  88  Federal  Rep.  493.  If  the  patentee's  application  is  rejected,  and  he  in- 
serts in  his  specification,  in  consequence,  limitations  and  restrictions  for  the 
purpose  of  obtaining  his  patent,  he  cannot,  after  he  has  obtained  it,  claim 
that  it  is  to  be  construed  as  if  such  limitations  and  restrictions  were  not 
contained  therein.  Roemer  v.  Peddie,  132  United  States,  313,  317 ;  Royer  v. 
Coupe,  146  id.  524,  530 ;  Royer  v.  SchuUz  Belting  Co.,  40  Federal  Rep.  158. 

Evidence  is  admissible  to  interpret  a  patent  in  the  light  of  the  state  of 
the  art  at  the  time  when  the  application  therefor  was  filed,  and  to  define 
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the  limits  of  the  grant  in  snch  patent,  and  the  scope  of  the  invention  described 
in  its  specification,  even  when  no  prior  use  or  knowledge  of  the  invention 
claimed  has  been  specifically  set  up  in  the  answer  as  a  defence.  Vance  v. 
Campbell,  1  Black  (U.  S.),  427;  Eacht^  v.  Broomall,  115  United  States,  429, 
434 ;  Grier  v.  Wilt,  120  id.  412,  429 ;  Thomson-Houston  Electric  Co,  v.  Western 
Electric  Co.,  72  Federal  Bep.  630. 

American  specifications  frequently  aim  to  include  "  equivalent  devices." 
These  words  may  properly  be  used  in  a  claim  when  it  is  not  equivocal. 
Daniel  F.  Haasz,  4  Official  Gazette,  610;  W,  R,  Walton,  10  id.  165.  When 
a  product  arrived  at  by  certain  different  defined  stages  or  processes  is 
patented,  only  those  things  can  be  considered  equivalents  for  the  elements 
of  the  manufacture  which  perform  the  same  function  in  substantially  the 
same  way.  Goodyear  Dental  Vulcanite  Co.  v.  Davis,  102  United  States,  222, 
230 ;  Grier  v.  W'dt,  120  id.  412,  430 ;  Gould  v.  Rees,  15  Wallace  (U.  S.),  187 ; 
Peard  v.  Johnson,  23  Federal  Rep.  607 ;  Bundy  Manuf.  Co.  v.  Detroit  Time- 
Register  Co.,  94  id.  524 ;  Penfield  v.  Chambers  Bros.  Co,,  92  id.  630.  «*  In  ap- 
plying  the  doctrine  of  equivalents,  a  distinction  is  made  between  inventions 
of  specific  devices  and  inventions  of  combinations.  In  a  simple  invention  the 
range  of  equivalents  is  much  wider  than  in  a  combination.  In  the  former  a 
change  which  would  be  held  to  be  a  substitution  of  equivalents  may  in  the 
latter  be  considered  to  be  an  introduction  of  a  new  idea  of  means.  There- 
fore, it  is  said,  with  reference  to  such  elements  in  any  combination  as  constitute 
its  subordinate  means,  no  other  elements  can  be  equivalent  unless  they  are 
equivalent  inventions ;  that  is,  unless  they  not  merely  perform  the  same  func- 
tions, but  perform  them  by  applying  the  same  force  to  the  same  object  through 
the  same  mode  of  application.  1  Rob.  Pat.  254;  Wells  v.  Curtis,  06  Federal 
Rep.  318.  It  is  only  when  an  invention  is  broad  and  primary  in  its  character, 
and  the  mechanical  functions  performed  by  the  machine  are,  as  a  whole, 
entirely  new,  that  the  Courts  are  disposed  to  make  the  range  of  equivalents 
correspondingly  broad.  Miller  v.  Eagle  Manuf.  Co.,  151  United  States,  186, 
207."  Per  Wales,  J.,  in  Eri€  Rubber  Co.  v.  American  Dunlop  Tire  Co.,  70 
Federal  Rep.  58,  64. 


No.  17.  — HILL  V.  THOMPSON. 
(CH.  1817.) 

RULE. 

The  specification  must  not  attempt  to  cover  more  than 
what  is  new  and  useful ;  if  it  does  attempt  to  cover  more, 
the  patent  is  ineffectual  even  to  the  extent  of  that  to 
which,  if  it  were  alone  comprised  in  the  specification,  the 
patentee  would  be  entitled.  For  the  invention  in  its  en- 
tirety forms  an  entire  consideration  for  the  grant ;  and  if 
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the  alleged  invention  fail  for  want  of  novelty  in  a  material 
part^  the  patent  is  altogether  void. 

Sill  Y.  Thampson. 

3  Merirale,  628-^2  (17  R.  B.  IM). 

Patent.  -^ /nwdidify  for  too  Wide  Clawu  — I^iumetitm.  — AeoounL 

[6S2]  In  order  to  obtnin  an  isjonetion  iigainst  vioUition  of  a  patent,  the 
part  J  mast,  at  tlie  time  of  applying,  swear  as  to  his  belief  that  he  is  the 
original  inventor. 

Where  there  has  been  a  length  of  exelosiTe  enjoyment  nnder  a  patent,  the 
Coart  will  grant  an  injonction  in  the  first  instance,  without  previonsly  patting 
the  party  to  establish  his  right  by  an  action  at  law.  Otherwise,  where  the 
patent  is  reeent. 

To  establish  the  validity  of  a  patent,  the  inyention  most  be  both  new  and 
nseful,  and  the  specification  mast  aeearately  describe  it.  Also,  if  the  specifi- 
cation seeks  to  cover  more  than  is  actnally  new  and  nsefdl,  it  vitiates  the 
patent,  rendering  it  ineffiectoal  even  to  the  extent  to  which  it  might  otherwise 
have  been  supported. 

The  hill  prayed  an  injunction  to  le-stiain  the  defendants  "  from 
selling  or  in  any  manner  disposing  of  any  iron  smelted  and  worked 
or  otherwise  produced  by  them,  or  by  any  person  or  persons  on 
their  behalf,  by  the  means  or  nse  of  the  plaintiff's  invention  and 
improvements  (in  the  bill  mentioned) ;  and  from  using  slags  or 
cinders  and  mine  rubbish  and  lime,  according  to  the  plaintiff's  said 
invention  and  improvements ;  and  from  in  any  manner  using  the 
said  invention  and  improvements  in  the  smelting  and  working  of 
iron,  and  from  otherwise  infringing  the  plaintiff's  patent  (in  the 
bill  also  mentioned)  during  the  remainder  of  the  term  thereby 
granted" 

The  affidavits  in  support  of  the  injunction  (which  was  moved 
for  and  obtained  upon  the  filing  of  the  bill  until  answer  or  further 
order)  stated  the  letters  patent,  dated  the  26th  of  July,  1814,  for  the 
plaintiff's  invention,  which  was  alleged  to  consist  in  the  use  and 
application  of  the  slags  or  cinders  thrown  off  by  the  operaticm  of 
smelting  (which  had  previously  been  considered  as  useless)  to  the 
production  of  good  and  serviceable  metal,  by  the  admixture  of 
mine-rubbish  and  otherwise,  according  to  principles  of  the  plain- 
tiff's own  discovering. 

The  defendants  moved,  on  the  coming  in  of  their  answer, 
to  dissolve  the  injunction;    and  upon  this  occasion  a  variety 
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of  aflSdavits  were  produced  on  both  ♦  sides,  tending  re-  [*  623] 
spectively  to  impeach  and  to  assert  the  validity  of  the 
patent,  and  of  the  injunction  to  restrain  the  breach  of  it  An 
affidavit  made  by  the  plaintiff  referred  to  the  specification  of  his 
invention  lodged  in  the  Patent  Office,  alleging  that  he  verily 
believed  he  was  the  inventor  of  the  several  improvements  in 
smelting  and  working  iron  which  were  therein  mentioned;  and 
the  specification  referred  to  contained  an  explanation  of  the  prin- 
ciples of  the  alleged  invention,  which  was  extremely  diffuse,  and 
objected  to  on  the  other  side  as  either  wholly  unintelligible,  or  so 
confused  and  intricate  as  not  to  be  capable  of  being  reduced  to 
practice.  It  was  further  objected  that,  except  by  reference  to  this 
obscure  specification,  neither  the  plaintiff,  nor  any  of  his  witnesses, 
had  stated  in  what  the  alleged  invention  and  improvements  con- 
sisted, nor  whether  he  claimed  in  respect  of  invention  or  of 
improvements  merely;  and  that  a  patent,  to  be  good,  must  not 
be  more  extensive  than  the  invention.  The  defendants'  affidavits 
also  went  to  deny  the  originality  of  the  invention  altogether.  Bex 
V.  Else,  11  East,  109,  n.,  Boulton  v.  Bull,  2  H.  BL  463  (p.  10,  ante^ 
Homblower  v.  Boulton,  8  T.  K.  95  (p.  45,  anU)j  and  Harmer  v. 
Plane,  14  Ves.  130,  were  cited,  on  the  part  of  the  plaintiff,  in 
answer  to  the  objection  to  the  specification. 

The  case  was  argued  on  several  occasions,  and  at  considerable 
length. 

Sir  S.    Komilly,  Bell,  and   Phillimore,  for  the  defendants,  in 
support  of  the  motion  to  dissolve  the  injunction. 

Trower,  Wetherell,  and  Eaithby,  contra. 

♦The  Lord  Chancellor  (Lord  Eldon)  said: —  [*624] 

He  doubted  whether  the  injunction  ought  to  have 
been  granted  in  the  first  instance,  unless  the  affidavits  had  stated 
more  particularly  in  what  the  alleged  infringement  of  the  patent 
consisted ;  and  that  it  should  have  been  shown  to  be,  by  working 
in  the  precise  proportions  mentioned  in  the  specification,  as  being 
of  the  essence  of  the  invention.  That  when,  in  future,  an  injunc- 
tion is  applied  for  ex  parte,  on  the  ground  of  violation  of  a  right 
to  an  invention,  secured  by  patent,  it  must  be  understood  that  it 
is  incumbent  on  the  party  making  the  application  to  swear,  at  the 
time  of  making  it,  as  to  his  belief,  that  he  is  the  original  inventor ; 
for  although,  when  he  obtained  his  patent,  he  might  very  honestly 
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have  sworn  as  to  his  belief  of  such  being  the  fact,  yet  circum- 
stances may  hare  subsequently  intervened,  or  information  been 
communicitedL  sufficient  to  convince  him  that  it  was  not  his 
own  original  invention,  and  that  he  was  under  a  mistake  when 
he  made  his  previous  declaration  to  that  effect 

The  principle  upon  which  the  Court  acts  in  cases  of  this  descrip- 
tion is  the  following:  Where  a  patent  has  been  granted,  and  an 
exclusive  possession  of  some  duration  under  it,  the  Court  will  inter- 
p<x5e  its  injunction,  without  putting  the  party  previously  to  estab- 
lish the  validity  of  his  patent  by  an  action  at  law.  But  where  the 
parent  is  but  of  yesterday,  and,  upon  an  application  being  made  for 
ai\  iujunction,  it  is  endeavoured  to  be  shown,  in  opposition  to  it, 
thsit  there  is  no  good  specification  or  otherwise,  that  the  patent 
ou^ht  not  to  have  been  granted,  the  Court  will  not,  from  its  own 
notions  respecting  the  matter  in  dispute,  act  upon  the  pre- 
[*  62o]  sumed  validity  or  invalidity  of  the  *  patent,  without  the 
right  having  been  ascertained  by  a  previous  trial ;  but  will 
send  the  patentee  to  law,  and  oblige  him  to  establish  the  validity 
of  his  pxtent  in  a  court  of  law,  before  it  will  grant  him  the  benefit 
of  an  injunction, 

la  the  present  case,  I  shall  say  nothing  as  to  my  opinion  of  the 
\-i\liilitY  or  invalidity  of  the  patent  The  affidavits  in  support  of 
tho  injunction  represent,  that  the  defendants  have  made  iron  in 
tho  way  mentioned  in  the  specification.  But,  whether  it  is  to  be 
considered  as  a  patent  for  extracting  iron  from  slags  or  cinders,  by 
working  and  smelting,  and  by  the  admixture  of  certain  materials, 
to  uhIuco  the  percentage  to  forty  per  cent;  or  for  mixing  cinders, 
lin\e8tone,  and  mine-rubbish  in  certain  proportions;  it  should, 
\K^fon>  any  injunction  was  granted,  have  been  pointed  out  that  the 
jM^tont  was  actually  infringed  by  so  mixing  the  ingredients,  or  so 
ivduoin^i;  the  jvrcentage.  Here,  I  cannot  but  entertain  a  doubt 
whether  the  improvement  as  to  the  lime  destroying  the  cold-short 
ivH,  or  is  not>  a  new  invention ;  but  that  is  not  for  me  to  decide ; 
and  if.  on  the  trial  of  an  action,  the  witnesses  should  prove  the 
\\%^  of  limo  for  the  same  purpose,  previously  to  the  grant  of 
lUl*  i^^ui  ut»  still  another  question  will  remain,  admitting  that 
\\  nnh*itt  lurtv  Ih>  giHxl,  for  a  mere  method  of  producing  a  more 
tnHU^tii  iiU  and  etViH^tual  result  from  the  adhibition  of   the  same 

^    Uul  It  i»  etiO\\gh»  in  the  present  case,  to  resort  to  the  principle 
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already  laid  down,  and  which  is  the  same  that  governed  the  cases 
(which  have  been  cited)  of  Harmer  v.  Plane^  14  Ves.  136,  and 
BaiUton  v.  Bull,  3  Ves.  140 ;  because  it  cannot  be  said,  that 
there  has  been,  in  this  case,  *  such  a  possession  or  enjoy-  [*  626] 
ment  under  the  patent,  as  would  induce  the  Court  to  con- 
tinue the  injunction,  upon  such  evidence  as  is  here  afforded,  until 
its  validity  has  been  tried  at  law.  Here  the  patent  bears  date 
July,  1814,  and  the  specification  January,  1815 ;  and  it  appears 
by  the  affidavits,  that  the  works  were  not  completed  so  as  to 
carry  on  the  operations  under  the  patent  until  July,  1816. 

His  Lordship  accordingly  dissolved  the  injunction ;  but  directed 
that  an  account  should  be  kept  of  slags  used  and  iron  made  by  the 
defendants,  according  to  the  method  described  in  the  specification, 
the  plaintiff  undertaking  to  bring  an  action ;  with  liberty  to  apply 
to  have  the  injunction  revived,  after  trial  of  the  action,  or  in  case 
of  any  unreasonable  delay  being  interposed  on  the  part  of  the 
defendants. 

(December  15.)  An  action  was  brought  accordingly,  and  the 
result  of  the  trial  was  a  verdict  in  favour  of  the  plaintiff;  who 
now  moved  to  revive  the  injunction. 

In  support  of  the  motion,  it  was  represented  to  be  clearly  settled 
at  law,  that  there  may  be  sufficient  novelty  to  support  an  injunc- 
tion as  well  in  a  mere  improvement  upon  an  old  method  as  in  an 
original  invention.  The  verdict  of  the  jury  was  also  stated  to  be 
conclusive  as  to  the  matter  of  fact,  and  the  application  now 
made  as  of  course,  and  such  as  the  Court  could  not  refuse,  with- 
out taking  upon  itself  to  meddle  with  what  was  the  exclusive 
province  of  a  Court  of  law. 

On  the  other  hand,  it  was  stated  to  be  the  intention  of  the 
defendants  to  move  for  a  new  trial  at  law,  which  could  not  be 
done  before  the  next  term,  but  that  the  motion  would 
then  certainly  be  made,  and  *with  every  prospect  of  [*  627] 
success,  on  the  ground  of  the  verdict  being  pronounced 
against  evidence  ;  it  having  been  clearly  proved  on  the  trial,  that, 
previously  to  the  grant  of  this  patent,  iron  had  been  extracted  from 
slags  or  cinders,  by  precisely  the  same  process  as  that  described  in 
the  specification.  That  the  trial  was  at  Nisi  Prius,  where  little 
opportunity  is  afforded  for  that  consideration  on  the  part  of  the 
Judge,  which,  in  such  a  case  as  the  present,  was  necessary  to 
enable   him   properly  to  direct  a  jury.     That  the  order,  giving 
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tion,  to  restrain  the  invasion  of  it,  and  continue  that  interposition, 
until  the  apparent  right  has  been  displaced.  On  the  other  hand,  it 
was,  with  equal  truth,  stated,  that  if  a  person  takes  out  a  patent, 
as  for  an  invention,  and  is  unable  to  support  it,  except  upon  the 
ground  of  some  alleged  improvement  in  the  mode  of  applying  that 
which  was  previously  in  use,  and  it  so  becomes  a  serious  question, 
both  in  point  of  law  and  of  fact,  whether  the  patent  is  not  alto- 
gether invalid,  then,  upon  an  application  to  this  Court,  for  what 
may  be  called  the  extra  relief  which  it  affords  on  a  clear  primd 
facie  case,  the  Court  will  use  its  discretion ;  and  if  it  sees  sufficient 
ground  of  doubt,  will  either  dissolve  the  injunction  absolutely,  or 
direct  an  issue,  or  direct  the  party  applying  to  bring  hig 
action;  after  the  trial  of  which,  either  he  *may  apply  [*  629] 
to  revive,  if  successful,  or  else  the  other  party  may  come 
before  the  Court,  and  say,  I  have  displaced  all  his  pretensions,  and 
am  entitled  to  have  my  costs  and  the  expenses  I  have  sustained, 
by  being  brought  here  upon  an  allegation  of  right  which  cannot 
be  supported.  And,  as  in  this  instance,  the  Court  will  sometimes 
add  to  its  more  general  directions,  that  the  party  against  whom 
the  application  is  made,  shall  keep  an  account  pending  the  discon- 
tinuance of  the  injunction,  in  order  that,  if  it  shall  finally  turn  out 
that  the  plaintiff  has  a  right  to  the  protection  he  seeks,  amends 
may  be  made  for  the  injury  occasioned  by  the  resistance  to  his 
just  demands. 

In  his  directions  to  the  jury,  the  Judge  has  stated  it  as  the  law 
on  the  subject  of  patents :  first,  that  the  invention  must  be  novel ; 
secondly,  that  it  must  be  useful ;  and,  thirdly,  that  the  specifica- 
tion must  be  intelligible.  I  will  go  farther,  and  say,  that  not  only 
must  the  invention  be  novel  and  useful,  and  the  specification 
iuteUigible,  but  also  that  the  specification  must  not  attempt  to 
cover  more  than  that  which,  being  both  matter  of  actual  discovery, 
and  of  useful  discovery,  is  the  only  proper  subject  for  the  protec- 
tion of  a  patent.  And  I  am  compelled  to  add,  that,  if  a  patentee 
seeks  by  his  specification  any  more  than  he  is  strictly  entitled  to, 
his  patent  is  thereby  rendered  ineffectual,  even  to  the  extent  to 
which  he  would  be  otherwise  fairly  entitled.  On  the  other  hand, 
there  may  be  a  valid  patent  for  a  new  combination  of  materials 
previously  in  use  for  the  same  purpose,  or  for  a  new  method  of 
applying  such  materials.  But,  in  order  to  its  being  effectual,  the 
specification  must  clearly  express  that  it  is  in  respect  of  such  new 


278  PATCfT. 

a^  IT.  — IDI  ▼.  Ihmmtm,  S  Mm. 


combination  or  application,  and  of  that  only,  and  not  laj  claim  to 
the  merit  of  original  invention  in  the  nse  of  the  materials.  If 
there  be  a  patent  both  for  a  machine,  and  for  an  improve- 
[*  630]  ment  in  the  use  of  it,  and  *it  cannot  be  supported  for  the 
machine,  although  it  might  for  the  improvement  merely,  it 
is  good  for  nothing  altogether,  on  accoont  oi  its  attempting  to 
cover  too  much. 

Now  it  is  contended,  that  what  is  claimed  by  the  present  patent 
is  not  a  novel  invention ;  that  the  extraction  of  iron  from  slags  or 
cinders  was  previously  known  and  practised ;  that  the  use  of  lime 
in  obstructing  cold-short  was  likewise  known.  But  to  all  this  it  is 
answer^  that  the  patent  is  not  for  the  invention  of  these  things, 
but  for  such  an  application  of  them  as  is  described  in  the  specifi- 
cation. Now,  the  utility  of  the  discovery,  the  intelligibility  of  the 
description,  &c^  are  all  of  them  matters  of  fact,  proper  for  a  jury. 
But  whether  or  not  the  patent  is  defective  in  attempting  to  cover 
too  much,  is  a  question  of  law,  and  as  such,  to  be  considered  in  all 
ways  that  it  is  convenient  for  the  purposes  of  justice  that  it  should 
be  ei>nsidered.  This  specification  generally  describes  the  patent  to 
be  **  for  improvements  in  the  smelting  and  working  of  iron  ;"  and 
it  then  goes  on  to  describe  the  particulars  in  which  the  allied 
improvements  consist,  describing  various  proportions  in  the  com- 
bination of  the  materials,  and  various  processes  in  the  adhibition 
of  them.  The  question  of  law,  upon  the  whole  matter,  is,  whether 
this  is  a  specification  by  which  the  patentee  claims  the  benefit  of 
the  actual  discovery  of  lime  as  a  preventive  of  cold-short,  or 
whether  he  claims  no  more  than  the  invention  of  that  precise 
conibiuation  and  those  peculiar  processes,  which  are  described 
in  the  $iH*cifioation.  And  when  I  see  that  this  question  clearly 
arises,  the  only  other  question  which  remains  is,  whether  I  can 
be  so  well  satisfied  with  respect  to  it,  as  to  take  it  for  granted, 
thrtt  no  argument  can  prevail  ui»on  a  Court  of  law,  to  let  that  first 
question  be  reconsidered,  by  granting  the  motion  for  a  new  trial. 

If  this  be  a  question  of  law,  I  can  have  no  right  whatever 
[•  (kU]  to  take  its  *  decision  out  of  the  jurisdiction  of  a  Court  of 

law\  unless  I  am  convinced  that  a  Court  of  law  must  and 
will  consider  the  verdict  of  the  jury  as  final  and  conclusiva  But 
tl\is  only  brings  it  btiok  to  the  original  question ;  and  I  see  enough 
of  dirtioulty  and  uncertainty  in  the  specification,  and  enough  of 
ttin>t\ivnt  ropuguauee  between  the  specification  and  the  patent  itselt 
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to  say,  that  it  is  impossible  I  can  arrive  at  such  a  conclusion  re- 
specting it,  as  to  be  satisfied  that  there  is  no  ground  for  granting 
a  new  trial. 

In  the  order  I  formerly  pronounced,  was  contained  a  direction, 
that  the  defendants  should  keep  an  ac^;ount  of  iron  produced 
by  their  working  in  the  manner  described  in  the  injunction.  If 
the  injunction  is  to  be  now  revived,  the  whole  of  their  establish- 
ment must  be  discharged  between  this  and  the  fourth  day  of  next 
term,  when  it  is  intended  to  move  for  a  new  trial,  the  result  of 
which  may  be,  that  the  defendants  have  a  right  to  continue  the 
works ;  to  do  which,  they  will  then  be  under  the  necessity  of 
re-commencing  all  their  operations,  and  making  all  their  prepa- 
rations and  arrangements  de  novo.  It  appears  to  me,  that  this 
would  be  a  much  greater  inconvenience  than  any  that  can  result 
from  my  refusal  in  the  present  instance  to  revive  the  injunction. 
My  opinion,  therefore,  is,  that  this  matter  must  stand  over  until  the 
fifth  day  of  next  term,  when  I  may  be  informed  of  the  result  of 
the  intended  application  for  a  new  trial ;  the  account  to  be  taken, 
in  the  mean  time,  as  before.  Ordered  accordingly. 

[The  reporter  was  informed  that  a  new  trial  was  after-  [632] 
wards  moved  for,  and  granted ;    and  that  the  result  was 
against  the  validity  of  the  patent.] 

ENGLISH  NOTES. 

The  principle  laid  down  in  the  first  branch  of  the  rule,  is  now 
familiar  as  settled  law.  The  ruling  case  was  followed  by  all  the  Judges 
of  the  Queen's  Bench  in  Brunton  v.  Hawkes  (1821),  4  B.  &  Aid.  382, 
23  E.  R.  382,  where  the  patentee  had  clearly  made  a  meritorious  inven- 
tion, and  the  application  of  the  rule  admittedly  made  his  case  a  hard 
one.  The  patent  was  for  improvements  in  the  construction  of  ships' 
anchors,  windlasses,  and  chain-cables,  and  the  specification  claimed  an 
invention  in  all  three  branches.  It  appeared  that  the  invention  in 
respect  of  the  windlasses  and  chain-cables  was  new;  but  that  the  device 
described  in  regard  to  anchors  had  already  been  employed  in  a  certain 
class  of  anchors  employed  for  moving  light-ships.  The  patent  was 
held  void.  Abbott,  Ch.  J.,  said  :  —  <'  It  is  quite  clear  that  a  patent 
granted  by  the  Crown  cannot  extend  beyond  the  consideration  of  the 
patent.  The  King  could  not,  in  consideration  of  a  new  invention  in 
one  article,  grant  a  patent  for  that  article  and  another.  The  question 
then  is,  whether,  if  a  party  applies  for  a  patent,  reciting  that  he  has 
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discovered  improvements  in  three  things,  and  obtains  a  patent  for  these 
three  things,  and  in  the  result  it  turns  out  that  there  is  no  novelty  in 
one  of  them,  he  can  sustain  his  patent.  It  appears  to  me,  that  the  case 
of  Hill  y.  Thompson,  which  underwent  great  consideration  in  the 
Common  Pleas,  is  decisive  upon  that  question." 

It  will  be  seen  that  several  of  the  cases  stated  in  the  notes  to  Nos. 
14-16  are  also  illustrations  of  the  above  principle.  Another  illustration 
is  furnished  by  Booth  Y.^Kenihard  (1857),  2  Hurl.  &  N.  84,  26  L.  J. 
Ex.  305,  where  the  patentee  in  his  specification  claimed  ''making  gas 
direct  from  seeds  and  matters  herein  named,  for  practical  illumination 
or  other  useful  purposes,  instead  of  making  it  from  the  oils,  resins,  or 
gums,  previously  extracted  from  such  substances.'^  There  had  been  a 
previous  patent  which  included  the  manufacture  of  gas  from  a  certain 
class  of  seeds,  by  a  particular  method.  It  was  held  that  the  claim  in 
the  patent  in  question  was  too  large,  being  for  the  manufacture  of  gas 
from  seeds  generally,  and  the  patent  was  therefore  void. 

Where  a  grant  was  made  under  the  powers  of  the  Act  of  1852,  for 
the  extension  of  three  separate  patents  granted  before  1852  for  England, 
Scotland,  and  Ireland,  respectively,  for  a  further  period  after  the  expiry 
of  the  original  patents,  it  was  held  that  the  effect  was  the  same  as  if 
the  extension  had  been  made  by  three  separate  letters  patent.  So  that, 
it  being  assumed  —  on  demurrer  —  that  one  of  the  original  patents  was 
void  for  want  of  novelty,  this  did  not  affect  the  grant  so  far  as  relates 
to  the  extension  of  the  other  two  patents*  Bovill  v.  Finch  (1870),  L. 
B.  5  C.  P.  623,  39  L.  J.  C.  P.  277,  23  L.  T.  151,  18  W.  E.  1071. 

An  illustration  of  the  second  branch  of  the  rule  is  supplied  by 
Templeton  v.  Macfarlane  (1848),  1  H.  L.  C.  595.  The  patent  was  for 
''a  new  and  improved  mode  of  manufacturing  silk,  cotton,  linen,  and 
woollen  fabrics.''  The  specification  claimed  ''  the  mode  hereinbefore 
described  of  producing  or  preparing  stripes  of  silk,  cotton,  &c.,  in  such  a 
manner  that  the  weft  or  lateral  fibres  of  both  cut  edges  of  each  stripe 
are  all  brought  up  on  one  side,  and  into  close  contact  with  each  other, 
and  the  re-weaving  of  such  stripes  with  the  whole  fur  or  pile  uppermost, 
into  the  surfaces  of  carpets,  &c."  On  a  trial  in  Scotland,  Lord 
BoBERTSOH  directed  the  jury  (inter  alia)  that  the  public  use  of  (1)  the 
mode  of  producing  the  weft  as  described,  and  (2)  the  use  of  weaving  or  re- 
weaving  of  that  weft,  as  also  described  and  applicable  to  any  cloth  or 
fabric  requiring  to  be  raised,  sq  as  to  have  the  appearance  of  velvet,  fur, 
or  plush  —  that  is,  the  proof  of  these  two  things  together  —  would  in* 
yalidate  the  patent,  but  not  the  separate  public  use  of  each.  On  a  bill  of 
exceptions  it  was  objected  that  the  jury  ought  to  have  been  directed  that 
if  the  mode  of  producing  or  preparing  the  stripes  bad  been  publicly  known 
and  used,  that  would  be  sufficient  to  invalidate  the  patent.     It 


R.  C.  VOL.  XX.]      SECT.  V.-^  COMPLETE   SPECIFICATION.  281 

Ho.  IS.  —Clark  v.  Adk,  8  App.  Om.  815.  —  BoU. 

held,  in  effect,  that  the  claim  was  a  claim  of  both  processes ;  and  that  if 
one,  e,  ^.,  the  process  for  preparing  the  stripes,  was  old,  the  patent  wad 
bad;  although  if  he  had  distinctly  claimed  the  latter  process  onlj,  or 
the  combination  only,  the  patent  might  have  been  good. 

AMERICAN  NOTES. 
See  notes,  tupra^  p.  269. 


No.  18.  — CLAEK  v.  ADIR 
(H.  L.  1877.) 

RULE. 

Where  a  specification  describes  an  entire  combination  of 
several  machines  or  processes;  if  it  is  intended  to  claim 
a  subordinate  combination  consisting  of  some  of  those 
machines  or  processes,  the  specification  must  distinctly 
show  that  the  subordinate  combination  is  claimed  as  a 
distinct  invention. 

Clark  T.  Adie. 

2  App.  Cas.  815-343  (s.  c.  46  L.  J.  Ch.  585;  86  L.  T.  923). 

Patent  —  Qmhvnatkm  of  Old  and  New  Forms.  —  SpecificatUm.     [816] 

A  patent  may  be  granted  not  only  in  respect  of  a  whole  and  complete  thing 
described,  bat  in  respect,  also,  of  a  subordinate  integer  of  that  whole. 

Bat  then  the  invention  mast  be  so  described  as  to  make  it  clear  in  respect 
of  what  (the  whole,  or  the  integer)  the  patent  has  lieen  asked  for  and  granted. 

Where  a  person  has  invented  an  improvement  in  the  form  of  a  particular 
apparatus  or  machine,  but  combines  that  individual  improvement  with  other 
things  which  are  not  liis  inventions,  his  specification  must  claim  that  particular 
individual  thing,  and  not  leave  it  doubtful  whether  the  claim  is  made  for  the 
whole  cx>mbination,  of  which  that  thing  really  only  forms  a  part. 

In  a  drawing  of  a  machine  attached  to  a  specification,  there  was  shown  an 
intervening  space,  or  opening,  between  two  parts  of  the  machine,  the  object 
of  the  patent;  it  was  intended  as  the  ardiing  of  a  cutter-plate,  but  this  was 
not  referred  to  and  explained  in  the  specification.  In  the  specification  there 
was  the  statement  of  an  evil  in  existing  machines,  and  upon  careful  examina- 
tion, by  a  skilful  person,  he  might  suppose  that  the  space  exhibited  in  the 
drawing  was  intended  to  obviate  this  evil,  but  there  was  no  statement  to  that 
effect,  nor  was  the  form  of  the  opening  described,  and  described  as  a  necessary 
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quality  of  iiuproveinent  in  the  machine.  This  form  was  afterwards  relied 
on  as  one  of  the  great  improvements  in  the  combination  of  the  patented 
apparatus :  — 

Held,  that  as  it  had  not  been  properly  explained,  described,  and  claimed, 
the  specification  was  defective. 

There  were  three  other  things  which,  with  this  one,  constituted  a  com- 
bination insisted  upon  as  a  novelty.  Those  three  things  were  old,  —  and  the 
mere  combination  of  the  four  without  a  clear  and  sufficient  description  of  the 
purpose  and  use  of  that  which  might  be  claimed  as  new  and  valuable,  and 
without  a  distinct  claim  in  respect  of  the  combination  itself  (even  if  such  a 
claim  would  have  been  valid)  was  held  not  sufficient  to  support  the  patent. 

This  was  an  appeal  against  an  order  of  the  Lords  Justices,  by 
which  a  previous  order  of  Vice-Chancellor  Bacon  had  been 
reversed. 

The  appellant  had  devoted  his  attention  to  the  construction 
of  an  apparatus  for  clipping  horses  and  shearing  sheep,  and  had 
made  certain  improvements  in  previously-existing  mechan- 
[*  316]  ical  contrivances  *  employed  for  the  same  purpose,  when 
he  found  that  some  of  these  improvements  already  existed 
in  an  apparatus  made  by  one  Grayson,  and  for  which  Grayson  had 
obtained  a  patent.  He  became  the  purchaser  of  Grayson's  patent, 
in  order  to  be  able  to  use  a  part  of  Grayson's  invention  in  what 
he  believed  to  be  a  new  and  much  better  clipper  invented  by  him- 
self ;  and  afterwards,  conceiving  that  this  patent  had  been  infringed 
by  the  present  respondent,  who  had  himself  taken  out  a  patent 
in  respect  of  an  apparatus  for  the  same  purpose,  he  instituted  pro- 
ceedings in  Chancery  to  restrain  the  alleged  infringement.  In 
form  his  claim  for  an  injunction  was  founded  upon  Grayson's 
patent.  The  chief  points  of  discussion  in  the  Court  below  were, 
whether  there  was  anything  new  in  the  forms  and  arrangements  of 
the  apparatus  there  described,  such  as  would  be  sufficient  to 
sustain  the  patent,  and  then  whether  what  Adie  had  done  really 
amounted  to  an  infringement  of  it.  It  was  also  contended  for 
Clark  that  if  no  one  part  of  the  apparatus  was  in  itself  new,  the 
combination  of  the  different  parts  was  new,  and  produced  a  new 
and  beneficial  result,  and  that  they  were  properly  described  in  the 
specification,  and  therefore  might  properly  be  the  subject  of  a 
patent,  and  could  not  be  imitated  without  the  patent  being  infringed. 
Vice-Chancellor  Bacon  had  granted  an  injunction  ;  but  the  Lords 
Justices,  on  appeal,  decided  that  a  patent  for  a  combination  of 
several  improvements  would  not  be  infringed  by  using  a  com- 
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bination  of  some  only  of  those  improvements,  and  ordered  the  bill 
to  be  dismissed.     This  appeal  was  then  brought. 

Mr.  Kay,  Q.  C,  Mr.  Fry,  Q.  C,  Mr.  Aston,  Q.  C,  and  Mr.  Everitt, 
for  the  appellant. 

The  Attorney-General  (Sir  J.  Holker),  Sir  H.  M.  Jackson,  Q.  C, 
and  Mr.  Lawson,  for  the  respondent. 

The  case  here  was  argued  on  the  questions  whether  there  had  in 
fact  been  any  improvement  on  old  forms,  or  any  new  combination 
of  old  or  old  and  new  forms,  so  as  to  sustain  a  patent ;  whether, 
if  so,  they  had  been  properly  described  in  the  specification ;  and 
whether,  supposing  the  patent  to  be  good,  there  had  been  any 
infringement  of  it. 

*  The  following  cases  were  cited :  —  Harrison  v.  Ander-  [*  317] 
ston  Company,  1  App.  Cas.  574,  578,  583  ;  Jones  v.Pearce, 
1  Web.  Pat.  Cas.  122 ;  Levris  v.  Marling,  10  B.  &  C.  22,  1  Web. 
Pat.  Cas.  491  (p.  160,  ante)  ;  Lister  v.  Leather,  8  El.  &  Bl.  1004 ; 
Smith  V.  London  dk  North  Western  Bailway  Company,  2  El.  &  BL 
69  ;  WHght  v.  Hitchcock,  L.  E.  5  Ex.  37  ;  Curtis  v.  Piatt,  11  L.  T. 
(N.  S.)  245,  35  L.  J.  Ch.  852 ;  JElectric  Telegraph  Company  v.  Brett, 
10  C.  B.  838,  20  L.  J.  C.  P.  123;  Cannington  v.  Nuttall,  L.  R  5 
H.  L.  205 ;  Murray  v.  Clayton,  L.  E.  7  Ch.  App.  570 ;  Parkes  v. 
Stevens,  L.  E.  8  Eq.  358,  affirmed  L.  E.  5  Ch.  App.  36 ;  Crane  v. 
Price,  4  Man.  &  Gr.  580,  12  L.  J.  C.  P.  81,  1  Web.  Pat.  Cas.  377, 
393  (p.  136,  ante)\  Arnold  v.  Bradbury,  L.  E.  6  Ch.  706;  Kay  v. 
Marshall,  5  Bing,  N.  C.  492,  1  Myl.  &  Cr.  373,  8  CI.  &  F.  245 ; 
Bussell  V.  Cowley,  1  Cr.  M.  &  E.  864 ;  Foxwell  v.  Bostock,  12  W.  R 
723,  4  De  G.  J.  &  S.  298;  Bex  v.  Cutler,  1  Stark.  354;  HUl  v. 
Thompson,  3  Mer.  622  (p.  272,  ante^ 

The  nature  of  the  alleged  invention,  and  the  description  of 
what  was  intended  to  be  protected,  are  so  fully  stated  in  the  judg- 
ments, that  it  has  been  deemed  unnecessary  to  set  them  forth 
in  this  statement  of  the  case. 

The  LoBD  Chancellor  (Lord  Cairns):  — 

My  Lords,  the  appellant  in  this  case  is  now  the  proprietor  of  a 
patent  which  in  the  course  of  the  argument  has  been  called  Gray- 
son's patent,  and  the  issue  between  him  and  the  respondent  is, 
whether  or  not  the  respondent  has  infringed  that  patent. 

In  order  to  try  that  issue  it  will  in  the  first  place  be  desirable, 
in  fact  it  will  be  necessary,  that  your  Lordships  should  distinctly 


284  PATENT. 


Ho.  18.  — Clark  v.  Adie,  8  App.  Cm.  817,  818. 


determine  what  is  the  construction  of  the  specification  which  was 
given  in  the  case  of  Grayson's  patent  I  will  state  what,  in  my 
judgment,  is  this  efifect,  and  what  the  operation  of  that  specification. 
As  I  understand  the  invention  which  Grayson  claims  to  have  dis- 
covered, it  is  this ;  it  is  styled  in  his  words :  "  Improvements  in 

apparatus  for  clipping  or  shearing  horses ; "  in  popular 
[*  318]  language  I  *  should  describe  it  as  a  horse-clipper,  or  a 

horse-clipping  machine.  It  is  not  "  an  apparatus  for  clip- 
ping or  shearing  horses ; "  that  would  not  have  been  a  new  thing,  for 
horse-clippers  were  old,  but  it  is  "  improvements  in  this  apparatus 
for  clipping  or  shearing  horses." 

Starting  with  that  as  to  the  title,  when  you  approach  the  de- 
scription you  find  that  this  improved  horse-clipper  is  described 
from  the  beginning  to  the  end.  The  specification  tells  you  how 
you  are  to  make  it  from  the  starting-point  to  the  close ;  of  course, 
using  the  language  known  in  the  trade,  and  familiar  to  those  who 
had  been  accustomed  to  instruments  of  this  kind.  As  regards  the 
advantages  of  this  improved  horse-clipper,  Grayson  states  them  in 
this  way  ;  at  the  outset  he  says :  "  My  invention  relates  to  certain 
improvements  in  the  construction  of  apparatus  for  clipping  horses, 
and  for  shearing  or  clipping  other  animals,  the  advantages  con- 
sisting chiefly  in  the  facility  afforded  of  clipping  the  hair  or  wool 
at  a  short  distance  from  the  skin  instead  of  shaving  the  animal 
close"  (that  is  an  advantage  which  would  be  common  to  all  horse- 
clippers  as  distinguishing  their  use  from  the  process  of  shaving), 
**  in  the  application  of  the  cutting  blades  in  relation  to  the  comb  " 
(that  is  merely  a  statement  by  anticipation  of  what  afterwards 
will  be  found  in  the  elaborated  description),  "  and  especially  in  the 
means  of  adjusting  the  cutter  in  any  desired  variety  of  position  in 
ro^ni  to  the  guiding  and  clipping  handles,  whereby  all  parts  of 
the  animal  may  be  ojierated  upon  with  equal  facility." 

IV»fore  adverting  to  the  intermediate  part,  I  will  ask  your  Lord- 
ships to  pass  on  to  the  end  of  the  specification.  He  continues 
thus:  "AVhat  I  claim  and  desire  to  be  secured  to  me  by  the 
heroin  in  j^art  recited  letters  j^atent  is  the  general  arrangement, 
construction,  and  combination  of  j^arts"  (I  believe  that  that  is  the 
only  place  where  the  word  "combination"  is  used),  "whereby  I 
am  enabled  to  construct  an  api^\ratus  for  clipping  or  shearing 
horses  and  other  animals  in  such  niiumer  that  the  apparatus  may 
be  adjusted  to  numerous  angles  or  positions  to  suit  the  varying 
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surface  of  the  animal,  and  whereby  the  shearing  or  clipping  may 
be  regulated  to  the  exact  extent  required,  without  shaving  the  hair 
or  wool  too  closely,  and  without  injuring  the  animal,  leaving  a 
smooth  surface  without  marks,  the  apparatus  being  capable 
of  *  being  taken  to  pieces  and  adjusted  for  sharpening  or  [*  319] 
renewing  the  cutter  bar,  or  for  other  purposes,  all  sub- 
stantially as  herein  specified  and  shown." 

Together  with  that,  I  will  ask  your  Lordships  to  observe  also  a 
statement  of  some  importance  made  by  this  patentee  at  the  end  of 
this  provisional  specification,  the  instrument  in  which  in  the  first 
instance  he  described  the  general  nature  of  his  invention.  He 
states,  after  describing  the  instrument  very  much  as  it  was  described 
in  the  ultimate  specification :  "  It  may  be  made  of  various  sizes, 
from  very  fine  teeth  for  clipping  horses  to  coarse  teeth  for  shear- 
ing sheep  or  other  animals,  and  it  possesses,  as  stated,  the  advan- 
tage over  all  other  clipping  apparatus  of  being  varied  and  adjusted 
as  to  cut  just  above  the  hoof,  or  under  the  flank,  or  the  neck  of 
the  horse  without  diflBculty  or  danger."  Therefore,  my  Lords, 
stopping  here,  you  will  understand  by  this  specification  thatlt  is, 
as  I  said,  a  description  of  one  complete  improved  horse-clipper, 
the  distinguishing  advantage  of  which  over  other  horse-clippers 
is  the  adjustability,  that  is,  the  means  provided  by  which  it  might 
be  adjusted  so  as  to  follow  the  shape  of  the  animal  which  was 
being  clipped. 

My  Lords,  in  harmony  with  this,  you  have  then,  in  the  central 
part  of  the  specification,  a  historical  mode,  an  analytical  mode,  of 
describing  the  construction  of  the  instrument.  I  will  not  go 
through  the  whole  of  that,  but  your  Lordships  will  observe  that  it 
commences  in  this  way :  "  The  apparatus  consists  of  a  flat  guide- 
plate  on  which  the  moving  parts  are  carried ; "  then  it  describes 
the  combing-teeth  and  the  cutting-teeth ;  then  it  describes  the 
holder  or  guiding-handle  for  the  left  hand,  and  the  means  by  which 
that  might  be  varied  according  to  the  shape  of  the  animal ;  then  it 
describes  the  clipping-handle.  And  thus  it  continues:  "In  this 
apparatus  no  bearings  are  made  dependent  on  screws  set  in  plates, 
and  which  are  so  liable  to  become  loose  or  broken  by  the  undue 
pressure  exerted  on  them.  In  place  of  such  bearings,  the  bearings 
and  fulcrum  are  taken  from  stems  of  great  strength  which  cannot 
get  out  of  order,  or  be  broken  by  any  work  to  which  the  apparatus 
may  be  subjected."    And  then  commences  a  reference  to  the  draw- 
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ingR^  and  the  clipper  is  described  from  the  beginning  to  the 
[•  320^  end  by  the  drawings^  and  the  specification  concludes,  *  as 

I  have  nieadoaed,  by  a  general  enumeration  of  the  claims. 

Mr  Lordsv  that  being  upon  the  face  of  it  a  specification  claiming 

this  improved  apparatnsv  or  instnunent,  as  a  whole,  you  have  then 

to  con:5^ider  in  what  way  would  a  patent  for  an  apparatus  of  this 

kind  be  infringed  ? 

I  apprehend  that  I  am  correct  in  saying  that  such  an  apparatus 
*s^  I  have  referred  to  might  be  infringed  in  one  or  three  different 
w«y:$^  and  with  reference  to  the  numerous  authorities  referred  to 
at  your  Lordships*  bar»  it  is  important  to  bear  in  mind  the  differ- 
ent modes  in  which^  in  cases  of  this  kind,  questions  of  infringe- 
meut  arise.  One  mode  of  infringement  would  be  a  very  simple 
attvl  clear  one :  the  infringer  would  take  the  whole  instrument 
t'tv^m  be^iuuirig  to  end»  and  would  produce  a  clipper  made  in 
every  respect  like  the  clipper  described  in  the  specification.  About 
au  iut'nu^iuent  of  that  kind  no  question  could  arise.  The  second 
tuv\W  would  be  one  which  might  occasion  more  difficulty.  The 
iutViii^r  mi^ht  not  take  the  whole  of  the  instrument  here  de- 
^oriU\l.  but  he  might  take  a  certain  number  of  parts  of  the  instru- 
ment describevl:  he  might  make  an  instrument  which  in  many 
w^jwts  would  resemble  the  patent  instrument,  but  would  not 
\^^etubl^  it  iu  all  its  parts.  And  there  the  question  would  be, 
\*uhor  for  a  jury  or  for  any  tribunal  which  was  judging  of  the 
C^ct*  of  the  ca$e»  whether  that  which  was  done  by  the  alleged 
vuf\uv^^er  amouutevl  to  a  colourable  departure  from  the  instrument 
(H^tontv\l.  aud  whether  in  what  he  had  done  he  had  not  really 
tukou  *ud  adopted  the  substance  of  the  instrument  patented 
\\\A  il  lui^ht  well  be»  that  if  the  instrument  patented  consisted  of 
|>^i*h0  diiVoivut  steps*  producing  in  the  result  the  improved  clipper, 
m  iiifvtu^vr  who  t*.x^k  eight  or  nine  or  ten  of  those  steps  might 
l*^  hM  h\  the  tribuuv^l  judging  of  the  patent  to  have  taken  in 
•uV^Uiu^  i\\^  pith  and  marrow  of  the  invention,  although  there 
wviV  o*uv  twv\  thrvwfour,  or  five  steps  which  he  might  not  actually 
}\A\v>  (II kin*  and  represented  upon  his  machine.  Many  of  the  cases 
\\\\W\\  wt»iw  t\^tVrre<l  to  in  the  argument  were  cases  where  a  ques- 
\\ivxi  v4  ih^t  kind  arose, 

lUvi,  *i*y  Lv^rvU.  there  is  a  third  way  in  which  it  is  possible  to 

c^*wv^ive  an  infringement  of  a  patent  of  the  kind  to  which 
f  *  ll;M  J  I  Kax*^  •  referred.    In  a  patent  claiming  an  entire  instru- 
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ment  made  by  a  consecutive  number  of  steps,  there  may  at  the 
same  time  be  what  I  will  term,  as  perhaps  the  most  conveni- 
ent phrase  I  can  think  of,  an  invention  which  is  a  subordi- 
nate integer  in  the  larger  invention.  Inside  the  whole  invention 
there  may  be  that  which  itself  is  a  minor  invention,  and  which 
does  not  extend  to  the  whole,  but  forms  only  a  subordinate  part 
or  integer  of  the  whole.  Now,  again,  that  subordinate  integer 
may  be  a  step,  or  a  number  of  steps  in  the  whole,  which  is  or  are 
perfectly  new,  or  the  subordinate  integer  may  not  consist  of  new 
steps,  but  may  consist  of  a  certain  number  of  steps  so  arranged  as 
to  form  a  novel  combination  within  the  meaning  which  is  attached 
by  the  patent  law  to  the  term  "  combination."  In  that  case  you 
may  have  to  try  a  farther  question ;  you  may  have  then  to  look 
at  the  patent,  not  merely  as  a  patent  for  the  whole  instrument 
described,  but  as  a  patent  which,  in  addition  to  claiming  protec- 
tion for  the  whole  instrument  so  made,  claims  protection  also  for 
the  subordinate  invention,  the  subordinate  integer,  which  enters 
into  the  combination  of  the  whole.  Suppose,  my  Lords,  that  in 
a  patent  you  have  a  patentee  claiming  protection  for  an  invention 
consisting  of  parts  which  I  will  designate  as  A,  B,  C,  and  D  ;  he 
may  at  the  same  time  claim  that  as  to  one  of  those  parts,  D,  it  is 
itself  a  new  thing,  and  that  as  to  another  of  those  parts,  C,  it  is 
itself  a  combination  of  things  which  possibly  were  old  in  them- 
selves, but  which,  put  together  and  used  as  he  puts  them  together 
and  uses  them,  produce  a  result  so  new  that  he  is  entitled  to  pro- 
tection for  it  as  a  new  invention.  In  a  patent  of  that  kind  the 
monopoly  would  or  might  be  held  to  be  granted,  not  only  to  the 
whole  and  complete  thing  described,  but  to  those  subordinate  inte- 
gers entering  into  the  whole  which  I  have  described.  But  then, 
my  Lords,  the  invention  must  be  described  in  that  way ;  it  must 
be  made  plain  to  ordinary  apprehension  upon  the  ordinary  rules 
of  construction,  that  the  patentee  has  had  in  his  mind,  and  has 
intended  to  claim,  protection  for  those  subordinate  integers ;  and 
moreover  he  is,  as  was  said  by  the  Lords  Justices,  at  the  peril  of 
justifying  those  subordinate  integers  as  themselves  matters  which 
ought  properly  to  form  the  subject  of  a  patent  of  invention. 
My  Lords,  let  me  apply  those  general  observations  to 
the  case  *  before  you.  That  the  respondent  in  this  case  [*  322] 
has  adopted,  has  copied,  the  whole  machine  patented  by 
Orayson  is  not  contended.    That  he  has  adopted  so  much  of  the 
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aijK.!L-i»*  zlidz  ^\iz  25^  !•  c  HI*  "Tcei  if  uss^tlr  an  omissi(m  to  give 
^,1-  or  I-'  ^i.ic  i"^  -Ufcf  BO  c^fL  La>i  i;  Trrreii  Lis  being  charged 
J5>  jn  ji.r-i:^r  ^  3»  c  rn3dx«irr'L  ':»f:a.iait  iie  has  kft  out  of  Graj- 
sca  >  ^uc-r:i:  ^.i  ^u^.JL  r  J-^nj-^.tL*^  ptSKiT  is  one  whole,  is  so 
<u  :>^aa_ul  la  .ai.2s?v«.a  'i.ii:  x  -wis^  irx  Errand  at  the  har  that  it 
,^i;I :  >!  si-  i  :iaz  ~ie  "lUiI  n  fnijjCLZjre  zss:*^  iLe  whole.  But  the 
>c:^^  :c  ill-  4.-;:'::nta:  iz  7-  »ir  Ljri^j-rrs"  r«r  wis  upon  the  third 
>r^-.i^li  -£  :li^  -^ai:^.  I"  wTs^  si^i  liii.  xlilrrji  he  has  not  copied 
:.>e  *  >  I^-  i-!^  i^-^  '»i-:'i  -•^  ii2?  ^'-t:  rxoe i  50  niuch  that  sabstan- 
:  a  ^  ^  :.i:  w  '^a:?  :XiIi'-ii  :s^  lie  t:-Jl  tii  njkirC'W  of  the  invention, 
$i:  .  /x-*:  .:>v  Ji  • '  s:  -rr'-TT  :«rf?  :c  .-nj^rc's^  a  ST:l*oriinate  int^r 
cv'a>.--^  !^  c  1  ,>:rrvi^3  ^-31  -JiaC'.a  :c  raris  r  in^  to  make  up  a 
s.x^. ;  ::i  -,X'  ^  !•  Ir  c  i:!**  i"  Tinr^*  pirfrr'eL  ani  that  subordinate 
ra  x^^vr.  \  •.;  :>^.f  2-a::rr  rr  Tr.ci«-"^«:c.  ras  been  taken  by  the 
»\s\vHivlv:i:.  i  -i   :i  : -^::  r*:^' »::♦:«:  i^  i.t?  :rfr-Z:^i  cpon  the  patent 

N.*^  Mi;»  1  risv  ^a^::  1^  i-:*^  51  .•  rii::i-e  inie^r  which  is  said 
iv.>  'v  \;\i.\v:\.vv  :v  :  -  s  \o:- ::.  izi  il-.i  n  Ss  sail  that  the  respond- 
ca;  >..i>  Mvv't  •  I:  <  >.<cr/:*:'i  :  j  lir*  jeam»^i  ^r-cnsel  for  the  appeJ- 
lu, '.  si:  NOvir  L.^r^lslii^^  -Mr.  i<  ^-C->i>::2_^  :c  f.vir  different  matters, 
\L..^  iu  u^.e  tirsc  iIjlvV.  wIjl:  iiTe  r^f«3  .^:illfd  the  fixed  stems, 
si^ir*^;*^^:  r^.^iu  tlie  u:ii*er  or  o.z.:  r!i:<?.  wiS:h  cannot  be  shaken 
K\v40 ;  lu  rhe  ^rXHDtd  rl-KV.  :h^  !i:i:s  a- i  wisbr^rs  applied  to  the 
u^i^  v*f  the<e  d\evl  s^:erLL5.  aS.v^  :h^  c,i::iz^rli:e,  so  as  to  adjust 
tho  fvioUvm ;  iu  the  thiri  rli,^.  the  shipe  oc  the  cutter-plate  made 
vu  HU  i^rv^h.  by  which  the  N?iri::^  cf  the  ct:t:er-plate  upon  the 
vvuil»-i»lAte  is  better  ai;u>t*:>i;  anl  fonrthlr.  the  mode  of  com- 
\uunio<uiui;  the  motion  to  the  ur^x?r  or  cutting-plate,  so  as  to  bring 
it  to  tho  true  line  of  cutti'jg. 

IVfv^rt^  I  r^^iVr  to  the  first,  second,  and  fourth  of  these  items,  I 
wish  to  observe  ujvn  the  third,  namelv,  the  question  of  the  arch- 
lui*  ^^t  the  outter-pkte.  Whatever  conclusions  may  be  arrived  at 
\x\\H\  tlie  other  items,  to  which  I  shall  advert  afterwards,  I  think 
y\mv  Ltmlships  will  agree  with  me  that  this  question  of  the  arch- 
tnu  of  the  cutter-plate  must  be  put  entirely  out  of  the  case.  I 
have  read  with  great  care  the  specification  of  Grayson, 
[•  II*J3]  and  there  *  is  not  a  word  in  the  letter-press  of  that  speci- 
fication, from  beginning  to  end,  which  refers  in  any  shape 
or  form  to  the  arching  of  the  cutter-plate,  or  to  any  advantage  to 
lit'  ilcrived  from  that  arching.  It  is  perfectly  true  that  when  you 
luru  to  that  drawing,  which  exhibits  a  part  of  this  instrument  in 
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profile,  and  look  at  the  cutter-plate^  which  in  Grayson's  patent  lay 
under  a  somewhat  thick  and  rigid  bolt,  you  can  see  in  the  profile 
of  that  cutter-plate  as  drawn  a  certain  amount  of  arching,  or 
rather,  I  should  say,  a  certain  space  intervening  between  the 
back  portion  of  the  cutter-plate  and  the  comb-plate  immediately 
below  it ;  but  what  that  intervening  space  is  for,  or  why  that  par- 
ticular form  is  given  to  the  cutter-plate,  is  nowhere  suggested  in  the 
specification.    I  mean  nowhere  suggested  directly  and  categorically. 

A  suggestion  is,  indeed,  made  in  the  specification,  which  I  can- 
not help  thinking  refers  to  this  conformation  of  the  cutter-plate, 
but  which  would  indicate  that  that  confirmation  is  given  for  a 
purpose  entirely  different  from  that  which  is  said  to  be  the  real 
advantage  of  the  arching  of  the  cutter-plate.  It  is  pointed  out  in 
the  specification  that  in  previous  cutters  there  was  a  tendency  for 
grit,  or  small  foreign  matter  of  some  kind,  to  come  in  between  the 
cutter-plate  and  the  comb-plate,  to  cause  friction,  and  to  cause 
fraction  of  the  combs;  and  it  is  impossible  not  to  entertain  a 
very  strong  suspicion,  on  reading  this  statement  in  the  specifica^ 
tion  and  looking  at  the  drawing,  that  the  meaning  and  object 
of  the  patentee  was  to  make  this  recess  or  cavity  between  the 
cutter-plate  and  the  comb-plate  at  the  back,  in  order  that  such 
grit,  or  foreign  substance  as  I  have  described,  might  in  the  course 
of  the  movement  of  the  clipper  fall  back  from  between  the  cutter 
and  the  comb-teeth  into  this  cavity,  and  thus  be  liberated  from 
the  apparatus  altogether.  That  may  have  been  the  object  of  the 
cavity,  but  there  is  no  distinct  statement  made  of  why  the  arching 
is  produced. 

And,  my  Lords,  an  observation  was  made  at  the  bar  on  behalf 
of  the  respondent,  which  I  cannot  help  thinking  has  very  great 
weight,  that  looking  at  this  drawing  it  is  impossible  to  conceive, 
whatever  might  be  the  object  of  this  arching,  that  it  was  intended 
to  bring  into  operation  any  elasticity  of  the  cutter-plate  produced 
by  the  arching,  because  in  this  very  drawing  this  cutter- 
plate  in  *this  arched  form  is  laid  upon,  and  is  adjusted  [*324] 
and  fitted  to,  a  solid  and  rigid  bolt  above  it,  so  that  the 
elasticity  of  the  cutter-plate  is  just  as  great  as,  and  nothing  more 
than,  the  elasticity  of  this  bolt,  and  inasmuch  as  the  bolt  is  solid 
and  rigid  and  non-elastic,  an  instrument  made  according  to  this 
drawing  would  not  have,  and  could  not  have,  any  elasticity  what- 
ever in  the  cutter-plate. 

VOL.  XX.  — 19 
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Therefore,  my  Lords,  I  am  compelled,  in  the  first  place,  to  put 
aside  altogether  this  idea  of  the  advantage  of  the  elasticity  of  the 
cutter-plate  as  an  after-thought,  which  was  in  no  way  present  to 
the  mind  of  this  patentee.  It  may  be  an  advantage  —  I  say 
nothing  as  to  that  —  but  if  it  is  an  advantage,  it  is  an  advantage 
which  subsequent  practice  and  experiment  has  brought  to  light, 
and  it  is  not  an  advanta^  which  appeared  to  suggest  itself  to  the 
mind  of  this  patentee  when  he  made  this  specification. 

Well,  my  Lords,  I  turn  to  the  three  remaining  items  which,  if 
any,  must  be  said  to  produce  the  combination ;  and  in  the  first 
place  with  regard  to  those  items,  as  I  view  the  evidence,  it  appears 
to  me  that  they  are  all  in  themselves  old  —  no  one  of  them  has  in 
itself  the  advantage  and  property  of  novelty.  First  let  me  take 
the  fixed  stems  which  cannot  be  shaken  loose.  It  is  quite  true 
that  in  the  earlier  clippers  you  had  screws  passing  through  from 
above  —  passing  through  the  cutter-plate  and  into  the  comb-plate, 
but  they  were  naturally  found  to  shake  loose  and  to  be  incon- 
venient And  then  you  had  as  a  second  stage  an  improvement, 
bolts  passed  through  from  below  —  from  under  the  comb-plate  into 
the  cutter-plate  above,  and  secured  above  the  cutter-plate  by  nuts 
—  that  was  an  ordinary  improvement  upon  a  screw  which  would 
naturally  occur  to  any  one.  Those  bolts  were  not  fixed;  they 
were  put  in,  and  they  could  be  taken  out  again,  and  there  may 
have  been  a  disadvantage  in  the  want  of  that  rigidity  which  would 
have  arisen  if  they  had  been  soldered  or  welded  into  the  comb- 
plate.  But  before  this  patent  was  taken  out  that  inconvenience 
appears  to  have  been  felt  and  to  have  been  surmounted.  This  is 
shown  by  two  exhibits :  one  is  the  exhibit  of  Clark  of  1869,  in 
which  the  cutter-plate  is  worked  upon  the  comb-plate  by  a  motion 
whicli  is  somewhat  different  from  the  present ;  you  have  there  the 
fixed  stems  proceeding  out  of  the  comb-plate  and  passing 
[•  325]  tlirough  *  the  cutter-plate,  and  secured  on  the  top  by 
nuts  and  by  washers,  just  as  in  the  case  of  the  present 
patont;  the  other  is  the  exhibit  of  Adie,  of  1868;  in  that  case, 
althcnigli  in  other  respects  the  clipper  is  different,  still  you  have 
got  th«  fixed  stems  fastened  into  the  comb-plate,  and  passing 
throuf^'h  tliti  cutter-plate  and  secured  by  nuts  at  the  top.  You 
tht^roforo  have  the  fact  that  a  fixed  stem  was  not  a  new  thing  in  a 
dipper,  although  it  may  not  have  been  combined  with  the  things 
with  which  it  is  here  combined  before  Grayson  took  out  his  patent. 
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With  regard  to  the  application  of  nuts  and  washers  to  fixed 
stems,  what  I  have  already  said  shows  that  that  also  was  not  new. 
In  the  exhibit  of  Clark  of  1869  you  have  nuts  and  washers  as 
completely  the  same  as  the  nuts  and  washers  of  the  present  clip- 
per as  anything  can  be. 

Then  as  regards  the  mode  of  communicatiug  the  motion  so  as 
to  be  in  the  true  line  of  cut,  I  cannot,  I  must  say,  see  any  sub- 
stantial diflference  between  the  mode  in  which  the  motion  was 
communicated  in  the  earlier  clippers  and  the  present.  The 
motion  in  the  earlier  clippers  proceeds,  as  here,  from  a  pivot 
which  attaches  the  two  handles;  from  that  pivot  is  worked  a 
cam  which  is  applied  exactly  in  many  cases  in  the  true  line 
between  the  two  screws;  and  although  a  cam  so  applied  does 
not  work  exactly  in  a  parallel  plane,  but  works  as  the  radius 
of  a  circle  would  work  in  an  arc,  the  same  may  be  said  of  Gray- 
son's patent,  where  the  action  proceeds  in  the  same  way  from 
the  point  of  connection  between  the  handles,  and  where,  although 
it  does  not  work  by  a  cam,  but  by  a  pivot  producing  exactly  the 
same  result,  the  motion  is  also  the  motion  of  a  radius  working 
along  a  part  of  the  periphery  of  a  circle. 

Therefore,  my  Lords,  each  of  these  three  items  is  not,  in  itself, 
a  new  invention,  but  is  an  old  step  well  known  in  the  making  of  a 
clipper. 

But  then,  say  the  learned  counsel  for  the  appellant,  that  may 
be  so  —  it  may  well  be  that  each  of  these  items  is  old,  but  we 
claim  a  combination  in  one  and  the  same  clipper  of  these  items 
which  never  were  combined  before,  and  that  combination  we  claim 
to  be  in  itself  an  invention  and  to  be  protected. 

I  do  not  desire  to  ask  your  Lordships  to  decide  in  this 
case  anything  *  more  than  is  necessary  for  the  disposal  of  [*  326] 
the  case  itself.  It  has  always  appeared  to  me  to  be  a  mat- 
ter of  very  great  difl&culty  to  say  as  regards  combination  what 
things  old  in  themselves  might  yet  be  combined  in  such  a  way 
as  to  form  the  proper  subject-matter  for  a  patent  of  invention ; 
but  I  think  your  Lordships  will  not  find  yourselves  embarrassed 
with  any  question  of  that  kind  here.  I  desire  to  leave,  entirely 
without  any  observation  from  me,  at  all  events,  what  ought  to  be 
said  if  this  patentee  had  claimed  as  a  new  invention,  as  a  thing  to  be 
protected,  the  combination  into  one  clipper  of  these  three  old  mat- 
ters to  which  I  have  referred,  which  he  would  say  had  never  been 
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combined  into  one  clipper  before  —  I  repeat  I  desire  to  leave 
untouched  what  ought  to  be  said  to  a  daim  of  that  kind,  but  in 
this  particular  case  no  such  claim  has  been  made.  I  have  read 
and  re-read  with  the  greatest  anxiety  the  specification  in  the 
present  case.  I  cannot  find,  from  beginning  to  end  of  it^  any  sen- 
tence, or  any  number  of  sentences,  as  to  which,  by  any  reasonable 
interpretation,  you  can  say  that  they  make  a  claim  to  a  subordinate 
combination  of  these  particular  items  as  constituting  in  itself  a  nov- 
elty, a  new  manufacture,  a  thing  to  be  protected  by  the  patent.  It 
appears  to  me  that  the  idea  of  this  subordinate  combination  in  this 
case  has  sprung  out  of  the  very  great  ingenuity  of  the  professional 
advisers  of  the  appellant — feeling  themselves  considerably  pressed 
by  the  difiELcuIty  of  supporting  the  allegation  as  against  the  present 
respondent  on  any  other  ground.  But  putting  aside  the  ingenuity 
with  which  the  proposition  is  stated,  and  coming  to  a  calm  and 
deliberate  perusal  of  the  specification  itself,  the  idea  of  this  combi- 
nation as  a  thing  claimed  or  protected  under  this  patent  appears 
to  me  entirely  to  vanish. 

My  Lords,  I  am  quite  satisfied,  so  far  as  I  am  concerned,  with 
the  judgment  of  the  learned  Lords  Justices,  and  I  should  have 
been  content  to  rest  the  decision  of  this  case  upon  that,  but  that 
the  importance  of  the  case  to  the  persons  concerned  made  it  appear 
to  me  to  be  right  that  I  should  endeavour  to  express  at  some 
length  the  grounds  upon  which  I  arrive  at  the  conclusion  at  which 
I  have  arrived.  My  Lords,  I  cannot  do  otherwise  than  submit 
to  your  Lordships  the  motion  that  the  decree  now  appealed 
against  should  be  affirmed,  and  this  appeal  dismissed  with 
costs. 

[*  327]      *  Lord  Hatherley  :  — 

My  Lords,  it  is  very  much  to  be  r^retted  that  a 
machine  which  is  described  by  the  Lords  Justices  as  being  one 
remarkably  successful  and  useful  in  its  results,  and  which  in  its 
present  state  was  intended  by  the  plaintiff  to  be  protected  by  his 
letters  patent,  is  by  those  letters  patent  so  described  and  claimed 
that  it  is  impossible,  as  it  appears  to  me,  to  say  that  the  defend- 
ant in  this  case,  the  respondent  at  your  Lordships'  bar,  has 
infringed,  by  the  making  of  his  machine,  any  portion  of  the  patent 
right  duly  vested  in  Mr.  Clark  as  the  assignee  of  Orayson's 
letters  patent 
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Now,  my  Lords,  there  is  no  doubt  more  difficulty  in  all  patent 
cases  which  come  before  the  Courts  where  the  patent  is  claimed 
for  an  improvement  than  in  the  ordinary  case  of  a  patent  claimed 
for  any  new  invention,  in  which  you  have  simply  to  try  the 
question  of  whether  it  is  new  or  not  There  is  a  mixture  of  old 
and  new  in  all  bases  of  patents  for  improvements  which  has  occa- 
sioned a  good  deal  of  difficulty  to  the  Court  which  has  to  decide 
the  question.  One  may  exemplify  the  two  sides  of  that  difficulty 
by  the  case  of  Lider  v.  Leathery,^  £1.  &  Bl.  1004,  on  the  one 
hand,  and  the  case  of  Foxwell  v.  Bostock,  12  W.  R  723,  4  De  G. 
J.  &  S.  298,  on  the  other. 

In  the  case  of  Zuier  y.  Leather  it  was  decided  that  in  an  im- 
proved machine,  the  result  of  several  combinations,  the  patent 
might  be  so  claimed  that  the  several  combinations  leading  up  to 
the  one  combination  might  be  themselves  divided  into  several 
parts,  in  which  each  specific  combination,  say  A  and  B  and  C, 
might  be  considered  as  a  separate  integer,  to  use  the  expression  of 
my  noble  and  learned  friend  on  the  woolsack,  and  each  such 
integer  might  in  itself  be  a  subject  of  letters  patent,  and  also  in 
their  combination,  the  several  inventions,  A  and  B  and  C, 
might  produce  a  total  which  should  also  be  a  subject  of  letters 
patent.  My  Lords,  I  have  not  the  case  of  Lister  v.  Leather  before 
me  at  this  moment,  but  I  can  so  far  state  what  was  intended  to  be 
decided  by  that  case  as  to  conceive  that  in  that,  as  in  other  cases, 
there  may  have  been  several  separate  portions  of  work  to  be  done 
by  the  different  portions  of  the  combination  producing  the  new 
machine,  and  that,  as  in  the  case  of  the  feeding  apparatus,  each 
of  these  separate  totals  may  have  been  the  result  either  of 
a  *  new  invention  in  itself,  or  of  a  combination  of  old  [*  328] 
inventions,  and  when  you  had  so  framed  your  patent  as  to 
claim  the  combination  of  the  feeding  portion  of  the  machine  you 
•might  go  on  to  describe  the  several  other  portions  of  the  machine 
which  delivered  the  food  into  it,  and  rendered  it  fit  for  usa  Call- 
ing one  A  and  another  B,  you  might  say  that  both  A  and  B 
were  not  new  inventions,  but  that  the  combination  of  them  was 
new  producing  the  total  result ;  and  then  you  might  say  that  the 
two  put  together  formed  a  machine  which  was  new  in  its  result, 
and  at  the  same  time  useful. 

On  the  other  hand,  my  Lords,  the  case  of  Foxwell  v.  Bostock, 
which  has  some,  and  I  may  say  considerable,  application  to  the 
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present  case,  decides  this,  that  wheie  70a  take  a  well-known 
machine  (as  the  sewing-machine  was  in  that  case,  and  as  the 
horse-clipper  was  in  this  case),  an  instnunent  which  was  well 
known  befoze  the  date  of  the  patent,  yon  may,  if  you  think  fit, 
improve  all  the  various  parts  of  that  machine  by  introducing  into 
two  or  tliree  of  its  definite  parts,  if  there  are  so  many,  that  which 
is  new  either  by  way  of  combination,  or  by  way  of  discovery,  and 
you  may  claim  for  each  of  those  parts  into  which  you  have  so 
introduced  something  new,  the  privilege  of  protection,  just  as  if 
you  had  taken  out  letters  patent  for  each  of  those  new  things 
separately  —  and  you  may  claim  for  those  parts  A,  B,  and  G, 
which,  considered  as  separate  things,  are  in  themselves  deserving 
of  a  patent  —  you  may  claim  for  them,  when  united  a  beneficial 
result  which  may  entitle  you  to  a  patent  for  the  whole  machine. 
But  I  apprehend,  my  Lords  (and  I  do  not  read  the  decision  in  the 
case  of  Foxwdl  v.  Bostoek  as  deciding  more  than  I  am  stating), 
you  must  in  some  way  or  other  inform  those  whom  you  are  deal- 
ing with,  by  which  I  mean  the  general  public  —  whom  you  wish 
to  exclude  for  a  certain  limited  number  of  years  from  using  your 
invention  —  you  must  inform  them,  in  some  mode  or  other, 
whether  you  have  subdivided,  if  I  may  use  the  term,  your 
machine  into  those  separate  parts  and  claim  for  each  part  the 
merit  of  novelty,  or  whether  you  are  simply  making  a  combina- 
tion of  things  per  se  old,  but  which  have  never  been  used  before  in 
combination,  and  which  make  up,  as  you  say,  your  machine,  for 
which  you  claim  protection  as  a  novel  and  useful  ma- 
[*  329]  chine,  and  which  machine  *  must  not  be  made  by  anybody 
but  yourself.  If  you  claim  protection  also  for  a  portion  of 
the  machine  you  must  make  it  plain,  I  do  not  say  necessarily  by 
words,  or  by  any  particular  mode,  but,  in  some  definite  mode  or 
other,  you  must  point  out  what  is  the  combination  of  parts  which 
you  ask  to  have  protected,  and  what  are  the  subordinate  parts, 
which  also  you  ask  singly  and  respectively  in  themselves  to  have 
protected 

My  Lords,  notwithstanding  the  able  argument  which  we  have 
heard  at  the  bar  upon  the  letters  patent  of  Grayson,  I  have  looked 
in  vaiu  at  that  patent  to  find  any  claim  of  that  description.  I 
find  a  claim  for  the  whole  combination,  in  which  he  says  he 
has  made  an  improved  horse-clipper,  but  I  do  not  find  anything 
which  can  lead  one  to  say  that  he  makes  such  a  claim  as  this: 
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"  Here  are  specific  novel  snbordinate  combinations  which,  when 
brought  together,  produce  the  whole,  and  which  also  per  se  possess 
such  an  amount  of  novelty,  either  in  respect  of  invention  or  of  com- 
bination (whichever  of  the  two  it  may  be)  that  I  am  entitled,  if  I 
thought  fit,  to  have  a  patent  for  each  of  them  as  a  separate  inven- 
tion."  The  nearest  approximation  to  a  separate  subdivision  of 
the  claim  is  in  regard  to  the  apparatus  for  shifting  the  handle  in 
order,  as  the  claimant  says,  to  enable  persons  to  clip  the  various 
parts  of  a  horse  in  whatever  position  those  parts  may  be,  and 
according  to  the  various  shifting  positions.  There  seems  to  be 
something  like  an  amount  of  separation  in  that  part  of  the  appa- 
ratus which  approaches  more  nearly  to  a  separate  claim  in  that 
respect,  inasmuch  as  Grayson  has  told  you,  both  in  the  provisional 
specification  and  in  the  full  specification,  what  are  the  two  objects 
which  he  has  "  chiefly  *  (as  he  terms  it)  in  view.  The  one  object 
is  that  of  clipping,  and  not  shaving,  the  horse,  which  object  in 
fact,  as  has  been  observed  already,  is  common  to  every  clipping 
machine,  because  the  object  is  to  clip,  not  to  shave ;  and  the  other 
object  he  has  is  to  adapt  the  apparatus  to  the  clipping  of  any  part 
of  a  horse  with  safety.  As  regards  this  adaptation  of  the  apparatus 
to  the  clipping  of  any  part  of  a  horse  with  safety,  the  respondent 
has  not  dealt  with  that  in  any  way,  nor  does  it  appear,  in  fact, 
that  the  appellant  himself  in  this  case  is  so  satisfied  with  that 
part  of  his  invention  as  to  induce  him  to  continue  making  it  an 
important  part  of  his  clipper.  He  appears  now  to  make 
his  *  clipper  without  using  that  part  of  his  combination  [*  330] 
or  discovery.  And  certainly  whether  he  does  use  it  or 
not,  it  has  not  been  infringed  or  interfered  with  in  any  way  by 
the  respondent 

Then,  my  Lords,  we  come  to  the  other  part  of  it,  if  this  is  to 
be  taken  in  two  parts,  for  I  cannot  discover  the  semblance  even 
of  any  tertium  quid  put  before  us  as  to  which  there  is  any  allega- 
tion with  regard  to  infringement ;  and,  as  regards  the  only  remain- 
ing part  that  I  can  discover,  it  is  enough  to  say  that  the  actual 
clipping  work  is  done  by  the  clipper  independently  of  the  ques- 
tion of  inverting  the  machine,  or  changing  the  handles  in  order  to 
apply  the  clipper  in  accordance  with  the  shifting  positions  of  the 
horse. 

My  Lords,  something  was  said  in  the  course  of  the  argument 
upon  that  part  of  the  letters  patent  which  speaks  of  it  being  desir- 
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able  that  there  should  be  a  bevelling,  as  I  should  call  it  (I  think 
it  has  been  called  a  "  tapering  "  here),  of  the  teeth  of  the  comb,  so 
that  the  comb  should  rest  for  its  base,  or  that  which  supports  it, 
upon  the  surface  of  the  animal,  whilst  the  teeth  of  the  comb 
should  be  a  little  raised  ofif  that  surface.  If  that  was  meant  to 
be  relied  upon  as  anything  separate  and  distinct,  and  as  an 
entirely  new  combination  or  invention  for  the  purpose  of  clipping 
and  not  shaving  the  animal,  I  apprehend  that  the  plaintiff 
would  be  placed  in  considerable  difficulty,  because  undoubtedly  it 
appears,  upon  looking  at  some  of  the  specimens  which  we  have 
had  put  before  us  here,  that  he  would  not  have  made  out  that  that 
part  of  his  invention  was  new  —  I  think,  my  Lords,  that  that  is 
clearly  proved  by  some  of  the  specimens  which  we  have  had  put 
before  us.  But  besides  that  we  really  do  not  find  with  regard 
to  that  part  of  the  case  that  the  appellant  in  any  portion  of 
his  bill,  or  in  the  affidavit  in  support  of  his  bill,  makes  that 
any  serious  part  of  the  charge  he  brings  against  Mr.  Adie,  the 
respondent,  in  respect  of  the  invasion  of  his  (the  plaintiff's) 
patent 

The  gravamen  of  the  charge  throughout  has  been  the  alleged 
piracy  of  the  invention  of  the  plaintiff  in  the  use  of  fixed  stems 
instead  of  moveable  screws ;  and  then  there  is  the  question  as  to 
the  elasticity  of  the  arch  as  compared  with  what  is  called  the 
rigid  position  of  the  two  plates  as  put  together  in  Adie's  patent  of 
1868;  and  the  third  ground  principally  insisted  upon  here  has 

been  the  production  of  the  movement  which  is  called  the 
[•331]  true  *  motion,   that  is  to  say,  the  motion  given  to  the 

machine  itself  and  the  motion  given  to  the  screws  being 
all  in  one  line  parallel  to  the  comb  as  distinguished  from  having 
the  centre  of  motion  between  the  two  studs  which  are  moveable, 
and  as  to  which  it  is  said  that  as  defined  in  Adie's  original 
machine  the  centre  of  motion  was  below  them,  and  therefore 
a  turning  or  twisting  effect  was  produced  when  they  were 
moved,  which  was  supposed  to  be  objectionable  as  loosening 
the  screws. 

Those  were  the  principal  matters  all^^ed  to  be  claimed  in  this 
patent,  but  I  cannot  find,  and  here  I  agree  with  the  Lobds 
JrsTiCES,  any  distinct  portion  of  the  specification  in  which  a  sub- 
combination is  represented  as  being  something  independent  of  the 
machine  called  a  horse-clipper,  where  the  whole  is  produced,  of 
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which  it  is  claimed  as  a  subordinate  part  newly  combined  with 
others,  and  as  being  such  a  novel  sub-combination  as  would  entitle 
the  plaintiff  to  say :  "  I  might  have  taken  out  my  patent  if  I  had 
been  so  minded  for  each  or  either  of  those  parts  which  I  employ 
in  order  to  produce  the  proper  operation  as  between  the  cutting 
apparatus  and  the  comb,  by  which  the  cutting  apparatus  is 
guided. '  I  find,  my  Lords,  that  what  is  described  is  the  whole 
machine,  and  that  it  is  not  described  at  all  as  being  a  machine 
composed  of  all  these  several  parts,  which  parts  are  in  themselves 
new  in  discovery  or  combination,  and  accordingly  entitle  the 
patentee  to  say,  "  As  to  this  or  that  part  alone  I  could  have  taken 
out  a  patent "  Whether  he  might,  or  might  not,  have  done  that, 
if  he  had  been  so  minded,  it  is  enough  to  say  that  I  cannot  find 
any  part  of  the  specification  in  which  he  has  made  such  a  clainL 
I  am  much  inclined  to  agree  with  the  Attorney-General  in  that 
part  of  his  argument  in  which  he  said  that  this  gentleman 
advisedly  did  not  make  these  separate  claims,  because  if  he  had 
claimed  all  those  separate  combinations  he  would,  in  all  probabil- 
ity, have  found  it  very  difficult  to  show  that  he  had  not  been 
anticipated  in  those  parts  of  the  machine.  At  all  events,  he  does 
not  take  upon  himself  to  say  that  any  new  apparatus  has  been 
constructed  by  him  in  the  sense  of  novelty  as  distinguished  from 
new  combination.  What  he  claims  is  only  a  combination  of 
parts  which  are  old  and  well-known,  and  which  have  been  used 
before  by  many.  He  says,  I  have  put  together  those 
parts  in  a  combination  *  which  in  itself  is  new ;  and  he  [*  332] 
says:  for  the  infringement  of  that  combination  I  now 
seek  to  have  an  order  of  the  C!ourt  I  wish  to  restrain  the  defend- 
ant from  further  infringement 

It  appears  to  me,  therefore,  my  Lords,  that  he  has  not  made 
out  that  claim  as  being  upon  the  face  of  his  letters  patent,  inas- 
much as  all  he  has  claimed  there  has  been  for  the  whole  machine, 
such  as  it  is,  produced  in  its  total  result  as  a  horse-clipper ;  and 
having  done  that,  he  cannot  now,  in  suing  the  plaintiff,  claim,  in 
the  manner  in  which  he  has  attempted  to  do  in  this  case,  relief  in 
respect  of  an  infringement  of  these  subordinate  parts  of  the  whole 
combination. 

As  regards  the  arching,  the  question  has  been  so  fully  dealt 
with  by  my  noble  and  learned  friend  on  the  woolsack,  that  I  have 
nothing  to  add  upon  that  subject     I  think  it  is  only  an  instance 
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of  how  this  gentleman  has,  by  an  after-thonght,  sought  to  protect 
himself,  as  it  appears  to  me,  by  an  extension  of  his  letteis  patent ; 
an  extension  which,  if  it  had  appeared  upon  the  face  of  the  letters 
patent  themselves,  would  probably  have  vitiated  the  whole  patent 
ab  initio. 

My  Lords,  the  case  of  Seed  v.  Higgins,  8  H.  L.  C.  550,  is  one 
which  I  have  always  thought  exceedingly  illustrative  of  the  great 
difficulty  which  patentees  are  put  to;  and  it  appears  to  me  to 
show  very  strongly  why  it  is  that  in  this  case  the  plaintiff  has  not 
shaped  his  claim  in  a  manner  which  would  answer  the  purpose  he 
has  endeavoured  to  support  by  alignment  The  decision  there  was 
very  fully  considered  by  Lord  Chancellor  Campbell,  Lord  Cran- 
WORTH,  Lord  Wensletdale,  and  Lord  Chelmsford.  There  the 
plaintiff  was  put  to  this  extraordinary  difficulty :  he  first  claimed 
an  improvement  by  using  centrifugal  force  in  the  winding  of 
bobbins;  he  then  found  that  having  been  anticipated  as  to  the 
use  of  centrifugal  force,  he  could  only  claim  in  respect  of  a  certain 
weight  which  was  moved  by  centrifugal  force  in  a  given  position, 
and  he  disclaimed  all  except  that  weight  When  another  person 
sought  to  substitute  what  was  a  mechanical  equivalent  for  the 
weight  (it  was  not  applied  in  exactly  the  same  place,  or  the  same 
position,  but  the  effects  were  almost  the  same),  the  Court  came  to 

the  conclusion  that  the  very  disclaimer  itself  showed 
[*333]  that  the  plaintiff  was  only  *  claiming  the  exact  thing 

which  was  left  open  to  him  by  the  numerous  other  patents 
which  had  been  taken  out  for  the  application  of  centrifugal  force ; 
and  that  although  the  defendant  had  come  as  near  as  could  be 
conceived  to  an  infringement,  yet  he  had  not  actually  violated 
or  infringed  the  patent,  because  the  patent  must  be  confined  very 
strictly  to  what  was  expressed  in  it  —  that  is  to  say,  very  strictly 
to  the  application  of  the  weight  there  mentioned.  It  is  upon 
that  ground,  no  doubt,  my  Lords,  that  the  patentees  have  been  in 
great  difficulty,  and  this  gentleman  (or  those  who  advised  him) 
appears  to  have  felt  that  difficulty  when  the  specification  was 
framed.  Without  saying  a  word  against  the  validity  of  the 
patent  as  it  exists,  it  appears  to  me  that  in  consequence  of  that 
difficulty  he  has  not  (perhaps  wisely  for  himself)  made  that  larger 
claim  to  which  I  have  referred,  and  he  has  not  included  in  his 
claim  that  which  can  cause  your  Lordships  to  consider  Mr.  Adie 
as  an  infringer  of  the  patent 
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Lord  Blackburn  :  — 

My  Lords,  I  also  think  that  in  this  case  the  appeal  should  be 
dismissed  and  the  judgment  of  the  Court  below  affirmed. 

In  these  cases  of  patents  there  always  arise  three  principal 
matters  to  be  considered.  The  letters  patent  are  in  themselves  a 
grant  of  a  property  in  an  invention,  and  one  question  which 
always  arises  is,  is  the  invention,  in  which  the  property  has  been 
granted,  such  an  invention  as  that,  under  the  Statute  of  Monopo- 
lies, the  Crown  can  grant  a  property  in  it  The  second  question 
is  whether  or  no  the  patentee  has  complied  with  the  condition 
which  has  for  nearly  two  centuries  been  always  inserted  in  letters 
patent,  and  has  "  described  and  ascertained  the  nature  of  the 
invention '  in  his  specification.  The  question  whether  he  has 
done  that  or  not  must  of  course  depend  upon  the  construction  of 
the  specification,  such  as  we  see  it  is,  and  that  must  be  a  reason- 
able construction.  The  effect  of  the  specification  necessarily  is 
that  it  defines  and  limits  what  is  the  invention  which  he  claims. 
He  cannot  say  that  he  has  more  than  he  has  described  in  his 
specification  as  being  the  invention  in  which  he  says  he  has 
property.  Others  may  show,  perhaps,  that  his  invention  is  not 
fully  described,  but  he  cannot  say  more  than  that  Con- 
sequently, it  is  always  a  question  *upon  the  true  con-  [*334] 
struction  of  the  specification,  what  is  the  invention  which 
there  appears.  Then  comes  another  question.  If  his  specification 
is  such  as  I  have  said,  and  if  he  has  complied  with  the  condition, 
and  if  the  invention  is  one  in  which  he  can  have  a  property  con- 
ferred upon  him,  is  what  the  defendant  has  done  a  taking  and 
using  a  part  of  that  property?  The  letters  patent  grant  the 
exclusive  property,  or  rather  the  exclusive  right  of  using  the 
property,  to  the  patentee.  Has  what  the  defendant  has  done  been 
a  use  of  that  property  ? 

Now,  my  Lords,  all  these  questions  are  such  that  no  man  can 
possibly  answer  them  in  a  satisfactory  manner  until  he  has  under- 
stood the  facts  of  the  particular  case.  It  is  frequently  necessary 
to  have  evidence  to  understand  what  is  the  working  of  the  machine 
or  what  is  the  invention  which  the  patentee  says  is  his  property ; 
and  that  being  done,  the  tribunal  which  has  to  decide  upon  the 
case  is  in  a  position  to  answer  the  question  whether  or  no  it  is 
such  an  invention  that  the  Crown  can  grant  a  property  in  it; 
whether  or  no  it  has  been  so  properly  described  and  ascertained 
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in  the  specification  that  the  condition  to  that  effect  has  been 
complied  with ;  and,  lastly,  whether  or  no  what  haa  been  done  is 
an  infringement  of  the  property  of  the  patentee  by  a  use  of  that 
invention.  When  that  is  done,  in  moat  cases  the  law  is  suffi- 
ciently clear  to  render  it  not  very  difficult  to  decide  the  case. 

I  say  *  in  most  cases,*  because  there  are  some  points,  one  of 
which  arises  in  the  present  case,  upon  which  there  is  some,  indeed 
I  may  say  considerable,  difficulty.  For  instance,  taking  the 
question  whether  or  no  the  invention  described  is  the  subject- 
matter  of  a  patent  such  that  the  Crown  can  grant  the  property  of 
the  sole  use  of  it,  there  arise  questions,  most  frequently  in  what 
are  called  the  cases  of  combination,  as  to  whether  the  allt^ed 
invention  is  or  is  not  a  subject  of  a  patent  The  principal  point 
there  is  whether  there  have  been  novelty  of  invention  and  a  new 
and  beneficial  result,  and  the  application  of  that  to  particular 
cases  is  sometimes  veiy  difficult.  Long  ago  Lord  Abingeb  used 
the  exprossion  that  while  a  thing  might  be  new  and  in  one  sense 
beneficial,  it  was  not  necessarily  a  subject  for  a  patent 

My  Lords,  there  are  other  cases  in  which  the  principle  has  been 

acted  upon  which  Lord  Eldon  first  enunciated  in  the  case 
[*  335]  of  •  Hill  V.  Thompson,  3  Mer.  622,  namely,  the  principle 

tliat  old  things  used  in  a  combination  producing  different 
or  now  results  may  be  the  subject  of  a  patent  We  have  not 
U^f  ore  US,  as  has  been  already  said,  a  case  of  that  sort  I  may 
j\)8t  mention,  as  illustrating  that,  the  case  of  Crane  v.  Friee, 
4  Man,  &  Ur,  580,  12  L  J.  (X  R  81  (pi  136,  anU).  That  was  a 
CUMO  >vhoro  a  hot  blast,  which  had  been  applied  as  a  means  of 
iu(>ltiu|{  inm  by  the  use  of  ordinary  coal,  was  first  applied  to 
luoltin^  inm  in  Wales  by  anthracite  coal,  and  thereby  produced 
MU  ouiiniuma  l>enefit»  for  it  utilised  the  whole  of  the  great  Welsh 
oiuU-tioUl  In  tlmt  case  there  was  a  considerable  difficulty  in  say- 
ing whotht>r  Uio  patent  was  good  or  not,  but  it  was  held  to  be 
^oml  Thut  oaBO  has  gone  as  near  the  extreme  end  as  any  decided 
OUMO  hnn  ji^tnio ;  it  shows  Uiat  an  old  combination,  if  producing  a 
now  Atul  lHnu>Koial  result,  may  be  the  subject  of  a  patent 
Whothov  it  in  ao  or  not  must  depend  upon  the  facts  of  the  par* 
HoMl«r  m!*t>»  and  t\^ain  whether  it  is  properly  described  or  not 
M\UMt  \lo|^ml  uiHUi  tlie  facts  of  the  particular  case.  Li  those  cases 
(hoio  t(«  \i\\H\t  ditlioulty  in  saying  how  much  must  be  described  in 
{\\\y  M)HUMlioution,  mul  to  what  extent  the  combination  must  be 
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described.  I  incline  to  agree  with  what  was  said  by  the  Exchequer 
Chamber  in  the  case  of  Lister  v.  Leather,  8  £1.  &  £L  1004,  that 
you  cannot  decide  in  the  abstract  whether  the  using  of  two  parts,  . 
A  and  B,  of  a  combination  of  A,  B,  and  C,  is  or  is  not  using 
part  of  that  invention,  nor  can  you  decide  in  the  abstract  the 
other  question,  which  was  somewhat  discussed  in  the  case  of  the 
sewing-machine,  Foxweli  v.  Bostock,  12  W.  R  723,  4  De  G.  J. 
&  S.  298,  whether  or  no  the  specification  shows  that  A  or  B  is 
sufficiently  claimed  as  a  part  of  the  invention  or  not  I  do  not 
think  that  either  of  those  questions  can  be  decided  in  the 
abstract  I  would  wish,  like  the  Exchequer  Chamber  in  Luter  v. 
Leather,  before  deciding  it  to  have  before  me  the  nature  of  the 
machine,  in  order  that  I  might  see  what  A,  B,  and  C  are,  and 
what  is  their  relation  to  each  other.  When  I  had  seen  that,  and 
when  I  had  seen  the  specification  in  which  it  was  described,  I 
might  perhaps  have  a  difficulty  in  answering  the  question  whether 
the  use  of  A  and  B  was  or  was  not  an  infringement,  or 
I  might  have  a  difficulty  in  saying  *  whether  A  and  B  [*336] 
were  sufficiently  described  in  the  specification  to  comply 
with  the  condition  as  being  a  part  of  the  invention.  I  might 
have  a  difficulty,  I  say,  in  saying  that ;  but  I  should  be  in  a  posi- 
tion  to  be  able  to  answer  the  question.  I  do  not  think,  my  Lords, 
that  it  is  easy  to  lay  down  an  abstract  rule ;  perhaps  it  might  be 
done,  but  I  should  be  very  unwilling  to  try  to  do  it,  and  certainly 
in  the  present  case  I  do  not  think  it  is  necessary,  for  I  quite  agree 
with  what  the  learned  Lords  Justices  say,  that  whether  or  not 
that  which  the  appellant  Clark  has  made  would  be  a  combinaticm 
which  might  be  a  subject  of  a  patent  (and,  like  the  noble  and 
learned  Lord  on  the  woolsack,  I  intend  to  abstain  from  expressing 
any  opinion  upon  that),  what  Grayson  has  described  in  his 
specification  is  in  no  proper  sense  of  the  word  what  I  should  call 
a  combination  producing  a  new  result 

Now,  my  Lords,  I  come  to  the  facts  of  this  particular  case. 
It  is  very  plainly  stated  by  Mr.  Clark  in  his  own  affidavit  how 
the  case  arose.  Grayson  had  taken  out  his  patent  in  1869 ;  Clark 
had  never  seen  or  heard  of  that  patent  at  alL  Clark  was  looking 
after  his  own  machines  and  making  them ;  he  made  and  invented 
this  machine  which  Adie  has  used,  and  which,  I  think,  the  evi- 
dence shows  very  strongly,  for  whatever  reason,  was  a  better 
machine  than  had  ever  been  used  before  —  a  machine  which  works 
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lightly  and  easily  without  getting  out  of  order.  He  invented  it 
and  publicly  used  it  for  two  years,  I  think  from  1869  to  1871 ; 
and  at  some  period,  I  think  it  is  not  precisely  stated  at  what 
period,  of  this  public  user  of  it,  his  attention  was  called  to  Gray- 
son's patent,  and  he  discovered  that  he  had  been  unwittingly 
infringing  Grayson's  property.  He  then  bought  Grayson's  patent, 
and  he  says  now  to  the  defendant,  *  I  had  been  unwittingly 
infringing  Grayson's  property,  and  Grayson  might  have  sued  me 
for  it;  now  you  are  copying  me;  you  are  not  copying  Grayson; 
you  are  not  stealing  from  him,  for  you  were  not  thinking  of  him ; 
you  are  copying  me,  you  are  infringing  what  was  Grayson's 
property,  and  is  now  mine ;  I  will  therefore  stop  you.  *  If  he  is 
right  in  his  fact  that  he  (Clark)  was  formerly  infringing  Grayson's 
projierty,  he  has  a  right  to  say  that  he  will  stop  the  respondent 
from  doing  so  too. 

But  there  has  been  a  fallacy  running  through  a  great 
[•  337]  part  of  *  the  argument  on  behalf  of  the  appellant  in  this 
case,  which  I  cannot  help  observing  upon.  It  is  said  that 
inasmuch  as  this  machine  which  Clark  made,  thereby  unwittingly 
and  unintentionally  infringing  Grayson's  property,  has  been 
proved  to  be  a  very  useful  one,  therefore  Grayson's  patent  is 
proved  to  be  for  a  useful  invention.  I  think  that  that  is  a  fallacy 
—  it  is  nothing  of  the  sort  Then  again  it  is  argued,  and  I  think 
the  Vice -Chancellor  adopts  the  argument  in  his  judgment :  You 
(Adie)  have  adopted  Clark's  invention  literally,  completely,  aud 
totally,  and,  as  Clark's  invention  was  unwittingly  an  infringe- 
ment of  Grayson's  patent,  you  have  infringed  Grayson's  patent, 
and  you  have  so  made  evidence  against  yourself  that  you  have 
done  that.  Now,  my  Lords,  that  is  not  so  at  all.  Wherever  a 
man,  knowing  for  the  first  time  of  an  invention,  either  by  seeing 
a  machine  at  work  or  by  reading  a  specification,  proceeds  to  do 
what  he  never  did  before,  and  takes  a  part  of  the  invention,  it  is 
always  a  very  strong  argumentum  ad  hominem  to  say  :  Tou  are  by 
the  very  fact  of  taking  this  making  evidence  against  yourself  that 
it  was  a  new  invention ;  otherwise  why  did  you  take  it  ?  you  are 
making  evidence  against  yourself  that  at  all  events  the  part  you 
took  was  new,  or  why  did  you  take  it  ?  And  wherever  there  is  a 
case  of  theft  or  stealing  knowingly,  that  observation  ought  to  have 
some  weight,  although  I  think  in  practice  it  has  more  weight 
given  to  it  than  it  ought  to  have.     But  where  there  is  a  case  of  an 
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innocent  infringement  of  property  by  an  unwitting  use  of  this 
sort,  that  observation  can  have  no  weight  against  the  party  in  the 
slightest  degree,  and  I  think  it  ought  not  to  have  any. 

Now,  my  Lords,  after  listening  carefully  to  the  arguments  and 
reading  all  the  evidence,  as  I  have  done,  for  the  purpose  of  under- 
standing what  the  invention  is,  and  what  the  machinery  is,  we 
have  to  see  —  does  Grayson  in  his  specification  describe  the  nature 
of  his  invention  and  the  manner  in  which  it  is  to  be  carried  out? 
Does  he  describe  it  so  as  to  show  that  he  claimed  that  this  or 
part  of  this  was  his  property  under  the  patent  ?  And  if  he  does 
that,  is  what  has  been  done  an  infringement  of  his  patent  ?  Now, 
in  order  to  know  that  we  must  look  at  the  specification  itself  to 
see  what  is  done  there. 

In  the  first  place,  I  may  dispose  at  once  of  one  point 
Part  of  •Grayson's  specification  says,  *' the  points  of  [*338] 
these  teeth "  (of  the  comb)  "  are  so  tapered  as  to  be 
slightly  above  the  under  level  of  the  plate  whereby  the  skin  of  the 
animal  is  protected  from  injury.  *  In  the  argument  at  your  Lord- 
ships' bar,  that  was  relied  upon.  It  was  said  that  the  teeth  of 
Adie's  comb  were  not  tapered  up  exactly  in  that  way,  but  that 
they  were  so  blunted  and  raised  that  they  prevented  the  skin  of 
the  animal  being  injured.  It  was  urged,  I  think,  for  the  first 
time  at  your  Lordships'  bar,  that  that  was  an  infringement  Now, 
my  Lords,  I  think  the  answer  to  that  is  very  clear  and  short  . 
From  the  very  first  time  that  a  cutting-machine  was  used  on  a 
horse,  there  must  always  have  been  something  done  which  would 
prevent  the  teeth  of  the  comb  from  running  into  and  pricking  the 
animal.  If  the  first  time  a  comb  was  used  upon  a  horse  the  teeth 
were  not  in  some  way  prevented  from  running  into  the  animal, 
you  may  depend  upon  it  that  the  horse  would  by  his  vehement 
remonstrances  have  pointed  out  that  fact,  and  it  would  have  been 
remedied  in  some  way  or  other. 

My  Lords,  there  is  not  any  statement  either  in  the  pleadings  or 
the  evidence  in  which  it  is  anywhere  said  that  the  tapering  of  the 
teeth  of  the  comb  which  is  mentioned  in  the  specification  was 
done  by  the  defendant,  by  the  now  respondent  Looking  at  the 
models  of  the  machines,  we  see  that  his  teeth  are  turned  up,  not 
in  precisely  the  same  way,  but  in  a  way  which  would  have  the 
effect  of  protecting  the  animal's  skin  from  injury.  Therefore,  if 
there  had  been  any  averment  made,  either  in  the  pleadings  or  in 
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\    »   ♦r      xTT   •.    >•  ^  ;c    -mv^a  ?  paoent  in  order  to  see  whether 

•  '_    t:\'*.    ^     A.:::^d    a  ii:y  l""Jrt:^      It  is  admitted  that  throngh- 

•,.,    •  •>:   «'t   -:    ;.  :i.^  \::t»r-rre»»  diere  is  never  an  allusion  to  any 

it^trvi    r     As.*o  ^'\i^v  -ic  all.  but  in  one  of  the  fignies,  fignre  Na 

i    tt   ^r*  ;:!i'    •,ii^'^  i»  ^^  ipwsr  a  curred  piatfi,  and  it  13  said  that 
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Mliitv  wtih  ;ii  ouowl  bo!t  drrached  to  it  in  a  way  which  if  it  were 
^mtf  tv^t  v»uc  Uv.\vrvlivg  to  die  dntwin^  would  prevent  the  elasticity. 
If  t^#  ourvW  V^^^^^  ^^^"^^  *  corve^l  bolt  attached  to  it  in  fact  as  it 
lvi«  in  tlio  jnvture»  thon*  would  he  no  elasticity  at  alt  The 
i'urvtd  rlato  ^.vuld  uot  gi\*e  way  so  as  to  bring  the  elasticity  into 
nliAv  wuh  thtU  bolt  riveted  upon  it  in  the  way  shown  in  the 
HU'fiuir^  l  hrtd  not  noticed  that  nntil  the  Attorney-General 
i^^lHtiHi  it  out  in  the  coarse  ol  his  argument,  but  then  it  seemed 
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to  me  to  be  decisive ;  for  whatever  you  may  say  about  the  picture 
being  part  of  the  description,  and  so  bringing  the  curved  plate 
within  your  invention,  when  the  only  drawing  which  shows  a 
curved  plate  shows  that  curved  plate  in  a  position  in  which  it 
would  not  give  elasticity,  it  seems  to  me  to  be  quite  plain  that 
you  cannot  say  that  the  advantage  resulting  from  a  curved  plate 
was  contemplated  as  being  included  in  the  invention  at  all. 
Therefore  it  seems  to  me  that  the  merit  of  the  curved  plate  must 
be  thrown  out  of  the  question  altogether,  and  that  that  is  no  part 
of  Grayson's  invention. 

Then,  my  Lords,  it  is  farther  said,  and  this  is  true,  that  Gray- 
son does  state  that  he  makes  his  machine  with  a  strong  stem,  and 
avoids  having  any  bearings  upon  screws,  which  were  apt 
to  get  out  *  of  order,  and  he  makes  that  strong  stem  with  [*  340] 
bolts  and  washers  which  are  not  liable  to  get  out  of  order. 
It  has  been  proved  to  us  quite  clearly  by  the  models  and  instru- 
ments which  have  been  produced  that  a  great  part  of  that  was 
old.  In  one  exhibit  in  particular  we  find  that  there  had  been 
nuts  and  washers  used  for  the  very  purpose  of  giving  strength. 
Those  were  (and  that  is  the  only  thing  that  has  been  pointed  out 
as  a  difference)  fixed  upon  screws  which  came  through  the  lower 
plate  and  not  upon  stems  which  came  to  the  lower  plate,  and  I 
suppose  it  may  be  conceded  that  a  stem  is  stronger  than  a  screw, 
consequently  if  this  part  had  been  claimed  by  Grayson  at  all  he 
would  have  said :  Part  of  my  invention  is  that  in  a  clipping 
machine  I  use  a  rigid  stem  of  considerable  strength  for  the  purpose 
of  producing  strength.  I  think  if  that  had  never  been  used  in  a 
cutting  machine  before,  it  would  not  have  been  a  sub}ect-matter 
of  a  patent  But  to  do  Grayson  justice,  I  do  not  think  he  does 
mean  to  claim  this.  I  think  in  the  description  of  his  invention, 
in  which  he  was  bound  to  give  everybody  all  the  information 
possible  as  to  how  it  was  to  be  used,  he  does  not  mean  to  say :  It 
is  part  of  my  invention  to  make  this  strong,  and  therefore  I  ,use 
stems.  He  says :  My  machine  is  apt  to  get  out  of  order  if  it 
shakes,  as  it  will  if  made  with  screws,  and  therefore  I  warn  you, 
not  as  being  part  of  my  invention,  but  as  a  means  of  using  my 
invention,  you  must  take  care  to  make  it  strong ;  you  may  make 
it  strong  in  any  way  you  like ;  the  way  in  which  I  prefer  to  make 
it  strong  is  by  this  use  of  stems.  That,  my  Lords,  is  what  I 
think  he  meant  to  say ;  and,  consequently  the  use  of  stems  with 
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nuts  and  washers  would  not  upset  Grayson's  patent  upon  the 
ground  that  he  was  using  an  old  thing.  In  describing  how  the 
machine  is  to  be  worked  he  says :  It  is  material  and  necessary  to 
see  that  it  is  worked  so  that  it  shall  not  shake  and  get  out  of 
order,  and  this  mode  of  effecting  that  is  the  best  I  know  of  for 
that  purpose.  If  that  is  so,  it  would  certainly  be  no  infringement 
of  his  property  to  take  that,  as  has  been  done  in  the  present 
instanca 

Nor,  my  Lords,  would  it,  I  think,  be  an  infringement,  if  in  fact 
it  be  a  benefit,  which  I  am  not  so  clear  about,  that  the  cutter 
moves  in  a  straight  line  instead  of,  as  is  often  the  case,  with  a 

little  shaking  motion,  being  kept  in  position  by  certain 
[•  341]  slots.     I  *  cannot  find  anywhere  in  Grayson's  specification 

that  he  asserts  that  he  has  invented  this  with  regard  to 
the  motion  in  a  straight  line ;  he  mentions  that  sort  of  motion, 
and  he  mentions  slots  as  being  probably  the  most  desirable  way 
of  doing  it;  but  I  cannot  find  that  he  anywhere  claims  that  as 
part  of  his  invention. 

Then,  my  Lords,  the  final  result  is  that  I  come  very  much  to 
the  conclusion  which  the  Lords  Justices  have  expressed,  namely, 
thftt  what  Grayson  has  claimed  as  his  invention  does  not  include 
th«He  things  at  all,  and  therefore  there  is  no  infringement 
(JonHoquently  it  is  quite  unnecessary  to  express  any  opinion 
whatever  upon  the  doubtful  points,  —  the  points  upon  which  the 
law  iff  not  so  clear  that  there  may  not  be  great  difficulties  at  times 
in  applying  it.  I  quite  agree  with  what  my  noble  and  learned 
frlnnd  tlio  Lord  Chancellor  has  said,  that  it  is  not  desirable  to 
day,  and  I  do  not  intend  to  say  (in  truth  I  have  not  made  up  my 
mind  upon  it),  whether  or  not  the  thing  which  Clark  claimed 
(!oul(l  h(5  nmd(3  the  subject  of  a  patent  as  being  a  new  combination 
of  old  thinK»  producing  beneficial  results.  I  mean  to  express  no 
opinion  upon  that.  Nor  do  I  express  any  opinion  upon  the 
nlmtnwt  qutmtion  of  how  much  description  there  should  be  in  a 
pi|Hi(lllf^atlnn  in  the  case  of  a  combination,  how  much  description 
of  a  part  of  the  combination  to  constitute  a  claim  for  it  as  part  of 
fjih  Invention,  so  that  a  user  of  the  subordinate  part  would  be  an 
hifi'ln><<inMint.     It  is  sufficient  to  say  that  no  such  question  arises 

li«m, 

My  \,(mU,  If  I  am  correct  in  the  view  I  have  taken  of  the  con- 
ulrurlUiU  (it  the  specification  and  the  working  of  the  two  machines ; 
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if  I  have  rightly  understood  those  which  are  matters  of  fact,  it 
would  seem  to  follow  that  what  has  been  done  by  the  respondent 
is  no  using  of  any  part  of  the  property  given  to  Grayson  and  now 
vested  in  Clark.  And  if  that  be  so,  it  follows,  of  course,  that 
the  appeal  should  be  dismissed,  and  the  judgment  of  the  Court 
below  affirmed. 

Lord  Gordon  concurred ;  expressing  his  regret  at  the  want  [343] 
of  success  on  the  part  of  Mr.  Clark,  who  had  completed, 
undoubtedly,  a  very  excellent  machine,  but  could  not  obtain  the 
protection  of  a  patent  except  by  claiming  through  Grayson's 
patent:  and  observing  that  Grayson's  patent  did  not  disclose, 
upon  the  face  of  it,  those  sub-combinations  which  were  submitted 
in  argument,  and  in  respect  of  which  it  was  said  that  theie  had 
been  an  infringement  of  Clark's  claims  imder  Grayson's  patent 
Decree  appealed  from  affirmed,  and  appeal  dismissed  with  costs. 

Lords'  Journals,  1st  March,  1877. 

ENQLISH  NOTES. 

If  a  person  obtains  a  patent  for  a  machine  consisting  of  an  entirely 
new  combination  of  parts,  though  all  the  parts  may  have  been  used 
separately  in  former  machines,  the  specification  is  correct  in  setting 
out  the  whole  as  the  invention  of  the  patentee :  but  if  a  combination  of 
a  certain  number  of  these  parts  have  previously  existed  in  former 
useful  machines,  the  patentee  merely  adding  other  combinations,  the 
specification  should  only  state  such  improvements,  though  the  effect 
be  different  throughout.  BoviU  v.  Moore  (1816),  2  Marshall,  211, 
17  K.  £•  514.  The  same  principle  is  illustrated  by  Holmes  v.  London 
&  North- Western  Railway  Co.  (1852),  12  C.  B.  831,  22  L.  J.  C.  P. 
57,  the  case  of  a  railway  turn-table,  the  only  novelty  in  which  was 
certain  suspending  rods. 

It  is  quite  a  different  case  where  an  entire  combination  is  claimed  in 
a  successful  invention  where  a  part  of  the  combination  had  been  already 
employed  in  unsuccessful  experiments,  or  where  the  new  element  makes, 
in  effect,  the  difference  between  success  and  failure.  This  distinction 
is  impliedly  admitted  and  adopted  in  the  whole  of  the  argument  and 
judgments  in  the  Edison  &  Swan  Electric  Light  Co,  Cases,  Noa.  21  & 
22,  post. 

AMERICAN  KOTEa 

As  to  sub-combinations,  see  Hogg  v.  Emerson,  11  Howard  (tJ.  S.),  587; 
Garratt  v.  Seibert,  9  Brodix  (U.  8.),  161 ;  Smith  (r  Griggs  Manuf.  Co.  v. 
Spragus,  128  United  States,  240,  256. 
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.»„.,  5*  ^  X  ^'r»''  ^'"*  uv  An»  th^  silk  were  organzine,  it  was  not  within 

,.s,«  %  "^^  ■  ^^  ,*\\vvi*»^'ti*.  ^h^i  this  direction  was  erroneous;  for,  that 
,  v>x  -  A.  KSr  tiv*\y  iv'*^^  i>v  jufj'  <^*^f  i*>  ^^  opinion,  soft  and  organxine 
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silk  were  absolutely  the  same,  but  that  the  words  were  capable  of  being  so 
construed,  if  the  jury  were  satisfied  that,  at  the  date  of  the  patent,  there  was 
only  one  description  of  scift  silk,  —  and  that,  organzine,  —  used  in  satin  weav- 
ing ;  but,  otherwise,  that  the  proper  and  ordinary  sense  of  the  word  "  or  "  was 
to  be  adopted,  and  the  patent  held  to  apply  to  every  species  of  soft  silk,  as  well 
as  to  organ zine  silk. 

Covenant.  The  declaration  stated,  that,  on  the  22nd  of  May, 
1841,  by  a  certain  indenture  then  made  between  the  plaintiff  of 
the  one  part,  and  the  defendants  of  the  other  part  —  after  reciting 
that  the  plaintiff  was  the  true  and  first  inventor  of  certain  im- 
provements in  the  manufacture  of  covered  buttons,  and  further 
reciting  that  the  said  invention  was  new  as  to  the  public  use 
and  exercise  thereof  within  England,  &c.,  and  that  Her  Majesty 
Queen  Victoria,  by  her  letters  patent  under  the  great  seal  of  Great 
Britain,  bearing  date  the  14th  of  December,  1837,  had,  for  her- 
self, her  heirs  and  successors,  given  and  granted  unto  the  plaintiff, 
his  heirs,  executors,  administrators,  and  assigns,  especial  licence, 
full  power,  sole  privilege,  and  authority,  that  he  the  plaintiff,  his 
executors,  &c.,  and  every  of  them,  by  himself  and  themselves,  or 
by  his  or  their  deputy  or  deputies,  servants  or  agents, 
or  such  others  as  he,  the  plaintiff,  *his  executors,  &c.,  [*447] 
should  at  any  time  agree  with,  and  no  others,  from  time 
to  time,  and  at  all  times  thereafter  during  the  term  of  years 
therein  mentioned,  should,  and  lawfully  might,  make,  use,  exer- 
cise, and  vend  the  said  invention  within  England,  &c. ,  for  four- 
teen years  from  the  date  of  the  said  letters  patent ;  and  further 
reciting  that  a  specification  of  the  said  invention,  under  the  hand 
and  seal  of  the  defendant,  had  been  duly  enrolled  in  Chancery  on 
the  14th  of  June,  1838;  and  further  reciting,  that  one  John 
Holmes,  thereinafter  mentioned,  was  the  true  and  first  inventor  of 
an  improvement  in  metallic  shanks  for  buttons,  and  that  the 
last-mentioned  invention  was  new,  as  to  the  public  use  and  exer- 
cise thereof  within  England,  &c.,  and  that  King  William  the 
Fourth,  by  his  letters  patent  under  the  great  seal  of  Great  Britain, 
bearing  date  the  4th  of  May,  1833,  had  for  himself,  his  heirs  and 
successors,  given  and  granted  unto  Holmes,  his  executors,  &c., 
especial  licence,  full  power,  sole  privilege,  and  authority  that  he, 
Holmes,  his  executors,  &c.,  by  himself  or  themselves,  or  by  his 
and  their  deputy  and  deputies,  servants,  or  agents,  or  such  others 
as  he,   Holmes,   his  executors,  &c.,  should   agree  with,  and   no 
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Others,  from  time  to  time,  and  at  all  times  thereafter  during  the 
term  of  years  therein  expressed,  should  and  lawfully  might  make, 
use,  exercise,  and  vend  the  last-mentioned  invention  within  Eng- 
land, &c. ,  for  fourteen  years  from  the  date  of  the  last-mentioned 
letters  patent ;  and  further  reciting,  that  a  specification  of  the  last- 
mentioned  invention,  imder  the  hand  and  seal  of  Holmes,  had 
been  duly  enrolled;  and  further  reciting,  that,  by  divers  mesne 
assignments  and  other  acts  in  the  law,  and  ultimately  by  a  certain 
indenture  therein  more  particularly  described,  the  last-mentioned 
letters  patent  had  been  well  and  effectually  vested  in  the  plaintiff 
for  all  the  residue   of  the  term  by  the   last-mentioned  letters 

patent  granted  —  the  plaintiff,  for  certain  considerations 
[*448]  *  in  the  said  indenture  mentioned,  did  give  and  grant  unto 

the  defendants,  their  executors  and  administrators,  full 
and  free  licence,  power,  privilege,  and  authority  to  use,  exercise, 
and  put  in  practice,  at,  &c,  or  at  such  other  place  or  places  as  the 
defendants,  their  executors  or  administrators,  should,  at  any  time, 
and  from  time  to  time,  thereafter,  upon  such  notice  to  the  plain 
tiff,  his  executors,  &c.,  as  in  the  said  indenture  thereinafter 
mentioned,  think  proper,  the  said  invention  for  which  the  letters 
patent  of  the  14th  of  December,  1837,  and  of  the  4th  of  May, 
1833,  had  been  so  respectively  granted  as  aforesaid,  so  far  as  the 
said  inventions  are  applicable  to  covered  buttons;  and  to  vend, 
sell,  and  dispose  of  the  buttons  manufactured  according  to  the 
said  several  inventions  and  the  said  specifications  thereof  respec- 
tively, when,  where,  and  as  the  defendants  should  think  fit;  to 
have  and  to  hold  the  said  licence,  power,  privilege,  and  authority 
thereby  given  and  granted,  thenceforth  for  and  during  all  the 
residues  of  the  respective  terms  granted  by  the  said  several  letters 
patent ;  yielding  and  paying  to  the  plaintiff,  his  executors,  admin- 
istrators, and  assigns,  as  and  for  rent  or  patent  dues,  for  the  said 
licence  under  the  letters  patent  of  the  14th  of  December,  1837, 
during  the  term  thereof,  such  sum  and  sums  of  money  as  should 
be  at  the  rate  of  £15  for  every  £100  on  the  net  selling  price  of  all 
buttons  with  central  patterns  made  in  pursuance  of,  and  according 
to,  the  said  letters  patent  of  the  14th  of  December,  1837,  and  the 
aforesaid  specification  thereof ;  and  as  and  for  rent  or  patent  dues 
for  the  said  licence  under  the  letters  patent  of  the  4th  of  May, 
1833,  during  the  term  by  those  letters  patent  granted,  such  sum 
and  sums  of  money  as  should  be  at  the  rate  of  £10  for  every  £100 


K.  C.  VOL.  XX.]      SECT.  V.  — COMPLBTE  SPECinOATION.  311 

Ho.  19. — SOiott  ▼.  Tnnittr,  8  Con.  B.  Ma-i50. 

on  the  net  selling  price  of  all  buttons  with  metallic  shanks,  and 
made  in  pursuance  of,  and  according  to,  the  said  letters 
patent  *  of  the  4th  of  May,  1833,  and  the  said  specifications  [*  449] 
thereof  —  such  several  payments  to  be  made  half  yearly, 
on  the  24th  of  June  and  the  25th  of  December  in  every  year,  the 
first  payment  to  be  made  on  the  25th  of  December  then  next  ensu- 
ing, and  the  last  payment  to  be  made  within  three  calendar 
months  after  the  expiration  of  the  term  of  fourteen  years  granted 
by  each  of  the  said  letters  patent  respectively;  subject,  among 
other  things,  to  a  certain  proviso  or  condition  that  the  net  selling 
prices  of  all  buttons  to  be  made  under  and  by  virtue  of  either  or 
both  the  said  patents,  should  be  the  same  as  are  mentioned  and 
specified  in  the  first  schedule  to  the  said  indenture  annexed,  at 
such  credit  as  thereafter  in  the  said  indenture  mentioned,  or  such 
other  prices  or  such  other  credit  as  should  from  time  to  time  be 
fixed  and  agreed  upon  by  some  note  or  memorandum  in  writing, 
to  be  signed  by  the  plaintiff,  his  executors,  &c. ,  and  the  defend- 
ants, their  executors  and  administrators,  and  such  other  person  or 
persons  as  should,  from  time  to  time,  have  licence,  power,  privi- 
lege, and  authority  from  the  plaintiff,  his  executors,  &c.,  to  use, 
exercise,  and  put  in  practice  the  said  inventions,  or  either  of 
them.  [The  schedule  of  prices  was  here  set  out]  And  the 
defendants,  in  and  by  the  said  indenture,  for  themselves,  their 
executors  and  administrators,  did  covenant  with  the  plaintiff,  his 
executors,  &c.  (amongst  other  things),  in  manner  following,  that 
is  to  say,  that  they,  the  defendants,  should  and  would,  during 
the  continuance  of  the  licences  thereby  granted,  or  either  of  them, 
render  unto  the  plaintiff,  his  executors,  &c. ,  within  one  calendar 
month  next  after  the  25th  of  March  and  the  29th  of  September  in 
each  year,  a  just  and  true  account  or  particular  in  writing  of  the 
quantities,  numbers,  and  value  of  the  buttons  made  by 
them  in  the  preceding  half  year,  or  *  other  portion  of  a  [*  450] 
year,  as  the  case  might  be,  up  to  the  last-mentioned  half 
yearly  days  respectively,  under  and  by  virtue  of  the  licence 
thereby  granted,  specifying  what  portions  of  the  buttons  so  made 
and  sold,  had  the  central  pattern,  and  what  portion  had  the  said 
metallic  shank,  and  what  portion  had  the  said  central  pattern  and 
the  said  metallic  shank  combined,  and  also  specifying  the  prices 
for  which  the  same  respectively  were  sold,  and  the  dates  and 
amounts  of  sales,  and  the  amount  of  rent  and  patent  dues  payable 


) 


313  PATEKT. 

SiL  19L  ~  Xfiitt  T.  IteMT,  S  Oo&  B.  4B0,  451. 

ia  resreni  •:£  lie  sune;  such  accoants  to  be  rendered  according  to 
rie  z :rzi  'Zl  X  cenaia  other  schedule  thereunto  annexed  —  the  tirst 
•:f  3ia:i  *lxh:c:i&  to  be  roidered  as  aforesaid  within  one  calendar 
3ii:iiii  ifier  ihe  2owh  erf  March  then  next  ensuing,  and  the  last 
acct-iizi^  wiiinn  ocse  calendar  month  next  after  the  expiration  or 
•jciix  earii-t^  ^ieterniination  of  the  licence  by  the  said  indenture 
^raaDed  r,^  zhe  said  respective  inTentions,  pratU  patet,  &c.     That 
zj  T^rinije  •:{  ?:ich  licence,  the  defendants  afterwards,  to  wit,  from 
liie  ±Ind  :t  lliy.  1S41,  nnlo  the  commencement  of  the  suit,  had 
i25*?c.  exerji:5iht  and  put  in  practice  the  said  inventions  so  far  as 
lie  sasie  are  arpli.^tle  to  covered  buttons,  and  had  vended,  sold, 
iad  ii>r<«ed  ct  the  burtons  manufactured  according  to  the  said 
sevvnl  uiTv:i:iccs  respectively,  and  the  said  specifications  thereof, 
wiea.  witfre.  and  as  the  defendants  had  thought  fit :  Averment  of 
wrt\nivc:v.v  ^y  t2k?  jliintiSf:  Breach,  that  the  defendants  did  not 
acr  w»,a*,L  d-irir:^  the  coctinuance  of  the  said  licences,  render  to 
:ie  rIjL:r::5.  w::i.:a  ixie  calendar  month  next  after  the  25th  of 
\lxr:i  t^i>c  vifc<;.  a  j-jsst  and  true  account  or  particular  in  writing  of 
:Lt*  s^^jljl::::::^'??.  nu^mS?Rs  and  value  of  the  buttons  made  by  them, 
tie  vktenvtmts.  in  the  portion  of  a  year  between  the  day 
^4^:]  vc  tl.e  vidse  of  the  said  licence  and  the  25th  of  *  March 
li>:  rd>c.*  umler  and  by  virtue  of  the  said  licence,  and 
ct  :Iv  vrK\^  :Vr  wlach  the  same  were  sold,  and  of  the  dates  and 
^:t:v.  ui*:^^  v>f  ^K^?v  auvl  the  amount  of  rent  and  patent  dues  payable 
ut  T\^<x\vC  v><  :>.e  ^5uue.  avxvrvling  to  the  form  and  efifect  of  the  said 
v.tvk'";  sTV  itt  t>*.U  Uh^lf :  but.  on  the  contrary  thereof,  the  defend- 
a:^^   si.ur  :>e   ti:Aki:\^  rf  the  said  indenture,  and  whilst  the 
VvvvrNX*^  :-K'r\>x  ^rAu:<Nl  were  in  full  force,  and  valid,  and  whilst 
;  V  vk  \  \\t  »:^  ^v::e  u^iiii!,  e,\ercising,  and  putting  in  practice  the 
:j^isi  iuxv   ,   Hu<*^  ifon^id.  to  wit,  on  the  22nd  of  May,  1841, 
A  vl  ^^H  vxv^v  r^  vhIxt  vU>*:?  Ivtween  that  day  and  the  said  25th  of 
Xlv^v'^v   ^^^*^^^  vl.>vr^  tv^  wit.  oiX\  gross  of  buttons  with  central 
^A<   v^^  <.  v^vAt :' e  iKUue  auvl  description  of  "  Italian  Twist  Dress 
*^.  .v.^^N,'*   uvVr  .iUvl  by  virtue  of  the  said  licence,  and  sold  the 
^4  .^,    .   /   .'  \  H '^  n^uvk^r  Any  accmmt  or  particular  in  writing  of 
^i^>   -^,u,,v,v  s^  u,i  r.K^r^  Aiivl  valine  si^  made,  contrary  to  the  form 
^mX  #J>M  vl  ^  V  Sstxt  irAiouUirw  and  of  the  covenant  so  made  by 
^  y(mh^y  ^  A.<  .i(s  iw^Aivl :  And  s^\  &c. 

^^^m  *«^'*  y\H**i*K^>r^  v'*  tV  l:Jth  of  May,  1842.    The  licence  was  dated 
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Plea  —  that  the  said  buttons  with  central  patterns,  under  the 
name  and  description  of  *'  Italian  Twist  Dress  Buttons, "  in  the 
said  breach  mentioned,  were  not,  nor  were  any  of  them,  buttons 
made  under  and  by  virtue  of  the  said  licence,  nor  under  or  by 
virtue  of  either  of  the  said  letters  patent  or  specifications  in  the 
declaration  mentioned,  modo  etformd,.     Issue  thereon. 

The  cause  was  tried  before  Coltman,  J. ,  at  the  sittings  at  West- 
minster after  Hilary  Term,  1843.  The  plaintiff  put  in  the  letters 
patent  of  the  14th  of  December,  1837,  for  **  improvements  in  the 
manufacture  of  covered  buttons, "  and  the  specification,  the  mate- 
rial parts  of  which  were  as  follows :  — 

*  "  My  invention  relates  to  that  description  of  covered  [*  452] 
buttons,  with  flexible  shanks,  which  are  made  by  the  aid 
of  dies  and  pressure,  in  contradistinction  to  the  covered  buttons 
made  by  sewing  the  external  woven  fabric  on  to  shapes  by  the 
needle ;  my  invention  having  for  its  object  to  produce  buttons  of  a 
more  elegant  description,  and  of  a  more  finished  character,  than 
have  heretofore  been  manufactured,  by  the  application  of  certain 
elegant  fabrics  not  hitherto  employed  in  the  making  of  such  but- 
tons. It  may  here  be  stated  that  there  are  several  modes  of  mak- 
ing such  description  of  buttons,  differing  in  some  degree  from  each 
other.  The  first  is  the  plan  known  as  Saunders's  method,  for 
which  he  obtained  letters  patent,  bearing  date  the  13th  of 
October,  1825,  but  which  letters  patent  were  not  sustained. 
Saunders  v.  Aston,  3  B.  &  Ad.  881,  1  Webster's  P.  C.  75  (37 
R  R  574).  Secondly,  there  is  a  plan  which  has  been  much 
pursued,  and  is  well  known  as  Mr.  Aston 's  mode.  Elliott  v. 
Aston,  1  Webster's  R  C.  222.  And,  thirdly,  a  plan  was  invented 
by  Benjamin  Aingworth,  for  which  he  obtained  letters  patent, 
bearing  date  the  30th  of  August,  1832.  I  have  mentioned  these 
inventions  in  order  to  state  that  I  do  not  claim  the  making  of 
covered  buttons,  with  flexible  shanks,  by  the  aid  of  dies  and  pres- 
sure, but  only  improvements  in  their  manufacture;  and  further 
to  state  that  my  invention  is  more  or  less  applicable  to  all  such 
modes  and  variations  of  such  modes  of  making  covered  buttons 
with  flexible  shanks ;  my  invention  more  particularly  relating  to 
the  covering  of  the  face  or  front  surface  of  the  button,  without 
reference  to  the  modes  of  making  flexible  shanks,  and  without 
reference  to  the  interior  construction  of  the  button,  so  long  as  the 
buttons  are  made  by  the  aid  of  dies,  or  such  like  dies,  and  pres- 
sure, and  not  covered  by  hand  with  the  needle. 
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[*  453]  *  "  Till  my  invention,  such  covered  buttons,  with  flexible 
shanks,  made  by  pressure,  had  not  been  manufactured  or 
made  with  covers  of  the  description  of  fabrics  hereafter  stated, 
having  marked  and  definite  designs  produced  in  the  weaving  of 
the  fabric  in  the  centre  of  each  button ;  such  invention  requiring 
,that  the  woven  figured  fabric  should  be  so  cut  into  discs  or  circular 
portions,  and  the  same  so  worked  in  dies  or  tools  as  to  bring  the 
figure  or  design  in  a  central  position  in  respect  to  the  face  or  front 
of  the  button ;  and,  further,  in  the  act  of  making  the  buttons,  not 
injuriously  to  press  on  the  surface  where  the  pattern  is,  particu- 
larly in  such  cases  where  the  pattern  or  design  stands  much  above 
the  ground  of  the  woven  fabric,  as  in  the  case  where  the  design  or 
pattern  is  of  weavings  known  as  terry  velvet 

"  I  lay  no  claim  to  the  weaving  of  figured  fabrics  suitable  for 
carrying  out  my  invention ;  nor  do  I  confine  myself  to  the  use  of 
any  particular  mode  or  modes  of  weaving,  nor  to  the  nature  of  the 
woven  figure  or  design,  nor  to  the  ground  or  fabrics  in  or  on  which 
the  figures  or  designs  are  woven :  my  invention,  in  the  first  place, 
only  relating  to  the  application  of  certain  fabrics  having  a  set 
figure  or  design  for  the  centre  of  each  button,  made  by  the  process 
in  weaving  called  terry  weaving,  or  of  laying  in  threads,  or  any 
description  of  ground,  by  the  process  called  brocade  weaving, 
lint,  although  I  do  not  claim  the  same,  I  shall  hereafter  give  such 
(limctions  and  advice  to  the  button-maker  as  will  enable  him  to 
^ivn  iuMtructions  to  the  weaver  for  such  fabrics  with  ornamental 
tiKUiDN  or  devices  produced  therein  or  thereon,  as  will  facilitate  the 
work  jMMJplo  in  cutting  out  such  fabrics  into  coverings  for  buttons, 
ntut  rnudily  enable  them  so  to  cut  the  same  as  to  insure  the  pattern 
or  (ImhIj^u  (louiing  centrally  on  the  face  of  a  button. 

**  I  do  not  claim  any  mode  of  weaving;  and  have 
I •  4/11)  •only  called  the  attention  of  the  button-maker  to  these 
tiuiMdiJi,  in  order  to  his  fully  understanding  the  nature  of 
inV  Invniilloii;  and  to  state  that  my  invention  is  not  confined  to 
Mm  iiulurM  of  tluj  fabric,  other  than  is  hereafter  and  hereinbefore 
iMplnliMwl,  or  tluj  peculiar  movements  of  the  loom  to  obtain  a 
friliMM  liMvlfiK  oriuimiMital  figures  or  devices  suitable  for  being 
iiltHutil  oniililrally  on  the  face  or  front  surfaces  of  all  covered 
liiittMn4  Hfoiitwald.  Hrt,  whatever  be  the  nature  of  the  fabric 
MMi|iltivMrl  III  iwirryliiK  out  the  invention,  the  main  object  to  be 
i.iinuifloHMt  U«  llmt  there  shall  be  patterns  consisting  of  ornamental 
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designs  or  figures  at  such  distances  apart  as  to  be  suitable  for  being 
cut  out  into  circular  portions,  each  for  the  covering  of  a  button, 
and  each  having  an  ornamental  design  or  figure,  and  the  whole  so 
woven  as  to  allow  of  the  fabric  being  cut  into  such  portions  or 
parts;  and,  further,  to  work  up  such  portions  or  parts  that  the 
ornamental  figure  or  design  may  come  truly  in  the  centres,  or  so 
nearly  the  centres,  of  the  buttons,  that  the  face  or  front  surface 
of  the  buttons  will  not  have  a  distorted  appearance  in  respect  of 
the  ornamental  figures  or  designs  being  materially  out  of  the  cor- 
rect central  positions.  This,  the  third  part  of  my  invention, 
being  the  application  of  such  fabrics  only  wherein  the  ground  or 
face  of  the  ground  thereof  is  produced  by  a  warp  of  soft  or  organ- 
zine  silk,  such  as  is  used  in  weaving  satin,  and  the  classes  of 
fabrics  produced  therefrom,  which  are  well  known,  viz.,  satin 
ground,  with  ornamental  central  figure,  produced  of  any  fibre, 
satinet,  &c.,  <Scc. " 

After  describing  the  mode  of  weaving,  and  the  tools  to  be  used 
for  cutting,  &c. ,  the  specification  proceeded  as  follows :  — 

"  Having  thus  described  the  nature  of  my  invention,  and  the 
best  manner  I  am  acquainted  with  for  performing  the 
same,  I  would  remark  that  I  do  not  confine  myself  *  to  [•  455] 
the  mode  described  for  making  the  internal  parts  and  back 
of  buttons,  though  I  believe  the  mode  described  is  the  best  adapted 
for  the  purpose  of  my  invention.  Nor  do  I  claim  the  mode 
described,  when  uncombined  with  a  covering  according  to  my 
invention.  But  what  I  claim  as  my  invention  is, — first,  the 
making  of  covered  buttons,  with  flexible  shanks,  by  the  aid  of 
dies  and  pressure,  when  the  face  or  front  of  the  button  is  made  of 
any  description  of  fabric  with  raised  surfaces  producing  a  set 
pattern,  or  ornamental  figure,  by  terry  weaving,  for  the  centre  of 
the  button.  Secondly,  I  claim  the  making  of  such  covered 
buttons  with  flexible  shanks,  when  covered  with  any  fabric,  with 
ornamental,  set,  or  central  figures  or  patterns  produced  thereon, 
by  a  process  called  brocading  or  brocade  weaving.  Thirdly,  I 
claim  the  application  of  such  figured  woven  fabrics  to  the  covering 
buttons  with  flexible  shanks,  made  by  pressure  in  dies,  as  have 
the  ground,  or  the  face  of  the  ground,  woven  with  soft  or  organ- 
zine  silk  for  the  warp,  when  such  fabrics  have  ornamental  designs 
or  figures  for  the  centres  of  buttons,  as  herein  described.  But  I 
do  not  claim  the  application  of  any  figured  patterns  of  woven 
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fabrics,  where  the  portions  constituting  the  covers  of  buttons,  may 
be  cut  indiscriminately.  This  part  of  my  invention  relating  only 
to  such  patterns  as  require  centring  in  order  to  bring  the  pattern 
or  ornamental  figure  or  design  in  the  centre  on  the  face  of  the 
button,"  &c.,  &a 

Several  witnesses,  manufacturers  and  persons  otherwise  skilled 
in  the  manufacture  of  silk  fabrics,  were  called  on  the  part  of  the 
plaintiflf.  They  stated  that  the  warp  of  the  covering  of  certain 
buttons  produced  (and  which  were  made  by  the  defendants,  as 
was  alleged,  under  the  licence  granted  to  them  by  the  plaintifif), 
was  composed  of  what  they  called  three-thread  organzine 
[*  456]  or  soft  silk ;  and  they  described  organzine  to  be  *  made 
by  twisting"  a  single  thread  of  raw  silk  (which  consists  of 
a  combination  of  any  given  number  of  the  filaments  as  wound 
from  the  cocoon),  and  then  again  slightly  throwing  or  twisting 
the  reverse  way  two  or  more  of  the  threads  so  twisted.  They  also 
described  tram-silk,  which  consists  of  two  threads  of  raw  silk 
twisted  together  without  having  been  previously  twisted  singly, 
as  being  a  soft  kind  of  silk,  if  slightly  twisted  or  thrown. 

On  the  other  hand,  several  witnesses  called  on  the  part  of  the 
defendants,  and  amongst  them  the  very  individuals  who  manu- 
factured the  cloth  in  question  for  the  defendants,  swore  that  the 
warp  was  not  organzine,  but  twist,  formed  of  two  threads  or 
filaments  of  raw  silk  twisted  together,  and  two  of  these  put 
together  and  thrown  or  twisted  in  the  same  direction. 

It  was  contended  for  the  plaintifif,  that,  even  supposing  the 
article  in  question  was  not  composed  of  a  warp  of  three-thread 
organzine,  but  of  the  twist  described  by  the  defendants'  witnesses, 
still  it  would  be  virtually  and  substantially  an  evasion  of  the 
plaintiff's  patent.  For  the  defendants  it  was  insisted  that  there 
had  been  no  infringement  or  evasion  of  the  patent,  and  that  the 
buttons  in  question  were  not  made  under  the  licence  granted  to 
them  by  the  plaintiff,  inasmuch  as  the  warp  of  the  covering  was 
not  of  organzine  or  soft  silk,  but  of  twist,  a  material  which  was 
shown  by  the  evidence  to  be  totally  inapplicable  to  the  weaving 
of  satin. 

The  learned  Judge,  in  summing  up  the  case  to  the  jury;  told 
them  that  the  question  for  their  consideration  was,  whether  the 
article  complained  of  as  being  an  infringement  of  the  plaintiff's 
patent,  was  produced  with  a  warp  which  was  substantially  of  that 
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description  of  silk  known  by  the  name  of  "  organzine  or  soft  silk, " 
such  as  is  used  in  weaving  satin.  And,  after  going  through,  and 
commenting  upon,  the  evidence  on  both  sides,  he  told 
them,  that,  if  they  thought  that  the  material  *  used  by  [*  457] 
the  defendants,  though  called  twist,  was  substantially  to 
be  looked  upon  as  organzine,  such  as  is  used  in  weaving  satin,  it 
was  an  infringement  of  the  patent,  and  the  defendants  had  been 
guilty  of  a  breach  of  their  covenant,  whatever  the  number  of 
threads  of  which  the  article  was  composed. 

The  foreman  of  the  jury  thereupon  observed  that  it  would  much 
assist  them,  the  jury,  if  the  learned  Judge  would  tell  them  how 
they  were  to  interpret  the  word  "  or  "  in  the  specification  — 
whether  it  was  disjunctive,  or  whether  "  organzine  "  was  the  con- 
struction of  the  word  "  soft " 

The  learned  Judge  said :  "  I  should  be  disposed  to  say,  that, 
unless  it  is  organzine,  it  is  not  within  the  patent" 

To  this  direction  the  counsel  for  the  plaintiff  excepted,  insisting 
that  any  description  of  soft  silk,  though  not  organzine,  was  within 
the  patent  and  the  licence. 

The  jury  have  returned  a  verdict  for  the  defendants,  the  case 
came  before  this  Court  by  writ  of  error,  and  was  argued  in  Trinity 
vacation  last,  before  Parke,  B.,  Patteson,  J.,  Alderson,  B., 
Williams,  J.,  Coleridge,  J.,  Wightman,  J.,  Bolfe,  B.,  and 
Platt,  B. 

M.  Smith  (with  whom  was  Webster),  for  the  plaintiff.^  —  The 
exception  amounts  to  this,  —  that  the  learned  Judge,  in  his  direc- 
tion to  the  jury,  put  too  limited  a  construction  upon  the  specifica- 
tion. It  appeared  from  the  evidence  that  there  are  other  kinds  of 
soft  silk  besides  organzine.  The  point,  therefore,  which  the  jury 
had  to  determine  upon  this  specification,  was,  whether 
the  silk  •  used  in  the  manufacture  of  the  material  for  cov-  [♦  458] 
ering  the  buttons  in  question  was  not  organzine,  or  soft 
silk  of  some  other  description,  such  as  was  in.  use  for  the  weaving 
of  satin.  There  was  abundant  evidence  to  satisfy  the  jury  that 
the  article  used  by  the  defendants,  and  called  by  them  Italian 
twist,   was  soft  silk  substantially  within  the   meaning  of  the 

1  The  point  marked  for  argnment  on  making  satins,  and  any  silk  connterfeit- 

the  part  of  the  plaintiff,  was  as  follows :  —  ing,  imitating,  and  resemhling  such  soft 

"  That  soft  silk  saitahle  for  making  and  organzine  silk,  are  within  the  licence 

latina,  and  organzine  silk   suitable   for  and  letters  patent,  or  one  of  them." 
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specification.  [Patteson,  J.  —  Was  there  any  evidence  to  show 
that  there  was  any  species  of  soft  silk  besides  oiganzine,  used  for 
the  warp  in  the  making  of  satin,  at  the  date  of  the  plaintiff's 
patent  ?]  It  was  proved  that  tram  slightly  twisted  was  a  kind  of 
soft  silk,  though  it  was  not  distinctly  shown  to  have  been  used  for 
the  warp  in  the  weaving  of  satin.  Soft  silk,  in  truth,  is,  any 
description  of  silk  slightly  twisted.  That  was  an  admitted  fact 
in  the  case.  The  learned  Judge  should  have  left  it  to  the  jury  to 
say  whether  or  not  the  defendants'  button  cloth  was  made  of 
organzine,  or  of  soft  silk,  and  was  a  satin  fabric  intended  to  re- 
semble the  cloth  made  under  the  plaintiff's  patent  [Pakke,  B,  — 
The  question  is,  whether  the  patentee  does  not,  by  his  specifica- 
tion, limit  his  claim  to  organzine  or  such  soft  silk  as  was  then  in 
use  for  the  warp  in  the  weaving  of  satin.]  Eeading  the  specifica- 
tion either  with  or  without  the  evidence,  the  construction  put 
upon  it  by  the  learned  Judge  was  clearly  too  limited. 

Sir  T.  Wilde,  Serjt  (with  whom  were  Eotch  and  H.  Hill), 
contra.  —  As  a  general  rule,  no  doubt,  the  construction  of  the  speci- 
fication is  for  the  Court.  But  recourse  may  be  had  to  evidence  as 
to  the  state  of  a  particular  trade  or  manufacture  at  the  date  of  the 
patent,  in  order  to  fix  the  sense  in  which  certain  words  are  used 
in  the  specification.     Here,   all  the  evidence  showed,  beyond  a 

shadow  of  doubt,  that,  at  the  date  of  this  patent  and 
[*459]  specification,  satin  had  never  been  made  *of  any  other 

than  organzine,  for  the  warp;  and  that  organzine  and 
soft  silk  were,  for  this  purpose,  synonymous  terms.  The  jury 
were  expressly  told  that  they  were  not  to  take  the  word  "  organ- 
zine "  in  its  strictly  technical  sense :  and  the  answer  given  by  the 
learned  Judge  to  the  question  put  to  him  by  the  foreman  of  the 
jury,  must  be  taken  in  conjunction  with  the  rest  of  his  summing 
up,  and  not  as  giving  the  sole  effect  and  necessary  construction  of 
the  specification. 

M.  Smith,  in  reply.  — The  word  "soft"  is  clearly  introduced 
into  the  specification  for  the  purpose  of  denoting  something  other 
than  and  besides  organzine.  [Patteson,  J.  — It  is  difficult  to  see 
what  else  besides  organzine  can  have  been  intended  by  the  word 
"soft,"  the  evidence  showing,  that,  at  the  date  of  the  patent  and 
specification,  no  other  description  of  silk  than  that  called  oigan- 
zine  was  used  for  the  warp  in  weaving  satin.]  The  direction 
particularly  excepted  to  was  eminently  calculated  to  mislead  the 
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minds  of  the  jury  from  the  true  question  they  had  to  determine, 
and  this  is  ground  for  the  allowance  of  the  exception :  per  Lord 
Brougham,  in  The  Hatisehill  Company  v.  Neilson,  9  CI.  &  Fin. 
788,  1  Webster's  P.  C.  712  (No.  35,  post). 

Cur.  adv.  wit 

Parke,  B.  ,  now  delivered  the  judgment  of  the  Court :  — 

The  question  in  this  case  arises  upon  an  exception  to  the  direc- 
tion of  my  Brother  Coltman,  in  an  action  tried  before  him  on  a 
covenant  by  the  defendants  to  pay  to  the  plaintiff,  the  patentee,  a 
stipulated  allowance  for  all  buttons  made  by  the  defendants 
according  to  the  plaintiff's  patent,  pursuant  to  a  licence.  The 
issue  was,  whether  certain  buttons  made  by  the  defend- 
ants, called  *  Italian  twist  dress  buttons,  were  made  [*  460] 
under  the  licence  to  use  the  plaintiff's  patent 

The  material  parts  of  the  specification  are  as  follows :  "  The 
third  part  of  my  invention,  being  the  application  of  such  fabrics 
only  wherein  the  ground  or  face  of  the  ground  thereof  is  produced 
by  a  warp  of  soft  or  oiganzine  silk,  such  as  is  issued  in  weaving 
satin,  and  the  classes  of  fabrics  produced  therefrom. '  And  again, 
— "  Thirdly,  I  claim  the  application  of  such  figured  woven  fabrics 
to  the  covering  of  buttons  with  flexible  shanks,  made  by  pressure 
in  dies,  as  have  the  ground  or  face  of  the  ground  woven  with 
soft  or  organzine  silk  for  the  warp,  when  such  fabrics  have 
ornamental  designs  or  figures  for  the  centres  of  buttons." 

On  the  trial,  much  evidence  was  given  on  both  sides;  the 
witnesses  for  the  plaintiff  stating  that  the  buttons  of  the  defend- 
ants were  made  with  organzine  silk;  those  for  the  defendants, 
that  they  were  not ;  but  the  latter  deposed  that  the  buttons  were 
made  of  a  material  called  twist,  which  might  be  termed  soft  silk ; 
organzine  being  a  species  of  silk  thread  in  which  there  is  a  spire 
or  twist  of  each  of  the  threads  singly,  before  they  are  twisted 
together ;  and  twist  being  a  description  of  silk  in  which  two  or 
more  threads  are  twisted  together,  eaoh  thread  not  having  been 
previously  twisted. 

The  learned  Judge  summed  up  the  evidence  to  the  jury  on  both 
sides,  leaving  to  them  the  question  whether  the  buttons  made  by 
the  defendants  were  made  of  soft  or  organzine  silk  within  the 
meaning  of  that  part  of  the  specification. 

At  the  close  of  the  summing  up,  the  foreman  of  the  jury  said 
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it  would  much  assist  the  jury,  if  the  learned  Judge  would  tell 
them  how  they  were  to  interpret  the  word  **  or  *  in  the  specifica- 
tion —  whether  it  was  disjunctive,  or  whether  "  organzine  "  was 
the  construction  of  the  word  "  soft ; "  and  thereupon  the 
[*461]  learned  Judge  *gave  it  as  his  opinion,  that,  unless  the 
silk  was  organzine,  it  was  not  within  the  patent.  The 
counsel  for  the  plaintiff  excepted  to  that  opinion,  and  insisted  that 
"  soft  silk,"  although  not  "  oiganzine,"  was  within  the  patent  and 
licence. 

We  are  all  of  opinion  that  the  exception  was  well  founded,  and 
that  the  direction  of  the  learned  Judge  was  not  correct 

The  word  "  or,"  in  its  ordinary  and  proper  sense,  is  a  disjunc- 
tive particle ;  and  the  meaning  of  the  term  "*  soft  or  organzine  " 
is,  properly,  either  one  or  the  other ;  and  so  it  ought  to  be  con- 
strued, unless  there  be  something  in  the  context  to  give  it  a  differ* 
ent  meaning,  or  unless  the  facts  properly  in  evidence,  and  with 
reference  to  which  the  patent  must  be  construed,  should  show  that 
a  different  interpretation  ought  to  be  made. 

There  was  nothing  in  the  context  to  lead  to  a  different  con- 
ptruction  of  the  words ;  but  the  facts  might  be  such,  that,  apply- 
ing the  specification  of  the  patent  to  them,  the  word  *  or  "  ought 
to  be  construed,  not  in  its  proper  sense,  but  as  giviug  another 
description  of  the  same  thing,  and  the  words  read  as  if  they  had 
been  "  soft,  otherwise  called  organzine,  silk ; "  and,  if  the  fact 
was,  that,  at  the  date  of  the  specification,  organzine  was  the  only 
species  of  soft  silk  in  known  use  in  weaving  satin,  that  would  be 
a  sufficient  ground  for  construing  the  specification,  which  applies 
to  such  soft  or  organzine  silk  as  was  then  used,  to  mean  to  apply 
to  **  soft,  alias  organzine  silk,"  and  include  organzine  only.  But, 
if  there  was  soft  silk,  as  well  as  organziue,  used  for  the  purpose 
at  the  time  of  the  specification,  then  the  words  must  be  construed 
in  their  proper  sense,  and  both  species  would  be  within  the 
patent. 

The  interpretation,  therefore,  which  the  learned  Judge  put  upon 
the  specification  was  not  correct,  unless  the  facts  were 
[*  462]  such  as  to  lead  to  it ;  and  those  facts  were  *  for  the  deter- 
mination of  the  jury.  The  learned  Judge  should  not 
have  told  the  jury,  absolutely,  that  soft  and  organzine  silk  were 
the  same :  he  should  have  stated  that  the  words  were  capable  of 
being  so  construed,  if  the  jury  were  satisfied,  that,  at  the  date  of 
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the  specification)  only  one  description  of  soft  silk,  —  and  that, 
oiganzine,  —  was  used  in  satin  weaving ;  but,  otherwise,  that  the 
proper  and  ordinary  sense  of  the  words  was  to  be  adopted,  and  the 
patent  held  to  apply  to  every  species  of  soft  silk,  as  well  as  to 
organzine  silk.  It  was  argued  that  the  learned  Judge's  observa- 
tions must  be  understood  in  connection  with  the  facts  proved  at 
the  trial,  and  that  it  proved  the  fact  that  organzine  was  the  only 
known  species  of  soft  silk  used  in  weaving  satin  at  the  date  of 
the  specification.  But  the  answer  is,  that  it  is  the  bill  of  excep- 
tions only  that  states  the  evidence :  none  of  the  other  facts  proved 
at  the  trial  are  found  by  the  jury;  and  none  of  them  can  be 
assumed  to  be  true :  and,  as  the  construction  of  the  specification 
depended  on  the  facts,  the  question  as  to  the  truth  of  those  facts 
should  have  been  left  to  the  jury. 

There  must  therefore  be  a  venire  de  novo.  Venire  de  novo. 

Upon  the  second  trial,  at  the  sittings  at  Westminster  after 
Trinity  Term,  1846,  the  jury  returned  a  verdict  for  the  plaintiflf ; 
which  verdict  the  defendants  did  not  seek  to  disturb. 

Hills  V.  Evans. 

31  L.  J.  Ch.  457-467  (s.  c.  4  De  G.  F.  &  J.  288,  8  Jur.  (N.  S.)  625,  6  L.  T.  (N.  S.)  90). 

Patent  —  Novelty  of  Invention.  —  Specification,  —  Injunction,  [457] 
The  construction  of  a  specification,  as  the  construction  of  all  other  writ- 
ten instruments,  belongs  to  the  Court;  but  the  explanation  of  the  words 
or  technical  terms  of  art,  the  phrases  used  in  commerce,  and  the  proof  and 
results  of  the  processes  which  are  described  (and  in  a  chemical  patent  the 
ascertainment  of  chemical  equivalents)  are  matter?  of  fact  upon  which  evidence 
may  be  given,  contradictory  testimony  may  be  adduced,  and  upon  which  it  is 
the  province  and  right  of  a  jury  to  decide.  In  the  comparison  of  two  specifi- 
cations, each  of  which  is  filled  with  terms  of  art,  and  with  the  description  of 
technical  processes,  the  duty  of  the  Court  is  confined  to  giving  the  legal  con- 
struction of  such  documents  taken  independently,  but  the  comparison  of  the 
two  instruments  and  ascertaining  whether  the  words  as  interpreted  by  the 
Court,  and  contained  in  one  specification,  do  or  do  not  denote  the  same  external 
matter  as  the  words,  as  interpreted  and  explained  by  the  Court,  contained  in 
the  other  specification,  is  a  matter  of  fact,  and  within  the  province  of  a  jury. 

The  specification  of  a  patent  must  be  ctmsidered  as  amounting  to  a  publi- 
cation. In  a  question  of  the  novelty  of  a  patent,  the  antecedent  statement  in 
the  prior  patent  must  be  such  that  a  person  of  ordinary  knowledge  of  the 
subject  would  at  once  perceive,  understand,  and  be  able  practically  to  apply 
the  discovery  without  the  necessity  of  making  further  experiments  and  gain- 
ing further  information  before  the  invention  can  be  made  usefuL 
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This  was  a  cause  in  which  the  plaintiff,  who  was  the  patentee 
of  an  improved  mode  of  manufacture  of  gas,  and  of  obtaining  cer* 
tain  substances  applicable  to  the  purifying  the  same,  applied  for 
an  injunction  to  restrain  the  defendant  from  infringing  his  patent 
After  the  decision  of  a  preliminary  question,  under  an 
[458]  agreement,  it  was  arranged  that  the  cause  should  be  heard 
upon  a  motion  for  decree.  The  questions  raised  as  to  the 
validity  of  the  patent,  and  the  arguments  urged  with  regard  to 
them,  will  suflSciently  appear  from  his  Lordship's  judgment 

Mr.  Bolt,  Mr.  Grove,  and  Mr.  Marten  appeared  for  the  plaintiff. 

Sir  Hugh  Cairns,  Mr.  Bovill,  and  Mr.  Druce  were  for  the 
defendant 

The  following  cases  were  cited  during  the  argument :  HausdiiU 
Company  v.  NeUson,  9  CI.  &  Fin.  788,  Webster,  673  (No.  35,  post) ; 
Jones  v.  Pearce.  Webster,  122;  Tetley  v.  Easion,  2  C.  B.  (N.  S.) 
706,  26  L  J.  C.  P.  269;  Lister  v.  Leather,  8  El.  &  B.  1004,  27 
L.  J.  Q.  B.  295 ;  Brook  v.  Aston,  8  El.  &  B.  478,  27  L  J.  Q.  B.  145 ; 
The  Patent  Bottle  Envelope  Company  v.  Seymer,  5  C.  B.  (N.  S.) 
164,  28  L  J.  C.  P.  22 ;  NeUson  v.  Harford,  8  M.  &  W.  806, 
11  L.  J.  Ex.  20  (p.  56,  anU) ;  Seed  v.  Biggins,  30  L  J.  Q.  B. 
314;  Carpenter  v.  Smith,  9  M.  &  W.  300,  11  L.  J.  Ex.  213;  In 
re  Newall,  4  C.  B.  (N.  S.)  269,  27  L.  J.  C.  P.  337;  Heath  v. 
Smith,  3  El.  &  B.  256,  23  L  J.  Q.  B.  166 ;  Hills  v.  The  London 
Gaslight  Co.,  5  Hurl.  &  N.  312,  29  L.  J.  Ex.  409  (No.  36,  post)] 
Newton  v.  Vaucher,  6  Ex.  859,  21  L.  J.  Ex.  305;  Orey  v. 
Pearson,  1  H.  L.  Cas.  61,  26  L  J.  Ch.  473;  Bush  v.  Fox,  5  H. 
L.  Cas.  707,  9  Ex.  257.  23  L  J.  Ex.  257;  Cratie  v.  Price, 
Webster,  377;  Stead  v.  Williams,  7  Man.  &  G.  818,  5  Dowl.  & 
L  P.  C.  497,  5  C.  B.  528,  17  L.  J.  C.  P.  109;  Cornish  v,  Keene, 
Webster,  501,  WoodcrofVs  Patent,  2  Webster,  18,  p.  23;  MuntzY, 
Foster,  2  Webster,  92,  pp.  95,  105 ;  Stead  v.  Anderson,  4  C.  B. 
806,  16  L  J.  C.  P.  250 ;  Beard  v,  Egerton,  8  C.  B.  165,  2  Car. 
&  K.  667,  19  L.  J.  C.  P.  36 ;  Steimr  v.  Heald,  6  Ex.  607,  20  L 
J.  Ex.  410 ;  Belts  v.  Afenziss,  8  El.  &  B.  923,  933,  27  L.  J.  Q.  R 
154;  Walton  v.  Potter,  3  Man.  &  G.  411,  4  Scott  N.  S.  91,  11 
L.  J.  C.  P.  138;  Beg,  v.  Arkwright,  Bull.  N.  P.  77. 

At  the  conclusion   of  the   argument,    the   Lord  Chan- 

[459]    CELLOR  intimated  his  opinion,  for  reasons  to  be  afterwards 

given,  in  favour  of  the  legal  validity  of  the  patent;  and 

asked  whether  it  was  seriously  intended  on  the  part  of  the  defend- 
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ant  to  raise  and  discuss  the  question  whether  his  process  be  or  be 
not  an  infringement  of  Mr.  Hills's  patent 

After  this  opinion,  the  defendant  declined  to  try  the  question  of 
infringement,  and,  accordingly,  on  a  subsequent  day,  his  Lordship 
delivered  the  following  judgment 

Jan.  29.  —The  Lord  Chancellor  (Lord  Westbury).  .—  After 
stating  the  previous  proceedings  and  an  arrangement  under  which 
the  question  of  the  legal  validity  of  the  patent,  instead  of  being 
carried  to  the  Exchequer  Chamber,  was  to  be  dealt  with  by  the 
Court  of  Chancery,  and  a  further  agreement  between  the 
parties,  that  the  specification  of  a  patent  granted  to  one  [460] 
Heard,  in  the  year  1806,  should  be  considered  and  treated 
as  if  it  had  been  given  in  evidence  before  the  jury  on  the  trial 
of  the  action,  —  he  proceeded :  — 

Now,  the  argument  has  been  that  it  is  the  duty  of  the  Court, 
and  the  right  of  the  Court,  to  construe  those  earlier  specifications, 
and  that  if  I  found  from  the  specifications  so  construed,  when 
collated  and  compared  with  the  specification  of  the  plaintiff's 
patent,  that  the  invention  described  in  the  one  was  identical  with 
the  invention  described  in  the  other,  the  Court  might  at  once 
arrive  at  the  conclusion  that  there  was  no  novelty  in  the  inven- 
tion, and  deal  with  the  whole  matter  as  matter  of  law,  and  not  as 
matter  to  be  submitted  to  the  jury;  and  that,  undoubtedly,  is  a 
question  deserving  of  very  serious  consideration.  It  is,  undoubt- 
edly, true  as  a  proposition  of  law  that  the  construction  of  a  specifi- 
cation, as  the  construction  of  all  other  written  instruments,  belongs 
to  the  Court ;  but  a  specification  of  an  invention  contains,  most 
generally,  if  not  always,  some  technical  terms,  some  phrases  of 
art,  some  processes,  and  requires,  generally,  the  aid  of  the  light 
derived  from  what  are  called  surrounding  circumstances.  It  is, 
therefore,  an  admitted  rule  of  law  that  the  explanation  of  the 
words  or  technical  terms  of  art,  the  phrases  used  in  commerce, 
and  the  proof  and  results  of  the  processes  which  are  described  (and 
in  a  chemical  patent  the  ascertainment  of  chemical  equivalents), 
that  all  these  are  matters  of  fact  upon  which  evidence  may  be 
given,  contradictory  testimony  may  be  adduced,  and  upon  which, 
undoubtedly,  it  is  the  province  and  the  right  of  a  jury  to  decida 
But  when  those  portions  of  a  specification  are  abstracted,  and 
made  the  subject  of  evidence,  and  therefore  brought  within  the 
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province  of  the  jury,  the  direction  to  be  given  to  the  jury  with 
regard  to  the  construction  of  the  rest  of   the  patent,  which  is 
conceived  in  ordinary  language,  must  be  a  direction  given  only 
conditionally,  that  is  to  say,  a  direction  as  to  the  meaning  of  the 
patent  upon  the  hypothesis  or  the  basis  of  the  jury  arriving  at  a 
certain  conclusion  with  regard  to  the  meaning  of  those  terms,  the 
signification  of  those  phrases,  the  truth  of  those  processes,  and  the 
result  of  the  technical  procedure  described  in  the   specification. 
And  so  the  rule  is  given  by  Pakke,  B.,  in  delivering  the  judg- 
ment of  the  Court  of  Exchequer  in  the  case,  I  think,  of  Neilson  v. 
Rarford   (p.    56,    ante).     The   language   of  the   learned  Judge, 
which  I  adopt,  is  in  these  words :  "  The  construction  of  all  written 
instruments  belongs  to  the  Court  alone,  whose  duty  it  is  to  con- 
strue all  such  instruments  as  soon  as  the  true  meaning  of  the 
words  in  which  they  are  couched,  and  the  surrounding  circum- 
stances, if  any,  have  been  ascertained  as  facts  by  the  jury ;  and 
it  is   the   duty  of    the  jury   to  take    the    construction 
[*  461]  *  from  the  Court  either  absolutely,  if  there  be  no  words  to 
be  construed  as  words  of  art  or  phrases  used  in  commerce, 
and  no  surrounding  circumstances  to  be  ascertained;  or,   condi- 
tionally,   when    those   words    or  circumstances   are    necessarily 
referred  to  them. "    Now,  adopting  that  as  the  rule  in  the  compari- 
son of  two  specifications,  each  of  which  is  filled  with  terms  of  art, 
and  with  the  description  of  technical  processes,  the  duty  of  the 
Court  would  be  confined  to  this,  to  give  the  legal  construction  of 
such  documents  taken  independently.     But  after  that  duty  is  dis- 
charged, there  would  remain  a  most  important  function  to  be  still 
jjerformed,  which  is  the  comparison  of  the  two  instruments  when 
they  have  received  their  legal  exposition  and  interpretation ;  and 
as  it  is  always  a  matter  of  evidence  what  external  thing  is  indi- 
cated and  denoted  by  any  description,  when  the  jury  have  been 
informed   of  the   meaning  of  the  description  contained  in  each 
S[jecification,    the  work  of  comparing  the  two,  and  ascertaining 
whether  the  words,  as   interpreted   by  the   Court,  contained  in 
8[>ecification  A,  do  or  do  not  denote  the  same  external  matter  as 
tlje  words  as  interpreted  and  explained  by  the  Court  contained  in 
«ljecification  B,  is  a  matter  of  fact,  and  is,  I  conceive,  a  matter 
within  the  province  of  the  jury,  and  not  within  the  function  of 
the  Court     Granting,  therefore,  to  the  full  extent,  the  propriety 
of  the  expression  of  the  rule  which  is  here  contained,  and  taking 
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either  specification  as  so  interpreted,  whether  the  two  specifica- 
tions that  are  brought  into  comparison  do  or  do  not  indicate  the 
same  external  matter,  must  be  determined  by  the  jury,  and  not  be 
determined  as  matter  of  law  by  the  Court  And  1  find  that  this 
has  been  the  case,  and  the  course  adopted  by  the  learned  Judges 
in  a  great  variety  of  reported  cases  at  Nisi  Prius.  It  was  the 
course  adopted  in  a  case  which  is  exceedingly  similar  to  the 
present  one,  Muntz  v.  Foster.  The  antecedent  specification  of 
Collins  was  explained  to  the  jury  by  Lord  Chief  Justice  Tindal  ; 
and  the  specification  of  Muntz  was  equally  explained ;  but  it  was 
left  to  the  jury  to  determine,  after  that  explanation  had  been 
given,  whether  the  two  things  which  the  Court  had  interpreted  did 
or  did  not  denote  the  same  subject  The  same  course  was  also 
adopted  by  Lord  Chief  Justice  Tindal  in  another  case  that  came 
before  him,  that  of  Walton  v.  Potter ;  and  I  find  no  doubt  inti- 
mated that  that  was  the  proper  course  to  be  adopted  by  the  Court, 
and  that  the  function  of  the  Court  and  the  function  of  the  jury 
were  in  that  manner  clearly  distinguished. 

Now,  some  doubt  was  thrown  on  this  subject  by  what  fell  from 
a  noble  and  learned  Lord,  in  moving  the  judgment  of  the  House 
of  Lords,  in  the  case  of  Bush  v.  Fox;  and  it  seems  to  have  been 
supposed  by  Pollock,  C.  B.  ,  in  the  case  of  Booth  v.  Kennard,  and 
evidently  was  supposed  by  the  Court  of  Exchequer,  in  the  case  of 
nUls  V.  The  London  Gaslight  Company ^  that  Bush  v.  Fox  had  laid 
down  this  rule :  that  it  was  the  province  of  the  Court  to  compare 
the  two  specifications,  and  that  the  Court  alone,  from  that  com- 
parison, might  arrive  at  a  conclusion  as  to  the  identity  of  the  sub- 
ject Now,  I  cannot  too  often  repeat,  that  what  is  said  by  a  noble 
and  learned  Lord,  in  moving  the  judgment  of  the  House  of  Lords, 
does  not  by  any  necessity  enter  into  the  judgment  of  that  House. 
The  observations  of  Lord  Cottenham,  in  the  case  of  Nixon  v.  The 
Taff  Vale  Railway  Company,  13  CI.  &  F.  Ill,  are  very  pointed, 
and  useful  to  correct  an  erroneous  impression  which  sometimes 
prevails,  that  everything  said  by  a  noble  and  learned  Lord  in 
advising  the  House  of  Lords  is  to  be  taken  as  if  it  were  part  of 
the  determination  of  the  House.  Now,  nothing  will  show  the 
difference  between  the  two  things  more  forcibly  than  what  occurred 
in  the  case  of  Bush  v.  Fox,  which  was  an  action  brought  for  the 
alleged  infringement  of  a  patent  There  was  a  plea  of  "  not 
guilty,"  and  under  that  plea  the  specification  of  a  prior  patent 
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that  had  been  granted  to  Lord  Cochrane  ten  years  before  the  date 
of  the  patent  on  which  the  action  was  brought  was  put  in,  and 
evidence  was  given  by  several  witnesses  that  the  process  described 
as  to  the  details  and  manner  of  working  of  the  one  patent  was  in 
all  respects  identical  with  the  details  and  the  manner  of  working 
of  the  other.     Upon  that  evidence  being  given,  the  Lord  Chief 

Baron  told  the  jury  that,  if  they  believed  that,  there  was 
[*  462]  no  question  of  *  fact  for  them,  because  there  resulted  from 

that  evidence  this  conclusion  of  law,  that  the  patent  on 
which  the  plaintiff  relied  had  been  anticipated  by  tlie  antecedent 
patent;  there  was  no  novelty  in  the  invention.  Now,  that  was 
carried,  by  way  of  appeal,  to  the  House  of  Lords,  and  the  noble 
and  learned  Lord,  who  was  then  Lord  Chancellor,  in  moving 
the  judgment  of  the  House,  expressed  his  opinion  to  be,  that  the 
direction  of  the  Lord  Chief  Baron  was  perfectly  right,  and  that 
opinion  was  adopted  by  the  House ;  and  Bush  v.  Fox  is  merely  a 
decision  of  the  House  of  Lords  that  the  particular  ruling  of  the 
Lord  Chief  Baron,  under  the  particular  circumstances  that  I 
have  mentioned,  was  a  correct  ruling  in  point  of  law,  and  ought 
to  be  affirmed.  But  in  advising  the  House  of  Lords,  the  noble 
and  learned  Lord  went  further,  and  used  these  words :  **  I  am  not, 
indeed,  clear  that  the  Lord  Chief  Baron  might  not  have  gone 
much  further,  and  that  even  if  there  had  not  been  any  evidence  at 
all,  he  might  not  have  directed  the  jury  to  find  for  the  defendant, 
because  I  think  it  was  for  the  Court  to  compare  the  two  specifica- 
tions together ;  and,  comparing  the  two  together,  it  appears  to  me 
perfectly  clear  that  the  material  part  of  the  plaintiff's  invention 
was  involved  in  the  invention  of  Lord  Cochrane.  ' 

Now  it  is  perfectly  clear  that  the  passage  I  have  read  has  all  the 
characteristics  of  an  obiter  dictum.  The  judgment,  so  far  as  the 
noble  and  learned  Lord  desired  to  move  the  judgment  of  the  House 
of  Lords,  was  in  affirmance  of  what  had  been  done  in  the  Coiurt 
below.  The  ruling  of  the  Lord  Chief  Baron  did  not  proceed 
upon  a  comparison  of  the  specifications ;  and  the  noble  and  learned 
Lord  has  made  an  observation,  with  regard  to  which  he  expresses 
himself  in  the  most  guarded  form,  that  he  was  not  clear  that 
something  further  than  what  was  done  might  not  have  been  done. 
It  would  be  an  unreasonable  thing,  therefore,  to  take  this  pas- 
sage as  the  ground  of  the  determination  of  the  House,  and  a  still 
more  unreasonable  thing  to  invest  a  cautious  and  guarded  exprea- 
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sion  of  the  nature  that  I  have  read  with  anything  like  the  irrever- 
sible and  unchangeable  quality  that  belongs  to  a  decision  of  the 
House  of  Lords.  I  cannot,  therefore,  consider  the  passage  that  I 
have  read,  notwithstanding  the  great  and  unfeigned  respect  which 
is  due  to  the  high  authority  of  the  noble  and  learned  Lord,  as 
standing  at  all  in  the  way  of  the  conclusion  which  I  arrive  at, 
borne  out  and  supported  as  it  is  by  what  I  conceive  to  have  been 
the  uniform  practice  at  Nisi  Prius,  that  although  the  construction 
of  the  specification  clearly  is  matter  of  law,  yet  if  there  be  two 
specifications  to  be  compared  in  order  to  arrive  at  a  conclusion  of 
fact,  the  right  of  drawing  the  inference  of  fact  from  the  compari- 
son belongs  to  the  jury,  and  is  a  question  of  fact,  and  not  a  ques- 
tion of  law.  Now,  if  that  be  the  correct  conclusion  in  the  matter 
before  me,  this  result  would  follow,  namely,  that  the  Court  of 
error,  if  the  action  had  not  been  anticipated  by  the  agreement,  but 
had  been  carried  out  to  its  legitimate  end,  must  have  pronounced 
upon  the  special  case,  or  whatever  form,  under  the  Common  Law 
Procedure  Act,  might  have  been  adopted  for  bringing  the  alleged 
question  of  law  before  the  Court  of  Exchequer  Chamber  in  error, 
that  Court  must  have  decided  that  there  was  no  matter  of  law,  and 
that  the  verdict  of  the  jury  was  final. 

It  was  put,  and  very  correctly  put,  by  Mr.  Grove,  that  the 
proposition  of  the  defendant  could  not  be  maintained  unless  he 
was  prepared  to  contend  that  upon  this  matter  there  was  no  evi- 
dence at  all  to  go  to  the  jury ;  that  it  was  the  duty  of  the  Court  to 
take  the  matter  out  of  the  hands  of  the  jury,  and  to  arrive  at  a 
conclusion  as  a  conclusion  of  law,  and  not  a  conclusion  of  fact 
But  though  I  have  come  to  this  determination  of  the  matter,  I 
do  not  mean  to  rest  my  decision  exclusively  upon  that  ground, 
partly  because  I  permitted  the  argument  to  proceed  at  great  length, 
as  if  this  were  matter  of  law ;  partly  because  it  will  be  more  satis- 
factory to  the  parties  to  have  a  determination  upon  that  which  has 
been  argued ;  but  principally  because  the  conditions  of  the  argu- 
ment require  me  to  express  an  opinion  upon  the  point,  inasmuch 
as  I  permitted  another  specification  to  be  added  to  the  materials 
for  argument  beyond  those  matters  that  were  presented  to  the 
jury;  I  mean  the  specification  of  Heard.  I  have  therefore  to 
consider,  and  to  give  my  opinion  upon  the  question  that  has  been 
argued,  namely,  whether  there  be  or  be  not  anything 
in  these  specifications  *  which  has  rendered  the  plaintiff's  [*  463J 
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invention  matter  of  public  knowledge,  and  therefore  matter  of 
public  property,  anterior  to  the  granting  of  the  patent.  Now, 
I  was  extremely  desirous  to  ascertain,  in  the  course  of  the  argu- 
ment, if  any  clear  rule  had  been  laid  down  on  the  subject  of  what 
shall  be  the  nature  of  the  antecedent  publication  which  shall  be 
held  sufficient  to  anticipate  and  to  vitiate  a  subsequent  patent  on 
the  ground  of  want  of  novelty.  I  think  it  desirable  to  consider 
that  first  as  matter  of  proof,  and  then  to  consider  what  light  can 
be  derived  upon  that  question  from  the  cases  that  have  been 
decided.  Now,  with  regard  to  the  specification  of  the  prior 
patent,  it  is  not  to  be  distinguished  in  principle  from  any  other 
publication.  The  only  peculiarity  attending  the  specification  of 
the  prior  patent  is  this :  that  the  specification  must  be  considered 
as  a  publication.  There  has  been  some  doubt  with  regard  to 
books  and  documents  under  particular  circumstances,  whether  they 
can  be  considered  as  amounting  to  a  publication.  With  regard 
to  a  specification  there  can  be  no  doubt,  because  the  specification 
is  that  which  the  patentee  gives  to  the  public,  and  makes  matter 
publici  juris  in  return  for  the  privilege  which  he  receives ;  but 
upon  all  principles  the  specification  is  not  to  be  distinguished 
from  any  prior  publication  contained  in  a  book  published  in  the 
ordinary  manner.  Now  the  question  is,  what  must  be  the  nature 
of  the  antecedent  statement?  I  apprehend  the  principle  is  cor- 
rectly thus  expressed:  the  antecedent  statement  must  be  such 
that  a  person  of  ordinary  knowledge  of  the  subject  would  at  once 
perceive,  understand,  and  be  able  practically  to  apply  the  dis- 
covery without  the  necessity  of  making  further  experiments  and 
gaining  further  information  before  the  invention  can  be  made 
useful.  If  something  remains  to  be  ascertained  which  is  neces- 
sary for  the  useful  application  of  the  discovery,  that  affords  suffi- 
cient room  for  another  valid  patent.  By  the  words  of  the  Statute 
of  James,  it  is  necessary  for  the  validity  of  a  patent  that  the 
invention  should  not  have  been  known  or  used  at  the  time.  These 
words  are  held  to  mean,  "  not  publicly  known  or  publicly  used. " 
What  amounts  to  public  knowledge  or  public  user  is  still  to  be 
ascertained.  One  of  the  means  of  imparting  knowledge  to  the 
public  is  the  publication  of  a  book,  or  the  recording  of  a  specifica- 
tion of  a  patent.  If,  therefore,  in  disproving  that  allegation 
which  is  involved  in  every  patent,  that  the  invention  was  not 
previously  known,  appeal  be  made  to  an  antecedently  published 
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book  or  specification,  the  question  is,  what  is  the  nature  and 
extent  of  the  information  thus  acquired  which  is  necessary  to  dis- 
prove the  novelty  of  the  subsequent  patent?  There  is  not,  I 
think,  any  other  general  answer  that  can  be  given  to  this  question 
than  this :  that  the  information  as  to  the  alleged  invention  given 
by  the  prior  publication  must,  for  the  purposes  of  practical  utility, 
be  equal  to  that  given  by  the  subsequent  patent  The  invention 
must  be  shown  to  have  been  before  made  known.  Whatever, 
therefore,  is  essential  to  the  invention  must  be  read  out  of  the 
prior  publication.  If  specific  details  are  necessary  for  the  practi- 
cal working  and  real  utility  of  the  alleged  invention,  they  must 
be  found  substantially  in  the  prior  publication.  Apparent  gen* 
erality  or  a  proposition  not  true  to  its  full  extent  will  not  preju- 
dice a  subsequent  statement  which  is  limited,  accurate,  and  gives 
a  specific  rule  of  practical  application.  The  reason  is  manifest, 
because  much  further  information,  and  therefore  much  further 
discovery,  are  required  before  the  real  truth  can  be  extricated  and 
embodied  in  a  form  to  serve  the  uses  of  mankind.  It  is  the  differ- 
ence between  the  ore  and  the  refined  and  pure  metal  which  is 
extracted  from  it  Again,  it  is  not,  in  my  opinion,  true  in  these 
cases  to  say  that  knowledge,  and  the  means  of  obtaining  knowl- 
edge, are  the  same.  There  is  a  great  difference  between  them. 
To  carry  me  to  the  place  at  which  I  wish  to  arrive  is  very  different 
from  merely  putting  me  on  the  road  that  leads  to  it  There  may 
be  a  latent  truth  in  the  words  of  a  former  writer,  not  known  even 
to  the  writer  himself ;  and  it  would  be  unreasonable  to  say  that 
there  is  no  merit  in  discovering  and  unfolding  it  to  the  world. 
Upon  principle,  therefore,  I  conclude  that  the  prior  knowledge  of 
an  invention  to  avoid  a  patent  must  be  knowledge  equal  to  that 
required  to  be  given  by  a  patent,  namely,  such  knowledge  as 
will  enable  the  public  to  perceive  the  very  discovery,  and  to  carry 
the  invention  into  practical  use;  and  this  appears  to  be 
consistent  with  the  decided  *  cases.  In  the  much-discussed  [*  464] 
case  of  The  Househill  Compavy  v.  NeUson,  Lord  Lynd- 
HUBST,  in  the  course  of  the  argument,  made  use  of  these  expres- 
sions :  **  If  a  machine  is  published  in  a  book,  distinctly  and  clearly 
described,  corresponding  with  the  description  in  the  specification 
of  a  patent,  though  it  has  never  been  actually  worked,  is  not  that 
an  answer  to  the  patent?"  Now,  the  words  here  involve  that 
which  I  have  already  expressed  as  the  rule.     It  was  a  case  of  the 
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comparison  of  the  two  machines,  and  to  avoid  the  patent  Lord 
Lyndhurst  said  the  machine  published  in  the  book  must  be  dis- 
tinctly and  clearly  described,  and  that  distinct  and  clear  descrip- 
tion must  correspond  with  the  description  in  the  specification  of 
the  patent  So,  in  similar  language,  though  shorter,  in  the  case 
in  the  Privy  Council  to  which  I  was  referred  in  the  argument. 
Lord  Brougham,  in  speaking  of  a  prior  invention  or  publication 
and  the  information  given  by  it,  whether  it  will  vitiate  a  subse- 
quent patent,  says,  that  it  must  be  clear  and  distinct,  and  the 
invention  must  be  shown  to  be  plainly  expressed  in  the  prior  pub- 
lication. And  in  one  of  the  earliest  cases  which  occurred  on  this 
subject  —  ArkwTighVs  Case  —  the  objection  was  with  regard  to  a 
particular  part  of  the  specification.  The  language  of  the  Court 
was:  "  It  is  admitted  this  is  not  a  new  discovery,  for  Emerson's 
book  was  produced,  which  was  printed  a  third  time  in  the  year 
1731,  and  that  is  precisely  the  same  as  this. " 

Having  arrived  at  this  conclusion  both  upon  principle  and 
upon  authority,  I  have  now  to  examine  the  several  specifications 
which  it  is  alleged  contain  the  plaintiff's  invention.  Now,  the 
first  specification  is  that  of  Heard,  and  the  patent  was  granted  in 
the  year  1806.  It  was  a  specification  for  the  application  of  lime 
in  the  purification  of  gas,  and  the  chief  object  of  the  patent  and 
of  the  specification  is  to  describe  the  mode  in  which  lime  can  be 
applied  for  that  purpose,  and  the  effect  on  the  agent  of  purification 
when  so  applied.  But  in  the  latter  part  of  the  specification  the 
patentee  has  added  these  words :  "*  It  must  therefore  be  clearly 
understood  that  lime  in  substance  or  a  dry  state,  the  fixed  alkalis, 
or  earths  possessing  alkaline  properties,  or  such  metals  or  their 
oxides  as  possess  a  sufficiently  strong  affinity  with  sulphur  and 
sulphuretted  hydrogen  as  to  answer  the  end  desired,  such  as  iron, 
manganese,  zinc,  copper,  lead,  &c.,  when  mixed  with  the  coals 
laid  on  the  surface, "  and  so  on,  "  are  calculated,  in  a  greater  or 
less  degree,  to  divest  the  gas  of  the  cause  of  the  offensive  smell. " 
The  argument  was  presented  to  me  in  the  following  fonn.  It 
must  be  taken  as  a  thing  known  at  the  time  (it  was  said  by  the 
counsel  for  the  defendant)  that  the  oxide  of  iron  has  an  affinity 
for  sulphur  and  for  sulphuretted  hydrogen,  and,  therefore,  that 
these  words  must  be  read  —  all  such  oxides  of  iron  as  possess  a 
sufficiently  strong  affinity  with  sulphuretted  hydrogen  will  answer 
the  end  of  purifying  gas.     That,   however,    is  not  the  literal 
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interpretation  of  the  words.  That  interpretation  would  limit  the 
proposition  to  such  oxides  of  iron  as  had  that  affinity.  But  the 
proposition  of  the  patentee  is  in  terms,  as  collected  from  the 
words  that  he  has  used,  that  all  oxides  of  iron  possess  that  affinity, 
and  he  does  not  merely  limit  himself  to  oxides  of  iron,  for  he  says, 
iron,  manganese,  zinc,  copper,  lead,  &c.  With  regard  to  the 
greater  number  of  these  substances  the  proposition  is  clearly,  from 
the  evidence,  untrue,  and  therefore  there  is  here  what  I  have 
denominated  apparent  generality,  giving  no  specific  knowledge,  no 
practical  rule  of  application,  but  furnishing  suggestions  which 
might  give  a  direction  to  inquiry,  from  which  inquiry  a  specific 
definite  amount  of  practical  information  might  possibly  be  elicited. 
That,  unquestionably,  according  to  the  rules  which  we  have 
endeavoured  to  ascertain,  is  not  such  information  as  will  vitiate  a 
subsequent  patent,  for  it  is  not  such  information  as  will  be  suffi- 
cient to  support  a  patent  It  adds  nothing  to  the  real  stock  of 
practical  knowledge  of  mankind,  and  ought  not  to  derogate  from 
the  validity  and  the  benefit  of  a  subsequent  invention. 

The  next  specification  is  that  which  was  for  a  patent  taken  out 
by  a  Mr.  CroU  in  the  year  1840,  and  which  was  a  specification 
directed  to  an  improved  method  of  purifying  coal-gas  from  ammo- 
nia ;  and  secondly,  to  a  peculiar  method  of  reconverting  or  manu- 
facturing the  salts  used  in  the  purification  of  gas.  The 
avowed  purpose,  therefore,  of  the  patent  is  limited  to  *  the  [*  465] 
purification  of  gas  from  one  only  of  those  particular  mate- 
rials which  interfere  with  its  illuminating  properties,  there  being 
two  admixtures  necessary  to  be  got  rid  of,  namely,  the  ammonia 
and  the  sulphuretted  hydrogen.  But  in  the  course  of  his  descrip- 
tion Mr.  Croll  says  that  the  third  part  of  his  invention  consists  in 
the  application  of  the  black  oxide  of  manganese  to  remove  or  free 
coal-gas  of  sulphuretted  hydrogen,  and  then  he  describes  a  mode 
for  the  application  of  that  particular  agent,  the  black  oxide  of 
manganese.  The  mode  described,  after  it  has  first  answered  the 
purpose,  is  to  renew  it,  and  restore  its  purifying  powers  by  roast- 
ing it  in  an  oven  to  expel  the  sulphur  which  it  has  contracted  or 
taken  up  in  the  course  of  the  purification.  And  after  describing 
this  mode  of  treating  the  chief  substance,  to  which  he  directs  the 
attention  of  the  public,  he  proceeds,  in  a  later  part  of  his  patent, 
to  say  that  "  the  same  effect  may  be  produced  by  the  application 
of  the  oxide  of  zinc  and  the  oxides  of  iron,  and  heated  precisely 
in  the  same  way  as  above  described.  ** 
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This,  therefore,  is  a  proposition  that  the  oxides  of  iron,  that  is, 
all  the  oxides  of  iron,  may  be  applied  in  a  manner  that  will  admit 
of  the  same  effect  being  produced.  Now  it  is  an  admitted  fact 
that  that  proposition  is  untrue ;  it  is  a  clear  result,  therefore,  that 
the  proposition  would  only  mislead  the  individual  who  relied  upon 
it.  If  he  took  some  of  the  native  oxides  of  iron,  or  if  he  took  the 
anhydrous  oxides  of  iron,  it  is  an  established  fact  that  they  would 
not  answer  the  purpose.  This  amount,  therefore,  of  general  propo- 
sition is  not  true  to  the  extent  in  which  it  is  expressed,  and  it 
requires  further  invention  and  discovery  to  modify  and  restrain  it 
within  the  true  limits  of  fact,  so  as  to  admit  of  its  becoming  a 
rule  of  practical  and  useful  application.  In  the  latter  part  of 
Croirs  specification  he  states  that  he  claims  the  purification  of 
coal-gas  from  ammonia,  and  the  purification  of  gas  from  sulphu- 
retted hydrogen  by  means  of  the  oxide  of  manganese,  the  oxides 
of  iron  and  the  oxide  of  zinc,  as  hereinbefore  described.  It  is 
quite  clear,  therefore,  that  he  claims  the  oxides  generally ;  and  if 
you  were  to  infer  anything  from  what  he  states  with  regard  to  the 
manner  of  application,  you  would  draw  this  conclusion,  that  they 
are  to  be  applied  in  an  anhydrous,  and  not  in  a  hydrated  state. 
Now  I  pass  from  that,  therefore,  as  adding  nothing  to  human 
knowledge,  which  has  superseded  or  rendered  unnecessaiy  the 
practical  invention  of  the  plaintiff;  and  I  now  come  to  the 
last  specification,  which  is  the  specification  of  Laming.  The  speci- 
fication of  Laming  speaks  of  a  particular  agent  in  the  purification 
of  gas,  namely,  chloride  of  calcium,  and  he  describes  the  mode  of 
producing  that  purifying  agent;  and  it  would  appear  that  the 
process  adopted,  after  producing  chloride  of  calcium,  would  leave 
a  residuum  in  which  would  be  found  hydrated  oxide  of  iron,-  the 
application  of  which  is  the  patent  invention  of  the  plaintiflf.  With 
regard  to  this  residuum,  all  that  Mr.  Laming  says  is  — "  In  such 
cases  the  oxides  or  carbonates  which  result  are  useful  for  the 
purification,  and  need  not  be  removed."  His  only  proposition  is, 
therefore,  with  regard  to  the  oxides  or  hydrated  oxides  of  iron, 
that  nothing  is  found  to  result  from  the  processes  which  he 
directed  after  obtaining  the  primary  agent,  the  chloride  of  calcium. 
His  only  proposition  is,  that  it  is  not  detrimental  to  the  use  and 
agency  of  the  chloride  of  calcium,  but  will  rather  assist  and  pro- 
mote its  operation.  But  that  is  a  perfectly  different  thing  from 
the  discovery  that  the  hydrated  oxide  of  iron  altogether  super- 
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seded  and  rendered  unnecessary  the  chloride  of  calcium.  Mr. 
Laming  speaks  of  the  residue  only  as  not  interfering  with  the 
benefits  of  his  process ;  but  that  is,  as  I  have  already  observed, 
a  perfectly  distinct  thing  from  detecting  in  that  residue  a  latent 
substance  having  a  peculiar  property  which  renders  the  renewing 
process  wholly  unnecessary.  Mr.  Laming  further  describes  the 
mode  of  obtaining  the  carbonate,  which  is  a  distinct  thing,  in  an 
economical  manner,  and  he  describes  the  mode  of  proceeding,  the 
result  of  which  would  be  the  production  of  what  is  called  by 
chemists  sulphuret  of  iron,  and  it  appears  by  the  evidence  that 
when  the  sulphuret  of  iron  is  exposed  to  the  atmosphere  it  takes 
up  from  the  atmosphere  a  certain  amount  of  moisture  and  is  con- 
verted into  hydrated  oxide  of  iron.  Mr.  Laming,  however,  indicates 
nothing  of  that.  He  confines  himself  to  the  use  of  the 
object  *  which  is  to  be  attained  by  the  process  he  describes,  [*  466] 
namely,  the  sulphuret  of  iron ;  and  the  state  into  which 
that  passes  by  the  operation  of  another  chemical  agent,  namely, 
the  atmosphere,  is  nowhere  indicated  or  described.  The  last  part 
of  Mr.  Laming's  specification  speaks  of  the  oxide  of  iron  as  some- 
thing strong  which,  when  added  to  the  chloride  of  calcium,  will 
make  it  more  efficient.  That,  again,  is  perfectly  distinct  from 
pointing  out  the  operation  and  agency  of  the  hydrated  oxide  of 
iron  when  applied  by  itself  or  applied  in  combination ;  and  with- 
out, therefore,  entering  into  this  matter,  which  is  so  minute  that 
it  could  not  be  adequately  dealt  with  without  a  long  previous 
description  of  the  chemical  results  and  properties  of  the  diflferent 
agents  employed,  I  have  arrived  at  this  conclusion  after  carefully 
examining  the  learned  arguments  which  were  addressed  to  me, 
that  there  is  nothing  in  either  of  these  three  specifications  which 
in  the  smallest  degree  forestalls,  anticipates,  or  renders  unnecessary 
the  plaintiffs  invention,  or  gives  to  the  public  that  peculiar  benefit 
which  they  have  derived  from  the  discovery  of  the  plaintiff.  If, 
therefore,  it  belonged  to  me,  if  it  belonged  to  a  Court  of  law  to 
determine,  upon  a  comparison  of  the  specifications,  whether  that 
which  is  described  by  the  plaintiffs  patent  has  been  adequately 
described  and  explained  by  antecedent  patents,  I  should  answer 
that  inquiry  in  the  negative.  I  cannot  find  in  any  one  of  those 
patents  a  clear,  distinct,  and  definite  indication  of  the  admittedly 
beneficial  discovery  that  was  afterwards  made  by  the  plaintiff.  I 
do  not  confirm  this  conclusion  by  any  argument  derived  from  the 
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fact  that  if  there  had  been  anything  in  these  specifications  which 
indicated  the  plaintiffs  invention,  which  has  been  an  invention  of 
great  benefit  and  general  use  undoubtedly,  we  should  have  found 
some  trace  of  the  use  of  that  invention  under  those  patents  an- 
terior to  the  time  when  the  plaintifiTs  patent  was  taken  out.  But 
we  find  nothing. 

The  last  subject  of  argument  before  me  turned  upon  this, 
whether  the  plaintiff's  specification  was  itself  open  to  a  similar 
objection,  namely,  in  using  words  in  a  sense  too  general  for  the 
actual  truth ;  that  is  to  say,  in  describing  the  agent  which  he  em- 
ploys under  words  that  would  cover  substances  not  capable  of 
being  usefully  employed.  The  particular  words  are  in  the  plain- 
tiff's specification,  that  he  makes  use  of  hydrated  or  precipitated 
oxides,  and  it  is  said  that  "precipitated"  is  there  opposed  to 
"  hydrated,"  and  that  there,  are  some  hydrated  oxides  that  would 
not  answer  the  purpose,  and  that  therefore  the  plaintiff's  specifica- 
tion is  bad  for  too  great  generality  and  for  inaccuracy.  But  upon 
an  examination  of  that  specification,  my  opinion  is,  taking  the 
whole  of  it  together,  that  the  only  hydrated  oxides,  granting  that 
that  word  is  to  be  opposed  to  precipitated  and  disjoined  from  pre- 
cipitated, —  I  say  the  only  hydrated  oxides  described  by  the  plaintiff 
are  the  artificial  hydrated  oxides;  and  it  is  not  pretended  that  there 
is  any  artificial  hydrated  oxide  which  will  not  answer  the  purpose. 
This  objection  was  met  in  the  Court  of  Exchequer  by  treating  the 
word  "  precipitated  "  as  narrowing  and  correcting  the  generality  of 
the  word  "  hydrated."  I  prefer  rather  to  rest  upon  the  explana- 
tion which  I  have  given,  that  if  the  word  "  hydrated  "  be  taken  by 
itself,  and  be  considered  as  including  more  than  precipitated 
oxides,  it  must  still  be  confined  to  those  hydrated  oxides  that  are 
artificial,  and  there  is  no  proof  or  suggestion  that  there  is  any 
known  artificial  hydrated  oxide  that  will  not  answer  the  purpose. 
Upon  every  ground,  therefore,  I  arrive  at  the  conclusion  that  the 
plaintiff's  specification  is  good,  and  consequently  the  plaintiff's 
patent  must  be  held  to  have  been  conclusively  established  at 
law.  There  remains  still  the  question,  whether  the  process  of  the 
defendant  was  an  infringement  of  the  plaintiff's  patent.  The  de- 
fendant, however,  has  not  desired  to  contest  that  before  me.  He 
has  been  content,  and  wisely  so  with  reference  to  the  short  dura- 
tion that  still  remains  of  the  plaintiff's  patent,  to  abstain  from 
raising  that  question.     The  fact  of  the  infringement,  therefore,  is 
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conceded  by  the  defendant  I  have,  therefore,  only  to  declare  that 
so  much  of  the  bill  as  makes  any  case  or  seeks  any  relief  on  the 
ground  of  the  agreement  which  was  come  to  between  the  parties 
of  the  4th  of  November,  1860,  is  dismissed.  I  declare  the  plaintiffs 
patent  to  have  been  conclusively  established  at  law,  and  to  be 
valid  and  good  in  law.  I  grant  the  iniu;iction  as  prayed 
in  the  third  paragraph  of  the  prayer.  *  Considering  the  [*467] 
case  as  falling  altogether  under  the  provisions  of  the 
statute  of  1852, 1  direct  the  plaintiffs  costs  to  be  taxed  as  between 
solicitor  and  client  of  the  whole  suit,  save  that  part  of  the  bill 
which  is  founded  upon  the  agreement  of  November,  1860,  and 
except  the  costs  of  the  application  to  the  Lords  Justices  and 
the  hearing  before  them,  as  to  which  I  give  no  costs  to  either 
party.  That  will  be  the  whole  of  the  decree,  unless  the  plaintiff 
prefers,  instead  of  the  account,  to  have  liberty  to  bring  an  action 
at  law  for  damages,  which  hfe  may  take  in  lieu  of  the  account. 
If  not,  I  direct  the  account  as  prayed,  which,  of  course,  will  be 
prosecuted  in  the  chambers  of  the  Vice-Chancellor  to  whose  Court 
the  cause  is  attached.  There  will  be  the  costs  of  that  account  and 
inquiry,  which,  if  it  be  taken  by  the  plaintiff,  will  be  reserved. 
The  other  costs,  save  as  I  have  mentioned,  will  be  taxed  between 
solicitor  and  client 

ENGLISH  NOTES. 

In  construing  a  specification,  it  is  not  competent  to  the  patentee  to 
pray  in  aid  the  provisional  specification  in  order  to  explain  or  to  enlarge 
the  meaning  of  the  complete  specification.  Mackelcan  v.  Rennie  (1862), 
13  C.  B.  (N.  S.)  52. 

The  rule  of  construction  is  briefly  stated  by  Lord  Chelmsfobd  in 
Simpson  v.  Holliday  (H.  L.  1866),  L.  R.  1  H.  L.  315,  35  L.  J.  Ch. 
811,  816:  "The  construction  of  a  specification,  like  other  written 
documents,  is  for  the  Court.  If  the  terms  used  require  explanation,  as 
being  terms  of  art  oi  of  scientific  use,  explanatory  evidence  must  be 
given,  and  with  its  aid  the  Court  proceeds  to  the  office  of  construction." 

Where  a  patentee  has  taken  out  a  fresh  patent  for  improvements  on 
a  former  patented  invention ;  the  patentee  has  a  right,  in  a  question 
as  to  sufficiency  of  description,  to  have  both  patents  read  together, 
by  a  person  of  competent  knowledge.  Per  James,  V.-C,  Farkes  v. 
Stevens  (1869),  L.  R.  8  Eq.  358,  38  L.  J.  Ch.  627,  630,  17  W.  R.  846. 
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AMERICAN  NOTES. 

The  pioneer  inventor  is  entitled  to  a  liberal  construction  of  the  claims  of 
his  patent ;  but  if  he  is  a  mere  improver  upon  a  prior  machine  which  was 
capable  of  accomplishing  the  same  general  result,  or  if  he  has  acquiesced  in 
the  rulings  of  the  Patent  Office  narrowing  his  broad  claims  by  filing  a  revised 
claim,  his  claims  will  properly  receive  a  narrower  interpretation.  Morley 
Seioing  Machine  Co.  v.  Lancaster,  129  United  States,  263,  273 ;  B^ni  v.  Jeantet, 
id.  683;  Royer  v.  Schultz  Belting  Co,^  185  id.  319;  Westinghouse  v.  Boyden 
Power  Brake  Co.,  170  id.  537,  546;  Griffith  v.  Shaw,  89  Federal  Bep.  318; 
Olmsted  y.  A.  H.  Andrews  fi"  Co^  77  id.  835;  Von  Schmidt  v.  Bowers,  80  id. 
121;  Durham  v.  Seymour,  6  District  of  Columbia  Appeals,  78. 


No.  21.— EDISON  AND  SWAN    ELECTEIC    LIGHT    COM- 
PANY  V.  WOODHOUSE  AND  RAWSON. 

(butt,  j.,  and  c.  a.  1886.^ 

No.  22.  — EDISON  AND  SWAN   ELECTRIC   LIGHT  COM- 
PANY V.  HOLLAND. 

(c.  A.  1888.1) 

RULE. 

A  DESCRIPTIVE  name  given  to  an  element  in  a  combi- 
nation claimed  by  the  specification  as  new,  is  to  be  ex- 
plained —  in  the  absence  of  any  established  definition  — 
by  reference  to  the  purpose  for  which  that  element  is 
introduced  and  its  essential  characteristics  as  more  fully 
explained  and  described  in  the  specification. 

And  although  the  descriptive  name  merely  indicates  a 
modified  form  of  a  known  element  in  an  old  combination, 
if  that  modification  is  attended  with  important  results, 
the  combination  so  modified  is  a  new  combination  and 
proper  subject-matter  for  a  patent. 

For  the  purpose  of  estimating  the  sufficiency  of  the 
directions  in  a  specification,  the   patentee  is  entitled  to 

^  These  cases  are  heie  reported  from  other  papers  in  six  large  folio  Toliimes 
mj  own  notes  taken  at  the  trials,  and  kindly  lent  me  bj  the  directors  of  the 
from  the  shorthand  writers'  notes   and    Edison  &  Swan,  &c.  Co.    R.  C. 
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expect  that  they  will  be  followed  with  skill,  intelligence, 
faith,  and  perseverance ;  but  he  mnst  not  demand  the 
exercise  of  invention. 

An  abandoned  experiment  cannot  be  set  up  as  an  antici- 
pation of  a  successful  invention. 


Edison  and  Swan  Blectrio  Light  Company  ▼.  Woodhonse  and  Sawson. 

Patent  —  Incandescent  Electric  Lamp,  —  Carbon  Filament,  —  Construction 
of  Claim  by  'Reference  to  General  Scope  of  Specification. 

lu  the  specification  of  a  patent  for  improvements  in  electric  lamps  and  in 
the  method  of  manufacturing  the  same,  the  inventor  (Mr.  Edison)  stated  the 
principle  that  it  was  necessary  for  the  purpose  of  a  useful  lamp  to  obtain  a 
high  resistance  in  the  conductor.  He  then  described  various  methods  of 
manufacturing  the  conductor,  and  showed  that  the  conductor  obtained  by  any 
of  these  methods  would  consist  of  a  fine  thread  or  filament  of  carbon  having 
the  characteristics  of  high  resistance  and  some  flexibility.  He  claimed  (inter 
alia)  the  combination  of  a  "  carbon  filament "  with  certain  other  elements  in 
a  lamp  "  for  the  purposes  set  forth."  Evidence  was  given  of  previous  publi- 
cation of  a  lamp  containing  all  these  other  elements  combined  with  a  carbon 
stick  or  rigid  rod  giving  a  much  smaller  resistance  than  a  filament  manufactured 
by  the  methrxis  described.  And  it  was  also  proved  that  the  qualities  of  the 
filament  described  by  Edison  applied  to  the  combination  made  the  difference 
between  success  and  failure. 

Held,  that  the  '*  carbon  filament"  must  be  construed  as  designating  a  thing 
essentially  different  from  the  carbon  sticky  in  that  it  possessed  the  qualities  of 
high  resistance  and  flexibility,  and  that  the  combination  was  not  anticipated 
by  the  lamp  with  a  carbon  stick. 

This  action  was  for  infringement  of  three  patents. 

1.  Edison,  1879,  No.  4576,  dated  10  November,  1879.1 

2.  Swan,  1880,  No.  18,  dated  2  January,  1880. 

3.  Gimmingham,  1881,  No.  493,  dated  29  September,  1881. 

All  these  patents  relate  to  the  construction  of  an  electric  incan- 
descent lamp  consisting  of  a  glass  bulb  hermetically  sealed  and 
exhausted  of  air,  and  inside  the  bulb  a  "  filament "  —  the  conductor 
which  becomes  incandescent  by  the  passage  of  the  electric  current 
—  and  connecting  wires. 

As  to  the  two  last  mentioned  patents,  it  was  admitted,  in  the 
course  of  the  action,  that  there  was  no  evidence  of  infringement.^ 

1  The  specification  of  this  patent  will  >  In  regard  to  the  Gimminghani  patent, 

be  foond  set  forth  in  the  following  case  which  consisted  of  a  mechanical  device 

{Edison,  frc,  y,  Holland)  at  p.  388,  post.  not  essential  to  a  good  lamp,  this  was  prob* 
VOL.  XX.— 22 
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This  report  is  accordingly  confined  to  the  questions  as  to  the  valid- 
ity and  infringement  of  Edison's  patent. 

Edison's  patent  relates  generally  to  the  combination  of  the  glass 
receiver  with  a  carbon  filament,  including  platinum  wires  leading 
up  to  the  carbon  filament. 

This  combination  —  it  was  stated  by  Sir  Eichard  Webster  in 
opening  the  case  for  the  plaintiffs  —  solved  the  practical  question 
of  electric  lighting  by  incandescence. 

There  are  (the  learned  counsel  continued)  two  ways  of  producing 
electric  light.  The  one  is  the  arc  light,  produced  by  the  electric 
spark  leaping  between  two  carbon  points.  This  was  exhibited 
very  early  in  this  century,  and,  by  many  inventions,  had  some  years 
ago  been  made  practical. 

The  other  is  the  incandescent  light,  obtained  by  raising  a  con- 
ductor to  a  white  heat.  For  upwards  of  forty  years  inventors 
have  been  trying  to  get  this  in  a  practical  form.  That  was  at 
length  effected  by  Mr.  Edison,  by  the  invention  described  in 
his  patent  dated  the  10th  of  November,  1879.  His  main  dis- 
covery consisted  in  the  utilisation  for  the  incandescent  conductor 
of  a  filament  or  thread  of  carbon,  made  into  a  thread  before  being 
carbonised. 

After  reading  the  specification  (p.  389  et  seq.,  post),  the  learned 
counsel  proceeded :  — 

Mr.  Edison  was  not  absolutely  correct  in  his  statement  to  the 
effect  that  carbon  rods  had  only  been  used  in  glass  vessels  cemented 
to  a  metallic  base.  Mr.  Swan  had  already  conceived  the  idea  of 
putting  a  stick  of  carbon  into  a  receiver  composed  entirely  of 
glass,  and  had  constructed  a  lamp  on  that  principle.  The  object 
of  coiling  the  wire  (or  filament)  referred  to  at  p.  391,  1.  9,  post, 
was  the  prevention  of  flickering  from  the  unsteadiness  of  the 
current :  a  collateral  object  now  of  less  importance  than  formerly, 
owing  to  the  improvements  in  machinery  for  maintaining  the  cur- 
rent. The  claims  are,  1st,  For  the  lamp,  including  the  method  of 
making  it;  2ndly,  For  the  combination  of  the  carbon  filament 
with  the  receiver  made  entirely  of  glass  and  other  features ;  3rdly 

ablj  inevitable.    Bat  as  to  the  Swan  pro-  of  the  Swan  patent :  but  as  the  qnention  is 

cess,  there  were  doubtless  tactical  reasons  interesting  both  in  respect  of  patent  law, 

for  not  inviting,  in  this  action,  the  jndg-  and  in  the  history  of  electric  lighting,  it 

ment  of  the  Court  upon  the  validity  of  will  be  briefly  adverted  to  in  the  Notea 

the  p?)tent.    In  the  result,  nothing  was  {p.  428,  post), 
determined  in  the  action  as  to  the  validity 
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and  4thly,  For  a  special  mode  of  coiling  the  filament,  and  a  special 
mode  of  attaching  it,  each  claimed  independently. 

It  was  the  combination  that  practically  solved  the  problem  of 
incandescent  electric  lighting ;  that  is  to  say,  the  selection  for  this 
purpose  of  the  best  material  (carbon)  together  with  (for  the  same 
purpose)  the  adoption  of  the  filamental  form,  and  placing  the  fila- 
ment in  the  bulb  made  entirely  of  glass,  through  which  the  leading 
wires  pass,  and  from  which  the  air  is  exhausted. 

As  to  the  particulars  of  objection,  there  are  75  alleged  anticipa- 
tions. It  will  be  for  the  defendants  to  point  out  in  their  cross- 
examination  of  the  leading  witnesses  the  particulars  on  which 
they  rely.  For  the  plaintiffs'  case,  it  will  suffice  to  give  a  short 
history  of  the  state  of  knowledge. 

Before  1845,  Mr.  Grove  (afterwards  Mr.  Justice  Grove)  described 
a  practical  reading  lamp  by  raising  to  incandescence  a  platinum 
wire.  About  this  time  the  idea  was  conceived  that  carbon  con- 
ductors might  answer  the  same  purpose.  In  1845,  King  described 
and  patented  (1845,  No.  10,919)  a  lamp,  consisting  of  a  carbon 
conductor  in  a  Torricellian  vacuum.  The  lamp  practically  failed, 
because  the  air  in  the  imperfect  vacuum  very  soon  destroyed  the 
carbon.  There  followed,  after  an  interval,  a  class  of  patents  in 
which,  by  putting  in  nitrogen  or  other  gases  incapable  of  combin- 
ing with  the  carbon,  a  somewhat  greater  stability  was  obtained  in 
the  conductor.  Then  followed  platinum  wire  lamps,  particularly 
that  described  by  Edison  in  his  patent  of  17th  June,  1879,  No. 
2402.  They  failed  because  there  was  not  sufficient  difference 
between  the  conductivity  of  the  bridge  and  of  the  leading  wires. 
Mr.  Lane-Fox  described  means  for  increasing  the  resistance  of 
the  bridge;  but  he  failed  to  hit  upon  the  carbon  filament.  In 
1879  (or  end  of  1878),  Mr.  Swan  exhibited  a  lamp  at  Newcastle 
— he  did  not  patent  it  —  which  was  the  nearest  approach  to 
Edison's  lamp.  The  incandescent  conductor  consists  of  a  car- 
bon i^ncil  fined  down,^  —  a  rigid  piece,  —  requiring  very  large 
leading  wires.  There  was  a  sealed  glass  bulb  round  a  carbon  stick ; 
and  if  Mr.  Edison  had  claimed  that  combination,  there  would 

1  This  statement  appears  to  have  arisen  r.  Holland  (p.  394,  post)^  it  appears  that 

from  a  misapprehension  of  Sir  Frederick  the  pencil  (or  stick)  was  carbonised  before 

Bramwell  (see  p.  341,  post).    Mr.  Swan  being  pnt  into  the  lamp.    The  Court  in 

was  not  called  as  a  witness  in  this  case,  that  case  held  that  this  did  not  make  the 

hot  from  his  evidence  in  the  subsequent  stick  a  *'  filament."    R.  C. 
case  of  Edison  ir  Swan  Electric  Light  Co. 
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have  been  a  serious  question  whether  there  was  not  an  anticipation 
of  it. 

As  to  infringement,  assuming  Edison's  patent  to  be  good,  and 
to  have  the  construction  I  contend  for,  infringement  cannot  be 
contested. 

Sir  Frederick  Bramwdl,  the  first  witness  called  for  the  plaintiffs, 
was  examined  by  Sir  Richard  Webster.     He  said :  — 

I  have  considered  Mr.  Edison's  specification  (10th  November, 
1879)  No.  4576.  I  find  there  described  a  vessel  made  entirely  of 
glass,  containing  a  carbon  filament  attached  to  conducting  wires 
which  are  sealed  through  glass.  I  find  that  this  vessel  is  to  be 
exhausted  of  its  air  to  a  very  great  degree,  the  patentee  mention- 
ing that  only  one  millionth  of  an  atmosphere  will  be  left  The 
patentee  says  that,  with  a  lamp  of  that  construction,  light  can  be 
obtained  by  rendering  the  filament  incandescent  by  means  of  an 
electric  current. 

I  think  the  description  is  sufficient  to  enable  a  competent  work- 
man to  construct  such  a  lamp.  The  advantages  of  a  lamp  with  a 
filament  are  that  you  are  enabled  to  get  an  extremely  high  resist- 
ance, that  being  advantageous  for  the  purpose  of  incandescent 
lighting  in  multiple  arc,  that  is  to  say,  a  system  in  which  the  cur- 
rent working  each  lamp  is  carried  by  a  separate  wire  forming  an 
arc  or  bridge  between  the  main  conductors  of  the  electric  circuit. 

The  filament  is  to  be  shaped  before  carbonisation.  I  have  seen 
the  process  carried  on  by  Mr.  Edison  in  the  United  States. 

If  you  coil  the  wire,  there  is  a  greater  accumulation  of  heat 
locally  —  and  the  filament  acts  as  a  species  of  reservoir  for  the 
heat.  If  the  current  is  steady,  you  do  not  want  this  coiling  up. 
With  such  a  current,  the  lamps  with  the  plain  horse-shoe  filament 
are  equally  effective. 

As  far  as  I  know,  the  combination,  as  I  have  described  it,  is  new. 
I  have  read  all  the  specifications  alleged  to  be  anticipations,  and  I 
have  not  found  any  anticipation. 

King's,  in  1845,  was  the  earliest  attempt  I  know  of  to  utilise 
carbon  for  incandescent  light.  It  was  a  stick  of  carbon  in  a  Torri- 
cellian vacuum,  i,  e.,  in  the  top  of  a  mercury  tube  —  a  vacuum,  such 
as  it  was.  Attempts  were  subsequently  made  to  obtain  stability 
by  replacing  atmospheric  air  by  a  gas  which  would  not  combine 
with 'carbon,  —  generally  nitrogen.  Then  other  substances  were 
used,  platinum,  and  an  alloy  of  platinum  and  iridium.     None  of 
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these  lamps  have  survived.  They  never  came  into  general  use. 
Since  1879,  all  incandescent  lighting  has  been  done  by  carbon  fila- 
ments. Lane-Fox  had  pointed  out  the  desirability  of  high  resist- 
ance. 

The  witness  had  placed  in  his  hands  the  lamp  which  is  admitted 
to  have  been  exhibited  by  Mr.  Swan  at  Newcastle  in  1878,  and  is 
throughout  the  proceedings  referred  to  as  "  Swan's  Newcastle  lamp." 
He  described  it  as  follows : 

This  lamp  is  obviously  glass.  There  are  are  two  large  leading 
wires,  apparently  platinum.  Where  the  glass  is  finished  ofif,  there 
is  a  globule  of  mercury,  showing  that  it  has  been  exhausted  by  a 
Sprengel  pump.     The  conductor  is  a  rigid  pencil  of  carbon. 

By  the  Judge  (Butt,  J.) :  — 

This  pencil  is  in  no  sense  what  I  should  call  a  filament. 

Examination  continued :  — 

The  appearance  of  the  pencil  is  consistent  with  having  been 
worked  down  from  a  thicker  piece.^  I  have  no  doubt  that  the 
lamp  is  of  low  resistance.  I  do  not  think  that  the  pencil  has 
been  carbonised  in  its  present  form.  The  sectional  area  is  large, 
and  the  length  comparatively  short,  and  the  leading  wires  appear 
calculated  to  carry  a  large  current  This  is  not  a  filament  as  de- 
scribed by  Edison.  The  sectional  diameter  is  about  ^  instead  of 
Tifinr  ^^  *^  ^^^*  ^  ^*^®  never  seen  such  a  lamp  in  use.  It  was 
an  interesting  lecturing  exhibition.  I  do  not  think  any  of  the 
carbon  incandescent  lamps  before  1879  were  commercial  lamps. 

As  to  infringement :  The  witness,  having  had  put  into  his  hands 
a  lamp  of  defendants  (Woodhouse  and  Rawson)  alleged  to  be  an 
infringement,  says :  —  I  find  here  a  vessel  wholly  of  glass  contain- 
ing a  filament  of  some  kind,  apparently  carbon,  leading  wires  ap- 
pearing to  be  platinum,  and  sealed  through  glass,  the  glass  vessel 
having  an  appearance  consistent  with  having  been  exhausted  of 
air. 

Cross-examined  by  Mr.  Charles,  Q.  C.  (for  the  defendants). 

As  to  the  filament  in  the  defendants'  lamp,  I  cannot  say  that  it 
is  made  of  fibrous  material,  but  I  cannot  say  that  it  is  not. 

Edison  made  what  was  before  impossible  into  a  commercial  suc- 
cess. I  believe  lamps  have  been  made  under  the  patents  sued  on 
which  have  been  commercially  successful.  I  should  say  that  the 
defendants'  lamp  is  an  instance.    I  have  seen  lamps  made  in  Edi- 

^  See  note,  p.  339,  iupra. 
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son's  factory.     I  should  say  these  lamps  were  made  under  the 
patent  of  1879,  No.  4576,  with  final  exhaustion  added.^ 

The  witness  was  then  referred  to  the  specification  in  a  patent  of 
Mr.  Edison's  dated  15th  December,  1879  (No.  5127),  the  suggestion 
being  that  at  this  date  Mr.  Edison  was  in  possession  of  a  better 
mode  of  making  the  filament  than  was  disclosed  in  the  final  spe- 
cification of  his  patent  of  November,  1879  (No.  4576),  which  was 
filed  subsequently. 

Question:  In  the  Edison  lamps  you  have  seen,  has  not  the  car- 
bon filament  been  manufactured  under  the  specification  of  Decem- 
ber, 1879  ?  Answer  :  No,  this  was  a  patent  for  making  filaments 
out  of  paper.  Those  which  I  have  seen  manufactured  were  of 
fibrous  material,  —  strips  of  bamboo. 

The  Judge  referred  to  the  November  specification.  No.  4576: 
"  A  cotton  thread  properly  carbonised  ...  or  if  any  fibrous  vege- 
table substance,  &c."  The  witness :  —  In  my  judgment,  what  I 
saw  was  "  fibrous  vegetable  substance "  carbonised.  The  method 
of  carbonising  does  not  appear  in  No.  4576.  In  my  judgment,  it 
was  not  necessary  to  show  how  the  threads  were  to  be  carbonised. 
A  special  mode  of  manufacture  on  a  large  scale  may  have  been 
useful  as  an  improvement.  The  bamboo  filaments  which  I  saw 
were,  I  believe,  carbonised  in  this  manner  in  iron  moulds. 

Being  shown  a  large  (75  candle  power)  lamp  of  the  defendants. 
I  cannot  say  whether  the  filament  in  this  lamp  is  fibrous  or  not. 
As  far  as  the  eye  will  enable  one  to  judge,  it  is  not. 

As  to  King's  patent,  1845  (No.  10,919).  I  should  say  that  when 
the  heat  came  on,  the  vapour  of  the  mercury  would  reduce  the 
vacuum  below  working  point.  There  is  certainly  an  anticipation 
of  the  process  of  enclosing  carbon  in  a  vacuum.  The  carbon  is 
a  pencil  or  thin  plate  made  by  aid  of  saw  and  file. 

As  to  Shepard's  patent,  1850  (No.  13,302).  That  was  a  kind  of 
mixed  (or  semi-incandescent)  lighting.  One  piece  of  carbon  presses 
on  the  other  at  the  point  of  junction,  and  the  carbon  is  consumed. 
The  stick  is  in  a  copper  tube,  and  the  light  is  obtained  only  at  the 
end  of  it. 

As  to  Eoberts'  patent,  1852  (No.  14,198).  Here  the  glass  is  put 
into  a  metallic  cap,  the  very  thing  that  Edison  points  out  as  hav- 

1  This  refers  to  the  process  of  ''mn-    process,  to  he  further  explained  in  the 
ning  on  the  pnmps/'  being  the  process    Notes,  p.  425,  infra, 
more    particalarly  de(«cribed  in    Swan's 
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ing  failed.  It  is  practically  a  repetition  of  King's.  The  carbon  is 
something  fined  down.  If  Edison  had  said, "  I  am  the  first  inventor 
of  an  incandescent  carbon/'  the  objection  would  have  been  pertinent. 

As  to  KoslofiPs  patent,  1875  (No.  441).  You  there  have  the 
combustion  of  the  carbon  to  b^in  with.  It  is  really  a  very  poor 
attempt  to  get  an  incandescent  lamp.  He  does  not  rely  upon  the 
vacuum,  but  upon  the  nitrogen  and  the  gas  produced  by  the  com- 
bustion of  the  carbon. 

As  to  Lane-Fox,  1878,  No.  3988.  After  reading  the  part  of  this 
specification  relating  to  a  lamp :  —  Question,  With  the  exception 
of  the  carbon  filament,  is  not  this  an  anticipation  ?  Answer.  The 
object  is  the  same,  the  means  are  very  different.  The  luminous 
material  is  metallic.  There  is  no  doubt  that  Lane-Fox  thoroughly 
understood  the  importance  of  having  a  high  resistance  lamp.  I 
have  no  doubt  he  was  trying  to  obtain  what  Edison  attained.  — 
"  Glass  cemented  or  hermetically  sealed."  —  I  should  read  this  as 
meaning  "  cemented  so  as  to  be  hermetically  sealed."  Question.  It 
must  be  sealed  by  fusion  ?  Answer,  I  am  inclined  to  think  you 
are  right.  The  Sprengel  pump  was,  I  believe,  invented  before 
1878.  Question,  You  find  a  vessel  of  glass  including  a  wire  of 
high  specific  resistance  attached  to  wires  ?  Answer.  Yes.  Ques- 
lion.  Why  do  you  assume  that  the  combination  excludes  carbon  ? 
Ansv)er.  He  is  wanting  a  lamp  of  high  specific  resistance.  He 
would  have  considered  carbon  excluded  because,  whittle  it  down 
as  you  will,  it  would  be  too  thick. 

As  to  Lane-Fox,  1878  (No.  4626),  Provisional — Again,  this  is 
one  of  those  semi-incandescent  lamps.  So  far  as  regards  carbon,  it 
is  a  repetition  of  Shepherd's  (1850). 

As  to  Lane-Fox,  1878  (No.  4043). 

Question.  Taking  these  three  patents  of  Lane-Fox  together,  do 
you  not  find  all  the  elements  of  Edison's  combination  ?  Answer. 
No ;  I  find  high  resistance.  I  find  carbon,  I  do  not  find  carbon 
filament.  In  this  specification.  No.  4043,  Lane-Fox  proposed  to 
take  non-fusible  asbestos  —  something  that  would  not  conduct  at 
all — as  the  foundation,  and  cover  that  with  carbon.  The  asbestos 
is  to  hold  the  carbon  pieces  together.  The  one  is  a  carbon  fila- 
ment. The  other  is  an  asbestos  filament  rubbed  with  carbon — an 
asbestos  filament  carbonised.  The  difference  is  essential.  The  one 
has  made  the  world-wide  Edison  lamp.  The  other  has  made  a 
thing  that  no  one  would  use. 
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As  to  Edison,  1879  (No.  1122>  You  have  everything  here  but 
the  carbon  filament.  Here,  as  in  the  case  of  Lane-Fox,  the  inven- 
tor is  trying  to  get  a  carbon  filament,  but  does  not  know  how  to 
make  it 

Before  1879  metallic  spirals  were  known.* 

Referring  to  Chauvin's,  1875  (No.  2410).  I  should  suppose  the 
object  was  to  get  a  sufficient  length  of  wire  in  a  small  compass  to 
get  resistance. 

Referred  to  Lane-Fox,  1878,  No.  3988.  (Reading  from  the  Pro- 
visional specification.)  "  I  sometimes  coil  a  long  strip  of  foil  into 
a  kind  of  spiral  shape  having  a  tube  of  talc,  glass,  fire  clay,  steatite, 
or  lime  within  the  spiral,  and  one  of  talc  or  glass  just  covering  it 
outside ;  a  fine  platinum  wire  may  be  used  instead  of  a  strip  of 
foil,  but  the  foil  is  preferable.  A  chief  object  I  wish  to  attain  in 
this  lamp  is  to  prevent  as  much  as  possible  the  dissipation  of 
force  in  the  form  of  heat,  and  to  concentrate  and  intensify  it  in 
the  form  of  light."  He  puts  the  coil  on  a  core,  and  prepares  to 
enclose  it  in  a  glass  to  prevent  the  dissipation  of  heat.  He  does 
not  see  that  making  it  into  a  coil  alone  will  attain  that  object. 
'  Mr.  Charles,  Q.  C,  referred  to  Edison,  1878  (No.  2246),  and  Stokes 
patent,  1878  (No.  4283). 

The  Judge :  —  I  understand  you  refer  to  these  for  the  purpose  of 
showing  that  the  spiral  form  was  used  in  metallic  wires.  This 
was  admitted. 

Question,  Had  not  a  similar  coil  in  carbon  been  known? 
Answer.     Not  to  my  knowledge.     My  answer  is.  No. 

As  to  Van  Choate,  1878  (No.  4388).  This  is  a  provisional  spe- 
cification only.  It  is  quite  vague:  —  the  merest  sketch  of  a 
possibility. 

The  Judge: — He  only  proposes  mixed  material. 

Mr.  Charles,  Q.  C,  referred  to  line  16,  p.  2,  of  the  specification. 

The  witness:  —  I  do  not  read  it  as  suggesting  carbon  coil.  If 
you  took  the  passage  alone,  he  might  have  intended  carbon.  But 
I  see  nothing  to  suggest  that  you  might  make  an  electric  light  of 
carbon  filament,  carbonised  after  it  was  formed  into  shape. 

Ry-examined  by  Mr.  Aston,  Q.  C. 

In  iny  opinion,  the  description  given  by  Mr.  Edison  (1879,  Na 

1  tt  will  be  seen  that  the  cross-exaroi-    the  arrangement  of  the  carbon  filament  in 
natitin  in  here  directed  to  the  third  claim    a  spiral  form, 
of  Eili^ituirfl  gpecification ;  namelj,  that  fur 
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4576)  would  enable  the  carbon  filament  to  be  produced  which  he 
desired  to  make^  A  description  of  the  process  of  carbonising  was 
not  necessary,  because  it  was  a  well-known  process. 

Eeading  from  specification :  "  If  any  fibrous  vegetable  substance 
which  will  leave  a  carbon  residue  after  heating  in  a  closed  cham- 
ber, &c."  That  is  suflBcient :  —  "  closed  chamber  "  itself  is  surplus- 
age. In  my  opinion,  notwithstanding  the  suggestion  made,  the 
specification  was  sufficient  to  enable  a  skilled  workman  to  con- 
struct the  filament. 

I  have  given  attention  to  all  the  specifications  that  I  have  been 
cross-examined  about.  In  no  one  of  them  do  I  find  Claim  1  of 
No.  4576  anticipated.     I  say  the  same  as  to  Claims  2,  3,  and  4. 

Shown  a  lamp  (Edison's  manufacture)  marked  P.  1.  This  is 
the  exact  kind  of  construction  that  I  saw  in  the  United  States. 
It  has  the  bamboo  filament  with  the  enlarged  ends.  I  should  say 
this  was  a  carbon  filament  within  Edison's  specification.  I  should 
say  that  the  specification  gave  directions  which  would  enable  that 
lamp  to  be  made.  There  seems  to  be  a  deposit  of  copper  at  the 
point  of  junction.  I  do  not  see  that  in  the  specification.  I  do 
not  find  a  description  of  that  lamp  in  any  of  the  prior  publications. 

In  Edison's  specification  (No.  4576)  various  materials  are  men- 
tioned as  having  been  used,  "  cotton  and  linen  thread,  wood 
splints,  paper  coiled  in  various  ways,  also  lamp-black,  plumbago, 
and  carbon  in  various  forms  mixed  with  tar  and  kneaded,"  &c. 
These  latter  would  not  be  fibrous.  As  a  mechanician  I  see  no 
reason  why  these  should  not  succeed,  but  I  can  only  speak  from 
information.     I  infer  that  these  are  only  to  guard  the  patent. 

As  to  the  specification  of  Edison's  patent  (15th  December,  1879). 
At  that  time  the  provisional  specification  (No.  4576)  is  running. 
In  this  provisional  (No.  4576)  there  is  no  reference  to  any  partic- 
ular method  of  carbonisation.  I  thiuk  I  said  that  the  improve- 
ment of  December,  1379,  was  the  kind  of  improvement  a  man 
makes  when  he  works  the  invention  on  a  large  scale.  I  do  not 
see  anything  kept  back  which  would  prevent  the  invention  being 
practically  carried  out. 

For  an  incandescent  lamp,  I  do  not  find  in  any  prior  specifica- 
tion a  mode  other  than  shaping  carbon  previously  made  and  giving 
it  the  form  in  which  it  was  intended  to  be  used ;  that  ia  to  say, 
shaping  it  by  saw  and  file. 

Dr.  John  MopJdnson,  Fellow  of  the  Royal  Society,  &c.  (scientific 
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adviser  to  the  Edison,  &c.  Co.)>  was  next  called  and  examined  by 
Sir  Eichard  Webster.     He  said :  — 

I  have  considered  carefully  the  specifications  sued  on,  and  also 
the  book  literature  mentioned  in  the  particulars  of  objections.  I 
have  heard  the  evidence  of  Sir  Frederick  BramweU  and  agree  with 
him  generally. 

The  electrical  combination  in  the  patent  4576  consists  of  a 
conductor  of  carbon  of  small  cross-section,  consequently  of  high 
resistance,  appropriately  called  a  filament,  and  prepared  in  a 
particular  way.  The  ends  of  this  filament  are  attached  to  metallic 
wires  for  the  purpose  of  conveying  the  electric  current  through 
it,  and  the  wires  are  sealed  into  the  walls  of  a  glass  receiver  so  that 
the  filament  is  entirely  enclosed  in  the  receiver.  From  the  receiver 
the  air  is  exhausted  so  as  to  produce  as  good  a  vacuum  as  possible. 

The  way  in  which  the  filament  is  manufactured  consists  in 
taking  a  flexible  body  capable  of  being  reduced  to  carbon,  giving 
that  body  the  desired  form,  and  then  reducing  it  to  carbon  by 
being  raised  to  high  heat  in  a  closed  chamber.  That  applies 
whether  the  filament  is  coiled  in  many  coils  or  only  in  one. 

I  find  in  the  3rd  claim  a  special  mode  of  arrangement  of  the 
carbon  filament  to  meet  certain  requirements. 

The  combination  described  in  the  first  claim  consists  in  the 
carbon  filament,  made  in  the  manner  described,  with  the  platinum 
wires  to  which  the  filament  is  secured,  for  the  purpose  of  forming 
an  incandescent  lamp. 

The  second  claim  is  for  the  combination  of  the  carbon  filament 
with  the  receiver  entirely  of  glass  in  which  the  conducting  wires 
are  sealed,  and  from  which  the  air  is  exhausted. 

The  third  claim  refers  simply  to  the  particular  shape  which  may 
be  given  to  the  filament  for  the  purpo.se  of  steadying  the  light 

The  fourth  claim  is  for  the  particular  method  of  securing  the 
filament  to  the  platinum  contact  wires ;  that  is,  by  covering  the 
junction  with  plastic  carbonisable  material  and  then  carbonising 
the  whole. 

These  were,  each  of  them  separately,  new  at  the  date  of  Edi- 
son's patent. 

The  description  was  sufficient  to  enable  a  competent  electrician 
to  construct  the  lamp. 

Both  fibrous  and  non-fibrous  materials  are  mentioned  as  the 
conductors. 
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There  are  a  large  number  of  Edison  lamps  which  have  been 
used  in  England  made  of  bamboo  fibre.  I  have  seen  many  hun- 
dreds, perhaps  thousands,  of  these  lamps.  It  is  a  perfectly  useful 
and  effective  commercial  lamp.  They  have  been  used  in  early 
installations  in  England. 

The  great  improvement  was  in  obtaining  a  method  by  which  a 
carbon  conductor  of  high  resistance  and  small  surface  could  be  pro- 
duced. Since  1880  all  incandescent  lamps  for  commercial  lighting 
have  practically  consisted  of  carbon  filaments  of  small  surface. 

Before  this  invention,  electric  lighting  by  incandescent  lamps 
was  not  commercially  practicable.  At  this  date  there  was  a 
marked  discontinuity.  Within  a  short  time  after  this  date  electric 
lighting  became  an  important  industry,  and  it  has  gone  on  devel- 
oping since.  I  do  not  know,  in  incandescent  lighting,  prior  to 
this  date,  of  a  means  of  making  a  filament  into  shape  prior  to 
carbonisation:  —  that  is  to  say,  making  a  filament  and  then 
carbonising. 

It  is  implied  in  Edison's  specification  that  before  carbonisation 
the  filament  is  flexible.  After  carbonisation  it  is  still  flexible,  but 
to  a  less  degree.  That  is  commercially  valuable,  because  the  fila- 
ment is  less  likely  to  be  broken  by  mechanical  shocks  —  such  as 
a  jar  by  putting  the  lamp  on  a  table  —  and  less  affected  by  expan- 
sion by  the  heat. 

As  to  infringement :  —  Having  put  into  his  hands  the  first  above 
mentioned  lamp  of  defendants  (Woodhouse  and  Eawson),  the  wit- 
ness said :  — 

I  find  here  Mr.  Edison's  combination  as  I  described  it  A  fila- 
ment, apparently  carbon,  attached  to  metallic  wires  sealed  into  a 
receiver  entirely  of  glass,  and  I  have  no  doubt  that  the  air  is 
exhausted  from  the  globe.  I  have  no  doubt  that  the  filament  has 
been  made  into  its  shape  (as  such)  before  carbonisation. 

Prior  to  1879,  thick  sticks  of  carbon  —  both  in  vacuo  and  in  non- 
oxydising  gases  —  and  metallic  wires  had  been  employed  with 
laboratory  success.  Proposals  had  been  made  of  mixed  materials. 
I  do  not  know  that  they  achieved  even  a  laboratory  success. 
Carbon  sticks  had  been  used  in  vacuo.  Mr.  Edison  had  used 
metallic  wires  in  vacuo.  I  do  not  find  any  anticipation  of  Edison's 
combination. 

None  of  the  descriptions  in  the  specifications  which  have  been 
referred  to  would  lead  anybody  to  the  combination  made  by  Edi- 
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SOD.  I  never  saw  a  commercially  practical  incandescent  lamp 
prior  to  this  specification  of  Edison's.  There  were,  in  1879,  com- 
mercial arc  lights.  The  desideratum  of  a  small  incandescent  lamp 
was  engaging  the  attention  of  scientific  persons,  —  Swan  and  Edi- 
son in  particular. 

Swan's  Newcastle  lamp  has  not  what  I  should  call  a  filament. 
I  should  think  it  was  carbon  reduced.  I  should  guess  the  resist- 
ance at  one  to  two  ohms.  The  size  of  the  platinum  conductors 
support  this  inference.  The  consequence  is  that  very  few  lamps 
could  be  used,  or  the  main  cables  must  be  large.  It  was  not  a 
practical  lamp,  and  led  to  no  commercial  development. 

Cross-examined  by  Mr.  Charles,  Q.  C. :  — 

The  learned  counsel  referred  to  a  lecture  {compte  rendu)  of  M. 
Sidot,  dated  21st  March,  1870,  in  which,  after  describing  a  process 
for  making  carbon  homogeneous  and  sonorous,  he  says:  "J'ai 
obtenu  des  resultats  analogues  avec  le  lin,  le  chanvre,  le  coton,  le 
papier,  la  soie,"  and,  at  the  close  of  his  paper,  mentions  the  pro- 
duction of  a  white  woolly  stuff  consisting  of  fine  filaments.  ^ 

The  witness  admitted  that,  in  these  experiments,  M.  Sidot  would 
select  the  shape  his  carbons  would  assume,  before  carbonisation. 

Scott  (1878,  No.  861),  shapes  objects  and  then  carbonises  them. 

I  understand  the  word  "filament"  to  be  used  to  draw  attention 
to  the  smalluess  of  the  cross-section  of  the  material  to  be  used. 

The  learned  counsel  referred  to  a  lecture  by  Mr.  Swan  in  1882, 
where  the  word  "  filament "  is  used  in  reference  to  his  Newcastle 
lamp. 

The  witness: — This  result  (Swan's  Newcastle  lamp)  was  achieved 
in  1878,  and  the  lamp  exhibited  in  1879.  I  think  Mr.  Swan  (in  his 
lecture  of  1882)  means  to  convey  that  his  lamp,  shown  in  1879,  was 
a  filament.     I  disagree  with  him. 

The  Judge: — It  is  clear  to  my  mind  that  the  carbon  in  the 
lamp  of  1879  was  not  a  filament  in  the  sense  of  a  filament  of 
extreme  thinness. 

The  witness :  —  I  do  not  agree  with  Mr.  Swan  in  calling  the  con- 
ductor in  his  lamp  a  filament ;  because  the  section  is  considerable 
in  comparison  with  any  to  which  I  have  heard  the  term  applied. 

I  could  not  manufacture  a  filament  of  high  resistance  by  the 
method  described  in  M.  Sidot's  paper. 

1  It  was  not  BQggested  that  these  filaments  could  be  used  as  conductors  in  an 
incandescent  lamp. 
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I  have  seen  Edison's  lamps  manufactured.  He  does  not,  in  his 
specification  No.  4576,  go  into  detail  as  to  carbonisation,  except  in 
relation  to  the  spirals. 

Mr.  Charles,  Q.  C,  here  offered  to  take  the  witness  through  the 
series  of  patents  which  had  been  put  to  Sir  Frederick  Bramwell ; 
but  the  Judge  observing  that  when  once  counsel  have  by  questions 
put  to  a  witness  called  attention  to  the  points  of  their  case,  it  is  not 
necessary  to  put  questions  to  other  witnesses  for  the  same  purpose, 
that  cause  was  not  pursued 

Ee-examined  by  Mr.  Aston,  Q.  C. 

In  Swan's  Newcastle  lamp  the  carbon  was  a  rod  —  almost  rigid. 
There  would  be  an  expansion  by  the  heat  of  the  rod.  That  would 
tend  to  its  destruction.  I  should  expect  to  find  in  all  Edison's 
filaments  flexibility  and  resiliency  to  a  sensible  extent.  These 
qualities  are  valuable.  I  do  not  know  that  a  rod  of  carbon  the 
twenty-fifth  of  an  inch  in  diameter  and  1.2  inch  long,  would  be 
described  by  any  one  as  a  filament.  It  is  certainly  not  what 
Edison  describes  as  a  filament. 

Br,  Fleming  (Professor  of  Electricity  and  Technology  in  Univer- 
sity College)  and  Mr.  Imray  (engineer  and  patent  agent)  on  behalf 
of  the  plaintiffs  gave  evidence  in  corroboration  of  the  previous 
witnesses. 

Professor  Dewar  (F.  R  S.,  and  Professor  of  Natural  Experimen- 
tal Philosophy  at  Cambridge)  was  examined  by  Mr.  Aston,  Q.  C, 
with  reference  to  the  lecture  of  M.  Sidot,  already  referred  to.  He 
said  that  he  read  the  paper  so  early  as  1879,  as  he  was  engaged  in 
experiments  for  the  purpose  of  getting  over  the  porosity  of  carbon. 
His  experience  on  trying  Sidot's  process  was  to  confirm  the  results 
of  the  lecture.  On  placing  tubes  (or  sticks)  of  carbon  —  some  of 
carbon  compressed  by  Siemen's  process,  some  of  gas  carbon — in 
porcelain  tubes,  and  heating  them  to  a  white  heat  in  a  vapour  of 
hydro-carbon,  the  result  was  that  the  surface  and  interior  of  the 
carbons  became  coated  with  an  irregular  hard  deposit  of  carbon 
such  as  Sidot  described. 

The  witness  further  described  an  experiment  in  which  he  took 
linen  thread  and  carbonised  it,  and  then  treated  it  by  Sidot's 
process,  passing  over  it  hydro-carbon  in  a  closed  vessel  The 
result  was  to  make  irregular  and  brittle  filaments  (produced) 
which  would  be  absolutely  useless  for  an  incandescent  lamp. 

Cross-examined  by  Mr.  Charles,  Q.  C. 
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Does  not  the  process  of  Sidot's  anticipate  Edison,  where  he  tells 
you  that  carbonised  thread  may  be  used  in  a  lamp  of  high  resis- 
tance? Answer.  In  Sidot's  process,  if  it  was  a  filament  when 
introduced  into  the  porcelain  tubes,  it  is  not  a  filament  when  it 
comes  out.     I  think  filament  means  an  exceedingly  fine  thread. 

Further,  on  being  asked  whether  the  process  of  flashing^  the 
threads  of  carbon  obtained  by  Sidot's  process  could  not,  by  the 
process  of  flashing,  be  utilised  for  an  incandescent  electric  lamp. 
His  answer  was  in  efiect  that  the  irregularity  was  too  great  to  be 
overcome;  and  the  general  diameter  of  the  carbon  would  be  so 
much  increased  in  the  process  as  to  make  it  useless  for  an  Edison 
lamp.  In  answer  to  further  questions,  he  said  that  in  his  experi- 
ments he  put  into  Sidot's  process  a  thread  already  carbonised.  He 
did  so  in  order  to  give  it  the  best  chance.  If  you  carbonise  it  in 
the  tube,  it  makes  no  difference  except  taking  a  longer  time.  He 
used  benzol  vapour  as  the  hydro-carbon. 

Be-examined  by  Mr.  Aston,  Q.  C. 

The  reference  by  Sidot  to  the  electric  light,  as  applied  to  his 
carbons,  doubtless  meant  the  arc  light. 

By  the  Judge :  —  Taking  a  filament  produced  from  any  of  the 
materials  mentioned  by  Sidot,  and  treating  it  by  his  process,  you 
would  not  get  a  regular  filament. 

Sir  Richard  Webster,  Q.  C,  then  summed  up  the  evidence  and 
submitted  the  following  argument  on  the  authorities:  — 

The  description  relied  on  as  an  anticipation  must  be  such  that  a 
practical  workman,  without  experiment,  can  produce  the  patented 
article.  And  to  ascertain  whether  this  test  is  satisfied,  the  descrip- 
tion must  of  course  be  read  with  the  public  knowledge  at  the  date 
of  the  patent  In  no  case  where  a  new  commercial  article  has  been 
produced  for  the  first  time,  has  a  previous  description  of  the  various 
parts  been  supported  as  an  anticipation. 

In  EUls  V.  Evans,  21  L.  J.  Ch.  457,  Lord  Westbury,  after  observ- 
ing that,  by  the  words  of  the  Statute  of  James,  it  is  necessary  for 

1  Thifl  is  a  procera  which  wan  the  8nb-  carbonB  in  a  closed  vessel  in  an  atmr> 

ject  of  another  action,  £(fi<onv.Troo</AouM,  sphere  of  hjdro-carbon  gas,  by  passing 

which  was  tried  before  Mr.  Justice  Butt  an  electric  cnrrent  through  the  carbon 

immediately  after  the  action  above  re-  so  as  to  raise  it  to  incandescence.    The 

ported.    It  was  the  invention  of  Sawver  result  is  that  by  the  deposit  of  carbon  on 

and  Mann  in  America  in  1878,  and  was  the  thinner  portions,  which  became  the 

patented    in    England   by    one    Cheea-  most  heated,  an  equality  of  thickness  is 

brough,  as  their  agent  (Cheesbrough,  1878,  obtained  or  approached. 


No.  4847) :  It  is  a  process  for  treating 
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the  validity  of  a  patent  that  the  invention  should  not  have  been 
known  or  used  (t.  e.,  publicly  known  or  used)  at  the  time,  and  dis- 
cussing the  question  as  to  the  nature  and  extent  of  the  information 
which  must  be  given  by  a  book  or  prior  specification  to  avoid  the 
patent,  sums  up  the  argument  as  follows :  —  "  Upon  principle  I  con- 
clude that  the  prior  knowledge  of  an  invention  to  avoid  a  patent 
must  be  knowledge  equal  to  that  required  to  be  given  by  a  patent, 
namely,  such  knowledge  as  will  enable  the  public  to  perceive  the 
very  discovery  and  carry  the  invention  into  practical  use." 

In  NeUson  v.  Betts,  L.  R.  5  H.  L  15,  Lord  Westbury  in  advising 
the  House  of  Lords,  adhered  to  the  statement  of  the  principle 
which  he  had  so  laid  down  as  Lord  Chancellor  in  HUh  v. 
Evans. 

The  same  principle  is  supported  by  the  opinions  of  the  Lords 
Justices  Brett  and  Holker  in  the  case  of  Otto  v.  Linford^  46  L. 
T.  85.  Lord  Justice  Brett  said  that  it  was  not  suflBcient  to  say 
that  if  the  machine  had  been  made  at  the  time  of  the  alleged  pub- 
lication it  would  have  answered  the  description,  you  must  show 
that  a  person  conversant  with  such  matters  would  have  found  in 
the  description  the  way  to  make  it  And  Lord  Justice  Holker 
said,  "  The  anticipation  relied  on  consists  of  a  specification  of 
Johnson.  The  question  is  whether  it  describes,  in  an  intelligible 
way,  the  invention  of  the  plaintifif.'* 

In  Von  Heyden  v.  Neustadt,  14  Ch.  D.  230,  Lord  Justice  James 
says  that  if  it  requires  a  mosaic  of  extracts  from  annals  and 
treatises  to  prove  the  prior  publication  contended  for,  the  conten- 
tion stands  self-condemned. 

The  Solicitor-General  ^  (for  the  defendants),  before  opening  his 
case  generally,  submitted  that  there  was  no  evidence  of  infringe- 
ment. He  argued:  —  the  first  claim  is  for  a  lamp  "made  as 
described  and  secured  to  metallic  wires  as  set  forth."  Assuming 
that  all  the  forms  of  carbon  described  by  Edison  are  claimed,  there 
is  no  evidence  that  the  filaments  of  Woodhouse  and  Kawson  are 
made  in  any  one  of  the  ways  described  by  him.  Dr.  Fleming,  the 
electrician  of  the  company,  was  not  examined  upon  the  mode  of 
manufacture. 

(Mr.  Aston  mentioned  the  evidence  of  Sir  Frederick  Bramwell 
that  he  believed  the  filaments  were  carbonised  after  being  made. 
He  was  only  cross-examined  on  fibrous  material.) 

1  Mr.  Davey,  shortly  afterward!  Sir  Horace  Davey  and  now  Lord  Datet. 
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Every  one  of  the  modes  is  either  fibrous  materials  or  lamp-black 
and  tar.  Sir  Frederick  BramwelVs  is  not  evidence  on  which  persons 
are  to  be  charged  for  infringing  a  patent.  There  is,  moreover,  no 
evidence  of  infringement  of  the  manufacture  inclusive  of  "  secured 
to  metallic  wires  as  set  forth." 

In  regard  to  the  second  claim,  —  "  carbon  filament,"  —  I  ask  :  Do 
my  friends  on  the  other  side  construe  that  as  meaning  a  carbon 
filament  of  any  kind  ?  They  have  not  told  the  Court  how  they 
construe  it  The  patentees  were  not  called.  If  they  claim  a 
filament  made  as  described,  they  put  their  claim  (for  infringement) 
too  high.  If  they  construe  it  as  extending  to  any  carbon  filament, 
my  task  will  be  easy. 

By  the  third  claim,  the  spiral  form  is  claimed  as  a  distinct  head 
of  invention.     It  is  not  alleged  that  we  infringe  this. 

The  fourth  claim  is  for  a  method  of  securing  the  platinum  wires 
to  the  filament.  There  is  no  evidence  that  we  use  any  method  of 
the  kind.  The  way  in  which  we  secure  our  joints  is  by  using 
a  cement  for  the  purpose  in  the  way  pointed  out  by  Dr.  Fleming. 

Mr.  Justice  Butt  :  —  Unless  I  read  "  carbon  filament "  in  Claim  2 
as  a  carbon  filament  made  as  described,  I  cannot  say  there  is  no 
evidence  of  infringement. 

Mr.  Aston  (upon  the  question  of  infringement) :  —  I  will  deal 
with  the  second  claim  first  '  Sir  Frederick  Bramwell  says  that, 
whether  fibrous  or  not  fibrous,  the  defendants'  filament  is  an  Edison 
filament.  It  has  the  attributes  of  flexibility,  high  resistance,  &c.  I 
submit  we  have  made  out  a  primd  facie  case. 

Then  as  to  the  first  claim :  —  "  filament  of  carbon  of  high  resist- 
ance, made  as  described."  Nobody  can  tell  whether  it  is  made  in 
one  of  the  detailed  modes.  It  is  made  as  described  in  the  sense  of 
being  made  in  a  filamental  shape  before  being  carbonised.  How 
far  they  have  gone  from  the  exact  mode  of  manufacture,  it  is  for 
them  to  explain. 

Mr.  Justice  Butt:  — As  I  read  and  interpret  the  second  claim, I 
am  clear  that  there  is  evidence  of  infringement,  and  I  am  disposed 
to  think  there  is  evidence  on  the  first  claim. 

The  Solicitor-Gteneral  then  proceeded  to  open  the  defendants* 
case  generally :  — 

It  now  appears  that  Mr.  Edison  claims  a  "  carbon  filament "  in  the 
wide  sense  of  the  phrase. 

To  give  a  brief  sketch  of  history  of  the  incandescent  lamp: 


R.  C.  VOL.  XX.]      SECT.  V.  —  COMPLETE  SPECinCATION.  353 

Vo.  SI.  —  Sdiioii  and  Swan  SUotrie  U^t  Oo.  ▼.  Woodhooie  and  Bawaon. 

King's  patent,  in  1875,  shows  the  necessity  of  high  resistance.  He 
directs  strips  to  be  cut  from  carbon.  His  patent  is  for  carbon  con- 
ductors generally.  King's  lamp  was  successfully  used,  but  the 
defect  was  that  you  did  not  get  the  perfect  vacuum.  High  resist- 
ance was  a  phrase  then  not  so  well  known  by  scientific  men  as  it  has 
become  since.  There  were  also  the  occluded  gases  in  the  carbon, 
fioberts  (1852)  has  the  incandescent  lamp,  graphite  m  vacuo,  in  an 
improved  form.  The  patent  of  Mr.  Lane-Fox,  No.  3988,  of  1878  is 
a  further  step  showing  how  the  lamp  in  its  perfect  form  has  been 
built  up.  Mr.  Lane-Fox,  further  in  his  provisional  No.  4726  of 
1878,  stated  the  importance  of  high  resistance  in  the  filament  Mr. 
Swan's  (Newcastle)  lamp  was  exhibited  three  times  before  the  date 
of  Edison's  patent  Witnesses  will  be  called  to  show  what  Mr. 
Swan's  description  was.  Mr.  Swan  has  been  in  Court  and  not  called 
by  the  plaintiffs. 

Before  the  time  of  Swan's  (Newcastle)  lamp,  the  Sprengel  pump 
had  been  invented.  Mr.  Swan  availed  himself  of  this  to  get  a 
good  vacuum.  His  carbon  was  a  thin  pencil  —  about  the  size  of  a 
fine  lead  pencil.  Substitute  "  burner  "  for  "  filament "  in  Edison's 
second  claim,  and  you  have  the  description  of  Swan's  lamp. 

I  submit  that  "filament"  is  not  essentially  different  from  "  burner." 

To  sum  up  the  historical  sketch.  King  (1845)  proposes  to  use 
carbon  conductors  in  a  vacuum.  After  Sprengel's  pump  was  in- 
vented (1870)  any  one  might  substitute  the  vacuum  made  by 
Sprengel's  pump  for  the  Torricellian  vacuum.  The  law  of  high 
resistance  is  stated  by  Lane-Fox,  and  the  necessity  shown  of 
reducing  the  conductor  to  a  fine  sectional  area.  If  a  person  now 
looks  about  for  a  carbon  conductor  fitted  for  a  lamp,  he  would  find 
in  Sidot  the  most  beautiful  carbon  conductor  that  could  be  desired. 
Dr.  Fleming  when  asked  whether  any  one  following  Sidot's 
directions  would  not  obtain  a  carbon  filament  says,  "  I  think  he 
would."  No  doubt  Professor  Dewar  said  he  had  tried  Sidot's 
method  and  found  it  a  failure.  That  was  an  instance  of  trying  how 
not  to  do  it  He  in  fact  disregarded  Sidot's  directions  by  taking  a 
thread  already  carbonised ;  and  he  used  benzol  instead  of  bisulphide 
of  carbon.  I  shall  produce  two  witnesses  who  have  followed 
Sidot's  process  exactly,  and  will  produce  the  carbon  filament  they 
have  made. 

The  witnesses  agree  that  producing  a  carbon  filament  by  carbon- 
isation in  a  closed  chamber  was  a  perfectly  well-known  process. 
VOL.  XX.— 23 
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In  Swan's  Newcastle  lamp  you  have  all  the  elements  of  Edison's 
second  claim  except  the  filament  as  distinguished  from  a  pencil. 
Where  does  a  pencil  cease  and  a  filament  begin? 

Mr.  Justice  Butt  :  — Were  any  of  these  carbon  sticks  or  pencils 
bent? 

The  Solicitor-General :  —  My  point  is  that  the  claim  is  too  large. 
I  refer  to  Eoget's  Thesaurus  voce  "filament.**  Dr.  Hopkinson 
described  the  invention  as  (electrically)  consisting  of  a  conductor 
of  carbon,  &c.  .  .  .  prepared  in  a  particular  way. 

Mr.  Justice  Butt  :  —  In  my  mind  there  is  a  distinction  between 
a  filament  and  a  pencil. 

The  Solicitor-General:  —  If  the  public  have  a  right  to  use  a 
carbon  conductor  generally,  a  person  cannot  take  out  a  patent  for  a 
particular  kind  of  carbon  unless  he  shows  a  new  mode  of  manu- 
facture. He  cannot,  by  pointing  out  the  advantage  of  a  well- 
known  form  of  carbon,  obtain  a  monopoly  of  it.  The  defendants,  in 
effect,  say  you  shall  not  use  your  incandescent  lamp  with  a  carbon 
of  a  smaller  sectional  area  than  a  certain  area. 

In  the  patent  of  Mr.  Lane-Fox,  1878,  No.  4626,  you  have  all  the 
elements  of  Edison's  lamp  except  that  the  filament  was  metallic. 
The  carbon  filament  is  merely  the  substitution  of  a  material  already 
well  known  as  applicable  to  this  very  purpose.  The  learned 
counsel  cited  the  following  cases :  —  Kay  v.  Marshall,  8  CI.  &  Fin. 
245  ;  Bahton  v.  Smithy  11  H.  L.  C.  223 ;  Patterson  v.  Oas  Light  & 
Coke  Co,,  2  Ch.  D.  812,  3  App.  Gas.  239 ;  Horton  v.  Mahon,  12  C. 
B.  (N.  S.)  437, 16  C.  B.  (N.  S. )  141 ;  Brook  v.  Aston,  8  EL  &  Bl.  478. 

The  next  point  arises  upon  Edison's  patent  of  15th  December,  1879 
(No.  5127),  in  which  he  describes  a  "  method  of  manufacturing 
carbon  conductors  of  high  resistance  suitable  for  giving  light,  &c." 

In  his  specification  4576,  he  does  not  describe  any  method  of 
carbonisation  except  in  regard  to  the  spiral  form.  The  process  of 
carbonising  was,  according  to  Sir  Frederick  Bramwell,  well  known  ; 
and  there  was  no  novelty  in  applying  that  to  the  thread.  His 
manufacture  has  therefore  no  novelty  unless  it  is  a  new  application 
to  a  new  purpose.  It  is  the  duty  of  a  patentee  to  tell  the  world, 
when  he  files  his  final  specification,  of  the  best  method  of  manu- 
facture he  then  knows.    BovUl  v.  Moore,  Davies  Pat.  Gas.  361. 

Mr.  Justice  Butt  :  —  You  say  the  process  of  carbonisation  is 
well  known.  You  say  he  does  not  disclose  the  best  method  of 
applying  this  to  the  filament  for  the  lamp. 
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The  Solicitor-General:  —  Yes.  If  he  had  in  his  possession  a 
method  which  was  more  suitable,  he  was  bound  to  disclose  it. 
FlimpUm  v.  Malcolmson,  3  Ch.  D.  531. 

Mr.  Justice  Butt: — I  have  not  yet  caught  that  the  process  of 
Edison's  subsequent  patent  has  been  followed. 

The  Solicitor-General:  —  We  shall  give  evidence  that  the  process 
has  been  used  by  Mr.  Edison,  although  he  does  not  use  cardboard. 
It  is  what  he  conceived  at  that  time  to  be  an  improvement  on  the 
ordinary  mode  of  carbonisation. 

The  plaintiffs  say  he  gave  the  benefit  to  the  public  by  taking  out 
a  patent.  But  he  got  fifteen  days  more  protection.  If  the  law  be 
that  the  patentee  is  bound  to  give  the  best  means  :  —  if  he  takes 
out  another  patent,  the  person  using  it  must  buy  two  licences. 

As  to  the  infringement,  in  relation  to  the  first  claim,  we 
deny  that  the  filaments  of  Woodhouse  and  Eawson's  lamps 
are  manufactured  in  any  mode  described  by  Edison.  Their 
own  method  is  a  secret.  No  application  has  been  made  to 
inspect  their  process.  We  ask  to  have  this  part  of  the  case 
referred  to  Mr.  Justice  Grove  or  some  one  else,  by  a  secret 
reference. 

Mr.  Justice  Butt: — There  must  be  something  on  oath  as  to  the 
necessity  for  taking  this  course. 

The  Solicitor-General:  —  It  may  become  immaterial.  If  the 
patent  is  valid,  and  carbon  filament  in  the  second  claim  is  con- 
strued in  the  larger  sense,  then  I  cannot  deny  that  we  use  a  carbon 
filament  made  in  a  closed  vessel.  But  I  deny  that  they  are  made 
in  any  way  which  resembles  any  of  the  modes  described  in  the 
Edison  patent. 

In  short,  Edison  discovered  a  valuable  improvement  in  electric 
lighting ;  but  was  not  aware  of  what  had  been  done  before  him. 
Giving  the  utmost  latitude  to  his  second  claim,  it  amounts  to 
nothing  more  than  a  practical  direction  to  manufacturers  to 
reduce  the  size  of  the  carbon  burner. 

Dr,  Franhlandy  Professor  in  the  Royal  School  of  Mines,  the  first 
witness  called  for  the  defendants,  was  examined  by  Mr.  Macrory. 
He  said:  — 

I  have  lighted  my  house  by  electricity  for  about  four  years, 
and  generally  have  taken  an  interest  in  the  modern  development 
of  electricity.  I  have  considered  Edison's  specification  No.  4576 
of  1879.    I  was  in  Court  during  Sir  Frederick  Bramwell's  evidence. 
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(Reads  the  first  paragraph  of  his  evidence,  p.  340,  ante.)  So  far  I 
agree  with  that  evidence.  The  Sprengel  pump  will  exhaust  down 
to  one  millionth  of  an  atmosphere.  The  occluded  gases  would 
remain  so  sealed  up  as  to  require  heat  to  bring  them  out. 

I  do  not  consider  that  the  invention  so  described  was  a  new 
invention.  I  turn  to  the  specification  of  King's  patent  (1845, 
No.  10919).  I  find  in  that  the  incandescence  of  a  continuous  con- 
ductor. On  account  of  combustion  the  conductor  must  be  placed 
in  a  very  perfect  vacuum.  The  Torricellian  vacuum  has  been 
unduly  depreciated.  There  are  two  reasons  why  it  would  not 
be  so  perfect.  First,  the  diflficulty  of  preventing  a  film  of 
air  from  adhering  to  the  carbon,  and,  secondly,  the  occluded 
gases.  With  these  exceptions  the  Torricellian  vacuum  is  very 
perfect.  The  expression  (in  King's  patent),  "To  accomplish  this 
in  the  most  perfect  manner "  shows  that  he  wanted  to  obtain  as 
perfect  a  vacuum  as  possible  (reads  from  King's  patent),  "  That 
form  of  carbon  found  on  the  interior  of  coal-gas  retorts  which 
have  long  been  used,  is  well  suited  for  this  purpose,  and  may  be 
worked  into  the  form  of  either  small  pencils  or  thin  plates  by 
the  aid  of  the  saw  and  file."  From  this  it  appears  that  he  was 
aware  of  the  advisability  of  having  a  carbon  of  small  section. 
Looking  at  King's  drawing,  I  think  he  meant  to  indicate  a  thin 
plate  of  carbon.  A  pencil  of  carbon  having  the  diameter  represented 
in  the  drawing  would  require  very  stout  platinum  leading  wires. 

Eoberts'  patent  describes  an  incandescent  lamp  which  has  a 
piece  of  carbon  enclosed  in  a  glass  vessel  exhausted  of  air.  The 
vessel  is  not  hermetically  sealed ;  a  vacuum  is  created,  not  so  good 
as  the  Torricellian  vacuum.  The  carbon  is  about  one  quarter  of  an 
inch  wide  and  thick.  The  glass  vessel  is  closed  by  what  appears  to 
be  a  mfetal  cap.  The  carbon  is  identical  with  Edison's.  It  is  a 
conductor  of  high  resistance.  The  lamp  differs  from  Edison's  in 
that  the  vessel  is  not  entirely  of  glass,  and  that  you  cannot  main- 
tain within  it  a  good  vacuum. 

The  lamp  described  by  Lane-Fox,  1878,  No.  3988,  is  identical 
with  Edison's  except  that  the  conductor  is  platinum  instead  of 
carbon.  Lane-Fox,  in  this  specification,  gives  nearly  all  the  cardi- 
nal points  to  be  observed  in  the  construction  of  a  good  incan- 
descent lamp,  and  gives  them  more  clearly  than  anything  which 
has  been  published  before  or  since.  There  is  no  doubt  that  carbon 
was  then  known  as  a  suitable  material  for  an  electric  lamp. 
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As  to  Lane-Fox,  1878,  No,  4043,  the  carbon  must  be  continuous, 
or  the  current  would  not  transmit  it. 

Mr.  Justice  Butt  :  —  He  did  not  know  how  to  get  the  carbon,  so 
he  takes  this  plan. 

The  witness :  —  The  incandescent  conductor  is  composed  of 
asbestos  coated  with  carbon.  It  is  a  conductor  of  carbon  held 
together  by  asbestos. 

Mr.  Justice  Butt: — That  is  to  say,  knowing  the  difficulty  of 
getting  an  extremely  thin  carbon  conductor,  he  suggests  this  form 
of  asbestos  saturated  or  coated  with  carbon. 

As  to  Lane-Fox,  1878,  No.  4626.  In  the  provisional  specifica- 
tion he  describes  a  lamp  having  a  coil  of  wire  in  the  form  of  a 
spiral.  That  resembles  the  Edison  lamp  with  the  spiral  form  of 
burner.  So  far  as  carbon  is  concerned,  it  is  the  same  material  as 
the  asbestos,  "saturated,"  which  I  take  to  mean  "coated"  with 
carbon,  described  in  No.  4043.  It  was  to  be  in  a  hermetically 
sealed  vessel.  I  take  it,  the  covering  is  entirely  of  glass.  The 
lamp  described  in  the  paragraph  relating  to  carbon  is,  however,  not 
an  incandescent  lamp. 

In  Pulvermacher,  I  see  a  conductor  of  carbon  wound  into  a 
spiral.  He  describes  the  process  of  treating  his  material  by  which 
filaments  of  any  degree  of  fineness  can  be  produced.  I  produce  one 
which  I  have  myself  made  by  his  description.  The  baking  opera- 
tion meant  carbonising.  Pulvermacher  says, "  pure  charcoal  mixed 
with  tar  and  pitch ; "  Edison  says,  "  tar  and  lamp-black."  Lamp- 
black is  one  of  the  purest  forms  of  carbon. 

I  produce  another  specimen  after  carbonisation.  I  produce  a 
lamp  made  under  my  direction  with  a  filament  made  of  the  same 
material.     That  filament  is  quite  elastic. 

Mr.  Justice  Butt  :  —  It  does  not  appear  to  me  to  be  made  in 
Pulvermacher's  way. 

Scott's  1878,  No.  861,  is  substantially  the  same  material  as  Edi- 
son's. But  does  not  resemble  it  so  completely  as  Pulvermacher's. 
I  think  it  was  intended  merely  for  arc  lighting.  He  uses  rolling 
as  one  of  his  methods  for  getting  a  fine  rod  or  thread. 

Harrison's  1878,  No.  3470,  is  for  an  arc  light.  I  think  it  would 
be  a  successful  process,  but  I  cannot  say  whether  it  would  be  eco- 
nomically better.  I  cannot  say  whether  the  carbon  produced 
would  be  flexible. 

Van  Choate's  (provisional)  1880,  No.  4388,  would  be  a  useful 
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burner  for  incandescent  lighting.  I  think  it  was  so  intended.  It 
resembles  Edison's  in  the  formation  of  spirals  of  carbon. 

Swan's  Newcastle  lamp  is  a  vessel  entirely  of  glass,  containing 
a  carbon  conductor  attached  to  conducting  wires  sealed  through 
the  glass.  I  cannot  say  positively  from  the  appearance  whether 
it  has  been  exhausted  of  air ;  but  from  the  deposit  inside  I  infer 
that  it  has  been  exhausted.  If  it  emitted  a  brilliant  light  for 
hours,  that  would  show  that  it  was  exhausted.  I  also  observed 
a  bubble  of  mercury.  The  diameter  of  the  carbon  conductor 
is  very  much  larger  than  Edison  s,  the  one  is  straight  and  the 
other  curved. 

In  the  paper  of  M.  Sidot,  there  are  two  distinct  processes 
described.  The  first  consists  of  heating  pieces  of  wood,  thread, 
&c.,  to  redness  in  a  porcelain  tube,  and  passing  over  them,  during 
the  process  of  carbonisation,  a  current  of  vapour  of  bisulphide  of 
carbon,  or  spirit  of  wood,  sulphuretted  hydrogen,  &c.  He  states 
that  you  are  to  heat  the  tube  slowly  and  gradually  about  an  hour. 
That  is  process  No.  1. 

The  second  process  consists  in  passing  vapours  of  methylated 
alcohol  over  wood  at  a  great  heat  in  a  porcelain  tube.  The  vapour 
becomes  decomposed,  and  the  sides  of  the  tube  become  carpeted  with 
a  kind  of  frothy  carbon.  This  is  the  stufif  of  which  he  says :  — "  Ces 
filaments  paraissent  §tre  form&  par  de  petites  boules  juxtaposes." 

Question,  Was  what  Professor  Dewar  got,  the  result  which 
Sidot  describes? 

Answer,  Yes,  as  to  process  No.  1.  I  think  he  got  a  result 
which  is  to  be  obtained  by  Sidot's  process ;  but  it  is  by  no  means 
the  only  result.  Sidot  describes  the  carbonisation  of  the  wood,  &c., 
in  the  vapour.  Professor  D.ewar  carbonised  them  first,  and  then 
submitted  them  to  Sidot's  process  afterwards.  Sidot  describes  an 
hour  as  the  time  for  the  process.  Professor  Dewar  gave  three 
hours.  Sidot  describes,  as  an  alternative,  bisulpliide  of  carbon. 
Professor  Dewar  took  vapour  of  benzol,  nearly  pure  carbon. 
Benzol  contains  92  per  cent  of  carbon,  spirit  of  wood  only  35 
per  cent  The  effect  of  Professor  Dewar's  process  (as  distinguished 
from  Sidot's)  would  be  the  matting  together  of  the  fibres  and 
making  them  lumpy.  This  would  be  heightened  by  continuing 
the  process  for  three  hours,  instead  of  confining  it  to  one  hour. 

M.  Sidot  mentions  that  he  took  linen  thread,  hemp  fibre, 
strips  of  wood,  and  strips  of  paper,  and  placed  them  in  a  porcelain 
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tube.  I  should  say  these  are  carbon  filaments.  They  would  be 
useful  as  carbon  filaments  for  an  electric  lamp.  If  put  in  Swan's 
(Newcastle)  lamp  they  would  give  a  lamp  of  greater  commercial 
efficiency,  than  that  lamp.  Such  a  lamp  would  be  the  same  as 
Edison's  4576.  These  filaments  could  easily  be  made  into  Edison's 
spiral  or  any  other  shape.  Some  of  them,  in  the  shape  they  ulti- 
mately assumed,  retain  the  shape  they  had  before  carbonisation. 
Others  not  The  wood  is  twisted,  the  thread  is  not  The 
paper  had  as  much,  or  more  flexibility  after  carbonisation  than 
before;  the  other  materials  have  not,  but  they  have  more 
elasticity. 

I  did  not  make  experiments  in  Sidot's  second  process;  but  I 
should  recognise  Professor  Dewar's  as  the  result  which  I  should 
expect 

Cross-examined  by  Mr.  Aston,  Q.  C. 

I  have  Edison-Swan  lamps  in  my  own  house.  They  consist  of  a 
globe  entirely  of  glass,  exhausted  of  air,  leading  wires  of  platinum, 
and  a  carbon  filament  as  conductor.  Incandescent  lamps  of  all 
kinds  that  I  know,  contain  these  elements.  Prior  to  November, 
1879.  I  never  saw  a  lamp  containing  all  the  essential  elements 
described  by  Sir  Frederick  Bramwell. 

Question,  In  any  one  of  the  prior  publications  do  you  find  a 
description  of  an  incandescent  lamp  having  all  those  elements,  — 
globe  entirely  of  glass,  exhausted,  two  platinum  wires  sealed 
through  the  glass,  connected  by  a  carbon  filament  conductor  ? 

The  witness  said  there  was  no  such  description  in  any  of  the 
specifications  which  had  been  referred  to,  but  thought  he  had  seen 
one.  His  impression  was  there  was  such  a  description  in  one  of 
Swan's  lectures.  On  referring  to  the  lecture  delivered  in  Decem- 
ber, 1879,  it  was  found  that  Swan  called  his  carbon  a  rod.  The 
witness  said  he  should  not  call  that  a  rod  which  he  had  seen  in 
Swan's  Newcastle  lamp;  and  on  looking  at  the  lamp  said:  —  I 
should  certainly  not  call  that  a  carbon  rod.  It  differs  in  diameter. 
I  have  not  heard  of  any  lamp  of  Swan's  prior  to  November,  1879, 
but  this  one.  It  was  not  economically  successful,  but  it  gives  a 
brilliant  light  The  carbon  would  expand  and  contract,  but  I 
should  hardly  say,  to  a  considerable  extent. 

In  carrying  out  Sidot's  first  process,  I  did  not  take  bundles,  but 
separate  pieces  of  thread,  &c.  I  exposed  them  to  a  red  heat  for 
about  an  hour.     Question.    Does  not  ''baguettes"   mean  "little 
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Sticks."  Answer.  Yes.  Qitestion,  They  have  rigidity  and  stiflF- 
ness  —  "  baguettes  de  tambour  —  drumsticks."  Answer.  Yes.  I 
canDot  give  any  example  of  the  use  of  *'  baguettes  "  for  things  which 
are  not  stiff. 

The  wood  was  converted  into  charcoal  of  a  special  character* 
M.  Sidot  applies  a  heat  that  would  produce  an  ordinary  charcoal, 
and  by  introducing  the  bisulphide  of  carbon,  he  produces  a  charcoal 
which  can  be  used  as  a  resonant  substance.  It  is  the  object  of  the 
Bunsen  pile  to  have  great  conductivity,  so  that  heat  will  pass. 
For  a  lamp  you  want  a  medium  conductivity.  You  might  use  a 
carbon  of  equal  conductivity  to  the  carbon  for  a  Bunsen  pile,  but 
you  must  then  obtain  resistance  by  reducing  the  section  and  in- 
creasing the  length.  The  carbons  described  by  Sidot  would  be 
suitable  for  an  arc  light.  The  electric  light  known  at  the  time  of 
Sidot's  paper  was  that  given  by  the  arc  lamp. 

Ke-examined  by  the  Solicitor-Greneral :  — 

When  M.  Sidot  says,  "1  have  obtained  similar  results  with 
thread/'  I  understand  he  means  to  tell  us  that  when  he  carbonised 
these  materials,  he  obtained  similar  results  as  to  sonorousness.  I 
have  no  doubt  what  I  produced  is  properly  described  as  a  carbon 
filament.  I  have  no  doubt  that  these  would  be  suitable  materials 
for  an  electric  lamp. 

After  evidence  given  by  Andrew  Jamieson,  F.  R.  S.  R,  Principal 
of  the  Glasgow  College  of  Science  and  Art;  — 

Br.  Odling,  F.  R  S.,  Professor  of  Chemistry  at  Oxford  University, 
&c.,  was  called  and  examined  by  Mr.  Charles. 

I  was  in  Court  when  Professor  Frankland  gave  his  evidence  and 
agree  with  him,  substantially  and  generally.  I  have  read  and 
considered  Edison  No.  4756  of  1879.  I  agree  with  the  account 
given  of  the  invention  by  Sir  Frederick  BramwelL  The  second 
claim  is  for  the  combination.  The  separate  items,  or  nearly  all  of 
them,  were  not  new.  The  only  anticipation  of  the  combination  is 
Swan's  Newcastle  lamp.  I  have  seen  that  lamp.  Using  the  word 
filament  in  its  generally  accepted  sense,  no  one  would  call  the 
carbon  of  that  lamp  a  filament.  But  in  a  technical  sense,  in 
botany,  and  in  electricity,  these  small  rods  are  all  called  filaments. 
Prior  to  Edison's  specification,  carbon  filaments  of  high  resistance 
had  been  known. 

No  successful  lamp  has  been  made  in  any  of  the  modes  described 
in  Edison's  patent     In  order  to  make  any  manufacture  of  a  lamp 
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successful,  a  number  of  minute  details  must  be  attended  to.  Such, 
for  instance,  as  the  actual  mode  of  producing  the  filament;  the 
actual  mode  of  sealing  the  platinum  wires  into  the  globe;  the 
mode  of  producing  the  exhaustion  ;  of  maintaining  the  exhaustion, 
and  of  measuring  the  degree  of  exhaustion.  These  are  examples 
of  the  kind  of  details  I  mean. 

Mr.  Justice  Butt  :  —  No  specification  on  earth  can  describe  every 
detail. 

The  witness :  —  1  make  these  statements  as  matter  of  general 
knowledge,  but  rely  mainly  on  Mr.  Edison's  own  statements.  He 
takes  out  patents,  dated  10th  February,  1880  (No.  578)  and  16th 
September,  1880  (by  Brewer,  No.  3765),  and,  in  both,  files  com- 
plete as  well  as  provisional  specifications.  The  former  pointSL  out 
the  great  difficulty  experienced  in  sealing  the  vacuum  chamber, 
and  provides  a  means  of  doing  it  effectually.  The  latter  shows 
that  carbons  which  are  purely  structural  in  character  alone  possess 
the  qualities  which  he  considers  important  Pitch  and  tar  do  not 
possess  these  qualities 

Cross-examined  by  Sir  R.  Webster :  — 

Filament  in  botany  is  the  name  of  a  special  organ.  I  suppose  it 
was  so  called  because,  when  first  taken  note  of,  it  had  a  filamental 
form. 

I  am  acquainted  with  the  electroscope,  and  the  silk  filaments 
that  are  used  for  that  purpose. 

I  cannot  point  to  anything  in  the  publications  which  have  been 
mentioned,  in  which  filament  has  been  used  prior  to  Edison's 
patent  No.  4576.  I  think  Edison  was  the  first  to  use  the  word  for 
the  conductor  of  an  incandescent  lamp. 

Question.  Were  the  difficulties  you  have  mentioned  in  the 
practical  making  of  a  lamp  present  to  your  mind  when  Sir  Fred- 
erick Bramwell  and  Mr.  Hopkinson  were  examined?  Answer. 
Some  of  them  were  present  to  my  mind. 

Question,  Do  you  represent  that  a  person  taking  Edison's 
thread  could  not  carbonise  it?  Answer,  A  chemist,  if  told  to 
carbonise  a  thread,  would  know  how  to  do  it. 

Question.  Could  not  an  electrician,  under  the  information  of 
Edison's  patent,  produce  the  carbonised  thread  there  described? 
Answer,     I  suppose  he  could. 

Question.  Were  Geissler's  vacuum  tubes  perfectly  well  known 
in  England  ?    Ansioer.    Yes. 
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Questimi.  Were  there  not  well-known  conducting  wires  sealed 
in  glass  ?    Amtcer.    Yes. 

QuestioTL  The  sealing  of  conducting  wires  in  the  glass  —  that 
is  to  say,  fusing  the  glass  so  as  to  stick  to  the  metal — was  an 
operation  well  known  among  electricians  ?  Answer.  No  further 
information  would  be  required  to  a  competent  electrician  if  told  to 
seal  the  wires  into  glass. 

Question.  With  regard  to  measuring  the  vacuum,  is  not  that  a 
refinement  unnecessary  for  making  the  lamp  ?    Answer.     Yes. 

Question.  As  to  maintenance  of  the  vacuum,  that  depends,  does 
it  not,  largely  on  the  kind  of  carbon  and  the  amount  of  occluded 
air  —  also  upon  the  permanence  of  the  sealing?  Answer.  Im- 
provements have  been  made  by  driving  out  occluded  air. 

Question.  The  Sprengel  pump  was  well  known?  Answer. 
It  still  produces  the  best  vacuum;  and  the  improved  Sprengel 
pump  produces  a  better  vacuum  than  you  could  get  in  1879. 

Question,  Do  you  not  agree  that  a  competent  electrician,  given 
the  directions  in  Edison,  would  have  no  difficulty  in  exhausting 
the  vacuum  in  the  best  possible  way?  An^swer.  No  difficulty. 
The  globe  would  be  exhausted  as  far  as  the  Sprengel  pump  in  use 
at  that  time  could  have  done  it. 

Here  Sir  E.  Webster  observed  that  it  had  not  been  suggested  on 
the  part  of  the  defendants  that  a  lamp  exhausted  without  using 
the  Swan  process  —  i.  e.,  running  on  the  pumps  —  would  not  be  an 
efficient  lamp.  If  they  had,  the  plaintiffs  could  have  answered  the 
suggestion.^ 

Question.  Do  you  suggest  that  the  mode  of  sealing  described 
by  Edison  in  his  patent  of  February,  1880,  waa  necessary  for  a 
useful  lamp  ?  Answer.  I  know  that  in  a  large  number  of  lamps 
it  has  not  been  found  to  be  necessary.  I  believe  there  were  a 
large  number  of  lamps  made  without  Edison's  improved  mode  of 
sealing  in  practical  use. 

Question.     Take  a  strip  of  bamboo,  carbonised  and  bent.     Have 

^  This  statement  may  saiBce  for  the  oat  continning  the  process  of  exhanstion 

purpose  of  this  report,  and  need  not  be  while  the  filament  was  raised  to  incan- 

repeated,  although  the  point  was  sabse-  descence,  would  bnm  for  several  hours 

quently  referred    to,  and   the  Solicitor-  so  as  to  be  (having  regard  to  the  then 

General  expressly  admitted  that  he  did  state  of  invention)   a  useful   lamp;    al- 

not  disputo  the    usefulness  of    Edison's  though  the    occluded    air    which  would 

invention.    It  is  understood  that  evidence  come  out  as  soon  as  the  lamp  was  lighted 

could  have  been  given  that  a  lamp  ex-  would  impair  the  vacuum,  and  in  a  short 

hausted  by  the  Sprengel  pump,  but  with-  time  (comparatively)  destroy  the  filament 
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not  thousands  of  lamps  been  made  purely  and  simply  on  Edison's 
process  of  1879  ?     Answer.     I  cannot  say. 

Qtiestion,  Take  Edison's  specification,  putting  a  fair  construc- 
tion on  the  claims.  As  to  the  first  claim: — Could  a  competent 
workman  in  all  or  any  of  the  anticipations  which  have  been  sug- 
gested, including  Swan's  Newcastle  lamp,  have  found  a  direction 
to  make  a  lamp  as  described  in  this  claim?  A7is7ver.  I  would 
not  say  he  might  not  find  it ;  but  there  are  no  directions  given 
him.  With  regard  to  "secured  to  metallic  wires  as  set  forth,"  I 
do  not  think  you  could  find  it  anywhere. 

QtLestion.  As  to  the  second  claim.  Put  yourself  back  to  1879. 
Do  you  find  any  directions  given  to  the  public  before  November, 
1879,  to  enable  a  competent  workman  to  make  this  combination, 
taking  filament  as  having  a  character  indicated  by  the  description 
of  the  resistance  being  100  to  500  ohms,  or  the  diameter  being 
something  like  ttjS^  of  an  inch  ?  Answer.  If  you  limit  the  mean- 
ing of  "  carbon  filament "  in  that  way,  I  answer.  No. 

Question.  As  to  the  third  claim :  —  To  fulfil  the  conditions  as 
to  heat  and  radiation  described  in  the  specification,  the  carbon 
must  be  a  spiral?    Answer.    Yes. 

Ovation.     Hollow?     Answer.    Yes. 

Question.    Filament  or  strip  ?    Answer.    Yes. 

Question.  Having  regard  to  that  description,  do  you  find  in  any 
of  the  specifications,  directions  for  a  competent  workman  to  make 
such  a  filament  ?  Answer.  The  nearest  to  it  is  Van  Choate ;  but 
he  does  not  say  how  it  is  to  be  made  into  arcs.  Nor  is  there  any 
indication  in  Van  Choate  that  his  spiral  is  to  radiate  light  as  set 
forth.  There  are  no  directions  for  the  purpose  of  getting  over 
inequalities  of  current  which  cause  flickering. 

Qvsstion.  As  to  the  fourth  claim,  the  method  of  securing  the 
platinum  contact  wires  to  the  carbon  filament  ?  Answer.  I  find 
no  indication  of  anticipation. 

Ee-examined  by  the  Solicitor-General :  — 

Question.  Are  you  acquainted  with  the  cause  why  the  Edison 
lamp  of  1879  did  not  prove  a  great  success  ?  Answer.  The  fur- 
ther development  consisted  mainly  in  the  improvements  of  the 
carbon  conductor,  and  of  the  vacuum.  The  vacuum  was  im- 
proved by  the  process  of  running  on  the  pumps.  In  the  passage 
which  I  read  from  Mr.  Swan's  lecture  as  to  his  discovery  within 
the  previous  six  months,  I  understand  him  to  refer  to  the  run* 
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ning  on  the  pumps  vrhich  enabled  him  to  get  rid  of  the  occluded 


The  spiral  form  referred  to  in  the  third  claim  I  believe  has  been 
abandoned.  To  the  best  of  my  knowledge,  the  lamp  with  the 
spiral  was  never  a  practical  article  of  commerce.  The  statement 
in  Edison's  specification  (p.  389,  post,)  that  ''in  general  the  at- 
tempts of  previous  persons  have  been  to  reduce  the  resistance  of 
the  carbon  rod,"  is  not  a  correct  statement.  There  is  no  mystery 
in  carbonising  a  thread.  It  was  a  perfectly  well-known  form  of 
carbon  in  November,  1879. 

Mr.  Aston  offered  to  prove  that  lamps  containing  a  spiral  of 
several  coils  are  now  actually  used.  The  Solicitor-General  accepted 
the  statement. 

After  evidence  given  by  Frederick  Lawrence  Mawson  (one  of  the 
defendants),  whose  evidence  so  far  as  of  any  special  importance  is 
quoted  at  length  in  the  judgment  of  Mr.  Justice  Butt,  and  of  an- 
other witness  who  does  not  add  anything  material  upon  the  crucial 
points  of  the  case ;  — 

The  Solicitor-Greneral  proceeded  with  his  argument  on  the  part 
of  the  defendants :  — 

The  real  question  is  whether  a  man  is  entitled,  when  incandes- 
cent lamps  have  been  brought  to  the  point  of  the  Swan  (New- 
castle) lamp,  to  take  out  a  patent  for  what  he  is  pleased  to  call  a 
carbon  filament,  to  be  substituted  for  the  carbon,  —  the  combina- 
tion of  the  vacuum,  leading  wires  sealed  into  glass  globe,  and 
carbon  burner  being  old.  Can  a  man  without  describing  a  new 
process,  but  meaning  to  use  it  in  the  same  way,  claim  to  himself 
the  monopoly  of  that  machine  with  one  part  of  it  made  of  a 
particular  size? 

There  is  not  any  great  conflict  of  evidence  as  to  what  a  filament 
is.  I  am  content  to  take  the  description  in  Dr.  Hopkinson's  ex- 
amination, small  sectional  area.  I  submit  that  that  is  not  the 
proper  subject  for  a  patent.  A  man  may  have  a  patent  for  a  new 
mode  of  working.  But  the  combination  described  in  Edison's  second 
claim  is  precisely  the  combination  of  the  Swan  (Newcastle)  lamp 
with  the  exception  of  the  sectional  area.  Edison  says  his  material 
(carbon  mixed  with  tar  and  kneaded)  may  be  rolled  out  into  wires 
of  various  lengths  and  diameters.  What  lengths,  what  diameters? 
If  they  rely  upon  the  high  resistance,  — 100  to  500  ohms  in  one 
example,  —  what  is  high  resistance  ?    Edison  does  not  claim  high 


R.  a  VOL.  XX.]      SECT.  V.  —  COMPLETE   SPECIFICATION.  365 

Ko.  21.  —  SdiBOQ  and  Swan  Beetrio  light  Oo.  y.  WoodhooM  and  Bawwm. 

resistance  —  but  claims  a  carbon  filament.  To  plain  people  it 
comes  to  nothing  more  than  this,  that  they  intend  to  use  carbon 
of  such  a  cross-section  as  that  it  may  be  called  a  "  filament." 

In  so  far  as  there  is  a  claim  for  a  mode  of  making  carbon  fila- 
ments, the  evidence  on  both  sides  shows  that  there  is  no  novelty. 
Sidot  shows  that  the  new  carbon  which  he  discovered  would  pro- 
duce an  intense  electric  light.  Van  Choate,  Scott,  and  Harrison, 
we  make  use  of  to  show  that  a  substance  which  would  answer 
the  description  of  Edison  was  well  known.  Pulvermacher  is 
used  to  show  that  the  mode  described  by  Edison  for  the  purpose 
of  making  wires  for  a  carbon  conductor  was  that  described  by 
Pulvermacher. 

Mr.  Edison  does  not  give  in  his  specification  any  mode  of  car- 
bonising. When  he  took  out  his  final  specification  he  knew  of  a 
mode  which  he  conceived  to  be  better  than  any  known  to  him 
in  November,  1879. 

It  is  not  proved,  and  Mr.  Eawson  has  explicitly  denied,  that  his 
carbons  are  made  in  any  mode  described  by  Edison.  Nor  does  he 
secure  his  burners  in  the  way  described  by  Edison.  In  the  last 
stage  he  deposits  carbon  on  the  points. 

The  third  claim  is  not  new.  The  coil  or  spiral  is  anticipated  by 
Van  Choate  and  Pulvermacher. 

As  to  Claim  No.  2,  it  is  a  question,  what  is  the  construction  of 
the  claim.  If  it  is  a  claim  to  a  combination  of  which  one  element 
is  a  carbon  filament  made  in  the  way  described,  then  I  say  I  have 
not  infringed  it.  If  the  claim  is  taken  in  the  larger  sense  of  a 
combination  in  which  carbon  filaments  of  any  kind  are  used,  then 
I  say  the  claim  is  too  large,  and  the  title  bad. 

Mr.  Aston,  in  reply,  cited  Hinks  v.  Safety  Lighting  Co,,  4  Ch.  D. 
607 ;  Cram  v.  Price,  Webster  Pat.  Rep.  409 ;  Murray  v.  Clayton, 
L.  R.  7  Ch.  570 ;  Hay  ward  v,  Hamilton,  GriflSn  Pat.  Cas.  115 ;  Ral- 
ston V.  Smith,  11  H.  L.  C.  245 ;  Harwood  v.  Oreat  Northern  Rail- 
way Co,,  11  H.  L.  C.  654,  29  L.  J.  Q.  B. 

We  join  issue,  he  said,  upon  the  assertion  that  the  carbon 
filament  is  the  same  thing  as  the  carbon  rod. 

There  is  a  difference  in  form,  in  character,  and  in  utility.  A 
carbon  rod  is  liable  to  be  distorted  and  broken  ;  a  filament 
is  not. 

As  to  the  suggestion  of  mala  fides,  in  Edison,  that  he  did  not  in 
his  final  refer  to  the  mode  of  carbonising,  which  he  had  discovered 
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in  December,  1879, 1  answer  (1)  that  his  patent  No.  4576  is  not 
one  for  an  improved  carbon  filament.  If  he  had  described  this,  he 
would  have  fallen  into  the  trap  through  which  Edison's  telephone 
(before  disclaimer)  was  held  bad.  (2)  That  he  has  omitted  noth- 
ing in  regard  to  the  thing  which  he  claims,  and  he  does  not  claim 
the  filament  as  such.  (3)  The  case  cited  against  us,  BovUl  v.  Moore, 
Davies  Pat.  Cas.,  does  not  apply.  At  the  time  of  this  decision, 
there  was  no  provisional  specification,  and  the  question  was  whether 
the  inventor  fraudulently  withheld  from  the  public  what  he  knew 
at  the  time  of  his  invention. 

Mr.  Justice  Butt  :  —  Is  there  any  case  showing  that  when  a 
man  has  taken  out  a  provisional,  and  then  discovers  an  improved 
way,  that  he  is  bound  to  disclose  that  in  his  final. 
Mr.  Aston :  —  The  only  case  is  BovUl  v.  Moore, 
The  Solicitor-General  referred  to  Plimpton  v.  Malcolmson, 
Mr.  Justice  Butt  :  —  The  question  is  whether  a  person  who  makes 
an  improvement  has  not  the  option  of  putting  it  in  a  new  pro- 
visional, or  in  the  final  specification  of  the  first  patent     If  he 
takes  the  former  course,  is  not  the  publication,  in  due  course,  of 
the  second  provisional,  sufficient  disclosure  to  the  public  ? 
The  Solicitor-General,  in  rejoinder  upon  the  cases :  — 
In  every  one  of  the  cases  cited  on  the  principal  question,  there 
was  a  new  machine,  —  a  new  manufacture.     My  argument  is  that 
in  this  case  you  have  not  a  new  manufacture.     Unless  I  am  right 
in  saying  that  Edison's  combination  is  only  a  particular  form  of 
the  combination  in  Swan's  Newcastle  lamp,  I  admit  the  cases 
apply.     Hinks  v.  Safety  Lighting  Co,,  4  Ch.  D.  607,  illustrates  my 
point.    The  merit  was   in  the   combination  of  the  flat  burners. 
Crane  v.  Price,  Webster's  Pat.  Cas.  409  (the  combination  of  the 
hot  blast  with  the  use  of  anthracite),  is  a  good  illustration.    In 
Eayward  v.  Hamilton  (prism  of  glass  and  new  arrangement  of 
pavement  lights),  the  jury  had  found  that  there  was  a  new  combi- 
nation.    The  question  was  whether  there  was  an  invention.    In 
the  present  case,  the  only  question  is  whether  Edison's  is  a  new 
manufacture. 

May  20, 1886.    Mr.  Justice  Butt  gave  judgment :  — 
After  observing  that  the  claim  in  the  action  was  now  reduced  to 
the  infringement  of  the  Edison  patent  (No.  4576  of  1879),  he  said:-— 
The  defendants  deny  the  validity  of  the  patent,  they  also  deny 
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its  infringement  by  them.  I  think  it  will  be  convenient  to  deal 
with  the  latter  question  first.  I  have  all  along  been  clearly  of 
opinion  that  there  is  no  proof  of  infringement  of  Claims  Nos.  3  and 
4  in  Mr.  Edison's  patent  These  claims  are  as  follows  :  —  "  No.  3. 
A  coiled  carbon  filament  or  strip  arranged  in  such  a  manner  that 
only  a  portion  of  the  surface  of  such  carbon  conductor  shall 
radiate  light  as  set  forth.  Fourth.  The  method  herein  described 
of  securing  the  platinum  contact  wires  to  the  carbon  filament,  and 
carbonising  of  the  whole  in  a  closed  chamber  substantially  as  set 
forth."  I  now  think,  whatever  may  have  struck  me  at  different 
parts  of  this  inquiry,  there  is  no  infringement  of  Claim  No.  1,  and 
I  shall  be  prepared  so  to  hold  if  necessary.  Claim  No.  1  is  in  these 
words :  "  An  electric  lamp  for  giving  light  by  incandescence,  con- 
sisting of  a  filament  of  carbon  of  high  resistance,  made  as  described 
and  secured  to  metallic  wires  as  set  forth."  But  in  the  view  I  take 
of  Claim  No.  2  this  question  becomes  unimportant. 

Now,  the  question  of  the  infringement  of  Claim  No.  2  depends 
on  the  meaning  to  be  attached  to  the  words  in  it  —  "a  carbon  fila- 
ment." If  those  words  mean  a  carbon  filament  made  as  described 
in  the  patent,  I  should  hold  that  there  was  no  proof  of  its  infringe- 
ment, but  I  do  not  so  interpret  these  words.  I  hold  them  to  mean 
any  carbon  filament,  however  made,  which  possesses  certain  quali- 
ties or  properties  mentioned  in  the  specification,  or  necessarily 
resulting  from  the  description  there  given.  To  answer  that 
description,  the  carbon  filament  must,  I  think,  possess  flexibility 
and  resilience.  It  must  be  of  small  cross-section,  offering  a  high 
degree  of  resistance  to  the  passage  of  the  electric  current ;  and  it 
must  present  but  a  small  surface  from  which  radiation  of  light  can 
take  place.  I  am  disposed  to  think  —  but  on  this  I  refrain  from 
giving  a  decided  opinion  —  that  the  degree  of  resistance  must  not 
be  less  than  100  ohms,  as  mentioned  in  page  3  of  the  specification. 
Taking  the  above  to  be  a  correct  interpretation  of  the  words  "  a 
carbon  filament "  in  Claim  2,  it  is  clear  that  there  has  been  an 
infringement  of  the  patent  by  the  defendants.  Without  reading 
the  evidence  of  the  plaintiffs'  witnesses,  it  will  suflBce  to  refer  to 
part  of  that  given  by  Mr.  Eawson,  one  of  the  defendants.  Now, 
in  the  course  of  his  evidence, Mr.  Eawson  states  as  follows : — "We 
have  used  carbon  filaments  connected  at  the  ends  with  platinum 
wires  in  a  vessel  made  wholly  of  glass ;  practically,  the  leading 
wires  passing  into  and  from  the  reservoir  are  sealed  into  the  body 
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of  the  glass  vessel,  and  the  air  is  exhausted  so  as  to  get  as  good  a 
vacuum  as  you  can.  We  use  that  combination  with  the  object  of 
getting  a  good  incandescent  lamp,  and  in  that  incandescent  lamp 
we  use  a  carbon  filament  that  is  flexible,  and  as  stable  at  a  high 
temperature  as  we  can  get  it.  We  do  not  use  Edison's  processes 
for  the  purpose  of  making  the  filament  What  we  do  is  in  substi- 
tution for  these  processes.  Our  process  of  making  and  preparing 
the  carbon  filament  is  superior  to  Edison's."  That  is  his  evidence, 
and  as  I  have  said,  taking  that  evidence  and  applying  it  to  the 
interpretation  I  have  put,  rightly  or  wrongly,  on  the  words  "  carbon 
filament "  in  Claim  2,  there  is  an  infringement  of  the  patent.  But 
it  is  said,  even  so  assuming  the  infringement,  the  defendants  still 
are  not  liable  in  this  action  because  the  patent  is  invalid.  I  will 
deal,  as  well  as  I  am  able,  with  the  various  arguments  by  which 
they  maintain  such  to  be  the  case.  It  is  not  always  easy  to  sepa- 
rate in  a  matter  such  as  this  that  which  counsel  have  argued  from 
that  which  some  of  their  witnesses  have  said ;  and  it  may  be,  in 
stating  the  objections,  I  shall  in  one  or  two  instances  deal  rather 
with  the  evidence  of  some  of  the  witnesses  than  with  the  Solicitor- 
General's  argument.  I  am  anxious,  of  course,  not  to  put  anything 
into  his  mouth  which  he  did  not  express.  At  the  same  time  there 
are  one  or  two  matters  in  which  I  think  the  witnesses  have  gone 
beyond  what  he  has  argued.  Of  course,  if  he  had  given  up  the 
points  expressly,  I  should  not  further  refer  to  them. 

The  first  reason,  as  I  gather,  in  support  of  the  invalidity  of  this 
patent  is  this :  It  is  said  a  carbon  filament,  when  taken  to  mean 
that  which  1  have  held  it  to  mean,  is  a  description  too  vague  and 
indefinite,  or,  to  use  the  Solicitor-Generars  own  words,  too  large. 
That  is  an  argument  to  which  I  cannot  accede ;  for  I  see  n6  reason 
why  a  carbon  filament  having  the  properties  mentioned  in  Mr. 
Edison's  patent,  and  which  the  patentee  tells  the  public  how  to 
make,  may  not  properly  be  the  subject  of  a  patent,  although  it  is 
capable  of  being  made  by  methods  and  of  materials  other  than 
those  set  forth  in  the  specification.  This  observation  certainly 
does  not  lose  any  of  its  force  when  the  filament  in  question  is 
not  the  thing  patented,  but  only  one  of  the  several  parts  of  a 
combination  patented.  I  am  not  professing  to  put  the  arguments 
in  the  order  in  which  they  were  given.  Secondly,  it  is  said  that 
the  specification  is  not  such  as  would  enable  a  competent  work- 
man to  make  the  lamp.     The  plaintiffs'   witnesses  have  stated 
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that,  in  their  opinion,  it  would  enable  him  to  m^cke  the  lamp.  I 
use  the  word  lamp  for  the  moment  apart  from  the  question 
whether  it  is  a  good  lamp.  Having  had  an  expression  of 
opinion  from  several  of  the  plaintiffs*  witnesses  to  that  eflFect,  I 
find  that  when  Dr.  Odling  came  to  be  examined,  or  cross- 
examined,  I  think  it  is  on  the  subject,  he  saj's  what  I  am  going 
to  read :  "  Mr.  Edison  first  applied  the  word  '  filament '  to  the 
conductor  of  an  incandescent  lamp.  Any  competent  electrician 
could  make  by  the  description  in  Edison's  patent  the  carbonised 
filament  there  described.  Geissler's  vacuum  tubes  were  perfectly 
well  known  in  England.  They  were  wires  sealed  through  the 
glass.  Sealing  through  the  glass  was  a  perfectly  well-known 
operation  to  an  electrician.  A  competent  electrician  would  want 
no  other  direction  as  to  sealing  the  wires  than  Edison  gives  in 
his  specification.  A  competent  electrician  would  have  no  diffi- 
culty in  properly  exhausting  the  globe  from  Edison's  specification." 
Now  in  the  conflict  which  exists,  I  take  that  as  making  very  highly 
in  favour  of  what  the  plaintiffs'  witnesses  have  said ;  and  I  hold, 
therefore,  that  the  evidence  does  establish  (it  would  be  suflBcient  to 
displace  the  converse  proposition)  that  the  specification  in  question 
is  one  which  would  enable  a  competent  workman  to  make  the  lamp. 

But  then,  in  the  next  place,  I  understand  it  is  said  that  a  lamp 
made  according  to  the  specification  would  not  be  a  good  lamp.  So 
say  some,  certainly,  of  the  defendants'  scientific  witnesses ;  but 
there  is  evidence  from  the  plaintiffs'  witnesses  to  the  contrary ;  and, 
moreover,  the  Solicitor-General  expressly  stated  that  he  did  not 
dispute  the  utility  of  Mr.  Edison's  specification. 

Fourthly,  it  was  said  by  the  Solicitor-General  —  and  at  one  time 
I  was  strongly  inclined  to  go  with  the  suggestion  —  that  the  patent 
was  invalid  because  at  the  time  of  the  final  specification  Mr.  Edison 
himself  knew  a  better  method  of  making  a  filament,  and  in  support 
of  that  proposition  his  provisional  specification  of  the  15th  of 
December,  1879,  No.  5127,  was  referred  to.  Now  the  date  of  that 
provisional  specification,  it  will  be  observed,  is  subsequent  to  the 
date  of  the  provisional  specification  which  we  are  now  considering ; 
which  was  of  the  10th  November  preceding:  but  it  was  many 
months  prior  to  the  final  specification  which  we  are  considering, 
and  therefore  it  is  perfectly  true  to  say  that  at  the  time  of  the 
final  specification  Mr.  Edison  knew  —  I  do  not  know  whether  I 
ought  to  say,  of  a  better  mode  —  but  knew,  at  all  events,  of 
VOL.  XX.  —  24 
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another  mode  of  manufacturing  his  carbon  filament.  The  Solici- 
tor-Greneral  said  a  better  mode,  and  perhaps  he  is  warranted  in 
that ;  I  am  not  prepared  to  deny  it.  Therefore  the  argument  is, 
he  ought  to  have  disclosed  it  in  his  final  specification,  because  a 
patentee  is  not  entitled  on  the  authorities,  and  as  a  matter  of 
good  sense,  to  withhold  from  the  public  a  discovery  of  which  he 
was  aware,  forming  an  important  integral  part  of  his  patent,  and 
then  take  out  another  patent  afterwards  for  that.  It  was  said  that 
so  to  do  would  be  to  put  the  public,  or  those,  at  all  events,  who 
dealt  in  such  matters,  to  the  expense  and  inconvenience  of  taking 
out  a  licence  to  use  two  patents,  whereas  they  ought  to  have  had 
the  whole  benefit  of  the  user  by  taking  out  the  licence  for  the  ona 
It  must,  however,  be  borne  in  mind  that  Mr.  Edison  does  not 
claim  in  his  patent  No.  4576  the  manufacture  of  the  carbon 
filament.  His  claim  is  for  the  union  of  a  carbon  filament 
possessing  certain  properties  with  the  other  parts  of  his 
combination.  There  is  no  evidence  that  at  the  time  of  filing  his 
provisional  specification  No.  4576,  he  had  discovered  or  knew  of 
the  process  in  No.  5127.  I  agree  with  Mr.  Aston  that  an  inventor 
has  no  right  to  put  into  his  final  specification  as  part  of  his  inven- 
tion a  discovery  which  he  had  not  made  at  the  time,  of  which  he  was 
ignorant  when  he  filed  his  provisional  specification.  I  think,  there- 
fore, the  contention  on  this  head  cannot  avail  against  the  plaintiffs. 

But  further,  it  was  alleged  that  the  invention  was  not  new;  and 
this  is  the  part  of  the  case  that  has  occupied  the  greater  part  of 
our  time.  It  is  perfectly  true  that  a  number  of  other  publications 
anterior  to  Edison's  patent  have  been  adduced,  describing  either 
the  separate  parts  of  Edison's  combination  or  something  like  them. 
Without  losing  sight  of  the  others,  I  refer  especially  to  those  of 
Lane-Fox,  Pulvermacher,  Sidot,  and  Swan.  But  no  one  of  these 
publications,  unless  it  be  Swan's,  contains  the  combination  de- 
scribed in  Mr.  Edison's  patent  No.  4576. 

I  do  not  propose  to  go  through  the  anticipations  in  detail ;  but  a 
good  example  of  them,  I  think,  may  be  found  in  the  patent  of 
Pulvermacher.  It  is  said  that  that  is  a  clear  anticipation,  at  all 
events,  of  Claim  No.  3  in  Edison's  specification.  Now  it  is  perfectly 
correct  to  say  that  we  have  in  Pulvermacher's  specification  a  de- 
scription of  a  carbon  rod  or  thread  which,  if  taken  by  itself,  is  very 
like  Edison's  carbon  filament  mentioned  in  Claim  No.  3,  taken  by 
itself,  but  it  is  used  by  Pulvermacher  in  a  totally  different  way 
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and  for  a  totally  different  purpose.  That,  as  I  understand  Pulver- 
macher's  specification,  was  to  be  applied  not  to  an  incandescent 
lamp,  but  to  an  arc  light  The  spiral  in  question  was  to  be  coiled 
round  an  inner  core  also  of  carbon,  there  being  insulation  between 
the  two.  It  was  not  to  be  attached  to  wires  at  both  ends.  That 
would  have  been  inconsistent  with  its  use  for  the  arc  light.  Curi- 
ously enough,  too,  Pulverrnacher's  patent  deals  with  two  modes 
of  lighting,  the  arc  light  and  the  incandescent ;  and  it  is  very  re- 
markable that  having  described  in  detail  this  spiral  rod  or  thread 
for  the  purpose  of  his  arc  light,  when  he  comes  to  state  what  his 
mode  of  procuring  the  incandescent  lamp  is,  he  discards  his  carbon 
conductor  altogether,  and  resorts  to  metallic  wire.  Whatever  like- 
ness there  may  be  between  Pulvermacher's  spiral  rod  and  Edison's 
coiled  carbon  filament  mentioned  in  Claim  3,  it  is  perfectly  clear 
to  my  mind  that  Pulvermacher  was  wholly  unaware  that  the  coiled 
thread  of  carbon  could  be  applied  for  the  purpose  of  incandescent 
lamps,  because  he  certainly  would  not  have  discarded  it  when  he 
came  to  make  his  incandescent  lamp  which  is  provided  for  in  the 
very  same  patent. 

With  regard  to  Lane-Fox,  I  do  not  think  it  necessary  to  go  at 
any  length  into  the  description  of  his  proposed  lamps  or  systems 
of  lighting.  It  seems  to  me  that  the  Solicitor-General  was  per- 
fectly warranted  when  he  said  it  was  abundantly  clear  from  the 
different  specifications  of  Mr.  Lane-Fox,  that  he  had  realised  and 
knew  of  the  elements  that  were  necessary  to  make  a  good  incan- 
descent lamp.  I  will  illustrate  what  I  mean  by  one  example,  — 
the  necessity,  for  instance,  of  a  high  degree  of  resistance.  I  think 
those  observations  were  perfectly  warranted;  and  it  is  true  that 
although,  when  he  comes  to  prescribe  what  he  would  use  for  the 
purpose  of  his  own  invention,  Mr.  Lane-Fox  nearly  always  seems  to 
refer  to  metallic  wire  as  the  conductor  and  not  to  carbon,  he  does 
mention  in  one  or  more  of  his  specifications  a  carbon  conductor. 
Then,  as  I  understand  the  matter,  like  Pulvermacher,  when  he 
comes  practically  and  finally  to  deal  with  the  matter,  he  dis- 
claims it,  and  it  drops  out  of  his  patent  Why  ?  Evidently  be- 
cause he  did  not  know  how  to  make  an  efficient  carbon  con- 
ductor. The  carbon  conductor  he  describes  he  must  have  thought 
—  and  he  says  in  fact  —  was  less  desirable  than  the  metallic, 
under  all  circumstances ;  and  he  did  not  know  how  to  make  one 
that  would  be  better. 
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I  now  come,  passing  over  the  other  matters,  to  the  alleged  antici- 
pation by  Mr.  Swan.  It  seems  to  me  that  his  lamp  is  the  only 
combination  at  all  like  Mr.  Edison's.  Other  inventors,  other  men 
of  science,  may  have  described  individual  parts  of  the  combination, 
but  none  of  them  has  brought  all  those  parts  into  combination  as 
Mr.  Edison  has.  The  law  I  take  to  be  clear,  each  individual  part 
of  a  combination  may  have  been  known  before,  yet  if  the  combina- 
tion of  those  parts  be  new,  that  combination  may  properly  be  the 
subject  of  a  patent.  But  it  does  appear  to  me,  that  if  Swan's  con- 
ductor was  practically  the  same  thing  as  Edison's  carbon  filament, 
then  we  have  in  Swan's  lamp  and  in  Swan's  lectures,  I  think,  the 
whole  of  Edison's  combination,  and  that  before  the  date  of  Edison's 
specification.  The  question  therefore  is,  and  the  main  question  to 
my  mind,  are  Swan's  carbon  rod  or  pencil  and  Edison's  carbon  fila- 
ment practically  the  same  thing  ?  Now,  I  think  they  are  not.  It 
is  a  question  of  interpretation,  and,  primd  fade,  no  doubt  the 
meaning  of  words  in  a  written  contract  is  for  a  Judge.  But  where 
technical  terms,  words  of  art,  are  used,  the  evidence  of  scientific 
witnesses  and  experts  in  the  matter  to  explain  the  sense  in  which 
they  are  used  in  their  opinion  may  be  received.  Accordingly,  each 
side  has  called  a  certain  number  of  scientific  witnesses,  to  whom 
has  been  put  the  question  of  the  meaning  of  the  words  "  carbon 
filament "  in  the  Claim  No.  2.  It  is  said,  that  in  the  multitude  of 
counsellors  there  is  wisdom,  but  when  these  counsellors  turn  out 
to  be  equally  divided  in  opinion,  and  when  it  turns  out  that  the 
only  opinion  on  which  they  agree,  is  that  they  agree  to  dififer,  I  do 
not  see  how  the  Judge  derives  very  much  benefit  or  advantage 
from  their  evidence.  Such  is  the  case  here.  The  witnesses  on 
behalf  of  the  plaintiffs  say,  in  efifect  (I  do  not  say  the  very  words, 
but  in  substance).  Swan's  carbon  rod  or  pencil  is  not  only  dififerent 
from  Edison's  carbon  filament  mentioned  in  Claim  2,  but  it  is 
totally  and  wholly  different  The  defendants'  witnesses  say :  *'  In 
our  opinion  these  two  things  are  identical."  In  these  circum- 
stances I  must  draw  such  a  conclusion  on  the  point  as  my  own 
uninstructed  mind  will  enable  me  to  arrive  at.  It  does  seem  to 
me  that  a  carbon  pencil  or  rod  is  a  very  dififerent  thing  from  a 
carbon  filament.  It  is  difficult  to  express  exactly  the  whole  pro- 
cess of  reasoning  by  which  I  come  to  that  conclusion.  It  seems  to 
me  to  carry  one  a  long  way  on  the  road  to  that  conclusion  to  say 
that  a  rod  or  pencil  is  a  rod  or  pencil,  and  a  thread  is  a  thread. 
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There  are,  however,  certain  diflferences  which  are  not  difficult  to 
explain.  It  appears  to  me  clear  that  one  of  those  differences 
between  Swan's  conductor  and  Edison's  conductor  is  this:  Edison's 
conductor  possesses  a  smallness  of  cross-section  combined  with  other 
properties  which  Swan's  does  not.  Edison's  conductor  possesses 
a  degree  of  flexibility  which,  to  my  mind,  is  not  even  approached  by 
Swan's.  ...  I  think  that  there  is  no  evidence  to  show  that  before 
Edison's  specification.  Swan  knew  how  to  make  a  carbon  conductor 
of  anything  like  so  small  a  cross-section  which  would  answer  to 
the  other  requirements  stated. 

The  first  time  I  can  find  Swan's  conductor  spoken  of  by  him  as 
a  filament  is  in  the  final  specification  of  his  patent  (1880,  No.  18) 
dated  some  seven  or  eight  weeks  after  the  final  specification  of  Mr. 
Edison.  Mr.  Swan  chooses  to  use  the  word.  What  he  read  and 
what  he  did  not  read  is  unknown  to  me,  but,  having  at  all  events, 
if  he  had  chosen  to  use  it,  the  advantage  of  the  knowledge  con- 
veyed to  the  public  by  Edison's  specification,  it  is  true  we  do  find 
Mr.  Swan  some  weeks  later  calling  his  carbon  conductor  a  filament 
Now,  a  rose  does  not  smell  any  sweeter  for  being  called  a  rose,  and 
the  fact  that  Mr.  Swan  did  subsequently  call  that  rod  a  filament 
does  not  at  all  convince  me  that  it  was  properly  so  called.  I  do 
not  forget  that  it  is  also  in  evidence  from  one  or  two  of  the  de- 
fendants' witnesses  —  from  Dr.  Odling,  I  think,  amongst  the  number 
—  that  electricians  have  adopted  the  word  filament,  and,  as  I 
understood  him,  applied  it  to  all  manner  and  kinds  of  carbon  con- 
ductors in  these  incandescent  lamps.  That  may  be  so.  Words 
often  become,  when  applied  to  particular  trades  or  sciences,  twisted 
from  their  original  meaning.  A  dozen  at  one  time  meant  twelve; 
but  I  am  not  quite  clear  what  number  it  has  not  been  held  in  the 
Courts  to  mean  in  particular  trades.  It  certainly  in  many  does 
not  mean  twelve  or  anything  like  twelve.  So  with  regard  to  these 
matters  an  illustration  was  given.  A  portion  of  a  very  beautiful 
flower,  I  believe  it  was  a  tulip,  was  produced,  and  I  was  referred  to 
that  portion  of  it  which  holds  and  supports  the  anther  as  a  fila- 
ment, and  I  was  told  that  in  botany  that  was  universally  recognised 
as  the  name  for  it,  whatever  the  thickness  of  the  thing  might  be. 
So  be  it.  It  has  acquired  that  name  in  botany  just  as  these  conduc- 
tors have  since  among  electricians  acquired  the  name  of  filament ; 
but  I  suspect  it  would  be  found  they  have  acquired  the  name  of 
filament  since  flexibility  was  introduced  and  rigidity  was  tabooed. 
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On  the  whole,  therefore,  I  have  come  to  the  conclusion,  —  first, 
that  there  is  no  sufficient  reason  for  saying  that  this  patent  is 
invalid  on  any  of  the  grounds  suggested  on  the  part  of  the  defend- 
ants ;  amongst  others,  of  course,  that  there  is  no  ground  for  the 
assertion  that  it  has  been  anticipated,  or  in  other  words  that  it  is 
not  new. 

In  the  next  place,  I  hold,  that,  attributing  the  meaning  I  have 
to  Claim  No  2,  there  has  been  a  clear  infringement  by  the  defend- 
ants of  that  claim.  That  being  so,  the  plaintiffs  are  entitled  to 
the  relief  they  have  prayed. 

JudgToent  far  plaintiffs  in  usual  form. 

The  defendants  appealed  from  the  above  judgment  to  the  Court 
of  Appeal,  and  the  case  was  ai^ued  on  the  same  lines  as  in  the 
Court  below. 

Fry,  L.  J.,  read  the  judgments  of  Bowen,  L.  J.,  and  himself  as 
follows :  — 

The  plaintiffs  in  this  action  are  the  assigns  of  letters  patent, 
dated  the  10th  November,  1879,  and  granted  to  Mr.  Edison,  for 
the  invention  of  improvements  in  electric  lamps,  and  in  the  method 
of  manufacturing  the  same.  The  defendants  are  manufacturers  of 
electric  lamps,  and  are  sued  for  an  infringement  of  the  patent. 

Mr.  Edison's  object,  as  stated  in  his  specification,  was  to  pro- 
duce electric  lamps  giving  light  by  incandescence,  which  lamps 
should  have  high  resistance  so  as  to  allow  of  the  practical  sub- 
division of  the  electric  light. 

Mr.  Edison  in  his  specification  proceeds  to  state  of  what  his 
invention  consists. 

The  first  element  in  his  invention  is  the  coiling  or  arranging  a 
light-giving  body  of  carbon  wire  or  sheets,  so  as  to  make  the 
resistance  high  in  proportion  to  the  light-giving  surface. 

The  second  element  was  the  placing  of  the  light-giving  body  in 
a  nearly  perfect  vacuum. 

The  third  element  was  the  conducting  of  the  current  into  the 
vacuum  bulb  through  platinum  wires  sealed  into  the  glass. 

The  fourth  element  was  the  mode  of  manufacturing  carbon 
conductors. 

The  fiftli  element  was  the  mode  of  securing  perfect  contact 
between  the  leading  metallic  wires  and  the  carbon  conductors. 
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After  some  statements  as  to  the  existing  state  of  knowledge  and 
invention,  the  patentee  proceeds  in  his  specification  to  describe  the 
mode  of  carrying  his  invention  into  effect.  The  description  is  so 
far  from  being  as  clear  as  it  might  be,  that  we  at  one  time 
doubted  whether  it  was  not  studiously  and  wilfully  obscure  — 
but  on  further  consideration  we  are  not  prepared  to  hold  such  to 
have  been  the  case,  especially  as  this  point  was  not  urged  by  the 
appellants. 

It  is  not  needful  for  us  to  pursue  the  description  of  all  the 
processes  given  by  the  specification.  But  we  will  refer  to  the 
forms  of  carbon  conductor  described.  The  first  form  referred  to 
as  suitable,  is  a  "cotton  thread  properly  carbonised,"  which  is 
stated  to  offer  from  100  to  500  ohms  resistance  to  the  passage 
of  a  current;  the  second  form  of  conductor  referred  to  is,  any 
fibrous  vegetable  substance  which  will  leave  a  carbon  residue 
after  heating  in  a  closed  chamber.  To  this  class  may  be  referred 
the  cotton  and  linen  thread,  wood  splints,  and  paper,  coiled  in 
various  ways,  to  which  Mr.  Edison  refers.  The  fourth  form  is, 
such  fibrous  material  as  before  mentioned,  rubbed  with  a  plastic 
compound  of  black  lead  and  tar ;  the  fifth  form  is  a  carbon  fila- 
ment made  of  a  combination  of  tar  and  lamp-black,  or  plumbago, 
or  carbon  in  other  forms,  the  lamp-black  and  tar  being  subse- 
quently carbonised  by  being  subjected  to  high  heat  in  a  closed 
chamber.  Mr.  Edison  observes  that  small  pieces  of  such  a  com- 
pound may  be  rolled  out  in  the  form  of  a  wire  as  small  as  seven 
one-thousandths  of  an  inch  in  diameter.  The  sixth  and  last 
form  described  is  a  carbon  filament  of  the  kind  lastly  described, 
but  coated  for  the  purpose  of  support  with  a  non-conducting,  non- 
carbonising  substance. 

By  his  specification  Mr.  Edison  makes  four  claims,  namely,  first, 
an  electric  lamp  for  giving  light  by  incandescence,  consisting  of  a 
filament  of  carbon  of  high  resistance  made  as  described,  and 
secured  to  metallic  wires  as  set  fortL 

Second,  the  combination  of  a  carbon  filament  within  a  receiver, 
made  entirely  of  glass,  through  which  the  leading  wires  pass,  and 
from  which  receiver  the  air  is  exhausted  for  the  purposes  set 
forth. 

Third,  a  coiled  carbon  filament  or  strip  in  such  a  manner  that 
only  a  portion  of  the  surface  of  such  carbon  conductor  shall 
radiate  light  as  set  forth. 
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Fourth,  the  method  herein  described  of  securing  the  platinum 
contact  wires  to  the  carbon  filament  and  carbonising  of  the  whole 
in  a  closed  chamber,  substantially  as  set  forth. 

The  first  claim  we  understand  to  be  for  the  entire  lamp,  t.  e. ,  for 
all  the  elements  of  the  invention  brought  together  in  one  combina- 
tion. It  is  conceded  by  the  plaintiffs  that  the  defendants  have  not 
used  this  entire  combination,  and,  consequently,  that  there  is  no 
infriugement  of  the  first  claim. 

The  second  claim  is  the  one  on  which  the  real  controversy 
arises,  and  it  is  necessary,  in  the  first  place,  to  ascertain  its  true 
construction.  To  us  it  has  been  extremely  diflBcult  to  follow  the 
learned  counsel  for  the  plaintiffs  in  the  interpretation  or  glosses 
which  they  have  presented  in  respect  of  this  claim,  because  these 
interpretations  and  glosses  have  seemed  to  us  not  only  to  vary  but 
to  conflict  But,  in  our  opinion,  this  claim  ought  to  be  construed 
with  all  the  generality  which  its  words  seem  to  convey,  so  that  it 
may  be  paraphrased  as  a  claim  to  every  combination  of  any  carbon 
filament  with  any  receiver  made  entirely  of  glass,  through  which 
any  leading  wires  pass,  and  from  which  the  air  is  exhausted 
The  words  **  for  the  purposes  set  forth,  *  at  the  end  of  the  claim, 
may  govern  either  the  whole  claim  or  qualify  the  antecedent  word 
"  exhausted. '  In  the  former  case,  the  purpose  is  the  production  of 
light  by  incandescence  resulting  from  high  resistance;  in  the 
second  case,  it  described  the  exhaustion  of  the  receiver  as  intro- 
duced for  the  purpose  of  preventing  alike  chemical  and  mechani- 
cal destruction  from  the  presence  of  any  gas,  a  purpose  which  Mr. 
Edison  has  enunciated  and  explained  in  the  course  of  his  specifica- 
tion. In  this  view,  the  second  claim  differs  from  the  first  in  not 
embracing  the  coiling  or  other  similar  arrangement,  which  is  the 
first  element  of  the  invention  —  nor  the  use  of  platinum  as  distin- 
guished from  other  leading  wires  —  nor  the  mode  of  attaching  the 
metallic  to  the  carbon  conductors.  But  this  second  claim  embraces 
a  combination  of  the  five  elements  following :  namely,  (1)  a  car- 
bon conductor ;  (2)  in  the  form  of  a  filament ;  (3)  a  receiver  wholly 
of  glass;  (4)  a  vacuum;  (5)  the  entrance  of  the  leading  wires 
through  the  glass  receiver. 

The  third  claim  is  for  that  peculiar  arrangement  by  coiling,  or 
similar  process,  by  which  a  portion  only  of  the  carbon  conductor 
radiates  light 

The  fourth  claim  is  for  the  attachment  of  platinum  contact  wires 
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to  the  carbon  filament,  and  the  carbonising  the  whole  in  a  closed 
chamber,  so  that  the  third  and  fourth  claims  embrace  those  very 
portions  of  the  entire  combination  which  are  not  found  in  the 
second  claim ;  or,  in  other  words,  the  entire  combination,  the  sub- 
ject of  the  first  claim,  is  sub-divided  into  three  subordinate  parts 
or  combinations,  the  subjects  of  the  second,  third,  and  fourth 
claims. 

It  is  satisfactory  to  find  that  the  wide  construction  of  the  second 
claim  was  fully  present  to  the  minds  of  the  counsel  for  the  defend- 
ants when  conducting  the  case  in  the  Court  below,  so  that  in 
adopting  that  construction  we  are  not  running  any  risk  of  depart- 
ing from  the  lines  on  which  the  case  was  fought  in  the  first 
instance 

There  was  distinct  evidence  of  the  utility  of  the  combination 
contained  in  the  second  claim,  not,  so  far  as  was  shown  us,  met  by 
any  opposing  evidence.  Indeed,  the  utility  of  the  patent,  and, 
consequently,  of  everything  actually  claimed  by  it,  is  not  in 
dispute. 

Furthermore,  it  is  not  denied  that  upon  the  interpretation  which 
we  have  placed  on  Claim  2  the  defendants  have  infringed  it  The 
lamp  W.  &  R ,  which  was  the  subject  of  admission  in  the  case, 
appears  to  us  to  be  clearly  an  instrument  made  in  accordance 
with  the  claim  in  question,  —  it  is  a  combination  of  a  filament, 
admitted  to  be  carbon,  with  a  glass  receiver,  admitted  to  embrace 
a  vacuum,  and  with  conducting  wires  passing  through  the  glass. 

But  then  it  is  said  by  the  defendants  that  the  patent  is  wanting 
in  novelty.  It  is  not,  indeed,  contended  that  the  entire  combi- 
nation of  Claim  No.  1,  or  the  subordinate  combination  of  Claim 
4,  has  been  anticipated,  but  it  is  urged  that  the  combinations 
claimed  in  Claims  2  and  3,  according  to  the  true  reading  of  them, 
are  not  novel ;  that,  if  novel,  the  second  claim  is  expressed  with 
a  vagueness  which  is  fatal  to  its  validity,  and  that  what  was  new 
in  that  claim  is  not  the  good  subject  of  a  patent 

What,  then,  was  the  state  of  public  knowledge  on  this  subject 
when  the  patent  of  November,  1879,  was  granted?  It  was  per- 
fectly well  known  that  light  was  to  be  produced  in  an  electro- 
motive current  by  resistance  in  the  conductor.  It  was  further 
known  that  resistance  depended  on  four  conditions  or  factors: 
namely,  first,  temperature,  a  matter  which,  as  it  has  not  been 
brought  into  consideration  in  this  inquiry,  we  may,  for  the  future. 
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disT^ard;  Becond,  the  specific  resistance  of  the  matter  of  which 
the  conductor  is  formed ;  third,  the  length  of  the  conductor ;  and, 
fourth,  its  sectional  area;  so  that  if  temperature  and  specific 
lesistance  be  given,  the  resistance  will  vary  directly  as  the  length 
and  inversely  as  the  sectional  area  of  the  conductor.  Further- 
more,  it  is  shown  that  from  1845  downwards  various  attempts  had 
been  made  to  produce  incandescent  electric  lamps ;  but  there  is  no 
evidence  that  any  such  lamp  had  been  made,  with  the  exception 
of  two,  which  had  been  constructed  and  exhibited  by  Mr.  Swan. 

With  regard  to  a  lamp  said  to  have  been  made  by  Mr.  Justice 
Grove,  in  1843,  no  evidence  has  been  given  to  us. 

The  problem  before  Mr.  Edison  was  to  find  some  conductor  in 
which  he  could  obtain  high  resistance  to  the  current  with  great 
durability,  that  is  to  say,  great  capacity  to  resist  disintegration  by 
heat,  and  the  absence  of  all  disintegrating  influence  of  any  gas, 
whether  such  influence  were  chemical  or  mechanical  The  high 
resistance,  or  length  of  the  conductor,  or  its  sectional  area.  As 
we  have  already  seen,  Mr.  Edison  satisfied  the  conditions  of  this 
problem  by  using  carbon,  a  substance  of  low  conductivity,  in  a 
form  in  which  the  length  of  the  conductor  was  great  in  proportion 
to  its  sectional  area,  and  by  placing  this  conductor  in  a  chamber 
not  occupied  by  an  inert  gas  like  nitrogen,  but  by  a  vacuum  as 
complete  as  is  attainable.  The  importance  of  this  combination 
can  hardly  be  doubted,  for,  if  not  alone,  yet  in  combination  with 
other  improvements,  it  has  had  this  result,  that,  whereas,  before 
November,  1879,  two  or  three  experimental  incandescent  lamps 
were  all  that  had  been  produced,  after  that  date  such  lamps  have 
been  produced  by  tens  of  thousands,  and  constitute  a  most  impor- 
tant element  in  our  methods  of  lighting. 

In  what  ways  did  the  alleged  anticipations  of  Mr.  Edison 
attempt  to  accomplish  incandescent  lighting?  This  point  we 
shall  first  investigate  with  regard  to  the  second  claiuL 

The  first  specification  to  which  attention  has  been  called  is  that 
of  King,  in  1845.  He  proposed  the  use  of  two  kinds  of  conduc« 
tors,  —  metallic  and  carbon ;  the  metallic  conductor  (for  which 
purpose  he  proposed  platinum)  was  to  be  made  incandescent  in 
the  air;  the  carbon  conductor  was  to  be  used  in  a  space  from 
which  air  and  moisture  were  to  be  excluded.  "  To  accomplish 
this,"  says  the  patentee,  "  in  the  most  perfect  manner,  it  should 
be  enclosed  in  a  Torricellian  vacuum."     So  far  as  Edison  uses 


B.  C.  VOL.  XX.]      SECT.  V.  —  COMPLETE  SPECIFICATION.  379 

No.  21.  —  EdiMii  and  8waa  Bleotzio  liglit  Co.  t.  Woodhouse  and  Bawion. 

carbon  in  a  vacuum,  King  was  evidently  in  anticipation  of  him. 
It  becomes,  therefore,  necessary  to  consider,  with  some  exactitude, 
how  King  proposed  to  give  effect  to  this  portion  of  his  invention. 
He  explains  one  form  of  the  apparatus  only.  This  consists  of  a 
barometer  tube  and  column,  but  with  the  upper  portion  of  the 
glass  tube  enlarged  so  as  to  contain  in  it  the  light-giving  appa* 
ratus,  which  consisted  of  a  piece  of  carbon  of  the  kind  found  in 
the  interior  of  coal  gas  retorts,  formed  into  a  small  pencil  or  thin 
plate,  but  of  a  width,  as  shown  in  the  diagram,  greatly  exceeding 
that  of  the  conducting  wires.  The  circuit  was  to  be  made,  begin- 
ning at  the  upper  end,  by  means  of,  first,  a  platinum  wire  sealed 
through  the  glass ;  second,  a  piece  of  iron  (d) ;  third,  the  forceps 
attached  to  the  iron  and  to  the  carbon ;  fourth,  the  carbon ;  fifth, 
a  similar  forceps ;  sixth,  a  similar  piece  of  iron ;  and  then,  seventh, 
the  mercury  in  the  tube,  or  when  this  was  depressed  by  the  for- 
mation of  vapour  of  mercury,  a  copper  wire  passing  from  the 
lower  piece  of  iron  through  the  mercury  column. 

Now,  comparing  this  apparatus  with  the  combination  embodied 
in  the  second  claim  of  Mr.  Edison,  we  find  a  carbon  conductor 
and  a  vacuum ;  but  we  do  find  that  the  carbon  was  not  required  to 
be  a  filament ;  we  find  that  it  was  to  be  placed  in  a  receiver  made 
not  entirely  of  glass,  but  partly  of  glass  and  partly  of  the  top  of 
the  mercury  column;  consequently,  that  the  leading  wires  were 
to  pass  one  through  the  glass  and  one  through  the  mercury. 

Boberts  comes  next  with  letters  patent  bearing  date  1852. 
This  specification  dealt  with  a  wide  range  of  the  applications  of 
electricity,  and  it  is  only  a  small  part  of  his  specification  which 
at  present  demands  attention.  Eoberts  proposed  to  obtain  electric 
light  by  passing  a  current  through  a  thin  piece  of  graphite  coke  or 
charcoal,  or  other  infusible  body  being  a  conductor  of  electricity, 
while  it  was  enclosed  in  a  vacuum  not  containing  any  oxygen  or 
other  matter  which  could  cause  combustion  or  destruction  of  it. 
The  apparatus  by  which  he  proposed  to  effectuate  this  object 
consisted  (1),  of  a  glass  globe  fitted  with  a  metallic  cap  turned  on 
its  outside  as  a  screw ;  (2),  a  hollow  pedestal  furnished  at  the  top 
with  a  collar,  into  which  the  metallic  base  of  the  globe  screwed ; 
(3),  a  tube  furnished  with  an  appropriate  stopcock  passing  up  the 
hollow  pedestal ;  (4),  a  piece  of  very  thin  graphite  about  half  an 
inch  long,  half  an  inch  wide,  and  as  thin  as  might  be,  suspended 
in  the  globe  between  two  metallic  rods.     The  tube  passing  through 
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the  pedestal  served  two  purposes.  In  the  first  place,  it  was  the 
means  by  which  an  air-pump  or  exhausting  syringe  was  used  to 
free  the  globe  of  air,  and,  in  the  next  place,  it  formed  part  of  the 
line  of  electric  communication.  For  in  this  instrument  the  cur- 
rent passed  from  the  battery  along  this  tube,  then  along  one  of  the 
metallic  supporting  rods,  then  along  the  graphite,  then  down  the 
other  supporting  rod  which  passed  through  the  metallic  cap  of  the 
glass  globe,  but  was  kept  from  metallic  contact  with  it  by  ivory 
or  other  non-conductor.  Now,  comparing  this  apparatus  with  the 
second  claim  of  Mr.  Edison,  we  find  that  it  differed  in  that  Mr. 
Roberts  did  not  use  carbon  as  his  sole  material,  —  that  he  was 
content  with  the  exclusion  of  gases  chemically  destructive,  and 
was  not  alive  to  the  importance  of  the  mechanically  destructive 
action  of  gases ;  that  his  receiver  was  not  made  entirely  of  glass, 
and  that  the  leading  wires  did  not  pass  through  glass,  but  through 
the  metallic  cap  of  the  receiver.  In  1874  or  1875,  the  Sprengel 
pump  was  brought  into  use,  and  gave  a  great  stimulus  to  all 
investigations  into  operations  carried  on  in  vacuo,  and,  amongst 
others,  to  electric  lighting  in  vacuo, 

Mr.  Lane-Fox's  specification  of  9th  October,  1878  (No.  3988), 
is  the  first  that  demands  attention.  This  invention  consisted  in 
passing  an  electric  motive  current  through  a  thin  strip  or  wire  of 
some  suitable  material,  for  which  purpose  Mr.  Fox  preferred  an 
alloy  of  platinum  and  iridium.  In  order  to  prevent  the  deteriora- 
tion of  the  material  when  incandescent,  Mr.  Fox  states  that  he 
sometimes  surrounds  it  with  an  atmosphere  of  nitrogen  gas.  That 
Mr.  Fox's  lamp  had  a  great  general  similarity  to  the  one  now  in 
use  cannot  be  doubted,  but  the  most  suitable  material  known  to 
him,  and  the  only  one  he  mentions,  is  an  alloy  of  platinum  and 
iridium ;  metals  which,  though  of  low  conductivity  as  compared 
with  many  other  metals,  have  a  high  conductivity  as  compared 
with  carbon ;  he  did  not  regard  inclusion  in  a  glass  or  any  receiver 
as  necessary,  and  when  he  did  use  such  a  thing,  he  filled  it  with 
nitrogen  gas ;  we  have  not  carbon,  not  the  filament,  not  the  glass 
receiver,  and  not  the  vacuum  of  Mr.  Edison. 

In  Mr.  Fox's  next  patent,  dated  12th  October,  1878  (No.  4043), 
he  proposed  two  combinations  of  non-conductors  with  conducting 
substances.  In  the  first  form  he  retained  his  wires  or  strips  of 
metal  (preferably  the  alloy  of  platinum  and  iridium),  but  he 
coated  them  with  an  earthy  non-conducting  material,   such  as 
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lime,  because  at  a  given  temperature  tbey  "  seemed  to  radiate  or 
give  ofif "  more  luminous  rays  in  proportion  to  the  non-luminous 
rays  than  the  platinum-iridium  wire  at  the  same  temperature.  In 
his  second  form  of  conductor,  he  employed  asbestos  or  some  other 
non-conducting  refractory  material  saturated  or  impregnated  with 
a  conducting  body  such  as  carbon  or  iridium.  In  whichever  of 
the  two  ways  the  conductor  was  constructed,  it  was  to  be  placed  in 
a  glass  flask  hermetically  sealed  and  filled  with  nitrogen  gas.  It 
is  obvious  that  in  the  first  form  of  conductor  we  have  a  metal  and 
not  a  carbon  conductor ;  in  the  second,  the  resistance  is  raised  not 
by  the  reducing  the  carbon  to  a  filament,  but  by  the  intermixture 
of  a  non-conducting  material  with  a  conducting  one,  or  by  the 
subdivision  and  extenuation  of  the  conducting  material  by  the 
mode  of  its  application  to  the  non-conductor.  We  miss,  too, 
the  vacuum  which  was  to  protect  the  conductor  from  all  mechani- 
cal deterioration.  In  short,  we  have  not  the  carbon  filament  nor 
the  exhausted  receiver  of  Edison. 

A  few  days  after  the  two  patents  of  Mr.  Lane-Fox,  a  patent  was 
granted  to  Mr.  Van  Choate  (Slst  October,  1878,  No.  4388),  in 
respect  of  which  he  deposited  a  provisional  specification  only. 
The  material  to  be  employed  by  this  inventor  is  vaguely  described 
as  "  composed  or  formed  of  asbestos,  mica,  platinum,  or  carbon,  or 
any  combination  of  them,  and  such  other  materials  as  may  be 
required  to  give  the  proper  affinity  and  homogeneity  to  the  mate- 
rial. •  It  is  evident  that  this  is  no  adequate  description  to  enable 
any  one  without  further  experiment  to  ascertain  of  what  the  con- 
ductor is  to  be  made,  or  of  what  form  it  is  to  be.  In  the  follow- 
ing month,  the  industry  of  Mr.  Lane-Fox  results  in  his  third  patent 
(14th  November,  1878,  No.  4626).  The  point  here  relied  upon 
by  the  appellants  was  the  description  of  the  conductor  contained 
in  the  provisional  specification.  But,  in  our  opinion,  this  was 
nothing  other  than  a  repetition  of  the  second  form  of  conductor 
described  in  Mr.  Fox's  specification  to  his  patent  of  the  12th 
October,  and  not  then  filed.  There  is  no  new  light  thrown  on  the 
inquiry  by  this  provisional  specification. 

In  the  same  month  of  November,  1878,  letters  patent  were 
granted  to  Mr.  Pulvermacher  (23rd  November,  1878,  No.  4774). 
His  invention  was  intended  for  use  in  an  arc  lamp,  and,  though 
referred  to  for  other  purposes,  it  was  not  urged  upon  us  that  it 
contained  any  anticipation  of  the  combination  contained  in  the 
second  claim. 
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Next  comes  Mr.  Lane-Fox's  pTovisional  specification  of  the  20th 
March,  1879  (No.  1122),  which  proposed  to  construct  the  incan- 
descent portion  of  the  conductor  by  a  mixture  or  combination  of 
two  highly  refractory  materials,  one  being  a  conductor,  such,  for 
example,  as  plumbago,  and  the  other  a  non-conducting  or  badly 
conducting  material,  such  as  magnesia,  zirconia,  lime,  steatite, 
or  earthy  matter  —  and  he  directed  that  the  quantity  of  non- 
conducting material  should  be  considerably  in  excess  of  the  con- 
ducting material.  The  conductor  was  to  be  enclosed  in  a  globe 
from  which  not  all  gas,  but,  as  we  read  the  specification,  any  gas 
or  matter  capable  of  efifecting  a  chemical  change  in  the  luminous 
bridge,  should  be  removed.  It  is  evident  that  here  we  have  neither 
the  carbon  conductor,  nor  the  filamentous  form,  nor  the  vacuum  of 
Mr.  Edison. 

There  is  no  evidence  that  a  single  lamp  made  under  any  one  of 
the  specifications  or  provisional  specifications  we  have  referred  to 
ever  gave  a  ray  of  light  The  rapidity  with  which  the  patents 
succeed  one  another  in  1878  and  1879  shows  how  keen  was 
the  race  for  the  production  of  a  good  incandescent  electric  light; 
and  the  fact  that  no  one  of  the  inventors  in  question  is  shown 
ever  to  have  succeeded  seems  to  be  strong  evidence  that  every 
one  of  the  ingenious  apparatus  which  they  devised  resulted  in 
failure. 

On  the  19th  December,  1878,  Mr.  Swan,  one  of  the  present 
plaintifis,  exhibited  to  the  Newcastle-upon-Tyne  Chemical  Society 
a  lamp  constructed  entirely  of  glass,  containing  in  vacuo  platinum 
leading  wires  hermetically  sealed  into  the  glass,  between  which 
wires,  was  suspended  a  rod  or  pencil  of  carbon,  slender,  but  not  so 
slender  as  to  be  described  as  a  filament  This  produced  incan- 
descent light  for  a  short  while,  and  then  the  carbon  rod  bent  and 
bulged  downwards  in  consequence,  as  it  appears,  of  the  electro- 
motive force  being  too  great  for  the  cylinder  of  carbon ;  and  the 
inner  side  of  the  glass  was  lined  with  a  sooty  deposit,  which,  on 
subsequent  examination,  proved  to  consist  of  platinum  carbon  and 
iron. 

On  the  3rd  February,  1879,  Mr.  Swan,  in  the  course  of  a  lecture 
to  the  Literary  and  Philosophical  Society  of  Newcastle,  exhibited 
a  second  lamp  of  the  same  construction,  which  gave  out  a  vexy 
considerable  incandescent  light  for  some  twenty  minutea  It  has 
been  an  exhibit  in  this  cause,  and  appears,  like  the  first  lamp,  to 
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have  become,  to  some  extent,  coated  on  its  inner  surface  with  a 
dark  deposit 

On  the  12th  March,  1879,  Mr.  Swan  again  described  his  lamp 
to  a  Gateshead  audience,  but  it  does  not  appear  that  he  exhibited 
it,  and  from  that  time  it  has,  so  far  as  this  case  is  concerned, 
disappeared  from  history;  and  this  disappearance  is,  we  think, 
cogent  evidence  that  Swan's  lamp,  as  it  was  exhibited,  was  not  a 
practical  success,  that  Swan  could  not  do  what  Edison  did,  and 
that  the  diflference  between  the  carbon  rod  and  the  carbon  filament 
was  the  difference  between  failure  and  success. 

The  result  of  this  review  of  all  the  alleged  anticipations  of  the 
second  claim  is  to  convince  us  that  there  was  no  case  in  which 
there  were  brought  together  all  the  five  elements  which  we  have 
pointed  out  as  combined  in  Mr.  Edison's  second  claim  :  carbon  in 
a  filamentous  form  in  a  vacuum  and  in  a  receiver  entirely  of  glass, 
through  which  the  leading  wires  passed. 

But  as  between  Swan  and  Edison  the  difference  is  only  between 
a  rod  and  a  filament,  that  is  a  difference  of  degree,  and  of  degree 
only.  Mr.  Edison  has  in  his  specification  given  no  definition  of  a 
filament,  and  he  has  nowhere  drawn  the  line  between  it  and  a  rod. 
The  specification  is  therefore,  it  is  argued,  bad,  as  being  too  indefi- 
nite and  vague.  To  this  argument  it  may,  in  our  opinion,  be 
properly  replied,  that  in  a  patent  of  this  description  definition  is 
required  only  to  such  an  extent  as  would  enable  a  practical  work- 
man to  construct  the  required  apparatus,  that  there  is  distinct  evi- 
dence that  such  a  workman  could  make  the  required  apparatus 
from  the  specification;  that  no  witness  of  the  defendants'  alleges 
that  such  a  workman  would  have  any  diflBculty,  or  require  any 
further  experiments ;  and  that  the  specification  itself  (as  we  have 
'  already  shown)  contains  descriptions  of  six  forms  of  filament,  and 
these  descriptions,  it  is  obvious,  would  afford  material  assistance 
to  any  workman  in  doubt. 

It  is  urged  that  the  mere  variation  in  the  size  of  a  part  of  a 
lamp  is  not  the  subject  of  a  patent  It  may  well  be  that  no 
patent  could  be  sustained  for  the  use  of  a  filament  of  carbon  alone ; 
but  when  that  filament  is  part  of  a  combination  which  is  useful, 
and  replaces  a  rod  in  the  earlier  apparatus,  which  was  useless,  we 
can  see  no  reason  why  the  new  and  useful  combination  may  not  be 
the  good  subject  of  a  patent. 

It  was  strongly  argued  that  the  mere  change  of  the  size  of  the 
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part  of  a  combination  cannot  constitute  a  new  manufacture  so  as 
to  be  the  subject  of  a  patent  In  most  instances  this  may  be  true. 
But  the  present  case  is  peculiar.  Two,  and,  so  far  as  we  have 
learned,  only  two  specimens  of  the  earlier  form  of  the  instrument 
had  been  constructed,  and  in  both  of  those  a  rod  and  not  a  filament 
of  carbon  had  been  adopted.  Mr.  Edison  used  the  filament  instead 
of  the  rod  for  a  definite  purpose,  and  by  the  diminution  of  the 
sectional  area  made  a  physical  law  subserve  the  end  he  had  in 
view.  The  smallness  of  size,  therefore,  was  no  casual  matter,  but 
was  intended  to  bring  about,  and  did  bring  about,  a  result  which 
the  rod  could  never  produce,  and  so  converted  failure  into  success. 
The  point  at  which  Mr.  Edison's  instrument  departed  from  Mr. 
Swan's  was  crucial,  and  the  departure,  though  slight,  had  all  the 
merits  of  a  new  invention  and  produced  a  new  apparatus. 

Three  cases  were  cited  to  show  us  that  the  mere  variation  in 
the  size  of  the  carbon  conductor  will  not  constitute  the  good  sub- 
ject of  a  patent  The  first  was  Kay  v.  Marshall^  8  CI.  &  Fin. 
245,  where  the  improvement  claimed  consisted  in  placing  two 
rollers  nearer  to  each  other  than  they  were  previously  used.  But 
in  practice  before  the  patent,  the  distance  between  these  rollers 
had  been  varied  according  to  the  fibre  of  the  substance  to  be  spun. 
The  invention,  therefore,  was  for  the  use  of  a  well-known 
machine,  in  a  manner  in  which  it  could  have  been  previously 
used.  To  grant  letters  patent  for  such  an  invention  would  have 
deprived  the  public  of  the  means  of  using  a  machine  which  they 
had  previously  enjoyed. 

In  Ralston  v.  Smith,  11  H.  L.  C.  223,  the  patentee  claimed  to 
have  invented  improvements  in  embossing  and  finishing  woven 
fabrics,  and  in  the  machinery  employed  therein ;  and  the  House 
of  Lords  held,  in  substance,  that  all  that  was  described  in  the 
specification  was  a  new  use  of  an  old  machine,  and  that  this  was 
not  a  new  manufacture  within  the  statute. 

In  Patterson  v.  Oas  Light  Company,  2  Ch.  D.  812,  the  Court  of 
Appeal  held  that  the  invention  claimed  was  only  an  invention  for 
the  more  beneficial  working  of  an  old  process,  and  that  this  was 
not  a  new  manufacture. 

It  does  not  appear  to  us  that  any  of  these  decisions  show,  or 
tend  to  show,  that  the  introduction  into  an  old  combination  of  a 
new  shape  of  one  of  the  old  elements  of  that  combination  which 
invokes  a  law  of  nature,  otherwise  left  on  one  side,  may  not  be 
the  good  subject  of  a  patent 
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For  these  reasons  we  are  of  opinion  that  the  objections  to  the 
second  claim  fail 

With  regard  to  the  third  claim,  which  relates  to  the  peculiar 
arrangement  adopted  by  Mr.  Edison,  by  which  he  reduced  the 
light-giving  surface  of  the  carbon  in  proportion  to  its  length,  it 
was  contended  that  this  was  anticipated  by  the  publication  of  the 
specifications  of  Van  Choate  and  Pulvermacher. 

Van  Choate,  it  will  be  remembered,  proposed  to  employ  a  sub- 
stance composed  or  formed  of  asbestos,  mica,  platinum,  or  carbon, 
or  any  combination  of  them,  and  such  other  materials  as  might  be 
required  to  give  the  proper  afi&nity  and  homogeneousness  to  the 
material.  This  substance,  he  further  says,  was  preferably  made 
into  wire  or  ribbon,  and  formed  into  arcs,  spirals  or  spirals  globe- 
shaped,  illuminators,  or  burners,  or  the  materials  might  be  formed 
into  discs  or  globes,  or  spirals  wound  around  a  central  wire  or 
body,  or  into  other  shapes  required  to  form  a  light 

It  is  obvious  that  the  purpose  for  which  Edison  uses  the  coil, 
namely,  the  diminution  of  the  radiating  surface  and  the  raising  of 
the  specific  heat  of  the  whole,  were  not  only  absent  from  the  mind 
of  Van  Choate,  but  would  not  result  from  la^e  spirals  which  are 
manifestly  within  his  provisional  specification. 

In  Pulvermacher's  invention,  a  spiral  or  screw-shaped  rod  was 
used,  but  this  was  for  the  purpose  of  illumination  not  by  incan- 
descence, but  by  the  voltaic  arc,  and,  consequently,  it  had  no  real 
relation  to  the  coil  of  Mr.  Edison's  lamp. 

For  these  reasons  we  are  of  opinion  that  the  third  claim  was 
not  anticipated,     In  the  result,  the  appeal  in  our  judgment  fails. 

Cotton,  L.  J. :  — 

I  am  unable  entirely  to  agree  with  that  which  is  the  judgment 
of  Lord  Justice  Bowen  and  Lord  Justice  Fry,  and  I  differ  from 
them  on  the  question  of  the  construction  of'  this  specification.  Of 
course,  differing  from  them  as  I  do  as  regards  the  construction  of 
this  specification,  I  should  say  that  if  I  agreed  with  them  I  should 
differ  from  them,  as  I  shall  hereafter  point  out,  as  to  the  effect  of 
Swan's  lamp. 

The  question  turns  on  Claims  2  and  3  really,  because  these  are 

the  points  on  which  it  is  said  there  has  been  an  anticipation. 

As  regards  Claim  3,  I  put  that  aside,  because  I  agree  with  Lord 

Justice  BowEN  and  Lord  Justice  Fry  that  Van  Choate 's  is  no 
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anticipation  of  the  spiral  described  in  this  specification.  But  the 
question  then  comes  really  as  to  the  second  claim,  and  I  shall 
confine  myself  to  that,  but  for  this  that  the  construction  put  by 
the  other  Lords  Justices  on  the  first  claim,  in  my  opinion,  has 
an  effect,  and  an  erroneous  efifect,  on  the  true  construction  of  Claim 
No.  2.  The  only  question  arises  as  regards  the  second  claim,  but 
then,  to  construe  that  properly,  we  must  see  what  is  the  proper 
construction  of  the  previous  claim. 

There  is  in  Edison's  first  claim  simply  a  claim  to  the  incan- 
descent portion  of  the  lamp.  He  calls  it  lamp,  but  he  means  the 
incandescent  portion  of  it,  consisting  of  a  filament  made  as  de- 
scribed, and  secured  as  described,  to  metallic  wires.  There  is 
nothing  about  the  vacuum,  and  nothing  about  the  glass  globe  in 
which  this  was  to  be.  If  the  whole  combination  had  been  claimed 
in  the  first  claim,  you  might  expect  the  second  to  be  something 
diflferent ;  but  the  second  is  clearly  and  simply  a  claim  to  "  the 
combination  of  a  carbon  filament  within  a  receiver  made  entirely 
of  glass,  through  which  the  leading  wires  pass,  and  from  which 
the  air  is  exhausted  for  the  purposes  set  forth. "  My  only  differ- 
ence from  my  colleagues  is  as  regards  what  there  is  meant  by  a 
carbon  filament.  Their  view  is  that  that  means  anything  which 
can  be  called  a  carbon  filament.  I  differ  from  that  The  general 
purpose  and  object  of  a  claim  is  that  the  patentee  may  show 
how  much  of  that  which  he  has  described  in  his  specification  he 
claims  as  protected  by  his  patent  It  must  be  construed,  in  my 
opinion,  with  reference  to  that  which  he  has  already  stated  in 
his  specification  when  he  is  defining  the  invention  for  which  he 
has  taken  out  a  patent,  and  how  the  invention  may  be  carried  into 
effect 

We  must  remember  that  at  this  time  *  filament,"  as  applied  to 
electric  lamps,  was  not  a  well-defined  or  known  term.  It  is  used, 
I  agree,  especially  in  the  account  we  have  had  of  Sidot's  process. 
The  word  was  used,  and  it  was  not  a  new  word.  It  was  certainly 
known  in  botany,  and  although  it  was  stated  by  the  Attorney- 
General  that  this  was  a  word  of  art,  employed  at  the  time  when 
this  specification  was  filed,  there  was  no  evidence  to  show  that  it 
was.  There  is  the  diflBculty  in  this  case,  as  there  must  be  in  all 
cases  where  strides  are  made  in  the  knowledge  with  reference  to 
a  particular  matter,  of  separating  knowledge  at  the  time  of  the 
specification  from  the  knowledge  which  exists  in  the  mind  of  the 
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witnesses  and  of  others  at  the  time  when  the  matter  comes  before 
the  Court  Looking  at  the  knowledge  at  the  time  of  the  inven- 
tion, and  we  find  that  **  filament '  was  not  a  word  which  at  that 
time  had  been  defined  in  its  application  to  this  matter.  When  we 
come  to  one  of  the  witnesses,  Dr.  Hopkinson  tells  us  that  it  is  a 
question  of  degree  to  decide  where  filament  begins  and  where  it 
ends. 

If  filament  is  to  be  everything  which  is  long,  and  with  the  sec- 
tional area  very  small,  then,  in  my  opinion,  there  would  be  a 
great  many  difficulties  as  regards  the  validity  of  this  patent.  In 
the  first  place,  filament  only  depends  on  a  question  of  degree  not 
to  be  fixed  as  commencing  and  ending  at  any  particular  point ;  I 
cannot  see  how  Swan's  lamp  was  not  an  anticipation.  If  that 
were  the  true  construction,  I  should  further  have  had  a  great  diffi- 
culty in  dealing  with  the  objection  to  this  patent  that  it  is  so 
vague  and  indefinite  as  to  be  bad. 

But  in  my  opinion  the  second  claim  must  be  construed  with 
reference  to  the  previous  specification,  and  is  not  a  claim  to  every- 
thing which  can  be  called  a  carbon  filament  I  think  we  ought  to 
refer  it  back  to  that  which  has  been  referred  to  in  the  previous 
part  of  Edison's  specification  as  a  filament  In  the  beginning  he 
speaks  of  carbon  wires  or  sheets.  "  The  invention  consists  in  a 
light-giving  body  of  carbon  wires  or  sheets, "  and  then  he  goes  on 
with  the  coiling.  Further  on  he  refers  to  a  filament  as  sometimes 
a  wire  and  sometimes  a  thread,  and  in  my  opinion  the  proper  and 
true  construction  of  this  second  claim  is  the  combination  of  a 
carbon  filament  in  substance  such  as  is  hereinbefore  mentioned 
with  the  other  matters  which  he  refers  to  in  his  combination. 

What  is  the  result?  The  construction  that  I  put  upon  this 
specification  establishes  the  validity  of  the  patent;  that  is  to  say, 
prevents  it  from  being  held  invalid  either  from  vagueness  or  antici- 
pation. But  has  there  been  here  any  infringement  ?  There  is  a 
carbon  filament,  undoubtedly,  in  the  lamp  of  the  defendants.  But 
now,  what  is  the  essential  part  of  a  carbon  filament  as  hereinbefore 
mentioned  in  the  specification?  In  my  opinion,  and  that  was 
hardly  contested,  it  is  not  confined  to  a  carbon  filament  made 
exactly  as  described,  and  the  Judge  held  that  there  was  no  evi- 
dence that  that  had  been  done.  But  the  Attorney-General, 
although  contending  for  the  more  general  sense  of  "  carbon  fila- 
ment •  in  the  second  claim,  said  that  it  is  every  filament,  subject 
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only  to  this  Testriction  or  qnaHfication,  if  be  put  any,  that  it  must 
be  made  into  a  filament  before  it  is  carbonised.  At  first  I  thought 
that  there  was  nothing  in  the  specification  which  wonld  lead  to 
that  conclusion,  but  on  looking  carefully  at  it,  it  appears  to  me 
highly  probable  that  the  essential  part  of  what  he  described  in  the 
specification  as  *  filament '  was,  that  it  should  be  made  into  a 
filament,  that  is  to  say,  into  a  fine  wire  or  thread,  or  exist  as  a 
fine  wire  or  thread,  before  it  was  carbonised ;  and  there  are  a  great 
many  passages  in  the  specification  —  which  is  the  only  thing  one 
would  look  to  really  on  the  matter  of  construction  —  which  lead  to 
that  conclusion.  That  being  so,  if  the  other  Lordb  Justices  agree 
with  me  in  the  construction  to  be  put  upon  this  specification,  I 
think  the  proper  course  would  be  to  ascertain  by  one  of  the  ways 
offered  on  behalf  of  the  defendants  here,  but  so  as  not  to  diTulge 
that  which  is  their  trade  secret,  how  it  is  that  the  filaments,  if 
they  are  to  be  so  called,  which  are  used  by  them,  are  in  fact  made. 
If  the  case  rested  on  my  opinion,  I  should  desire  to  have  that 
further  evidence  before  I  should  say  in  this  case  that  although  the 
patent  is  good,  there  has  been  an  infringement,  but  as  the  other 
Lords  Justices  agree  in  a  different  construction,  which  wonld,  of 
course,  have  a  different  effect  on  the  evidence,  the  appeal  here 
must  be  dismissed.  Appeal  dismiaed  mth  casts. 


Edison  and  Swan  Slectrie  Lig^t  Company  t.  HoDaiid. 

Pateni.  —  SpedfieaUon.  —  Suffideney  of  BwecUcms. 

The  Bpecification  in  a  patent  for  an  incandeaeent  electric  lamp  eontaineJ 
directions  for  making  the  filament  in  variouR  ways-  There  was  conflicting 
evidence  as  to  the  sufficiency  of  these  directions,  and  further  operations  were 
ordered  to  he  carried  out  in  presence  of  a  scientific  referee.  The  process  chiefly 
in  question  was  that  of  working  a  material  called  tar  putty  into  filaments  and 
carhonising  the  filaments  when  made.  An  inteUigent  lad  from  the  works 
where  the  manufacture  (with  more  recent  improrements)  was  carried  on,  had 
«iiccef.-ded  in  the  pn-sence  of  a  scientific  referee,  hy  energeticaDy  and  persistently 
follriwing  the  directions  of  the  specification,  in  making  lamps  of  various  d^rees 
t4  utility.  Operatirms  of  a  like  natnre  were  carried  on  hy  an  expert  on  behalf 
rrf  the  defendants,  and  were  only  partially  successful.  The  tKflerence  was 
^f  j»!«lned  partly  that  in  the  one  case  more  strength  was  applied  and  time 
«)vitn  to  handling  and  kneading  the  tar  putty;  and  partly  by  the  dreomstanee 
tli«t  In  ihp  Ifttt^T  case  the  carbonisation  was  attempted  m  poroos  vesselsy  which 
Uf  \H^fn^fun  skilled  In  carbonising  was  an  obvioos  cause  of  fiulme.    The  Coort 
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of  Appeal  reversing  the  deoising  of  ELat,  J.,  held  that  the  specification  was 
sufficient. 

Edison's  Patent  No.  4576,  10th  November,  1879,  was  for  the 
invention  of  "^  Improvements  in  Electric  Lamps,  and  in  the  method 
of  manufacturing  the  same. ' 

The  complete  specification  filed  on  the  10th  of  May,  1880,  after 
setting  forth  the  title  as  above,  was  as  follows :  — 

The  object  of  this  invention  is  to  produce  electric  lamps 
giving  light  by  incandescence,  which  lamps  shall  have  high  re- 
sistance so  as  to  allow  of  the  practical  subdivision  of  the  electric 
light 

The  invention  consists  in  a  light-giving  body  of  carbon  wire 
or  sheets  coiled  or  arranged  in  such  a  manner  as  to  offer  great 
resistance  to  the  passage  of  the  electric  current,  and  at  the 
same  time  present  but  a  slight  surface  from  which  radiation  can 
take  place. 

The  invention  further  consists  in  placing  such  light-giving  body 
of  great  resistance  in  a  nearly  perfect  vacuum  to  prevent  oxidation 
and  injury  to  the  conductor  by  the  atmosphere. 

The  current  is  conducted  into  the  vacuum  bulb  through  platinum 
wires  sealed  into  the  glass. 

The  invention  further  consists  in  the  method  of  manufacturing 
carbon  conductors  of  high  resistance,  so  as  to  be  suitable  for 
giving  light  by  incandescence,  and  in  the  manner  of  securing 
perfect  contact  between  the  metallic  conductors  or  leading  wires 
and  the  carbon  conductor. 

Heretofore,  light  by  incandescence  has  been  obtained  from  rods 
of  carbon  of  one  to  four  ohms  resistance  placed  in  closed  vessels 
in  which  the  atmospheric  air  has  been  replaced  by  gases  that  do 
not  combine  chemically  with  the  carbon.  The  vessel  holding  the 
burner  has  been  composed  of  glass  cemented  to  a  metallic  base. 
The  connection  between  the  leading  wires  and  the  carbon  has  been 
obtained  by  clamping  the  carbon  to  the  metal. 

The  leading  wires  have  always  been  large,  so  that  their  resist- 
ance shall  be  many  times  less  than  the  burner ;  and,  in  general, 
the  attempts  of  previous  persons  has  been  to  reduce  the  resistance 
of  the  carbon  rod.  The  disadvantages  of  following  this  practice 
are  that  a  lamp  having  but  one  to  four  ohms  resistance  cannot  be 
worked  in  great  numbers  in  multiple  arc  without  the  employment 
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of  main  conductors  of  enormous  dimensions;  that,  owing  to  the 
low  resistance  of  the  lamp,  the  leading  wires  must  be  of  large 
dimensions  and  good  conductors,  and  a  glass  globe  cannot  be  kept 
tight  at  the  place  where  the  wires  peiss  in  and  are  cemented,  hence 
the  carbon  is  consumed  because  there  must  be  almost  a  perfect 
vacuum  to  render  the  carbon  stable,  especially  when  such  carbon 
is  small  in  mass  and  high  in  electrical  resistance. 

In  the  use  of  a  gas  in  the  receiver  at  the  atmospheric  pressure 
which,  although  not  attacking  the  carbon,  serves  to  destroy  it  in 
time  by  "  air-washing  "  or  the  attrition  produced  by  the  rapid  pas- 
sage of  the  air  over  the  slightly  coherent  highly  heated  surface  of 
the  carbon. 

I  have  reversed  this  practice.  I  have  discovered  that  even  a 
cotton  thread  properly  carbonised,  and  placed  in  a  sealed  glass 
bulb  exhausted  to  one  millionth  of  an  atmosphere,  offers  from 
one  hundred  to  five  hundred  ohms  resistance  to  the  passage  of  the 
current,  and  that  it  is  absolutely  stable  at  very  high  temperatures ; 
that  if  the  thread  be  coiled  as  a  spiral  and  carbonised,  or  if  any 
fibrous  vegetable  substance  which  will  leave  a  carbon  residue  after 
heating  in  a  closed  chamber  be  so  coiled,  that  as  much  as  two 
thousand  ohms  resistance  may  be  obtained  without  presenting  a 
radiating  surface  greater  than  three-sixteenths  of  an  inch ;  that  if 
such  fibrous  material  be  rubbed  with  a  plastic  compound  composed 
of  lamp-black  and  tar,  its  resistance  may  be  made  high  or  low, 
according  to  the  amount  of  lamp-black  placed  upon  it.  I  have 
also  discovered  that  carbon  filaments  may  be  made  by  a  combina- 
tion of  tar  and  lamp-black,  the  latter  being  previously  ignited  in 
a  closed  crucible  for  several  hours,  and  afterwards  moistened  and 
kneaded  until  it  assumes  the  consistency  of  thick  putty.  Small 
pieces  of  this  material  may  be  rolled  out  in  the  form  of  wire  as 
small  as  seven  one-thousandths  (7/1000)  of  an  inch  in  diameter, 
and  over  a  foot  in  length,  and  the  same  may  be  coated  with  a  non- 
conducting non-carbonisable  substance,  and  wound  on  a  bobbin  or 
as  a  spiral,  and  the  tar  carbonised  in  a  closed  chamber  by  sub- 
jecting it  to  high  heat,  the  spiral  after  carbonisation  retaining  its 
form.  I  sometimes  roll  a  thread  within  the  compound  of  lamp- 
black and  tar  so  as  to  allow  of  greater  convenience  in  handling  the 
same,  and  the  flexible  carbon  filament  is  not  so  liable  to  crack  by 
its  own  weight  in  the  act  of  winding. 

To  increase  the  resistance  of  the  compound  of  lamp-black  and 
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tar,  I  sometimes  work  into  it  a  volatile  powder  such  as  powdered 
camphor,  oxide  zinc ;  but  to  make  the  light  insensitive  to  varia- 
tions of  the  current,  a  considerable  mass  of  matter  should  be  used 
in  order  that  the  specific  heat  of  the  lamp  may  be  increased,  so 
that  it  takes  a  long  time  to  reach  its  full  brilliancy  and  also  to 
die  away  slowly. 

To  do  this  it  is  better  to  have  the  carbon  as  homogeneous  as 
possible,  and  obtain  the  requisite  resistance  by  employing  a  fila- 
ment several  inches  long,  and  winding  the  same  in  a  spiral  form 
so  that  the  external  radiating  surface  shall  be  small.  All  these 
forms  are  fragile,  and  cannot  be  clamped  to  the  leading  wires  with 
sufficient  force  to  ensure  good  contact  and  prevent  heating.  I 
have  discovered  that  if  platinum  wires  are  used,  and  the  plastic 
lamp-black  and  tar  material  be  moulded  around  it,  that  in  the  act 
of  carbonisation  there  is  an  intimate  union  by  combination  and  by 
pressure  between  the  carbon  and  platinum,  and  nearly  perfect  con- 
tact is  obtained  without  the  necessity  of  clamps,  hence  the  light- 
giving  body  and  the  platinum  wires  are  connected  and  ready  to  be 
placed  in  the  vacuum  bulb. 

When  fibrous  material  is  used  the  plastic  lamp-black  and  tar  is 
employed  to  secure  it  to  the  platinum  wires  before  carbonising. 
By  using  the  carbon  wire  of  such  high  resistance,  I  am  enabled  to 
use  fine  platinum  wires  for  leading  wires,  as  they  will  have  a 
small  resistance  compared  to  the  light-giving  body,  hence  will  not 
heat  and  crack  the  sealed^vacuum  bulb. 

Platinum  can  only  be  used,  as  its  expansion  is  nearly  the  same  as 
that  of  glass.  By  using  a  considerable  length  of  carbon  wire,  and 
coiling  it  in  such  a  manner  that  only  a  small  portion  of  its  entire 
surface  radiates  light,  I  can  raise  the  specific  heat  of  the  whole, 
and  thus  prevent  the  rapid  reception  and  disappearance  of  the 
light,  which  on  a  plain  wire  is  prejudicial,  as  it  shows  the  least 
unsteadiness  of  the  current  by  the  flickering  of  the  light ;  but  if 
the  current  is  steady,  the  defect  does  not  show.  I  have  carbonised 
and  used  cotton  and  linen  thread,  wood-splints,  paper  coiled  in 
various  ways ;  also  lamp-black,  plumbago,  and  carbon  in  various 
forms,  mixed  with  tar,  and  kneaded  so  that  the  same  may  be 
rolled  out  into  wires  of  various  lengths  and  diameters,  each  wire, 
however,  is  to  be  uniform  in  size  throughout.  If  the  carbon 
thread  is  liable  to  be  distorted  during  carbonisation,  it  is  to  be 
coiled  between  a  helix  of  copper  wire.     The  ends  of  the  carbon  or 
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filament  are  secured  to  the  platinum  leading  wires  by  plastic  car- 
bonisable  material,  and  the  whole  placed  in  the  carbonising 
chamber.  The  copper,  which  has  served  to  prevent  distortion  of 
the  carbon  thread,  is  afterwards  eaten  away  by  nitric  acid,  and  the 
spiral  soaked  in  water,  and  then  dried  and  placed  in  the  glass 
holder,  and  a  glass  bulb  blown  over  the  whole  with  a  leading  tube 
for  exhaustion  by  a  mercury  pump.  This  tube,  when  high  vacua 
have  been  reached,  is  hermetically  sealed. 

With  substances  which  are  not  greatly  distorted  in  carbonising, 
ihej  may  be  coated  with  a  non-conducting  non-carbonising  sub- 
stance, which  allows  one  coil  or  turn  of  the  carbon  to  rest  upon 
and  be  supported  by  the  other. 

In  the  drawing,  Fig.  1  shows  the  lamp  sectionally.  a  is  the 
carbon  spiral  or  thread,  e,  c  \  are  the  thickened  ends  of  the  spiral 
formed  of  the  plastic  compound  of  lamp-black  and  tar.  i2,  d  ^  are 
the  platinum  wires.  A,  h,  are  the  clamps  which  serve  to  connect 
the  platinum  wires  cemented  in  the  carbon  with  the  leading  wires 
a;,  07,  sealed  in  the  glass  vacuum  bulb,  e,  e,  are  copper  wires 
connected  just  outside  the  bulb  to  the  wires  x^  x.  m  is  the  tube, 
shown  by  dotted  lines,  leading  to  the  vacuum  pump,  which  tube 
is  hermetically  sealed  near  the  glass  bulb,  after  the  bulb  has  been 
exhausted  of  air,  as  aforesaid. 

Fig.  2  represents  the  plastic  material  before  being  wound  into  a 
spiral. 

Fig.  3  shows  the  spiral  after  carbonisation,  ready  to  have  a  bulb 
blown  over  it 

I  claim  as  my  invention :  — 

First  An  electric  lamp  for  giving  light  by  incandescence, 
consisting  of  a  filament  of  carbon  of  high  resistance,  made  as 
described,  and  secured  to  metallic  wires,  as  set  forth. 

Second.  The  combination  of  a  carbon  filament  within  a  receiver 
made  entirely  of  glass,  through  which  the  leading  wires  pass,  and 
from  which  receiver  the  air  is  exhausted,  for  the  purposes  set 
forth. 

Third.  A  coiled  carbon  filament  or  strip  arranged  in  such  a 
manner  that  only  a  portion  of  the  surface  of  such  carbon  conductor 
shall  radiate  light  as  set  forth. 

Fourth.  The  method  herein  described  of  securing  the  platinum 
contact  wires  to  the  carbon  filament,  and  carbonising  of  the  whole 
in  a  closed  chamber,  substantially  as  set  fortL 
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Much  of  the  evidence  in  the  case  was  to  a  similar  eflfect  with 
that  in  the  previous  case ;  but  a  new  feature  was  introduced  by 
the  circumstance  that  Mr.  Swan  was  called  as  a  witness  in  rebuttal 
of  the  defendants'  evidence;  and  by  Mr.  Swan's  evidence,  while 
on  the  one  hand  it  appeared  that  the  carbon  rod  or  stick  in  Swan's 
Newcastle  lamp  was  formed  into  its  ultimate  shape  before  carbon- 
isation, it  appeared  on  the  other  hand  that  Mr.  Swan  in  his  sub- 
sequent attempts  to  obtain  an  efficient  lamp  went  further  away 
from  the  combination  patented  by  Edison,  and  ultimately  attained 
success  only  after  Edison's  success  with  carbonised  thread  had 
been  whispered  abroad. 

In  this  case,  however,  the  main  attack  was  directed  against  the 
specification  on  the  ground  that  it  did  not  particularly  describe 
and  ascertain  the  nature  of  the  invention,  and  in  what  manner  it 
was  to  be  performed.  In  other  words,  that  it  did  not  disclose  a 
practicable  method  for  making  a  useful  lamp. 

There  was  a  conflict  of  evidence  upon  the  practicability  of  the 
methods  described  in  the  patent.  Experts  called  on  behalf  of  the 
defence  denied  the  practicability,  and  one  of  them,  by  strictly 
following  (as  he  considered)  the  directions  in  the  patent,  suc- 
ceeded in  not  making  a  successful  lamp.  On  the  other  hand,  a 
smart  lad  from  the  works  of  the  Edison  and  Swan  Company  had 
succeeded,  by  each  of  the  processes  described,  in  making  a  lamp 
that  would  bum  for  a  considerable  time.  In  this  conflict  of  evi- 
dence the  Judge,  with  the  consent  of  parties,  requested  Professor 
Stokes  of  Cambridge  to  make  the  necessary  experiments  and  to 
report. 

The  following  is  the  report  made  by  Professor  Stokes :  — 


REPORT  OF  PROFESSOR  G.  G.  STOKES. 

My  Lord,— 

Having  accepted  the  office  of  Independent  Reporter  on  Experi- 
ments made  in  conformity  with  the  Order  of  the  High  Court  of 
Justice  in  this  case,  of  date  Ist  June,  1888, 1  have  the  honour  to 
report  as  follows  :  — 

The  places  chosen  by  the  two  parties  for  conducting  their 
respective  experiments  were  — 

By  the  plaintiffs  —  The  works  of  the  Edison  and  Swan  Com- 
pany, at  Ponder's  End :  — 
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By  the  defendants  —  The  laboratory  of  Mr.  Crookes,  at  his  house, 
7  Kensington  Park  Gardens. 

The  two  experts  on  the  side  of  the  plaintiffs  were  Professor 
Dewar  and  Dr.  Hopkinson,  and  those  on  the  side  of  the  defend- 
ants were  Mr.  Crookes  and  Professor  Silvanus  Thompson.  It  was 
agreed  between  the  two  parties  that  the  counsel  on  both  sides 
should  also  be  present 

We  met  at  Ponder's  End  on  June  11, 12,  14,  and  15,  and  at 
Mr.  Crookes's  house  on  June  18,  19,  and  21.  The  first  process 
shown  us  at  Ponder's  End  was  the  preparation  of  the  so-called 
"  tar  putty,"  which  formed  the  foundation  of  most  of  the  filaments 
used  in  the  lamps  made  in  the  repetition  of  the  experiments. 

The  ingredients  of  tar  putty  are  coal  tar  and  lamp-black,  of  each 
of  which  we  saw  a  barrel  just  as  purchased.  The  coal  tar  is  used 
in  the  state  in  which  it  is  procured ;  the  lamp-black  was  calcined 
in  a  covered  crucible  placed  in  a  brass  furnace,  and  when  taken 
out  was  preserved  in  stoppered  bottles.  I  saw  a  good-sized  earth- 
enware crucible  filled  with  raw  lamp-black,  its  cover  luted  down, 
and  the  whole  put  aside  for  the  luting  to  dry,  preparatory  to 
ignition.  It  was  not,  however,  deemed  necessary  that  I  should 
actually  see  the  ignition,  which  is  a  very  common  laboratory  pro- 
cess ;  and  it  was  agreed  on  both  sides  that  the  black  powder  used 
should  be  taken  as  calcined  lamp-black. 

The  putty  was  made  by  a  strong-looking  youngish  man  named 
Plum.  It  was  made  on  a  table,  on  which  a  flat  piece  of  hard- 
looking  wood  had  been  screwed  down  as  a  fixture.  Some  calcined 
lamp-black  was  first  triturated  a  little  in  a  mortar,  and  then 
poured  on  to  muslin,  which  was  tied  into  a  bag.  A  suitable 
quantity  of  coal  tar  was  poured  on  the  board  and  dusted  with 
charcoal,  by  shaking  the  bag  over  it.  The  two  were  then  incor- 
porated by  using  a  rigid  iron  or  steel  tool,  shaped  much  like  a 
chisel,  but  not  ground  to  a  sharp  edge.  The  charcoal  was  repeat- 
edly added  by  small  quantities  at  a  time  during  the  process,  each 
fresh  charge  being  incorporated  before  the  next  was  added. 

When  the  work  had  progressed  some  way,  and  the  putty  was 
beginning  to  get  stiff,  Plum  evidently  used  considerable  force. 
Holding  the  end  of  the  tool  in  one  hand,  he  strongly  pressed  the 
tool  against  the  table  with  the  other  hand  applied  towards  the 
other  end  of  the  tool,  nipping  a  small  portion  of  the  putty  lump 
and  then  drawing  it  out  into  a  thin  layer  by  a  horizontal  motion. 
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The  lump  was  thus  nipped,  bit  by  bit,  till  the  whole  was  spread 
out,  when  the  putty  was  scraped  up  with  the  tool,  rolled  into  a 
lump  by  the  fingers,  and  the  process  repeated. 

The  quantities  of  tar  and  lamp-black  used  were  not  weighed ; 
the  workman  judged  by  experience  when  a  suitable  quantity  had 
been  added.  The  first  piece  we  saw  made  took  an  hour  and  ten 
minutes  in  the  making,  it  was  somewhere  about  as  big  as  a  hazel 
nut  When  rolled  into  a  baU  the  putty  may  be  squeezed  between 
the  thumb  and  forefinger  without  cracking  at  the  edge,  and 
hardly  blackens  the  fingers. 

Various  batches  of  tar  putty  were  made  during  our  visit,  and 
the  operation  doies  not  generaUy  take  so  long  as  above  mentioned. 
It  was  suggested  that  the  operation  might  be  facilitated  by  pass- 
ing the  putty  between  two  cylinders  almost  in  contact,  which 
were  made  to  revolve  with  very  unequal  velocities.  This  sug- 
gestion was  tried  next  day  with  a  slight  modification,  an  instru- 
ment being  employed  which  had  been  used  for  a  dififerent  purpose^ 
and  which  contained  two  brass  cylinders,  almost  touching,  move- 
able round  their  axes,  which  were  parallel,  one  cylinder  being 
turned  by  a  winch,  the  other  left  free.  On  trial,  the  putty  was 
forced  through  in  a  sheet,  with  powerful  shearing,  inasmuch  as 
the  free  cylinder  was  jammed  by  the  pressure  till  the  lump  had 
been  forced  through.  The  putty  used  in  the  actual  experiments 
was,  however,  hand-made,  as  heretofore. 

The  first  process  shown  us  in  applying  the  tar  putty  was  that 
of  rolling  out.  15  grains  of  the  putty  were  weighed  out  by  Mr. 
Gimingham,  and  given  to  a  boy  to  roll.  A  piece  of  plate  glass, 
ground  on  the  upper  surface,  which  lay  on  the  table,  was  covered 
with  fresh  white  blotting  paper,  which  was  kept  from  slipping  by 
turning  the  edges  under  the  glass.  The  weighed  ball,  having 
been  placed  upon  the  paper,  was  rolled  with  a  tool  formed  of  a 
smaller  piece  of  plate  glass,  ground  dull  underneath,  and  provided 
with  a  wooden  handle.  This  was  moved  backwards  and  forwards 
till  the  ball  was  rolled  out  into  a  cylinder  of  the  prescribed  length 
of  6  inches.  This  was  then  divided  into  lengths  of  1  inch,  and 
these  rolled  in  succession,  just  as  before,  to  a  length  of  6  inches, 
and  divided  into  1  inch  lengths.  These  were  rolled  out  to  the 
length  of  5  inches  to  make  the  final  filaments,  the  rolling  being 
done  as  before,  with  the  exception  that  the  under  glass  was  used 
bare,  and  that  a  spatula  might  occasionally  be  used  to  eflfecta 
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local  thinning.  The  total  length  of  filament,  if  undivided,  would 
thus  be  15  feet. 

The  filaments  prior  to  roasting  were  bent  into  different  shapes, 
sometimes  that  of  a  plain,  elongated  horse-shoe,  sometimes  that 
of  a  spiral 

The  chamber  used  for  the  firing  of  the  horse-shoes  was  a  rect- 
angular box  of  cast-iron,  with  a  loose  lid  of  the  same  material. 
The  box  was  about  6  inches  by  3,  and  1 J  inches  high. 

It  held  six  or  seven  horse-shoes  resting  on  the  bottom,  and  was 
first  shown  us  without  packing,  i.  e,,  with  nothing  but  air  over  the 
filaments  in  the  box.  The  lid  was  luted  down,  and  set  on  top  of 
the  furnace  to  dry,  and  get  moderately  hot.  It  was  then  inserted, 
put  into  the  furnace,  a  bit  of  silver  wire  put  on  the  lid  for  a  test, 
and  the  mouth  of  the  furnace  closed.  After  26  minutes  the 
furnace  was  opened,  the  silver  was  found  to  have  been  melted, 
and  the  box  was  taken  out  and  placed  on  an  iron  slab  to  cool. 
It  was  opened  about  15  minutes  later,  and  the  filaments,  while 
carbonised,  were  found  not  to  have  been  burnt  They  were  taken 
out,  and  handed  to  a  girl  to  shorten  slightly  to  a  measured  length 
and  mount  By  mounting  is  meant  attaching  the  ends  to  plat- 
inum wires,  so  as  to  secure  both  mechanical  and  electrical  con- 
nection. The  wires  had  previously  been  sealed  into  one  end  of 
a  glass  tube  which  was  left  open  at  the  other. 

In  mounting,  the  girl  bent  the  ends  of  the  wires  to  the  proper  dis- 
tance apart,  to  fit  the  width  of  the  base  of  the  horse-shoe.  She  then, 
with  a  hair  pencil,  put  on  the  ends  of  the  wires  small  quantities  of  a 
mixture  of  coal  tar  and  lamp-black,  applied  them  to  the  ends  of  the 
horse-shoe,  and  added,  with  the  pencil,  a  little  more  of  the  mixture 
when  the  filament  had  been  taken  up.  A  minute  jet  of  gas,  blown 
by  air,  lay  attached  to  the  table,  and  the  girl  put  the  wire  trans- 
versely into  the  jet,  so  that  the  heat  conducted  along  the  wire 
volatilised  the  hydro-carbons  in  the  mixture  without  burning  the 
filament  Minute  additions  of  the  mixture  were  made,  if  deemed 
required,  to  ensure  contact,  and  were  heated  as  before.  The  roast- 
ing was  completed  by  a  momentary  introduction  of  the  lump  into 
the  edge  of  the  flame. 

In  a  subsequent  experiment,  one  leg  of  a  filament  after  mounting, 
or  partial  mounting,  was  accidentally  snapped  just  above  the 
carbonised  mixture.  It  was  easily  mended  by  application  of  a 
little  of  the  mixture,  which  was  carbonised  a  little  beyond  or  at 
the  edge  of  the  flame. 
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Another  process  for  carbonising  the  junction  which  was  shown 
us  consisted  in  holding  the  filament  at  the  end  of  the  glass  tube 
over  a  small  disc  of  cast-iron,  which  was  heated  from  beneath  by  a 
blast  of  gas  and  air. 

Naturally  these  carbonised  filaments  are  tender,  and  require 
careful  handling.  Of  the  six  filaments  in  the.  first  box,  three  sur- 
vived, so  as  to  be  placed  mounted  in  the  hands  of  the  glass-blower 
for  insertion  into  lamps. 

The  carbonising  of  the  filaments  in  the  furnace  takes  half  an 
hour  or  so,  and  a  contrivance  was  shown  us  for  economising  time 
by  roasting  three  layers  of  horse-shoe  filaments  in  a  box  instead  of 
one  only.  For  this  purpose  cast-iron  plates  or  trays  are  provided 
with  short  feet  in  the  comers,  and  a  short  projection  in  the  middle 
on  the  upper  surface  to  lift  by.  There  is  room  for  two  trays  in  a 
box,  which  thus  holds  eighteen  or  twenty  horse-shoes.  A  box  full 
of  filaments  thus  arranged  were  carbonised  before  us. 

Three  other  processes  were  shown  us  for  carbonising  the  fila- 
ments in  the  rectangular  iron  box,  or  rather,  another  process  in 
three  varieties.  In  this  process,  the  box,  instead  of  being  left 
empty,  was  filled  with  a  packing  powder  of  some  kind.  A  little 
was  first  strewed  on  the  bottom,  then  a  layer  of  filaments  laid  on, 
then  more  packing  powder  put  in,  then  another  layer  of  filaments, 
and  then  the  box  was  filled  with  the  powder,  closed  with  the  lid, 
and  luted.  After  drying  and  warming  on  top  of  the  stove,  it  was 
put  in  and  fired  as  usual,  after  due  time  taken  out,  placed  on  the 
iron  slab  to  cool,  and,  when  cool  enough,  or  at  any  subsequent  time, 
opened. 

In  opening,  the  lid  was  first  taken  off,  then  a  sheet  of  paper  put 
over,  and  bent  over  the  sides ;  then,  the  paper  being  held  against 
the  sides  of  the  box,  the  whole  was  turned  upside  down  on  a  table, 
the  box  lifted  rather  gently,  so  as  to  avoid  as  far  as  might  be  a 
rush  of  powder,  and  then  the  heap  cautiously  searched  for  filaments. 

When  the  box  of  filaments  was  left  empty,  the  carbonised  fila- 
ments were  almost  always  found  whole,  and  could  be  easily  taken 
out ;  when  packing  was  used,  there  seemed  to  be  more  liability  to 
breakage,  whether  it  were  in  the  slipping  down  of  the  powder  into 
a  slant-sided  heap,  or  in  the  subsequent  search.  There  was  usually 
a  certain  amount  of  loss  this  way. 

Experiments  were  shown  us  with  three  kinds  of  packing,  viz., 
powdered  wood  charcoal,  kaolin,  and  silver  sand.    The  process  was 
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just  the  same  in  the  three  cases,  and  in  each  case  the  filaments 
came  out  carbonised  and  not  reduced  to  ash,  of  which  I  may  here 
say  once  for  all  I  saw  no  sign  in  the  experiments  made  at  Ponder's 
End. 

The  filaments  of  whatever  kind  and  shape  were  usually  con- 
nected mechanically  and  electrically  with  the  platinum  wires  by  the 
process  already  described;  but  we  were  shown  also  a  diflFerent 
process  as  applied  to  horse-shoe  filaments.  In  this  the  ends  of 
the  filaments  were  connected  with  short  platinum  wires  by  means 
of  little  bits  of  tar  putty  rolled  between  the  thumb  and  forefinger. 
The  filaments  were  roasted  as  before  in  a  rectangular  iron  box  with 
charcoal  packing.  The  carbonisation  of  the  connecting  bits  of  tar 
putty  was  thus  effected  simultaneously  with,  instead  of  subsequently 
to,  that  of  the  filaments.  The  platinum  wires  which  went  in 
bright  came  out  dull,  but  the  change  appeared  to  be  merely  super- 
ficial, and  the  wires  were  not  rendered  brittle,  but  could  be  bent 
without  breaking.  The  platinum  ends  were  connected  with  the 
ends  of  the  wires  that  had  been  sealed  in  glass  by  small  brass 
clamps,  consisting  of  short  hollow  cylinders  with  a  side  screw. 

Another  form  of  filament  of  which  numerous  examples  were 
shown  us  was  that  of  a  spiral.  To  make  spirals,  the  five-inch  fila- 
ments had  first  small  bits  of  tar  putty  attached  to  their  ends  by 
rolling  a  little  with  the  finger.  These  were  destined  merely  to 
serve  as  weights  for  a  temporary  purpose.  To  form  spirals,  the 
weighted  filaments  were  wound  round  bobbins,  consisting  usually 
of  short  sticks  of  pipe  clay  ware,  with  a  strip  of  paper  wound  two 
or  three  times  round  the  middle.  Different  kinds  of  paper  were 
used  to  vary  the  experiment  The  weighted  filament,  having  been 
placed  astride  the  bobbin,  was  coiled  round  it,  generally  with  two 
turns,  the  weighted  ends  hanging  down  at  the  two  sides  of  the 
cylinder,  which  was  held  approximately  horizontal.  There  was 
room  for  two  spirals  on  one  bobbin. 

The  spirals  were  roasted  in  pots  of  cast-iron  shaped  like  galley 
pots,  about  three  inches  high  by  two  and  a  half  wide.  They  were 
cast  with  upright  projections  inside  terminating  in  Y*s,  in  which  the 
ends  of  the  bobbins  rested.  They  had  lids  to  fit,  and  the  fitting 
was  so  good  that  luting  was  dispensed  with,  except  in  two  or  three 
cases  near  the  end  of  the  experiments,  when  old  pots  were  used  in 
which  the  iron  had  scaled. 

The  warming  and  roasting  were  done  just  as  before.     When  the 
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pots  were  opened,  it  required  careful  handling  to  separate  the  car- 
bonised filaments  from  the  debris  of  the  paper  and  take  them  off 
from  the  bobbins.     Many  came  to  grief  in  the  process. 

Another  process  shown  us  for  the  management  of  the  spirals 
involved  the  use  of  a  helix  of  thin  copper  wire.  A  suitable  length 
of  helix  was  taken,  the  spires  pulled  out  slightly,  so  that  they  were 
the  fiftieth  of  an  inch  or  so  apart,  and  the  helix  slipped  over  the 
paper-covered  bobbin.  The  weighted  filament  was  then  rolled  on 
so  as  to  lie  between  the  spires.  After  roasting,  the  carbonised 
spiral  and  copper  helix  were  cautiously  slipped  off  from  the  bobbin 
together,  and  the  copper,  which  had  served  as  a  support  to  the  fila- 
ment during  this  process,  was  then  dissolved  off  by  nitric  add,  and 
the  carbonised  filament  was  washed  with  water  and  dried. 

A  few  filaments  were  tried  without  weights.  They  came  out  of 
the  furnace  misshapen  and  unsightly,  but  in  other  respects  I  am  not 
aware  that  there  was  any  particular  difference. 

Some  sticks  of  chalk  tapering  a  little,  prepared  for  writing  pur- 
poses, happened  to  be  lying  on  the  table,  and  one  on  the  defendants* 
side  suggested  that  they  might  be  tried  without  a  paper  covering, 
as  affording  an  unyielding  support.  Some  were  cut  accordingly  to 
the  proper  length  to  rest  on  the  Y^s,  and  weighted  filaments  wound 
on  the  bare  chalk.  After  roasting  in  the  furnace,  one  came  out 
broken,  but  the  rest  were  slipped  off  the  chalk  with  ease  and  safety. 

Some  tar  putty  filaments  were  rolled  out  a  good  deal  fiiner  than 
those  above  mentioned,  the  same  or  a  slightly  less  weight  of  tar 
putty  being  rolled  into  36  portions  of  12  instead  of  5  inches 
length.  The  fine  filaments,  measured  under  a  microscope,  proved 
to  be  about  0.0066  inch  diameter ;  allowing  for  the  difference  of 
length,  this  makes  the  thicker  first  mentioned  about  0.01  inch 
diameter.  The  fine  filaments  were  cut  to  a  suitable  length,  bent 
into  horse-shoes,  and  carbonised  in  the  empty  iron  box  as  before, 
and  the  subsequent  treatment  calls  for  no  special  remark. 

We  were  also  shown'  the  coating  of  tar  putty  filaments  —  with 
other  material.  The  first  shown  was  asbestos  powder,  used  as 
purchased.  The  glass  plate  being  covered  with  white  blotting 
paper,  a  small  quantity  of  the  powder  was  put  on  quite  thin,  and 
the  filament,  being  laid  on  the  paper,  was  rolled  backwards  and 
forward  through  a  small  space  only  with  the  upper  glass  tool 
The  finished  filament  was  somewhat  lighter  in  colour,  and  on 
being  viewed  through  a  pocket  lens  was  seen  to  be  studded  with 
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particles  of  asbestos,  between  which  the  dark  surface  of  the  tar 
putty  showed  itself.  The  other  substances  used  were  silica  (in  the 
form  of  kieselguhr)  and  kaolin.  As  the  treatment  did  not  differ 
from  that  used  in  the  case  of  asbestos,  it  was  not  thought  necessary 
that  I  should  actually  see  it. 

Another  material  used  for  filaments  was  a  mixture  of  tar  putty 
with  oxide  of  zinc.  Eighty  grains  of  tar  putty  and  twenty  of 
oxide  of  zinc  were  weighed  out  and  given  to  Plum  to  incorporate, 
which  was  done  in  a  manner  similar  to  the  incorporation  of  the 
lamp-black  in  the  process  of  making  the  tar  putty  itself.  The  fin- 
ished material  appears  to  be  somewhat  less  plastic  than  the  tar 
putty.  Twenty-five  grains  were  rolled  out,  as  before,  and  made 
into  thirty-six  one-inch  lengths,  which  were  rolled  again  to  five 
inches.  A  fine  thread,  rubbed  with  coal  tar,  was  stretched  beside 
the  filament  when  it  had  attained,  or  nearly  so,  its  proper  length, 
and  the  two  rolled  together  with  the  upper  glass  tool.  This,  pre- 
sumably, was  designed  to  render  the  subsequent  winding  safer; 
but  filaments  of  tar  putty  with  zinc-oxide  were  also  used  without 
thread,  and  thread  was  sometimes  incorporated  in  plain  tar  putty 
filaments,  sometimes  having  been  previously  rubbed  with  coal  tar 
and  sometimes  not 

Another  mixture  we  saw  used  was  tar  putty  and  camphor. 
Eighty  grains  of  tar  putty  were  incorporated  with  twenty  grains 
of  camphor.  The  finished  material  seemed  to  be  more  plastic  than 
the  tar  putty,  and  was  readily  rolled  out,  except  that  the  filaments 
seem  rather  disposed  to  stick  to  the  glass,  which  had  to  be  cleaned 
occasionally  with  spirit,  or  some  hydro-carbon. 

We  were  also  shown  the  carbonisation  of  various  fine  vegetable 
fibres,  Mexican  fibre,  bamboo,  and  others,  which  was  done  in  the 
rectangular  box  packed  in  one  experiment  with  charcoal,  in  an- 
other with  sand,  another  with  kaolin.  Some  of  the  more  springy 
fibres  were  kept  in  the  horse-shoe  shape  by  elongated  loops  of  thin 
copper  wire,  into  which  the  ends  were  inserted.  On  opening  the 
box  after  it  had  been  fired  in  the  furnace,  and  had  got  sufficiently 
cool,  the  fibres  in  each  case  were  found  to  be  carbonised,  and  not 
reduced  to  ash. 

The  operations  of  the  glass-blower  in  inserting  the  mounted 
filaments  into  the  globes  destined  to  form  lamps  need  not,  I  pre- 
sume, be  described.  The  globe  at  the  opposite  end  opened  out 
into  a  tube,  a  thinned  portion  of  which  was  intended  to  be  sealed 
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to  the  Sprengel  exhausting  pump.  Each  lamp  was  sealed  in  an 
upright  position  to  the  top  of  a  vertical  tube  belongiug  to  the  sys- 
tem of  the  Sprengel,  and  just  below  the  place  where  the  lamp  was 
sealed  was  a  circle  of  small  jets  of  gas,  the  hot  air  from  which 
warmed  the  lamps  during  exhaustion.  Asbestos  muffs  were  put 
round  the  lamps  and  circle  of  jets  to  assist  in  the  warming.  When 
the  operator  was  satisfied  with  the  amount  of  exhaustion,  the  tube 
was  melted  near  the  bulb,  and  the  lamp  taken  off  as  finished. 

The  lamps,  when  measured,  were  taken  into  the  testing  room  to 
be  measured  for  candle  power,  current,  and  voltage.  The  condi- 
tion in  which  they  were  measured  was  that  in  which  the  current 
was  such  as  to  give  what  was  judged  by  the  eye  to  be  about  the 
proper  brightness  to  the  filament  I  saw  nineteen  lamps  thus 
treated,  of  which,  however,  two  gave  way.  The  lamps  were  then 
run  for  duration.  During  the  three  or  four  hours  I  was  there, 
after  the  running  commenced,  one  gave  way  after  a  life  of  two 
hours  twenty-five  minutes.  I  have  received  a  list,  dated  June  21st, 
and  signed  by  Dr.  Hopkinson  on  part  of  the  plaintiffs,  and  Mr. 
Sellon  on  part  of  the  defendants,  giving  the  results  up  to  date. 
Seventeen  lamps  had  died  after  an  average  life  of  12.7  hours,  and 
twelve  were  still  running  after  an  average  run  of  32.6  hours. 

The  experiments  shown  us  at  Mr.  Crookes's  laboratory  related 
chiefly  to  (1)  the  preparation  of  tar  putty;  (2)  the  carbonisation 
of  vegetable  fibres  and  tar  putty  filaments  in  cnicibles;  (3)  the 
effect  of  calcination  in  charcoal  packing  on  the  platinum  ends  of 
filaments  mounted  before  carbonisation ;  (4)  the  effect  of  passing 
a  current  through  a  filament  coated  with  fire  clay. 

1.  The  coal  tar  used  had  been  purchased  at  a  neighbouring 
shop ;  it  seemed  rather  more  fluid  than  that  used  at  Ponder's  End. 
The  lamp-black  was  purchased  at  the  same  shop,  and  had  been 
calcined  in  a  covered  crucible  for  about  three  hours  a  couple  of 
days  before  it  was  used,  and  when  sufficiently  cold  had  been  put 
into  a  stoppered  bottle.  A  small  quantity  of  coal  tar  was  taken 
and  weighed ;  it  weighed  eighty-two  grains.  A  sufficiency  of  cal- 
cined lamp-black  was  put  into  a  small  bottle  and  weighed,  in  order 
to  ascertain  in  the  end,  by  difference,  how  much  had  been  used  in 
bringing  the  tar  putty  to  the  proper  consistence.  The  two  were 
incorporated  on  a  table,  by  the  use  of  a  spatula  of  elastic  steel ; 
one  spatula  was  three  inches  broad,  the  other  barely  an  inch ;  the 
broader  one  was  chiefly  used.     After  about  seventeen  minutes'  work, 
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the  tar  patty  was  deemed  to  have  attained  the  prescribed  consist- 
ence, which  was  judged  of  by  comparison  with  common  putty,  of 
which  two  lumps,  of  different  stiffness,  lay  on  the  table.  A  little 
more  lamp-black  had  been  added  in  this  case  about  a  minute  and  a 
half  before  finishing. 

Some  more  tar  putty  was  made  next  day  in  a  manner  in  the 
main  the  same,  being  chiefly  worked  on  this  occasion  with  the 
broad  spatula  I  will  call  the  tar  putty  made  as  described  in 
this  and  the  preceding  paragraph  "tar  putty  A,"  or  simply  tar 
putty. 

Some  tar  putty  was  also  made  by  persons  on  the  defendants' 
side  in  imitation  of  the  process  they  had  seen  at  Ponder's  End. 
The  mixing  was  done  on  a  ground  glass  plate,  with  a  chisel  instead 
of  an  elastic  spatula,  using  much  force  in  pressing  down  the  chisel 
on  the  putty  and  spreading  out  the  putty  on  the  plate.  The  opera- 
tors relieved  one  another  in  the  work,  which  was  continued  for  full 
an  hour  and  a  half.     I  will  call  the  putty  thus  made  "  tar  putty  B." 

A  portion  of  "  tar  putty  A  "  was  rolled  into  a  ball,  and  squeezed 
between  the  thumb  and  forefinger.  It  developed  cracks  at  the 
edge,  and  strongly  blackened  the  fingers.  The  tar  putty  we  had 
seen  at  Pender's  End  on  being  squeezed  came  ofif  from  the  fingers, 
leaving  hardly  any  stain  of  lamp-black.  On  rolling  a  good-sized 
piece  of  "  tar  putty  A "  between  the  two  hands  so  as  to  form  a 
thick  roll,  holding  the  two  ends  of  the  roll  with  the  fingers  of  the 
two  hands,  and  drawing  it  out  a  bit,  it  could  be  pushed  back  for 
some  way  with  hardly  any  force,  behaving  in  this  respect  like  a 
chain  and  resembling  common  putty,  which  shows  the  same  thing, 
though  less  strikingly.  The  roll  of  tar  putty  on  being  squeezed 
became  more  shiny  on  the  surface  of  the  part  where  thickened, 
indicating  the  oozing  out  of  a  more  fluid  portion  of  the  mixture. 

Professor  S.  Thompson  rolled  out  a  filament  of  tar  putty.  The 
rolling  was  done  on  ground  glass,  by  means,  partly  of  a  spatula, 
partly  the  finger,  the  latter  being  chiefly  trusted  to  when  the  fila- 
ment became  thin.  The  filament  was  made  pretty  uniform  by 
rolling  any  part  which  seemed  thicker  than  the  rest  The  rolling 
was  continued  till  the  thickness  seemed  to  the  eye  to  match  a 
figure  contained  in  the  Edison  specification.  The  finger  was 
dipped  into  lamp-black  to  keep  the  tar  putty  from  sticking. 

Attempts  were  made  to  form  coils  with  this  tar  putty,  by  wind- 
ing it  round  copper  spirals  formed  in  imitation  of  a  drawing  in  the 
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specification,  but  cracks  were  developed,  and  evidently  the  mate- 
rial would  not  hold  together. 

Ten  grains  of  this  tar  putty  were  incorporated  with  two  grains 
of  camphor,  the  two  being  worked  together  with  a  spatula  on  a 
tabla  The  mixture  passed  into  the  condition  of  a  sticky  fluid, 
and,  therefore,  some  more  lamp-black  was  added  and  incorporated, 
to  make  it  suitable  for  working. 

Later  on  a  filament  was  made  from  tar  putty  B,  and  wound 
round  a  copper  spiral.  The  winding  was  accomplished  without 
difficulty,  and  cracks  were  not  developed,  though  the  diameter  of 
the  spirals  was  considerably  less  than  that  of  the  bobbins  that  we 
had  seen  at  Ponder's  End.  Moreover,  this  tar  putty,  on  being 
squeezed,  hardly  soiled  the  fingers,  and  on  being  a  good  deal 
flattened,  hardly  developed  cracks  at  the  edge. 

2.  In  Mr.  Crookes's  laboratory,  the  carbonising  was  done  in 
ordinary  earthenware  crucibles  of  a  size  to  hold  three  or  four 
fluid  ounces.  This  sort  of  crucible  is,  of  course,  to  a  certain 
extent  porous,  and  to  test  the  porosity  a  fresh  one  was  filled 
with  water  and  set  on  four  thicknesses  of  blotting  paper.  After 
an  hour  the  paper  was  wetted  over  a  circle  about  the  size  of  a 
crown  piece ;  after  four  hours  the  wet  patch  looked  more  than 
three  inches  in  diameter. 

One  hundred  pieces  of  vegetable  filaments  or  strips,  consisting 
of  card,  paper,  dark  paper,  chemically  prepared  cellulose,  wood 
shaving,  thin  cotton,  thicker  cotton,  were  put  into  an  empty 
crucible,  luted  down,  the  luting  dried,  the  warm  crucible  put 
into  a  furnace,  where  it  was  left  for  an  hour  and  a  half.  On 
taking  out  the  crucible,  the  heat  was  found  to  have  been  sufficient 
to  melt  copper  as  well  as  silver  wire.  On  opening  the  crucible 
when  cold,  nothing  was  found  but  white  ash. 

A  similar  crucible  was  similarly  filled,  with  the  exception  that 
the  vegetable  substances  were  embedded  in  sand  packing.  This 
was  fired  for  an  hour  only.  On  opening,  a  portion,  believed  to  be 
the  card,  was  found  reduced  to  white  ash ;  another  portion  was 
carbonised,  but  not  reduced  to  white  ash.  It  was  not  thought 
necessary  to  repeat  the  experiment,  because  it  was  not  disputed 
that  under  the  circumstances  of  the  experiment  the  vegetable 
substances  would  have  been  reduced  to  ash,  had  the  firing  been 
continued  for  a  couple  of  hours. 

A  third  crucible  contained  three  tar  putty  horse-shoes,  and  a 
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fourth  with  platinum  ends,  and  was  packed  with  charcoal.  On  firing 
and  opening,  all  came  out  broken,  and  studded  all  over  with  charcoal. 
On  attempting  to  clean  them  with  a  camel*  s-hair  pencil,  the  pieces 
broke  up  still  further.    They  were,  in  fact,  quite  unmanageable. 

A  fourth  contained  a  single  spiral  of  threaded  tar  putty,  wound 
on  a  carbon  stick  of  two  millimetres  diameter.  On  firing  and 
opening,  it  was  broken  in  taking  out,  and  could  not  be  separated 
from  the  core. 

A  fifth  contained  two  horse-shoes  of  camphorated  tar  putty. 
After  treatment  as  before,  these  were  taken  out  whole.  Most  of 
the  charcoal  that  stuck  to  them  was  brushed  off  with  a  camel's- 
hair  pencil 

As  I  have  mentioned  platinum  ends,  I  may  say  here  that  the 
short  platinum  wires  were  attached  to  the  ends  of  filaments  in 
much  the  same  way  as  we  had  seen  at  Ponder's  End,  only  a  mix- 
ture of  coal  tar  and  plumbago  was  used,  instead  of  a  mixture  of 
coal  tar  and  lamp-black.  When  it  was  desired  to  keep  the  ends  of 
a  horse-shoe  the  proper  distance  apart  during  firing  in  the  crucible, 
a  thread  of  melting  glass  was  passed  round  the  platinum  ends. 

3.  The  ends  of  the  spiral  in  the  fourth  crucible  had  been  pro- 
vided with  platinum  wires.  These  came  out  altered  in  appear- 
ance, but  the  memorandum  in  my  note-book  is,  "Platinum  not 
much  dulled."  In  one  case  shown  us,  the  action  on  the  platinum 
ends  had  gone  so  far  that  the  wires  were  rendered  quite  brittle ; 
but  I  cannot  recollect  for  certain  whether  this  was  one  of  those 
fired  in  charcoal  packing  during  our  visit  or  before. 

4.  The  effect  of  coating  a  filament  with  an  earthy  substance  was 
thus  triei  Fire  clay  was  rubbed  in  a  mortar,  mixed  with  much 
water,  and  the  finer  parts  separated  by  levigation  and  collected  on 
a  filter.  The  word  "  mud  "  will  hereinafter  be  used  to  denote  the 
material  thus  prepared. 

Tarred  thread  was  rolled  with  a  little  lamp-black,  between  glass 
and  glass ;  then  more  tar  put  on,  and  the  thread  rolled  with  lamp- 
black, so  as  to  form  a  sort  of  tar  putty  made  on  the  thread.  Four 
horse-shoe  filaments  were  painted  with  mud,  allowed  to  dry, 
painted  again,  and  so  on  till  the  diameter  was  two  or  three  times 
that  of  the  original  filament.  When  dry,  they  were  fired  as  usual 
in  a  crucible  with  charcoal  packing. 

To  mount  mud-cased  filaments  of  this  kind,  the  ends  of  the 
platinum  wires  sealed  in  glass  were  bent  into  minute  rings,  into 
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which  the  legs  of  the  horse-shoe  were  inserted,  and  attached  by 
the  coal  tar  and  plumbago  mixture,  which  was  in  contact  with 
both  the  platinum  and  the  core  of  the  filament ;  and  more  effectu- 
ally as  regards  the  latter  if  the  mud  coating  happened  to  be 
broken  off  near  the  end  of  the  horse-shoe.  The  cement  was 
heated,  as  usual  with  attachments,  to  carbonise  it. 

Two  lamps  were  made  with  uncoated,  and  three  with  mud- 
coated  horse-shoes.  These  lamps  were  sealed  in  succession  on  to 
the  Sprengel  pump  and  exhausted.  The  bulbs  were  not  heated 
during  exhaustion;  the  action  of  the  pump  was  continued  till 
the  gauge  was  sensibly  level  with  the  barometer.  It  was  then 
stopped  and  the  current  allowed  to  pass. 

Lamp  No.  1  was  of  uncoated  thread  When  the  current  was 
let  on  a  bright  point  appeared  at  the  junction  of  one  leg  with  the 
base ;  an  interruption  of  continuity  was  almost  immediately 
formed,  giving  an  arc  discharge,  which  was  known  by  the 
appearance  of  two  very  brilliant  points,  at  first  almost  coincident, 
and  in  three  minutes  the  lamp  went  out,  showing  a  gap  of  about 
the  20th  of  an  inch  between  the  end  of  the  leg  and  the  base. 

Lamps  Nos.  2,  3,  and  5  were  of  mud-coated,  tar  puttied  thread. 
These  were  exhausted  in  succession,  the  pump  stopped,  but  the 
lamp  not  sealed  off  from  it,  but  the  current  let  pass  while  the 
bulb  was  still  open  to  the  gauge. 

When  the  current  was  let  on  to  No.  2,  it  was  raised  to  redness. 
As  soon  as  the  current  (0.1  ampere)  and  the  resistance  was 
measured,  the  current  was  increased  till  the  lamp  got  to  full 
brightness,  but  it  died  in  about  two  minutes  after  the  current 
was  first  let  on.     The  bulb  was  discoloured. 

In  the  case  of  No.  3,  with  a  current  of  4.  7  amperes  and  resistance 
of  34  ohms,  the  horse-shoe  was  red.  There  was  a  crack  in  the  mud- 
coating  extending  over  about  one-third  of  the  whole  length.  The 
core  seen  through  the  crack  was  much  brighter  than  the  coating. 
There  was  a  slight  depression  of  the  gauge,  the  bulb  remained  clear. 
The  pump  was  worked  for  a  bit  to  bring  the  gauge  to  match  the 
barometer  nearly,  and  the  current  was  then  raised  to  6.6  ampferes. 
The  bulb  now  began  to  be  a  little  discoloured,  and  at  twelve  min- 
utes from  the  first  letting  on  of  the  current  an  arc  discharge  was 
formed,  which  was  known  by  the  formation  of  bright  points  which 
crept  along  the  horse-shoe.  The  lamp  went  out  at  nineteen  min- 
utes from  first  letting  on  the  current.    The  gauge  was  found  to 
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be  very  sensibly  depressed  at  the  end,  half  an  inch  or  so.  Mr. 
Crookes  mentioned  that  he  had  called  our  attention  to  the  fact 
that  the  gauge  went  down  before  the  arc  W6is  formed.  I  cannot 
speak,  to  this  from  my  own  knowledge,  as  my  attention  was 
taken  up  with  watching  the  changes  of  the  filaments,  and  making 
memoranda. 

A  lamp  (No.  4)  similar  to  No.  1  was  exhausted,  but  on  letting 
on  the  current  there  was  a  momentary  spark  and  the  lamp  was 
destroyed. 

Finally  a  lamp  (No.  5)  similar  to  No.  2  was  exhausted,  and  the 
current  let  on.  With  a  current  of  less  than  0.25  ampere  the 
horse-shoe  was  red,  the  brightness  not  uniform.  The  current 
was  increased  till  an  arc  discharge  began,  when  two  very  bright 
points  appeared,  one  near  the  base  of  one  leg,  the  other  travelling 
up  the  leg.  Before  that  the  lamp  had  been  fairly  bright,  but  not 
nearly  of  the  proper  brightness.  During  the  life  of  the  arc  the 
gauge  went  steadily  down,  the  depression  measured  at  the  end 
eleven  millimetres,  indicating  a  pressure  of  gas  amounting  to  about 
1.704  of  an  atmosphere  in  a  volume  equal  to  that  of  the  bulb,  plus 
that  of  the  space  above  the  mercury  in  the  fall  tube  and  gauge  of 
the  Sprengel,  not  taking  account  of  the  narrow  connecting  tubes. 

After  argument, 

Mr.  Justice  Kay  gave  judgment  for  the  defendants,  and  the 
plaintiffs  appealed. 

The  points  argued  before  the  Court  of  Appeal,  in  so  &r  as  the 
ground  of  the  contention  and  evidence  differed  from  the  case  of 
Edison  and  Swan  Electric  Light  Co.  v.  Woodhouse  (supra),  suffi- 
ciently appear  from  the  judgments  in  the  Court  of  Appeal,  which 
were  as  follows :  — 

Cotton,  L.  J. :  — 

On  the  appeal  in  the  former  action  (Edison  &  Co,  v.  Woodlifms^ 
there  was  a  difference  of  opinion  between  myself  and  the  other 
LoBDS  Justices  as  to  the  true  construction  of  the  specification, 
but  I  consider  myself  bound  by  the  decision  of  the  Court  on  that 
point,  and  in  my  opinion,  except  on  questions  of  fact,  which,  of 
course,  must  be  decided  by  the  evidence  in  this  action,  the  Court 
ought  to  consider  itself  bound  by  the  previous  judgment.  In  the 
previous  case  the  Court  held  that  if  there  was  no  anticipation  of 
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the  invention  claimed  by  Edison,  it  was  a  good  subject-matter  for 
a  patent,  being  for  a  combination,  many  parts  of  which  were  not 
new,  but  which  was  rendered  useful  by  a  carbon  bridge  or  burner, 
described  as  a  filament,  which  the  majority  of  the  Court  held  not 
to  be  confined  to  the  particular  things  described  as  filaments  in 
the  specification,  but  I  think  held  that  it  must  possess  the  charac- 
teristics pointed  out  in  the  specification,  must  be  substantially  the 
same  as  regards  these  characteristics,  as  the  particular  filaments 
described  in  the  specification. 

Then  there  was  a  great  effort  made  to  contest  the  utility  of  the 
invention.  This  was  principally  based  on  the  contention  that  no 
successful  incandescent  lamps  were  made  in  accordance  with  the 
specification  of  10th  November,  1879,  and  without  further  improve- 
ments. Inventions  for  the  improvement  of  the  carbon  filaments 
followed  quickly  on  the  patent  of  November,  1879,  which  greatly 
assisted  in  the  manufacture  and  durability  of  the  burner  of  the 
incandescent  lamp  of  November,  1879.  That,  in  my  opinion,  was 
a  useful  combination ;  and  a  patent  is  not  to  be  defeated  simply 
because  subsequent  inventions  improved  the  patented  article,  or 
because  in  consequence  of  subsequent  improvements  no  article 
was  in  fact  made  in  accordance  with  the  specification.  But  in 
my  opinion  it  is  established  by  the  evidence  that  in  fact  incan- 
descent lamps  were  made  by  Edison  in  accordance  with  the  speci- 
fication of  10th  November,  1879,  and  even  sent  by  him  to  Dr. 
Hopkinson,  and  publicly  run  by  him  in  March,  1880.  I  do  not 
see  any  fact  now  brought  before  us  which  ought  to  induce  the 
Court  to  depart,  or  would  justify  the  Court  in  departing,  from 
the  previous  decision  of  the  Court  on  the  question  of  the 
invention  being  useful,  and  being  good  subject-matter  for  a 
patent. 

But  we  then  come  to  the  objection  of  want  of  novelty,  which  is 
a  question  of  fact  The  only  alleged  anticipation  which  I  need 
consider  is  that  of  the  Swan's  Newcastle  lamp.  In  the  previous 
case,  on  the  evidence  then  before  us,  I  thought  this  lamp  would, 
on  the  construction  put  by  the  majority  of  the  Court  on  the  speci- 
fication, be  an  anticipation.  How  does  the  evidence  now  stand  ? 
It  is  now  admitted  that  the  carbon  burner  of  Swan's  lamp  was 
formed  into  its  shape  before  it  was  carbonised ;  and  this  removes 
one  of  the  points  much  relied  on  by  the  plaintiffs  in  the  former 
action.     But  we  have  now  evidence,  which  was  not  before  the 
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Court  in  the  former  action,  of  what  was  being  done  by  Mr.  Swan 
and  by  Mr.  Steam  after  the  experimental  trial  of  this  lamp.  We 
have  the  evidence  of  Mr.  Swan  and  of  Mr.  Steam.  We  have  had 
before  us  the  Newcastle  lamp,  and  we  have  the  letters. written  by 
Steam  to  Swan  in  1879  and  1880,  which  were  apparently  admitted 
by  counsel  to  show  what  was  being  done  by  Swan  and  Steam. 
We  see  that  the  Newcastle  lamp  was  treated  by  them  as  a  failure, 
and  that  their  attempt  to  correct  its  defects  led  to  lamps  which 
differed  more  widely  than  did  the  Newcastle  lamp  from  the  lamp 
described  in  Edison's  patent  This  evidence  assists  the  conclu- 
sion at  which  the  Court  arrived  in  the  former  action,  that  Swan's 
lamp  of  1879  was  not  a  success,  and,  I  think,  enables  me  to  come 
to  the  conclusion  that  this  lamp  was  an  experiment  which  failed 
and  was  abandoned,  and  that  the  difference  introduced  by  Edison 
was  one  which  changed  failure  into  success.  But  it  was  con- 
tended by  the  respondents  that,  in  fact,  Swan  had  used  for  electric 
lighting  incandescent  lamps  with  carbonised  thread  burners  before 
the  10th  November,  1879.  Two  witnesses,  Proctor  and  Heaviside, 
stated  that  carbonised  thread  lamps  were,  in  1879,  used  by  Swan. 
There  is  no  ground  for  imputing  dishonesty  to  these  witnesses, 
but  there  was  direct  evidence  by  Swan  that  he  did  not  make  any 
thread  carbon  lamp  before  1880,  or  before  a  fire  the  date  of  which 
is  fixed  as  17th  January,  1880,  and  I  am  satisfied  that  the  wit- 
nesses were  mistaken  in  fixing  the  date  as  1879.  Beliance  was 
placed  by  the  respondents  on  a  lamp  made  by  Bemstein,  not  as  an 
anticipation  of  Edison's  patent,  for  it  was  not  made  till  after 
1879,  but  as  showing  that  Swan's  lamp  was  a  practically  useful 
ona  But  though  Bemstein's  lamp  has  a  bridge  or  conductor,  a 
pencil  of  carbon  like  Swan's  Newcastle  lamp,  it  has  a  different 
junction  with  the  leading  wires,  which  probably  obviates  some  of 
the  difficulties  which  prevented  Swan's  lamp  becoming  a  success. 

Then  I  come  to  an  objection  which  was  much  relied  on  by  the 
defendants,  which  was  not  raised  in  the  former  action,  and  which 
is  now  supported  by  a  great  deal  of  evidence.  The  objection, 
taken  as  a  whole,  was  that  the  specification  did  not  sufficiently 
show  how  the  invention  is  to  be  carried  into  effect  It  is  neces- 
sary that  this  should  be  done,  so  as  to  be  intelligible  and  to 
enable  the  thing  to  be  made  without  further  invention;  not  as 
was  pressed  on  us  by  an  ordinary  workman,  but  by  a  person 
described  by   Lord    Ellenborough    in    Huddart    v.    Orimshaw 
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(Webster's  Patent  Cases,  pp.  85-87),  as  a  person  skilled  in  the 
particular  kind  of  work,  or  as  said  by  Lord  Loughborough  in 
Cartwright  v.  Nightingale  (Webster's,  p.  6),  a  person  conversant 
in  the  subject  But  in  my  opinion  it  is  not  necessary  that  such  a 
person  should  be  able  to  do  the  work  without  any  trial  or  experi- 
ment, which,  when  it  is  new,  or  especially  delicate,  may  fre- 
quently be  necessary,  however  clear  the  description  may  be. 

One  of  the  principal  subjects  of  attack  was  that  part  of  the 
specification  which  gave  directions  for  making  a  combination  of 
lamp-black  and  tar  to  form  a  material  to  make  the  filament  to  be 
carbonised.  Before  the  experiments  which,  by  the  directions  of 
Mr.  Justice  Kay,  were  made  under  the  supervision  of  Professor 
Stokes,  the  defendants'  witnesses  said  that  useful  filaments  could 
not  be  made  out  of  the  material,  and  Professor  Crookes  was  par- 
ticularly strong  in  his  ridicule  of  the  idea  that  tar  putty  could  be 
practically  useful.  Gimingham,  a  young  man  in  the  employ  of 
the  plaintiffs,  produced  and  proved  lamps  with  burners  made  of 
tar  putty  filaments,  and  after  the  experiments  made  before  Pro- 
fessor Stokes,  the  defendants  contended  before  us,  without  any 
support  from  the  evidence,  that  the  material  could  not  be  effectually 
prepared  without  a  trade  secret,  which  they  said  had  only  recently, 
during  the  course  of  the  trial  of  the  action,  come  to  the  knowledge 
of  the  plaintiffs,  and  probably  had  been  communicated  from 
America.  It  was  said  that  the  secret  was  the  necessity  of  knead- 
ing the  material  for  a  length  of  time,  and  with  the  exercise  of 
great  pressure.  In  fact,  Gimingham  had  for  the  trial  of  the 
previous  action  made  lamps  with  tar  putty  filaments  which  were 
made  exhibits  in  this  action,  and  though  there  are  no  express 
directions  in  the  specification  how  this  tar  putty  is  to  be  prepared, 
it  is  stated  that  the  material  can  be  rolled  into  threads  as  small  as 
7/lOOOths  of  an  inch ;  and  I  think  it  would  be  obvious  to  any  intel- 
ligent workman  who  wished  to  prepare  the  material,  that  it  must  be 
kneaded  so  as  to  make  it  perfectly  homogeneous,  and  to  prevent 
any  breaking  of  the  thread  in  consequence  of  any  particle  of  lamp- 
black not  being  perfectly  amalgamated  with  the  tar.  I  think  that 
this  objection  fails. 

But  it  was  contended  that  lamps  with  tar  putty  filaments  had 
not  sufficient  endurance  to  make  them  practically  useful.  No 
point  was  made  of  this  before  Professor  Stokes,  so  that  no  experi- 
ments were  made  to  test  this  question.     In  fact,  on  the  evidence 
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before  us,  many  of  these  lamps  were  shown  to  have  run  for  a  suffi- 
cient time  to  prove  that  they  could  not  be  considered  failures  in 
this  respect  Another  objection  taken  to  the  specification  was  that 
no  sufficient  directions  were  given  as  to  the  carbonisation  of 
the  filament  The  specification  says,  "  a  cotton  thread  properly 
carbonised,  *  and  speaking  of  the  thread  of  tar  putty,  that  the  "  tar 
may  be  carbonised  in  a  closed  chamber  by  subjecting  it  to  a  high 
heat, "  but  no  directions  are  given  as  to  how  this  is  to  be  done. 

Before  the  experiments  made  under  the  supervision  of  Professor 
Stokes,  it  was  said  that  carbonising  the  filament  in  a  closed 
chamber,  without  any  packing,  or  with  a  packing  of  sand,  which 
was  suggested  by  Sir  F.  IBramwell,  was  impossible,  as  the  filament 
would  be  reduced  to  ash.  But  this  was  proved  to  be  unfounded, 
and  before  us  it  was  still  contended  that  no  sufficient  directions  as 
to  the  mode  of  carbonisation  were  given.  Carbonisation  was  a 
well-known  term.  The  ordinary  process  may  be  described  as 
roasting  without  the  presence  of  oxygen.  This  was  well  known 
and  practised  before  the  date  of  the  patent,  and  Sir  Frederick 
Bramwell  in  his  evidence  said  that  any  person  who  knew  the 
ordinary  process  of  carbonising  would  succeed  in  carbonising 
filaments.  But  it  was  strongly  contended  by  the  defendants,  and 
by  some  of  their  witnesses,  that  such  slender  things  as  filaments 
could  not  be  carbonised  in  a  closed  chamber  without  being  pro- 
tected by  packing,  which  the  specification  did  not  direct  to  be 
adopted.  In  fact,  filaments  were,  as  sworn  by  the  witnesses  of 
the  plaintiffs  and  demonstrated  by  the  experiments  made  before 
Professor  Stokes,  successfully  carbonised  in  closed  crucibles  or 
boxes  without  any  packing;  moreover,  though  the  specification 
says  nothing  about  packing,  any  skilled  workman  conversant  with 
carbonisation  would  take  the  ordinary  process  of  packing  to 
exclude  oxygen,  and  would,  I  think,  know  that  when  so  delicate 
an  article  as  a  filament  is  to  be  carbonised,  the  greatest  care  would 
be  necessary  to  prevent  any  possible  access  of  oxygen.  It  is  true 
that  there  was  no  trade  in  carbonising  anything  so  delicate  as 
these  filaments ;  but  great  care  only  in  exercising  a  known  process 
and  applying  it  to  an  unusually  delicate  article,  and  no  invention 
would  be  necessary.  When  the  defendants*  witnesses  failed  in 
carbonising  the  filaments,  I  think  that  they  did  not  use  reasonable 
care  to  exclude  oxygen,  as  shown  in  the  case  of  using  porous 
crucibles.     I  am  of  opinion  that  this  objection  also  fails. 
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Another  point  urged  by  the  defendants  was  that  the  coating  with 
a  non-carbonisable  substance  was  injurious.  The  result  of  the 
evidence  is  that  when  the  coating  is  a  thin  one,  the  process  can  be 
and  is  done  without  any  injurious  results.  But  then  it  was 
objected  that  the  specification  did  not  direct  the  thin  coating ;  and 
it  was  objected,  and  so  held  by  Mr.  Justice  Kay,  that  this  thin 
coating  was  a  mere  pretence  of  coating,  and  it  was  dusting  only. 
But  it  appears  from  the  evidence  of  Mr.  Crookes  that  he  had 
himself,  in  fact,  adopted  the  same  method  as  was  adopted  on 
behalf  of  the  plaintiffs  for  this  coating.  The  process  was,  I  think 
in  tl^e  specification,  proposed  as  preventing  the  filaments  of  tar 
putty  from  sticking  together  during  the  process  of  carbonisation ; 
and  what  I  have  said  about  Mr.  Crookes,  I  think,  shows  that  the 
process  which  produced  the  so-called  dusting  must  be  considered 
as  that  which  would  naturally  be  adopted.  I  think  that  this 
objection  also  fails. 

I  have  dealt  with  the  principal  points  urged  by  the  defendants, 
though  shortly,  in  order  to  avoid  the  extreme  length  which  would 
be  necessary  if  I  were  to  deal  minutely  with  the  various  points. 
In  my  opinion,  the  plaintiffs  are  entitled  to  judgment,  and  the 
appeal  must  be  allowed. 

LiNDLEY,  L.  J.  :  — 

The  validity  of  the  patent  in  question  on  this  appeal  is  disputed 
on  two  broad  grounds:  viz.,  1st,  Because  the  patentee  has  not 
particularly  described  and  ascertained  the  nature  of  his  particular 
invention.  Secondly,  Because  he  has  not  particularly  described 
and  ascertained  in  what  manner  the  same  is  to  be  performed.  The 
9th  section  of  the  Patent  Act,  1852  (15  &  16  Vict  c.  83),  under 
which  the  plaintiffs'  patent  was  granted,  imposes  upon  the 
patentee  the  necessity  of  complying  with  both  of  these  conditions 
in  order  to  sustain  his  patent,  and  the  patent  is  bad  if  he  fails  to 
perform  either  of  them.  The  two  conditions,  although  often 
confused  and  overlapping,  are  really  distinct,  and  it  is  always 
necessary  to  keep  each  clearly  before  one's  mind,  and  not  to  com- 
mit the  mistake  of  supposing  that  compliance  with  one  is  neces- 
sarily compliance  with  the  other. 

The  first  condition  imposes  upon  the  patentee  the  necessity  of 
stating  in  clear  and  intelligible  language  what  his  invention 
really  is,  so  that  others  may  know  what  addition  the  patentee  has 
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made  to  what  was  known  before;  so  that  they  may  know  what 
they  are  not  at  liberty  to  do  without  his  consent  during  the  exist- 
ence of  the  patent ;  in  other  words,  so  that  they  may  know  what 
the  monopoly  is  that  is  granted  to  the  patentee.  The  nature  of 
the  invention  must  be  stated  both  in  the  provisional  and  in  the 
complete  specification ;  but  whilst  it  is  sufficient  in  the  provisional 
specification  to  state  the  nature  of  the  invention  in  general  terms, 
it  is  necessary  in  the  complete  specification  to  "  particularly 
describe  and  ascertain  it* 

The  second  condition  imposes  upon  the  patentee  the  necessity 
of  stating,  in  clear  and  intelligible  language,  in  what  manner  the 
patented  invention  is  to  be  performed;  so  that  others  may  learn 
from  the  specification  how,  practically,  to  avail  themselves  of  the 
patented  invention  when  the  patent  has  expired ;  how  they  are  to 
do  what  is  necessary  to  carry  out  the  new  invention,  the  nature  of 
which  has  been  previously  described.  This  condition  applies  to 
the  complete  specification  only ;  there  is  no  necessity  to  state  in 
the  provisional  specification  how  the  invention  is  to  be  performed. 

With  reference  to  the  degree  of  clearness  and  distinctness  of 
the  language  necessary  to  be  used  in  order  to  comply  with  those 
conditions,  it  is  obvious  that  no  hard  and  fast  rule  can  be  laid 
down;  the  degree  of  clearness  can  only  be  stated  in  language 
which  itself  admits  of  considerable  latitude  in  its  application. 
On  the  one  hand,  the  patentee  must  make  the  nature  of  his  inven- 
tion, and  how  to  perform  it,  clear  and  intelligible ;  on  the  other 
hand,  it  is  not  necessary  for  him  to  instruct  persons  wholly  igno- 
rant of  the  subject-matter  to  which  his  invention  relates  in  all 
that  they  must  know  before  they  can  understand  what  he  is  talk- 
ing about  The  patentee  is  adding  something  to  what  was  known 
before ;  and  he  does  all  that  is  necessary,  as  regards  the  language 
he  uses,  if  he  makes  the  nature  of  his  invention,  and  how  to 
perform  it,  clear  and  intelligible  to  persons  having  a  reasonably 
competent  knowledge  of  what  was  known  before  on  the  subject  to 
which  his  patent  relates,  and  having  reasonably  competent  skill 
in  the  practical  mode  of  doing  what  was  then  known.  In  comply- 
ing with  the  first  condition,  i  e. ,  in  describing  the  nature  of  his 
invention,  the  patentee  does  all  that  is  necessary  if  he  makes  the 
nature  of  his  invention  plain  to  persons  having  a  reasonably 
competent  knowledge  of  the  subject,  although  from  want  of  skill 
they  could  not  themselves  practically  carry  out  the  invention.     In 
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coraplyisg  with  the  second  condition,  i,  e. ,  in  describing  in  what 
manner  the  invention  is  to  be  performed,  the  patentee  does. all 
that  is  necessary  if  he  makes  it  plain  to  persons  having  reasonable 
skill  in  doing  such  things  as  have  to  be  done  in  order  to  work  the 
patent,  what  they  are  to  do  in  order  to  perform  his  invention.  If, 
as  may  happen,  they  are  to  do  something  the  like  of  which  has 
never  been  done  before,  he  must  tell  them  how  to  do  it  if  a  reason- 
ably competent  workman  would  not  himself  see  how  to  do  it  on 
reading  the  specification  or  on  having  it  read  to  him.  The  prin- 
ciple to  be  applied  to  the  language  used  to  comply  with  the  two 
conditions  is  the  same  for  both;  but  one  class  of  persons  may 
understand  only  one  part  of  the  specification,  and  another  class 
only  the  other,  and  yet  the  patent  may  be  valid.  In  a  well- 
drawn  specification  the  two  conditions  that  have  to  be  complied 
with  are  kept  distinct ;  but  in  many  specifications  this  course  is 
not  pursued.  The  nature  of  the  invention  and  the  manner  of 
performing  it  are  often  described  together.  It  may  be  that  one 
set  of  words  suflBciently  discloses  both  the  nature  of  the  invention 
and  the  mode  of  performing  it,  as  in  Boulton  v.  Bull  (p.  10,  ante). 
But  it  may  be,  and  sometimes  is,  very  difficult  to  sever  the  two, 
and  to  see  whether  both  are  sufficiently  described.  Still,  if  they 
are  in  fact  sufficiently  described,  the  conditions  must  be  held  to  be 
complied  with,  however  difficult  and  troublesome  it  may  be  to 
arrive  at  the  conclusion. 

I  have  been  induced  to  dwell  at  some  length  on  the  above 
matters,  because  of  their  importance  in  the  present  case,  and  of 
the  danger  of  losing  sight  of  the  principles  by  which  the  Court 
ought  to  be  guided  in  deciding  it 

I  proceed  now  to  inquire  whether  these  two  conditions  have 
been  performed ;  and  I  will  take  them  in  the  order  in  which  they 
logically  present  themselves.  First,  as  to  the  nature  of  the 
invention.  This  Court  has  had  to  consider  this  patent  before, 
and,  although  there  was  a  difference  of  opinion  amongst  the 
members  of  the  Court,  the  decision  of  the  Court  was,  as  I  under- 
stand it —  (1)  That  the  expression  "  carbon  filament,"  on  which 
so  much  turns,  was  sufficiently  clear  and  definite;  (2)  That  the 
nature  of  the  invention  was  sufficiently  described  and  ascertained, 
and  was  summed  up  in  the  second  claim;  (3)  That  the  second 
claim  was  in  substance  a  claim  to  **  every  combination  of  any 
carbon  filament  with  any  receiver  made  entirely  of  glass,  through 
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which  any  leading  wires  pass,  and  from  which  the  air  is  ex- 
hausted ; "  (4)  That  the  plaintiffs*  "  carbon  filament "  was  essen- 
tially different  from  the  carbon  pencil  used  by  Swan  in  his 
Newcastle  lamp,  and  that  Swan  had  not  by  that  lamp  anticipated 
the  plaintiffs'  patent.  The  patent  was  upheld,  notwithstanding 
the  very  wide  nature  of  the  second  clause  as  construed. 

This  decision  is,  in  my  opinion,  binding  on  us  so  far  as  the 
construction  of  the  specification  is  concerned,  but  no  further.  I 
do  not  regard  the  decision  as  binding  us  upon  the  questions 
whether  the  conditions  to  which  I  have  alluded  have  been  per- 
formed or  not ;  for  these  questions  depend  not  only  on  the  con- 
struction of  the  specification,  but  on  evidence  as  to  the  previous 
state  of  knowledge,  and  as  to  whether  a  person  of  reasonable  skill 
could,  at  the  date  of  the  patent,  carry  out  the  invention  without 
further  instructions  than  the  specification  gave  him.  I  have, 
therefore,  whilst  taking  the  construction  of  the  specification  as 
settled,  considered  myself  at  liberty  to  exercise  my  own  judgment 
on  the  effect  of  the  evidence  in  this  litigation. 

The  construction  of  the  specification  whioh  I  consider  binding 
involves  three  points :  —  1.  That  the  specification  is  not  too  vague 
and  unintelligible  to  be  construed  by  the  Court.  2.  That  what 
is  meant  by  '*  carbon  filament "  is  reasonably  plain  from  the  speci- 
fication itself;  and,  thirdly,  that  the  second  claim,  as  construed 
by  the  Court,  is  not  so  wide  as  to  invalidate  the  patent  The 
meaning  of  the  expression  "  carbon  filament "  appears  to  me  to  be 
the  crucial  point  for  determination  when  dealing  with  the  ques- 
tion whether  the  nature  of  the  invention  is  particularly  described. 
This  point,  moreover,  is,  in  my  judgment,  by  far  the  most  diflS- 
cult  in  the  whole  case.  Everything,  I  think,  turns  upon  it ;  but 
as  I  was  not  a  party  to  the  decision,  and  the  case  will  probably  be 
appealed,  I  think  it  desirable  to  state  that  after  much  considera- 
tion and  doubt  I  have  come  to  the  conclusion  that  what  is  meant 
by  the  expression  "  carbon  filament "  can  be  gathered  from  the 
instances  given  in  the  specification,  and  that  what  is  meant  is  any 
thread  which  can  be  and  is  bent  into  the  required  form,  and  can  be 
and  is  carbonised  when  so  bent.  The  thread,  as  shown  by  the 
examples,  may  be  a  fibre  or  a  group  of  twisted  fibres,  or,  as  is  to 
be  gathered  from  the  tar  lamp-black  instance,  it  may  be  an  arti- 
ficial substance  pressed  or  rolled  into  thread  or  wire-like  forms. 
The  evidence  shows  that  at  the  date  of  the  patent  the  expression 
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**  carbon  filament "  was  new  as  applied  to  electric  lighting.  Its 
meaning,  or,  in  other  words,  the  eense  in  which  it  is  used  by  the 
patentee,  must  therefore  be  gathered  from  the  specification.  The 
sense  in  which  ihe  patentee  has  used  the  expression  "  carbon  fila- 
ment '  can,  in  my  opinion,  be  gathered  from  the  typical  examples 
given  in  the  specification,  and  referred  to  in  the  judgment  of  Lord 
Justice  Fby  in  the  former  case.  The  Loed  Justice  says,  "  It  is 
not  needful  for  us  to  pursue  the  description  of  all  the  processes 
given  by  the  specification,  but  we  will  refer  to  the  forms  of  carbon 
conductor  described.  The  first  form  referred  to  as  suitable  is  a 
*  cotton  thread  properly  carbonised, '  which  is  stated  to  offer  from 
100  to  500  ohms  resistance  to  the  passage  of  a  current ;  the  second 
form  of  conductor  referred  to  is  any  fibrous  vegetable  substance 
which  will  leave  a  carbon  residue  after  heating  in  a  closed 
chamber.  To  this  class  may  be  referred  the  cotton  and  linen 
thread,  wood  splints,  and  paper  coiled  in  various  ways,  to  which 
Mr.  Edison  refers.  The  fourth  form  is  such  fibrous  material  as 
before  mentioned,  rubbed  with  a  plastic  compound  of  black  lead 
and  tar.  The  fifth  form  is  a  carbon  filament  made  of  a  combina- 
tion of  tar  and  lamp-black,  or  plumbago  or  carbon  in  other  forms, 
the  lamp-black  and  tar  being  subsequently  carbonised  by  being 
subjected  to  high  heat  in  a  closed  chamber.  Mr.  Edison  observes 
that  small  pieces  of  such  a  compound  may  be  rolled  out  in  the 
form  of  a  wire  as  small  as  7/lOOOths  of  an  inch  in  diameter.  The 
sixth  aud  last  form  described  is  a  carbon  filament  of  the  kind 
lastly  described,  but  coated  for  the  purpose  of  support  with  a  non- 
conducting, non-carbonising  substance.  *  The  size  of  the  filament 
is  not  stated ;  but  it  is  quite  clear  from  the  objects  to  be  attained, 
that  it  must  be  long  and  thin,  and  nothing  more  definite  is  neces- 
sary to  be  stated. 

Having  arrived  at  that  conclusion,  it  follows  that,  in  my 
opinion,  the  patentee  has  **  particularly  described  and  ascertained 
the  nature  of  the  invention. " 

The  next  thing  is  to  consider  whether  he  has  suflBciently 
described  "  in  what  manner  the  same  is  to  be  performed.  *  This 
is  a  pure  question  of  fact,  and  is  in  no  way  touched  by  the 
previous  decision  of  the  Court.  Mr.  Justice  Kat,  however,  has 
found  this  against  the  patentee.  Having  carefully  attended  to 
the  evidence,  and  to  his  judgment,  I  have  come  to  the  conclusion 
that  I  am  unable  to  agree  with  him ;  and  I  cannot  help  doubting 


R.  C.  VOL.  XX.]      SECT.  V.  —  COMPLETE  SPECIFICATION.  417 

Vo.  S9l — Ediioii  and  Swan  Eleetrie  ligbt  Co.  y.  Hdlaiid. 

whether  he  would  have  arrived  at  the  same  conclusion  if  he  had 
had  the  advantage  which  we  had  of  hearing  the  Attorney-General's 
reply  to  his  opponents. 

The  defendants  in  the  first  place  endeavoured  to  make  out  that 
carbon  filaments  could  not  be  mctde  as  described  by  the  patentee. 
The  evidence  on  this  point  was  so  conflicting  that  Mr.  Justice 
Kay  called  in  an  expert  to  assist  him.  This  gentleman's  report 
is  absolutely  conclusive  in  favour  of  the  patentee,  upon  the  ques- 
tion whether  carbon  filaments  can  or  cannot  be  made  as  described. 
Beaten  on  this  point,  the  defendants  contend  that  no  competent 
workman  could  have  made  carbon  filaments  according  to  the  speci- 
fication without  further  instructions  than  are  there  given.  If  it 
be  meant  that  few  competent  workmen  could  make  them  without 
some  practice,  I  think  the  contention  is  well  founded ;  but  this  is 
not  sufficient  to  invalidate  the  patent.  If  a  person  is  told  to  car- 
bonise a  thread,  and  for  want  of  thought  or  practice  he  takes  a 
porous  crucible  for  the  purpose,  and  does  not  protect  his  thread, 
and  fails,  when,  if  he  had  packed  this  crucible,  or  had  taken  a 
non-porous  crucible,  he  would  have  succeeded,  his  failure  can 
hardly  be  said  to  be  the  fault  of  his  instructor,  if  a  little  thought 
and  consideration  would  have  shown  that  a  packed  crucible  or  a 
non-porous  crucible  was  the  right  one  to  employ.  The  fact  that  a 
workman  may  use  a  wrong  tool  when  he  has  a  right  one,  which 
a  little  thought  will  lead  him  to  see  ought  to  be  used,  does  not 
warrant  the  inference  that  a  specification  is  bad,  if  it  does  not  tell 
him  which  tool  to  use. 

Again,  with  respect  to  tar  putty:  the  object  to  be  attained  is 
plain ;  the  putty  must  be  kneaded  so  that  it  can  be  rolled  out  thin 
without  a  break  or  flaw.  Practice  alone  can  teach  any  man  how 
long  and  how  hard  he  must  knead.  If  he  stops  too  soon  and  fails, 
is  it  the  fault  of  the  patentee  ?  I  should  say  certainly  not  A 
similar  observation  applies  to  coating  with  a  non-conducting  non- 
carbonisable  substance.  If  the  coating  is  made  lightly  by  dust- 
ing, all  goes  well ;  if  too  much  is  put  on,  failure  is  the  result ;  a 
little  practice  is  all  that  is  required.  Mr.  Crookes  himself  tried 
dusting  as  the  most  natural  way  of  coating :  and  the  unsuccessful 
coating  experiments  were  not  repeated  before  Professor  Stokes.  I 
feel  the  great  difficulty  of  describing  in  words  the  distinction 
between  an  amount  of  practice  without  which  failure  is  probable, 
but  the  necessity  for  which  does  not  destroy  a  patent,  and  an 
VOL.  XX.  —  27 
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amount  of  experiment  and  invention,  without  which  failure  is 
certain,  and  the  necessity  for  which  destroys  a  patent  The  test, 
however,  by  which  to  decide  such  a  question  is,  I  think,  to  be 
found  by  asking  whether  anything  new  has  to  be  found  out  by  a 
person  of  reasonably  competent  skill,  in  order  to  succeed,  if  he 
follows  the  directions  contained  in  the  specification  ?  If  yes,  the 
patent  is  bad ;  if  no,  it  is  good  so  far  as  this  point  is  concerned. 
Practice  is  one  thing ;  experiment  and  trial  are  something  differ- 
ent. On  this  point  I  derived  considerable  assistance  from  the 
judgment  of  the  late  Master  of  the  Rolls  in  Plimpton  v. 
Malcolmson,  3  Ch.  D.  531,  and  from  the  judgments  in  Simpson  v. 
Holliday,  L.  R  1  H.  L.  315,  and  Maenamara  v.  Hulse,  Car.  &  M. 
471.  It  is  settled  that  a  patentee  who  does  not  disclose  the  best 
method  known  to  him  of  carrying  put  his  invention  does  not  com- 
ply with  the  second  of  the  conditions  to  which  I  have  before  re- 
ferred. But  if  a  patentee  says  that  something  must  be  done  which 
a  reasonably  competent  man  would  know  how  to  do,  the  patentee 
need  not  tell  him  how  to  do  it,  nor  warn  him  to  be  careful,  and  to 
exercise  such  forethought  and  attention  as  the  delicacy  of  the  pro- 
cess to  be  used  or  the  materials  to  be  employed  plainly  demand. 

The  evidence  upon  the  question  whether  at  the  date  of  the 
patent  a  reasonably  competent  man  could  make  carbon  filaments 
without  further  instruction  than  is  given  in  the  specification,  or 
without  further  experiments,  was  undoubtedly  conflicting,  and 
Mr.  Justice  Kay,  who  saw  the  witnesses,  came  to  the  conclusion 
that  further  instruction  and  experiment  were  necessary.  The 
Attorney -General,  however,  convinced  me  that  on  this  point  Mr. 
Justice  Kay  was  mistaken.  I  cannot  myself  come  to  the  con- 
clusion that  the  patentee  has  kept  back  any  secret  that  he  pos- 
sessed by  virtue  of  which  he  could,  in  1879,  make  carbon  filaments 
better  than  other  persons  possessed  of  reasonable  skill,  and  who 
followed  the  directions  contained  in  the  specification  with  a  hond, 
fide  desire  to  succeed.  To  insure  success,  all  that  is  necessary 
is  carefully  to  follow  the  instructions  there  given,  bearing  in 
mind  the  objects  to  be  attained,  and  that  the  filaments  are 
extremely  delicate  and  easily  destroyed.  That  is,  in  my  opinion, 
the  fair  result  of  the  evidence ;  and  the  fact  that  Edison  in  later 
patents,  gave  particular  instructions  as  to  the  mode  of  carbonis- 
ing, &c.,  only  shows  that  he  had  then  ascertained  that  those 
instructions  were  necessary  to  enable  a  competent  man  to  attain 
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the  desired  results.  It  cannot,  I  think,  be  inferred  that  in  1879 
special  instructions  were  necessary  to  enable  reasonably  skilful 
men  to  do  what  the  specification  of  that  date  said  must  be  done. 
The  evidence  on  this  matter  is,  no  doubt,  conflicting,  but  I  can- 
not agree  in  thinking  that  the  manner  in  which  the  invention  is 
to  be  performed  is  not  stated  with  sufficient  clearness  to  support 
the  patent.  If  this  were  really  true,  it  would  have  been  found  out 
long  ago,  at  least  so  far  as  carbonising  is  concerned. 

There  remain,  however,  two  other  matters  for  consideration  — ^ 
namely,  novelty  and  utility.  The  novelty  depends  on  whether 
Swan's  Newcastle  lamp  was  an  anticipation,  for  I  am  convinced 
that  Proctor  and  Heaviside  are  wrong  in  the  date  they  assign  to 
the  hairpin  lamps  made  by  Swan.  The  correspondence  referred  to 
by  the  Attorney-General  is  conclusive  as  to  this  matter.  The 
Swan's  Newcastle  lamp  was  held  by  this  Court,  in  the  action 
against  Woodhouse,  not  to  be  an  anticipation  of  the  plaintiffs' 
patent ;  but  it  was  then  supposed  that  the  carbon  pencil  used  in  it 
was  carbonised  after  and  not  before  it  had  assumed  its  final  shapa 
This  was  a  mistake,  and  was  admitted  to  be  so  in  this  action. 

The  question  of  anticipation  must  be  considered  anew  on  the 
evidence  before  us.  If  Swan's  Newcastle  lamp  had  been  a  success 
instead  of  a  failure,  it  would,  in  my  opinion,  have  been  an  antici- 
pation of  the  plaintiffs'  patent  The  evidence,  however,  shows 
that  it  was  a  failure,  and  that  Swan  had  not  got  the  key  to 
success.  His  own  efforts  to  improve  this  lamp  show  that  he  was 
not  thinking  of  filamentous  incandescent  carbons,  but  of  other 
matters.  Still  his  lamp  did  give  light  for  a  time,  and  was  very 
near,  though,  in  my  opinion,  not  quite,  an  anticipation.  It  was, 
in  truth,  an  unsuccessful  experiment  I  agree  with  Lord  Justice 
Fry  in  thinking  that  the  point  at  which  Mr.  Edison's  instrument 
departed  from  Mr.  Swan's  was  crucial,  and  the  departure,  though 
slight,  had  all  the  merits  of  a  new  invention,  and  produced  a  new 
apparatus.  Regarding  the  Swan's  Newcastle  lamp  as  an  unsuccess- 
ful experiment,  this  part  of  the  case  is  governed  by  the  principle 
of  Murray  v.  Clayton,  L.  R  7  Ch.  570. 

The  question  of  novelty,  which  I  am  now  considering,  is  closely 
connected  with,  although  really  different  from,  the  question  as  to 
the  sufficiency  of  the  description  of  the  nature  of  the  patented 
invention.  Given  Swan's  Newcastle  lamp,  can  it  be  said  that 
Mr.  Swan  added  anything  to  what  was  known  at  the  date  of  his 
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patent,  and  that  he  sufficiently  described -the  nature  of  what  he 
added  ?  In  my  opinion  he  did ;  not,  indeed,  in  words  distinguish- 
ing this  lamp  from  Swan's,  but  by  giving  and  describing  a  new 
type  of  body  to  be  rendered  incandescent,  or,  if  I  may  use  such 
an  expression,  a  new  type  of  thread.  One  mode  of  trying  this 
question  is  to  ask  whether  any  one  would  make  such  a  thing  as 
Swan's  Newcastle  lamp,  if  he  took  Edison's  specification  as  his 
guide  ?  I  am  convinced  he  would  not ;  he  would  avoid  and  not 
reproduce  Swan's  carbon  pencil,  and  would  adopt  Edison's  type 
of  carbon  in  the  carbon  filament.  The  two  may  be  made  to  shade 
ofif  into  each  other  until  it  becomes  impossible  to  draw  the  line 
sharply  between  them;  but  this  does  not  prevent  a  man  from 
perceiving  the  difference  between  the  two  types,  or  from  adopting 
the  one  which  succeeds  in  preference  to  the  one  which  fails. 

There  remains  the  question  of  utility.  Edison's  patent  is  said 
to  be  of  no  use ;  and  the  proof  of  this  statement  is  said  to  be 
furnished  by  the  fact  that  lamps  are  not  made  according  to  the 
patent  even  by  Edison  himself.  The  utility  of  the  patent  must  be 
judged  by  reference  to  the  state  of  things  at  the  date  of  the  patent; 
if  the  invention  was  then  useful,  the  fact  that  subsequent  improve- 
ments have  replaced  the  patented  invention  and  rendered  it  abso- 
lute, and,  commercially,  of  no  value,  does  not  invalidate  the 
patent  Such  has  been  the  fate  of  lamps  made  in  the  way 
described  in  Edison's  specification.  Such  lamps  appear  to  have 
been  made  and  sent  to  England,  but  they  were  so  soon  improved 
that  they  at  once  ceased  to  be  used  in  their  original  form.  But 
lamps  having  the  carbon  filaments  in  combination  with  the  other 
essentials  mentioned  in  the  second  claim  are  in  constant  use,  and 
their  utility  is  proved  by  the  fact  that  this  particular  combination 
is  used  by  the  defendants,  and  by  every  one,  in  fact,  who  makes 
incandescent  electric  lamps.  The  utility  of  the  patented  inven- 
tion, meaning  thereby  the  above-mentioned  combination,  is  in- 
contestable; and  Mr.  Justice  Kay's  opinion  to  the  contrary  is, 
I  think,  to  be  attributed  to  the  view  he  took  of  the  construction 
of  the  patent,  a  matter  which,  as  I  have  said  before,  I  consider 
settled  by  the  previous  decision  of  the  Court 

Before  concluding,  I  ought  to  notice  the  very  formidable  objec- 
tion taken  by  Mr.  Justice  Kay  to  the  validity  of  the  patent,  on 
the  ground  that  the  second  claim  is  for  a  monopoly  of  incan- 
descent lamps  containing  a  filament  of  carbon  for  a  burner,  and 


B*  C.  VOL.  XX.]      SECT.  V.  —  COMPLETB  SPECinCATION.  421 

Vo.  9S.  —  EdifOD  and  Swan  BMtrie  ligkt  Co.  y.  Hollaiid. 

that  such  claim  is  far  too  wide,  considering  how  much  Edison  had 
invented.  Whether  the  view  here  taken  of  the  patent  is  correct 
or  not  turns,  in  my  opinion,  on  what  Mr.  Edison  did  when  he 
introduced  **  carbon  filaments. '  That  was,  I  think,  a  new  de- 
parture of  the  highest  importance  in  electric  lighting,  and  if  this 
be  so,  the  claim  is  not  too  wide.  See  HotcsehUl  Company  v. 
JVii/atm  (Webster,  p.  683). 

For  the  reasons  above  stated,  I  am  of  opinion  that  this  patent, 
construed  as  it  has  been  by  this  Court,  is  valid,  and  that  the  ap- 
peal ought  to  be  allowed. 

BowEN,  L.  J.  :  — 

In  order  not  to  add  more  than  is  necessary  to  the  voluminous 
literature  on  the  subject  of  this  patent,  I  will  express  my  views 
as  briefly  as  possible.  As  regards  the  construction  of  the  second 
claim,  I  think  we  ought  to  follow,  on  principle,  what  has  been 
already  decided  by  the  majority  of  the  Court  in  the  case  of  the 
former  action ;  but  as  I  retain  the  same  opinion  as  I  then  formed, 
this  point  becomes  less  material.  The  patent  appears  to  me  to 
claim  in  distinct  and  unmistakeable  language  every  combination 
of  any  carbonised  filament  with  any  receiver  of  glass,  through 
which  leading  wires  pass,  and  from  which  the  air  is  exhausted. 
Whether  a  claim  so  framed  is  too  vague  or  too  wide,  or  unfit  to 
be  the  subject  of  a  patent,  or  whether  it  is  wanting  in  novelty  or 
utility,  constitutes  an  inquiry  which  in  parts,  at  all  events,  may 
be  said  to  be  bound  up  with  questions  of  fact,  and,  so  far  as  all 
such  points  are  concerned,  I  think  it  desirable  to  judge  this  appeal 
de  novo  upon  its  independent  merits. 

Construing  Claim  2  as  embracing  all  combinations  such  as  I 
have  mentioned,  is  it  too  vague  ?  I  see  no  reason  to  doubt  that  in 
the  year  1879  the  term  filament,  though  new  at  that  date  as 
regards  electric  lighting,  would,  nevertheless,  convey  to  the 
minds  of  ordinary  persons  of  the  class  to  whom  this  specification 
was  addressed  the  idea  of  a  slender  thread  or  thread-like  substance, 
and  it  seems  to  me  that  the  specification  indicates  that  the  thread 
or  filament  was  first  to  be  formed,  and  then  to  be  subsequently 
carbonised.  On  page  2  of  the  patent,  the  thread  is  distinguished 
from  a  rod.  "  Heretofore,  light  by  incandescence,  *  says  Mr. 
Edison,  *  has  been  obtained  from  rods  of  carbon.  I  have  discov- 
ered that  even  a  cotton  thread,  if  properly  carbonised,  *  will  pro- 
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duce  the  requisite  effect  The  instances  given  in  the  sp^ification, 
which  are  enumerated  in  the  judgment  of  Lord  Justice  Fbt  and 
myself  in  the  previous  appeal,  and  in  the  judgment  of  Mr.  Justice 
Kay  in  the  present  action,  are  illustrations  of  the  sense  in  which 
the  term,  which  appears  to  me  to  be  in  itself  intelligible,  is  used. 
The  term  filament  is  nowhere  defined.  It  is  a  descriptive  term, 
not  a  definition.  But  it  appears  to  me  to  indicate  the  nature  of 
this  particular  factor  in  the  combination  in  a  way  that  describes 
and  ascertains  the  nature  of  the  invention  so  as  to  render  it  plainly 
intelligible  to  a  skilled  person  of  the  class  to  whom  the  specifica- 
tion is  addressed,  —  language  which  embodies  old  law,  but  which 
is  tersely  expressed  in  Lord  Herschell's  judgment  in  the  Badische 
Anilin  Case,  12  App.  Cas.  710.  The  merits  of  the  filament, 
as  distinguished  from  a  rod,  are  manifest  The  filament,  or 
thread,  has  an  extremely  small  sectional  area ;  it  is  flexible  before 
carbonisation,  and  resilient  afterwarda  It  is  true  that  these 
merits  are  not  explained,  but  I  know  of  no  law  which  renders  it 
incumbent  on  the  patentee  in  such  a  case  to  explain  them.  It 
appears  to  me,  moreover,  to  be  proved,  not  only  that  every 
successful  lamp  since  1879  which  is  available  for  multiple  arc 
lighting  has  employed  a  filament,  but  also  that  there  is  no  proof 
yet  that  any  filament  cannot  be  adapted  to  the  patented  combina- 
tion. If  this  is  so,  why  is  the  claim  too  wide  ?  It  is  not  the 
fault,  but  the  virtue  of  the  invention  that  it  covers  so  large  a 
field. 

We  have  been  pressed  with  the  argument  that  the  Edison  patent 
is  useless,  and  that  no  lamp  in  the  market  has  been  made  exclu- 
sively on  the  patent  of  1879  without  the  aid  of  subsequent 
improvements.  Improvements  of  real  value  followed  with  great 
rapidity  on  the  patent,  and  were  naturally  utilised.  Their  rapid 
succession  does  not  destroy  the  legal  validity  as  regards  usefulness 
of  the  original  combination  to  which  such  improvements  were 
felicitously  applied.  The  utility  of  this  invention,  which  was 
admitted  in  the  Woodhoiisc  Case,  has  been  challenged  in  the 
present  action,  but,  I  think,  unsuccessfully,  and  the  evidence 
shows  that  lamps  made  solely  on  the  patent  will  and  do  succeed, 
although  subsequent  improvements  have  been  generally  engrafted 
on  the  original  design. 

Was  Swan's  Newcastle  lamp  an  anticipation?  We  know  now 
what  the  Court  did  not  know  in  the  last  action,  that  the  carbon 
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conductor  in  Swan's  Newcastle  lamp  was  formed  before  it  was 
carbonised.  Was  it  a  filament  ?  The  question  is  one  of  degree. 
I  doubt  whether  it  is  one,  and  I  still  more  doubt  whether  any  one 
who  saw  it  would  understand  it  to  be  sucL  But  in  any  case  I 
think  Swan's  Newcastle  lamp  never  was  more  than  an  experiment 
which  was  unintelligible  on  account  of  its  failure  and  barren  of 
all  fruit,  and  which  was  regarded  even  by  its  inventor  as  prac- 
tically valueless  in  the  race.  The  correspondence  between  Messrs. 
Swan  and  Stearn  shows,  I  think,  to  demonstration,  that  till  the 
middle  of  the  year  1880  Mr.  Swan  did  not  consider  himself  to  be 
upon  the  right  track.  The  dates  put  forward  by  the  witnesses. 
Proctor  and  Heaviside,  seem  to  be  unreliable  and  inaccurate,  and 
I  think  there  is  reason  for  believing  that  it  was  Mr.  Edison's 
patent  which  led  back  the  world  of  electricians  to  the  true  path. 
Certainly  from  the  date  of  its  exhibition  the  Swan's  Newcastle 
lamp  disappeared  from  history,  until  it  was  exhumed  for  the  pur- 
poses of  the  trial  in  the  Woodhouse  Case, 

With  respect  to  the  remaining  points  in  argument  before  us,  I 
have  nothing  to  add  to  what  has  been  said  by  my  brothers.  I 
think  this  patent  constituted  a  new  departure  in  electricity;  that 
the  specification  sufficiently  describes  and  ascertains  the  nature  of 
the  invention,  and  that  no  reasonably  competent  operator  alive  to 
the  delicacy  and  care  obviously  requisite  in  forming  and  carbonis- 
ing so  slight  a  thing  as  a  filament  ought,  without  any  exercise  of 
invention,  but  with  reasonable  watchfulness  only  and  fair  good- 
will, to  have  been  embarrassed  in  making  and  carbonising  Mr. 
Edison's  filaments.  The  appeal  in  my  judgment  should  be 
allowed  with  the  ordinary  results  as  to  costs ;  and  I  think  I  ought 
in  conclusion  to  express  my  own  personal  obligation  for  the  con- 
spicuous clearness  and  ability  with  which  this  case  has  been 
placed  before  us  at  the  bar.  Appeal  allowed, 

ENGLISH  NOTES. 

The  cases  on  the  incandescent  electric  lamp  are  interesting  not  only 
as  illustrating  many  points  of  legal  interest;  but  also  as  containing  the 
history,  at  the  critical  stage,  of  a  remarkable  series  of  inventions. 
The  invention  of  Mr.  Edison  was  the  first  to  bring  the  incandescent 
electric  lamp  from  the  domain  of  experiment  into  that  of  commercial 
manufacture,  but  was  not  the  only  invention  essential  to  the  commer- 
cial success  of  the  incandescent  lamp.     To  the  combination  first  in- 
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vented  by  EdisoD,  two  patented  processea  (or  equivaleuts)  have  been 
invariably  applied  in  all  incandescent  electric  lamps  since  the  early 
exhibition  stage  of  the  industry,  —  say  from  1881  downwards.  These 
are  the  Swan  process  (patented  1880,  No.  18),  commonly  known  by  the 
name  of  <^  running  on  the  pumps,"  and  the  Sawyer  and  Mann  process 
(patented  in  England  by  Cheesbrough  in  1878  amended  by  Johnson 
in  1884,  1878,  No,  4847  *)  commonly  known  under  the  name  of 
<  ^flashing". 

The  latter  invention  was  made  while  the  incandescent  lamp  was  still 
in  the  experimental  stage,  and  was  applied  by  Sawyer  and  Mann  to  a 
lamp  filled  with  nitrogen.  It  consisted  in  a  method  of  preparing  the 
conductor  of  the  lamp  by  raising  it  to  incandescence  while  surrounded 
by  a  carbon  gas.  The  effect  of  the  process  was  that  a  homogeneous 
layer  of  carbon  became  deposited  upon  the  conductor  ;  and  owing  to 
the  fact  that  the  thinner  parts  of  the  conductor  attained  the  higher 
temperature,  the  coating  of  fresh  carbon  became  thicker  on  those  thin- 
ner parts,  so  that  the  conductor,  instead  of  exhibiting  lines  and  points 
of  unequal  brilliancy,  owing  to  the  unequal  resistance,  glows  with  a 
uniform  brilliancy  throughout.  The  claim,  as  amended,  consisted  sub- 
stantially of  the  process  described,  and  of  the  conductor,  being  the  pro- 
duct of  the  process. 

The  patent  obtained  by  Cheesbrough  (as  agent  for  Sawyer  and  Mann), 
had  been  purchased  by  the  Edison  and  Swan  Company,  and  was  the 
subject  of  a  separate  action  (Edison^  dbc,  v.  Woodhousey  No.  2).  The 
anticipations  chiefly  relied  upon  were  the  paper  of  M.  Sidot  already 
mentioned,  and  a  process  described  in  an  earlier  paper  (in  1849)  by  M, 
Despretz  upon  the  "  volatilisation  of  carbon.^'  Mr.  Justice  Butt,  in 
giving  judgment,  came  to  the  conclusion  that  Sidot's  process  was  no 
anticipation,  because  the  application  of  external  heat,  as  used  by  him, 
would  not  effect  the  purpose  of  producing  a  uniform  carbon.  As  to 
M.  Despretz's  process,  that  was  for  a  different  object,  — the  volatilisa- 
tion of  carbon,  —  and  there  were  no  directions  to  apply  the  heat  gradu- 
ally, which  was  an  important  direction  in  the  Cheesbrough  patent ;  on 
tlio  contrary,  ho  put  on  an  enormous  current  all  at  once,  which  would 
iiul  )ir'*duco  nil  the  beneficial  effects  of  the  Sawyer  and  Mann  process. 
[^irt)i*^rf  the  roHult  obtained  by  M.  Despretz,  which  was  to  produce  a 
iijjiriuiiil  noinotlung  like  the  carbon  produced  by  the  process  of  Sawyer 
nijil  MiKin  cnnio  upon  M.  Despretz  as  a  surprise,  interfering  with  the 
n<1aiiNU(*nt  of  the  object  he  had  in  view  ;  and  the  experiment  seems 
iif*VMi  hi  liiivo  boon  repeated  from  the  year  1849  down  to  the  time  of 
I  !|iiiit»ilmiii^li*M  Npocification. 

Thin  Jiiil^niont  having  been  appealed  to  the  Court  of  Appeal,  the 
iimui)   (urnod  nmiuly  upon  the  alleged  anticipation  by  Despretz. 
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In  the  judgment  of  the  Court,  delivered  hy  Lindley,  L.  J.,  the  follow- 
ing points  were  held  to  he  estahlished  by  the  evidence: —  *' First  that 
before  the  date  of  the  plaintiffs'  patent  no  one  had  ever  intentionally 
made  or  attempted  to  make  carbon  for  any  purpose  whatever  by  Des- 
pretz's  process.  Second,  that  Despretz's  process  is  not  a  practicable 
method  of  obtaining  non-porous  carbon  for  any  useful  purpose.  Third, 
that  so  far  as  can  be  inferred,  without  actually  making  carbon  by 
Despretz's  process,  the  carbon  experimented  on  by  him  must  have  been 
superficially  changed  into  graphite  similar  in  all  respects  to  that 
obtained  by  the  plaintiffs.  Fourth,  that  there  is  no  difficulty  in  mak- 
ing carbon  fit  for  incandescent  electric  lamps  by  following  the  direc- 
tions contained  in  the  plaintiffs'  patent.  Fifth,  that  carbon  made 
according  to  the  plaintiffs'  patent  is  better  adapted  for  incandescent 
electric  lamps  than  any  other  form  of  carbon  known  at  the  date  of  the 
patent,  and  that  this  fact  was  never  known  to  or  suspected  by  Despretz 
or  any  one  else  until  discovered  in  1878  by  Sawyer  and  Mann,  who 
communicated  the  discovery  to  Gheesbrough,  the  plaintiffs'  assignor." 

In  this  state  of  the  evidence  the  Court  came  to  the  conclusion  that 
for  all  useful  and  practical  purposes  the  processes  were  different  and  the 
products  were  different.  The  substance  obtained  by  Despretjs  was  a 
mere  scientific  curiosity  of  no  known  utility  whatever ;  whereas  the 
substance  obtained  by  the  plaintiffs  is  shown  to  be  a  valuable  article  of 
commerce  of  great  utility  for  the  purpose  of  illumination  by  incandes- 
cent electric  lamps. 

The  anticipations  therefore  failed,  and  the  patent  was  held  to  be 
gDod. 

It  will  have  been  seen  that  Swan's  patent  (2nd  January,  1880,  No.  18) 
was  one  of  the  patents  founded  on  in  the  first  action.  Although  it  was 
dropped  out  of  the  case  as  above  mentioned,  it  may  be  interesting  to 
note  the  point  upon  which  the  question  of  the  validity  of  Swan's 
patent  —  which  at  one  time  was  a  burning  question  between  Swan  and 
Edison  —  turned.  In  Swan's  specification,  the  drawing  of  the  lamp 
shows  the  carbon  filament  in  the  characteristic  form  assumed  at  the 
outset  in  Swan's  lamps.  There  is  no  attempt  to  claim  the  filament, 
which  appears  essentially  the  same  as  Edison's  filament.  What  he  de- 
scribes and  claims  is  a  lamp  to  which  the  final  exhaustion  of  the  air  in 
the  lamp  has  been  applied  by  continuing  the  action  of  the  air  pump 
while  the  carbon  is  raised  to  incandescence,  and  hermetically  sealing 
during  exhaustion.  He  shows  that  this  process  gets  rid  of  the  difficul- 
ties which  had  been  experienced  in  a  lamp  sealed  while  cold.  The  main 
ground  of  attack  upon  this  patent  was  that  in  a  patent  of  17th  June, 
1879,  No.  2402,  Ellison  himself  had  described  and  claimed  the  identi- 
cal method  as  applied  to  metallic  conductors  or  burners  in  an  electric 
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incandescent  lamp  ;  and  in  the  same  specification,  after  describing 
the  method  as  applied  to  platinum  and  other  metal  conductors,  he  had 
said  :  '^Carbon  sticks  may  be  also  freed  from  air  in  this  manner,  and 
be  brought  to  a  temperature  that  the  carbon  becomes  pasty,  and  if 
then  allowed  to  cool  is  vezy  homogeneous  and  hard."  On  the  other 
hand,  there  is  no  direction  to  apply  the  process  to  a  thin  carbon  condac- 
tor  in  a  lamp  such  as  described  by  Swan  ;  nor  is  it  suggested  that  any 
such  lamp)  still  less  that  the  process  as  applied  to  the  conductor  in 
such  a  lamp,  is  practicable.  What  is  perhaps  still  more  remarkable, 
is  that  it  does  not  appear  to  have  occurred  to  Mr.  Edison  until  some 
time  after  the  invention  of  the  carbon  filament,  that  this  process  could 
be  usefully  applied  to  it.  On  the  contrary,  from  his  patent  for  double 
sealing  of  the  lamp  (10th  February,  1880,  Xo.  578),  he  appears  to 
have  been  under  the  impression  that  the  imperfect  vacuum  caused  by 
the  gases  which  had  been  shut  up  in  the  cold  filament  coming  out  when 
it  was  heated,  was  owing  to  imperfect  sealing. 

In  connection  with  the  case  of  EdUan  &  Swan  Electric  Light  Co.  t. 
Holland  may  be  cited  the  case  of  the  Daguerreotype  patent  established 
on  the  trial  before  the  Court  of  Common  Pleas.  Beard  t.  Egerton 
(1849),  8  C.  B.  165,  19  L.  J.  C.  P.  36.  In  that  case  the  Court  sus- 
tained the  directions  honestly  given  upon  the  specification  of  a  process 
forming  a  new  departure  in  the  arts,  and  found  to  contain  a  sufficient 
direction  if  read  aright  and  according  to  the  intention  of  the  inventor, 
although  one  of  the  directions  might  possibly  be  mistaken  and  mis- 
applied so  as  to  spoil  the  process. 

AMERICAN  NOTES. 

In  America,  sect.  4888  of  the  Revised  Statutes  of  the  United  States  requires 
that  the  application  for  a  patent  shall  contain  a  written  description  of  the 
device  ^  and  of  the  manner  and  process  of  making,  constructing,  compounding, 
and  using  it  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  it  appertains  or  with  which  it  is 
most  nearly  connected,  to  make,  construct,  compound,  and  use  the  same ; " — 
the  object  being  to  apprise  the  public  of  what  the  patentee  claims  as  his  own, 
the  Courts  of  what  they  are  called  upon  to  construe,  and  competing  manufac- 
turers and  dealers  of  exactly  what  they  are  bound  to  avoid.  Grant  v.  Raymond, 
6  Peters  (U.  S.),  218,  247;  Seabury  v.  Am  Endti,  152  United  States,  561; 
EdUon  Electric  Light  Co,  v.  United  States  Electric  Light  Co.,  52  Federal  Rep. 
3(K) ;  Strom  Manuf.  Co.  v.  Weir  Frog  Co.j  76  id.  279.  If  the  description  is  so 
vague  and  uncertain  that  no  one  can  tell,  except  by  independent  experiments, 
how  to  construct  the  patented  device,  the  patent  is  void.     Ibid ;  supra,  p.  268. 

In  Wood  V.  UnderhiU,  5  Howard  (U.  S.),  1,  5,  Mr.  Chief  Justice  Taxet 
MiiS/1,  with  respect  to  a  patented  compound  for  the  purpose  of  making 
\tT\"M.  or  tUe,  which  did  not  give  the  relative  proportions  of  the  different 
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ingredients  :  **  But  when  the  specification  of  a  new  composition  of  matter 
gives  only  the  names  of  the  substances  which  are  to  be  mixed  together,  with- 
out stating  any  relative  proportion,  and  undoubtedly  it  would  be  the  duty  of 
the  Court  to  declare  the  patent  to  be  void.  And  the  same  rule  would  prevail 
where  it  was  apparent  that  the  proportions  were  stated  ambiguously  and 
vaguely.  For  in  such  cases  it  would  be  evident,  on  the  face  of  the  specifica- 
tion, that  no  one  could  use  the  invention  without  first  ascertaining,  by  ex- 
periment, the  exact  proportion  of  the  different  ingredients  required  to  produce 
the  result  intended  to  be  obtained.  .  .  .  And  if,  from  the  nature  and  char- 
acter of  the  ingredients  to  be  used,  they  are  not  susceptible  of  such  exact 
description,  the  inventor  is  not  entitled  to  a  patent." 

So  in  Tyler  v.  .Bo$ton,  7  Wallace  (U.  S.),  327,  330,  where  the  plaintiff 
professed  to  have  discovered  a  combination  of  fusel  oil  with  the  mineral  and 
earthy  oils,  constituting  a  burning  fluid,  the  patentee  stated  that  the  exact 
quantity  of  fusel  oil  which  is  necessary  to  produce  the  most  desirable  com- 
pound, must  be  determined  by  experiment.  And  the  Court  observed: 
**  Where  a  patent  is  claimed  for  such  a  discovery,  it  should  state  the  component 
parts  of  the  new  manufacture  claimed  with  clearness  and  precision,  and  not 
leave  a  person  attempting  to  use  the  discovery  to  find  it  out  *  by  experiment.' " 
See  also  Bene  v.  Jeantet,  129  United  States,  683;  Howard  v.  Detroit  Stove 
Works,  150  id.  164,  167;  Schneider  v.  Lovell,  10  Federal  Rep.  666;  Welling 
V.  Crane,  14  id.  571. 

With  these  rules  already  established,  the  subject-matter  of  the  principal 
cases  was  brought  before  the  American  Courts,  and  finally  was  considered  by 
the  Supreme  Court  of  the  United  States  in  1895,  in  the  case  of  the  Incanr 
descent  Lamp  Patent,  159  United  States,  465,  on  appeal  from  the  Circuit 
Court  for  the  Western  District  of  Pennsylvania.  It  was  admitted  that  the 
lamp  described  in  the  Sawyer  and  Mann  patent  was  no  longer  in  use,  and 
was  never  a  commercial  success;  that  it  did  not  embody  the  principle  of 
high  resistance  with  a  small  illuminating  surface,  or  have  the  filament  burner 
of  the  modem  incandescent  lamp;  that  the  lamp  chamber  was  defective, 
and  that  the  lamp  manufactured  by  the  complainant  and  put  upon  the  market 
was  substantially  the  Edison  lamp;  but  it  was  claimed  that,  in  the  conductor 
used  by  Edison  (which  was  a  particular  part  of  the  stem  of  the  bamboo  lying 
directly  beneath  the  siliceous  cuticle,  the  peculiar  fitness  of  which  was  un- 
doubtedly discovered  by  him  as  the  result  of  careful  experiments  upon  some 
forty  different  kinds  of  bamboo  specially  selected  for  him  in  Japan  and  China, 
and  then  sent  to  him  for  these  tests),  he  made  use  of  a  fibrous  or  textile 
material,  covered  by  the  patent  to  Sawyer  and  Mann,  and  was,  therefore,  an 
infringer.  It  was  admitted  that  the  third  claim,  which  was  for  a  conductor 
of  carbonized  paper,  was  not  infringed.  The  main  defences  to  this  patent 
were  (1)  that  it  was  defective  upon  its  face,  in  attempting  to  monopolize  the 
use  of  all  fibrous  and  textile  materials  for  the  purpose  of  electric  illumination ; 
and  (2)  that  Sawyer  and  Mann  were  not  in  fact  the  first  to  discover  that  these 
were  better  adapted  than  mineral  carbons  to  such  purposes.  In  deciding  that 
the  complainant  was  not  entitled  to  a  monopoly  of  all  fibrous  and  textile 
materials  for  incandescent  conductors,  the  Court  said :  *^  If  the  patentees  had 
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discovered  in  fibrous  and  textile  substance  a  quality  common  to  them  all,  or 
to  them  generally,  as  distinguisliing  them  from  other  materials,  such  as  min- 
erals, &c.,  and  such  quality  or  characteristic  adapted  them  peculiarly  to 
incandescent  conductors,  such  claim  might  not  be  too  broad.  If,  for  instance, 
minerals  or  porcelains  had  always  been  used  for  a  particular  purpose,  and  a 
person  should  take  out  a  patent  for  a  similar  article  of  wood,  and  woods 
generally  were  adapted  to  that  purpose,  the  claim  might  not  be  too  broad, 
though  defendant  used  wood  of  a  different  kind  from  that  of  the  patentee. 
But  if  woods  generally  were  not  adapted  to  the  purpose,  and  yet  the  patentee 
had  discovered  a  wood  possessing  certain  qualities,  which  gave  it  a  peculiar 
fitness  for  such  purpose,  it  would  not  constitute  an  infringement  for  another 
to  discover  and  use  a  different  kind  of  wood,  which  was-  found  to  contain 
similar  or  superior  qualities.  The  present  case  is  an  apt  illustration  of  this 
principle." 


No.  23.  —  SIDDELL  v,  VICKERS. 

VICKERS  V,  SIDDELL. 

(a  A.  1888  AND  H.  L.  1890.) 

No.  24— NUTTALL  v,  HARGREAVEa 
(c.  A.  1891.) 

RULE. 

It  is  an  essential  condition  of  a  good  patent  (under  the 
Act  of  1883  as  well  as  under  the  Act  of  1852)  that  the 
invention  described  in  the  complete  specification  comes 
within  the  nature  of  the  invention  indicated  in  general 
terms  by  the  provisional  specification :  but,  if  the  nature 
of  the  invention  is  sufficiently  so  indicated,  it  is  no  objec- 
tion to  the  patent  that  the  specific  method  of  carrying  out 
the  invention  described  in  the  complete  specification  is  not 
described  in  the  provisional :  or  that  a  different  specific 
method  is  there  described. 

Siddell  V.  Yiekers.    Yiekers  v.  Siddell. 

39  Ch.  D.  92-110;  15  App.  Cas.  496-506  (s.  c.  60  L.  J.  Ch.  105). 

[92]     Patent  —  Provisional  Specification.  —  Complete  Specification.  —  "  Dis- 
tinct Statement  of  the  Invention  claimed.^^  —  Patents j  dtc  Act,  1883. 
The  enactment  in  sect.  5,  sub-sect  5,  of  the  Patents,  Designs,  and  Trade 
Marks  Act;  1883,  that  a  complete  specification  must  end  with  a  distinct  state- 
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inent  of  the  invention  claimed,  is  directory  only,  and  when  letters  patent  have 
been  granted,  they  will  not  be  invalid  because  it  has  not  been  complied  with. 

A  patent  is  not  rendered  invalid  by  the  fact  that  the  complete  specification 
describes  something  different  from  anything  specifically  referred  to  in  the  pro- 
visional specification,  provided,  that  what  is  so  described  comes  within  the 
natare  of  the  invention  described  in  general  terms  in  the  provisional  specification. 

This  was  an  action  to  restrain  infringement  of  a  patent  for  "  An 
improved  mechanical  appliance  for  working  or  operating  on  large 
forging?  in  iron  or  steel." 

The  provisional  specification  (omitting  the  formal  parts)  was  as 
follows :  — 

"  This  invention  relates  to  the  construction  and  application  of 
an  improved  and  more  simple  and  effective  mechanical  appliance 
or  means  for  working  or  operating  on  large  forgings  in  iron  or 
steel,  being  such  forgings  as  are  usually  made  under  a  hydraulic 
forging  press  or  machine. 

"My  improved  appliance  consists  of  a  horizontal  bar  or  bars 
made  of  suitable  metal  and  fitted  with  suitable  pulleys  and  hooks, 
which  bar  or  bars  can  be  placed  or  fitted  on  either  side  of  the 
cross  head  of  the  forging  press  or  through  the '  pellet '  or  key- way. 

"  Clips,  or  grips,  or  ratchets  are  conveniently  arranged  so  as  to 
fix  on  or  hold  the  ingot  or  forging,  and  hooked  on  the  ratchet,  or 
clip,  or  grip ;  and  in  operating,  when  the  press  lifts  up  or  is  raised, 
the  ingot  or  forging  will  be  turned  as  much  as  required  at  every 
stroke  or  operation  of  the  press. 

"The  crank  bar  of  the  press  in  connection  with  the 
wheel  and  *  endless  chain  thereof  will  raise  the  forging  from    [*  93] 
the  anvil  at  the  same  time  that  the  clip,  or  grip,  or  the 
ratchet  is  turning  over  the  forging,  the  ratchet  being  suitably 
fixed  for  turning  the  crane  wheel  over  which  the  endless  chain 
passes. 

"  The  ratchet  has  a  chain  attached  to  the  crane  girder  which 
will  travel  along  a  horizontal  bar  suitably  fixed  for  the  purpose, 
and  will  turn  over  the  ingot  or  forging  in  the  furnace." 

By  his  complete  specification  the  plaintiff,  after  stating  the 
general  object  of  his  invention  in  substantially  the  same  terms 
as  par.  1  of  his  provisional  specification,  proceeded  to  say  that  in 
order  that  the  carrying  out  of  his  invention  in  practice  might  be 
fully  understood  he  had  illustrated  it  by  two  sheets  of  drawings. 
He  then  gave  a  detailed  description  of  his  invention,  a  summary 
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of  which  will  be  found  in  the  judgment  of  Lord  Justice  Cottok, 
and  concluded  as  follows:  — 

"  Having  now  particularly  described  and  ascertained  the  nature 
of  my  said  invention,  and  in  what  manner  the  same  is  to  be  and 
can  be  performed,  I  hereby  declare  that  I  do  not  limit  myself  to 
the  precise  details  of  my  invention  as  hereinbefore  speci6ed,  and 
as  illustrated  by  the  accompanying  drawings,  because  equivalent 
modifications  or  variations  can  be  made  in  such  details  and  quite 
consistent  with  the  principles  or  characteristic  features  of  my 
invention,  and  in  conclusion  I  declare  that  what  I  claim  is:  — 
The  general  construction,  adaptation,  or  application,  and  the  com- 
bination and  use  of  the  several  parts,  in  the  whole  constituting 
improved  more  simple  and  efficient  appliances  or  means  for 
working  or  operating  on  iron  or  steel  forgings  substantially  as 
hereinbefore  set  forth  and  as  illustrated  on  the  accompanying 
drawings." 

The  defendants  disputed  the  validity  of  the  plaintifiTs  patent 
on  various  grounds.  One  of  the  particulars  of  objection  was  that 
the  provisional  specification  of  the  alleged  invention  did  not 
describe  the  nature  thereof,  and  that  the  invention  claimed  in  the 
complete  specification  was  an  invention  different  from  and  larger 
than  that  described  in  the  provisional  specification.  Another 
objection  was  that  the  complete  specification  did  not  end  with  a 

distinct  statement  of  the  invention  claimed. 
[*94]         *The  action  came  on  for  hearing  before  Mr.  Justice 
Kekewich  on  the  24th  of  November,  1887. 

Sir  R  E  Webster,  A.-G.,  Aston,  Q.  C,  and  W.  X.  Lawson,  for 
the  plaintiff. 

Sir  H.  James,  Q.  C,  Moulton,  Q.  C.,and  W.  R  Bousfield,  for  the 
defendants :  — 

1887.    Dec.  21.    Kekewich,  J.: — 
[  95]  I  will  deal  with  the  latter  question  first. 

The  claim  is  not  happily  framed.  It  is  conceived  in 
langunge  wisely  intended  to  be  comprehensive,  but  certainly  wanting 
in  precision.  It  moreover  employs  many  words  where  a  few  would 
have  HufBced  and  been  more  clear.  This,  however,  in  my  judg- 
Tri^'fit  is  not  sufficient  to  make  it  a  bad  claim.  The  statute 
ffvpiin.'H  that  the  complete  specification  shall  ''end  with  a  distinct 
kUiij'Uwut  of  the  invention  claimed.*'     It  does  not  mean  that  you 
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are  to  find  at  the  end  of  the  specification  a  claim  which,  read  and 
construed  alone,  will  enable  you  to  say  how  the  several  details 
which  enter  into  nearly  all,  if  not  all  inventions,  are  to  be  put 
together,  or  what  several  modifications  are  possible  or  preferable, 
or  how  any  of  them  is  to  be  performed.  It  is  to  be 
read  and  *  construed  with  the  explanations  in  letter-press  [*  96] 
which  precede  it,  and  with  the  figures,  if  figures  tliere  be, 
which  illustrate  and  assist  those  explanations.  Its  office  is  to  sum 
up  what  has  been  explained  in  detail,  and  to  state  distinctly,  that 
is,  in  a  manner  fairly  intelligible  to  the  competent  student,  what  is 
claimed  and,  if  necessary  for  distinctness,  what  is  not  claimed, 
so  as  if,  as  is  likely  and  usual,  the  copiousness  of  explanation 
and  illustration  has  proved  embarrassing,  no  reasonable  doubt 
may  remain  as  to  what  is  of  the  essence  of  the  invention  and 
what  is  left  at  large  for  the  ingenuity  of  subsequent  workers  in 
the  same  field.  Notwithstanding  the  criticisms,  the  short  effect 
of  which  I  have  already  stated,  my  own  conclusion  is,  and  the 
evidence  bearing  on  the  point  supports  it,  that  the  plaintifTs 
specification  fulfils  these  conditions.  It  says  in  sufficiently 
clear  language  that  the  patentee  claims  no  one  of  the  parts 
which  are  mentioned,  but  that  he  does  claim  the  combination 
of  those  parts  in  the  whole  also  mentioned  and  for  the  pur- 
poses which  have  been  previously  described.  It  is  vague,  I 
think,  but  not  uncertain.  The  vagueness  is  in  form,  not  in 
substance. 

Upon  the  question  arising  on  the  provisional  specification,  I 
must,  before  considering  how  the  law  stands  on  the  authorities 
and  applying  it  to  this  particular  case,  state  what,  to  my  mind, 
the  real  question  is.  There  is  nothing  more  important  to  the 
proper  consideration  of  a  point  of  law  than  to  state  that  point  in  a 
correct  as  well  as  precise  form.  The  arguments  for  the  defendants 
have  assumed  the  question  to  be  whether  there  is  a  fatal  objection 
to  the  provisional  specification  on  the  ground  that  it  does  not 
sufficiently  describe  the  nature  of  the  invention  as  regards  one  of 
the  processes  described  and  claimed  in  the  complete  specification. 
This  I  think  is  misleading  and  wrong.  If  it  were  right  I  should 
be  bound  to  construe  the  provisional  specification  according  to  the 
ordinary  rules  of  construction  without  reference  to  any  other  docu- 
ment. I  should  of  course  be  entitled  to  information  of  the  com- 
mon knowledge  respecting  the  manufacture  mentioned,  the  instru- 
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ments  employed  in  it,  and  their  use,  and  further,  I  should 
[*  97]  be  entitled  to  the  evidence  of  experts  to  *  explain  terms 
of  art,  and  to  tell  me  how  they  would  necessarily  or  prop- 
erly be  used  by  an  intending  patentee.  But  with  that  assistance 
I  should  be  obliged  to  be  content,  and  possibly,  nay  probably,  I 
should  fail  to  ascertain  the  full  meaning  of  the  document,  or,  as 
regards  some  part  of  it,  be  unable  to  give  it  any  intelligent  mean- 
ing at  alL  The  real  meaning  might  all  the  while  be  at  my  feet, 
be  within  easy  reach  by  only  turning  over  a  page,  and  yet  I  might 
be  compelled  to  tell  the  patentee  of  a  useful  and  valuable  inven- 
tion that  he  was  out  of  Court  because  in  his  natural  and  proper 
e-agerness  to  secure  the  fruits  of  his  industry  he  had  unfortunately 
employed  language  unintelligible  only  by  reason  of  the  want  of 
fulness,  which,  though  capable  of  explanation,  must  not  be  ex- 
plained. I  do  not  think  that  this  is  the  intention  of  the  legislative 
provisions  found  alike  in  the  Act  of  1852  and  the  Act  of  1883,  that 
the  provisional  specification  must  "  describe  the  nature  of  the  in- 
vention," as  must  also,  be  it  observed,  the  complete  specification, 
which  is  also  to  contain  other  important  particulars  indicating  its 
more  complete  character.  The  real  question  is,  not  whether  the 
provisional  specification  is  defective,  but  whether  the  complete 
specification  is  excessive.  I  do  not  mean  that  a  provisional 
specification,  may  not,  standing  alone,  fail  to  fulfil  the  statutory 
requirements  and  be  objected  to  on  that  ground,  but  that  where, 
as  here,  it  is  said  that  one  of  the  three  processes  claimed  by  the 
complete  specification  is  not  to  be  found  in  the  provisional,  you 
must  first  read  and  construe  the  complete  specification,  and  having 
done  that  you  must  turn  to  the  provisional  specification,  and  with 
the  aid  of  the  knowledge  of  what  has  been  claimed  by  the  latter 
decide  whether  on  a  fair  interpretation  each  essential  part  of  that 

claim  is  covered  by  the  former. 
[98]  The  complete  specification  describes  the  nature  of  the  inven- 
tion in  three  processes,  each  of  which  is  depicted  on  the  figures 
referred  to,  and  I  have  it  proved  that  a  competent  workman,  with 
this  document  before  him,  would  have  no  difficulty  in  producing  the 
instruments  mentioned.  One  of  these  is  an  instrument  combined 
of  wheel,  endless  chain,  lever,  and  ratchet,  to  be  worked  by  hand 
or  other  convenient  machinery,  to  be  substituted  for  manual 
labour,  such  as  a  crane-wheel.  Knowing  this,  I  have  to  ask 
myself  whether  the  particular  process  is  so  indicated  in  the  pro- 
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visional  specification  that  I  may  hold  the  nature  of  the  invention 
to  be  there  described.  Before  examining  the  language,  I  must 
inquire  by  what  rules  I  am  to  be  guided  in  that  examination. 
Here,  happily,  I  find  full  and  precise  directions  in  the  decisions 
of  several  Judges,  differing  in  form  of  expression,  but  not  at  all  in 
essential  character. 

These  are  some  of  the  decided  cases,  but  the  list  is  by  no  means 
exhaustive :  In  re  Newall  and  Elliot,  4  C.  B.  (N.  S.)  269 ;  Newall 
V.  Elliot,  in  the  Court  of  Exchequer,  10  Jur.  (N.  S.)  954,  955 ;  Bail^ 
V.  Boberton  (p.  199,  ante),  in  the  House  of  Lords;  and  United 
Telephone  Company  v.  Harrison,  before  Lord  Justice  Fry,  21  Ch. 
D.  720  (and  see  No.  39,  post).  The  judgment  of  Chief 
Baron  Pollock  ♦in  Newall  v.  Elliot,  10  Jur.  (N.  S.)  [*99] 
955,  is  instructive.  He  says  that  the  object  of  the 
statute,  in  requiring  a  provisional  specification,  is  to  call  on  the 
patentee  when  he  applies  for  the  patent  "  to  give  some  notion 
what  his  invention  is,"  and  that  the  object  of  the  provisional  as 
well  as  of  the  complete  specification  is  "  to  ascertain  the  identity 
of  the  invention,  and  to  make  it  certain  that  the  patentee  shall 
ultimately  obtain  his  patent  for  that  invention  which  he  presented 
to  the  Attorney-General  in  the  first  instance."  This  entirely 
accords  with  the  judgment  in  the  Court  of  Common  Pleas  between 
the  same  parties,  which  says  (4  C.  B.  (N.  S.)  293) :  "  But  the 
office  of  the  provisional  specification  is  only  to  describe  generally 
and  fairly  the  nature  of  the  invention,  and  not  to  enter  into  all  the 
minute  details  as  to  the  manner  in  which  the  invention  is  to  be 
carried  out ;  otherwise  the  provisional  specification  must  be  as  full 
as  the  complete  specification,  and  drawn  with  as  much  care  and 
deliberation."  I  will  not  quote  the  language  of  Lord  Blackburn 
in  Bailey  v.  Boberton,  3  App.  Cas.  1055  (p.  199,  ante^,  who  carefully 
explains  the  office  of  the  provisional  specification,  and  the  obliga- 
tion laid  upon  the  patentee  by  the  statute  which  requires  it.  He 
amplifies  and  expounds,  but  does  not  in  the  slightest  degree  vary, 
the  rules  laid  down  in  the  other  cases.  Lord  Justice  Fry  pro- 
fessed to  follow,  and  did  follow,  Bailey  v.  Boberton.  The  language 
of  Lord  Blackburn,  in  that  case,  he  quotes  at  length.  He  also 
quotes  a  pithy  saying  of  Sir  George  Jessel,  engrafted  into  his  own 
judgment,  an  extract  from  which  I  must  myself  quote  because  it 
so  exactly  and  yet  concisely  expresses  the  law  on  the  point.  On 
page  747,  he  says :  "  I  agree  that  the  provisional  specification  need 
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not  describe  the  manner  in  which  an  invention  is  to  be  carried 
into  effect.  I  agree  that  it  need  not  describe  the  nature  of  the 
invention  otherwise  than  roughly ;  but  it  ought  to  do  so  fairly 
and  honestly." 

I  must  apply  this  rule  to  the  case  in  hand.  Mr.  Siddell's  pro- 
visional specification  is  certainly  rough  enough.  It  would  have 
been  difficult  to  frame  one  more  certain  to  provoke  criticism. 
Knowing,  however,  from  the  complete  specification,  of  what  he 
intended  to  give  a  notion,  I  can  manage,  not  without  difiS- 
[*  100]  culty,  *  but  yet  I  think  fairly  and  honestly,  to  establish 
the  required  identity. 

The  plaintiff  is  entitled  to  judgment  for  an  injunction  with  costs 
on  the  higher  scale  (with  certain  exceptions  not  relating  to  the 
points  here  reported). 

The  defendants  appealed,  and  the  appeal  was  argued  on  May  1, 
3,  4,  6,  7. 1888. 

Sir  H.  James,  Q.  C,  Moulton,  Q.  C,  and  W.  R  Bousfield,  for  the 
appellants :  — 

The  nature  of  the  invention,  as  indicated  by  the  provisional 
specification,  was  the  turning  over  of  forgings  by  means  of  ratchet 
clips  or  grips,  fixed  to  the  ingot,  and  working  from  a  horizontal 
bar  that  was  fixed  to  the  cross-head.  Then  the  arrangement  which 
is  chiefly  dealt  with  by  the  complete  specification  is  one  which 
has  no  horizontal  bar  fixed  to  the  cross-head.  The  complete  spec- 
ification therefore  goes  beyond  the  provisional  specification,  and 
includes  what  is  not  comprised  in  it.  The  patent  is  therefore 
bad.  Then  the  provision  of  sect.  5,  sub-sect.  5,  is  not  complied 
with,  for  the  complete  specification  does  not  end  with 
[*  101]  *  a  distinct  statement  of  the  invention  claimed.  There 
is  a  claim  at  the  end,  but  it  is  so  vague  that  it  throws  no 
light  upon  what  the  inventor  claims. 

Sir  E.  E.  Webster,  A.-G.,  Aston,  Q.  C,  and  W.  N.  Lawson,  for 
the  plaintiff:  — 

This  complete  specification  merely  developed  the  general  state- 
ments of  the  provisional  specification.  An  inventor  must  not  put 
into  his  complete  specification  a  new  invention  which  he  had  not 
in  his  mind  when  filing  his  provisional  specification;  but  if  the 
provisional  specification  contains  a  general  description  of  the  in- 
vention patented  the  law  is  satisfied,  no  matter  how  inaccurate  or 
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obscure  that  description  may  be.  The  Act  of  1883  did  not  create 
provisional  specifications,  nor  was  it  intended  to  alter  the  law  as 
to  them ;  it  is  substantially  the  same  as  the  Act  of  1853.  The  law 
on  the  subject  is  defined  by  Bailey  v.  Boberton,  3  App.  Cas.  1055 ; 
Woodward  v.  Sansum,  4  Eep.  Pat.  Cas.  166,  174.  Then  as  to  the 
vagueness  of  the  claim,  we  say  that  the  patentee  has  shown  what 
his  invention  is.  What  he  says  is  in  substance  this :  "  I  have 
pointed  out  three  things.  I  have  found  out  the  combination  of  an 
endless  chain  wheel  and  ratchet  I  have  found  out  the  gas  tongs 
which  can  be  put  as  a  clip,  grip,  or  ratchet  on  the  forging.  I  can 
use  the  endless  chain,  actuated  by  the  weight  of  the  forging,  or  I 
can  use  it  working  independently  by  means  of  pulling  down  the 
lever.  I  can  use  that  together  with  a  clip  or  grip  on  the  forging, 
or  I  can  use  them  independently." 
Sir  H.  James,  in  reply. 

1888.    May  18.    Cotton,  L.  J. :  — 

This  is  an  appeal  by  the  defendants  against  the  judgment  of 
Mr.  Justice  Kekewich  restraining  them  from  an  alleged  infringe- 
ment of  the  plaintiffs  patent.  Several  objections  have  been  taken 
to  the  validity  of  the  patent,  and  before  considering  them  I  think 
it  best  to  construe  the  specification,  and  see  what  it  is  that  the 
plaintiff  claims  to  protect  as  his  invention.  After  carefully  con- 
sidering it,  I  think  that  he  claims  various  separate 
*  combinations,  and  also  a  combination  of  them  all.  Now,  [*  102] 
first  of  all,  with  reference  to  Fig.  1,  sheet  1,  with  which  he 
begins,  he  claims  a  combination  of  a  wheel  and  an  endless  chain, 
the  wheel  having  cogs  inside  which  are  operated  upon  by  a  lever 
with  a  ratchet,  so  as  to  turn  the  wheel,  this  apparatus  being  sus- 
pended from  an  overhead  railway.  The  ratchet  may  be  acted 
upon  either  by  the  lever  being  operated  upon  by  external  force, 
or  by  the  end  of  the  lever  when  the  chain  slacks  coming  into  the 
slack  of  the  chain,  in  which  case  when  the  wheel  and  chain  are 
drawn  up,  so  that  the  chain  supports  the  weight  of  the  ingot,  the 
chain  is  straightened,  and  operates  upon  the  ratchet  automatically. 
Then,  after  thus  dealing  with  the  wheel  and  ratchet  as  supported 
independently  from  an  overhead  railway,  he  deals  with  them  as 
supported  by  a  crank  bar  fitted  to  the  cross-head  of  the  steam 
hammer  or  hydraulic  press.  Then  he  also  claims  what  has  been 
called  the  gas  tongs  arrangement;  that  is  to  say, he  suspends  from 
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a  horizontal  bar,  passed  through  the  cross-head  of  the  hammer  or 
press,  hooks  which  act  on  a  lever  rigidly  connected  with  what  he 
calls  a  clip  or  ratchet  grip,  which  grasps  the  ingot  to  be  forged. 
When  the  horizontal  bar  is  let  down  by  the  descent  of  the  ham- 
mer or  press,  the  clip  slips  over  the  ingot,  and  when  the  hammer 
or  press  is  raised,  the  clip  is  pulled  up,  grasps  the  ingot  again,  and 
pulls  it  round.  I  think  it  evident  from  his  description  that  he 
claims  the  endless  chain  wheel  and  ratchet  as  combined  with  what 
I  will  call  the  gas  tongs  arrangement,  when  all  of  them  are  used 
together  with  the  press  or  the  hammer.  He  also,  I  think,  claims 
the  combination  of  the  wheel  ratchet  and  endless  chain  separately, 
that  is  to  say,  as  suspended  by  the  overhead  railway,  and  he  also 
claims  the  other  portions  of  what  he  has  described,  if  they  are  used 
separately.  That,  I  think,  appears  from  this  passage  of  the  spec- 
ification :  "  The  appliance  as  shown  at  Figs.  1  and  2,  on  sheet  1, 
can  also  be  used  in  combination ;  in  fact,  each  arrangement  of 
appliance  can  be  used  either  separately  or  combined  for  the  pur- 
poses of  lifting,  slinging,  or  turning  over  the  ingot  or  forging  when 
in  the  furnace,  under  the  press  or  hammer,  or  when  being  other- 
wise operated  on."    He  does  not  claim  the  wheel  and  endless 

chain  by  themselves,  because  that  is  a  very  old  combina- 
[*103]   tion,  *but  he  does  claim,  in  my  opinion,  the  wheel  and 

endless  chain  when  the  wheel  is  furnished  with  internal 
cogs  and  operated  upon  by  the  ratchet,  either  automatically  or  by 
the  application  of  external  force  to  the  end  of  the  lever.  Those, 
in  my  opinion,  are  the  inventions  he  claims,  the  whole  combina- 
tion, or  tlie  separate  parts  which  I  have  mentioned  when  used  as 
separate  combinations. 

Having  expressed  my  opinion  as  to  what  the  invention  claimed 
is,  I  will  now  go  to  the  objection  that  the  patent  is  bad  because 
the  invention  claimed  in  the  complete  specification  goes  beyond 
the  invention  the  nature  of  which  is  explained  in  the  provisional 
specification.  The  provisional  specification  is  provided  for  under 
sect.  5,  sub-sect.  3,  and  all  that  is  required  by  that  sub-section  is 
that  the  provisional  specification  must  describe  the  nature  of  the 
invention  and  be  accompanied  by  drawings  if  required.  Now,  I 
think  that  this  provisional  specification  does  sufl&ciently  describe 
the  nature  of  the  invention,  and  before  I  go  into  it  I  will  refer  to 
what  I  said  in  the  case  of  Woodward  v.  Sansum,  4  Rep.  Pat  Cas. 
166,  to  which  I  adhere.     An  objection  was  taken  there  on  the 
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ground  of  nonconformity  of  the  complete  to  the  provisional  speci- 
fication, and  I  said  (4  Eep.  Pat.  Gas.  174):  "I  think  that  although 
there  is  a  different  mode  of  carrying  out  the  improvement  contem- 
plated by  the  plaintiff  in  his  second  patent,  and  described  in  sheet  3, 
from  that  which  is  practically  described  in  the  provisional  specificar 
tion,  the  whole  of  it  comes  within  the  invention  the  nature  of  which 
he  has  described  in  his  provisional  specification.  It  is  true  that 
in  his  provisional  specification  he  has  stated  a  different  mode  of 
carrj'ing  his  invention  into  effect,  from  that  which  he  stated  in 
sheet  3  of  his  complete  specification ;  but  if  both  are  really  within 
the  same  invention,  described  though  not  minutely  but  in  general 
terms  in  the  provisional  specification,  then  the  patent  will  not  be 
bad,  simply  because  a  different  mode  of  carrying  the  same  inven- 
tion into  operation  is  described  in  the  complete  specification,  and 
even  although  that  may  be  an  improvement  on  what  is  described 
in  his  provisional  specification ;  because  a  patentee  putting  in  a 
provisional  specification  showing  the  nature  of  his  invention  is  not 
bound  to  describe  the  way  in  which  that  can  be  carried 
*  into  effect  and  operation,  but  if  he  does  describe  a  way  [*  104] 
of  doing  it,  and  before  he  files  his  complete  specification, 
he  either  finds  out  improvements  in  that  way  or  a  different  way 
of  carrying  into  effect  that  which  is  described  as  his  invention 
in  the  provisional  specification,  he  is  bound  to  give  the  public  the 
benefit  of  what  he  has  discovered  as  regards  the  mode  of  carrying  the 
invention,  the  nature  of  which  must  be  described  in  the  provisional 
specification,  into  effect,  even  although  there  may  be  improvement 
and  even  invention  which  was  not  known  to  him  at  the  time."  [His 
Lordship  then  compared  the  specifications  and  stated  his  conclu- 
sion to  biB  that  the  invention  described  in  the  complete  specification 
did  not  go  beyond  that  indicated  in  the  provisional  specification.] 
As  that  is  my  view  I  do  not  enter  into  the  question  what  would 
be  the  effect  of  the  complete  specification  going  beyond  the  nature 
of  the  invention  indicated  in  the  provisional  specification.  Whether 
such  nonconforniity  would  vitiate  the  patent  is  a  question  on  which 
it  is  not  necessary  in  the  present  case  to  give  any  opinion,  and  I 
think  it  better  not  to  give  any,  that  I  may  be  free  to  deal  with  it 
if  it  should  hereafter  call  for  decision. 

Having  cleared  away  that  first  objection  I  go  to  that  on  the 
form  of  the  complete  specification.  Sub-sect.  5  of  sect.  5  of  the 
Act  of  1883  says :  "  A  specification,  whether  provisional  or  com- 
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plete,  must  commence  with  the  title,  and  in  the  case  of  a  complete 
specification  must  end  with  a  distinct  statement  of  the  invention 
claimed."  It  is  said  here  that  the  complete  specification  does  not 
end  with  a  distinct  statement  of  what  the  plaintiff  claims.  There 
are  two  questions,  of  course,  to  be  considered  with  reference  to  this 
objection.  Is  there  a  distinct  statement  within  the  meaning  of  the 
5th  section  ?  If  there  is  not,  what  is  the  effect  of  the  deficiency 
upon  the  patent  ?  The  statement  is  this  :  "  I  declare  that  what  I 
claim  is  the  general  construction,  adaptation,  or  application,  and 
the  combination  and  use  of  the  several  parts  in  the  whole,  consti- 
tuting improved,  more  simple  and  eCBcient  appliances  or  means  for 
working  or  operating  on  iron  or  steel  forgings  substantially  as  here- 
inbefore set  forth  and  as  illustrated  on  the  accompanying  drawings." 
Now  if  it  were  necessary  to  decide  the  question  I  should 
[*  105]  not  hold  that  the  *  requisitions  of  sect.  5  had  not  been 
complied  with.  Sub-sect.  5  of  sect.  5  requires  that  a  com- 
plete specification  shall  end  with  a  distinct  statement  of  the 
invention  claimed.  Before  this  Act,  there  was  no  necessity  in  any 
case  for  a  claim.  A  claim  was  very  useful  in  order  to  prevent  it 
being  contended  that  the  specification  described  the  invention  in 
such  a  way  as  to  claim  that  wliich  was  old.  Very  frequently  the 
object  of  a  claim  was  rather  to  disclaim  —  "I  do  not  claim  so  and 
so,  but  what  I  do  claim  is  so  and  so,  or  I  claim  the  whole  combi- 
nation. I  do  not  claim  the  particular  parts  which  are  old."  Or  it 
may  be  that  a  man  might  claim  the  whole  combination,  and  also 
he  would  say  that  "  I  claim  so  and  so  (a  particular  part  of  the 
combination)  as  being  my  invention."  Of  course,  if  he  did  not 
particularise  what  he  claimed  and  the  description  of  his  invention 
included  something  which  apparently  he  claimed  and  which  could 
be  shown  to  be  old,  that  would  vitiate  the  patent.  It  is  now  for 
the  first  time  required  by  the  present  statute  that  there  shall 
be  a  statement  of  what  the  patentee  claims.  I  understand 
"distinct"  there  to  mean  independently  of  and  apart  from  the 
mere  description  of  the  nature  of  his  invention  and  of  the  way 
in  which  it  is  to  be  carried  into  eflfect.  He  must  state  what  he 
claims  and  what  he  does  not  claim.  Here  I  think  that  the  patentee 
has  done  so  sufficiently,  though  roughly  and  indefinitely,  and  not  in 
the  way  in  which  it  ought  to  be  done. 

But  supposing  the  statement  of  the  invention  claimed  not  to  be 
such  as  is  required  by  sect.  5,  sub-sect.  5,  that  in  my  opinion  will 
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not  vitiate  the  patent     When  a  complete  specification  is  brought 
before  the  comptroller,  he  examines  it  and  he  takes  advice;  he 
may  require   the   specification   to  be  amended,  and  there  is   an 
appeal  to  the   Attorney-General     There  is   nothing  in  the  Act 
which   says   that   if  the  complete  specification  does  not  contain 
that  distinct  statebient  the  patent  shall  be  bad,  and  the  requisition 
is  to  be  found  in  a  section  which  refers  to  the  application  for  a 
patent  and  contains  requisitions  the  neglect  of  which  can  hardly 
be  contended  to  make  the  patent  bad.     It  may  be  that  the  neglect 
to  comply  with  some  of  these  requisitions  will  make  the  patent 
bad,  not  because  of  any  enactment  in  this  section  but  because, 
according  to  law,  the  specification  must  so  describe  the 
*  invention,  that  the  public  may  know  what  the  invention    [*  106] 
is  and  how  it  is  to  be  carried  into  execution.     But  in  my 
opinion  that  is  provided  for  by  sect.  26,  sub-sect.  3,  which  enacts 
that,  "  Every  ground  on  which  a  patent  might,  at  the  commence- 
ment of  this  Act,  be  repealed  by  scire  facias  shall  be  available  by 
way  of  defence  to  an  action  of  infringement  and  shall  also  be  a 
ground  of  revocation."     Xow,  it  may  well  be  that  the  whole  of  the 
complete  specification  and  the  statement  of  claim  taken  together 
may  be  so  indefinite  that  it  cannot  be  discovered  either  what  the 
invention  claimed  is  or  how  to  carry  it  into  effect,  and  then  under 
the  old  law,  and  not  under  any  express  provision  of  this  Act  of 
Parliament,  the  patent  will  be  bad,  because  the  inventor  has  not 
done  that  which  he  is  bound  to  do,  and  that  is  open  under  sub- 
sect.  3  of  sect.  26.     In  my  opinion  the  requisition  in  sect.  5,  sub- 
sect.  5,  must  be  considered  as  a  mere  direction  to  be  attended  to 
by  the  comptroller  and  the  law  officer  when  the  matter  comes 
before  them,  and  if  they  are  satisfied,  then  unless,  independently 
of  this  provision,  the  specification  is  so  indefinite  as  to  make  the 
patent  bad,  the  mere  fact  that  there  is  not  a  compliance  with  this 
or  with  other  provisions  of  this  section  will  not  of  itself  make  the 
patent  bad.     I  am  of  opinion,  therefore,  that  this  objection  also 
fails.     [His  Lordship  then  proceeded  to  consider  other  objections 
which  had  been  taken  to  the  patent,  and  gave  his  reasons  for 
disallowing  them.] 

Fry,  L  J.:— 

Lord  Justice  Cotton   has  very  fully  discussed  the   questions 
which  arise  in  this  case.     I  have  had  the  benefit  of  conferring 
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with  him  and  discussing  these   questions  with   him   during  the 
interval  between  the  argument  and  to-day,  and  I  concur  in  the 
conclusion  arrived  at  by  the  Lord  Justice,  and  with  one  exception 
I  concur  in  the  reasoning  by  which  he  has  arrived  at  that  conclu- 
sion.    The  exception  to  which  I  refer  is  with  regard  to  the  5th 
sub-sect  of  sect  5  of  the  Act  of  1883  which  requires  that  the 
complete  specification  shall  *'  end  with  a  distinct  statement  of  the 
invention  claimed."     I  differ  from  his  opinion  that  this  complete 
specification  satisfies  that  requirement     It   appears   to  me   that 
the  intention  of  the  Legislature  is  reasonably  plain  from 
[•  107]    the  *  words  I  have  read,  but  I  think  that  they  are  illus- 
trated by  Form  C  which  is  given  in  the  schedule  to  the 
Act,  and  which,  having  provided  for  a  statement  of  the  invention, 
concludes  in  this  way  :  "  Having  now  particularly   described  and 
ascertained  the  nature  of  my  said  invention,  and  in  what  manner 
the  same  is  to  be  performed,   I  declare  that  what  I  claim  is 
(1)  ...  (2)  ...  (3)  ..  .  &c.,"  and  the  marginal   note   is,  "  Here 
state  distinctly  the  features  of  novelty  claimed."     Now,  turning  to 
this  specification,  I  find  that  it  concludes  thus :  —  "  Having  now 
particularly  described  and  ascertained   the  nature   of    my   said 
invention  and  in  what  manner  the  same  is  to  be  and  can  be 
performed,  I  hereby  declare  that  I  do  not  limit  myself   to  the 
precise  details  of  my  invention  as  hereinbefore  specified,  and  as 
illustrated   on    the   accompanying    drawing,   because    equivalent 
modifications  or  variations  can  be  made  in  such  details  and  quite 
consistent  with   the  principles   or  characteristic   features  of  my 
invention."     I  pause  there  to   observe   that  the  author  of  this 
specification   knows   the   distinction   between   the  principles  and 
characteristic  features  of  his  invention  and  those  details  which 
are  unessential.     Now  it  occurs  to  me  that  those  principles  and 
characteristic   features   are   the  very   things   he   ought  to    have 
explained  to  us  in  his  claim.     He  ought  to  have  told  us  in  his 
claim  succinctly  and  distinctly   what  were   the   principles    and 
characteristic  features  of  the  invention.     But  instead  of  that,  he 
tells  the  reader  that  there  are  such  features  and  that  there  are 
such  principles,  but  leaves  them  to  find  them  out  from  reading 
the  whole  specification.     Then  the  specification  proceeds,  "  And  in 
conclusion  I  declare  that  what  I  claim  is  the  general  construction, 
adaptation,   or  application,  and   the  combination  and  use  of  the 
several  parts,  in  the  whole  constituting  improved,  more  simple 
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and  efficient  appliances  or  means  for  working  or  operating  on  iron 
or  steel  forging  substantially  as  hereinbefore  set  forth  and  as  illus- 
trated on  the  accompanying  drawings."  The  effect  of  that  is  to 
throw  the  reader  back  by  reference  to  the  whole  of  what  has 
gone  before,  with  the  additional  difficulty  created  by  a  direction 
to  distinguish  that  which  is  the  substance  from  that  which 
is  not  the  substance.  Now  in  my  view  that  is  not  in  any 
proper  sense  a  distinct  statement  of  the  invention 
•claimed,  because,  as  I  have  already  said,  you  are  thrown  [*  108] 
back  upon  the  whole  of  the  specification.  I  cannot,  there- 
fore, agree  with  the  Lord  Justice  in  thinking  that  this  speci- 
fication has  satisfied  the  requirement  of  the  statute:  — but  I 
do  agree  with  him  in  thinking  that  the  want  of  satisfaction  of  that 
requirement  is  by  no  means  fatal  to  the  validity  of  the  patent. 
The  requirement  occurs,  as  has  been  already  pointed  out,  in  the 
5th  section  of  the  Act  of  1883,  a  section  which,  as  it  appears  to 
me,  is  throughout  directory.  In  saying  this,  I  do  not  mean  to 
affirm  that  there  are  not  directions  there  given  the  non-observance 
of  which  would  be  fatal,  but  I  mean  that  the  whole  scope  and 
object  of  the  section  is  to  give  particular  directions  with  regard  to 
the  application  for  and  the  granting  of  the  letters  patent  This  is 
one  of  a  bundle  of  enactments  which  all  have  to  do  with  the 
application  for  and  the  granting  of  a  patent  Let  me  take  the  1st 
sub-section  of  sect  5 : "  An  application  for  a  patent  must  be  made 
in  the  form  set  forth  in  the  1st  schedule  to  this  Act,  or  in  such 
other  form  as  may  be  from  time  to  time  prescribed ;  and  must  be 
left  at,  or  sent  by  post  to,  the  Patent  Office  in  the  prescribed  man- 
ner." Suppose  there  were  a  variation  in  form  in  the  application 
actually  made  from  that  set  forth  in  the  schedule  or  prescribed  by 
the  general  rules,  and  the  objection  was  waived  by  the  comptroller 
and  the  law  officers  and  the  patent  duly  granted,  it  would  in  my 
opinion  be  monstrous  to  hold  that  the  variance  from  the  form 
would  bo  fatal  to  the  letters  patent.  So  again,  suppose  instead  of 
the  application  being  left  at  or  sent  by  post  to  the  Patent  Office,  it 
had  been  sent  to  the  private  house  of  the  comptroller,  and  the 
business  had  been  transacted  there,  and  it  had  never  reached  the 
Patent  Office,  and  the  patent  had  been  properly  granted,  it  would  in 
my  judgment  be  monstrous  to  say  that  that  fact  avoided  the  letters 
patent  I  think,  therefore,  that  although  there  are  contained  in 
the  5th  section  certain  requirements,  the  non-observance  of  which 
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would  be  fatal,  that  result  follows,  not  from  the  5th  section,  which 
is  purely  directory,  but  either  from  the  nature  of  the  requirements 
or  from  the  other  provisions  of  the  statute.  That  may  be  illus- 
trated very  well  by  the  4th  sub-section,  "A  complete  speci- 
[*109]  fication,  whether  left  on  application  or  *  subsequently, 
must  particularly  describe  and  ascertain  the  nature  of  the 
.  invention,  and  in  what  manner  it  is  to  be  performed,  and  must  be 
accompanied  by  drawings,  if  required."  If  the  specification  does 
not  comply  with  that,  then  under  the  26th  section  of  the  same  stat- 
ute it  would  be  open  to  apply  for  the  revocation  of  the  letters  patent, 
or  it  would  be  a  ground  of  defence  to  an  action  for  infringement.  I 
come,  therefore  to  the  conclusion  that  although  in  my  opinion  this 
complete  specification  did  not  conclude  with  a  distinct  statement 
such  as  is  required  by  the  Act,  that  defect  is  not  made  a  ground  for 
revocation  under  the  26th  section  of  the  Act,  and  is  not  fatal  to  the 
validity  of  the  patent.  In  all  other  respects  I  do  not  desire  to  add 
anything,  but  concur  in  the  judgment  of  the  Lobd  Justice. 

Lopes,  L.  J. :  — 

There  are  two  matters  only  to  which  I  wish  shortly  to  refer. 
With  regard  to  the  objection  of  nonconformity  between  the  pro- 
visional and  the  complete  specification,  this  matter  was  very  care- 
fully considered  in  Woodward  v.  Sansum,  4  Eep.  Pat.  Cas.  166,  and 
having  referred  to  the  decision  in  that  case  I  think  that  the  objec- 
tion fails. 

With  regard  to  the  objection  that  the  complete  specification 
does  not  end  with  a  distinct  statement  of  the  invention  claimed, 
I  agree  with  Lord  Justice  Fry.  I  think  that  a  distinct  statement 
must  mean  something  more  than  a  separate  paragraph.  I  think 
the  Legislature  meant  a  concise  statement  of  the  main  features  of 
the  invention,  something  to  which  the  reader  might  readily  refer 
and  learn  therefrom,  without  referring  to  the  body  of  the  specifica- 
tion, what  the  characteristic  features  of  the  invention  claimed 
were.  Applying  this  to  the  present  case,  the  statement  of  claim 
here  seems  to  me  to  be  too  loose,  rendering  it  necessary  for  the 
reader,  in  order  to  ascertain  the  characteristic  features  of  the 
invention,  to  refer  to  the  body  of  the  specification.  But  if  it  is 
not  a  distinct  statement  of  claim,  then  the  question  arises  how  far 
does  that  affect  the  patent.  I  entirely  agree  with  the  rest  of  the 
Court  that   the   statute  in   this   respect  is   only  directory,  and 
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that  the  non-compliance  with  this  direction  does  not  invali- 
date the  patent      In  all  other  respects  I  entirely  agree 

•  with  the  judgment  of  my  learned  brethren,  and  think  [*  110] 
that  this  appeal  fails.  Appeal  dismissed. 

The  defendants  appealed  to  the  House  of  Lords, 
where  their  case  was  argued  by  J.  F.  Moulton,  [15  App.  Cm.  498] 
Q.  C,  and  W.  E.  Bousfield  (A.  J.  Ashton,  with 
them).  They  contended,  first,  that  the  complete  specification  went 
beyond  the  provisional,  and  described  an  invention  larger  than  and 
different  from  the  invention  described  in  the  provisional ;  that  the 
provisional  specification  did  not  comply  with  the  requirements  of 
sect.  5,  sub-sect.  3  of  the  Act,  which  says  that  it  "  must  describe 
the  nature  of  the  invention  " ;  that  it  was  not  a  matter  upon  which 
the  report  of  the  examiner  and  the  decision  of  the  comptroller 
were  final;  that  the  patent  was  on  that  ground  invalid,  and 
referred  to  sects.  6,  7,  8,  9,  and  26,  sub-sect.  8,  of  the  Act, 

*  and  cited  United  TelepJicme  Co.  v.  Harrison,  21  Ch.  D.  [*  499] 
720,  and  Bailey  v.  JRoberton,  3  App.  Cas.  1055.     Secondly, 

they  contended  that  the  complete  specification  did  not  "  end  with 
a  distinct  statement  of  the  invention  claimed,"  as  required  by  sect 
5,  sub-sect.  3,  of  the  Act ;  that  the  words  of  that  section  were 
imperative,  not  directory ;  that  the  patent  was  therefore  bad,  and 
referred  to  Form  C  in  the  schedule  to  the  Act  They  also  argued 
that  the  patent  was  bad  on  the  ground  of  want  of  novelty  and  that 
there  was  no  invention. 

Sir  K.  Webster,  A.-G.,  and  Aston,  Q.  C.  (W.  K  Lawson,  with 
them),  for  the  respondent. 

Moulton,  Q.,  C,  in  reply. 

The  House  took  time  for  consideration. 

August  7.     Lord  Halsbury,  L.  C.  :  — 

My  Lords,  the  questions  of  law,  as  distinguished  from  those  of 
fact,  which  have  been  suggested  in  the  argument  of  this  case,  have 
an  importance  beyond  the  decision  on  the  rights  of  the  parties  to 
this  litigation ;  and  the  first  is,  the  question  of  the  remedy,  if  the 
provisional  specification  does  not  describe  the  same  invention  as 
the  complete  specification. 

It  is  suggested  that  the  new  machinery  of  the  comptroller  and 
the  examiner  has  superseded  the  power  of  raising  any  objection  to 
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the  conformity  of  the  provisional  and  the  complete  specification. 
I  am  unable  myself  to  take  that  view.  I  think  it  is  an  essential 
condition  of  a  good  patent  that  the  invention  described  in  the  pro- 
visional should  be  the  same  as  that  in  the  complete  specification, 
and  I  think  the  3rd  sub-section  of  sect.  26  preserves  this  as  a 
ground  upon  which  an  action  for  the  infringement  of  a  patent 
right  may  be  defended,  and  a  ground  upon  which  a  patent  may  be 
revoked.  But,  upon  the  comparison  of  the  two  in  this  case,  I  am 
satisfied  that  what  the  patentee  meant  in  one  he  meant  in  the 
other.  To  my  mind,  it  is  impossible  to  doubt  that  the  real  inven- 
tion contemplated  by  both  was  the  same  thing,  and,  obscurely 

afl  they  are  both  framed,  I  think  the  objection  fails. 
[*  500]      *  The  objection  that  no  distinct  claim  is  made,  is  one  of 

form  only,  and  I  think  the  Legislature  did  not  intend  to 
make  the  direction,  which  undoubtedly  the  Act  contains,  a  condi- 
tion upon  the  non-compliance  with  which  the  patent  should  be 
void.  There  is  no  trace  of  any  such  intention  in  the  statute,  and 
there  does  not  seem  any  good  reason  why  it  should  be  inferred 
from  the  general  policy  of  the  statute.  On  the  contrary,  the  ques- 
tions of  mere  form,  I  think,  were  intended  to  be  dealt  with  under 
the  new  machinery  provided. 

Upon  the  facts  of  the  case,  T  confess  I  have  been  unable  to 
entertain  any  doubt.  The  problem  to  be  solved  by  the  inventor 
(and  which  it  appears  to  me  the  inventor  in  this  case  has  success- 
fully solved)  was  how  to  turn  large  forgings.  He  has  invented  a 
simple,  useful,  and  easily  manageable  apparatus  for  accomplishing 
this  object.  It  may  be  quite  true  that  every  one  knew  the  use  of 
an  endless  chain  and  of  a  ratchet  before ;  but  it  is  clear  to  my 
mind  that,  in  the  first  instance,  everybody  acquainted  with  the 
subject  thought  that  the  patentee's  was  a  new  invention,  and,  how- 
ever old  the  elements  of  the  apparatus,  the  combination  was  new. . 
One  cannot  but  see  that  the  first  objection  raised  by  his  former 
employers,  though  abandoned  at  your  Lordships*  bar,  namely,  the 
contention  that  they  had  themselves  invented  it,  is  the  strongest 
possible  proof  of  what  they  thought  about  it,  and  they  certainly 
were  persons  likely  to  know  and  appreciate  whether  the  apparatus 
was  new.  Later  on  they  agreed  to  assist  the  patentee  in  getting 
his  patent  if  he  would  consent  to  their  using  it  without  pay- 
ing him  for  the  use  of  it  And,  looking  at  the  practical  knowl- 
edge possessed  by  these  gentlemen,  I  regard  their  conduct  in  this 
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matter  as  being  quite  as  important  to  the  case  of  the  patentee  as 
the  evidence  of  Dr.  Hopkinson  himself. 

Neither  the  Creuzot  nor  the  Abouchofif  arrangement  seems  to 
me  to  touch  the  real  point  in  this  case,  and  though  the  obscurity 
which  I  have  referred  to  before  in  the  language  of  the  specification 
brings  it  dangerously  near  Whitworth's  patent  of  1875,  on  the 
whole  T  am  satisfied  that  no  real  anticipation  of  the  patent  has 
been  proved,  and  I  therefore  move  your  Lordships  that  this  appeal 
be  dismissed. 

♦Lord  Herschell: —  [*501] 

My  Lords,  this  is  an  action  brought  by  the  respondent 
against  the  appellants  in  respect  of  the  infringement  of  a  patent, 
dated  the  20th  of  May,  1885,  for  an  alleged  invention  of  an 
"improved  mechanical  appliance  for  working  or  operating  on 
large  forgings  in  iron  or  steel."  The  defendants  did  not  deny 
that  they  had  infringed  the  patent,  but  impeached  its  validity  on 
the  usual  grounds,  viz.,  that  the  alleged  invention  was  not  new, 
and  that  it  was  not  a  fit  subject-matter  for  a  patent.  They  further 
alleged  that  it  had  been  improperly  obtained  from  them  by  the 
plaintiff,  who  was  in  their  employ,  and  that  he  was  not  in  truth 
the  inventor.  This  latter  point,  although  strenuously  insisted 
upon  at  the  trial,  was  abandoned  on  the  appeal  to  your  Lordships' 
House,  the  appellants  submitting  to  that  extent  to  the  judgment 
against  them. 

The  objections  of  want  of  novelty  and  subject-matter  cover  to 
some  extent  the  same  ground ;  but  it  will  be  expedient  to  deal 
with  them  as  far  as  possible  separately.  The  invention,  so  far  as 
we  are  concerned  with  it  in  this  part  of  the  case,  consists  of  an 
apparatus  for  turning  heavy  forgings,  composed  of  a  wheel  and 
endless  chain,  the  wheel  being  internally  toothed,  and  having  a 
ratchet  working  in  it,  by  means  of  which  the  wheel  is  caused  to 
rotate,  and  the  forging,  which  rests  in  the  endless  chain,  is  thus 
turned  from  time  to  time  to  the  extent  desired.  It  is  admitted 
by  the  respondent  that  the  elements  which  form  this  combination 
are  all  old.  On  the  other  hand,  the  appellants  admit  that  the 
combination  was  never  in  use  prior  to  the  date  of  the  patent. 
But  they  allege  that,  to  combine  these  well-known  elements  into 
the  apparatus  claimed  needed  no  invention,  and  that  it  is,  there- 
fore, not  proper  subject-matter  for  a  patent.     Forgings,  they  say, 
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had  long  rested  in  an  endless  chain,  the  idea  of  turning  such 
forgings  by  turning  the  wheel  over  which  the  chain  passed  was 
not  a  new  one,  and  a  ratchet  working  in  teeth  was  a  well-known 
device  for  causing  a  wheel  to  rotate  to  the  desired  extent.  All 
this,  I  think,  cannot  be  denied.  But  the  result  is  an  apparatus  of 
an  extremely  simple  character,  which  possesses  the  advantage  of 
being  easily  moved  from  place  to  place,  and  applied  wherever 

wanted.  And  the  question  remains,  whether  this  mode 
[*  502]  of  dealing  *  with  forgings  which  require  to  be  gradually 

turned  was  so  obvious  that  it  would  at  once  occur  to  any 
one  acquainted  with  the  subject,  and  desirous  of  accomplishing 
the  end,  or  whether  it  required  some  invention  to  devise  it 
There  is  no  doubt  about  the  law  applicable  to  such  a  question, 
though  it  is  often  difficult  to  apply  it  to  the  circumstances 
of  a  particular  case,  and  its  application  is  perhaps  most  difficult 
when  the  alleged  invention  consists  of  a  new  apparatus  combining 
known  elements.  If  the  apparatus  be  valuable  by  reason  of  its 
simplicity,  there  is  a  danger  of  being  misled  by  that  very 
simplicity  into  the  belief  that  no  invention  was  needed  to  pro- 
duce it.  But  experience  has  shown  that  not  a  few  inventions, 
some  of  which  have  revolutionised  the  industries  of  this  country, 
have  been  of  so  simple  a  character  that,  when  once  they  were 
made  known,  it  was  difficult  to  understand  how  the  idea  had 
been  so  long  in  presenting  itself,  or  not  to  believe  that  they 
must  have  been  obvious  to  every  one. 

In  considering  how  the  question  your  Lordships  have  to  answer 
ought  to  be  determined,  I  think  it  is  important  to  see  what  steps 
had  previously  been  taken  to  accomplish  the  same  result  as  is 
attained  by  the  alleged  invention.  Down  to  a  comparatively 
recent  period  it  had  been  the  practice  to  turn  the  forgings  by 
handspikes  —  a  process  which  not  only  involved  much  manual 
labour,  but  was  a  source  of  some  danger  to  those  employed.  To 
get  rid  of  these  evils  two  devices  had  been  adopted,  which  were 
called  in  the  argument  the  "  AbouchoflF"  and  the  "Creuzot"  In 
the  former  of  these  the  forging  was  turned  by  a  hook,  suspended 
by  a  bar  and  chain,  being  fixed  in  one  of  the  links  of  the  endless 
chain  in  which  the  forging  rested,  so  that,  the  link  being  held 
fast,  the  forging  as  it  descended  was  rolled  round.  The  objec- 
tions to  this  device  are  pointed  out  in  the  evidence  of  Dr.  Hop- 
kinson,  and  I  think  are  substantial.    Mr.  Anderson,  who  made 
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the  crane  for  the  Abouchoflf  works,  and  who  was  experienced  in 
such  matters,  was  called  as  a  witness  for  the  defendants.  It 
appeared  on  his  cross-examination  that  he  had  written  to  the 
plaintiffs  solicitors  in  these  terms:  "Mr.  Siddell's  arrangement 
seems  different  in  every  way,  except  that  the  lowering  of  the 
forging  supplies  the  power  necessary  to  rotate  it.  I  will  give 
evidence  if  needed,  though  I  would  rather  not."  The 
opinion  *  thus  expressed,  and  the  fact  that  the  plaintiffs  [*  503] 
apparatus,  which  I  am  satisfied  is  more  advantageous  than 
that  employed  at  the  Abouchoff  works,  was  not  adopted  there, 
appear  to  me  to  afford  some  evidence  that  it  was  not  so  obvious  as 
is  suggested  by  the  appellants.  The  Creuzot  apparatus,  which  was 
free,  no  doubt,  from  the  objections  urged  against  the  Abouchoff, 
was  of  a  more  elaborate  character  than  the  plaintiffs,  and  could 
not  be  so  readily  moved  and  applied  at  the  different  parts  of  the 
works.  Beyond  these  two  no  other  plan  appears  to  have  been 
successfully  adopted;  and  it  strikes  me  as  very  important  that 
the  defendants,  who  were  erecting  new  machinery,  and  who,  of 
course,  knew  that  some  means  must  be  applied  for  turning  the 
forgings,  used  for  a  time,  in  spite  of  its  disadvantages,  the  old 
method  of  handspikes,  and  were  not  at  once  prepared  with  any 
mechanical  device  to  substitute  for  it,  and  ultimately,  but  not 
until  after  the  plaintiffs  invention,  made  use  of  the  apparatus 
now  in  question.  I  will  not  dwell  upon  the  various  experiments 
made  by  the  defendants  before  they  took  this  course.  It  is 
suggested  that  these  had  their  origin  in  the  peculiar  position  of 
the  defendants'  works  at  the  time,  though  the  explanation  does 
not  appear  to  me  to  be  altogether  sufficient.  It  is  material,  how- 
ever, to  note  the  manner  in  which  the  defendants,  who,  it  must 
be  remembered,  were  thoroughly  conversant  with  the  subject, 
dealt  with  the  plaintiffs  patent  in  the  first  instance.  They 
offered  to  take  a  licence  for  a  nominal  consideration,  and  to 
help  him  to  enforce  his  patent  right  as  between  himself  and 
the  general  public,  provided  it  was  done  without  prejudice  to 
their  interests.  And  they  alleged  that  the  apparatus  designed 
by  the  plaintiff  had  been  improperly  obtained  from  their  draw- 
ings ;  but  they  did  not  suggest  at  the  outset  that  it  was  no 
invention  at  all,  as  the  idea  was  one  which  would  occur  at 
once  to  any  mechanic  whose  attention  was  directed  to  the 
subject 
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After  a  careful  consideration  of  all  the  arguments  presented 
by  the  learned  counsel  for  the  appellants,  I  find  myself  unable 
to  dififer  from  the  conclusion  arrived  at  by  the  Courts  below,  that 
the  apparatus  of  the  plaintiff  was  a  new  invention  and  a  fit  sub- 
ject-matter for  a  patent,  though  I  admit  that  the  case  is 
[*  504]  near  *  the  border  line,  and  that  no  great  exercise  of  the 
inventive  faculty  was  required  for  its  production. 
T  need  not  elaborate  my  reasons  for  thinking  that  the  inven- 
tion was  a  new  one;  they  will  be  obvious  from  what  I  have 
already  said  in  relation  to  the  objection  dealt  with.  It  does  not 
appear  to  me  to  have  been  anticipated  either  by  the  Abouchoff 
or  Creuzot  apparatus.  But  the  patent  is  said  to  be  open  to  the 
charge  of  want  of  novelty  on  another  ground.  One  modification 
of  the  plaintifl*s  invention,  though  not  that  infringed  by  the 
defendants,  with  which  alone  we  have  hitherto  dealt,  is  said  to 
have  been  anticipated  by  Whitworth's  patent  of  1875.  In  order 
to  establish  this  the  appellants  maintain  that  the  arrangement 
of  the  adjustable  clip  or  ratchet  grip  X  shown  on  Fig.  5  is  claimed 
by  itself,  and  not  as  part  of  the  combination  described  in  the 
letter-press  in  connection  with  it.  They  rely,  in  order  to  make 
good  this  contention,  on  the  statement  in  the  specification  that 
"  the  appliance  as  shown  in  Figs.  1  and  2  on  sheet  1  can  also  be 
used  in  combination ;  in  fact,  each  arrangement  of  appliance  can 
be  used  either  separately  or  combined  for  the  purpose  of  lifting, 
slinging,  or  turning  over  the  ingot  or  forging  when  in  the 
furnace,  under  the  press  or  hammer,  or  when  being  otherwise 
operated  on."  The  specification  is  certainly  not  ft  model  of 
clearness  or  precision.  But  I  do  not  think  the  language  has  the 
effect  contended  for.  And  I  have  come  to  the  conclusion  that 
the  patent  is  not  bad  by  reason  of  any  of  the  modifications  of 
the  invention  claimed  by  it  having  been  anticipated  by  Whit- 
worth's patent. 

Two  points  made  on  behalf  of  the  appellants  remain  to  be 
considered.  It  is  said  that  the  complete  specification  goes  beyond 
the  provisional  in  the  invention  which  it  discloses,  and  that  the 
invention  described  in  the  complete  is  not  substantially  the  same 
as  that  which  is  described  in  the  provisional  specification.  It 
is  to  be  observed  that  under  sect  9  (1)  of  the  Act  of  1883  the 
comptroller  is  bound  to  refer  both  specifications  to  an  examiner, 
for  the  purpose  of  ascertaining  whether  this  is  the  case,  and,  if  the 
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examiner  reports  that  it  is  not»  the  comptroller  may  refuse  to 
accept  the  complete  specification  until  it  has  been  amended 
to  his  satisfaction.  The  comptroller  must,  therefore, 
♦  have  been  satisfied  in  the  present  case  that  the  two  [•  505] 
specifications  did  substantially  describe  the  same  invention. 
But  I  will  assume  (and  I  am  not  to  be  understood  as  at  all 
indicating  a  contrary  view)  that,  notwithstanding  this,  the  old 
objection  of  want  of  conformity  between  the  provisional  and  the 
complete  specification  is  still  open.  The  provisional  specification 
"  must  describe  the  nature  of  the  invention,"  the  complete  "  must 
particularly  describe  and  ascertain  the  nature  of  the  invention, 
and  in  what  manner  it  is  to  be  performed."  It  is  obvious  there- 
fore that  the  former  may  be  much  more  general  and  less  detailed 
in  its  terms  than  the  latter.  It  is  enough  if  the  nature  of  the 
invention  is  conveyed  by  it  to  the  reader.  It  is  alleged  by  the 
appellants  that  the  particular  apparatus  which  is  in  controversy 
in  this  action  is  to  be  found  described  in  the  complete  specifi- 
cation only,  and  that  there  is  no  reference  to  it  in  the  pro- 
visionaL  This  latter  is  most  clumsily  framed;  but  I  think 
the  scheme  of  turning  the  crane  wheel  over  which  the  endless 
chain  passes  by  means  of  a  ratchet,  and  so  causing  the  forging 
to  rotate,  does  sufficiently  appear  upon  the  face  of  it. 

The  last  objection  taken  to  the  patent  is,  that  the  complete 
specification  does  not  ''end  with  a  distinct  statement  of  the 
invention  claimed,"  as  required  by  sect.  5,  sub-sect.  5,  of  the  Act. 
The  Act  does  not  provide  that  if  this  requirement  is  not  complied 
with  the  patent  shall  be  void,  and  I  think  it  is  impossible  to 
imply  any  such  condition.  There  is  no  more  warrant  for  doing 
so  in  this  case  than  in  the  case  of  non-compliance  with  any 
other  of  the  provisions  of  the  section.  The  provision  which 
immediately  precedes  that  in  question  requires  that  a  specification 
should  "commence  with  the  title."  It  could  hardly  be  gravely 
contended  that  if  the  comptroller  accepted  a  specification  where 
the  title  did  not  occupy  the  first  place  the  patent  granted  ought 
on  that  account  to  be  held  void.  I  need  not  detain  your  Lord- 
ships further  upon  this  point,  as  it  was  fully  dealt  with,  and  to 
my  mind  satisfactorily  disposed  of,  by  the  learned  Judges  in  the 
Court  of  Appeal  Agreeing  as  I  do  with  their  view  of  the  law, 
it  is  not  necessary  to  express  any  opinion  whether  the  specifi- 
cation did  end  with  a  distinct  statement  of  the  invention  claimed 
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within  the  meaning  of  the  statute.     I  should  certainly  not  recom- 
mend it  as  an  example  to  be  followed. 

[*506]     ♦Lord  Macnaghten:  — 
My  Lords,  I  concur. 

Lord  Morris:  — 

My  Lords,  I  have  had  the  advantage  of  reading  the  judgment 
which  has  just  been  delivered  by  my  noble  and  learned  friend 
Lord  Herschell,  and  I  entirely  concur  in  it 

Order  appealed  from  affirmed;  appeal  dismissed  with  costs. 

Lords'  Journals,  7th  August,  1890. 

Vnttall  Y.  Hargreaves. 

61  L.  J.  Ch.  94-98  (8.  c.  1892,  1  Ch.  23;  65  L.  T.  597;  40  W.  R.  200). 

[94]  Fatent  —  Prwwtotial  and  Complete  SpeeifieaHon. 

It  is  an  essential  condition  of  a  good  patent  that  the  nature  of  the  invention 
described  in  the  provisional  specification  shall  be  the  same  as  that  described  in 
the  complete  specification;  and  non-compliance  with  this  condition  has,  by 
sect.  26,  sub-sect.  S,  of  the  Patents,  &c.  Act,  1883,  been  preserved  as  a  ground 
of  defence  to  an  action  fiir  infringement  and  as  a  ground  of  revocation. 

Dictum  of  Lord  Halsburt  in  Vickers  v.  SiddeU  (p.  428,  supra)  applied. 

This  was  an  appeal  from  a  decision  of  Kekewich,  J. 

On  the  23rd  of  March,  1889,  the  plaintiff,  Francis  Nuttall,  filed 
a  provisional  specification  for  an  invention  for  "  An  improved 
method  of  tapping  barrels  containing  beer,  porter,  or  other  liquids, 
and  preventing  waste  and  leakage  of  said  liquids  during  tapping. " 
This  specification  stated  that  the  improvement  was  to  be  effected 
by  means  of  a  screwed  bush  or  plug  (a)  secured  to  the  barrel 
end  (h).  And  it  continued :  **  The  bush  also  carries  a  guide  for 
the  valve  (c)  and  spring  (rf),  the  valve  being  kept  on  the  seating  («) 
in  the  bush  by  means  of  the  spring  {d),  and  preventing  the  liquor 
from  escaping."  One  element  of  the  invention  in  its  complete 
form  was  a  wire  gauze  strainer  to  prevent  the  hops  and  other 
impurities  in  the  barrel  from  running  into  the  tap;  but  the 
provisional  specification  contained  no  mention  of  this. 

On  the  30th  of  April,  Nuttall  filed  his  complete  specification 
in  which  he  described  his  invention  in  greater  detail.  This 
description  contained  the  following  passage :  "  The  valve  casing 
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or  projections  (j)  are  encircled  by  a  gauze  or  strainer  {Ik)  to  pre- 
vent hops   or  impurities  from  escaping  through  the  tap."     And 
the  specification   then  referred  to  the  drawings  annexed 
*  thereto,  and  in  one  of  the  figures  there  was  a  delineation  [*  95] 
of  a  gauze  strainer. 

The  claim  was  as  follows :  "  A  method  of  plugging  or  securing 
the  outlet  of  barrel  by  means  of  an  arrangement  of  bush  or  valve 
casing  with  valve  and  spring  secured  to  barrel  end  in  connection 
with  a  tap  as  shown,  and  for  the  purpose  as  hereinbefore  set  forth, 
and  more  particularly  described  in  specification  and  drawings. " 

In  March,  1890,  an  action  was  commenced  by  Nuttall  and 
Messrs.  K  Faulkner  &  Bros. ,  to  whom  he  had  assigned  his  patent, 
against  Hargreaves  and  Bardsley  for  infringement. 

The  defendants  disputed  the  validity  of  the  patent  on  the 
ground  that  the  nature  of  the  invention  was  not  sufficiently 
described;  that  the  invention  claimed  in  the  complete  specifica- 
tion was  not  the  same  as  that  described  in  the  provisional  speci- 
fication; and  that  it  had  been  anticipated.  It  was  admitted  at 
the  trial  by  the  witnesses  called  on  behalf  of  the  plaintiffs  that 
the  wire  gauze  strainer  was  an  essential  part  of  the  invention,  and 
that  the  several  elements  of  the  invention  other  than  the  gauze 
strainer  had  been  anticipated.  Mr.  Justice  Kekewich  held  first 
that  the  mere  substitution  of  a  gauze  strainer  for  the  perforated 
metal  strainer  previously  in  use  was  not  good  subject-matter  for  a 
patent;  secondly,  that  the  omission  of  this  essential  particular 
from  the  provisional  specification  was  fatal  to  the  validity  of  the 
patent,  and  he  accordingly  gave  judgment  for  the  defendants. 

The  plaintiffs  appealed. 

Moulton,  Q.  C. ,  and  Herman  Robinson,  for  the  appellants.  —  The 
provisional  specification  is  only  for  the  purpose  of  identifying  the 
invention;  and  where  the  invention  consists  in  a  new  combina- 
tion, an  inventor  is  not  bound  to  insert  all  the  elements  in  his 
provisional  specification;  he  may  afterwards  make  an  important 
addition  to  his  invention.  Here  the  wire  gauze  strainer  is  merely 
an  adjunct  to  the  invention,  and  its  omission  from  the  provisional 
specification  is  not  a  ground  for  invalidating  the  patent.  [They 
referred  to  Hinks  &  Son  v.  The  Safety  Lighting  Company,  46  L. 
J.  Ch.  185,  4  Ch.  D.  607;  The  Edison  and  Swan  Electric  Light 
Company  v.  Woodhouse,  55  L  J.  Ch.  94,  32  Ch.  D.  520 ;  In  re 
Newall  and  Elliot,  4  C.  B.  (N.  S.)  269,  27  L.  J.  C.  P.  337;  and 
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Vickers  v.  Siddell,  60  L.  J.  CL  106,  15  App.  Cas.  496  (p.  428, 

arUe).  ] . 

[Fky,  L.  J.,  referred  to  Bailey  v.  Roberton,  3  App.  Cas.   1055.] 
Bousfield,  Q.  C. ,  and  J.  C.  Graham,  for  the  respondents,  were 

not  heard. 

LiNDLBY,  L.  J.  —  This  is  an  appeal  from  a  decisicHi  of  Mr. 
Justice  Kekbwich  deciding  in  substance  that  Mr.  Nuttairs  patent 
is  bad  in  point  of  law.  The  action  was  brought  for  infringement, 
and  the  defendants  gave  no  evidence  except  that  in  the  course  of 
the  cross-examination  of  the  plaintiffs'  witnesses  they  put  in  cer- 
tain documents  —  specifications  of  earlier  patents.  Without  going 
through  the  evidence  in  every  detail,  the  result  seems  to  be  that 
Mr.  Nuttall's  invention,  as  described  in  his  complete  specifica- 
tion, and  as  ultimately  brought  out  by  him,  is  a  useful  invention. 
He  appears  to  be  a  person  of  ingenuity,  and  a  very  honest  man ; 
but  when  he  applied  his  mind  to  the  improvement  of  barrel  taps, 
he  did  not  know  what  his  predecessors  had  done.  That  accounts, 
I  think,  for  his  failing  to  succeed  in  this  action.  Not  knowing 
what  had  been  done,  he  filed  a  provisional  specification  in  which 
he  purported  to  describe  the  nature  of  his  invention.  It  is  not 
necessary,  as  we  know,  in  a  provisional  specification  to  describe 
how  the  invention  is  to  be  carried  out,  but  it  is  necessary  to 
comply  with  sect.  5,  sub-sect.  3,  of  the  Act  of  1883,  which  says 
that,  "  A  provisional  specification  must  describe  the  nature  of 
the  invention,  and  be  accompanied  by  drawings  if  required." 
One  point  which  we  have  to  consider  I  will  deal  with  now  — 
namely,  what  is  the  consequence,  since  the  Act  of  1883,  of  not 

describing  in  the  provisional  specification  the  true  nature 
[*  96]  of  the  invention,  *  and  describing  it  for  the  first  time  in  the 

complete  specification  ?  In  order  to  answer  that  question 
we  must  look  at  further  sections  of  the  Act  —  and  the  important 
section,  passing  by  sect.  14,  is  sect.  26.  Sect  26  relates  to  re- 
vocation, and  it  says :  *  (1)  The  proceeding  by  scire  facias  to 
repeal  a  patent  is  hereby  abolished;  (2)  Revocation  of  a  patent 
may  be  obtained  on  petition  to  the  Court;  (3)  Every  ground  on 
which  a  patent  might  at  the  commencement  of  this  Act  be 
repealed  by  scire  facias  shall  be  available  by  way  of  defence  to 
an  action  of  infringement,  and  shall  also  be  a  ground  of  revoca- 
tion. "     In  dealing  with  that  section  it  is  important  to  consider 
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what  was,  before  the  Act,  the  effect  of  a  patentee  not  stating  in 
his  provisional  specification  the  real  nature  of  his  invention,  so 
as  to  identify  it  with  the  invention  which  he  described  in  his 
complete  specification.  The  answer  to  that  has  been  settled  by 
authority,  and  the  last  case  of  any  importance  was  Bailey  v. 
Soberton,  3  App.  Cas.  1055,  in  the  House  of  Lords.  If  the  in- 
vention described  in  the  two  specifications  is  not  the  same,  the 
patent  is  bad.  It  is  not  necessary  to  go  into  details  in  the  pro- 
visional specification ;  it  is  sufficient  to  describe  the  nature  of  the 
invention,  but  the  nature  of  the  invention  there  described  must  be 
the  same  as  that  to  which  the  complete  specification  relates.  In 
the  face,  therefore,  of  that  26th  section  it  appears  to  me  that  if 
upon  the  true  construction  of  the  two  specifications  they  are  not  for 
the  same  invention,  the  patent  cannot  be  upheld,  and  that  is  the 
view  taken  by  Lord  Halsbuey,  at  all  events,  in  the  case  of  Vickers 
V.  Sidddl,  60  L.  J.  Ch.  105,  15  App.  Cas.  496  (p.  428,  ante).  His 
Lordship  says,  "  It  is  suggested  that  the  new  machinery  of  the 
comptroller  and  the  examiner  has  superseded  the  power  of  raising 
any  objection  to  the  conformity  bt  the  provisional  and  the  com- 
plete specification.  I  am  unable  myself  to  take  that  view.  I 
think  it  is  an  essential  condition  of  a  good  patent  that  the  inven- 
tion described  in  the  provisional  should  be  the  same  as  that  in 
the  complete  specification;  and  I  think  the  3rd  sub-section  of 
section  26  preserves  this  as  a  ground  upon  which  an  action  for 
the  infringement  of  a  patent  may  be  defended,  and  a  ground  upon 
which  a  patent  may  be  revoked. "  That  appears  to  me,  I  confess, 
to  be  the  view  which  is  most  in  accordance  with  the  sections  of 
the  Act  to  which  I  have  referred.  It  is  a  view  in  no  way  dis- 
sented from  by  the  other  learned  law  Lords,  although  they  abstain 
from  expressing  a  positive  opinion  upon  it  It  is  also  quite  con- 
sistent with  the  view  taken  by  this  Court  in  the  same  case  when 
it  was  before  the  Court,  because  every  member  of  the  Court  left 
that  particular  point  of  law  open  for  further  discussion. 

I  proceed  now  to  consider  what  the  case  really  is.  Looking  at 
the  provisional  specification,  and  seeing  what  the  nature  of  the 
invention  is,  we  are  very  much  struck  by  the  fact  that  there  is  no 
allusion  at  all  to  that  which  Nuttall  himself,  in  cross-examina- 
tion, said  was  an  essential  part  of  his  invention  —  that  is  to  say, 
the  strainer  of  which  we  have  heard  so  much.  If,  as  I  rather 
gather  from  the  complete  specification  and  from  the  evidence,  the 
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strainer  is  an  essential  part  of  the  invention  —  not  merely,  as  Mr. 
Moulton  put  it,  a  useful  adjunct  as  pointing  out  the  best  way  of 
Working  it,  but  really  part  of  the  invention  —  it  is  most  imf ortu- 
nate  for  this  gentleman  that  there  is  not  a  word  about  it  in  his 
provisional  specification.  This  provisional  specification  is  for  an 
improved  method  of  tapping  barrels  and  preventing  waste  and 
leakage  during  the  tapping.  [His  Lordship  read  the  provisional 
specification,  and  continued :]  Looking  at  that  specification  alone, 
one  is  driven,  I  think,  to  this  conclusion,  that  if  this  gentleman 
had  any  very  definite  idea  in  his  mind  at  this  time,  his  invention 
was  a  combination  of  a  screw  tap  with  a  bush,  carrying  a  valve 
which  had  guides.  You  cannot  get  more  out  of  it  than  that  I 
rather  think  you  can  get  that  much  out  of  it ;  but  if  that  is  the 
nature  of  his  invention,  then  the  evidence  shows  that  there  is 
neither  novelty  nor  utility  in  it  That  particular  invention  —  the 
mere  combination  of  the  screw  tap  with  the  guide  and  valve  and 
the  bush  —  is  old.  The  patentee  did  not  know  it ;  that  was  his 
misfortune.  If  he  had  known  it  he  would  have  been  more 
guarded,  and  he  would  have  added  what  is  essential  to  the  suc- 
cess of  his  invention  —  namely,  the  strainer  put  round 
[*97]  that  part  *of  the  bush  which  projects  into  the  beer 
barrel. 

I  now  come  to  the  complete  specification,  which  is  not  well 
worded.  Here,  again,  we  must  read  it  with  a  bond  fide  desire  to 
understand  it,  and  to  ascertain  really  what  the  patentee  means.  He 
explains  in  greater  detail  how  to  carry  out  his  provisional  specifi- 
cation, and  then  he  adds  this,  although  he  does  not  point  out  the 
importance  of  it :  "  The  valve  casing  or  projections  (j)  are  encircled 
by  a  gauze  or  strainer  (k)  to  prevent  hops  or  impurities  escaping 
through  the  tap."  The  drawings  in  the  complete  specification 
show  a  wire  gauze  strainer  which  is  marked  (k),  and  which  is 
referred  to  in  that  part  of  the  specification  which  T  have  just  read. 
The  reader  of  this,  if  he  had  some  knowledge  of  beer  barrels, 
might  or  might  not  appreciate  the  importance  of  that  strainer. 
The  evidence  shows  not  only  that  it  is  essential,  but  that  it  is 
the  essential  part  of  the  invention;  that  there  is  no  patentable 
invention  without  it 

Then  when  we  come  to  the  claim,  we  do  not  find  therein  any 
indication,  except  in  the  obscurest  way,  of  this  strainer.  We 
only  find  it  by  looking  at  the  drawings.     But  I  will  assume  in 
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the  patentee's  favour  that  this  may  be  read  as  a  claim  to  the  cas- 
ing with  the  wire  strainer  as  part  of  it,  and  an  essential  part  of 
it  Reading  it  so,  if  the  provisional  specification  were  put  in 
form,  T  am  disposed  to  think  that  you  might  spell  out  of  this  a 
combination  of  three  things  —  a  screw  tap  with  a  guided  valve  and 
a  wire  gauze  strainer  arranged  as  described.  I  think  you  might  pos- 
sibly get  that  out  of  it,  although  I  think  it  would  require  some  little 
ingenuity  to  do  it;  and  if  one  could  get  at  that  which  is  his  real  in- 
vention, then  it  is  admitted  that  the  defendants  have  infringed  it 

Then  comes  the  difficulty,  Where  do  you  find  that  in  the  pro- 
visional specification?  You  cannot  No  amount  of  ingenuity 
can  do  it  Therefore  it  appears  to  me  that  this  patent  is  invalid. 
T  am  sorry  for  it;  for  it  seems  to  me  to  be  an  ingenious  invention ; 
and  if  this  gentleman  had  known  what  he  found  out  before  he  got 
into  the  witness  box,  that  nine-tenths  of  his  invention  had  been 
anticipated,  he  might  have  framed  his  specification  in  such  a  way 
as  to  have  claimed  that  combination  in  both  the  specifications, 
and  he  might  have  so  described  the  nature  of  the  invention  as  to 
have  upheld  the  patent 

I  must  add  this,  that  I  do  not  think  when  he  took  out  his  pro- 
visional specification  he  had  the  slightest  idea  of  the  importance 
of  the  strainer. 

For  these  reasons  the  appeal  must  be  dismissed,  with  costs. 

BowEN,  L.  J.  —  I  am  of  the  same  opinion,  and  I  regret,  like 
the  LoED  Justice  who  has  already  given  his  judgment,  the  con- 
clusion at  which  we  are  forced  to  arrive ;  but  it  is  a  conclusion 
based  upon  the  construction  of  the  Act  of  Parliament,  and  I  think 
also  upon  public  policy. 

The  ground  upon  which,  to  my  mind,  the  case  must  be  decided 
—  although  there  may  be  many  others  —  and  on  which,  so  far  as  I 
am  concerned,  I  desire  to  decide  it,  is  that  the  provisional  specifi- 
cation does  not  describe  the  nature  of  the  plaintiff's  invention. 
Is  that  an  obje<3tion,  in  the  first  place,  which  since  the  passing  of 
the  Patent  Act  of  1883  can  be  taken  ?  To  my  mind  there  is  noth- 
ing in  that  Act  which  shows  that  the  application  to  the  officer  of 
the  Crown  relieves  the  patentee  from  the  necessity  of  describing 
the  nature  of  his  invention  in  his  provisional  specification.  Sec- 
tion 26,  in  the  3rd  sub-section,  shows  that  the  objection  which 
under  the  old  law  might  be  taken  by  scire  facias,  if  there  was 
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such  a  default  on  the  part  of  the  patentee,  may  still  be  taken  by 
defence  in  an  action  for  infringement  It  follows,  therefore,  that 
unless  the  nature  of  the  invention  is  described  in  the  provisional 
specification  the  patentee  cannot  recover. 

That  point  which  is  now  decided  for  the  first  time  was  left  open 
by  this  Court  by  Lord  Justice  Cotton  and  Lord  Justice  Fry  in 
Vickera  v.  Siddell.  It  was  not  decided  in  the  House  of  Lords 
when  that  case  went  to  the  House  of  Lords,  but  the  judgment 
which  we  are  now  pronouncing  is  in  conformity  with  a  dictum 
of  the  Lord  Chancellor,  who,  upon  the  grounds  upon 
[*  98]  *  which  we  base  our  judgment  to-day,  felt  constrained  in 
that  case  to  say  that  he  thought  the  law  had  not  been 
altered  in  any  way  in  that  respect 

Then,  has  the  nature  of  the  invention  been  described  in  this 
case?  First  of  all,  what  is  the  invention?  We  must  look  at 
the  complete  specification  to  see  what  the  invention  is  —  that  is, 
the  place  where  a  patentee  is  bound,  not  only  to  describe  his 
invention,  but  the  manner  in  which  it  is  to  be  carried  into  effect 
There  we  find  that  the  real  invention  that  was  patented  was'  a 
combination  of  which  the  strainer  was  the  element  which  gave  it 
both  novelty  and  utility.  The  strainer  was  the  essence  of  the 
invention.  I  do  not  say  that  the  adjustment  and  guide  there 
described  were  not  useful,  and  perhaps  effective  beyond  the  guides 
which  had  been  found  before,  though  I  doubt  very  much  whether 
there  was  such  novelty  in  the  combination  of  that  particular 
guide  as  would  have  sustained  the  patent  But  the  real  invention 
here  in  the  combination  which  gave  it  the  utility  was  the  strainer. 
The  strainer  for  the  first  time  prevented  the  impurities  from 
clogging  the  tap.  In  the  opinion  of  everybody,  including  the 
patentee  himself,  that  was  what  was  meritorious  and  what  was 
successful  in  his  idea. 

Now  it  is  to  be  observed  that  that  strainer  was  not  in  the  mind 
of  the  patentee  at  all  at  the  time  when  he  obtained  the  provisional 
specification.  It  was  afterwards  that  it  occurred  to  him,  so  that 
it  cannot  be  said  that  the  strainer  was  part  of  the  invention  which 
the  provisional  specification  set  forth. 

An  ingenious  argument  was  directed  to  us  both  by  Mr.  Moulton 
and  Mr.  Sobinson  (and  I  think  we  all  felt  how  well  Mr.  Sobinson 
argued  this  case)  to  the  effect  that  the  strainer  was  only  a  useful 
adjunct  —  that  the  real  invention  was  the  tap  and  guide,  and  that 
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the  strainer  was  only  a  useful  adjunct  by  which  the  invention 
might  be  carried  out,  or,  to  use  the  words  of  the  Act  of  Parlia- 
ment, **  the  manner  in  which  the  invention  was  to  be  performed.  * 
If  that  were  so,  possibly  the  absence  of  the  strainer  from  the  pro- 
visional specification  would  not  be  fatal ;  and  the  case  of  In  re 
Newall  and  Elliot  was  cited  as  an  instance  in  which  a  patent 
had  been  held  good,  although  the  manner  of  giving  it  utility  and 
effect  was  omitted  from  the  provisional  specification.  But  it 
seems  to  me  that  the  true  answer  to  that  view  is  that  it  is  impos- 
sible to  take  the  history  of  this  invention^  to  take  the  language 
of  the  provisional  specification,  and  to  take  what  had  been  done 
by  previous  so-called  inventors  in  the  matter,  and,  after  weighitig 
all  these  three  things,  to  remain  under  the  impression  that  the 
strainer  was  not  the  real  invention  in  this  case.  I  come  to  the 
conclusion  that  it  was  the  real  invention,  and  that  unless  you  put 
it  in  the  specification,  you  do  not  describe  the  nature  of  the  inven- 
tion. The  fact  is  (and  this  is  .the  substance  of  the  whole  thing) 
that  the  patentee  took  out  his  provisional  specification  before  the 
time  arrived ;  he  had  not  absolutely  matured  his  invention,  and, 
consequently,  he  could  not  describe  the  nature  of  it  He  had  not 
got  it ;  he  did  not  get  it  till  afterwards.  It  is  a  pity  that  it  was 
not  in  his  original  specification,  because  I  am  by  no  means  pre- 
pared to  say  (though  of  course  we  have  not  heard  the  argument  on 
the  other  side  in  this  case)  that  I  should  not  have  thought  the 
patent  might  have  been  supported,  but  for  the  defect  which  my 
Brother  Lindley  and  myself  have  pointed  out 

Fry,  L.  J.,  concurred. 

ENGLISH  NOTES. 

The  difiEerent  purposes  of  the  provisional  and  the  complete  speci- 
fication are  observed  upon  in  the  judgment  of  Lord  Chelmsford  in  the 
case  of  Fenn  v.  Bibby  (!No.  5,  p.  110,  ante)y  and  it  is  there  shown  that 
the  comparative  generality  of  the  provisional  specification,  or  the  cir- 
cumstance that  it  includes  something  not  included  in  the  complete 
specification,  is  no  objection  to  the  validity  of  the  patent.  In  the  same 
judgment  it  is  implied  that  it  would  be  a  valid  objection  if  something 
was  claimed  in  the  complete  specification  which  was  not  within  the 
nature  of  the  invention  indicated  in  the  provisional. 

The  different  functions  of  the  provisional  and  complete  specification 
were  again  considered  in  In  re  Newall  and  Elliot  (1858),  4  C  B.  (N.  S.) 
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269,  27  L.  J.  C.  P.  337,  and  in  another  case  between  the  same  parties 
{XeuraU  amd  Ellyyt)  in  1864,  reported  10  Jur.  (N.  S.)  964  The  case 
is  repeated  with  special  reference  to  another  point,  No.  31,  p.  485,  postj 
and  the  obeerrmtions  ol  Byuss,  J.,  upon  the  question  of  variance  will 
be  foand  there.  In  the  case  in  1864  (10  Jur.  (K  S.)  954),  which 
anxse  oat  ol  the  employment  bj  the  defendants  of  another  ship  with  a 
di^eient  appumtus,  there  was  adjudged  to  be  no  evidence  of  infringe- 
ment. But  the  observations  of  Pollock,  G.  6.,  on  the  point  now  in 
kand  aie  important.  He  says  :  '^The  object  of  the  statute,  which 
le^aires  a  provisional  specification,  is  nothing  more  than  a  legislative 
leo^^ition  oi  the  custom  which  called  upon  every  patentee,  when  he 
aprli^^  tor  the  patent,  to  give  some  notion  of  what  his  invention  is. 
Thdis  h.;fts  been  followed  up  by  an  Act  of  Parliament  requiring  it  to  be 
doDe :  but  the  object  in  both  cases  is  to  ascertain  the  identity  of  the 
inTen:iv^n«  and  to  make  it  certain  that  the  patentee  shall  ultimately 
obcaon  his  ^tent  for  that  invention  which  he  presented  to  the  Attorney- 
General  in  the  first  instance.  I  have  alluded  to  an  application  that 
w^b$  made  to  me  when  I  was  Attomey-Creneral  '  for  an  improvement  in 
kxviuv^ion.*  Without  some  statement  of  what  that  was  intended  to 
be^  wirhvnit  some  provisional  specification,  it  was  impossible  for  any- 
Kxly  to  ^ive  a  guess  what  that  discovery  was.  I  remember  at  that 
tiuie  1  thvHight  I  was  acting  consistently  with  my  duly  as  Attorney- 
GtMwnU,  in  saying,  I  will  not  grant  you  a  patent  with  that  title.  The 
iuventiv^  prv»fessed  to  be  *an  improvement  in  locomotion.'  I  refused 
it«  a»  t\x>  wide«  and  I  have  no  doubt  that  the  object  of  the  Act  of 
IVUAWieut  was  not  to  ascertain  the  entirety  of  the  invention,  but  the 
klvutitv  vxf  the  invention,  so  as  to  enable  the  Attorney-General,  and,  in 
tWt*  to  euAble  a  jury*  ultimately  to  determine  whether  the  invention 
t\(tl\  :((V\nfiKHl  was  the  same  invention  as  that  which  was  presented  to 
the  uv^UvV  vx£  the  Attorney-General  by  the  provisional  specification.  I 
ibmk*  juvl^^utg  of  this  by  that  sort  of  rule,  the  objection  that  a  differ- 
%»ivt  uvveutunx  i?4  discU^sed*  does  not  really  arise  in  this  case.  I  think, 
lhoivt\^rev  xie  \^x\not  deal  with  that  subject  in  any  other  way  than  the 
i\nut  v^t'  iViumou  Pittas  dealt  with  it." 

*l^  m^ie^Mv^w  ixf  variance  came  before  the  Courts  in  a  remarkable  way 
in  iH*  v^M*  v^'  Kdi*v*u*s  Telephone  patent.  The  Scotch  action  relating 
Hi  IIniI  |s»<vut  i?k  te|HvrtiHi  at  length  in  the  sequel.  No.  2^^,  post.  It  will 
W  m<^^  i^^^t  tho  ^Kviut  ix£  variance  is  raised  in  that  action  and  decided 
111  in^lJ  M  vv  I  VKK\  in  favour  of  the  patentee.  When  an  action  was 
iMvu^itihl  ^'^  th\^  Kt»i:hsh  Court,  Mr.  Justice  Fry,  while  giving  judgment 
^l^lai^^iAi  >^  th\^  uowUy  of  the  invention,  gave  judgment  against  the 
mj0t^  vn^  ihv  \^u\\^t  ivn\  of  variance.  The  question  arose  owing  to  the  cir- 
-^    -         v^,^t  vuh is  vvmplote  specification  Edison  described  (infer  aZta) 
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the  instrument  known  as  the  phonograph  and  claimed  (inter  alia)  the  re- 
cording undulations  of  sound,  and  reproducing  the  sound  substantially 
as  described.  The  learned  Judge  (since  Lord  Justice  Fry)  in  an  elabo- 
rate judgment  which  will  be  found  reported  in  21  Ch.  D.  720,  51  L.  J. 
Ch.  705,  considered  that  the  nature  of  this  invention  was  not  disclosed 
by  the  provisional  specification.  He  concluded:  ''I  agree  that  this 
provisional  specification  need  not  describe  the  manner  in  which  an  in- 
vention is  to  be  carried  into  effect ;  I  agree  that  it  need  not  describe 
the  nature  of  the  invention  otherwise  than  roughly;  but  it  ought  to  do 
so  fairly  and  honestly;  and  if  Mr.  Edison  was  at  the  time  at  which 
these  letters  patent  were  granted  in  possession  of  that  very  remarkable 
mechanical  invention  by  which  speech  can  be  reproduced,  not  necessarily 
at  a  distance,  but  in  the  same  room  as  that  in  which  it  was  uttered,  I 
do  not  think  the  provisional  specification  was  an  honest  statement  of 
the  nature  of  that  discovery.' '  The  passages  of  the  provisional  and 
complete  specification  upon  which  the  question  turned  are  set  forth  in 
the  report.  No.  39,  post,  sufficiently  to  enable  the  reader  to  appreciate  the 
point  which  was  raised.  As  the  claim  to  the  phonograph  was  promptly 
disclaimed,  there  was  no  opportunity  given  for  a  Court  of  Appeal  to  pro- 
nounce upon  the  effect  of  the  alleged  variance ;  and  there  remains  upon 
the  balance  of  opinion  between  Lord  Maglaben  and  Mr.  Justice  Fby, 
a  very  subtle  question  as  to  what  is  required  in  describing  the  "  nature  " 
of  an  invention  where  the  invention  is  of  an  unfamiliar  and  surprising 
character,  and  where  the  means  of  carrying  it  into  effect  are  perhaps  in 
embryo  at  the  time  of  the  application  by  provisional. 

The  case  of  Bailey  v.  Boherton  and  Woodward  v.  Sansum,  cited  in 
Siddell  V.  Vickers,  and  the  passages  from  the  judgments  in  those  cases 
referred  to  (pp.  433,  437,  supra),  are  also  very  instructive  as  to  the 
proper  functions  of  the  provisional  as  distinguished  from  the  complete 
specification. 

Another  illustration  of  the  rule  is  furnished  by  the  case  of  Lane-Fox 
V.  Kensington,  &c.  Electric  Lighting  Co.,  No.  16,  p.  236,  ante.  The  point, 
as  raised  and  decided  in  that  case,  sufficiently  appears  from  the  report 
there. 

AMERICAN  NOTES. 

In  the  United  States,  as  already  indicated  (suproy  p.  196),  the  specification 
and  the  title  and  description  in  the  patent  must  all  be  consistent.  Sullivan 
V.  Redjieldy  1  Paine  (U.  S.),  441.  But  the  mere  title  or  name  given  to  an 
invention  is  immaterial,  and  so  is  an  apparent  mistake ;  even  mere  insuffici- 
ency of  description  will  not  necessarily  vitiate  a  patent  when  once  granted, 
when  no  intent  is  apparent  to  deceive  the  public,  which  intent  is  a  question 
of  fact.     Wollensak  v.  Reiher,  115  United  States,  96,  99 ;  Lowell  v.  Lewis,  1 
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Maaon  (D.  S.),  182;  WhiUemore  v.  Ctif^cr,  1  Gallison  (U.  S.),  429;  Reuigen 
V.  Kanowrs,  1  Washington  (U.  S.),  168;  Knecus  v.  SchuyUcUl  Bank^  4  id.  9. 
In  America,  the  specification,  when  clearly  describing  the  invention,  controls 
the  construction  to  be  given  to  the  patent  in  case  of  doubt,  and  the  patentee's 
claims  are  limited  and  controlled  thereby.  Weir  v.  Morden,  126  United 
States,  98;  Campbell  Printing- Press  Co.  v.  Duplex  Printing-Press  Co.,  86 
Federal  Rep.  815 ;  page  270,  ante.  Whatever  is  described  in  the  specifica- 
tion, and  not  claimed,  is  abandoned  to  the  public.  Olds  v.  Broum,  41  Federal 
Rep.  698,  704. 

No.  25.  — KELLY  v.  HEATHMAN. 
(CH.  1890.) 

RULE. 

The  power  of  amendment  by  disclaimer,  correction,  &c.j 
given  by  sect.  18  of  the  Patents,  &c.  Act,  1883,  allows  a 
statement  in  the  final  claim  to  be  made  more  distinct :  — 
the  provision  (5)  of  sect.  5,  that  the  specification  must 
end  with  a  '^  distinct  statement  of  the  invention  claimed  " 
being  merely  directory. 

Kelly  V.  Heathman. 

45  Ch.  D.  256-263  (s.  c.  60  L.  J.  Ch.  22 ;  63  L.  T.  517 ;  39  W.  R.  91). 

[256]    Patent.  —  Validity.  — -  Amendment  of  Specificatkm.  —  Patents^  Designs, 
and  Trade  Marks  Act,  1883  (46  dt  47  Vict,  c  57),  sects.  5,  18. 

A  patent  was  granted  for  '^  a  telesoope  ladder  for  domestic  and  other  pur- 
poses.^ The  invention  consisted  of  two  distinct  ladders  of  equal  length,  one 
drawing  up  out  of  the  other  hy  pulling  a  cord,  both  ends  of  which  were  attached 
to  the  inner  or  sliding  ladder,  which  could  be  adjusted  at  any  height  by  means 
tif  a  lever  bracket,  on  which  any  of  the  steps  of  the  sliding  ladder  could  rest, 
tfiufi  keeping  that  ladder  fixed  in  its  place. 

The  specification  claimed—  "(1.)  The  two  ladders  occupying  the  space  of 
<mG  only.  (2.)  The  ready  means  of  working  by  the  cord.  (8.)  The  simple 
bi^icket  lever  by  which  the  ladder  is  secured  at  any  required  length."  The 
putentee  afterwards  obtained  leave  to  amend  his  specification,  and  he  amended 
it  by  striking  out  the  whole  of  the  claims  numbered  (1),  (2),  (3),  and  substi- 
ttJtiag  for  them  the  following  as  his  claim :  *^  The  combination  in  a  telescope 
loiider  as  herein  described  of  means  for  raising,  lowering,  and  stopping,  all  as 
lit-rein  described,  and  shown  in  accompanying  drawings.'*  In  an  action  for  the 
infringement  of  the  patent :  — 

Held,  upon  the  ccmstruction  of  the  whole  specification  as  it  stood  before  the 
iiiiiendment,  that  the  claim  was  really  for  a  combination,  and  that,  consequently, 
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the  amendment  was  only  a  "  correction  or  explanation/'  within  the  meaning 
of  sect.  18  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1885,  and  did  not 
'*  make  the  specification,  as  amended,  claim  an  invention  substantially  laiger 
than  or  substantially  difierent  from  the  iuTention  claimed  by"  the  original 
specification,  and  that,  consequently,  the  amendment  did  not  render  the  patent 
invalid. 

Action  for  infringement  of  the  plaintiff's  patent 

The  plaintiff  claimed  an  injunction ;  damages  or  an  acoonnt  of 
profits ;  and  other  consequential  relief. 

By  his  statement  of  defence,  the  defendant  denied  infringement, 
and  also  alleged  that  the  patent  was  invalid  for  the  reasons  stated 
in  his  particulars  of  objection. 

£7  the  particulars  of  objection  the  defendant  said:  (1.)  That 
the  specification  did  not  sufficiently  distinguish  which  of  the 
matters  and  things  therein  described  the  plaintiff  claimed  to  have 
invented,  and  which  of  the  same  were  old.  (2. )  That  the 
*  specification,  as  amended,  claimed  an  invention  substan-  [*  257] 
tially  larger  than  and  different  from  the  invention  claimed 
by  the  specification  as  it  stood  before  amendment.  (3. )  That  if 
the  specification  was  construed  so  as  to  include  the  defendant's 
apparatus,  of  which  the  plaintiff  complained  as  an  infringement, 
the  plaintiff's  alleged  invention  was  not  subject-matter  for  a 
patent,  having  regard  to  the  state  of  public  knowledge  as  therein- 
after mentioned,  and  was  not  new,  having  been  published  within 
the  realm  in  six  prior  specifications  (the  dates  of  which,  and  the 
names  of  the  patentees,  were  given). 

The  plaintiff's  patent  (No.  12,638  of  1886),  was  dated  the  5th 
of  October,  1886,  and  was  for  **  A  telescope  ladder  for  domestic 
and  other  purposes.  * 

The  provisional  specification  contained  the  following  description 
of  the  invention :  — 

*  A  telescope  ladder,  designed  to  take  the  place  of  the  cumbrous 
ladders  now  in  use,  being  two  distinct  ladders  of  equal  length,  one 
drawing  up  out  of  the  other  by  pulling  a  cord  at  the  side  of  the 
ladder,  both  ends  of  such  cord  being  attached  to  the  inner  or  slid- 
ing ladder,  which  is  drawn  out  to  its  full  extent  with  perfect  ease 
in  a  few  seconds  of  tima  It  can  be  adjusted  to  any  height,  and 
stopped  at  every  tread,  or  nine  inches,  in  ascending  or  descend- 
ing, by  means  of  a  light  strong  lever  bracket  fixed  to  the  lower 
ladder.     This  lever  is  raised  by  the  ascending  ladder,  and  drops 
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down  under  each  tread,  becoming  locked  by  the  sliding  ladder 
descending  and  resting  on  it  This  lever  is  raised,  and  the  slid- 
ing ladder  released,  by  a  simple  sliding  rod  running  down  the  side 
of  the  lower  ladder  like  the  cord  for  raising,  to  within  the  con- 
venient reach  of  the  person  working  the  ladder.  The  raising  coid 
runs  through  pulleys  near  the  top  and  bottom  of  the  lower  ladder. 
The  steps  or  treads  are  flat,  and  placed  edgewise  near  the  face  of 
each  ladder;  thus,  being  close  behind  each  other,  no  inconven- 
ience is  felt  when  in  use. " 

The  complete  specification  contained  a  description  of  the  inven- 
tion by  reference  to  drawings  which  accompanied  it,  and  the  claim 
was  as  follows :  — 

**  Having  now  particularly  described  and  ascertained  the 
[*258]  nature  *of  my  said  invention,  and  in  what  manner  the 
same  is  to  be  performed,  I  declare  that  what  I  claim  is : 

"  (1.)   The  two  ladders  occupying  the  space  of  one  only. 

"  (2. )   The  ready  means  of  working  by  the  cord. 

**  (3. )  The  simple  bracket  lever  by  which  the  ladder  is  secured 
at  any  required  lengtL  * 

The  plaintiff  afterwards  obtained  leave  to  amend  his  specifica- 
tion, and  he  amended  it  by  striking  out  from  the  claim  para- 
graphs (1.),  (2.),  and  (3.),  and  substituting  for  them  the 
following :  — 

"  The  combination  in  a  telescope  ladder,  as  herein  described, 
with'  means  for  raising,  lowering,  and  stopping,  all  as  herein 
described  and  shown  in  accompanying  drawings. ' 

Cozens-Hardy,  Q.  C,  and  Macrory,  Q.  C,  for  the  plaintiflf:  — 

The  plaintiff's  claim  is  for  a  combination,  and  no  such  combi- 
nation exists  in  any  of  the  specifications  on  which  the  defendant 
relies  as  anticipations.     The  evidence  proves  infringement. 

W.  R  Bousfield,  for  the  defendant :  — 

All  the  parts  of  the  plaintiff's  ladder  are  old.  The  defendant 
has  adopted  a  form  of  lever  different  from  that  which  the  plaintiff 
\miH.  By  his  complete  specification,  as  it  originally  stood,  the 
plaintiff  made  no  claim  for  a  combination.  He  claimed  three 
thiiiKfl,  each  of  which  was  old.  A  patentee  is  not  entitled  to 
nuumt]  his  specification  by  striking  out  from  it  things  which  he 
UftH  (ilni-ined,  and  introducing,  instead,  a  claim,  which  he  did  not 

I  h  wiw  iwlinlttod  at  the  trial  that  the  word  "with"  in  the  substituted  daim 
itUuUi  Ui  bo  "  of." 
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originally  make,  to  a  combination  of  those  same  things.  This 
would  be  contrary  to  the  provisions  of  sect  18  ^  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883. 

*  [Macrory,  Q.  C. ,  referred  to  Bateman  v.  Gray,  8  Ex.  [*  259] 
906.] 

The  intuitris  of  the  new  claim  is  entirely  diflFerent  from  that  of 
the  original  claim.  Sect  5,  sub-sect  5,  of  the  Act  requires  a 
patentee  to  make  a  distinct  statement  of  his  claim. 

Even  if  the  original  specification  had  contained  the  claim  to  a 
combination,  it  would  not  have  been  the  proper  subject-matter  for 
a  patent.  In  such  a  combination  there  is  no  exercise  of  any 
inventive  faculty.  Williams  v.  Nye,  7  Eep.  Pat.  Cas.  62.  The 
plaintiff's  new  claim  is  either  bad  in  itself,  or  it  makes  the  patent 
invalid. 

If  the  patent  can  be  supported  at  all,  -it  must  be  for  the  particu- 
lar form  of  lever  adopted  by  the  plaintiff,  and  then  the  defendant 
has  not  infringed  it,  for  he  uses  a  different  form  of  lever. 

Cozens-Hardy,  in  reply  :  — 

The  plaintiff  has  made  a  practical  use  of  old  elements  by  means 
of  a  combination  previously  unknown,  and  there  is  sufficient 
invention  to  make  it  good  subject-matter  for  a  patent. 

On  the  fair  construction  of  the  original  specification  as  a  whole, 
the  manifest  intention  was  to  claim  the  combination  of  the  three 
things,  and  the  amendment  did  not  enlarge  the  claim.  A  claim 
for  a  combination  of  three  things,  A,  B,  C,  is  less  than  a  claim 
to  each  of  the  three  separately.  Hay  ward  v.  Hamilton,  Griffin 
Pat  Cas,  (1884-6),  p.  115.  The  claim  to  a  combination  may  not 
be  a  formal  one,  but  the  intention  to  make  it  is  sufficiently  plain. 
Bateman  v.  Gray, 

Under  the  old  law,  a  patentee  could  only  alter  his  specification 
by  a  disclaimer  —  that  is,  by  striking  out  something.  Under 
sect  18  of  the  Act  of  1883,  he  can  correct  or  explain  his  specifica- 

J  Sect.   18:    *'(1)   An  applicant  or  a  amended,  claim  an  invention  substantially 

patentee  may,  from  time  to  time,  by  re-  larger  than  or  substantially  different  from 

quest  in  writing  left  at  the  Patent  Office,  the  invention  claimed  by  the  specification 

seek  leave  to  amend  his  specification,  in-  as  it  stood  before  amendment." 
eluding  drawings  forming  part  thereof,        "  (9.)  Leave  to  amend  shall  be  conclu- 

by  way  of  disclaimer,  correction,  or  ex-  sive  as  to  the  right  of  the  party  to  make 

planation,   stating  the    nature    of    such  the  amendment  allowed,  except  in  case  of 

amendment  and  his  reasons  for  the  same."  fraud ;  and  the  amendment  shall  in  all 

"  (8.)   No  amendment  shall  be  allowed  Courts  and  for  all  purposes  be  deemed  to 

that  would  make    the    specification,   as  form  part  of  the  specification." 
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tion,  as  well  as  strike  out  something  from  it     In  the  present 
case  the  amendment  amounts  only  to  a  correction  or  explanatioa 

[*  260]  *  June  18.  Nobth,  J.  (after  referring  to  the  specification, 
continued) :  — 

These  claims  are  by  no  means  happily  expressed.  The  first  is 
not  very  intelligible  in  itself ;  but,  looking  at  the  three  tc^ether, 
and  at  the  whole  specification,  I  have  no  doubt  that  the  plaintiff 
meant  to  claim  the  combination  of  these  various  things. 

It  is  said  that  the  claim  is  not  in  accordance  with  the  statute, 
because  sub-sect  5  of  sect  5  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  1883,  requires  that  **  a  specification,  whether  pro- 
visional or  complete,  must  commence  with  the  title,  and  in  the 
case  of  a  complete  specification  must  end  with  a  distinct  statement 
of  the  invention  claimed,  *  and  it  is  said  that  this  is  not  "  a  dis- 
tinct statement  of  the  invention  claimed."  It  is  said  (and  I 
think  accurately)  that,  whereas  formerly  a  claim  was  not  neces- 
sary, a  claim  is  now  required.  But,  even  if  any  difiBculty  were 
caused  by  the  section  itself  (I  do  not  think  there  is),  it  is  removed 
by  the  decision  of  the  Court  of  Appeal  in  Siddell  v.  Tickers,  39 
Ch.  D.  92  (p.  428,  ante),  which  shows  that  this  provision  is 
merely  directory,  and  that  non-compliance  with  it  does  not  make 
the  patent  void.  It  is  merely  a  direction  to  the  comptroller,  or 
the  law  officer  who  has  to  deal  with  the  matter  when  it  comes 
before  him,  and,  if  he  is  satisfied,  the  mere  non-compliance  with 
this  provision  will  not  of  itself  make  the  patent  bad.  I  think 
there  was  a  claim  to  the  combination,  though  I  admit  it  was  by 
no  means  happily  expressed,  and  I  think  the  plaintiff  was  wise  in 
proceeding  to  amend  it  He  made  an  amendment  by  striking  out 
the  three  heads  of  the  claim,  and  substituting  for  them  this  claim : 
"  The  combination  in  a  telescope  ladder,  as  herein  described,  of 
means  for  raising,  lowering,  and  stopping,  all  as  herein  described, 
and  shown  in  the  accompanying  drawings. "  But  I  think  that  the 
specification,  as  it  originally  stood,  did,  in  effect,  as  a  matter  of 
construction,  claim  that  which  it  clearly  does  in  express  terms  as 
amended.  Then  the  objection  that  "the  specification  does  not 
sufficiently  distinguish  which  of  the  matters  and  things  there- 
in described  the  plaintiff  claims  to  have  invented,  and  which 
of  the  same  are  old*  has  really  no  application  when  one 
understands  that  the   claim  is  really  to  the  combination  as  a 
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*  whole,  and  that  that  combination  is  the  subject  of  the  [*  261] 
patent     As  the  whole  combination  is  claimed,  there  is 
no  ground  for  saying  that  there  ought  to  be  a  distinction  of  the 
specific  parts  claimed,  and  which  of  them  were  old. 

Then  the  next  objection  is,  that  ''  the  specification  as  amended 
claims  an  invention  substantially  larger  than  and  different  from 
the  invention  claimed  by  the  specification  as  it  stood  before  amend- 
ment, •  and  sub-sect.  8  of  sect  18  of  the  Act  of  1883  is  relied  on. 
That  sub-section  provides,  "  No  amendment  shall  be  allowed  that 
would  make  the  specification,  as  amended,  claim  an  invention 
substantially  larger  than  or  substantially  different  from  the  inven- 
tion claimed  by  the  specification  as  it  stood  before  amendment  * 
It  must,  however,  be  borne  in  mind  that,  whereas  before  this  Act 
was  passed,  a  patentee  could  amend  his  specification  only  by  dis- 
claimer, sub-sect  1  of  sect.  18  provides  that  amendment  may  be 
made  "  by  way  of  disclaimer,  correction,  or  explanation. "  In  my 
opinion,  that  which  has  been  done  in  the  present  case  is  by  way 
of  correction  or  explanation  and  not  by  way  of  disclaimer,  and  the 
result  is  that  the  plaintiff  has  not  claimed  an  invention  substan- 
tially laiger  than  or  substantially  different  from  that  which  was 
claimed  by  the  specification  as  it  originally  stood. 

Then  the  third  objection  is,  "  that,  if  the  specification  is  con- 
strued so  as  to  include  the  defendant's  apparatus,  of  which  the 
plaintiff  complains  as  an  infringement,  the  plaintiff's  alleged 
invention  is  not  subject-matter  for  a  patent,  having  regard  to  the 
state  of  public  knowledge  as  hereinafter  mentioned,  and  is  not 
new,  having  been  published  within  this  realm'  in  six  specifica- 
tions, the  particulars  of  which  are  given,  and  which  are  referred 
to  as  being  anticipations  of  the  plaintiff's  invention  and  prevent- 
ing it  from  being  novel.  [His  Lordship  referred  to  the  six  speci- 
fications and  the  evidence  relating  to  them,  and  continued :  —  ] 

In  my  opinion,  there  is  nothing  which  justifies  me  in  coming 
to  the  conclusion  that  any  of  these  patents  is  an  anticipation  of 
the  plaintiff's.  It  has  been  proved  that  none  of  them,  so  far  as 
the  witnesses  know,  has  ever  been  employed  at  all;  and  the 
defendant  has  not  been  called  as  a  witness,  and  he  must  neces- 
sarily have  some  knowledge  upon  the  subject,  he  being  a 
person  whose  *  trade  is  to  make,  amongst  other  things,  fire  [*  262] 
ladders  and  fire  escapes.  He  does  not  in  any  way  contra- 
dict the  statements  of  the  plaintiff  and  his  witnesses. 
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The  remaining  point  is,  that  the  plaintiff's  invention  is  not  the 
proper  subject-matter  of  a  patent.  Now,  what  is  meant  by  that  ? 
It  is  said  that  telescopic  ladders  are  old,  that  endless  cords  and 
other  things  for  working  them  are  old,  and  that  brackets,  or  some- 
thing similar,  for  supporting  the  ladder  when  extended  are  old ; 
and  I  am,  therefore,  asked  to  say  that  this  invention,  being  merely 
a  combination  of  certain  old  matters,  is  not  the  proper  subject- 
matter  of  a  patent  I  have  no  materials,  and  I  have  beard  no  evi- 
dence, upon  which  I  can  come  to  that  conclusion.  I  should  have 
expected  that  some  evidence  would  have  been-  adduced  for  the 
purpose  of  showing  that  there  was  really  nothing  new  in  the 
invention,  but  that  it  was  merely  the  putting  together  of  certain 
well-known  old  things  in  a  manner  which  was  also  well  known. 
But  evidence  for  that  purpose  is  entirely  wanting.  The  par- 
ticulars of  objection  say  that  the  invention  is  not  subject-matter 
for  a  patent,  "  having  regard  to  the  state  of  public  knowledge  as 
hereinafter  mentioned ;  *  that  is,  the  public  knowledge  to  be  found 
in  the  specifications  with  which  I  have  already  dealt  Therefore 
I  am  left  entirely  without  evidence  of  public  knowledge,  which 
might  make  it  a  serious  question  to  be  considered,  whether  there 
was  proper  subject-matter  for  a  patent  I  must  have  regard  to 
this  and  to  the  defendant's  own  conduct,  and,  in  particular,  to  the 
fact  that,  at  a  time  when  he  was  acting  as  agent  for  the  plaintiff, 
he  published  a  circular  with  reference  to  the  plaintiff's  ladders, 
in  which  he  said  of  them,  "  in  point  of  utility  there  is  nothing 
better.  *  When  I  find  that  is  what  the  defendant,  himself  a  man 
of  experience  in  this  class  of  business,  says  of  the  plaintifl"s 
ladder,  it  is  impossible  for  me  to  come  to  the  conclusion  that  there 
is  not  proper  subject-matter  for  a  patent 

I  do  not  think  the  fact  of  infringement  is  really  in  dispute.  It 
is  suggested  that  there  is  a  distinction  between  the  form  of  lever 
bracket  employed  by  the  defendant  and  that  employed  by  the 
plaintiff.      The  only  difference  which   I    can  see  between    the 

two  is,  that  the  defendant's  is  apparently  a  little  less 
[*  263]  •  advantageous  than   the  other  in  a  mechanical  point  of 

view.  As  to  that  there  is  no  evidence;  it  is  only  my 
own  opinion,  formed  on  looking  at  it  But  there  is  no  defence  in 
substance,  and,  in  my  opinion,  the  infringement  is  clear.  The 
plaintiff  is  entitled  to  an  injunction  and  an  account 
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ENGLISH  NOTES. 
The  above  case  is  a  good  illustration  of  the  interpretation  which  has 
now  been  established  of  this  clause  (5  (5))  of  the  Act  of  1883.  It  will 
be  seen  that  the  same  principle  of  interpretation  is  adopted  by  higher 
authority  in  the  case  of  Siddell  v.  Vickers  ;  Vickers  v.  Siddelly  No.  23, 
p.  428,  ante.  The  decision  of  the  House  of  Lords  in  that  case,  which 
amongst  other  things  finally  established  this  interpretation,  was  a  short 
time  after  the  judgment  of  Nokth,  J.,  in  the  above  case. 


Section  VI.  —  Sealing. 

No.  26.— In  be  LOWE'S  PATENT. 
(1856.) 

No.  27.  — In  ee  DAINES'S  PATENT. 
(1856.) 

RULE. 

Where  the  idea  of  an  improvement  in  an  invention  is 
suggested  simultaneously  to  two  persons  who  are  engaged 
in  working  the  invention,  and  is  the  subject  of  communica- 
tion between  them  ;  either  of  those  persons  who  embodies 
the  idea  in  a  practical  form  may  apply  for  a  patent,  and, 
having  been  the  first  to  apply,  is  entitled,  notwithstanding 
a  caveat  by  the  other,  to  have  his  patent  sealed.  But  if  a 
primct  facie  case  of  breach  of  faith  is  made  out,  the  patent 
may  be  granted  upon  terms  securing  a  benefit  to  the  other. 

In  re  Lowe's  Patent. 

25  L.  J.  Ch.  454-456. 

Patentf  Sealing  of.  —  First  Inventor.  —  Scire  Facias.  [454] 

L.  &  W.  were  joint  patentees  of  an  invention  for  propelling  vessels,  and 
whilst  engaged  in  making  experiments  with  regard  to  it  an  accident  happened, 
which  appeared  to  have  suggested  to  each  an  improvement  upon  the  method 
previously  adopted.  They  communicated  their  ideas  to  each  other,  hut  neither 
took  any  steps  to  secure  the  benefit  of  the  invention  for  two  years,  when  L. 
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applied  for  a  patent,  against  the  sealing  of  which  W.  entered  a  caveat,  on  the 
ground  that  he  (W.)  was  the  first  inventor.  The  evidence  on  this  point  being 
conflicting,  —  Held,  that  L.,  having  first  applied,  was  entitled  to  have  his 
patent  sealed,  though  possibly  W.  might  be  able  to  get  it  repealed  upon  scire 
facias. 

This  was  a  petition  presented  by  James  Lowe  to  obtain 
[*  455]  the  sealing  of  letters  patent  *  for  an  invention  of  "  im- 
proved apparatus  to  be  employed  in  place  of  paddle- 
wheels  or  ordinary  screw  propellers  for  propelling  vessels," 
against  which  a  caveat  had  been  entered  by  Thomas  Eyre 
Wyche. 

It  appeared  from  the  evidence  that  Lowe  was  a  mechanic  and 
Wyche  a  solicitor,  and  that  in  the  year  1853  they  became  joint 
patentees  of  an  invention  of  a  similar  kind,  and  whilst  Lowe,  in 
the  presence  of  Wyche,  was  making  models  of  that  invention,  an 
accident  happened,  which  suggested  •  (apparently  to  both  at  the 
same  moment)  the  improvement  now  sought  to  be  made  the  sub- 
ject of  a  patent.  In  his  affidavit  Lowe  stated,  **  As,  in  the  course 
of  preparing  a  model  of  a  propeller,  I  was  driving  one  of  the 
blades  into  the  boss,  the  blade  split  or  parted  asunder :  the  idea  of 
a  divided  blade  for  the  purpose  of  a  propeller  then  for  the  first 
time  entered  my  mind.  *  Each  stated  that  he  had  communicated 
with  the  other  on  the  probable  efifect  of  divided  blades,  but  neither 
took  any  steps  to  secure  or  carry  out  the  invention  for  two  years, 
except  that  Lowe  made  a  model  or  two  for  the  purpose  of  testing 
the  value  of  the  new  discovery ;  and  Wyche  alleged  that  in  Sep- 
tember, 1853,  he  wrote  out  a  rough  paper,  in  which  he  stated  how 
he  thought  that  the  accident  which  had  happened  might  have  the 
effect  of  improving  propelling  apparatus  then  in  usa  Lowe  con- 
tinued in  the  employment  of  or  engaged  in  business  with  Wyche, 
receiving  £2  a  week,  according  to  Wyche,  by  way  of  wages,  — 
according  to  Lowe's  account,  as  "subsistence  money,*  until  the 
summer  of  1854,  when  a  dispute  arose  betwen  them.  In  the 
same  year  Lowe  deposited  with  Potter,  a  patent  agent,  a  model  of 
his  new  screw  propeller.  Nothing  further  took  place  until  June, 
1855,  when  Lowe  presented  a  petition  for  letters  patent  for  the 
alleged  improvement,  and  lodged  his  provisional  specifications. 
On  the  6th  of  July  he  obtained  provisional  protection.  On  the 
12th  he  gave  the  usual  notice  of  his  intention  of  proceeding, 
which  was  duly  advertised  in  the  *  Gazette. "     Wyche  was  at  this 


R.  C.  VOL.  XX.]  SECT.  VI.  —  SEALING.  469 

Ko.  86.  —  In  n  Lowe's  Patent,  25  L.  J.  Oh.  465,  466. 

time  confined  in  the  Queen's  Bench  Prison,  where  he  heard  of 
Lowe's  application  for  a  patent,  on  the  23rd  of  July,  at  which 
time  he  might  have  stopped  further  progress  by  lodging  objections 
with  the  law  officer  of  the  Crown.  He,  however,  omitted  to  do 
so,  but  having  subsequently  himself  applied  for  a  patent  for  an 
invention  of  "  improvements  in  propelling  vessels,  *  which,  upon 
reference,  were  reported  to  be  substantially  the  same  as  Lowe's, 
he  entered  a  caveat  on  the  3rd  of  December,  objecting  to  the  seal- 
ing of  the  letters  patent  applied  for  by  Lowe,  on  the  ground  that  the 
improvements  were  his  invention,  and  not  the  invention  of  Lowe. 

Upon  the  objection  raised  by  Wyche,  the  petition  of  Lowe  came 
on  for  hearing.  The  evidence  was,  in  many  respects,  conflicting, 
but  the  above  statement  embodies  the  view  taken  by  the  Lord 
Chancellor  of  the  facts  proved. 

Mr.  Southgate,  for  the  petitioner.  —  Lowe  is  entitled  to  have 
his  patent  sealed,  though  he  may  not  be  able  to  use  it  during  the 
continuance  of  his  own  and  Wyche's  joint  patent  without  Wyche's 
consent.  JSx  parte  Fox,  1  Ves.  &  B.  67.  Even  if  Lowe  was  in 
Wyche's  service  at  the  time  of  making  the  invention,  he  as 
inventor,  and  not  Wyche  as  master,  is  entitled  to  patent  it. 
Bloxam  v.  Elsee,  1  Car.  &  P.  558,  567 ;  Barber  v.  Walduck,  there 
cited,  and  cited  also  by  the  name  of  Barker  v.  Shaw,  1  Webs. 
P.  0.  126.  Assuming  that  the  idea  first  occurred  to  Wyche,  as  he 
did  nothing  to  perfect  his  invention  till  after  Lowe's  application, 
the  latter  must  be  preferred.      Carpenter  v.  Smith,  1  Webs.  P.  C. 

530,   534;  Cornish  v.    Keene,   ibid.    501,   508;  Dollond  v.  , 

ibid.  43;  The  Homehill  Company  v.  Neilson,  ibid.  673,  708; 
Neilson  v.   Harford,  ibid.   295. 

Mr.  R  W.  R  Forster,  for  Mr.  Wyche.  —  The  sole  question  is, 
which  was  the  first  inventor  ?  It  is  admitted,  that,  if  the  discov- 
ery was  made  by  Lowe,  the  mere  fact  of  his  being  Wyche's  servant 
would  not  deprive  him  of  it;  but  here  the  evidence  shows  that  the 
invention  was  Wyche's,  and  that  Lowe  was  employed  to 
carry  it  out,  *  by  making  models  and  experiments.  Minter  [*  456] 
v.  Welh,  1  Webs.  P.  C.  127. 

Mr.  Southgate,  in  reply.  —  The  argument  turns  on  the  use  of  the 
word  **  invention. "  An  **  invention  "  is  not  simply  an  "  idea  "  — 
but  is  the  "  perfection  of  an  idea.  *  There  is  no  evidence  to  show 
that  Wyche  has  done  anything  to  **  perfect  his  idea  *  (assuming  it 
to  have  been  his)  up  to  the  present  time. 
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March  18.  The  Lord  Chancellor  (Lord  Cranworth)  (after 
stating  the  facts)  said,  that  in  the  view  he  took  of  the  case,  it  was 
immaterial  whether  Lowe  was  in  the  service  of  Wyche  or  not 
The  question  was,  whether  Wyche  had  made  out  his  case,  that 
this  was  an  invention  surreptitiously  abstracted  from  him.  It 
was  impossible  to  say,  abstractedly,  whether  Lowe  or  Wyche  was 
the  inventor  —  that  it  was  the  invention  of  one  more  than  of  the 
other.  Both  saw  the  accident  which  happened ;  neither  said  that 
it  should  be  the  foundation  of  a  patent,  and  it  was  very  probable 
that  both  contemplated  applying  for  a  joint  patent  for  that,  as  for 
the  former  invention.  It  was  impossible  to  say  that  the  knowl- 
edge was  the  knowledge  of  the  one  or  the  other :  all  that  could  be 
said  was,  that  in  June,  1853,  the  knowledge  of  a  principle  was  in 
the  mind  of  each,  but  that  neither  embodied  that  principle  in  an 
invention  for  two  years.  That  being  so,  Wyche  had  no  power  to 
prevent  Lowe  from  getting  the  Great  Seal  applied  to  his  patent. 
There  was  no  doubt  that  it  might  be  in  Wyche 's  power  to  get  the 
patent  repealed  by  scire  facias  ;  but  unless  it  was  perfectly  clear 
to  his  Lordship  that  the  invention  had  been  surreptitiously 
obtained,  he  had  no  right  to  withhold  the  application  of  the  Great 
Seal ;  and  it  was  impossible  to  go  into  the  case  then  as  fully  as  it 
might  be  gone  into  upon  scire  facias.  Lowe's  patent  would  there- 
fore be  sealed,  and  Wyche's  application  refused,  but  without 
costs,  because  it  was  clear  upon  the  evidence  that  there  had  been 
an  endeavour  on  the  part  of  Lowe  to  conceal  what  his  invention 
really  was.     His  Lordship  then  suggested  a  compromise. 

In  re  Daines's  Patent. 

26  L.  J.  Ch.  298-299. 

[298]  Patent  —  Invention,  —  Great  Seal  affixed  upon  Terms. 

Where  the  grautiDg  of  a  patent  was  opposed  by  the  owner  of  a  similar  patent 
on  the  ground  that  the  application  was,  under  the  circumstances,  a  breach  of 
good  faith  on  the  part  of  the  applicant,  the  Lord  Chancellor  directed  the 
patent  to  issue  upon  certain  terms. 

This  was  a  petition  presented  by  John  Benjamin  Daines  for 
letters  patent  for  an  invention  of  an  "  improved  mode  of  treating 
surfaces  of  stone,  plaster,  and  cement  for  the  preservation  of  the 
same  from  decav.  * 
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The  prayer  of  the  petition  was  opposed  by  Alfred  Hives  on  the 
following  grounds :  —  In  1853  Barnabas  Barrett  obtained  a  patent 
for  the  invention  of  "  improvements  in  the  treatment  of  natural 
and  artificial  stone,  and  of  articles  composed  of  porous  cement,  or 
plaster  for  the  purposes  of  hardening  and  colouring  the  same." 
These  letters  patent  were  obtained  at  the  cost  of  J.  B.  Daines, 
and  were  still  in  force.  On  the  29th  of  July,  1854,  B.  Barrett, 
at  the  request  of  J.  B.  Daines  and  in  consideration  of  £1000  paid 
or  to  be  paid  to  J.  B.  Daines,  sold  and  assigned  to  A.  Hives  all 
his  interest  in  the  letters  patent ;  and  A.  Hives  thereupon  granted 
to  J.  B.  Daines  a  licence  to  use  the  last-mentioned  invention  on  pay- 
ment of  certain  yearly  rents  and  royalties  in  consideration  thereof. 

It  was  also  insisted  that  Daines 's  alleged  invention  waj  not 
new,  but  was  substantially  the  same  as  B.  Barrett's  invention, 
and  an  imitation  thereof,  and  a  fraud  upon  A.   Hives. 

It  appeared  that  the  principal  difference  between  the  two  inven- 
tions was,  that  in  the  one  oil  was  used,  and  in  the  other  sulphuric 
acid. 

A.  Hives  had  not  opposed  the  granting  of  the  patent  to  J.  B. 
Daines,  when  the  case  was  before  the  Attorney-General,  who 
reported  in  favour  of  the  sealing  of  the  patent,  but,  after  the 
warrant  of  the  Attorney-General  for  the  sealing  of  the  patent  had 
issued,  A.  Hives  filed  a  notice  of  objection  to  the  sealing  of  the 
patent 

The  petition  came  on  to, be  heard  before  the  Lord  Chancellob 
on  the  2nd  of  May,  1855,  and  an  order  was  then  made  on  the 
authority  of  In  re  Fawcett's  Patent  Com,  2  De  Gex,  M.  &  G.  439, 
that  the  matter  of  the  petition  and  objections  be  referred  to  the 
Attorney-General,  to  inquire  and  report  whether  the  petitioner's 
patent  ought  to  issua 

The  Attorney -General,  by  his  report,  dated  the  14th  of  March, 
1856,  certified  that  in  his  opinion  the  petitioner's  patent  ought  to 
issue. 

The  case  now  came  on  to  be  heard  upon  that  report 

Mr.  Fooks,  for  the  petitioner. 

Mr.  Webster  (of  the  common  law  bar),  for  the  respondent,  A. 
Hives,  opposed  the  granting  of  the  patent  on  the  ground  that  the 
application  was  a  breach  of  good  faith  on  the  part  of  J.  B.  Daines, 
and  that  the  invention  was  not  new,  but  was  substantially  an 
imitation  of  B.   Barrett's  patent 
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The  Lord  Chancellor,  after  stating  the  facts,  said,  that  in  this 
case  the  petitioner  Daines  had  discovered  what  he  considered  to 
be  a  great  improvement  upon  the  solution  invented  by  Barrett  It 
was  doubtful  whether,  in  the  abstract,  that  would  alone  be  suffi- 
cient ground  for  applying  for  a  patent;  but  his  Lordship  was 
satisfied  that  this  was  a  great  improvement,  and  thinking  that 
Daines  had  arrived  at  the  knowledge  whilst  he  was  engaged  in 
working  Barrett's  patent,  which  had  been  assigned  to  Hives,  he 
did  not  think  it  would  be  right  to  direct  the  patent  to  issue 
unconditionally.  His  Jjordship  therefore  directed  the  patent  to 
issue,  and  to  be  sealed  as  of  the  day  it  would  have  been  sealed  if 
no  objections  had  been  taken,  but  only  on  the  following  terms : 
viz.,  on  Daines,  by  his  counsel,  undertaking  that  he  would,  if 
Hives  required,  within  a  week,  assign  the  patent  when  sealed  to 
Hives,  to  be  subject  to  the  arrangement  as  to  licence  and  other- 
wise,  made  between  Hives  and  Daines  in  respect  of  Barrett's 

invention;  the  costs  of  obtaining  the  patent  to  be  in 
[*  299]  such  case  treated  as  part  of  the  costs  of  working  *  Barrett's 

patent  invention,  and  to  be  paid  accordingly ;  no  costs  of 
the  petition  to  be  allowed  on  either  side ;  the  deeds  necessary  to 
carry  out  the  arrangement  to  be  settled  by  one  of  the  conveyancing 
counsel  of  the  Court,  if  the  parties  differed:  the  matter  to  be 
mentioned  that  day  week,  in  order  that  Hives  might  have  the 
opportunity  in  the  interval  of  signifying  whether  he  would,  or 
would  not,  take  the  benefit  of  the  arrangement  proposed. 

April  15.  — The  Lord  Chancellor  granted  the  prayer  of 
Daines 's  petition  unconditionally.  Hives  having  declined  to  accept 
any  benefit  under  the  former  order. 

ENGLISH    NOTES. 

In  both  these  cases,  the  procedure  was  under  the  Act  of  1852.  But 
there  is  nothing  in  the  Act  of  1883  or  in  the  Amending  Acts  to  alter 
the  principle  of  the  decisions.  But,  as  will  presently  be  shown,  the 
modern  procedure  is  better  adapted  for  a  proper  consideration  of  the  com- 
parative claims  of  persons  claiming  the  same  invention. 
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No.  28.  — Ex  PARTE  BATES  AND  EEDGATE. 
(1869.) 

No.  29.  —  In  re  BAILEY'S  APPLICATION. 
(1872.) 

RULE. 

Where  (under  the  Act  of  1852)  a  later  applicant  by  pro- 
visional specification  is  the  first  to  file  his  complete  speci- 
fication and  to  have  his  patent  sealed,  an  earlier  applicant 
by  provisional  is  barred  from  obtaining  the  seal  to  a  similar 
patent. 

But  if  the  invention  in  respect  of  which  the  earlier  pro- 
visional has  been  filed  is  only  partly  covered  by  the  patent 
already  sealed,  a  patent  for  the  last  mentioned  invention 
may  be  granted,  but  so  as  to  bear  a  date  later  than  the 
date  of  the  patent  already  sealed. 

Ex  parte  Bates  and  Sedgate. 

L.  R.  4  Ch.  577-580  (s.  c.  38  L.  J.  Ch.  501 ;  21  L.  T.  410;  17  W.  R.  900). 

Patent  —  Two  Provisional  Specifications.  —  Sealing  Patent  —  Priority.    [577] 
—  Patent  Law  Amendment  Act,  1852. 

Leaving  a  provisional  specification  and  obtaining  provisional  protection  does 
not  prevent  a  second  applicant  from  leaving  a  provisional  specification  of  a 
similar  invention,  and  obtaining  valid  letters  patent  for  the  invention  before  six 
months  have  elapsed  from  the  time  when  the  first  provisional  specification  was 
left ',  and  in  sach  a  case,  letters  patent  will  not  be  granted  to  the  first  applicant 
for  any  part  of  his  invention  which  is  covered  by  the  letters  patent  already 
obtained  by  the  second  applicant. 

The  petitioners,  Messrs.  Bates  &  Redgate,  on  the  2nd  of  October, 
1868,  left  at  the  Patent  Office  a  petition  for  a  grant  of  letters 
patent  for  an  invention  and  a  provisional  specification,  and  thus 
duly  obtained  provisional  protection. 

One,  Mr.  Bertie,  on  the  2nd  of  November,  1868,  left  a  petition 
and  provisional  specification  with  respect  to  a  similar  invention, 
and  obtained  letters  patent  for  his  invention  on  the  12th  of 
December,  1863. 
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Messrs.  Bates  &  Bedgate,  on  the  19th  of  March,  1869,  applied 
to  the  commissioners  for  letters  patent;  and  now  presented  a  peti- 
tion to  have  the  Great  Seal  affixed  to  their  letters  patent,  and  to 
have  them  dated  as  of  the  date  of  their  provisional  protection. 

Mr.  Webster,  Q.  C. ,  and  Mr.  Everitt,  for  the  petitioners :  — 

We  only  ask  to  have  the  usual  course  followed,  %nd  to  have  our 
patent  dated  as  of  the  date  of  the  provisional  protection,  a  course 
which  is  almost  invariably  adopted  in  sealing  letters  patent,  and 
which,  at  all  events,  can  be  adopted  under  the  23rd  and  24th 
sections  of  the  Patent  Law  Amendment  Act,  1852  (15  &  16  Vict 
c.  83). 

If  it  is  objected  that  we  cannot  have  a  patent  because  a  patent 
for  a  similar  invention  is  in  existence,  then  we  say  that  the  com- 
missioners ought  not  to  have  allowed  a  second  provisional  speci- 
fication for  the  same  invention.  We  conceived  ourselves  to 
have  six  months  within  which  to  proceed,  and  if  we  were  wrong 
there  is  no  advantage  in  provisional  protection,  and  inventors  must 
hurry  on  as  under  the  old  law.     The  10th  section  of  the  Patent 

Law  Amendment  Act  meets  the  case. 
[♦578]  *Mr.  Grove,  Q.  C,  and  Mr.  T.  Aston,  for  Mr.  Bertie:  — 
We  have  our  letters  patent,  and  if  they  are  bad,  let 
them  be  repealed;  but  your  Lordship  cannot  direct  the  Great 
Seal  to  be  affixed  to  other  letters  patent  making  them  bear  date 
before  ours,  and  so  invalidating  the  previous  grant  Provisional 
protection  is  no  grant  of  letters  patent,  but  is  only  a  protection  to 
the  inventor  from  the  consequences  of  his  own  publication,  so  as 
to  prevent  his  workmen  or  others  whom  he  may  be  obliged  to 
communicate  with  from  stealing  a  march  upon  him.  OxUy  v. 
Holden,  8  C.  B.  (N.  S.)  666.  We  were  independent  inventors 
and  have  secured  the  first  patent ;  there  is  no  pretext  for  depriv- 
ing us  of  our  rights.     Ux  "parte  Dyer,  Pari.  Pat  Eep.  (1829),  197. 

Mr.  Webster,  in  reply. 

Lord  Hatherley,  L.  C.  :  — 

The  Legislature  has  directed  that  there  should  be  specifications 
of  two  kinds,  provisional  and  complete ;  but  still  the  person  who 
first  procures  the  Great  Seal  to  be  affixed  to  his  letters  patent  is  in 
the  same  position  as  a  person  who,  before  the  Act  was  passed,  had 
obtained  a  patent,  and  he  holds  it  against  all  the  world. 

A  person  who  intends  to  take  out  a  patent,  having  presented  his 
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petition,  may,  under  sect  6  of  the  Patent  Law  Amendment  Act, 
15  &  16  Vict  c.  83,  leave  a  provisional  specification  at  the  ofl&ce 
of  the  commissioners,  and  then  he  will  have  certain  benefits. 
Under  sect  8,  for  instance,  he  may  use  his  invention  for  six 
months  without  prejudice  to  his  patent  by  that  user;  but  he 
obtains  no  rights  against  the  public  until  his  patent  has  been 
sealed,  and  even  then  the  patent  will  not  relate  back  to  acts  done 
in  the  interval.  He  is  only  protected  against  the  consequences  of 
his  own  publication,  and  thus  may  employ  workmen  and  obtain 
machinery  without  the  risk  of  being  betrayed.  But  that  is  all, 
and  he  has  no  right  or  privilege  against  any  other  person.  If  he 
wishes  to  have  more,  he  may,  under  sect  9,  file  a  complete  speci- 
fication, and  then  he  is  absolutely  protected  for  six  months,  and 
has  a  right  to  proceed  as  if  he  had  a  patent  for  that  period.  The 
publication  of  the  complete  specification  gives  to  the 
world  the  whole  benefit  of  the  invention,  *  and  then  the  [*  579] 
inventor  will  be  protected  against  any  other  person  obtain- 
ing a  patent  for  the  same  invention. 

To  make  it  more  plain,  sect  10  says  that  any  letters  patent 
granted  to  the  true  and  first  inventor  shall  not  be  invalidated  by 
reason  of  any  application  in  fraud  of  the  true  and  first  inventor, 
therefore  the  case  is  provided  for,  and  if  the  applicant  can  be 
shown  in  any  way  to  have  derived  information  from  the  first 
specification,  that  will  be  fraudulent,  and  he  will  be  excluded  by 
sect  10  from  any  benefit 

But  here  there  is  nothing  to  prevent  the  first  patent  which  was 
obtained  from  being  the  real  patent  The  inventor  has  proceeded 
with  diligence,  and  has  secured  a  patent  against  a  person  who 
might  have  been  the  first  inventor. 

Mr.  Webster  says  that  the  Legislature  intended  to  afford  the 
inventor  considerable  advantages,  and  to  give  him  time  to  frame  a 
complete  and  accurate  specification,  that,  in  fact,  the  original 
injury  in  this  case  was  in  allowing  the  second  provisional  speci- 
fication to  be  filed.  But  I  can  see  no  impropriety  in  the  conduct 
of  the  law  oflScer.  If  he  received  a  second  provisional  specifica- 
tion he  could  not  refuse  to  grant  the  statutory  protection,  unless 
he  suspected  that  one  was  derived  from  the  other,  or  that  there 
had  been  fraud.  There  is  nothing  to  compel  the  inventor  who 
lodged  the  first  specification  to  proceed  with  his  invention,  and  if 
he  does  not,  and  no  second  specification  was  allowed,  the  inven- 
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tion  might  be  lost  The  second  applicant  must,  therefore,  have  a 
right  to  his  provisional  protection.  If  not,  the  first  applicant 
might,  within  the  six  months,  lodge  a  second  proTisional  specifi- 
cation, and  so  prevent  any  one  else  from  obtaining  a  patent  for  an 
indefinite  period. 

If,  then,  there  was  no  wrong  in  allowing  the  second  provisional 
specification  to  be  lodged,  it  would  seem  that  in  every  respect  the 
law  remains  as  it  was  before  the  Act  was  passed,  and  the  person 
who  first  obtains  the  patent  will  keep  it 

Mr.  Webster  also  complains  that  the  first  applicant  is  helpless 
during  six  months,  but  the  second  applicant  is  obliged  to  advertise 
his  application,  and  the  first  applicant  must  ascertain  from  the 
title  whether  the  second  invention  is  likely  to  interfere  with  his 
own.  If  he  had  done  so,  and  had  applied  to  the  Attorney- 
General,  the  sealing  of  the  patent  would  have  been  stayed ; 
[*  5S0]  but  the  first  applicant  *  took  no  such  steps,  and  allowed 
the  second  applicant  to  obtain  the  first  patent 

I  ought  not  to  ante-date  the  patent,  and  if  granted  it  must  be  as 
of  its  proper  date;  but  when  one  patent  actually  exists,  and  is 
brought  to  the  notice  of  the  Lobd  Chakcellob,  a  second  patent 
cannot  be  granted  for  the  same  invention*  The  first  patentee  has 
pi^sossion  of  all  that  is  included  in  his  patent ;  but  if  there  is 
anything  in  the  present  applicant's  invention  which  is  not  covered 
by  the  patent,  he  will  have  a  right  to  a  patent  for  so  much ;  and, 
if  necessary,  an  inquiry  must  be  made  on  the  subject,  and  the 
patent>  if  granted,  will  be  dated  on  the  19th  of  March,  when  the 
application  was  made  for  the  seal  to  be  affixed.  As  this  is  a  case 
of  first  impression,  there  will  be  no  costs  of  this  application. 

In  re  Bailey's  Application. 

4>  L,  J.  Ch.  264-265  (8.  c.  L.  R.  8  Ch.  60 ;  27  L.  T.  430;  21  W.  B,  31). 

[264]    Pateni,  —  Priority.  —  Delay  in  Proceeding  after  Application  to  «eal 

An  applicant  for  letters  patent  has  ordinarily  six  months  from  the  filing  of 
bis  prttvisional  specification  within  which  he  may  apply  to  have  the  Great  Seal 
affixed  to  his  invention,  and  if  he  makes  snch  application  earlier  than  is  neces- 
sary and  tlien  lies  by  till  the  six  months  are  nearly  expired,  the  delay  will  not 
deprive  hira  of  his  right  to  have  his  patent  sealed ;  but  in  such  a  case  if  a  rival 
inventor,  whose  provisional  specification  is  of  later  date  than  that  of  the  first 
applicant,  has  by  greater  diligence  got  his  patent  sealed  first,  the  first  appli- 
cant's patent  will  be  dated  the  day  of  application  for  sealing,  and  not,  as  in 
ordinary  cases,  the  day  of  the  filing  of  the  provisional  specification. 
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This  was  a  petition  by  Mr.  W.  H.  Bailey,  praying  that  the 
Great  Seal  might  be  affixed  to  letters  patent  for  his  invention  of 
certain  improvements  in  apparatus  for  indicating  and  regulating 
heat  The  petition  was  opposed  on  the  part  of  J.  L  Cassartelli, 
on  the  ground  of  a  prior  patent  for  the  same  invention. 

In  1868  Bailey  obtained  letters  patent  dated  the  11th  of 
December,  for  his  original  invention,  and  having  afterwards  made 
improvements  in  his  apparatus  applied  for  letters  patent  for  those 
improvements  and  filed  his  provisional  specification  on  the  30th 
of  March,  1872.  On  the  3rd  of  April,  1872,  Cassartelli  filed  a 
provisional  specification  and  applied  for  letters  patent  for  his 
invention  of  improvements  in  pyrometers.  On  the  21st  of  May, 
Bailey  gave  notice  of  his  intention  to  proceed  with  his  application 
for  letters  patent  On  the  22nd  of  May,  Cassartelli's  patent  was 
sealed,  and  on  the  29th  of  the  same  month  he  lodged  a  caveat 
against  the  sealing  of  Bailey's  patent,  on  the  ground  that  the 
alleged  invention  was  the  same  as  that  for  which  his  (Cassartelli 's) 
patent  had  been  granted. 

The  present  petition  was  presented  on  the  27th  of  September. 
Cassartelli 's  complete  specification  was  filed  on  the  2nd  of  October. 

The  petition  alleged  that  Cassartelli 's  patent  was  obtained  in 
fraud  of  the  petitioner's  rights,  that  Cassartelli  did  not  venture  to 
oppose  the  application  before  the  law  officers  of  the  Crown,  and 
had  improperly  endeavoured  to  obtain  priority  over  the  peti- 
tioner's patent  The  petitioner  also  alleged  that  Cassartelli  had 
been  improperly  supplied  with  and  had  improperly  made  use  of 
information  respecting  experimental  trials  made  by  the  petitioner, 
and  that  in  any  case  the  two  inventions  were  not  the  same. 

Mr.  Aston  and  Mr.  Kekewich  appeared  in  support  of  the  appli- 
cation. —  Upon  the  question  of  fraud,  the  Lord  Chancellor 
held,  that  as  the  petitioner  had  not  opposed  the  granting  of  Cas- 
sartelli's  patent  before  the  law  officer  of  the  Crown,  he  could  not 
entertain  it  now. 

Mr.  Fry  and  Mr.  Ford  North  opposed  on  behalf  of  Cassartelli, 
and  contended  that  the  applicant  having  waited  for  four  months 
after  making  his  application  to  have  his  patent  sealed, 
and  after  the  entry  of  the  caveat,  had  been  guilty  of  *  delay  [*  265] 
which  deprived  him  of  the  right  to  have  the  Great  Seal 
affixed.  15  &  16  Vict  c.  83,  s.  20 ;  lee  v.  Walker,  41  L  J.  C.  P. 
91,  L.  R  7  C.  P.  121.     Cassartelli  having  got  his  patent  first 
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sealed  is  a  bar  to  the  grantiDg  of  Bailey's  patent,  notwithstanding 
that  the  latter  was  first  in  filing  his  provisional  specification.  Be 
Bates  and  Bedgate's  Application,  38  L.  J.  Ch.  501,  L.  R  4  Ch. 
577  (p.  473,  ante).  At  all  events,  Bailey's  patent  must  bear 
date  subsequent  to  Cassartelli's.  This  would  not  prejudice  him 
if  the  inventions  were  not  similar. 
Mr.  Aston  replied. 

The  Lord  Changellob  (Lord  Selborke).  —  In  dealing  with  this 
case  I  must  not  assume  fraud  on  the  one  side  or  improper  delay 
on  the  other,  but  the  case  must  be  decided  upon  other  grounds.  It 
was  suggested  by  Mr.  Fry  and  Mr.  North  that  it  was  no  longer  in 
the  power  of  the  Lobd  Changellob  to  seal  this  patent,  but  it  seemed 
to  me  that  suggestion  was  not  made  confidently,  because  it  was  more 
than  once  conceded  that  their  client  would  be  satisfied  if  Mr.  Bailey's 
patent  were  dated  later  than  their  own.  But  the  argument  is  not 
applicable  to  this  case.  It  is  clear  that  the  15  &  16  Vict.  c.  83, 
&  20,  gives,  ordinarily,  a  whole  six  months  from  the  date  of  the 
provisional  specification ;  consequently  Bailey,  if  he  had  deferred 
his  application  until  the  month  of  September,  1872,  would  have 
been  in  time.  Is  he  then  to  be  in  a  worse  position  because  he 
applied  some  months  before  he  was  obliged  to  do  so?  Inde- 
pendently of  that  there  was  a  caveat  pending.  I  am  not  going  to 
decide  whether,  if  application  be  made  in  due  time,  and  a  caveat 
be  presented,  and  the  man  allows  his  provisional  specification  to 
run  out  without  taking  any  steps,  he  can  say  that,  under  all 
ciioumstances,  the  caveat  protects  him,  or  whether,  on  the  other 
hand,  the  caveat  would  not  be  a  protection  supposing  the  six 
months  expired  in  the  long  vacation ;  but  here  the  petition  to  the 
Lord  Chancellob  is  presented  within  the  six  months,  and  comes 
on  to  be  heard  as  soon  as  possible ;  that  objection,  therefore,  fails. 
As  to  the  second  question,  whether  the  patent  must  be  sealed  as 
of  an  earlier  or  later  date,  I  think  Mr.  Aston  well  founded  in  his 
rtnnark  that  Bailey  having  sworn  that  his  patent  includes  certain 
objects  which  will  not  be  accomplished  by  Cassartelli's  patent, 
and  no  answer  having  been  made  to  these  affidavits,  it  must  be 
t^^kon  (Mr.  Cassartelli  not  having  ventured  to  assert  the  contrary) 
that  l^iley^s  patent  comprehends  those  matters  sworn  to  by  him. 
I.  thorefi^re.  think  Mr.  Bailey  is  entitled  to  have  a  patent  for 
UioAO  things. 
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A  further  question  is  whether  he  is  entitled  to  have  a  patent 
which  shall  override  Cassartelli's  and  enable  him,  if  his  pro- 
visional specification  admits  of  it,  to  file  a  complete  specification 
comprehending  matters  in  Cassartelli's  patent.  The  case  of  Bates 
and  Redgate's  Patent  (p.  473,  an^)  proceeds,  I  think,  on  the  very 
intelligible  principle  that  the  Crown  cannot  derogate  from  its  own 
grant  The  rule  there  laid  down  I  take  to  be  this,  that  if  you 
apply  to  have  a  patent  sealed  after  the  sealing  of  another  patent, 
and  it  appears  that  some  things  are  comprehended  in  the  new 
patent  which  are  not  in  the  one  already  sealed,  the  new  patent 
ought  to  be  granted,  but  care  must  be  taken  not  to  cover  the 
ground  covered  by  the  earlier  patent,  and  when  there  is  reasonable 
ground  to  apprehend  this  you  must  take  care  by  the  date  of  the 
patent  that  it  shall  not  so  operate.  In  this  case  there  is  no  evi- 
dence that  Bailey's  patent  would  not  comprehend  some  of  the 
objects  of  Cassartelli,  and  I  am  led  to  the  conclusion  that  it  Would 
probably  do  so,  and  that  his  object  is  to  get  the  advantage  of  a 
patent  in  some  respect  covering  the  same  matters  as  the  respondent's 
patent  I  hold,  therefore,  that  the  patent  must  be  granted  to 
Bailey,  and  that  it  must  be  dated  the  21st  of  May,  1872,  as  I 
understand  that  will  correspond  to  the  date  of  the  19th  of  March, 
mentioned  in  Bates  and  Bedgate' s  Case.  I  refuse  to  give  costs  on 
either  side. 

ENGLISH  NOTES. 

It  is  the  duty  of  the  law  officer  to  hear  and  determine  which  of  two 
rival  applicants  for  patents  is  entitled  to  a  patent^  and  the  question 
ought  not  to  be  remitted  to  the  Lord  Chancellor  by  directing  warrants 
for  both  patents.  Ex  parte  Henry  (1872),  L.  E.  8  Ch.  167,  42  L.  J.  Ch. 
3d3,  21  W.  E.  238. 

An  applicant  for  a  patent,  under  the  Act  of  1852,  did  not,  by  lodging 
a  complete  specification,  acquire  the  rights  of  a  patentee,  so  as,  during 
the  six  months'  protection,  to  prevent  any  other  person  who  had  pre- 
viously applied  for  a  patent  for  a  similar  invention  from  obtaining  a 
patent.    Ihid, 

Where,  under  the  Act  of  1862,  two  patents  were  granted  to  inventors 
who  respectively  had  applications  pending  at  the  same  time,  and 
neither  of  whom  entered  a  caveat  against  the  other,  the  patents  in  each 
case  dating  back  to  the  day  of  application;  the  patent  which  was  first 
in  date  was  held  to  prevail,  although  the  complete  specification  of  the 
rival  inventor,  whose  application  was  subsequent  in  date,  was  the  first 


480  PATENT. 

Kof.  28,  89.  —  Li  re  Batef  and  Bedgato  ;  In  re  Bailey's  Applioation.  —  Kotai. 

to  be  filed.  Saxhy  v.  Kennet  (1873),  L.  E.  8  Ex.  210,  42  L.  J.  Ex. 
137,  28  L.  T.  639,  22  W.  R.  16. 

Where  under  the  Act  of  1852  an  application  for  sealing  was  nnsuc- 
cessfullj  opposed  before  the  Attorney-General,  the  Lord  Chancellor, 
on  the  hearing  before  him,  refused  to  allow  facts  to  be  gone  into  which 
might  haTB  been,  but  were  not,  brought  out  on  the  previous  occasion. 
/»  re  Sheffield's  Application  (1872),  L.  R.  8  Ch.  237, 42  L.  J.  Ch.  356, 
21  W.  R.  233.  And  see  In  re  Vincent's  Patent  (1867),  L.  R.  2  Ch. 
341,  15  W.  R,  624 

Under  the  Act  of  1852,  after  the  decision  in  Bates  and  Redgate,  it 
was  held  to  be  evidence  of  negligence  in  a  patent  agent  to  delay 
applying  to  have  the  patent  sealed  for  four  months  after  filing  the  pro- 
visional specification,  the  result  of  the  delay  having  been  to  enable  a 
subsequent  applicant  for  a  patent  for  the  same  invention  to  get  his 
patent  sealed  first.  Lee  v.  Walker  (1872),  L.  R.  7  C.  P.  121,  41  L.  J. 
C  P.  91,  26  L.  T.  70. 

The  principle  of  Ex  parte  Bates  and  Redgate  was  questioned  by 
Limi  Cairns  in  In  re  Bering's  Patent  (1879),  13  Ch.  D.  393,  42  L.  T. 
tKH4>  28  W.  R.  710,  on  the  ground  that  Parliament  having  held  out  to 
inventors  the  advantage  of  provisional  protection  for  six  months,  that 
ought  to  prevent  another  from  obtaining  during  that  period  any  advan- 
tagi^  by  having  a  patent  sealed.  In  this  case  D.  and  R.  independently 
appliod,  on  the  29th  of  April,  1879,  for  letters  patent  for  cognate  inven- 
tions. R.,  having  obtained  letters  patent  sealed  on  the  25th  of  July 
1879«  op{M>sod  the  sealing  of  D.'s  letters  patent.  There  was  no  suggestion 
of  f r»ud.  Lord  Cairns  allowed  the  letters  patent  to  be  sealed,  observing 
thftt  tho  offoot  would  be  to  make  the  two  inventors  joint  proprietors. 

Tlio  pn>oedure  under  the  Act  of  1883  (46  &  47  Vict.  c.  57)  is  cal- 
oulutoil  to  atTortl  better  safeguards  against  the  first  inventor  being 
doprivtnl  by  inadvertence  of  the  benefit  of  his  invention.  In  case  of  an 
ai^pliotUion  being  made  with  a  specification  having  the  same  or  a  simi- 
Ittr  titlo  with  that  of  a  specification  accompanying  a  pending  applica- 
tion* it  i«  the  duty  of  the  comptroller  to  give  notice  to  the  first 
Hppliot^ut  (Hoot.  7  (5)).  The  sealing  of  the  patent  is  in  every  case 
Uvluvod  until  the  expiry  of  two  months  after  advertisement  of  the 
Hooojttuuoo  ot  the  complete  specification.  In  the  mean  time  the  sealing 
lUH^v  W  oppoHtnl  (soot,  11)  on  three  grounds  only :  1.  On  the  ground  of 
\W  u)^|>Uount  having  obtained  the  invention  from  the  opponent,  or  from 
M  )M'Vt\^\  \v(  whom  the  opponent  is  the  legal  representative ;  2.  On  the 
^iH>\Mul  \\\\\i  {\\^  invention  has  been  patented  on  an  application  of  prior 
\UW\  \l  i^u  tho  ground  (as  amended  by  the  Act  of  1888,  51  &  52  Vict. 
w  i\\\  M«  i\  thut  the  complete  specification  describes  or  claims  an 
luNvutiou  oth^r  than  that  described  in  the  provisional  specification,  and 
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that  such  other  invention  forms  the  subject  of  an  application  made  by 
the  opponent  in  the  interval  between  the  leaving  of  the  provisional 
specification  and  the  leaving  of  the  complete  specification. 

Instances  of  a  successful  opposition  on  the  first  ground  are  Mar- 
shaJV 8  Application  (1888),  5  Eep.  Pat.  Cas.  661;  Griffin' a  Application 
(1889),  6  Rep.  Pat.  Cas.  296;  Stuarfs  Application  (1892),  9  Rep. 
Pat.  Cas.  452.  In  the  last  case,  Sir  E.  Clarke,  S.  G.,  stated  that  he 
should  not  refuse  the  sealing  unless  the  evidence  was  such  that  no  jury 
could  reasonably  come  to  a  decision  in  favour  of  the  applicant. 

It  is  not,  however,  the  duty  of  the  comptroller  on  an  opposition 
under  this  Act,  or  of  the  law  officer  on  appeal,  to  decide  whether  the 
applicant  is  the  first  and  true  inventor,  or  to  inquire  into  the  circum- 
stances of  how  the  applicant  became  possessed  of  the  invention,  except 
so  far  as  they  go  to  show  that  he  derived  the  invention  from  his  oppo- 
nent. Adolph  SpieVs  Application  (1888),  5  Rep.  Pat.  Cas.  281 ;  In  re 
Lake's  Patent  (1888),  5  Rep.  Pat.  Cas.  415. 

As  to  the  second  ground  of  opposition,  the  cases  show  that,  in  order 
to  have  a  Iocils  standi  to  be  heard  on  this  ground  of  opposition,  the 
opponent  must  have  a  direct  interest  under  a  patent  for  a  similar 
invention,  or  must  be  a  person  who  would  have  had  such  an  interest  in 
a  patent  which  has  expired.  But  if  the  opponent  has  such  a  locus 
standi,  he  may  bring  to  the  notice  of  the  comptroller  and  law  officer 
other  patents  which  are  germane  to  the  question.  Stewart^ s  Application 
(1896),  13  Rep.  Pat.  Cas.  627.  In  the  consideration  of  the  question  of 
identity  of  invention  the  law  officer  may  take  into  consideration  me- 
chanical equivalents.  Smithes  Application  (1896),  13  Rep.  Pat.  Cas. 
200.  He  may  direct  the  insertion  of  a  disclaimer  of  what  is  already 
patented.  Newman's  Patent  (1888),  5  Rep.  Pat.  Cas.  271.  And  if, 
after  eliminating  matters  already  patented,  nothing  remains  which  can 
be  valid  subject-matter,  the  patent  may  bo  refused.  Hedge^s  Applicor 
tion  (1895),  12  Rep.  Pat.  Cas.  136. 

The  third  ground  of  opposition  is  illustrated  by  Wilson's  Applica- 
tion (1892),  9  Rep.  Pat.  Cas.  512  n.  The  invention  described  in  his 
provisional  consisted  in  a  novel  method  of  constructing  bicycle  tires 
made  of  an  outer  part  of  hard  rubber  and  an  inner  part  or  core  of  spongy 
rubber.  Various  combinations  of  these  parts  were  described;  but  no 
modes  of  fastening  the  tires  to  the  wheels  were  mentioned.  In  the 
complete  specification  were  described  specially  constructed  wheel  rims 
and  special  means  of  fastening  the  tires,  and  these  rims  combined 
with  the  methods  of  fastening  were  claimed.  The  grant  was  opposed 
by  four  claimants  who  had  in  the  interval  between  Wilson's  provisional 
and  complete  specification  made  applications  in  respect  of  inventions 
for  means  of  fastening  the  tires :  Sir  Richard  Webster,  A.-G^  required 
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Wilson's  complete  specification  to  be  amended  so  as  to  prevent  him 
from  claiming  as  part  of  his  invention  the  means  of  fastening  the  tires 
as  distinct  from  the  constroction  of  the  tires  themselves. 

AMERICAN  NOTES. 

When  two  inventions  conflict  with  each  other,  proceedings  may  be  insti- 
tuted for  the  purpose  of  determining  their  relative  priority,  before  the 
officers  of  the  Patent  Office.  Such  a  proceeding  is  here  called  an  ^  interfer- 
ence," and,  in  strictness,  is  limited  to  a  complete  or  partial  interference 
between  pending  applications  for  patents,  or  between  a  pending  application 
and  a  patent  not  yet  expired.  The  sole  question  here  is  that  of  priority  in 
invention.  See  Revised  Statutes  of  the  United  States,  §  4904 ;  2  Robinson 
on  Patents,  §  586  et  seq.  The  decision  of  the  Patent  Office  in  this  proceeding 
is  not  a  mere  ruling  establishing  a  prima  facie  right,  but  is  the  action  of  an 
executiTe  department  of  the  government,  and  the  rule  is  now  settled  that 
where  the  question  decided  in  the  Patent  Office  is  one  between  contesting 
parties  as  to  priority  of  invention,  the  decision  there  made  is,  in  effect,  much 
like  a  judgment,  and  is  to  be  accepted  as  controlling  upon  that  question  of 
fact  in  any  subsequent  suit  between  the  same  parties,  unless  the  contrary  is 
established  by  testimony  which  in  character  and  amount  carries  complete 
ci^nviotion.  Johnson  v.  Towsleyy  13  Wallace  (U.  S.),  72,  86;  Morgan  v. 
/>fii«iVi>\  loi5  United  States,  120,  125;  Andrews  v.  Hovey,  124  id.  694;  Butler  y, 
Shatc.  21  Federal  Rep.  321,  327.  The  decision  of  the  Patent  Office,  in  cases 
of  l^Uont  Office  interferences,  is,  however,  subject  to  appeal,  —  first,  from  the 
oxntninors  to  the  commissioner  of  patents  in  person ;  then  from  the  commis- 
siouor  to  the  Supreme  Court  of  the  District  of  Columbia  in  banc ;  and  when  a 
pfttont  on  application  is  refused,  either  by  the  commissioner  or  by  the  Supreme 
Uourt  of  the  District  of  Columbia  upon  appeal  from  the  commissioner,  the 
npplioaut  w^ay  have  remedy  by  bill  in  equity.  Revised  Statutes  of  the  United 
Siatoji,  §§  1909-4015.  Buttertcorth  v.  Hoe,  112  United  States,  50,  60;  In  re 
//,  in.  imi  id.  432, 439,  Under  the  Act  of  Congress  of  Feb.  9, 1893,  ch.  74,  §  9, 
t^s(«l^lishinjr  a  Court  of  appeals  for  the  District  of  Columbia,  interference  cases 
rtiv  iu»>\  apinn^Unl  to  this  Court  from  the  commissioner's  decision.  See  Dur^ 
A»i»H  V,  Srif»nour,  101  United  States,  235;  Smithy.  Muller,  75  Federal  Rep.  612. 

IMoritw  <u»  U^twoen  two  patents  that  interfere,  is  a  question  to  be  deter- 
tninotl  not  by  tho  l^ttent  Office,  but  by  the  Courts,  and  the  Revised  Statutes 
x^t  tbo  Uultod  Stat<>s,  §  4918,  supply  the  rules  of  procedure  in  such  cases,  by 
mk\\\{  \\\  »s]\iUy  ajrainst  the  owners  of  the  interfering  patent.  The  question 
U^  U^  rtdjtuUoattHl  is  simply  that  of  priority.  Motcry  v.  Whitney,  14  Wallace 
0'.  >^  >»  <*-^^J  *V«iM«»i  Manuf  Co.  v.  Craig,  47  Federal  Rep.  622;  49  id.  870. 
Y»M  if  botl\  pat  outs  are  invalid,  the  bill  may  be  dismissed.  Palmer  Pneumatic 
t\'^  { \».  v»  /..»:iVr,  90  Federal  Rep.  732.  Two  patents  interfere  when  both 
\A  \\\\\  tl\o  firtino  invtMition  in  whole  or  in  part,  or  when  the  inventions  produce 
\\\ss  m\\\\i\  vt^MxM  in  substantially  the  same  way.  Garratt  v.  Setbert,  98  United 
M»  ^\^^^,  7^^  i^fnthrge  v.  New  York  Bung  Co.,  20  Federal  Rep.  314;  May  v. 
^^.M  t  stu  I  «it\  27  id.  691 ;  Gold  Sf  SUcer  Ore  Separating  Co.  T.  United  States 
^o  '♦{.j/»M/»Mi;  <>#Y  Co.,  3  Fisher's  Patent  Cases  (U.  S.),  489. 
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No.  30.  — Eb  ADAMSON'S  PATENT. 
(1856.) 

No.  31. -In  re  NEWALL  AND  ELLIOT. 

(1858.) 

RULE. 

The  public  use  by  the  inventor  of  his  invention  for  a 
considerable  time  before  applying  for  a  patent,  is  a  dedi- 
cation of  the  invention  to  the  public ;  and  disentitles  him 
to  have  the  patent  sealed. 

But  the  working  of  an  invention  by  way  of  experiment, 
although  unavoidably  accompanied  by  some  publicity,  and 
although  attended  with  success  and  benefit  to  the  inventor, 
is  not  such  a  dedication,  provided  there  is  no  delay  in 
applying  for  a  patent. 

Be  Adamson's  Patent. 

6  De  6.  M.  &  G.  420-422  (b.  0.  25  L.  J.  Ch.  456). 

Patent  Law.  —  Sealing.  —  Dedication  by  Public  User, 

A  contractor  for  certain  harbour  works  had  in  the  progress  of  his  [420] 
undertaking  invented  an  apparatus  which  greatly  facilitated  the  works, 
but  which  could  only  be  tested  in  a  place  accessible  to  the  public.    After 
having  used  the  apparatus  for  four  months  in  the  progress  of  the  works,  he  , 
applied  for  a  patent :  —  Held^  that  such  user  amounted  to  a  dedication  to  the 
public,  and  that  he  was  not  entitled  to  a  patent. 

In  this  case  the  petition  stated  that  the  petitioner  Adamson 
was  the  first  and  true  inventor  of  a  travelling  staging  and  crane 
or  jenny,  adapted  for  building  piers  and  other  harbour  works,  and 
prayed  that  the  letters  patent  might  be  sealed.  The  application 
was  opposed  by  the  respondent  Eobinson,  on  the  ground,  first,  that 
the  petitioner  was  not  the  true  inventor,  but  that  Eobinson  was ; 
and,  secondly,  that  there  had  been  such  a  publication  of  the  inven- 
tion, before  the  provisional  specification  was  made,  as  to  disentitle 
the  petitioner  to  the  patent.  It  appeared  that  the  petitioner  had 
a  contract  for  the  construction  of  a  pier  and  breakwater  at  Hartle- 
pool; that  in  the  prosecution  of*  the  work  in  1854,  he  had  in- 
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vented,  and,  in  May,  1855,  perfected  and  applied  an  apparatus  or 
framework  supporting  the  crane  which  was  the  subject  of  the 
patent.  He  first  applied  for  the  patent  in  September,  1855,  and 
by  his  affidavits  he  stated  that  the  invention  had  never  been  used 
by  anybody  but  himself  and  his  workmen,  and  that  the  delay  in 
applying  for  the  patent  was  to  be  attributed  to  the  fact  that  it  was 
impossible  to  test  the  efficacy  of  the  invention  except  in  rough 
weather,  or  without  it«  being  ei^posed  to  the  view  of  the  public. 

Mr.  Cairns  and  Mr.  Drewry,  in  support  of  the  application. 

We  submit  that  the  subject-matter  of  the  invention  must  in  all 
cases  give  the  rule  as  to  whether  in  maturing  it  there  has  or  has 
not  been  a  dedication  to  the  public ;  here,  from  the  very  nature  of 
the  thing,  there  must  have  been  a  certain  amount  of  publicity, 
otherwise  the  experiment  of  its  efficacy  could  never  have 
[*421]  been  made.  [They  *  cited  the  following  authorities: 
Morgan  v.  Seaward,  2  M.  &  W.  544 ;  Bentley  v.  Fleming, 
1  Car.  &  K  587 ;  Cornish  v.  Keene,  Webster's  Reports  on  Patents, 
501 ;  Minter  v.  Wells,  ibid.  127. 

Mr.  Bagshaw  and  Mr.  Hindmarch,  for  the  respondent,  were  not 
called  upon. 

The  Lord  Chancellor  (Lord  Cranworth)  :  — 

I  cannot  put  the  Great  Seal  to  this  patent,  because  I  think  there 
has  been  a  clear  dedication  to  the  public.  Cases  may  arise  in 
which  there  may  be  a  doubt  as  to  whether  an  invention  has  or 
has  not  been  made  public.  In  the  present  instance,  however,  an 
.  invention  has  been  made  in  the  progress  of  a  work,  and  it  has 
been  used  publicly  by  the  inventor,  not  as  an  invention,  but  in  the 
carrying  on  and  execution  of  that  work.  I  am  not  aware  that  in 
any  similar  case  any  such  protection  has  been  afforded  to  the 
inventor  as  is  here  asked.  It  was  alleged  by  Robinson  that  he, 
and  not  the  petitioner,  was  the  true  inventor ;  and  if  that  had  led 
to  any  additional  costs,  it  might  be  to  be  considered,  but  in  the 
circumstances  of  this  case  it  is  not  necessary  for  me  to  give  an 
opinion  upon  that  point.  The  petitioner  admits  that  he  completed 
his  invention  in  May,  1855,  and  that  he  used  it  publicly  for  up- 
wards of  four  months  before  applying  for  the  patent.  No  doubt 
an  experiment  might  have  been  made,  and  if  made  hand,  fide  only 
for  the  purpose  of  testing  the  merits  of  an  invention,  I  do  not 
think  it  would  have  amounted  «to  a  dedication  to  the  public ;  but 
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where,  as  in  the  present  case,  thousands  of  persons  had  the  oppor- 
tunity of  seeing  the  apparatus  at  work  for  a  period  of  four  months, 
daring  the  carrying  on  of  the  petitioner's  contract  and  in  the  regu- 
lar course  of  the  undertaking,  it  is  quite  clear  that  no  intention 
for  applying  for  a  patent  originally  existed ;  and  under  such 
circumstances,  *  and  after  the  lapse  of  such  a  time,  I  must  [*  422] 
hold  that  there  was  a  dedication  to  the  public,  and  refuse 
the  application  with  costs. 


In  re  Newall  and  Elliot  and  Olais. 

27  L.  J.  C.  p.  337-^2  (s.  c.  4  C.  B.  (N.  S.) 


Patent  Law.  — Provisional  l^aecification,  — Publication.  —  Eoeperiments.  [887] 

The  nature  of  an  invention  need  only  be  described  generally  in  the  pro- 
visional specification,  which  need  not  give  all  the  details  as  to  the  manner  in 
which  the  invention  is  to  be  carried  out. 

An  experiment  perfonned  in  the  presence  of  others,  which  not  only  tarns  oat 
to  be  successful,  but  actually  beneficial  in  the  particular  instance,  is  not  neces- 
sarily a  gift  of  the  invention  to  the  world;  but  if  the  inventor  on  other  and 
subsequent  occasions  use  his  invention,  and  unnecessarily  delays  his  application 
for  a  patent,  he  gives  his  invention  to  the  world. 

By  an  agreement,  made  the  9th  day  of  July,  1856,  between  E. 
S.  Newall  of  the  one  part,  and  G.  Elliot  and  E.  A.  Glass  of  the 
other  part,  reciting  that,  on  the  14th  of  May,  1855,  the  said  R  S. 
Newall  obtained  letters  patent  of  that  date  to  be  granted  to  him 
for  an  invention,  under  the  title  of  "  Improvements  in  apparatus 
employed  in  laying  down  submarine  electric  telegraph  wires,"  and 
that  such  letters  patent  were  duly  sealed  on  the  3rd  of  August, 
1855,  the  said  invention  being  protected  by  a  provisional  specifi- 
cation, left  by  the  said  E.  S.  Newall,  at  the  oflBce  of  the  commis- 
sioners of  patents,  with  his  petition,  on  the  said  14th  day  of  May, 
1855,  and  that  a  specification  was  duly  filed  on  the  14th  of  No- 
vember, 1855,  pursuant  to  the  proviso  for  that  purpose  contained 
in  the  said  letters  patent.  And  also  reciting  that  the  said  G. 
Elliot  and  E.  A.  Glass  had  lately  shipped  on  board  the  ship  Pro- 
pontis  a  certain  apparatus,  to  be  employed  in  laying  down  sub- 
marine electric  telegraph  wires  between  Newfoundland  and  the 
opposite  coast  of  North  America,  which  was  alleged  by  the  said 
E.  S.  Newall  to  be  an  infringement  of  the  said  letters  patent,  but 
which  was  denied  by  the  said  G.  Elliot  and  R  A.  Glass,  and  that 
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the  said  G.  Elliot  and  B.  A.  Glass  alleged  that  the  said  letters 
patent  were  illegal  and  void.  And  also  reciting  that 'the  said  £. 
S.  Newall  having  filed  a  bill  in  the  Court  of  Chancery,  with  the 
view  of  an  injunction  being  obtained,  proceedings  in  the  said  suit 
were  abandoned,  only  upon  the  said  G.  Elliot  and  R  A.  Glass 
agreeing  to  refer  the  whole  matter  to  arbitration  as  after  provided, 
—  It  was  witnessed,  that,  in  pursuance  of  the  said  agreement^  the 
said  E.  S.  Newall  did  thereby  for  himself,  his  executors  and  ad- 
ministrators, promise  and  agree  with  and  to  the  said  G.  Elliot  and 
E.  A  Glass,  their  executors  and  administrators,  and  the  said  G. 
Elliot  and  E.  A.  Glass  did,  and  each  of  them  did,  thereby  for 
themselves  and  himself,  and  their  and  his  executors  and  adminis- 
trators, promise  and  agree  to  and  with  the  said  R  S.  Newall,  his 
executors  and  administrators,  that  he,  the  said  E.  S.  Newall,  his 
executors  and  administrators,  and  they  the  said  G.  Elliot  and  R  A 
Glass,  their  executors  and  administrators,  should  and  would  on 
his  and  their  respective  parts,  save  as  thereinafter  appeared,  abide 
by,  and  well  and  truly  observe  and  keep  the  award,  order,  arbitra- 
ment and  determination  of  Thomas  Webster,  Esq.,  barris- 
[*  338]  ter-at-law,  of  and  *  concerning  the  matters  aforesaid,  &c. 
And  it  was  agreed  that  the  arbitrator  should,  if  required 
by  either  party,  state  a  special  case,  so  as  to  enable  the  parties  to 
take  the  opinion  of  one  of  the  superior  Courts  of  law  on  any  point 
of  law. 

The  agreement  was  made  a  rule  of  Court,  and  the  arbitrator,  by 
his  award,  declared  that  the  said  letters  patent  were  not  illegal  or 
void,  and  awarded  and  adjudged  that  the  defendants  had  infringed 
the  said  letters  patent,  and  directed  that  the  defendants  pay  to  the 
plaintiff  £50  as  compensation  for  the  use  of  the  said  apparatus  on 
board  the  Fropontis,  in  laying  down  the  said  submarine  tel^raph 
wire,  and,  being  required  by  the  said  parties  respectively,  stated  a 
case  for  the  purpose  of  enabling  the  parties  to  take  the  opinion  of 
the  Court  of  Common  Pleas  on  the  points  of  law  therein  stated. 

CASE. 

The  plaintiff  carries  on  business  at  Gateshead,  and  in  the  course 
of  such  business  has  made  and  laid  down  several  submarine  cables 
for  telegrapliic  purposes.  The  defendants  carry  on  business  at 
East  Greenwich,  and  in  the  course  of  such  business  have  also 
made  and  laid  down  submarine  cables  for  telegraphic  purposes. 
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The  plaintiff,  on  the  15th  of  December,  1854,  entered  into  a  con- 
tract with  the  British  government  to  lay  down  a  telegraphic  sub- 
marine cable  between  Varna  and  Balaklava  and  Eupatoria,  in  the 
Black  Sea,  in  the  execution  of  which  contract  the  apparatus,  the 
subject  of  the  letters  patent,  dated  the  14th  day  of  May,  1855, 
was  employed ;  such  employment  taking  place  before  the  date  of 
the  said  letters  patent.  A  copy  of  the  provisional  specification — 
[see  p.  491  n.,  posQ  —  filed  on  the  application  for  such  letters 
patent,  and  of  the  specification  filed  in  pursuance  of  the  usual  con- 
dition  contained  in  such  letters  patent,  are  annexed  to  this  award, 
and  are  to  be  taken  as  part  thereol  Previous  to  the  making  of 
the  contract  for,  and  the  laying  down  the  Varna  cable  by  the 
plaintiff,  submarine  cables  for  telegraphic  purposes  had  usually 
been  coiled  in  one  or  more  oval  or  elliptical  coils  in  the  hold  of 
fore-and-aft  vessels,  such  coils  being  made  as  large  as  the  vessel 
would  permit.  These  coils  were  supported  on  the  outside  by  the 
part  of  the  vessel  with  which  the  coil  came  in  contact,  and  also 
occasionally  by  stays  at  other  parts  of  the  coil,  where  the  coil  was 
not  in  contact  with  the  sides  of  the  vessel ;  but  these  coils  were 
usually  without  support  in  the  interior.  In  one  instance,  how- 
ever, guano  bags,  and  in  another  instance  a  solid  cylinder  had  been 
introduced  as  a  core  to  fill  up  and  wedge  the  interior  of  the  coil, 
and  to  prevent  it  from  shifting  by  the  motion  of  the  vessel ;  but 
such  external  and  internal  supports  were  removed  previous  to  the 
uncoiling  or  laying  of  the  cable,  and  were  not  employed  or  adopted 
for  the  purposes  described  in  the  specification  of  the  said  patent. 
It  had  beei^  the  practice  before  the  date  of  the  said  contract 
and  letters  patent,  to  coil  ropes  and  cables  on  or  about  cones  and 
cylinders  in  the  course  of  manufacture ;  also  telegraph  cables  had 
been  coiled  in  circular  tanks,  such  coils  being  supported  at  their 
exterior  by  the  vertical  side  of  the  tank,  and  at  their  interior  by  a 
cylindrical  brick  pier,  whereby  the  coils  were  preserved  in  a  proper 
form,  and  capable  of  being  subjected  to  water  and  other  experi- 
mental operations  previous  to  the  cable  being  removed  into  and 
stowed  away  in  the  vessel  for  the  purpose  of  being  laid  down ;  the 
successive  layers  of  such  coils  being  usually  tied  together  for  the 
purpose  of  preventing  the  different  layers  being  interlaid,  and  also 
to  retain  the  successive  layers  in  their  places.  In  the  laying  of 
these  cables,  one  end  of  the  cable  was  passed  out  from  the  hold 
through  the  hatchway,  or  through  the  opening  in  the  deck,  and 
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through  the  break  apparatus,  and  made  fast  to  the  shore,  the  cable 
being  drawn  out  of  the  hold  as  the  vessel  passed  onwards,  to  and 
from  the  points  between  which  the  cable  was  to  be  laid.  As  the 
cable  was  so  drawn  out  from  the  coil  by  the  motion  of  the  vessel, 
men  were  employed  to  cut  the  fastenings  of  the  successive  layers 
of  coils,  and  to  handle  the  cable  so  as  to  prevent  kinks  in  the  cable 
as  it  passed  from  the  coil,  the  effect  of  such  kinks  being  to  destroy 
or  materially  to  interfere  with  the  insulation,  and  it  being  neces- 
sary, should  a  kink  occur,  to  stop  the  operation  of  laying  the 
cable,  and  cut  out  the  kink  and  join  the  two  several  portions  of 
the  cable.     The  uncoiling  of  the  cable  for  the  purpose  of  paying 

out  and  of  laying  down,  was  attended  with  danger,  as 
[*  339]  *  the  men  were  liable  to  be  caught  in  the  bight  of  the 

rope ;  also,  the  rate  at  which  the  cable  could  be  uncoiled 
and  laid  down,  depended  to  some  extent  upon  the  facility  with 
which  the  men  so  employed  could  handle  the  cable  in  the  process 
of  uncoiling.  This  service  required  a  great  number  of  smart, 
active  men,  who  were  paid  a  higher  rate  of  wages  than  for  other 
ordinary  services.  On  the  18th  of  December,  1854,  the  plaintiff 
entered  into  a  contract  with  the  government  to  lay  down  and 
establish  an  electric  telegraph  communication  between  Varna  and 
Balaklava,  and  Balaklava  and  Eupatoria,  subject  to  the  following, 
amongst  other  conditions  —  The  government  to  appoint  an  experi- 
enced naval  officer  to  accompany  the  plaintiff's  vessel,  who  would 
certify  as  to  the  shipment  of  the  cable :  the  satisfactory  completion 
to  be  certified  by  an  engineer.  In  the  course  of  the  preparations 
for  carrying  out  this  contract,  a  cone  was  constructed  with  poles 
on  the  works  of  the  plaintiff,  and  a  small  cable  coiled  round  such 
cone,  and  drawn  off  at  different  speeds  for  the  purpose  of  ascer- 
taining the  effect  in  the  kinking ;  but  the  cable  was  not  spread  out 
and  formed  into  a  flat  coil,  as  on  board  the  vessel,  for  the  laying ; 
and  the  experiment  was  stated  not  to  have  been  satisfactory  or 
sufficient  to  dispense  with  the  necessity  of  an  experiment  on  a 
larger  scale,  as  to  the  utility  of  a  cone  in  the  laying  of  a  submarine 
cable,  or  to  have  fortified  the  judgment  of  the  plaintiff  to  a  greater 
extent  than  he  was  already  fortified  by  theoretical  considerations, 
as  to  the  utility  of  a  cone  in  laying  a  cable  at  sea  and  in  deep 
water,  under  the  circumstances  ordinarily  attending  the  laying  a 
submarine  telegraphic  cable.  This  experimental  cone  was  made 
in  the  works  of  the  plaintiff,  from  which  the  public  were  excluded. 
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and  came  to  the  knowledge  of  many  persons  employed  on  those 
works ;  but  it  did  not  appear  to  have  come  to  the  knowledge  of 
the  public  generally,  or  to  have  been  in  use  by  any  other  persons, 
or  in  any  other  manner  than  for  the  purpose  of  such  experiment. 
The  Varna  cable  was  made  at  the  works  of  the  plaintiff,  at  Gates- 
head, and  shipped  from  the  wharf  of  those  works  into  a  vessel 
called  the  Black  Sea,  the  property  of  the  plaintiff.  The  vessel  was 
fitted  with  a  cone  and  external  supports,  as  described  in  the  speci- 
fications; the  cable  was  coiled  round  such  cone,  the  coil  being 
supported  at  its  outside  by  vertical  supports,  arranged  in  a  circle, 
as  described  in  the  specification.  The  Black  Sea,  with  the  cable 
so  coiled  in  the  hold,  started  on  her  voyage,  but,  meeting  with  an 
accident  from  bad  weather,  was  compelled  to  put  into  the  Thames, 
and  the  cable  was  transferred  from  the  Black  Sea  to  the  Argus, 
and  formed  into  a  coil,  and  coiled  about  a  cone,  and  supported  at 
the  interior  in  the  same  manner  as  in  the  Bla^k  Sea.  Precautions 
were  taken  to  prevent  what  was  going  on  at  the  works  of  the 
plaintiff  becoming  known,  and  precautions  were  taken  to  conceal 
the  fact  of  the  Black  Sea  being  in  the  Thames ;  but  during  the 
original  shipment  of  the  cable,  and  during  the  transference  from 
the  Black  Sea  to  the  Argus,  various  persons,  other  than  those  on 
board  in  the  employ  of  the  government  and  of  the  plaintiff,  visited 
the  Black  Sea  and  the  Argus,  and  such  persons  had  the  means  of 
becoming  acquainted  with  the  apparatus  so  constructed;  but  it 
did  not  appear  that  any  use  was  made  of  such  knowledge,  or  that 
an  apparatus  consisting  of  a  cone  about  which  the  cable  was  coiled, 
or  of  a  cone  in  combination  with  external  supports,  was  in  use  by 
others  than  the  plaintiff  before  the  date  of  the  said  letters  patent, 
or  by  the  plaintiff  before  the  date  of  the  said  letters  patent,  except 
in  executing  the  contract  as  hereinafter  mentioned. 

The  Argus,  with  the  cable  so  stowed,  sailed  for  the  Black  Sea  on 
the  1st  of  March,  1855.  On  her  arriving  there,  the  top  of  the  cone 
and  rings,  as  described  in  the  specification,  were  applied  and  ad- 
justed, and  the  laying  of  the  cable  completed  on  the  26th  of  April, 
1855.  The  apparatus  described  in  the  specification  of  the  letters 
patent  of  the  15th  of  May  was  employed  in  laying  down  such 
cable  under  the  contract  of  the  15th  of  December,  1854  The 
plaintiff  received  an  agreed  or  stipulated  sum  for  the  whole  contract 
—  the  laying  the  cable  under  that  contract,  and  the  means  or 
apparatus  to  be  employed  in  the  execution  of  that  contract,  being 
left  to  the  plaintiffs  choice  and  discretion. 
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The  said  letters  patent  were  applied  for  by  the  plaintiff 
[*  340]  in  accordance  with  the  intention  *  previously  entertained  of 
applying  for  such  letters  patent  in  case  the  apparatus 
should  prove  successful  in  laying  down  the  cable.  The  use  of  the 
said  apparatus  enabled  the  cable  to  be  laid  down  with  fewer  hands 
than  the  submarine  cables  previously  laid,  and  without  the  occur- 
rence of  any  kink. 

The  defendants  in  May,  1856,  fitted  a  vessel  called  the  Propontis 
with  a  cylinder  having  a  domed  or  hemispherical  top,  and  fastened 
to  the  bottom  of  the  vessel,  with  an  outside  cylinder  of  vertical 
supports,  arranged  in  a  circle,  and  also  fixed  to  the  vessel.  A  sub- 
marine cable  was  coiled  around  this  cylinder,  the  outside  of  the 
coil  being  supported  by  the  vertical  supports  arranged  in  a  circle 
or  outside  cylinder,  the  coil  about  the  cylinder  being  thereby  pre- 
vented from  shifting.  The  cable  on  being  laid  down  was  passed 
through  a  hole  in  the  deck,  and  a  hawse  tube  and  other  apparatus 
of  the  ordinary  description,  and  drawn  up  against  the  cylinder 
as  the  laying  down  proceeded.  The  cylinder  with  the  domed  top 
assisted  the  paying  out,  and  diminished  the  tendency  of  the  cable 
to  kink  in  the  paying  out  and  laying  down  in  the  same  manner 
though  not  so  perfectly  as  a  cone,  and  the  outside  cylinder  or 
supports  prevented  the  coil  from  shifting.  The  defendants  did 
not  use  any  ring  or  rings,  as  described  in  the  plaintiff's  specifica- 
tion, adjustable  to  the  height  of  the  coil  as  the  cable  was  paid  out. 
The  length  of  the  cable  laid  by  the  defendants  by  the  use  of  this 
apparatus  was  about  eighty-five  miles. 

The  defendants  were  the  first  to  use  an  outside  cylinder,  that  is 
to  say,  vertical  supports  arranged  in  a  circle  and  fixed  to  the  vessel 
in  combination  with  a  cone  or  internal  cylinder  about  which  the 
cable  was  coiled,  and  the  coil,  being  prevented  from  shifting  in  its 
place  by  the  outside  cylinder,  and  the  cable  as  it  payed  out  passing 
up  against  the  cylinder ;  and  such  a  combination  was  an  improve- 
ment on  the  apparatus  in  use  for  laying  down  submarine  tele- 
graphic cables,  before  the  laying  of  the  Varna  cable  by  the 
plaintiff. 

Apparatus  for  laying  down  a  telegraphic  cable  in  which  the 
cable  was  to  be  coiled  about  and  drawn  off  a  cylinder,  and  sup- 
ported externally  by  cylindrical  supports,  was  designed  in  the 
year  1852  as  preparatory  to  laying  down  a  submarine  telegraphic 
cable,  and  drawings  were  made  of  such  apparatus,  but  such  appa- 
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ratus  was  not  published  or  used  before  the  date  of  the  plaintiff's 
patent. 

It  was  contended,  on  behalf  of  the  defendants,  as  matter  of  law, 
—  First,  that  the  use  of  the  supports  placed  cylindrically  outside 
the  coil  round  a  cylinder  could  not  be  an  infringement  of  the 
above  letters  patent.  Secondly,  that  the  letters  patent  were  in- 
valid, because  the  provisional  specification '  contained  no 
description   of  or  *  reference  to  the  rings  described  and    [*  341] 


^  The  provisional  specification  aboye 
referred  to  declared  the  nature  of  the 
invention  to  be  as  follows:  —  "This  in- 
vention consists  of  apparatus  combined 
and  acting  in  the  foUowing  manner.  The 
cable  or  rope  containing  the  insulated 
wire  or  wires  is  passed  round  a  cone,  or, 
if  it  is  a  long  cable,  round  several  cones,  so 
that  the  cable  in  being  drawn  off  the  coil 
is  prevented  from  kinking  by  means  of 
the  cone ;  and  there  is  a  cylinder  on  the 
outside  which  prevents  the  coil  from  shift- 
ing in  its  place.  The  cable  passes  over  a 
pulley  above  the  cone  and  on  to  a  break- 
whed,  round  which  it  takes  several  turns 
to  obtain  sufficient  holding,  and  from  the 
break-wheel  it  passes  over  the  stem  of  the 
vessel  on  board  which  the  cable  or  rope  is 
placed ;  or  I  use  two  or  more  break-wheels, 
the  one  behind  the  other ;  the  cable  or  rope 
comes  up  from  the  hold  of  the  vessel  and 
round  the  first  break-wheel  several  times, 
then  on  to  the  second  break-wheel,  round 
which  it  also  takes  several  turns.  When 
the  break  is  applied  to  the  first  wheel  it 
increases  the  friction  on  the  second,  and 
so  on,  according  to  the  number  of  break- 
wheels  used;  or  I  use  two  break-wheels, 
coupled  together  either  by  spur  gear,  or 
cranks  and  connecting  rods ;  'the  cable  in 
such  cases  passes  round  only  a  part  of  the 
circumference  of  each.  There  are  grooves 
in  the  wheels  which  guide  the  cable  or 
rope  from  one  to  the  other,  and  prevent 
its  getting  foul ;  or  a  guide  is  used  to  push 
the  cable  from  one  side  of  the  wheel  to 
the  other,  so  as  always  to  keep  one  part 
from  riding  over  another."  The  com- 
plete specification  declared  the  nature  of 
the  invention  in  the  same  way  as  the 
provisional  specification,  and  went  on 
thus:  "The  greatest  difliculty  in  laying 
down  submarine  telegraph  wires  or  cables 
hitherto  has  been  the  limit  to  speed  in 


paying  them  out,  arising  from  the  neces- 
sity of  the  leading  off  part  of  the  coil 
being  kept  clear  of  the  others,  by  a  great 
number  of  men  handling  it  to  prevent  its 
getting  into  kinks,  or  becoming  entangled 
one  part  with  another.  This  is  remedied 
by  coiling  the  wire  or  cable  round  a  cone 
(or  several  cones  if  required),  so  that  the 
wire  in  being  drawn  off  the  coil  is  pre- 
vented from  kinking  by  means  of  the 
cone."  The  complete  specification  ex- 
plained the  apparatus,  and  stated  that  the 
"  cone  is  firndy  fastened  to  the  bottom  of 
the  vessel  and  reaches  at  least  as  high  as 
the  top  of  the  coil."  It  also  stated  that 
around  the  cone  is  formed  a  cylinder  or 
series  of  uprights  strongly  fastened  to  the 
bottom  and  deck,  bo  as  to  prevent  the  coil 
of  wire  or  cable  which  is  coiled  around 
the  cone  from  shifting  in  its  place. 
Further  on,  the  complete  specification 
ran  thus:  —  "When  the  wire  or  cable  is 
to  be  laid  down,  I  place  over  the  cone  no 
apex  or  top  which  is  conoidal,  as  shown  in 
the  drawing,  or  conical,  and  around  this 
I  suspend  several  rings  of  iron  or  other 
metal  by  means  of  cords,  so  as  to  admit 
of  adjustment  at  various  heights  over  the 
cone."  ..."  The  use  of  these  rings  is  to 
prevent  the  bight  of  the  rope  from  flying 
out  when  going  at  a  rapid  speed,  and  the 
combination  of  these  parts  of  the  appara- 
tus prevents  the  wire  or  cable  from  run- 
ning into  kinks.  The  two  rings  nearest 
the  coil  are  lowered,  so  as  to  be  about  six 
inches  and  a  foot  respectively  above  the 
coil  as  it  is  being  payed  out."  The  com- 
plete specification  claimed  as  the  inven- 
tion: "First,  coiling  the  wire  or  cable 
round  a  cone;  secondly,  the  supports 
placed  cylindrically  outsiie  the  coil  round 
the  cone ;  thirdly,  the  use  of  rings  in  com- 
bination with  the  cone  as  described." 
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claimed  in  the  specification.  Thirdly^  that  the  letters  patent 
were  invalid  by  reason  of  a  publication  during  the  operations 
in  the  Black  Sea  and  the  Argus  respectively,  or  one  of  them, 
of  a  material  part  of  the  invention  claimed.  Fourthly,  that  the 
letters  patent  were  invalid  by  reason  of  the  use  by  the  plaintiif, 
prior  to  the  date  of  the  letters  patent,  of  the  apparatus  for  which 
the  letters  patent  were  granted,  in  executing  a  contract  for  profit 
under  the  circumstances  above  stated. 

The  contrary  was  contended,  on  behalf  of  the  plaintiff,  and  the 
arbitrator  decided  each  of  the  points  of  law  in  favour  of  the 
plaintiff. 

M.  Smith  (Whitley  Stokes,  with  him),  for  the  plaintiff  (April  21 
22),  referred  to  sutute  15  &  16  Vict  c.  83,  s.  6 ;  In  re  AdamsorCs 
Patent,  6  De  G.  M.  &  G.  420,  25  L.  J.  Ch.  457  (p.  483,  an^e);  and 
Morgan  v.  Seaicard,  2  M.  &  W.  544,  6  L.  J.  (N.  S.)  Ex.  153. 

Cleasby,  for  the  defendants,  referred  to  statute  15  &  16  Vict.  c.  83, 
s,  3,  Croll  v.  Edge^  9  C.  B.  479,  19  L  J.  C.  P.  261 ;  Hancock  v. 
Noyes,  9  Ex.  388,  23  L.  J.  Ex.  110;  Bateman  v.  Oray,  8  Ex.  906, 
22  L  J,  Ex.  290 ;  Wood  v.  Zimmer,  Holt,  N.  P.  58  (p.  497,  post) ; 
liKsh  \\  Hague,  Webst  Pat  Ca,  205 ;  Carpenter  v.  Smith,  9  M.  & 
^^\  :}QQ,U  L.  J.  Ex.  213  (p.  4:99,  post) ;  Mullins  v.  Hart,  3  Car.  &  K. 
207 ;  aud  Onions  v.  Croll,  Macrory,  256. 

M.  Smith,  in  reply,  cited  Cook  v.  Pearce,  8  Q.  B.  1044,  12  L  J. 
Q.  11  187  (p.  186,  ante) ;  Bentley  v.  Fleming,  1  Car.  &  K.  587 ;  and 
Jiarihy  v*  Howland,  Coryton  on  Patents,  93.  Cur,  adv.  vtUt. 

The  judgment  of  the  Court  was  now  delivered  by  — 

BYLt:t5,  J.  —  The  first  objection  of  the  defendants  was,  that  the 
iU'foiulnnts'  apparatus  is  not  an  infringement  of  the  plaintiff's 
inventioiu  It  was  for  the  arbitrator  to  decide  any  question  of 
hwX,  nnd  the  Court,  therefore,  are  not  at  liberty  to  interfere  with 
luH  finding  unless  they  see  that  there  was  uo  evidence  of  infringe- 
iijtnit  Ijefore  him.  But  the  substitution  by  the  defendants  of  a 
ryliridiM"  having  a  domed  or  hemispherical  top  for  the  cone,  or  the 
vimi*  with  the  conoidal  apex  in  the  plaintiffs  apparatus,  both  the 
pluintitrs  and  the  defendants'  apt)aratus  being  used  for  the  same 
|iuri)0.se  and  in  nearly  the  same  manner  is,  in  our  judgment,  not 
iMily  rvidunce,  but  strong  evidence,  to  support  the  arbitrator's 
(Uuliny. 
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The  second  objection  was,  that  the  provisional  specification  con- 
tained no  mention  of  the  rings  claimed  in  the  final  specification. 
But  the  office  of  the  provisional  specification  is  only  to  describe 
generally  and  fairly  the  nature  of  the  invention,  and  not  to  enter 
into  all  the  minute  details  as  to  the  manner  in  which  the  inven- 
tion is  to  be  carried  out.  Otherwise,  the  provisional  specification 
must  be  as  full  as  the  complete  specification,  and  drawn  with  as 
much  care  and  deliberation.  Indeed,  the  statute  itself  indicates 
this  distinction  between  the  provisional  and  the  final  specification  ; 
for  it  calls  the  latter  the  complete  specification,  implying  that  the 
former  is  or  may  legally  be  in  some  respects  executory  and  incom- 
plete. Moreover,  it  enacts  (sect.  6)  that  the  provisional  specifi- 
cation is  to  describe  the  nature  of  the  invention,  and  no  more ;  but 
when  the  statute  comes  to  speak  of  the  complete  specification,  its 
language  is  altogether  different.  It  enacts  (sect.  9)  that  the 
complete  specification  shall  describe  not  only  the  nature  of  the 
invention,  but  also  the  manner  in  which  it  shall  be  per- 
formed, and  not  only  describe,  but  particularly  *  ascertain  [*  342] 
it  We,  therefore,  think  that  the  provisional  specification, 
in  the  case  under  consideration,  sufficiently  describes  the  nature  of 
the  invention,  though  it  does  not  enter  into  a  detail  of  all  the 
means  by  which  it  is  to  be  accomplished. 

The  third  objection  was,  that  the  plaintiff's  invention  had  been 
disclosed  and  published  before  the  date  of  the  letters  patent.  But 
a  necessary  and  unavoidable  disclosure  to  others,  such  as  here 
appears,  if  it  be  only  made  in  the  course  of  mere  experiments,  is 
no  publication,  although  the  same  disclosure  if  made  in  the  course 
of  a  profitable  use  of  an  invention  previously  ascertained  to  be 
useful,  would  be  a  publication.  In  re  Adamson^s  Patent.  The 
answer  to  this  third  objection,  therefore,  depends  on  the  fourth 
and  last  and  main  objection,  which  was  this,  that  the  use  of 
the  apparatus  for  profit  before  the  date  of  the  letters  patent  was  a 
use  which  avoided  the  patent.  It  must  be,  and  is  conceded,  on  the 
part  of  the  plaintiff,  that  an  inventor's  public  use  for  profit  of  an 
invention  already  ascertained,  by  previous  experiments,  to  be 
useful  is  a  gift  of  the  invention  to  the  public,  and  avoids  a  sub- 
sequent patent ;  and  it  is  conceded  by  the  defendants  that  a  use 
before  the  patent  merely  experimental  and  tentative  does  not 
avoid  it.  Now,  the  use  here  made  of  the  invention  in  actually 
laying  down  the  cable  was  a  use  which  partook  of  both  characters. 
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On  the  one  hand,  it  was  experimental  and  tentative ;  hut  on  the 
other,  the  experiment  itself  turned  out  to  be  not  only  successful, 
but  beneficial  to  the  inventor  at  the  moment.  The  true  question, 
therefore  (looking  at  the  decision  of  the  arbitrator),  seems  to  be 
this  —  Is  an  experiment  performed  in  the  presence  of  others, 
which  not  only  turns  out  to  be  successful,  but  actually  beneficial 
in  the  particular  instance,  necessarily,  a  gift  of  the  invention  to 
the  world  ?  We  think  it  is  not  In  the  case  under  consideration 
experiments  on  dry  land  are  found  to  be  indecisive.  The  decisive 
experiment  still  remains  to  be  made  on  a  large  scale,  and  in  deep 
water.  An  opportunity  presents  itself  in  the  course  of  a  govern- 
ment contract,  —  not  a  contract  for  the  use  of  this  particular 
apparatus,  but  a  contract  for  laying  down  the  cable  by  any  means 
tlie  contractor  may  select.  The  experimenter  is  obliged  either  to 
experiment  in  a  way  that  may  turn  out  to  be  useful  in  the  particu- 
lar instance,  or  else  not  to  make  any  efficient  and  decisive  experi- 
ment at  alL  The  coincidence  of  an  experiment  with  actual 
immediate  profit  or  advantage  from  it,  if  successful,  is  unavoidable. 
Suppose  even  that  this  coincidence  had  been  accidental.  Suppose 
that  in  the  course  of  the  voyage  the  inventor  had  tried  some 
further  and  new  experiment  with  an  alteration  of  the  apparatus, 
which  alteration  had  at  once  answered  some  useful  purpose. 
Surely  that  further  invention  would  have  been  his  property. 
Otherwise,  a  man  cannot  have  the  property  in  an  invention  unless 
it  starts  from  his  brain  so  fully  matured  and  armed  that  it  not 
only  succeeds  at  the  first  trial,  but  accomplishes  on  that  very 
trial  some  profitable  or  useful  purpose.  If,  indeed,  the  plaintiff, 
in  the  present  case  had  on  other  and  subsequent  voyages  used  his 
apparatus,  and  unnecessarily  delayed  his  application  for  a  patent^ 
he  would  have  given  his  invention  to  the  world.  But  here  the 
arbitrator  must  be  taken  to  have  found  (as  he  well  might  on  the 
evidence  before  him)  that  the  inventor  lost  no  time,  but  applied  for 
his  patent  with  reasonable  expedition.  There  must,  therefore,  be 
judgment  for  the  plaintiff.  Judgmtnt  for  the  plaintiff. 

ENGLISH  NOTES. 

Where  the  sealing  was  opposed  on  the  ground  of  previous  public 
user,  in  reply  to  which  the  applicant  made  the  case  that  this  user  was 
obtained  by  fraud  on  him,  so  as  to  bring  the  case  within  the  10th 
section  of  the  Act  of  1852;  Lord  ChelmsfosD;  C,  held  that  the  question 
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was  one  which  ought  to  be  tried  on  vivd  voce  evidence,  and  allowed  the 
patent  to  be  sealed  in  order  that  its  validity  might  be  so  tried.  In  re 
Vincent's  Patent  (1867),  L.  R.  2  Ch.  341,  16  W.  R.  624. 

The  point  on  which  Re  Adamsoii'a  Patent  was  decided  does  not  appear 
to  be  within  the  scope  of  the  objections  which  can  be  made  to  the  sealing 
under  the  Act  of  1883.  If,  however,  the  objector  has  a  lociis  standi  ou 
another  ground,  there  appears  to  be  nothing  in  the  Act  to  prevent  the 
officer  of  the  Crown  following  the  precedent.  The  case  is  at  all  events 
important  upon  principle,  and  will  be  hereafter  referred  to  in  connection 
with  the  question  of  novelty. 

AMERICAN  NOTES. 

In  America,  if  a  patentee  neglects  for  years  to  reduce  his  invention  to 
practice  by  efforts  towards  its  manufacture  and  sale,  the  presumption  is 
against  its  utility,  and  a  later  patent  granted  to  another  for  a  similar  inven- 
tion creates  a  strong  presumption  of  the  novelty  and  utility  of  that  con- 
ception, which  is  verified  by  its  successful  working  and  general  acceptance. 
The  American  patent  system  requires  diligence  in  giving  to  the  public  the 
benefit  of  an  invention  or  improvement,  and  long  delay  will  deprive  a 
patentee  of  his  right  to  an  injunction  against  infringers.  Hoe  v.  Knap,  27 
Federal  Rep.  204,  212;  Christie  v.  Seyhold,  55  id.  69,  75 ;  Ney  v.  Ney  Manuf. 
Co.,  69  id.  405;  Campbell  Printing- Press  §•  M.  Co.  v.  Duplex  Printing-Press  Co,, 
88  id.  315,  331 ;  Porter^v,  Louden,  23  Washington  Law  Rep.  689.  In  strict- 
ness, an  invention  is  not  completed  until  the  machine  is  constructed;  a 
conception  of  the  mind  is  not  an  invention  until  represented  by  some  physical 
form,  and  even  successful  experiments  or  projects,  if  abandoned  by  the 
inventor,  are  equally  destitute  of  character.  Clark  Thread  Co.  v.  WUlimantic 
Linen  Co.,  140  United  States,  481,  489;  McEwan  v.  McEwan,  91  Federal 
Rep.  787.  In  Deering  v.  Winona  Harvester  Works,  155  United  States,  286,  295, 
it  was  held,  in  view  of  prior  devices,  that  the  fact  that  an  invention  was  of 
doubtful  utility  and  never  went  into  practical  use,  negatived  a  broad  con- 
struction of  the  patent,  as  such  construction,  if  adopted,  would  operate  rather 
to  the  discouragement  than  the  promotion  of  inventive  talent. 

An  application  for  a  patent  is  required  to  be  completed  and  prepared  for 
examination  within  two  years  after  the  petition  is  filed;  but  it  may  be 
abandoned;  such  abandonment  is  not,  however,  an  abandonment  of  the 
invention.  Revised  Statutes  of  the  United  States,  §  4894 ;  Lindsay  v.  Stein, 
20  Blatchford  (U.  S),  370. 

The  right  to  enlarge  the  inventor's  original  claims  by  a  reissue  may  also 
be  lost  by  his  laches ;  every  one  is  constructively  bound  with  notice  of  the 
issue  of  a  patent,  but  not  of  all  the  possibilities  of  a  reissue,  which  can  be 
lawfully  obtained  for  the  mere  purpose  of  enlarging  the  claim  only  when 
there  is  a  clear  mistake,  inadvertently  committed,  in  the  wording  of  the 
claim,  and  when  the  application  for  a  reissue  is  made  within  a  reasonably 
short  period  after  the  original  patent  was  granted ;  thus  intervening  rights 
may,  in  some  cases  of  laches,  prevail  against  its  enlarged  claims.     Coon  v. 
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Wilson,  113  United  States,  268 ;  Parker  ^  Whipple  Co.  v.  Yale  Clock  Co., 
123  id.  87 ;  American  Soda-Fountain  Co,  v.  Stoieutusch,  85  Federal  Rep.  968. 

As  to  experiments,  a  use  by  the  inventor,  for  the  purpose  of  testing  the 
machine,  in  order  by  experiments  to  devise  additional  means  for  perfecting 
the  success  of  its  operation,  is  permissible,  and  where,  as  incident  to  such 
use,  the  product  of  its  operation  is  disposed  of  by  sale,  the  profit  from  such 
use  does  not  change  its  character ;  but  where  the  use  is  mainly  for  the  pur- 
poses of  trade  and  profit,  and  the  experiment  is  merely  incidental  thereto, 
the  principle  and  not  the  incident  gives  character  to  the  use  as  forfeiting  the 
right  to  a  monopoly.  Smith  ^  Griggs  Manuf.  Co,  v.  Sprague,  123  United 
States,  249,  256;  ante,  p.  185. 

Employees  in  any  particular  manufacture  or  line  of  industry  have  often 
the  best  means  of  determining  the  working  capacity  of,  and  possibilities  of 
improvement  upon,  a  patented  invention.  The  rule  upon  this  subject  in 
America  is  that  an  employer  is  not  entitled  to  the  inventions  and  discoveries 
of  his  employees  without  an  express  agreement  therefor.  Hapgood  v.  Hewitt, 
119  United  States,  226;  11  Bissell  (U.  S.),  184;  Solomons  v.  UnUed  States, 
137  United  States,  342 ;  Dalzellv.  Dueber  Watch  Case  Manuf,  Co,,  149  id.  315; 
Dueber  Watch  Case  Manuf,  Co,  v.  Dalzell,  38  Federal  Rep.  597;  Lane  (^Bodley 
Co.  V.  Locke,  160  United  States,  193;  McAleer  v.  United  States,  id.  424; 
McCarty  v.  Lehigh  Valley  R,  Co.,  160  id.  110;  Smith  y.  Stewart,  bb  Federal 
Rep.  481;  Bonsack  Machine  Co.  v.  Hulse,  57  id.  519;  Eustis  Manuf,  Co.  v. 
Eustis,  51  N.  J.  £q.  565;  Baldwin  v.  Von  Micheroux,  83  Hun  (N.  Y.)9  43; 
Annin  v.  TTrcn,  44  id.  352;  National  Gum  8f  Mica  Co.  v.  Braendly,  51  New 
York  Supp.  93.  And  those  who  employ  an  inventor,  under  an  agreement 
that  he  shall  devote  his  ingenuity  to  the  perfecting  of  a  device  for  their 
benefit,  have  no  claim  to  his  improvements  made  after  such  agreement  has 
expired.    Appleton  v.  Bacon  jr  North,  2  Black  (U.  S.),  699. 
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Section  VII.  —  Novelty. 

No.  32.  — WOOD  V.  ZIMMER 
(1815). 

No.  33.— CAEPENTER  v.  SMITH. 
(1842.) 

No.  34.— STEAD  v.  WILLIAMS. 
(1844.) 

RULE. 

The  public  sale  or  use,  or  description  in  a  book  in  public 
circulation  before  the  date  of  a  patent,  of  the  manufacture 
for  which  the  patent  is  taken  out^  invalidates  the  patent. 

Wood  and  others  v.  Zimmer  and  others. 

Holt  N.  P.  58-66  (17  R.  R.  605). 

Patent  —  Specification*  —  Non-disdosure  of  Best  Method.  —  Anticipation 

by  Public  Sale, 

A  patent  is  void.     1st.  If  the  specification  omit  any  ingredient,  which,  [58] 
though  not  necessary  to  the  composition  of  the  thing,  for  which  the  patent 
is  claimed,  is  a  more  expeditious  and  heneficial  mode  of  producing  the  manu- 
facture ',  and,  2nd.  If  previous  to  the  patent  heing  granted,  the  article  has  been 
publicly  vended  (though  only  four  months)  by  the  patentee  himself. 

This  was  an  issue  out  of  Chancery,  directed  to  try  whether  a 
patent,  bearing  date  20th  of  January,  1812,  was  or  was  not  a  valid 
patent  on  the  5th  of  February,  1813.  The  plaintiffs  were  assignees 
of  Vanuriel,  Zinck,  and  Co.,  and  the  patent  in  question  had  been 
sold  by  the  bankrupts,  before  their  bankruptcy,  to  the  defendants. 

The  patent  had  been  granted  for  a  new  mode  of  making  verdi- 
grease,  to  be  called  British  Imperial  Verdigrease.  The  specifica- 
tion stated  it  to  be  produced  from  certain  proportions  of  granulated 
copper  and  oil  of  vitriol  boiled  a  certain  time  in  a  copper  of  a 
particular  construction  (which  was  described)  and  afterwards 
strained  off  and  mi^ed  with  a  solution  of  potash  or  soda. 
vol*.  XX.  — 82 
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The  verdigrease  so  produced  was  of  a  brighter  green,  and  superior 
to  the  French  verdigrease.  A  chemist  gave  evidence  to  the  utility 
and  novelty  of  the  invention ;  and  a  workman  employed  by  the 
patentees  proved  that,  by  following  the  directions  in  the  specifi- 
cation, the  manufacture  might  be  produced ;  he  added,  that  he  had 
manufactured  it  himself.  It  appeared,  however,  that  Zinck  was 
accustomed,  clandestinely,  and  unobserved  by  his  workmen,  to 
pub  aquafortis  into  the  boiler,  by  means  of  which  the  copper  was 
dissolved  more  rapidly.  It  appeared,  likewise,  that  four 
[*  59]  months  *  previous  to  the  patent,  the  bankrupts  had  sold  an 
article,  composed  precisely  in  the  same  manner  as  that  for 
which  the  patent  had  been  obtained,  under  the  name  of  Dutch 
Imperial  Green. 

The  Solicitor-General  and  Selwyn,  for  the  defendants,  made 
two  objections :  1.  The  specification  omits  the  aqua  fortiSy  which 
was  a  material  ingredient,  and  always  employed  by  the  bankrupts 
in  manufacturing  the  verdigrease.  2.  The  verdigrease,  under  an- 
other name,  had  been  publicly  vended  by  the  bankrupts  previous 
to  their  obtaining  this  patent 

Best,  Serjeant,  for  the  plaintiffs.  1.  The  specification  is  suffi- 
cient to  make  the  verdigrease ;  the  aqua  fortis  was  no  necessary 
ingredient.  It  did  not  improve  the  colour  or  save  expensa  It 
merely  produced  a  more  rapid  solution  of  the  copper.  2.  Though 
Zinck  sold  the  article  before,  that  is  to  say,  in  August,  1811,  and 
the  patent  was  not  obtained  till  January,  1812,  he  did  not  thereby 
forfeit  his  privilege  in  the  invention.  He  might  still  obtain  a 
patent;  the  discovery  is  still  new;  the  invention  is  still  his; 
and  the  secret  locked  in  his  own  breast  Though  sold,  in  a  few 
instances,  the  property  was  not  rendered  common  whilst  he  kept 
the  secret  The  secret  was  not  disclosed  till  the  patent  was 
obtained. 

GiBBS,  Ch.  J.  — The  objections  to  this  patent  are:  first,  the 
omission  of  aqua  fortis  in  the  specification ;  secondly,  that 
[*  60]  the  article  was  not  a  *  new  one  at  the  time  of  the  patent, 
inasmuch  as  the  bankrupts  sold  it  previously.  They  gave 
it  to  the  world  without  a  patent,  and  they  cannot  afterwards 
obtain  a  patent  It  is  said  that  this  patent  makes  verdigrease, 
and  is  therefore  sufficient  The  law  is  not  so.  A  man  who 
applies  for  a  patent,  and  possesses  a  mode  of  carrying  on  that 
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invention  in  the  most  beneficial  manner,  must  disclose  the  means 
of  producing  it  in  equal  perfection,  and  with  as  little  expense  and 
labour  as  it  costs  the  inventor  himself.  The  price  that  he  pays 
for  his  patent  is,  that  he  will  enable  the  public,  at  the  expiration 
of  his  privilege,  to  make  it  in  the  same  way,  and  with  the  same 
advantages.  If  anything  which  gives  an  advantageous  operation 
to  the  thing  invented  be  concealed,  the  specification  is  void. 
Now,  though  the  specification  should  enable  a  person  to  make 
verdigrease  substantially  as  good  without  aquafortis  as  with  it; 
still,  inasmuch  as  it  would  be  made  with  more  labour  by  the 
omission  of  aqua  fortiSy  it  is  a  prejudicial  concealment,  and  a 
breach  of  the  terms  which  the  patentee  makes  with  the  public. 
With  respect  to  the  second  objection,  the  question  is  somewhat 
new.  Some  things  are  obvious  as  soon  as  they  are  made  public. 
Of  others  the  scientific  world  may  possess  itself  by  analysis. 
Some  inventions  almost  baflfle  discovery.  But  to  entitle  a  man 
to  a  patent,  the  invention  must  be  new  to  the  world.  The  public 
sale  of  that  which  is  afterwards  made  the  subject  of  a  patent, 
though  sold  by  the  inventor  only,  makes  the  patent  void.  It 
is  in  evidence  that  a  great  quantity  was  sold  in  the 
*  course  of  four  months  before  the  patent  was  obtained,  and  [*  61] 
that  the  bankrupts  were  in  the  habit  of  selling  this 
manufacture. 

His  Lordship  left  two  questions  to  the  jury :  1.  Whether  aqua 
fortis  was  used  by  the  inventor  as  an  ingredient  in  the  verdi- 
grease. 2.  Whether  the  invention  was  in  public  sale  before  the 
patent.     In  either  case  his  Lordship  thought  the  patent  void. 

The  jury  found  both  questions  in  the  aflBrmative. 

Verdict  for  the  defevdant 

Carpenter  and  another  ▼.  Smith. 

9  M.  &  W.  300-604  (s.  c.  11  L.  J.  Ex.  213). 

Patent  —  Specification,  — Anticipation  by  Public  Use* 

The  "public  use  and  exercise"  of  an  invention,  which  prevents  it  [800] 
from  being  considered  a  novelty,  is  a  use  in  public,  so  as  to  come  to  the 
knowledge  of  others  than  the  inventor,  as  contradistinguished  from  the  use  of  it 
by  himself  in  private ;  and  does  not  mean  a  use  by  the  public  geuerally. 

Therefore,  where  an  improved  lock,  for  which  the  plaintiff  had  a  patent,  had 
previously  been  used  by  an  individual  on  a  gate  adjoining  a  public  road,  fur 
several  years  ;  and  several  dozens  of  a  similar  lock  had  been  made  at  Birming- 
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ham  from  a  pattern  received  from  America,  and  sent  abroad ;  it  was  held  that 
this  constituted  such  a  public  use  and  exorcise  of  the  invention  as  to  avoid  the 
patent. 

Case  for  the  infringement  of  a  patent  for  certain  improvements 
"  in  locks  and  other  securities  applicable  to  doors  and  other  pur- 
poses. '  Pleas,  first,  not  guilty ;  secondly,  that  the  plain- 
[*301]  tiffs  were  not  the  true  and  first  inventors  *of  the  said 
improvements ;  thirdly,  that  the  said  improvements  were 
not  a  new  invention  as  to  the  public  use  and  exercise  thereof ;  on 
which  issues  were  joined. 

At  the  trial  before  Lord  Abingeb,  C.  B.,  at  the  Middlesex 
Sittings  after  Michaelmas  Term,  the  main  question  between  the 
parties  was,  whether  the  plaintilBfs'  invention,  the  principle  of 
which  was  a  combination  of  the  bolt  and  latch  of  the  lock  within 
one  hasp,  was  or  was  not  a  novelty.  A  witness  called  by  the 
defendant  proved  that  in  the  year  1816  he  received  from  a  house 
in  the  United  States  a  pattern  of  a  lock  similar  in  principle  to 
the  plaintiffs',  and  that  he  procured  several  dozens  to  be  made  at 
Birmingham,  according  to  the  pattern,  and  sent  them  to  America. 
The  defendant  also  produced  a  lock  similar  to  that  of  the  plain- 
tiffs, which  he  proved  to  have  been  used  for  sixteen  years  on  a 
gate  adjoining  a  public  road,  belonging  to  a  cleigyman  of  the 
name  of  Davies,  residing  near  Birmingham.  For  the  plaintiffs  it 
was  contended,  that  inasmuch  as  there  was  no  proof  that  the  locks 
in  question  had  been  brought  into  public  general  use  in  this 
country,  the  plaintiffs*  might,  nevertheless,  be  considered  a  new 
invention.  The  Lord  Chief  Baron,  in  summing  up,  stated  that 
an  invention  could  not  be  considered  new,  which  had  been  in 
public  use  before;  that  the  word  "  public"  was  not  equivalent  to 
"  general, "  but  was  distinguished  from  secret  use ;  and  he  expressed 
his  opinion  that  the  circumstance  of  a  lock,  similar  in  principle 
to  the  plaintiffs',  being  on  Mr.  Davies's  gate  for  so  long  a  period, 
and  the  manufacture  of  several  dozens  by  an  English  artist  for 
money,  without  secrecy,  amounted  to  a  public  use  of  those  locks. 
The  jury  having  found  a  verdict  for  the  defendant, 

Kelly  now  moved  for  a  new  trial,  on  the  ground  of  misdirec- 
tion. —  The  rule  of  law  on  this  subject  is  not  so  narrow  as  it  was 
stated  to  be  by  the  learned  Judge.     The  mere  manufac- 
[•  302]  ture  or  use  of  an  invention  by  an  individual  who  *  may 
himself  have  discovered  it,  even  in  such  a  manner  that  a 
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particular  portion  of  the  public  in  his  particular  locality  may 
have  access  to  it,  but  without  its  being  sold  or  brought  into  the 
market,  does  not  constitute  such  a  "  public  use  or  exercise  *  of 
that  invention  as  to  prevent  another  person,  who  does  not  copy  it, 
from  afterwards  obtaining  a  patent  for  the  same  principle,  Morgan 
V.  Seaward,  2  M.  &  W.  544  [Aldekson,  B.  — How  then  do  you 
get  over  the  case  of  the  invention  for  which  a  patent  was  avoided, 
because  it  had  been  previously  published  in  a  book  (Dr.  Brewster's 
Kaleidoscope)  ?  —  the  principle  being,  that  it  could  be  appropriated 
by  anybody,  because  it  had  already  been  given  to  everybody.] 
All  that  is  required  by  the  statute  21  Jac.  I.  c.  3,  s.  6,  is,  that 
the  grant  shall  be  made  "  to  the  first  and  true  inventors  of  such 
manufactures,  which  others,  at  the  time  of  the  making  of  the 
grant,  did  not  usa  "  The  statute  intended  to  prevent  loss  to  the 
inventor  of  a  useful  instrument,  who  brings  it  into  public  use  and 
exercise,  by  reason  of  the  making  of  a  former  similar  invention 
not  brought  into  practice,  or  the  use  whereof  may  be  said  to  have 
ceased.  [Lord  Abinger,  C.  B.  —  By  how  many  of  the  public 
would  you  allow  it  to  be  known,  and  what  are  the  public  ?  How 
vague  a  rule  you  would  establish  for  each  case  I  Would  you  say 
that  the  use  by  a  particular  club  would  be  a  use  by  the  public  ?  or 
suppose  the  inventor  of  a  machine  gives  away  a  hundred  among 
his  friends,  and  they  use  it?]  In  Lewis  v.  Marling,  10  B.  & 
C.  22  (p.  160,  ante),  a  model  and  a  specification  of  a  machine 
similar  to  that  for  which  the  patent  was  granted,  had  been 
brought  over  from  America  and  shown  to  several  persons ;  but  it 
was  held,  that  as  no  machine  had  been  manufactured  and  brought 
into  use,  and  as  the  patentee  had  not  seen  that  model  or  specifica- 
tion, he  might  still  be  considered  the  inventor.  So,  in  Jcmes  v. 
Pearce,  Godson  on  Patents,  46,  where  it  was  proved 
for  the  defendant  that  a  Mr.  Strutt  had  *  constructed  [*303] 
wheels  similar  in  principle  to  that  of  the  plaintififs, 
Patteson,  J. ,  in  summing  up  to  the  jury,  said,  that  if  it  appeared 
that  the  wheel  *  was  used  openly  in  public,  so  that  everybody 
might  see  it,  and  the  plaintififs  had  continued  to  use  the  same 
thing  up. to  the  time  of  taking  out  the  patent,  undoubtedly  that 
would  be  a  ground  to  say  that  the  plaintififs'  invention  was  not 
new.  *  [Alderson,  B.  —  That  is  the  very  same  principle  of  law 
as  was  laid  down  by  my  Lord  in  the  present  case;  the  only 
restriction  I  should  put  upon  it  would  be,  that  it  need  not  appear 
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that  the  machine  was  used  up  to  the  time  of  taking  out  the 
patent.  ]  People  would  not  become  acquainted  with  the  principle 
of  this  invention  by  passing  along  the  road  past  the  gate  by  thou- 
sands ;  and  yet  thereby  a  person  bond  fide,  discovering  it  for  him- 
self, and  bringing  it  into  public  use  in  another  part  of  England, 
is  to  be  precluded  from  taking  out  a  patent.  Such  a  construction 
of  the  law  is  surely  too  large. 

Alderson,  B.  —  I  think  there  ought  to  be  no  rule  in  this  case. 
I  have  not  the  least  doubt  that  that  is  the  right  construction  of 
the  law  which  my  Lord  has  put  upon  it  **  Public  use  '  means  a 
use  in  public,  so  as  to  come  to  the  knowledge  of  others  than  the 
inventor,  as  contradistinguished  from  the  use  of  it  by  himself  in 
his  chamber.  How,  then,  can  it  be  contended  that  the  lock 
which  has  been  used  in  public  by  Mr.  Davies  for  so  many  years, 
is  a  new  invention?  If  the  plaintififs*  doctrine  is  correct,  it 
would  follow  that  if  Mr.  Davies  were  to  change  his  lock  to 
another  gate  he  would  be  liable  to  an  action  for  an  infringement 
of  the  plaintiffs'  patent  The  case  of  Zevns  v.  Marling  wont  to 
the  very  extreme  point  of  the  law. 

GuRNEY,  B.,  concurred. 

Lord  Abinger,  C.  B.  —  I  agree  in  thinking  that  there 
[*  304]  *  is  no  ground  for  disturbing  the  verdict  I  was  counsel 
in  the  cases  of  Zevns  v.  Marling  and  Jones  v.  Pearce,  and 
I  recollect  that  those  cases*proceeded  on  the  ground  of  the  former 
machines  being  in  truth  mere  experiments,  which  altogether  failed. 
The  "  public  use  and  exercise  "  of  an  invention  means  a  use  and 
exercise  in  public,  not  by  the  public.  There  are  some  expressions 
in  former  cases  which  were  referred  to  on  the  trial,  which  rather 
leaned  towards  Mr.  Kelly's  argument,  and  I  therefore  thought  it 
fit  to  lay  down  the  rule  of  law  in  the  broad  terms  I  did.  I  have 
always  entertained  the  same  opinion  on  the  subject 

Jiule  re/icsed. 

Stead  ▼.  Williams  and  others. 

7  Man.  &  Gr.  818-843  (8.  c.  8  Scott  N.  R.  440;  13  L.  J.  C.  P.  218). 

Patent,  —  Anticipation  by  Publication  in  Book. 

[818]       Where  an  invention  is  described  in  a  work  publicly  circulated  in  Eng- 
land, a  party  who  afterwards  takes  out  a  patent  for  it  is  not  the  true  and 
first  inventor,  whether  he  derives  his  knowledge  from  such  publication  or  not. 
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Case,  for  an  infringement  of  a  patent  right 
The  principle  of  the  decision  fully  appears  from  the  judgment 
of  the  Court  delivered  by 

TiNDAL,  Cb.  J.:—  [840] 

This  was  an  action  for  the  infringement  of  a  patent  for  an  in- 
vention for  *^  making  or  paving  public  streets  and  high- 
ways, and  public  and  private  roads,  courts,  and  *  bridges,  [*  841] 
with  timber,  or  wooden  blocks.  *  The  defendants  pleaded 
"  that  the  plaintiff  was  not  the  first  and  true  inventor  of  the  in- 
vention in  the  letters  patent  and  specification  mentioned, "  besides 
various  other  pleas,  which  it  is  not  necessary  to  particularise. 

Upon  the  trial,  at  the  last  summer  assizes  at  Liverpool,  before 
my  Brother  Cresswell,  a  verdict  was  found  for  the  plaintiff;  but 
a  rule  nisi  was  afterwards  granted  for  a  new  trial.  On  the  report 
of  the  learned  Judge,  it  appears,  that,  before  the  granting  of  the 
letters  patent,  there  had  been  published,  in  a  scientific  work,  in 
England,  a  letter  from  a  gentleman  named  Heard,  containing  such 
a  description  of  a  mode  of  paving  with  blocks,  as  made  it  tit  to  be 
submitted  to  the  consideration  of  the  jury,  as  not  differing,  sub- 
stantially, from  the  invention  for  which  the  patent  was  granted. 
In  summing  up  the  evidence  with  reference  to  this  plea,  the  jury 
were  told,  in  substance,  that,  if  they  thought  the  patentee  had 
borrowed  his  invention  directly  from  the  publication  which  had 
been  proved,  he  could  not  be  considered  as  the  first  inventor ;  also, 
that,  if  the  matter  had  been  so  far  communicated  to  the  public  as 
to  have  become  a  part  of  the  public  stock  of  information,  and  he 
had  thus  obtained  his  knowledge  indirectly  from  the  publication, 
he  could  not  be  considered  as  the  first  inventor  within  the  mean- 
ing of  the  statute. 

On  the  discussion  before  us,  it  was  contended  that  this  mode  of 
summing  up,  although  undoubtedly  correct  as  far  as  it  went,  yet 
did  not  present  the  entire  case  to  the  consideration  of  the  jury ; 
for,  it  was  urged,  that,  if  the  invention  had  been  communicated  to 
the  English  public,  although  it  had  never,  directly  or  indirectly, 
come  to  the  knowledge  of  the  patentee,  still  he  could  not  be  con- 
sidered as  the  inventor.  It  was  admitted,  on  the  part  of  the 
defendants,  that  no  case  could  be  cited  in  which  the  point  had 
been  expressly  decided;  but  it  was  contended,  that,  on 
reason  and  principle,  such  must  *  be  held  to  be  the  law ;  [*  842] 
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production  of  an  JEncyclopcsdia  or  other  work  in  general  circula- 
tion. The  question  will  be  whether,  upon  the  whole  evidence, 
there  had  been  such  a  publication  as  to  make  the  description  a 
part  of  the  public  stock  of  information. 

We  think,  therefore,  that,  as  this  question  has  not  been  sub- 
mitted to  the  jury,  there  ought  to  be  a  new  trial. 

Bule  absolute. 

ENGLISH  NOTES. 

The  distinction  must  be  kept  in  view  that  where  a  machine  is 
worked,  or  process  employed  by  way  of  experiment,  which  does  not 
place  the  public  in  full  possession  of  the  inyention,  that  is  not  such  an 
anticipation  as  to  invalidate  the  patent.  Lewis  v.  Maiding  (1829),  No.  9, 
p.  160,  arite.  And  see  In  re  NewaU  and  Elliot,  No.  31,  p.  485,  ante,  aud 
Househill  Coal,  &c.  Co.  v.  Neilson,  No.  35,  p.  512,  post.  And  so  where 
the  inventor  lends  his  machine  for  testing  to  another  who  uses  it  for  some 
weeks  in  a  public  work-room,  that  is  not  publication  so  as  to  invalidate 
a  patent.  Bentley  v.  Fleming  (1844),  1  Car.  &  K,  687.  So  where  the 
inventor  employed  another  under  promise  of  secrecy  to  make  a  machine 
for  exportation.  Morgan  v.  Seaward  (1837),  2  M.  &  W.  544.  Secus 
where  he  has  offered  the  machine  for  sale  in  this  country.  Oxley  v. 
Holden  (1862),  8  C.  B.  (N.  S.)  666,  30  L.  J.  C.  P.  68,  2  L.  T.  464,  8 
W.  R.  626. 

As  to  the  public  use  by  the  inventor  for  a  considerable  time  so  as 
to  invalidate  the  patent,  see  Re  Adamson's  Patent^  No.  30,  p.  483,  ante. 

That  a  public  exhibition  of  a  newly  invented  instrument  in  a  lecture 
with  sufficient  information  as  to  its  construction  may  invalidate  a 
patent  will  be  found  assumed  throughout  the  first  of  the  incandescent 
electric  lamp  cases  (Edison  &  Swan  Electric  Light  Co.  v.  Woodhouse), 
already  set  forth.  No.  21,  p.  336,  ante. 

The  observations  of  Sir  J.  Komillt,  M.  R.,  in  Lang  v.  Gishome 
(1862),  31  Beav.  133, 135,  31  L.  J.  Ch.  769,  10  W.  R.  638,  6  L.  T. 
(N.  S.)  771,  have  been  frequently  referred  to.  He  said:  "In  my 
opinion  there  are  two  modes  by  which  an  invention  may  be  made  known 
to  the  public  One  is  by  such  user  as  would  alone  make  it  a  part  of 
the  stock  of  public  information,  and  the  other  is  by  the  simple  fact  o% 
what  in  law  is  called  'a  publication.'  I  am  of  opinion  that  the  true 
result  of  the  cases  is  this :  that  the  observations  to  be  found  in  them 
as  to  the  circumstances  which  make  an  invention  become  part  of  the 
stock  of  public  information  apply  to  those  cases  where  somebody  has 
used  the  invention,  not  for  the  purpose  of  experiment,  but  for  the  pur- 
pose of  really  making  use  of  it  as  a  complete  invention."  No  fault 
can  be  found  with  this  statement,  but  the  remarks  which  follow  have 
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I  ▼.  WUliAmi.  — Motef. 

biMa  rr^^.c-.sM.  iff  fttir^ix  "Sbt  -^oBcSia  of  pablication  too  broadly.     "1 

^^     .iv«---^ii"   itf  s^L  *ic  jcizi*:3.  thai  a  publication  takes  place 

*ii«rfr  11^  :n~*2.r."r  i£  xlj  ^ttw  -i^icoTeij,  either  by  himself  or  his 

v.r^:i::r«  ifii^j*^  x  ▼"■^Twi   itsaiBsrzdtia  ot  it  and  prints  it  in  a  book,  and 

-M'ji^    T  "»  k  :■  •  £2tM.i£r  II   9«  pii:Iislied  in  this  country.     I  am  of 

:  .  :i  -:,^   r  ^  3a.  c  jc  iJ.  ji'ii^iraiy  to  establish  the  fact  that  one 

-    .ustr    1  luc  >-  «^  Jitf^  }«^s!L  i».L>i.  tor  I  think  that  as  soon  as  an 

u  '->.'.  r  zi^:  :=^  ~::tf  '■iiJin:  if  whti  h^  inrention  consists,  and  prints 

:    u  «   ^— £  v:.  11  lit  ^Qt^  X:  a  p4ilii»ber  to  sell,  from  the  moment 

IT    •-•^   ar  *ju^ ■»«»*.  nrsLt?  ZLA  xx'kselkr^s  shop,  there  becomes,  in 

'^    .„     .   i.-*;  4  -  ■n.'.r-'i*  ia.:ci--a^j  n  ct  the  inrention.     I  wish  to  state 

:  •;    «      .  .^   -r  .^  -  «^  I  ru^  3«K:ix»e,  in  case  this  matter  should  go 

^        --•-*■.'   s-  -r.-^  tt-5.Kri*:t*s  taaki:  there  should  be  no  ambiguity  as  to 

T  i  •    u  ^•-^'••-c  -:•  litt  iifcw^  cs  this  subject."     [It  may  here  be 

.^.-  -v    -fc^   ►   »5^  a  idiscz  ii'.wTi  by  the  Master  op  the  Kolls, 

^-   ..     5*<-_  ::  /    ^;i..MiT.jr-.^Jm^«  (1876),  3  Ch.D.  531,  561,45 

.    ^  ^    >^  1.  r   -W      iz^  this  broad  statement  of  the  law  was 

..-.^x.^^    ;-     i-T  >cv£  rj  tie  pn>Ted  facts  of  the  case.]     In  the 

~    ,-^-r^:    :>  TtMi*i  >5  :1«  karaed  Judge  after  re-perusing  the 

.   ,  .^    ^   -^  ^    :rw   jii*?^^' a  ^"^»*  *•  whether  the  fact  of   Vicomte  du 

I   ..   .       ••-.  li   :^     '.r  ^«^a^  ^^fz:*  to  this  country  and  publicly  exposed 

.     ^.      .t  tt?    »^*  '•».'•'  xvistf  L>r  s  $hop.  and  bought  by  several  persons, 

.     ^      >^   . -^.-^  >•  rv»  7«r>  :c  libraries,  amounts  to  a  publication  of 

.    .  :^  .^,  •     Hi  i«fM  *2ie  publication  proved,  and  the  patent 

-  %    -ic*:    K  5"    "  •«"'»  ^-  Ji'l^^mson  above  referred  to,  the  alleged 

-.  u  »c*>  *"  »'.«ii^  -«^  •^  *  Kx>k  which  had  been  sent  as  a  donation 

-   .  .^.    ^rtv'tf   I/^r»r\\  but  was   not  entered  in  the  donation 

«  r     i    **v'  ,**;3J«c-i«?i  *nd  it  appeared  by  the  evidence  not  to 

s.,.  •    •  .soi*!     I  *'•'?  rtiblio  room,  or  in  any  room  accessible  to  the 

*  .     V  -.i>5<s*  it'^:  »»!?^  ^^f  Plimpton  v.  Spiller  (C.  A.  1877), 

.      \  ^  ^  ,:-  :,  :,  Ch.  mi.  .^  L.  T.  56, 26  W.  R.  285,  the  evidence 

,-.    *  .  >*r  v^iM.oation  was  carried  a  little  further,  and  it 

H    K%  i  bad  b«N?n  seen  by  a  sub-librarian  in  1867  when 

^    K.  •  '  >.m»^vvi  frv»m  the  old  into  the  new  library,  on  a 

,     ^     »^  ^^^jM- «!' c  AN*^t'"g  into  the  public  room,  which  corridor 

'  ^    ^^^   ^     »^^   ♦.^  v;  c.  ATtd  :hA5  it  had  been  afterwards  placed  in  the 

•IX  <  "  I    K»  *»ri:tct^»ad  fvx»m,  but  in  a  room  upstairs  where  the 

>vvi^  ^vrv  koi»c.    It  also  appeared  that  the  attention  of 

V  "k  '*  *»"**^^"  **^  tirst  called  to  the  book  by  the  defendant 

^    v^--;      :vu  veaurs  after  the  date   of  the  plaintiffs 

'  ,    V.  >      K5«^  <tk*^<k  th^re  was  held  to  be  no  evidence  of 
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lu  Patterson  v.  Gas  Light  and  Coke  Co.  (H.  L.  1877),  3  App.  Cas. 
239,  47  L.  J.  Ch.  402,  38  L.  T.  303,  26  W.  R.  482,  the  plaintiff,  who 
was  the  patentee,  was  one  of  three  referees  appointed  under  an  Act  of 
Parliament  to  inquire  into  the  subject  of  the  purification  of  gas.  The 
referees  after  inquiry  and  experiments  in  which  they  had  the  assistance 
of  the  gas  companies  prepared  a  report  which  was  dated  31st  January, 
1872,  and  delivered  to  the  Board  of  Trade,  on  the  26th  of  March,  1872. 
The  report,  immediately  on  reaching  the  Board  of  Trade,  was  made 
public.  In  the  mean  time,  on  the  9th  of  March,  1876,  the  plaintiff 
applied,  lodging  a  provisional  specification,  for  a  patent  in  respect  of 
an  improvement  which  he  alleged  to  be  his  invention,  and  which  was 
fully  described  in  this  report.  He  alleged  that  his  invention  had 
been  communicated  to  his  co-referees  confidentially.  The  House  of 
Lords,  affirming  the  decision  of  the  Lords  Justices,  which  had 
reversed  that  of  Vice-Chancellor  Bacon,  held  that  (at  all  events) 
as  soon  as  the  referees  in  performance  of  their  public  duty  had  pre- 
pared their  report,  the  matter  of  that  report  was  public  property; 
and  that  the  referees  had  no  power  to  agree  among  themselves  to 
treat  any  communication  contained  therein  as  confidential.  Lord 
Gordon  went  further,  and  considered  that  the  plaintiff  who  was 
engaged  in  a  public  duty  —  to  ascertain  for  the  public  benefit  how  the 
manufacture  of  gas  might  be  improved  and  the  gas  purified  —  had  no 
right  to  appropriate  any  improvements  in  the  matter  of  purification 
which  he  might  discover  in  the  course  of  that  inquiry.  The  following 
observations  of  Lord  Blackburn  in  the  case  are  important  and  germane 
to  the  above  rule.  He  says:  <<The  consideration  for  a  patent  is  the 
communication  to  the  public  of  a  process  that  is  new.  In  Hindmarch 
on  Patents,  1st  ed.  (1846),  p.  33,  it  is  laid  down  that,  *  If  the  public 
once  becomes  possessed  of  an  invention  by  any  means  whatever,  no 
subsequent  patent  for  it  can  be  granted,  either  to  the  true  or  first  in- 
ventor himself,  or  any  other  person  ;  for  the  public  cannot  be  deprived 
of  the  right  to  use  the  invention,  and  a  patentee  of  the  invention  could 
not  give  any  consideration  to  the  public  for  the  grant,  the  public 
already  possessing  everything  that  he  could  give.'  This  is,  in  my 
opinion,  a  correct  statement  of  the  law.  It  is  not  necessary  that  the 
invention  should  be  used  by  the  public  as  well  as  known  to  the  public. 
If  the  invention  and  the  mode  in  which  it  can  be  used  has  been  made 
known  to  the  public  by  a  description  in  a  work  which  has  been  publicly 
circulated,  Stead  v.  Williams  (7  Man.  &  G.  818, 17  L.  J.  C.  P.  109),  or  in 
a  specification  duly  enrolled.  Bush  v.  Fox  (5  H.  L.  Cas.  707,  25  L.  J. 
Ex.  261);  Betts  v.  Menzies  (10  H.  L.  Cas.  117,  31  L.  J.  Q.  B.  233), 
it  avoids  the  patent,  though  it  is  not  shown  that  it  ever  was  actually 
put  in  use.     It  is  true  that  the  last  case  establishes  that  an  antecedent 
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specification  ought  not  to  be  held  to  be  an  anticipation  of  a  subsequent 
discovery,  unless  jou  have  ascertained  that  the  antecedent  specification 
discloses  a  practicable  mode  of  producing  the  result  which  is  the  effect 
of  the  subseqaent  discoveiy :  per  Lord  Westbubt,  C.  (10  H.  L.  C. 
p.  154).  But  all  difficulty  on  that  score  is,  in  this  case,  removed  by 
the  statement  in  the  thirty-seventh  paragraph  of  the  bill  of  complaint 
already  cited.  If  the  date  of  the  patent  had  been  after  the  circulation 
of  the  report  amongst  the  gas  companies,  instead  of  being,  as  it  was,  a 
few  weeks  earlier,  the  case  would,  it  seems  to  me,  have  been  quite 
unarguable.  The  date  of  the  patent  was,  however,  before  the  contents 
of  the  report  were  known  to  the  gas  companies,  though  several  weeks 
after  they  were  known  to  the  whole  of  the  referees  and  their  secretary; 
and,  as  I  have  already  pointed  out,  from  the  moment  the  referees  became 
aware  of  what  was  in  the  report,  it  became  the  property  of  the  public, 
and  they  were  bound  to  make  it  known.  The  appellant,  indeed,  con- 
tends that  he  made  it  known  to  the  referees  confidentially.  I  do  not 
pause  to  inquire  whether  this  was  the  fact  or  not,  for  I  think  it 
immateriaL  I  do  not  mean  to  throw  any  doubt  on  the  doctrine  in 
Jioryiii*  v.  Seaward  (2  M.  &  W.  544,  6  L.  J.  (N.  S.)  Ex.  153)  that  a 
disolc^ure  to  assistants  or  partners  of  an  invention  whilst  it  is  being 
perfected^  under  an  obligation  to  keep  it  secret  till  the  patent  is  taken 
out»  is  not  a  disclosure  to  the  public  ;  for  such  persons  could  not  make 
the  invention  known  without  a  breach  of  duty.  But,  in  the  present 
case*  the  disclosure  was  to  paid  public  officers,  who  could  not  keep  it 
secret  without  a  breach  of  duty.  They  were  bound  to  make  it  known, 
and  even  if  they,  in  breach  of  their  duty,  keep  it  back,  the  invention 
was  ttivt  the  less  the  property  of  the  public  from  the  time  the  referees 
knew  it,  which  was  at  least  as  early  as  the  date  of  the  report." 

lu  the  TniVerf  Telephone  Co.  v.  Harrison  (1882),  21  Ch.  D.  720, 
M  U  J.  Ch^  7lK\  46  L,  T.  620,  30  W.  R.  724,  a  description  in  1862  in 
a  ItvrnMin  scientific  journal  called  "  Die  Zeitschrift  des  Deutsch-Oester- 
rtnvlu?iohow  Telegraphen  Vereins,''  was  set  up  as  an  anticipation  of 
tW  |vluutitr$  invontion  patented  in  1876.  The  evidence  was  that  a 
\s^|»Y  \xf  x\\^  **  Zoit^ohrift "  was  deposited  in  the  usual  manner  in  the 
hlM^u\Y  \4  tht>  INitent  Office,  and  also  in  the  library  of  the  Institute  of 
iN\  1 1  KujjimH^r?^;  ami  thero  was  evidence  of  a  telegraphic  engineer  who 
h.Av)  »\vu  ih*^  Jvvurual  in  question  at  the  Patent  Office  Library;  and  who, 
th>M^U  h^  wwKl  not  reatl  German,  was  able,  with  the  assistance  of  the 
jvK^Uv**  tv*  uiult^r^taud  the  substance  of  the  description.  Fbt,  J.,  held 
\\\^  uaVr>^n\V  wjvu  the  evidence  to  be  that  the  matter  communicated  in 
th\^  iv^itu^^l  um*t  be  ci^nsidered  to  have  been  within  the  knowledge  of 
kk^i^xvu^  »k\lUsl  iu  tlu^5*e  matters  in  this  country;  and  accordingly  that 
"  -^iv  >\*M  *urticii>nt  evidence  of  publication  of  the  matter  so  described. 
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The  matter  so  published  was,  however,  in  the  result,  held  not  to  be  a 
description  of  the  patented  invention. 

In  Otto  V.  Steel  (1886),  31  Ch.  D.  241,  55  L.  J.  Ch.  196,  54  L.  T. 
157,  34  W.  R.  289,  the  question  arose  upon  an  alleged  publication 
in  a  book  in  the  British  Museum.  The  judgment  of  Pearson,  J., 
where  the  facts  are  fully  stated,  is  instructive.  Moulton,  Q.  C,  had 
rested  his  argument  in  support  of  publication  on  Lang  v.  Gisbomet 
supra,  Pearson,  J.,  said:  *'l  feel  myself  unable  to  accept  this 
book.  The  question  is  whether  or  not  this  book  has  been  published  in 
this  country  in  such  a  way  as  to  become  part  of  the  public  stock  of 
knowledge  in  this  country.  It  is  not,  to  my  mind,  necessary  for  that 
purpose  to  show  that  it  has  been  read  by  a  great  many  people,  or  that 
any  person  in  particular  has  got  from  it  the  exact  information  which 
it  is  said  would  have  enabled  Dr.  Otto  in  this  case  to  have  made  his 
engine.  But  to  my  mind  it  must  be  published  in  such  a  way  as  that 
there  may  be  a  reasonable  probability  that  any  person,  and  amongst 
such  persons  Dr.  Otto,  might  have  obtained  that  knowledge  from  it. 
Now,  the  only  evidence  that  I  have  in  the  case  of  this  book  is  this : 
There  is  one  copy  proved  to  be  in  this  country,  in  the  British  Museum. 
There  is  no  evidence  before  me  that  any  other  copy  of  this  work  has 
been  imported  into  this  country.  In  the  British  Museum  it  is  not  in 
the  reading-room ;  it  is  in  an  inner  room  of  the  British  Museum,  and 
can  only  be  obtained  by  one  of  two  means,  either  by  some  person  know- 
ing of  the  book  and  writing  the  name  of  the  book  on  a  piece  of  paper, 
and  requesting  that  the  book  may  be  furnished  to  him;  or,  according 
to  the  evidence  that  we  have  had  to-day,  if  a  reader  wanting  to  find 
something  on  a  particular  subject,  goes  to  the  superintendent,  asks 
what  works  there  are  that  he  had  better  read,  the  superintendent,  if  not 
able  to  give  him  the  information,  will  direct  one  of  his  assistants  to 
take  him  to  that  section  of  the  library  where  such  books  are  likely  to 
be  found,  and  will  desire  him  to  let  the  reader  look  over  the  titles  of 
those  books,  or  select  what  book  he  pleases  out  of  that  section  of  the 
library.  With  regard  to  this  particular  book  the  further  evidence 
given  was  this :  It  was  catalogued  in  the  British  Museum  under  the 
name  of  the  author,  and  under  the  name  of  the  author  only.  It  was 
catalogued  in  one  French  catalogue,  Lorenz's,  under  the  name  of  the 
author  only.  It  is  catalogued  in  the  French  catalogue  which  was  pro- 
duced to  me  this  morning,  M.  Reinhard's,  not  only  under  the  name  of 
the  author,  but  in  a  catalogue  at  the  end,  of  subjects,  under  the  title  of 
'Physique.'  With  regard  to  the  first  catalogue,  it  would  tell  any 
person  who  was  not  acquainted  with  M.  Beau  de  Bochas  nothing  but 
that  M.  Beau  de  Kochas  had  written  this  particular  book,  and  if  he 
were  in  search  of  a  book  upon  this  subject  he  would  not  be  enabled  to 
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dnti  .r  bv  mvsn^i  jf  xhs  catalogue  in  any  other  way  than  hy  reading 
rhroiuri  ~il*^  aolo^^rze  until  he  came  to  the  name  of  M.  Beau  de  Bochas^ 
^hen  je  wnnlii  inii  that  IL  Beau  de  Bochas  had  written  this  hook,  the 
nrie  t  ^hick  is  in  Lmceiu^s  catalogue.  This  is  the  only  way  in  which 
:t  Toiilii  :«juTvr  any  information  to  him.  With  regard  to  the  second 
<acaI<.-^iK  Xr:  Jusdiu  who  is  now  either  the  only  person  in  the  well- 
knuwa  irm  in  Soho  Square  or  a  partner  in  that  firm,  says  he  took  in 
tiistf  ^^ftirs:  thac  in  the  year  1863  he  received  this  particular  volume 
wn.ea  >^jacaina  a  catalogue  of  books  published  in  1862,  and  that  he 
cectamlj  mmst  b&Te  taken  twenty-five  copies,  and  thinks  it  probable 
diac  a«»  :i.>«^k  >}ne  handled  copies.  Keeping  one  or  more  copies  for  him- 
^il  — jQD  o^rtouLly  —  he  says  he  disposed  of  the  others  by  presenting 
riitfOt  :u  l:'jr:irie$  and  to  customers  of  his  own  in  order  that  he  might 
^ocun  dit^t^oy  a  larger  sale  for  books  in  the  hope,  I  presume,  that 
^'nw  ^c  ::]e  xoks  mentioned  in  that  work  so  circulated  by  him  would 
b*  jniewd  rarnju^  himself.  Curiously  enough,  he  does  not  go  on  to 
$^y  :uac  I>eaa  ie  Bochaa  a  book  was  ordered  by  a  single  library  or  cus- 
am^jr.  I  rh^nk;  thervfoce,  the  evidence  is  not  carried  much  farther 
:!)an  :t  w^^  by  Lorenx's  catalogue,  so  far  as  regards  knowledge  of  the 
w*'rk  :3  r3:«  cconrrr^  and  certainly  it  is  a  curious  thing  to  find  that  a 
bvvk  which  is  said  to  contain  an  anticipation  of  a  remarkable  part  of 
LV  Ot^^?'$  va^fat  i»  at  all  events  so  unknown  in  this  country  that  it 
caa:i\K  b«  pcwed  before  me  that  a  single  copy  has  ever  entered  this 
vva'ttrv^  tfxv-^pc  rh«  one  single  copy  which  is  at  the  present  moment  on 
::bj  ^v^«»  of  :h*  British  Museum.  Now  with  regard  to  that  fact  I 
s,va^»?j!j  :a«fw  b  thi*  diiKculty.  In  Plimpton  v.  Malcolmsonj  Sir  G. 
J^cs^siU  :a  cv»«awti:iug  upon  Heurteloup^s  Patent,  1  Webs.  Pat.  Cas. 
Cvi^^  $A>$  :Ii:*  ia  cv6?t«Dce  to  a  book  relied  on  in  Heurteloup^s  Patent 
^  Aa  aa::c.i*ii::oa  S  Ch.  1X560):  *I  have  no  doubt  that  that  book 
w:ls^  .tk  :^.)^  ^^i:r$li  Mu;$«um  catalogues.  Of  course  I  cannot  say  it  was ' 
.—  t^t  tai*  <*?#  i*  »  proved  that  it  was  — *We  know  that,  after  two 
\^j«ip*  ^:  wvu'«i  ^Av*  b^n  in  the  catalogue,  and  in  fact  long  before ;  and 
i-Kr^  w^  Hv>c^v.n^  ^>  $hv^v  that  it  was  not  read  or  used,  and  in  the  absence 
s^  ^*  vwav^  ^?  t^'*  cotttrarr  the  presumption  was  the  other  way.'  By 
%•>  v^  I  ^•t>i<??^Mi':d  5^ir  Oconofi  Jbssel  to  have  said  that  if  there  be  a 
>v\^  *»^  t^  i^»::^  Museum,  the  presumption  is  that  it  has  been  read. 
X  rixi  \:  ^t^r*  iiica^t  iude^  to  go  along  with  Sir  Georoe  Jessel  in  that 
'».xysa  « vs  v  a.  I J^*  ttot  know  the  authority  for  it.  He  gives  no  authority 
H  r  .'.      V^^d  :^^  xvi^it  was  not  raided  by  Plimpton  v.  Malcolmson  where 

K  .y  %«^  ^tV'  vvfc\i  *'Jt  th*  Britisb  Museum,  and  no  copy  suflSciently  pub- 
'  vV\i  ,^:^*V^c^  It  I  am  to  accept  Mr.  Moulton's  argument,  I  must 
^\s**^  .V  *>  *  hVJk:  Ji^xott.  that  it  is  only  necessary  to  prove  that  a  book  is  in 

•W  ^  ^   vOl  Vj^^^v  J*.  *•  Jl  1  •^  ^^^^  ^  ^^^^  ^^**  *'^*^  ^^^  ^^  ^^^^  P"^* 


B,  C.  VOL.  XX.]  SECT.  VII.  —  NOVELTY.  511 

Kos.  8iMI4.  — Wood  v.  Zimmer;  Carpenter  ▼.  Smith;  Stead  ▼.  Williami.  —  Hotee. 

lished  in  this  country  for  the  purpose  of  an  action  like  this,  and  that 
whatever  is  contained  in  that  hook  has  hecome  part  of  the  common  stock 
of  knowledge  in  this  country.  As  the  authorities  stand  which  have  been 
cited  before  me^  and  the  counsel  before  me  are  well  aware  of  them^ 
there  is  no  decision,  to  my  mind,  that  lays  down  such  a  proposition  as 
that,  and  I  cannot  help  thinking  that  I  should  be  doing  injustice  prob- 
ably to  many  persons  if  I  were  to  say  that  inventions  honestly  made 
by  them  were  to  be  held  to  be  bad  because  they  might  have  been  an- 
ticipated by  something  to  be  found  in  a  book  in  the  library  for  which 
nobody  had  ever  called,  and  nobody  had  ever  read  in  this  country. 
I  cannot  go  as  far  as  that,  and  therefore,  there  being  not  only  no  evi- 
dence before  me  that  any  other  copy  of  this  book  has  ever  reached 
England,  but,  to  my  mind,  evidence  rather  to  show  that  no  other  copy 
ever  has  been  known  or  seen  in  this  country,  I  must  hold  that  the 
simple  fact  that  it  is  to  be  found  in  the  inner  library  of  the  British 
Museum  is  not  sufficient  publication  for  me  to  hold  that  whatever  is 
found  in  that  work  has  become  part  of  the  public  stock  of  common 
knowledge." 

Heurteloup^s  Patent  Case  referred  to  in  the  judgment  last  quoted  was 
an  application  for  confirmation  of  a  patent  under  the  statute  of  1835 
(5  &  6  Will.  IV.  c.  83,  8.  2)  which  gave  power  to  the  King  in  Council  to 
confirm  a  patent  notwithstanding  an  anticipation.  It  was  stated  that  a 
book  containing  an  account  of  expired  patents,  one  of  which  was  appre- 
hended to  be  an  anticipation,  had  come  into  the  British  Museum. 
Notice  was  given  to  the  patentee  of  the  old  patent  who  did  not  appear. 
The  Judicial  Committee  recommended  the  confirmation  applied  for. 

In  Harris  v.  Bothwell  (C  .A.  1887),  35  Ch.  D.  416,  56  L.  J.  Ch.  459, 
56  L.  T.  552,  35  W.  E.  581,  specifications  in  the  German  language 
with  drawings  of  two  patents  taken  out  in  Germany,  were  (in  December, 
1878,  and  February,  1880,  respectively)  deposited  in  the  free  public 
library  of  the  Patent  Office;  and  the  journal  published  periodically  by 
the  Patent  Commissioners,  amongst  the  lists  of  patents  granted  by 
Germany,  contained  entries  of  the  particular  patents,  with  a  note  in  each 
case,  that  the  specifications  as  well  as  the  list  of  applications  might  be  con- 
sulted in  the  free  public  library  of  the  Office.  The  plaintiffs'  patent  for 
a  similar  invention  was  dated  in  April,  1880.  The  Court  of  Appeal 
(affirming  the  judgment  of  Chttty,  J.)  held  the  prior  publication  in 
this  country  to  be  established.  Cotton,  L.  J.,  and  Lindlet,  L.  J.,  held, 
as  Chitty,  J.  had  also  held,  the  fair  inference  to  be  that  the  public 
availed  themselves  of  the  facilities  afforded  them  for  obtaining  infor- 
mation as  to  the  German  inventions.  In  the  judgment  delivered  by 
LiNDLEY,  L.  J.  (on  behalf  of  himself  and  Cotton,  L.  J.),  the  conclusion 
arrived  at  upon  the  principles  to  be  deduced  from  the  authorities  is  ex- 
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pressed  as  follows  :  **  Prima  faete  a  patentee  is  not  the  first  inventor  of 
his  patented  invention  if  it  be  proved  that  before  the  date  of  his  patent 
an  intelligible  description  of  his  invention,  either  in  English  or  in  any 
other  language  commonly  known  in  this  country,  was  known  to  exist  in 
this  country,  either  at  the  Patent  OflRce  or  in  any  other  library  to  which 
the  public  are  admitted,  and  to  which  persons  in  search  of  information  on 
the  subject  to  which  the  patent  relates  would  naturally  go  for  information. 
But  if,  as  in  Plimpton  v.  McUcolmson  and  Plimpton  v.  Spiller  and  in 
OtfOT.  Steel^it  be  proved  that  the  foreign  publication,  although  in  a  public 
library,  was  not  in  fact  known  to  be  there,  the  unknown  existence  of 
the  publication  in  this  country  is  not  fatal  to  the  patent.  In  the  present 
case  the  plaintifEs  cannot  prove  what  under  the  admitted  circumstances 
they  must  prove  in  order  to  sustain  their  patent.  The  decision  appealed 
fiom  was  therefore  right  and  the  appeal  must  be  dismissed." 

LoPBS«  L.  J.,  arrived  at  the  same  result,  but  on  the  ground —  adopt- 
ing a  principle  similar  to  that  of  Lord  Komilly's  judgment  in  Lang  v. 
Gisfh^nte  —  that  the  existence  of  the  Grerman  specifications  in  the 
library  of  the  Patent  Office,  where  they  were  unreservedly  accessible  to 
every  one,  was  in  itself  conclusive  evidence  of  prior  publication. 

AMERICAN  NOTES. 
The  Ameriean  law  on  this  subject  has  been  abeady  stated,  ante,  p.  18i. 
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(H.  L.  sc.  1843.) 

RULE. 

A  PRIOR  invention  once  known  and  publicly  used,  and, 
although  disused,  not  entirely  lost  sight  of,  is  sufficient  to 
iuYulidttto  a  patent. 

RouithiU  Ootl  tnd  Iron  Company  and  others  ▼.  Heilson  and  others. 

9  Clark  &  EinDelly,  788-817. 
Paknt  ^  Anticipation,  —  Discontinuance  of  Use. 

I  <'HH]       A  )>^r9i)U>  to  be  entitled  to  a  patent  for  an  invention,  mnst  be  the  first 
an^l  tni9  Inventor;  and  there  must  not  be  any  public  use  thereof  by 
MuwJf  1^  othwt,  prior  to  the  granting  of  the  patent 
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Trials  of  an  incomplete  invention,  by  way  of  experiment,  are  not  evidence 
of  '^  prior  use "  for  the  purpose  of  invalidating  a  patent.  Prior  use,  for  that 
purpose,  means  public  use  and  exercise  of  the  invention. 

Evidence  of  the  existence  of  a  completed  invention,  once  in  public  use, 
although  abandoned  or  the  use  long  discontinued  but  not  altogether  lost  sight 
of,  is  suflElcient  to  invalidate  a  patent  subsequently  granted  for  the  same 
invention* 

The  respondent,  James  Beaumont  Neilson,  of  Qlasgow,  engi- 
neer, obtained,  in  the  year  1828,  letters  patent  for 
*  his  "  invention  for  the  improved  application  of  air  to  [♦  789] 
produce  heat  in  fires,  foiges,  and  furnaces,  where  the 
bellows  or  other  blowing  apparatus  are  used;"  and  by  deed  of 
assignment,  dated  March,  1830,  he  communicated  a  joint  interest 
with  himself  in  the  patent  to  three  persons  represented  by  the 
other  respondents.  The  principle  of  the  invention,  according  to 
Mr.  Neilson's  specification,  consisted  in  the  application  of  heated 
atmospheric  air  to  fires  and  furnaces;  and  the  mode  of  carrying 
that  principle  into  operation  was  by  heating  the  air,  while  under 
blast,  in  a  separate  air-vessel  placed  between  the  blowing  appa- 
ratus and  the  furnace.  The  air-vessel  —  made  of  iron  or  other 
metal,  sufficiently  strong  to  endure  the  blast  from  the  blowing 
apparatus  —  to  be  air-tight,  except  the  apertures  for  the  admission 
and  emission  of  the  air;  and  to  be  heated  to  a  high  degree  of 
temperature  by  a  fire  distinct  from  the  fire  to  be  affected  by  the 
blast  or  current  of  air. 

The  proceedings  in  which  the  question  before  the  House  arose 
were  commenced  by  an  application  by  the  respondent  in  the  Court 
of  Session,  for  an  interdict  against  an  alleged  infringement  of  his 
patent  by  the  appellant 

In  the  course  of  the  proceedings  there  was  a  trial  by  a  jury  of 
the  issues  in  the  cause,  and  {inter  alia)  the  issue  — 

Whether  the    invention,    as  described    in   the  letters  [  791] 
patent  and  specification,  is  not  the  original  invention  of 
the  pursuer  (respondent),  J.  B.  Neilson  ? 

The  jury  found  for  the  respondents  on  all  the  issues. 

The  question  came  before  the  House  on  a  bill  of  exceptions  to 
the  ruling  of  the  Lobd  Justice-Cubrk  —  the  Judge  before  whom 
the  issue  was  tried. 

The    eleventh    exception    was   to   the   learned  Judge's  [793] 
charge  and  direction  in  point  of  law  to  the  jury  on  the 
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evidence  of  some  of  the  appellants'  witnesses,  who  stated,  in 
substance,  that,  about  forty-two  years  ago,  they  were  employed  at 
the  Bradley  iron  works,  in  Staffordshire,  then  belonging  to  a 
Mr.  Wilkinson ;  that  he  had  blast-furnaces  and  blowing  apparatus 

from  a  blast-engine;  tliat  there  was  a  cylinder  heated, 
[•  794]  through  •  which  air  passed  before  it  got  to  those  furnaces; 

that  the  object  of  putting  air  through  the  cylinder  was  to 
heat  it ;  that  the  effect  on  the  furnaces  was  to  make  the  iron  too 
rich  or  too  good  —  good  for  small  castings,  but  not  good  for 
malleable  iron;  that  it  (the  cylinder)  was  used  for  abou,t  three 
months  in  these  furnaces,  and  then  put  to  a  finery;  that  it  was 
used  there  for  three  months  more,  then  given  up  again ;  and  they 
Hew  the  same  cylinder  with  cold  air,  never  heated  air,  after 
beisg  satisfied  it  would  not  da 

The  Lord  Jcstici-Clerk,  with  reference  to  that  line  of  evi- 
dence* tcld  the  jury  thus :  *  The  second  direction  in  point  of 
Liw  which  I  haTe  to  give  you  in  this  issue  respects  what  is  prior 
isse.  so  as  to  destroy  the  invention.  This  is  what  the  defenders 
Bi*^:;^  prcTe :  that  it  was  not  new  in  respect  of  the  public  use  and 
ex^rci^  theiecf  in  this  kingdom.  The  question  in  each  case  is  a 
cuner  c£  fact  for  the  jury,  but  this  is,  in  point  of  law,  the  sort 
a:::^  kiad  of  use  the  existence  of  which  a  jury  must  find  to  be 
rroxvd«.  iu  order  to  warrant  them  to  find  against  the  patentee. 
Orxfd^  xitili^  is  one  important  element  in  the  question  of  novelty ; 
for  ::'  :i:^  prvvess  is  of  great,  manifest,  and  immediate  utility, 
:iji:  1$  c£  %he  utmost  importance  to  the  point.  Could  this  have 
beea  rwv:ou;$>  ia  public  use  and  exercise  without  clear  and 
4L>c':rcI':tx  vrcoc  •  The  cases  referred  to  at  the  bar  have  settled 
:>v*:  :>^  xsj*?  k^j:;?^  Sf  rubUc  use;  that  the  existence  and  trial  of 
x^':\tr  x^>r> vi*^  c£  the  very  same  sort,  if  abandoned,  if  not  used 
jt  Os  ^ '  :r\\v  ^.>?vl  :::tc  rnctice*  is  not  public  use  and  exercise  thereof 
-^  ,:v  V  ^"^vca^  l:i  ;he  case  of  the  suspension  principle  of 
%  N\  ^?s  "-^  ^^fc^  ^^'-'-  $»:evl  by  Mr.  Justice  Patteson  to  the  jury 

%^o  tr'^gvi  :>»i5  case.* — His  Lordship  having  read  the 
^  *vY*  o"^  t-N!*  H^  it-  Justice  *  Patteson  in  the  case  of  Jones  v. 
^  ;*>    ->.  *J^  t^jvrwvi  in  Mr.  Godson's  book  on  Patents,  p. 

^  v^    ^  v^-  A'.  ^  ^  *^  ^^^  *  rassage  from  Lord  Chief  Justice  Tindal's 
c"^ V*  \v  .V   V  ^^*'TJ  '-^  tV'^t*^  V.  Keene,  from  a  note,  p.  44,  of  Mr. 
XI  ,\\^M  ^  vV^*Wk  vl^\ye^t^^I : — *  You  will  observe  that  it  is  settled 
\,  ,  ^xi^  ^vsi'*  fo^xVs^l  CO  as  proofs  of  prior  use,  Ist,  must  have 
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been  public ;  2iid^  must  have  been  continued,  not  abandoned ;  Srd, 
must  have  continued  to  the  time  when  the  patent  was  granted :  I 
do  not  say  to  the  very  exact  period,  but  it  must  have  been  known 
and  used  as  a  useful  thing  at  the  time.  The  abandonment  of 
trials  as  not  successful  or  satisfactory,  is  a  decided  proof  that  the 
invention  was  not  turned  to  account  for  public  utility,  and  was 
not  in  public  use  and  operation." 

The  exception  was  to  this  charge,  in  so  far  as  the  Lord  Justice- 
Clerk  directed  the  jury  in  point  of  law  that  "  the  proof  of  prior 
use  of  the  patent  invention  must  not  only  be  public,  but  must 
have  been  continued,  not  abandoned,  and  must  have  continued  to 
the  time  when  the  patent  was  granted ;  not  to  the  exact  period, 
but  it  must  have  been  known  and  used  as  a  useful  thing  at  the 
time.  * 

After  arguments. 

*  The  Lord  Chancellor  (Lord  Lyndhurst).  — The  prin-  [*  800] 
cipal  question  in  this  case  arises  out  of  the  eleventh  excep- 
tion. The  learned  Judge  stated  to  the  jury  what  he  considered  to 
be  suflScient  evidence  to  support  prior  use,  so  as  to  invalidate  the 
patent  The  learned  Judge  expressed  himself  in  these  terms: 
"  You  will  observe  that  it  is  settled,  that  the  trials  founded  on,  as 
a  proof  of  prior  use,  must  have  been  public ;  must  have  been  con- 
tinued, not  aband^ed ;  must  have  continued  to  the  time  when  the 
patent  was  granted ;  I  do  not  say  to  the  very  exact  period,  but  it 
must  have  been  known  and  used  as  a  useful  thing  at  the  time. " 

The  firat  question  that  arises  upon  this  charge,  is  what  the 
learned  Judge  meant  by  the  word  "  trials. "  That  word,  as  I 
understand  it,  does  not,  in  that  passage,  import  experiments  going 
on  for  the  purpose  of  concluding  or  perfecting  the  invention.  But 
I  understand  the  word  "  trials  **  to  have  been  used  in  a  different 
sense.  It  could  not  have  been  used  in  the  former  sense,  for  this 
reason,  that  the  distinction  which  the  learned  Judge  draws  —  and 
draws  with  so  much  pains  and  so  much  care  —  could  not  have 
applied  to  that  meaning  of  the  term  **  trials ; "  because,  if  they 
were  mere  trials  and  experiments  in  the  progress  of  the  invention, 
it  was  wholly  immaterial  whether  they  were  continued  or  whether 
they  were  abandoned,  because  in  neither  case  could  they  have 
been  made  use  of  as  evidence  of  prior  use  for  the  purpose  of 
invalidating  the  patent 
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It  becomes  necessary,  therefore,  from  the  context  to  consider 
what  ii  w^  that  the  leanied  Judge  meant  by  the  word  "  trials ;  " 
and  I  think  that  sufficiently  appears  by  a  reference  to  the  former 
passage,  vhich  farmer  passage,  indeed,  is  only  separated  from  the 

passage  in  question  by  the  two  cases  to  which  the 
[•  SOl^  *  learned  Judge  refers ;  he  says :  **  The  cases  referred  to  at 

the  bar  have  settled  that  the  use  must  be  public  use ;  that 
the  existence  and  trial  of  r^ular  machines  of  the  very  same  sort, 
if  aloiivi.ned,  if  not  used  and  introduced  into  practice,  is  not 
rullio  use  and  exercise  thererf  in  the  kingdom. "  Then,  after 
>:a:iiig  the  two  cases,  he  goes  on  thus :  **  You  will  observe  that 
i:  is  settled  that  the  trials  founded  on  as  a  proof  of  prior  use,  1st, 
mast  have  been  public;  2nd,  must  have  been  continued,  not 
alaadoaed ;  3rd,  must  have  continued  to  the  time  when  the  patent 
was  granted.  *  He  is,  therefore,  obviously  speaking  of  the  same 
trials  to  which  he  had  before  referred,  namely,  trials  of  regular 
maohines  of  the  very  same  sort;  and  he  says,  those  trials  of 
rvguliir  machines  of  the  very  same  sort,  if  abandoned,  will  not  be 
evidence  of  public  use;  and  that  he  so  meant  is  quite  obvious, 
also>  frv^m  the  concluding  part  of  the  sentence,  where  he  says, 
*^  but  it  must  have  been  known  and  used  as  a  useful  thing  at  the 
time, *  What  is  the  meaning  of  that?  The  invention  must  have 
Ix^en  known  and  used  as  a  useful  thing  at  the  time.  So  that  I 
understand  the  proposition  of  the  learned  Judg^  to  be  this,  that  if 
the  machine  had  been  made  and  had  been  put  in  trial,  unless 
those  trials  had  gone  on  and  the  machines  had  been  used  up  to  the 
time  of  the  granting  of  the  letters  patent,  it  would  not  be  evi- 
vlouvv  of  prior  use,  so  as  to  invalidate  the  letters  patent 

Now  I  am  obliged  to  say,  with  all  deference  to  the  learned 
.huUv.  and  with  all  respect  for  the  learned  Judges  of  the  Court  of 
S^\<sionv  that  I  think  in  that  respect  they  are  mistaken;  and  that, 
\C  it  is  pr\n*ed  distinctly  that  a  machine  of  the  same  kind  was  in 
oMstv^uvV  and  was  in  public  use,  it  is  not  necessary  that  such  use 

V*  L ,  uld  come  down  to  the  time  when  the  patent  was  granted ; 
r*iH>il  i(  it  w«5!*  used  and  the  use  *  was  discontinued,  still  that  is 

*uflunent  evidence  in  support  of  the  prior  use,  so  as  to 
tti^-fiHJ*!*^  the  letters  patent 

HiW«  ittv  Lonls*  it  appears  to  me  that  the  learned  Judges  in 
» i ,  iVwH  ivlow  wore  misled  by  the  two  cases  that  were  cited  by 
l^njwus^l  Jvivl^e  who  presided  at  the  trial     There  is  an  expres- 
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sion  supposed  to  have  been  made  use  of  by  Mr.  Justice  Patteson 
at  a  trial  at  Nisi  Prius,  upon  which  reliance  was  placed,  reported, 
I  think,  in  Mr.  Godson's  book.  Whether  Mr.  Justice  Patteson 
did  really  make  use  of  that  expression  or  not,  I  have  no  means  of 
knowing.  But  afterwards,  when  the  case  of  Carpenter  v.  Smith, 
9  M.  &  W.  300  (p.  499,  ante),  came  before  the  Court  of 
Exchequer,  and  reference  was  made  to  that  passage  in  the  sum- 
ming up  of  the  learned  Judge  to  whom  I  have  referred,  Mr.  Baron 
Aldebson,  apparently  with  the  assent  of  the  rest  of  the  Court, 
commented  upon  that  observation,  dissenting  from  the  position, 
and  expressed  an  opinion  that  that  learned  Judge,  if  he  had  so 
expressed  himself,  had  expressed  himself  incorrectly  in  point  of 
law  (9  M.  &  W.  303). 

Again,  in  the  other  case,  Cornish  v.  Keene  (as  reported  by  Mr. 
Webster  in  his  book  on  Patents,  p.  137),  which  has  been  referred 
to,  which  is  also  a  Nisi  Prius  case,  at  which  the  Chief  Justice 
of  the  Common  Pleas  presided,  similar  expressions  are  imputed  to 
him.  But  in  a  subsequent  stage  of  Cornish  v.  Keene,  3  Bing. 
(N.  C.)  570,  4  Scott,  337,  when  it  came  before  the  Court  of 
Common  Pleas,  the  Judges  took  time  to  consider  their  judgment, 
and  the  learned  Chief  Justice  afterwards,  pronouncing  the 
opinion  of  the  Court,  did  not  state  the  position  in  those  terms, 
but  said,  that  if  before  the  granting  of  the  letters  patent  the 
machine  had  been  in  use,  that  was  prior  use  sufficient  to  invalidate 
the  letters  patent ;  and  it  was  not  necessary  that  the  con- 
trivance or  the  machine  *  should  be  in  use  up  to  the  time  [*  803] 
of  the  letters  patent.  If  it  is  discontinued,  provided  it 
has  been  once  in  public  use,  and  the  recollection  of  it  has  not 
been  altogether  lost ;  if  it  has  been  once  publicly  used,  that  will 
be  sufficient  to  invalidate  the  letters  patent,  although  the  use  may 
be  discontinued  at  the  time  when  the  letters  patent  were  granted. 

Now,  my  Lords,  I  apprehend  that  that  is  the  law,  and  the 
known  law,  upon  the  subject  in  this  country.  I  never  heard  it 
before  questioned,  that  the  notorious  public  use  of  an  invention 
before  the  granting  of  letters  patent,  though  it  may  have  been 
discontinued,  is  sufficient  to  invalidate  the  letters  patent 

Then,  the  remaining  question  for  our  consideration  is  this,  and 
it  is  an  important  one :  whether,  if  the  learned  Judge  laid  down 
the  law  incorrectly  to  the  jury,  this  was  calculated  to  mislead  the 
jury  in  the  verdict  they  were  to  pronounce.     Now  I  apprehend 
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that  in  this  case  it  was  eminently  calculated  to  mislead  the  jury, 
and  for  the  reasons  which  I  am  about  to  state.  The  question 
related  to  the  proceedings  that  had  taken  place  at  the  Bradley 
iron  works.  It  was  contended  that  a  machine  similar  to  th&t  of 
the  plaintiff's  had  been  publicly  used  at  those  works ;  and  another 
point  was  raised,  also,  as  to  whether  or  not  it  was  a  mere  experi- 
ment, or  the  actual  use  of  a  complete  machine.  Now  it  is  quite 
obvious  that  as  these  were  points  for  the  consideration  of  the  jury, 
the  jury  were  liable  to  be  misled,  and  greatly  misled,  by  the  sum- 
ming up  of  the  learned  Judge,  for  the  reason  which  I  am  about  to 
state.  When  they  retired  for  consideration,  they  would  naturally 
say  :  "  It  is  a  question  for  our  consideration  whether  this  machine 

used  at  the  Bradley  works  was  a  machine  similar  to  that 
[*  804]  of  the  plaintiffs.     And  another  consideration  *  that  we 

have  before  us  is  this :  Was  that  machine  simply  in  the 
course  of  experiment,  or  was  it  a  complete  machine  ?  *  In  order 
to  disentangle  themselves  from  the  difficulty  of  deciding  this 
question,  they  might  immediately  have  said,  and  they  would 
naturally  have  said :  "  It  is  quite  immaterial  for  us  to  consider 
those  points,  because  as  that  machine  was  afterwards  discon- 
tinued, the  learned  Judge  has  told  us  that,  although  we  should  be 
of  opinion  that  the  machines  were  the  same,  although  we  should 
be  of  opinion  that  the  machine  was  not  merely  in  the  course  of 
invention,  but  that  it  was  completed  for  the  purpose  of  practical 
use ;  yet  the  learned  Judge  has  told  us  that  unless  that  use  has 
come  down  to  the  time,  or  about  the  time,  of  granting  the  letters 
patent,  it  cannot  be  made  use  of  as  prior  use  for  the  purpose  of 
invalidating  the  letters  patent  It  is  unnecessary,  therefore,  for 
us  to  consider  those  points.  *  That  would  have  been  the  natural 
course  which  the  jury  would  have  taken ;  therefore  it  is  perfectly 
obvious  that,  if  the  learned  Judge  be  incorrect  in  the  manner  in 
which  he  stated  the  law  in  the  particular  which  I  have  stated,  it 
was  calculated  to  mislead  the  jury. 

Now,  my  Lords,  if  this  was  a  motion  for  a  new  trial,  having 
read  the  evidence  and  having  attended  to  the  record,  I  really,  for 
one,  should  feel  strongly  of  opinion  that  we  ought  not  to  have 
disturbed  the  verdict,  for  I  think  the  verdict  is  supported  by  the 
evidence.  But  when  we  come  to  consider  a  bill  of  exceptions,  we 
are  bound  to  take  a  different  view  of  the  subject ;  and  if  we  are  of 
opinion  that  the  law  was  laid  down  incorrectly,  and  if  we  are  of 
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opinion  that  the  jury  may  have  been  misled,  we  have  no  discretion 
to  exercise ;  we  are  bound  to  say,  under  such  circumstances,  that 
the  exception  must  be  allowed 

*  Under  these  circumstances,  I  am  of  opinion,  for  the  [*  805] 
reasons  which  I  have  thus  shortly  stated,  that  the  eleventh 
exception  ought  to  be  allowed. 

Lord  Brougham.  —  I  concur  with  my  noble  and  learned 
friend  that  we  have  no  choice  here  but  to  allow  the  eleventh 
exception. 

If  we  are  of  opinion,  *  first,  that  the  law  has  been  mis-  [*  806] 
taken,  and,  under  a  misapprehension  of  it,  it  has  been 
erroneously  delivered  by  the  Judge  to  the  jury;  and  if  we  are, 
secondly,  of  opinion  that  the  misdirection  in  point  of  law,  the 
mistake  in  point  of  law,  committed  by  the  learned  Judge,  had  a 
direct  tendency,  I  may  almost  say  an  inevitable  tendency,  to  mis- 
lead the  jury  in  the  conclusion  to  which  they  should  come  and  in 
the  verdict  which  they  should  deliver,  then,  my  Lords,  both  of 
these  questions  being  answered  in  the  affirmative,  that  the  law 
was  mistaken,  and  that  the  mistake  tended  to  mislead  the  jury  in 
their  verdict,  we  have  no  choice,  but  must  allow  the  exception. 

Now,  my  Lords,  a  more  important  mistake,  in  point  of  law, 
your  Lordships  will  give  me  leave  to  say,  could  not  possibly  have 
been  made  by  the  learned  Judge  than  that  into  which  the  learned 
Judge  fell  upon  the  present  occasion.  And  I  will  not  allow  it  to 
be  said  for  one  moment,  in  dealing  with  this  question,  that  there 
is  anything  doubtful,  that  there  is  anything  speculative,  that 
there  is  any  new  law  to  be  laid  down,  or  even  any  new  topics  in 
respect  of  the  law,  about  to  be  broached  here  in  dealing  with  the 
direction  of  the  learned  Judge;  for  I  speak  with  all  possible 
respect  for  that  learned  Judge's  great  ability  and  experience  in 
his  profession  in  Scotland,  when  I  say  that  this  law  which  has 
been  mistaken  here  by  his  Lordship  is  a  matter  of  as  perfect  cer- 
tainty, as  thoroughly  known,  and  as  little  drawn  into  doubt  in 
Westminster  Hall,  where  the  law  is  administered  touching  the 
construction  of  the  statute  of  James,  the  Patent  Act,  as  any  one 
branch  of  the  law  most  commonly  known  and  most  frequently 
administered  by  our  Courts. 

The  mistake   into  which   the  learned  Judge  fell,  and 
•  in  which  he  was  followed  by  his  brethren  of  the  Second  [•  807] 
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Division,  appears  to  me  to  have  arisen  from  this:  the  Patent 
Act  contains  two  exceptions;  the  proviso  under  which  the 
monopoly  is  allowed  to  be  granted,  notwithstanding  the  statute 
prohibiting  all  monopolies  for  the  future,  saves  to  the  Crown  the 
power  formerly  general,  and  now  become  limited  by  force  of  the 
Act,  in  two  cases  alone.  In  cases  of  invention,  the  patent  right, 
the  monopoly,  may  be  granted  by  the  Crown  to  a  person,  pro- 
vided, first,  he  be  the  first  and  true  inventor;  and  provided, 
secondly,  that  at  the  time  of  tlie  grant  of  the  monopoly  Qf  the 
patent,  others  shall  not  have  used  the  same.  Consequently, 
observe  the  result:  if  either  he  is  proved  not  to  be  the  true 
inventor,  or  if,  being  the  true  inventor,  nevertheless,  it  be  proved 
that  there  has  been  an  user  by  others  at  the  time  of  the  patent,  in 
either  the  one  case  or  the  other,  the  right  flies  off;  the  condition 
does  not  attach,  which  condition  precedent  must  have  existed  in 
both  those  particulars  to  enable  the  Crown  to  come  within  the 
benefit  of  the  proviso,  and  to  be  saved  from  the  prohibition  of  the 
Act  against  all  future  grants  of  monopoly. 

Now  the  Court  below  never  seems  to  have  kept  those  two 
conditions  distinct,  which  are  perfectly  distinct  in  their  own 
nature ;  for  a  person  may  be  disentitled  to  a  patent,  who  is  the 
first  inventor,  on  account  of  user  at  the  time ;  or  he  may  be  dis- 
entitled to  a  patent,  though  not  used  at  the  time,  if  he  was  not 
the  first  inventor:  both  titles  must  concur. 

Now  see  how  this  mistake,  with  respect  to  the  abandonment  and 
continuance,  got  in  through  the  door  which  I  have  just  shown 
your  Lordships  the  Court  allowed  to  be  left  open  for  error  creeping 
in.  If  an  invention  has  not  been  completed,  but  if  it  all 
[*  808]  rests  in  ♦  experiment  and  trial,  then  it  is  a  most  material 
circumstance  as  a  test  whether  any  given  act  of  a  party, 
other  than  the  inventor,  was  trial  or  complete  invention.  It  is  a 
most  salutary  and  important  test  to  apply  with  a  view  to  ascertain 
that,  to  see  whether  he  abandoned  it  or  continued  it ;  if  he  aban- 
doned it,  if  he  gave  it  up  altogether,  and  for  twenty  or  thirty 
years  did  nothing,  it  is  a  very  strong  presumption  that  it  was 
only  experimental,  not  an  invention  completed.  But  suppose  it 
was  complete,  and  suppose  it  is  admitted  not  to  have  been  a  trial ; 
suppose  it  is  allowed  to  have  been  an  invention  executed,  if  I 
may  so  speak,  not  merely  executory,  or  not  merely  in  the  progress 
of  invention,  but  an  invention  completed,  —  then  it  is  one  of  the 
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greatest  errors  that  can  be  committed  in  point  of  law,  to  say  that 
with  respect  to  such  an  invention  as  that,  it  signifies  one  rush 
whether  it  was  completely  abandoned,  or  whether  it  was  continued 
to  be  used  down  to  the  very  date  of  the  test  of  the  patent :  provided 
it  was  invented  and  publicly  used  at  the  time,  twenty  or  thirty, 
or,  as  in  this  case,  forty  years  ago,  it  is  perfectly  immaterial ,  not 
immaterial  to  the  second  question,  arising  upon  the  second  condi- 
tion, namely,  whether  it  was  used  or  not  at  the  time  of  the 
granting  of  the  patent,  but  totally  immaterial  to  the  other  ques- 
tion, which  is  equally  necessary  to  be  ascertained  in  the  inventor's 
favour,  whether  or  not  he  was  the  first  and  true  inventor ;  for  he 
must  be  the  first  and  true  inventor,  as  well  as  the  only  person 
using  it  at  the  time ;  otherwise  he  is  not  entitled  to  the  letters 
patent  Herein  precisely  lies  the  error  which  has  been  committed 
by  the  learned  Judge ;  he  dwells  upon  that  as  if  it  were  material 
in  both  cases;  that  is  to  say,  to  the  question  of  first  and  true 
inventor,  to  which  it  is  not  material,  as  well  as  to  the  question  of 
user  at  the  time,  to  which  it  is  material. 

*  I  entirely  agree  with  my  noble  and  learned  friend  in  [*  809] 
considering  that  there  can  be  no  doubt,  that  in  using  the 
word  "  trial  "  here,  the  learned  Judge  does  not  mean  it  as  experi- 
ment ;  because,  previously,  just  before  the  two  cases  are  cited,  he 
speaks  of  the  **  existence  and  trial  "  of  machines  of  the  very  same 
sort,  and  then  he  makes  his  observations  upon  it  Now  **  exist- 
ence "  implies  invention ;  "  trial  "  there,  is  rather  use  than  experi- 
ment; and  all  that  passage  of  the  learned  Judge's  charge,  taken 
with  what  follows  after  citing  the  two  cases,  and  somewhat  mis- 
understanding the  import  of  the  two  cases,  clearly  relates  to 
invention  executed  and  completed. 

My  Lords,  it  is  always  a  dangerous  thing  in  applying  a  Nisi 
Prius  dictum,  to  take  that  dictum  as  law,  when  it  goes  against  the 
known  law  laid  down  in  cases  in  banc,  which  has  received  the 
full  consideration  of  the  several  Courts  before  whom  the  question 
arose ;  but  it  is  still  more  dangerous,  when  we  are  dealing  with 
the  law  of  another  country,  to  rely  upon  the  chance  dicta  of 
Judges  at  Nisi  Prius ;  but  it  is  most  of  all  perilous,  and  most  of 
all  apt  to  lead  Judges  into  mistakes,  if  they  rely  upon  a  report 
not  in  any  of  the  regular  term  reports,  or  even  Nisi  Prius  reports, 
but  in  some  work,  though  of  a  learned  person,  yet  who  quotes  it 
without  authority ;  because  it  is  very  possible  that  there  may  have 
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been  a  misapprehension  of  ^hat  fell  from  the  learned  Judge; 
and  that  possibility  becomes  a  high  probability,  when  it  turns 
out  to  be  inconsistent  with  the  reason  of  the  case,  and  with  other 
known  authorities  in  the  regular  sources  from  which  you  obtain 
accounts  of  what  has  passed  before  the  learned  Judges. 

My  Lords,  I  doubt  very  much  whether  that  fell  from  Mr. 
Justice  Patteson  which  has  been  stated.  If  it  did,  it 
[*810]  has  been  negatived,  with  the  assent  of  the  Court  *of 
Exchequer,  by  what  fell  from  Mr.  Baron  Alderson  when 
the  subject  was  mentioned  in  Carpenter  v.  Smith,  As  to  what 
is  supposed  to  have  fallen  from  Lord  Chief  Justice  Tindal,  also, 
at  Nisi  Prius,  I  have  the  most  positive  and  indisputable  author- 
ity to  state  that  the  law  as  laid  down  now  by  the  Lord  Chan- 
cellor in  his  judgment,  and  as  I  have  now  stated  my  opinion 
upon  it  also,  is  —  notwithstanding  what  is  supposed  to  have  fallen 
from  the  learned  CniEif  Justice  —  the  clear  and  undoubted  law 
upon  the  subject ;  that  it  is  so  in  the  opinion  of  the  learned  CfflEF 
Justice  himself;  it  is  a  thing  that  will  not  admit  of  dispute; 
that  it  is  an  unquestionable  position,  as  to  which  no  doubt  what- 
ever can  be  entertained ;  and  I  believe  he  would  express  himself  as 
much  astonished  at  ever  having  heard  of  its  being  doubted,  as  I 
have  done  in  the  course  of  the  observations  which  I  have  taken 
leave  to  submit  to  the  House.  All  these  matters  being  duly 
taken  into  consideration,  and  there  being  in  my  apprehension  no 
kind  of  doubt  that  the  jury  upon  the  trial  would  say,  "  Why 
should  we  consider  whether  it  was  used  at  the  Bradley  works  or 
not?  Why  should  we  consider  whether  it  was  a  trial  or  a  com- 
pleted invention  ?  Be  it  so,  that  it  was  used  forty  years  ago ;  be 
it  so,  that  it  was  a  complete  invention ;  we  hear  the  learned  Lord 
Justice-Clerk  telling  us  that  we  need  not  trouble  ourselves  upon 
these  points,  for  it  is  enough  for  us  if  it  was  abandoned ;  and  that 
takes  the  facts  out  of  the  case,  and  leads  us  to  find  a  verdict  the 
other  way : "  —  upon  these  grounds  we  have  no  choice  in  this 
application,  it  being  a  bill  of  exceptions.  We  have  no  hesitation 
in  saying  that  the  law  was  misconceived  and  misstated  to  the 
jury.  The  law  is  undeniable ;  it  is  a  matter  of  no  doubt  or  hesi- 
tation among  any  men  in  this  country,  who  have  been 
[*  811]  accustomed  to  administer  *  it,  or,  I  will  venture  to  say, 
with  any  practitioner  whose  opinion  is  entitled  to  any 
weight;  and  I  am  also  of  opinion  that  the  law  so  laid   down 


B.  C.  YOL.  XX.]  SECT.  VIL  — NOVELTY.  523 

Vo.  89.  —  HooMhiU  Coal  and  Iron  Co.  v.  NtOion,  9  CL.  &  Fla.  811-814. 

tended  to  mislead,  and  must  necesdarily  have  tended  to  mislead 
the  juiy.  Upon  these  grounds  I  have  no  hesitation  in  supporting 
the  proposition  of  my  noble  and  learned  friend,  that  this  eleventh 
exception  must  be  allowed. 

Lord  Campbell  [After  observations  upon  the  other  exceptions 
which  had  been  disallowed] :  — 

When  we  come  to  the  eleventh  exception,  I  most  sin-  [813] 
cerely  and  deeply  regret,  after  all  this  litigation,  and 
when,  very  probably,  the  verdict  would  have  been  the  same  if  the 
direction  had  been  unexceptionable,  I  most  sincerely  regret  that 
we  are  bound  to  allow  it.  I  have  struggled  as  much  as 
*  I  could  against  this  exception.  I  was  very  anxious,  if  [*  814] 
possible,  to  consider  either  that  the  learned  Judge  was 
talking  merely  of  experiments,  or,  if  he  was  wrong  in  point  of 
law,  that  the  direction  was  immaterial.  But,  my  Lords,  after 
very  anxious  consideration  of  the  record  and  the  proceedings,  it  is 
impossible  for  me  to  get  rid  of  the  exception,  either  upon  the  one 
ground  or  the  other.  For  the  reasons  stated  by  my  noble  and 
learned  friends  who  have  preceded  me,  it  seems  to  me  now  quite 
clear  that  the  learned  Judge  was  not  speaking  of  experiments,  but 
that  he  was  speaking  of  prior  use  of  the  invention.  That  appears 
from  the  language  of  the  learned  Judge  himself.  It  appears  still 
more  clearly  from  the  exception,  to  which  he  did  not  object  It 
appears  still  more  clearly  from  the  language  of  the  learned  Judges 
of  the  Second  Division,  when  the  case  came  to  be  discussed  before 
them.  They  did  not  at  all  consider  that  the  observations  of  the 
learned  Lord  Justice-Clerk  referred  to  experiments;  they  all 
seem  to  have  considered  that  it  applied  to  the  prior  use  of  a  perfect 
machine. 

Then  if  that  be  so,  there  can  be  no  doubt  whatever  that  the 
law  which  he  laid  down  upon  the  subject  was  mistaken ;  because 
to  suppose  that  there  may  have  been  a  prior  use  of  the  invention, 
of  the  perfected  invention,  for  which  the  letters  patent  are 
granted,  and  that  that  prior  use  publicly  known  will  not  vitiate 
the  patent,  if  it  has  been  abandoned  but  a  few  weeks  before  the 
date  of  the  patent,  strikes  us  in  this  part  of  the  country  with 
astonishment.  That  certainly  is  not  the  law  as  we  have  ever 
understood  it;  and  I  think,  after  the  opinions  of  my  noble  and 
learned  friends  who  have  preceded  me,  I  can  have  no  hesitation 
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in  saying  that  that  cannot  be  considered  as  the  law  of  this 

country. 
[*  815]  *  The  learned  Judges  in  Scotland  seem  to  me,  with 
great  deference,  to  have  been  misled  by  the  expressions 
that  are  ascribed  to  Mr.  Justice  Patteson  and  to  Lord  Chief 
Justice  TiNDAL.  Now  I  was  counsel  in  the  case  of  J(mu  v. 
PearUy  and  I  believe  that  the  account  of  it  in  Mr.  Godson's  book 
is  substantially  correct  But  what  Mr.  Justice  Patteson  may 
have  said  in  that  case,  and  what  Lord  Chief  Justice  Tindal  may 
have  said  in  the  other  case,  taken  in  conjunction  with  the  whole 
of  their  direction,  amounts  to  this,  that  the  abandonment  may  be 
material  for  the  assistance  of  the  jury  to  consider  whether  it  be  a 
perfect  invention  or  not,  but  assuming  it  to  be  a  perfect  invention, 
the  abandonment  becomes  wholly  immaterial. 

The  learned  Judge,  therefore,  in  Scotland,  in  assuming  that  the 
direction  of  the  learned  Judges  in  England  to  the  jury  upon  a 
point  of  fact  to  assist  the  jury  upon  the  point  of  fact,  was  laid 
down  by  the  learned  Judges  in  England  as  a  point  of  law,  was 
certainly  mistaken. 

That  being  so,  the  only  question  that  remains  is  this,  whether 
this  misdirection  shall  be  considered  as  immaterial.  But  when  I 
look  at  the  form  of  the  issue,  I  cannot  say  that  it  was  immaterial, 
because  the  issue  is  whether  the  invention,  as  described  in  the 
said  letters  patent  and  specification,  is  the  original  invention  of 
the  pursuer.  Now  you  cannot  say  that  it  was  the  original  inven- 
tion of  the  pursuer  within  the  meaning  of  the  issue,  if  it  had 
been  publicly  known  and  practised  by  others  before  the  patent 
was  granted.  It  has  been  said  that  there  was  no  evidence ;  but  I 
think  that  is  a  mistake.  What  conclusion  the  jury  would  have 
come  to,  I  know  not;  but  at  the  Bradley  iron  works  there  was 
such  a  machine,  as  Mr.  Sutherfurd  acknowledged  at  the 
[•816]  bar,  as  would  have  amounted  *to  an  infraction  of  the 
patent,  if  the  use  of  it  had  been  subsequent  to  the  patent 

Then  that  being  so,  I  know  not  what  conclusion  the  jury  might 
have  arrived  at  They  might  have  thought  that  this  was  a  perfect 
machine,  that  it  was  the  same  machine,  and  that  it  had  been  pub- 
licly used.  If  they  had  been  of  that  opinion,  although  it  had  been 
abandoned,  they  ought  to  have  found  a  verdict  for  the  defenders. 

Under  these  circumstances,  I  regret  exceedingly  that  I  am 
obliged  to  concur  in  the  opinion  that  has  been  expressed  by  my 
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noble  and  learned  friends,  that  this  eleventh  exception  must  be 
allowed ;  and  the  consequences  of  that  will  be,  that  there  must  be 
a  venire  fadaz  de  novo,  and  that  the  cause  must  be  tried  by 
another  jury. 

The  LoBD  Chancellor.  —  If  there  had  been  any  doubt  whatever 
with  respect  to  the  meaning  of  the  words  used  by  the  learned 
Judge  in  summing  up,  those  doubts  would  be  removed  by  the 
concluding  words,  **  that  it  must  have  been  known  and  used  as  a 
useful  thing  at  the  time. "  What  ?  The  invention  must  have 
been  known  and  used  as  a  useful  thing  at  the  time  of  the  grant- 
ing of  the  letters  patent  That  shows,  demonstrably,  what  was 
intended. 

It  must  not  be  understood  that  your  Lordships,  in  the  judgment 
which  you  are  about  to  pronounce,  have  given  any  decision  upon 
this  state  of  facts,  namely,  if  an  invention  had  been  formerly  used 
and  abandoned  many  years  ago,  and  the  whole  thing  had  been 
lost  sight  of.  That  is  a  state  of  facts  not  now  before  us ;  it  is  not 
raised  upon  this  record ;  therefore  it  must  not  be  understood  that 
we  have  pronounced  any  opinion  whatever  upon  that  state  of 
things.  It  is  possible  that  an  invention  may  have 
existed  fifty  years  *  ago,  and  may  have  been  entirely  lost  [*  817] 
sight  of,  and  not  known  to  the  public.  What  the  effect  of 
that  state  of  things  might  be,  it  is  not  necessary  for  us  to  pro- 
nounce upon. 

It  was  ordered,  that  the  interlocutor  of  the  27th  of  January, 
1842,  complained  of  in  the  appeal,  he  affirmed  with  coats  : 
that  the  interlocutor  of  the  20th  of  July,  also  complained 
of,  be  reversed,  in  so  far  as  it  disallowed  the  11th  exception 
stated  in  the  hill  of  exceptions,  and  found  the  pursuers  in  the 
action  in  the  Court  helow  entitled  to  the  expenses  incurred 
hy  them  in  the  discussion  on  the  hill  of  exceptions;  hut 
that  in  all  other  respects  the  last-mentioned  interlocutor  he 
affirmed:  and  it  was  declared,  that  the  said  11th  exception 
ought  to  he  allowed,  and  that  neither  party  is  entitled  to  the 
expenses  incurred  hy  them  respectively  in  the  discussion  on 
the  hill  of  exceptions  in  the  Court  helow :  and  it  was  further 
ordered,  that  with  these  declarations  the  cause  he  remitted 
to  the  Court  of  Session,  to  proceed  further  therein  as  shall  he 
just  and  consistent  with  these  declarations  and  judgment 
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ENGLISH  NOTES. 

It  will  be  observed  that  a  clear  distinction  is  made  in  this  case 
between  a  disused  invention  which  had  been  formerly  used,  and  an 
abandoned  experiment.  That  an  abandoned  experiment  is  not  an 
anticipation  is  well  understood  law:  see  Jones  v.  Fearce  (1831),  1 
Webst.  P.  C.  122,  Higgins,  No.  171.  A  striking  instance  of  this  is 
furnished  in  the  second  of  the  incandescent  electric  lamp  cases. 
Edison  &  Swan  Electric  Light  Co.  v.  ffolland,  No.  22,  p.  388,  ante; 
where,  on  the  evidence,  Swan's  Newcastle  lamp,  which  in  the  former 
case  (Edison  &  Swan  Electric  Light  Co.  v.  Woodhouse,  No.  21,  p.  336, 
ante)  was  assumed  to  be  a  useful  invention,  was  shown  to  be  an 
abandoned  experiment. 

AMERICAN  NOTES. 

As  to  abandoned  experiments,  see  ante,  p.  125.  As  to  anticipation,  the 
general  rule  in  America  now  is  that  that  which  infringes,  if  later,  anticipates 
if  earlier.  Peters  v.  AcHve  Mamif,  Co.y  129  United  States,  530;  Ide  v.  Boll 
Engine  Co.,  149  id.  550 ;  Knapp  v.  Aforaa,  150  id.  221 ;  Miller  v.  Eagle  Manuf. 
Co.,  151  id.  186 ;  Bannerman  v.  Sanford,  85  Federal  Rep.  448.  Anticipations 
will  not  be  found  in  prior  devices  in  the  art  to  which  a  patent  belongs  unless 
they  are  of  such  a  character  as  to  have  furnished  clear,  if  not  unmistakable, 
suggestion  of  the  improvement  in  question,  and  if  the  anticipation  suggested 
comes  from  another  art,  it  will^  have  less  significance,  proportioned  inversely 
to  the  distance  from  which  it  is  brought.  Williams  v.  American  String 
Wrapper  Co.,  57  United  States  Appeals,  869,  878 ;  Matheson  v.  Campbell,  77 
Federal  Rep.  280;  Sinionds  Rolling  Machine  Co.  v.  Hathom  Manuf.  Co.,  93 
id.  958.  A  patent  is  not  anticipated  by  an  accidental  result  of  a  process  not 
understood  or  foreseen  by  the  inventor.  Tannage  Patent  Co.  v.  Donallan,  93 
Federal  Rep.  811 ;  Fenton  Metallic  Manuf.  Co.  v.  Office  Specialty  Manuf  Co., 
12  District  of  Columbia  Appeals,  201 ;  Office  Specialty  Manuf.  Co.  v.  Fenton 
MetaUic  Manuf.  Co.,  174  United  States,  492;  Topliff  v.  Topliff,  145  id. 
156.  A  patentee's  knowledge  of  an  anticipatory  device  is  presumed,  and  his 
actual  knowledge  thereof  is  immaterial.  Roemer  v.  Simon,  1  Banning  & 
Arden  Pat.  Cas.,  188;  Lettelier  v.  Mann,  91  Federal  Rep.  909,  913. 

Tlie  burden  of  proving  an  anticipation  always  rests  upon  the  defendant, 
and  every  reasonable  doubt  is  resolved  against  him.  Barbed-Wire  Patent,  143 
United  States,  275,  284.  An  anticipation  is  not  shown  by  a  prior  publication 
containing  a  description  so  vague  and  uncertain  that  it  would  not  support  a 
patent,  and  if  the  patentee  believes  himself  the  first  inventor,  and  has  no 
knowledge  of  a  prior  use  of  the  same  invention  abroad,  his  patent  will  not 
here  be  defeated  thereby.  Badische  AnUin  jr  Soda  Fabrik  v.  Kalle,  94  Federal 
Rep.  168;  see  French  v.  Carter,  137  United  States,  239;  ante,  p.  184.  As 
already  stated  (ante,  p.  124)  the  question  of  utility  is  often  closely  allied  to 
and  interrelated  with  that  of  novelty.  See  Gardner  v.  Herz,  118  United 
States,  180.    When  novelty  is  the  question  in  issue,  the  patent  relates  back 
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to  the  date  of  the  inventioD,  and  not  to  the  time  of  the  application  for  its 
issae.  Klein  v.  Russell,  10  Wallace  (U.  S.),  488;  Andrews  y.  HoveyyUi 
United  States,  694,  711.  If,  in  any  particular  case,  the  question  of  anticipa- 
tion or  lack  of  novelty  is  not  free  from  doubt,  the  success  which  the  com- 
plainant's product  has  met  with  has  weight  in  turning  the  scale  in  favor  of 
the  invention.  McGowin  v.  New  York  Belting  jr  Packing  Co.,  141  United 
States,  832 ;  McClain  v.  Ortmayer,  id.  419;  Gandy  v.  Main  Belting  Co,y  148  id. 
687;  McEwan  v.  McEtoan,  91  Federal  Rep.  787,  792.  But  increase  of  cheap- 
ness is  not  alone  invention  or  novelty.  Schwartzwaelder  v.  Detroit,  77  Federal 
Bep.  886.  In  a  combination,  elements  not  claimed  are  admitted  to  be  old. 
Rowell  V.  Lindsay,  118  United  States,  97.  In  the  case  of  a  combination  the 
American  law  requires  the  patentee  to  specify  particularly  what  he  claims  to 
be  new,  and  if  he  claims  a  combination  of  certain  elements  or  parts,  all  these 
elements  are  presumed  to  be  material  if  the  patent  does  not  otherwise  indi- 
cate. Water-Meter  Co,  v.  Desper,  101  United  States,  832,  837.  New  and 
useful  means  for  accomplishing  a  certain  result  are  alone  patentable,  and 
not  the  end  or  purpose  sought  to  be  gained  by  a  device.  Knapp  v.  Morss, 
150  United  States,  221.  Facts  tending  to  establish  novelty  are  the  patentee's 
oath  that  he  is  the  first  and  original  inventor,  followed  by  the  granting  of  the 
patent;  undisturbed  enjoyment  of  his  exclusive  right  thereunder;  decisions 
of  the  Courts  in  favor  of  the  validity  of  the  patent,  or  injunctions  granted 
upon  his  application  against  infringements  thereof.  Hussey  v.  Whitely,  1 
Bond  (U.  8.),  407. 

When  form  is  material,  as  in  the  case  of  design  patents,  the  test  of  identity 
of  invention  is  the  likeness  in  appearance  to  the  eye  of  an  ordinary  observer. 
Gorham  Company  y.  White,  14  Wallace  (U.  S.),  611,  624;  Smith  v.  Whitman 
Saddle  Co,,  148  United  States,  674;  Sagendorph  v.  Hughes,  96  Federal 
Rep.  478. 

The  fact  that  want  of  novelty  is  not  set  up  in  the  answer  to  a  patent  suit 
does  not  prevent  the  patent  being  declared  invalid  for  this  cause.  Richards 
V.  Chase  Elevator  Co,,  158  United  States,  299. 

When  a  patented  device  is  a  mere  improvement  upon  an  existing  machine, 
and  the  case  is  not  complicated  by  other  anticipatory  devices,  the  question 
whether  there  is  a  new  invention  is  usually  free  from  difficulty.  When  the 
alleged  novelty  consists  in  transferring  a  device  from  one  branch  of  industry 
to  another,  various  considerations  influence  the  decision.  If  such  new  use  is 
analogous  to  the  former  one,  the  patent  will  be  construed  more  strictly,  while 
if  the  transfer  be  to  a  branch  of  industry  remotely  allied  to  the  other,  and  the 
effect  of  such  transfer  is  to  supersede  other  methods  of  doing  the  same  work, 
the  means  employed  in  the  transfer  will  be  less  critically  examined.  Hence, 
while  a  patentee  is  entitled  to  every  use  of  which  his  invention  is  susceptible, 
whether  such  use  is  known  to  him  or  not,  the  improver  upon  his  device  may 
also  draw  to  himself  the  quality  of  an  inventor.  Thus,  among  many  in- 
stances, invention  has  been  negatived  to  one  who  applied  the  principle  of  an 
ioe.oream  freeser  to  the  preservation  of  fish :  ^rown  v.  Piper,  91  United 
States,  87,  while,  on  the  other  hand,  a  patent  was  upheld  to  one  who  first 
applied  to  telegraph  instruments  a  torsional  spring  previously  used  in  clocks, 
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doors,  and  other  arUcles  of  domeetic  furniture.  Western  Electric  Co.  y.  La 
Rue,  189  United  States,  eOl.  See  especially  Potts  t.  Creager,  155  id.  597, 606 ; 
Hartshorn  v.  Saginaw  Barrel  Co.,,  119  id.  664.  For  the  purpose  of  ascertain- 
iug  the  state  of  the  art,  the  Court  may  take  notice  of  matters  appearing  in  its 
own  records.  Ctishman  Paper  Box  Machine  Co.  v.  Goddardy  95  Federal  Rep. 
064, 666.  The  inventor  of  the  first  improvement  cannot  invoke  the  doctrine  of 
equivalents  to  suppress  all  other  improvements  which  are  not  mere  colorable 
invasions  of  the  first  McCormick  v.  Talcotty  20  Howard  (U.  S.),  402,  405; 
Wright  V.  Yuengling,  155  United  States,  47 ;  Overweight  Counterbalance  Elevator 
Co.  V.  Improved  Order  of  Red  Men's  HaU  Ass\  94  Federal  Rep.  155.  A 
claim  cannot  be  evaded,  but  is  infringed  when  a  weU-known  mechanical 
equivalent  is  substituted  for  an  element  in  a  combination  or  process.  Bogt 
T.  Home,  145  United  States,  802 ;  Weatherhead  v.  Coupe^  147  id.  822. 


No,  86.  — HILLS  v.  LONDON  GASLIGHT  COMPANY. 

(1860.) 

No.  37.  — BETTS  v.  MENZIES. 
(h.  l.  1862.) 

No.  38.  — PLIMPTON  v.  MALCOLMSON. 

(1876.) 

RULE. 

In  order  to  show  that  a  previously  published  specifica- 
tion (or  other  publication)  is  an  anticipation,  it  must  be 
alt^ar  that  the  antecedent  publication  disclosed  a  practical 
nunlo  of  producing  the  result  which  was  the  object  and 
iiiTtnit  of  the  subsequent  invention ;  and  that  the  descrip- 
tion was  sufficient  to  enable  a  workman  having  the  ordi- 
luiry  skill  and  knowledge  of  the  trade,  to  obtain  the  result. 

Hills  Y.  London  Oaalight  Company. 

29  L.  J.  Ex.  409-425  (s.  c.  5  Harl.  &  N.  312). 

[40U]  Patent  —  NoveUg.  —  First  Inventor.  —  Former  Patents.  —  Ckmetmc- 
Hon  of  Specifioatiions.  ^  Evidence. 
In  1M40  C.  took  out  a  patent  "  for  improvements  in  the  manufacture  of  gas," 
ki'n  flttlming  the  use  of  "certain  salts,  acids,  and  oxides'';  describing  a  prooees 
fur  tlio  Hpplloatlon  of  **an  oxide" ;  and  adding,  "  The  same  effect  may  be  pro- 
iUiMd  by  the  application  of  oxides  of  iron " ;  but  not  distinguishing  between 
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oxides  "  hydrous  "  and  "  anhydrous,"  nor,  indeed,  being  aware  of  the  distinction. 
He  used  his  process  for  a  few  months  openly,  and  at  a  large  gas-works,  where 
.the  gas  purified  thereby  was  coneained ;  and  he  then  sold  his  invention  to  one 
L.,  who  afterwards  (in  1847)  took  out  a  patent  "for  improvements  in  manu- 
facturing coal  gas,"  claiming  a  method  of  purifying  by  chloride  of  calcium,  and 
claiming  also  the  use  of  muriate  and  sulphate  of  iron ;  and  adding,  "  The  oxides 
or  carbonates  which  result  are  useful  for  purification,"  but  not  expressly  men- 
tioning oxides  of  iron.  He  used  his  process  for  some  time  at  certain  gas-works; 
and,  subsequently,  in  November,  1849,  the  plaintiff  applied  for  and  obtained  a 
patent,  the  specification  of  which,  as  amended  by  disclaimer,  described  and 
claimed  certain  processes  for  purifying  gas  by  means  of  '*  hydrated  or  precipi- 
tated oxides  of  iron,"  and  also  a  process  whereby  the  materials  so  used  were  to 
be  re-oxidised  and  thus  renewed  for  use.  In  an  action  against  a  gaslight  com- 
pany for  a  breach  of  this  patent,  by  the  use  (as  was  alleged)  of  this  process,  the 
patents  of  C.  and  L.  were  put  in,  and  they  were  called  for  the  defendants,  to 
show  that  their  processes  virtually  produced  the  same  result  as  the  pl£duti£rs, 
and  as  to  the  meaning  of  the  terms  employed;  and  there  was  a  great  body  of 
testimony  on  both  sides  upon  the  question  whether  the  former  specifications 
indicated  the  use  of  hydrated  oxides  of  iron :  —  Held,  that  the  question  not  being 
as  to  the  validity  of  the  former  patents,  but  of  the  plaintiff's,  upon  the  issue  of 
novelty,  &o.,  it  was  not  for  the  Judge  merely  to  construe  the  specifications  as 
matter  of  law  with  reference  to  that  issue ;  but  that  the  question  was  one  of  fact 
for  the  jury,  to  be  determined  upon  the  whole  of  the  evidence,  both  as  to  the 
meaning  of  the  specifications,  and  what  was  actually  done  under  them. 

Heldf  also,  that  the  patent  was  valid,  and  a  verdict  for  the,  plaintiff  was 
upheld. 

This  was  an  action  for  the  infringement  of  the  plaintiff's  patent. 

The  questions  raised  and  discussed,  so  far  as  necessary,  to  show 
the  principle  of  the  decision,  sufficiently  appear  from  the  judg- 
ment of  the  Court  delivered  by 

Bramwell,  B.  —  This  case  was  tried  before  me,  at  [419] 
Guildford,  in  the  year  1858.  The  trial  occupied  five  days ; 
I  see  that  the  argument  occupied  seven  days  here ;  and  I  am  now 
about  to  deliver  the  judgment  of  the  Court  upon  it.  It  is  almost 
impossible  to  state  the  facts  of  the  case,  except  as  I  consider  each 
of  the  questions  that  arose  upon  the  trial,  and  therefore  I  shall 
not  make  any  preliminary  statement  of  the  facts. 

The  first  objection  I  shall  deal  with  was,  that  the  verdict  was 
against  the  evidence  on  the  question  of  whether  the  plaintiff  was 
the  inventor  of  that  for  which  he  obtained  patent  and  specifica- 
tion. It  was  contended,  on  the  part  of  the  defendants,  that  he 
was  not  so,  and  that  he  had  merely  taken  it  from  a  person  named 
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Laming^  who  had  invented  it;  that  is  to  say,  not  that  he  had 
copied  it  from  Laming 's  specification,  or  publication  of  Laming's, 
but  that  being  aware  of  the  experiments  that  Laming  had  been 
carrying  on»  the  plaintiff  had,  in  truth,  taken  his  invention,  and 
cliiimed  Co  be  the  inventor  of  that  of  which,  in  truth.  Laming  was 
the  iuvt*uti.^r.  Now  this  was  purely  a  question  of  fact  left  to  the 
jury,  and  the  jury  found  a  verdict  for  the  plaintiff.  I  need  not 
gv>  iiico  that  question  at  any  length.  It  is  enough  to  say  that 
there  wa:j  the  plaiutiff^s  positive  oath  that  he  was  the  inventor  of 
it,  and  that  he  did  not  know  of  Laming's  invention,  and  he  was 
als».>  very  couj^iderably  corroborated.  The  actual  date  of  his  having 
a  pi{.v  dxed  fn^>m  the  gas-works  into  his  premises  was  given,  and 
he  wajj  jK^tively  corroborated  as  to  his  invention  being  earlier  in 
dute  than  Laming 's  was.  On  the  other  hand,  there  was  the  fact 
tlxat  Lamiug  had  invented  it  before  the  plaintiff  got  his  patent, 
and  no  doubt  there  were  other  circumstances  more  or  less  tending 

to  make  it  probable  that  the  plaintiff  had  borrowed  aud 
[*420]  taken  •  Laming 's  invention.     Still,  as  I  said  before,  the 

question  was  purely  a  question  for  the  jury.  The  plain- 
tiff pledged  his  oath  that  he  had  not  done  so,  and  we  do  not  feel 
warranted  in  interfering  with  the  verdict  of  the  jury  on  that 
point     Therefore,  so  far,  the  rule  will  be  discharged. 

The  next  question  that  arose  was  upon  the  specification  of  a 
person  named  Croll.  CroU,  in  the  year  1840,  obtained  a  patent 
for  "  improvements  in  the  manufacture  of  gas, "  and  it  was  said 
that  in  the  specification  which  he  filed  in  pursuance  of  the  terms 
of  that  patent,  he  had  disclosed  a  part  of  the  plaintiff's  discovery. 
And  first  of  all  it  was  said,  as  a  matter  of  law,  the  defendant  was 
entitled,  pursuant  to  the  leave  reserved,  to  enter  a  verdict  for  a 
nonsuit,  because,  upon  a  comparison  of  the  two  specifications,  the 
ftpi^cification  of  the  plaintiff  and  the  specification  of  Croll,  it 
Would  be  seen  that  the  plaintiff  had  been  anticipated  by  Croll. 
Now,  upon  this  part  of  the  case,  the  material  facts  are  these. 
The  plaintiff's  invention  was  for  the  use  of  hydrated  oxide  of 
iron  for  the  purification  of  gas  from  sulphuretted  hydrogen. 
Croll,  in  his  specification  (which,  be  it  observed,  is  neither  more 
iTor  less  in  value  in  consequence  of  its  being  a  specification,  —  it 
\^'nuld  be  the  same  thing  if  it  had  been  a  paper  appearing  in  a 
pamphlet  or  in  any  scientific  publication  or  elsewhere),  after 
speaking  of  the  use  of  black  oxide  of  manganese  for  this  purpose, 
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that  is,  to  remove  the  sulphuretted  hydrogen,  goes  on  and  says, 
after  describing  how  he  uses  it,  **  the  same  effect  may  be  produced 
by  the  application  of  the  oxide  of  zinc  and  the  oxides  of  iron,  and 
treated  precisely  in  the  same  way  as  above  described. "  It  was 
said  upon  that,  that  upon  a  comparison  of  the  two  documents  the 
plaintiff,  who  was  only  claiming  the  use  of  hydrated  oxide  of 
iron,  had  been  anticipated  by  Croll,  who  claimed  the  use  of  oxides 
generally.  Now,  at  the  trial,  the  controversy  between  the  parties 
was  this :  it  was  said,  that  it  might  be  that  no  one  could  tell, 
merely  upon  reading  the  two  documents,  that  that  was  so;  but 
that,  if  the  truth  was  known,  the  context  of  CroU's  patent  would 
show  that  he  used,  not  hydrated  oxides  of  iron,  but  anhydrous 
oxide:  whereas,  on  the  other  side,  namely,  on  the  part  of  the 
defendants,  it  was  said,  that  the  context  would  show  that  he  had 
used  hydrated  or  anhydrous  oxides,  or  both;  in  either  of  which 
cases  the  plaintiff  had  been  anticipated  by  Croll.  Now,  in  order 
to  prove  that  Croll  meant  anhydrous  oxide  of  iron,  evidence  was 
given,  which  it  is  not  necessary  for  me  to  go  into  minutely,  for 
the  purpose  of  showing  that  it  must  be  anhydrous  oxide  that  Croll 
meant ;  because  he  speaks  of  roasting  the  oxide  even  to  a  red  heat, 
which  would  make  it  anhydrous,  and  therefore  anhydrous  oxide 
must  be  the  thing  that  he  used.  On  the  other  hand,  the  defend- 
ants gave  evidence  of  a  contrary  character.  Now,  if  we  examine 
Croirs  specification,  upon  the  face  of  it,  or  if  we  examine  the 
specification  with  reference  to  the  evidence  given,  we  are  equally 
of  opinion  that  Croll  meant  both  sorts  of  oxide,  that  is  to  say,  the 
anhydrous  and  the  hydrated.  The  truth  is,  that  what  Croll  meant 
was  very  accurately  expressed  by  himself.  He  said,  "  I  did  not 
know  the  difference  between  the  two.  I  used  oxide  of  iron,  but 
I  could  not  tell  whether  it  was  anhydrous  or  hydrated. "  He,  no 
doubt,  used  hydrated  oxide.  Moreover,  there  is  another  thing : 
his  specification,  as  explained  by  the  evidence,  goes  to  show  that 
none  of  the  oxide  that  he  used  became  anhydrous,  because  it  does 
not  appear  that  the  heat  which  he  applied  to  it  was  enough  to 
make  it  anhydrous.  And,  moreover,  if  that  were  so,  it  would  be 
immaterial,  for  this  reason ;  —  it  appears  that  it  is  not  dependent 
upon  whether  the  oxide  is  anhydrous  or  hydrated,  as  to  whether 
it  would  absorb  sulphuretted  hydrogen ;  it  appears  to  be  a  property 
of  the  oxide  depending  upon  its  molecular  construction.  And 
that  is  equally  true  of  the  hydrated,  as  of  the  anhydrous ;  that  is 
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•.•  -^^    -n^c  -f  J  li  TTa]r*  ihe  hrdrated  oxide  anhydrous,  it  will 

*.  ui^  "    J.,  -f-  r*   -i^tf  sir^aTE»?t:ted  hydrogen.     That  being  so,  it  is 

>-r  ♦  •  :-•  -'^  ^--x  .-  diLic  Cr:ll  might  have  used  the  hydrated  oxide, 

j-L.-  .   ::   i^xf  ir5C  inscuiee*  and  becoming  anhydrous  afterwards, 

v:    .  .    r  '▼»  :1  L  s^vii  be  jci  being  heated.     So  that,  whether  we 

.  X    ii     :  r    ¥  ris^   Jt  Cr  H's  specification,  which  are  general  — 

'    v.  .t<    r  LTJiu'  or  whether  we  look  at  them  with  this 

•  ^1:'  ^  -     ..iiiuL.  a  •^'-vea  us  by  the  evidence,  the  conclusion  is, 

:n..:   Jr*!!  aas  srecided  for  the  use  of  the  hydrated  and 

:  ^    i::l.    Lr  ,:^   .^\^:es  ot  ir«?n ;  and  if  the  matter  rested  there,  it 

^  u  i  Sr  x.i:i  :l<c  :l:ac  0^.^11  had  anticipated  the  plaintiflF.     But 

iH  a  :::t   irvi'iuitjiic  beD:re  us,.  Mr.  Grove  put  forward  a  considera- 

■:  11  u-  c  lu'  -rA»i  r-j  au  the  trial     He  said,  it  is  true  that  CroU 

-ii  I    X   ;tL<    t  :r»:a  :  and  it  may  be  true  that  he  means  all  oxides. 

V  .x'»    :  :•     A»  5*.':  bat  thjit  is  not  such  a  statement  as  precludes 

ti  '  ..    a  rtt  i.^-overy  by  the  plaintiff,  because  there  are  many 

.»x  'AS.  —  :>c  jydrticet-I  and  anhydrous,  the  natural  and  the  artifi- 

.  .i! .  aiir  :>*.'rue  wilU  and  some  will  not,  answer*  the  purpose;  and, 

•,  »^rT;'ivre.   it  i^  a  matter  of  investigation  and  experiment  to  see 

\i'ku  ^I'l.      Now,  as  to  that  argument,  plainly,  it  is  a  matter  of 

\iv%,  Iw^use  it  is  impossible  for  us  to  say  that  it  may  not  be  the 

xii'> \vc   ot    invention;  and  I  think   it  may  be  made  abundantly 

Mui'ii\v<t  iu  this  way.     Suppose  CroU  had  said  some  of  the  oxides 

vfc'**  v^^  wv>uKl  it  be  said  that  in  that  case  the  Court  would,  as  a 

MKiuoi  of  law,  say  there  could  be  no  investigation  and  invention 

v^u  v!\o  part  of  the  plaintiff?    But  let  us  take  the  case  a  little 

imii'kt      SupjHVjie  he  had  said,  "  Some  substances,  of  which  iron 

iM  t' 0  Im<\\  or  into  which  iron  largely  enters,"  — would  that  be 

ct'vii .:!i  *     If  it  would,  why  would  not  it  do  to  say,  "  some  metal- 

t  .^  >iiP  si.uKV  *  ?  —  and  if  that  would  do,  why  not  say,  *  some- 

\\\^\^*  *    Tho  truth  is,  that,  as  a  matter  of  law,  assuming  that  a 

|i*  *-».,«  .^v'^'^  something  will  do  and  something  will  not  do,  it  is 

iUi|H>i^^iMo  fv^r  the  Court  to  say  that  it  is  not  a  matter  of  research 

iMiit  .'\{vviu\ont  to  ascertain  what  will  do.     It  may  be  said  here, 

Ihiit  r\\^U  dvV8  not  say  some  oxide,  but  "  the  oxide  of  iron.*     But 

U  i\  W  true  that  the  expression  "  some  oxides  *  does  not  preclude 

iHW^iiUou  and  discover)%  how  can  saying  that  all  the  oxides  will 

s\\\  Vk\\w\\  is*  the  truth,  and  something  more  than  the  truth,  be 

%w\\  «l  j*tatomout  that  invention  and  discovery  are  precluded  ?    It 

0^m%  {o  UvH  iuiiK>ssible  that  it  shall,  and  the  result  is,  we  concede 
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to  Mr.  Grove's  argument,  that,  upon  mere  comparison  of  these 
two  instruments,  CroU  has  not  anticipated  the  plaintiff,  preclud- 
ing him,  as  a  matter  of  law,  from  being  the  discoverer  of  the 
invention;  so,  therefore,  upon  this  ground,  the  Court  are  of 
opinion  that  it  would  have  been  wrong  to  have  nonsuited  the 
plaintiff  or  directed  a  verdict  for  the  defendants. 

I  may  make  an  observation  here  upon  the  case  of  Bush  v.  Fox 
(1856),  5  H.  L.  C.  707.  I  need  scarcely  say  that  we  do  not  sup- 
pose that  we  are  deciding  in  any  degree  contrary  to  Bush  v.  Fox, 
Further,  we  hold  that  there  are  certain  cases  in  which,  upon  the 
mere  collocation  of  two  specifications,  or  the  specification  of  a 
patent  and  a  previous  written  document,  the  Court  may  say  that 
the  patentee  has  been  anticipated.  Undoubtedly  that  is  so ;  the 
thing  might  be  in  identically  the  same  words,  or,  if  there  were  a 
variety  in  the  words,  there  might  be  no  variety  in  the  thing. 
Probably  it  would  be  found  that  in  the  case  of  what  are  called 
mechanical  patents,  this  would  much  more  easily  be  so  than  in 
the  case  of  chemical  patents,  or  in  other  cases  where,  what  we 
may  call  the  occult  qualities,  or  the  qualities  of  matter  which  are 
not  the  subject  of  popular  knowledge,  are  made  the  subject  of  a 
patent  I  do  not  mean  to  say  that  the  Court  are  in  this  absurd 
condition,  that  they  could  not  take  upon  themselves  to  say  that 
iron  is  heavy,  or  that  it  will  fall  if  left  without  support,  because 
that  is  a  familiar  property,  which  all  must  know ;  but  the  Court 
cannot  know,  and  is  not  bound  to  know,  what  oxide  of  iron  will 
purify  gas  from  sulphuretted  hydrogen.  Therefore,  the  principle 
of  Bush  V.  Fox  is  not  in  any  way  trenched  upon  by  what  we  are 
deciding. 

Then  it  was  said,  at  all  events,  CroU's  specification  and  CroU's 
practice  under  his  specification  were  such  a  previous  acting  in  the 
matter  as  to  preclude  the  plaintiff  from  being  the  inventor,  not  in 
point  of  law,  but  in  point  of  fact,  and  that  the  verdict  of  the  jury 
upon  that  matter  was  against  the  evidence.  As  I  said  before,  the 
contention  at  the  trial  was  this :  the  plaintiff  said  Croll  means 
anhydrous  oxide ;  the  defendant  said,  "  No ;  he  means  hydrated  or 
anhydrous,  or,  at  all  events,  hydrated  and  anhydrous." 
That  question  was  left  to  the  jury,  though  not  *in  those  [*422] 
words.  It  was  not  put  to  the  jury,  "  What  does  Croll 
mean  by  his  specification  ? '  But  it  was  put  to  the  jury  whether, 
upon  hearing  the  scientific  evidence,  they  could  say  that  Croll  in 
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his  patent,  and  in  his  specification,  had  anticipated  the  plaintifif, 
precluding  him  from  the  discovery ;  and  they  then  found  a  verdict 
for  the  plaintiff.  Now  it  appears  to  us  that  the  true  question  was 
not  put  to  the  jury,'  because  the  proper  question  to  have  been  put 
to  the  jury  was  this:  "  I  tell  you,  gentlemen,  that  as  a  matter  of 
law,  Croll's  patent  comprehends  both  hydra  ted  and  anhydrous 
oxide,  and  it  is  for  you  to  say  whether  by  the  scientific  evidence 
given  to  you,  the  plaintiff  is  the  discoverer;  because,  inasmuch  as 
all  hydrated  oxides  will  not  do,  it  is  still,  in  point  of  law,  a  pos- 
sible matter  of  invention  and  discovery.  *  That  ought  to  have  been 
the  question  left  to  the  jury ;  but  it  was  not  the  question  that  was 
left  to  them.  Well,  then,  what  is  to  be  done  with  it  ?  The  jury 
say,  **  We  do  not  think  that  CroU  anticipated  the  plaintiff.  * 
However,  when  I  say  that  the  proper  question  was  not  left  to  the 
jury,  I  must  add  that  the  point  was  not  made;  the  question  was 
not  raised ;  and  I  certainly  could  not  be  expected  to  pick  out  the 
proper  question  in  a  chemical  patent,  if  neither  of  the  parties 
suggested  it.  That  question,  therefore,  was  not  left  with  the 
jury.  But  are  we  to  say  that  because  it  was  not  left  to  the  jury, 
we  must  inevitably  grant  a  new  trial,  not  on  the  ground  that  the 
verdict  was  against  the  evidence,  but  on  the  ground  that  the 
question  was  not  put  to  the  jury  ?  It  seems  to  us  that  we  ought 
not  to  do  so,  unless  we  can  see  that  upon  a  fresh  trial  the  jury 
ought  to  come  to  a  different  conclusion,  if  that  question  was  put 
to  them.  Now  we  cannot  see  that :  on  the  contrary,  we  think 
that,  in  all  probability,  the  jury  would  come  to  the  same  con- 
clusion that  the  former  jury  came  to.  The  question  put  to  that 
former  jury  in  words  comprehends  this  question,  Did  CroU  antici- 
pate the  plaintiff?  And  the  jury  say,  "  No."  And  even  if  the 
question  had  been  put  to  them  in  the  form  in  which  it  occurs  to 
us  that  it  ought  to  have  been  put,  we  think  they  would  have 
returned  the  same  answer,  because  it  is  manifest  that  CroU  here 
had  the  vaguest  notions  of  what  he  was  speaking  about,  and  that 
Laming  afterwards  considered  himself  positively  the  inventor  of 
the  matter  also.  There  is  no  doubt  that  hydrated  oxide  of  iron 
had  not  been  used  at  all,  or,  at  least,  the  use  of  it  had  not  been 
common.  It  may  be  said,  that  is  because  nobody  had  found  out 
what  is  peculiarly  the  subject  of  this  invention  —  namely,  the 
renovating  power  of  hydrated  oxide.  If  that  be  so,  it  brings  us 
back  to  this  remark,  that  it  is  really  hard  upon  the  plaintiff  that. 


R.  0.  VOL.  XX.]  SECT.  VIL  — NOVEXTT.  535 

Ho.  86.  —  HOli  y.  Loodn  Otdii^t  Co.,  88  L.  J.  Ez.  4»»  488. 

the  value  of  his  invention  consisting  in  the  renovation,  he  should 
be  beaten  upon  a  matter  which  he  need  not  have  specified.  The 
result  is,  therefore,  that  we  think  there  ought  not  to  be  a  new 
trial  upon  this  point  My  Brother  Channell  thinks  (and  cer- 
tainly I  think  so)  that  the  question,  though  perhaps  not  in  terms, 
includes  this ;  but  if  it  does  not  include  it  in  particularity,  it  is 
because  the  parties  did  not  ask  for  it :  and  therefore,  in  consider- 
ing whether  there  ought  to  be  a  new  trial,  we  say,  "  No ; "  because 
we  think  the  jury  would  have  found  a  verdict  the  same  way,  if 
the  question  had  been  put  to  them  as  it  ought  to  have  been. 

Then,  it  is  said  that  the  jury  have  found  an  improper  verdict, 
not  only  in  reference  to  what  Croll's  specification  was,  but  in 
reference  to  what  CroU  did.  A  great  deal  was  said  about  the  use 
of  the  word  *  experiment, "  and  it  appears  that  CroU  had  purified 
many  thousands  of  cubic  feet  of  gas  by  this  mode,  and  that  it 
was  sold,  and  it  was  said  that  that  was  beyond  an  experiment 
But  the  word  "experiment,*  in  the  cases  referred  to,  has  been 
used  not  as  the  sole  test  upon  a  matter  of  this  sort,  but  it  has  been 
used  as  indicating  a  class  of  practice.  There  is  no  particular 
virtue  in  the  word  "  experiment, '  and  it  has  been  used  for  the 
purpose  of  showing  that,  if  there  has  not  been  a  user  of  an  inven- 
tion of  a  substantial  character,  but  rather  of  an  experimental 
character,  or  of  a  character  analogous  to  an  experiment,  why, 
then,  although  the  thing  has  been  done  before,  it  does 
not  preclude  a  person  from  taking  out  a  patent  for  it ;  *  so  [*  423] 
that,  although  what  CroU  did  may  not  have  been  strictly 
in  the  nature  of  an  experiment,  being  something  more,  —  it  may 
or  may  not  have  been  so,  — still  the  jury  have  so  found  it,  and  we 
cannot  grant  a  new  trial. 

Then,  the  next  question  is  one  that  arose  upon  the  patent  and 
specification  of  Laming.  Now,  Laming  specified  for  the  use  of 
chloride  of  calcium.  He  described  how  he  makes  it  —  that  is,  by 
using  muriate  of  iron,  and  other  things,  and  lime  or  chalk,  and 
he  then  says  that  the  oxides  or  carbonates  which  result  are  useful 
for  the  said  purification  of  gas,  and  need  not  be  removed.  In 
truth,  therefore.  Laming  claims  chloride  of  calcium,  and  says  he 
uses  it  with  the  oxide  of  iron,  which  is  produced  in  the  prepara- 
tion of  the  chloride  of  calcium.  Well,  it  is  obvious  that  upon  the 
considerations  which  we  have  already  adverted  to  with  respect  to 
CroU's  patent,  we  cannot  say  that  Laming,  ex  facie,  anticipated 
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the  plaintiff,  because  Laming 's  epecificatiou  being  for  chloride  of 
calcium,  and  the  plaintiff's  being  for  hydrated  oxide  of  iron,  it  is 
obvious  we  cannot  say,  as  a  matter  of  law,  that  Laming  antici- 
pated Hills. 

Then,  it  is  contended,  that  although  as  a  matter  of  law  it  can- 
not be  so  said,  still,  as  a  matter  of  fact,  it  ought  to  have  been  so 
found  by  the  jury  and  that  their  verdict  to  the  contrary  was  a 
verdict  against  the  evidence.  Upon  this  we  must  not  only  see 
what  the  plaintiff  says,  but  what  he  did ;  and  we  must  see  what 
Laming  says  and  what  he  did.  Laming  says,  **  I  use  chloride  of 
calcium,  and  I  make  it  in  a  particular  way,  which  produces  oxide 
of  iron."  And,  in  fact,  he  used  the  two  combined.  Therefore, 
what  Laming  did  in  practice,  and  what  in  effect  he  may  be  said  to 
have  stated,  is,  that  he  used  muriate  of  lime  and  hydrated  oxide 
of  iron  mixed.  Well,  the  plaintiff  says  that  he  claims  the 
hydrated  oxide  of  iron,  but  he  shows  how  he  makes  it  I  will 
(mly  mention  one  particular  at  the  present  moment  He  makes 
it,  he  says,  of  sulphate  of  iron  and  lime;  at  least,  he  says  it  may 
Ih)  80  used.  The  consequence  is,  therefore,  that  he  uses  hydrated 
oxide  of  iron  and  sulphate  of  lima  Well,  it  was  said  that  this 
difference  between  the  two  was  a  colourable  one,  and  that  what 
Hills  in  reality  had  done  was,  that  he  had  borrowed  Laming's  use 
of  hydrated  oxide  of  iron ;  and  that,  if  he  (Hills)  had  used  muriate 
of  iron  in  the  same  way  as  Laming  did  in  the  preparation  of  the 
oxide,  it  would  have  stood  thus  —  that  Laming  would  have  used 
and  said  he  used  muriate  of  lime  and  oxide  of  iron,  whilst  the 
plaintiff  would  have  said,  "  I  use  oxide  of  iron ; '  and  it  would, 
in  fact,  Ixave  been  the  use  of  oxides  of  iron  and  muriate  of  lime, 
the  difference  being  that  the  one  put  the  one  thing  first  and  the 
other  the  other.  It  may  be  said  that  putting  sulphate  of  iron 
instead  of  muriate  was  a  mere  eolourable  variation.  Now,  it  is 
not  necessary  to  say  what  would  have  been  the  case  if  the  plaintiff 
liad  used,  in  fact,  the  muriate  of  iron.  Even  in  that  case  he 
might  have  said,  I  claim  the  use  of  hydrated  oxide  of  iron,  and  I 
say  it  can  be  used  separately  from  muriate  of  lime;  it  may 
possibly  be  that,  even  in  that  case,  he  would  have  been  the 
inventor,  and  it  may  be  as  if  he  had  stated  in  his  specification,  "  I 
carefully  avoided  Laming;  I  knew  that  he  used  both  hydrated 
oxide  and  muriate  of  lime." 

All  that  may  be,  but  it  is  not  necessary  for  us  to  deal  with  it 
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The  plaintiff  uses  sulphate  of  iron«  and  it  was  sworn  on  his  behalf, 
and  not  contradicted,  that  the  muriate  of  iron  that  Laming  uses 
produces  a  deliquescent  substance  (a  salt,  I  think),  in  the  shape  of 
chloride  of  calcium,  whereas  the  sulphate  of  iron  is  not  delique- 
scent; and  whether  that  was  or  was  not  a  coloumble  variation  was 
left  to  the  jury.  On  the  part  of  the  plaintiff  it  was  sworn  that  it 
was  not  a  colourable  variation,  that  there  was  an  essential  differ- 
ence between  the  two,  and  that  the  muriate  could  not  be  used  on 
account  of  its  deliquescency  (if  there  is  such  a  word),  whereas  the 
sulphate  could  be  used,  and  was.  That  was  left  to  the  jury,  and 
the  jury  found  a  verdict  for  the  plaintiff.  It  imdoubtedly  may 
be  that  the  plaintiflP  was  not  aware  of  this  benefit,  because  it  is 
certainly  a  remarkable  thing  that  he  used  manganese  or  some  other 
substance,  which  would  also  produce  a  deliquescent  substance. 
And  it  may  be,  therefore,  that  when  he  specified  for  the 
♦sulphate  of  iron,  he  was  specifying  for  a  substance  of  [*424] 
which  he  did  not  know  the  valua  I  do  not  mean  to  say 
it  was  so.  I  have  no  right  or  inclination  to  say  anything  of  the 
kind,  but  it  was  a  question  left  to  the  jury  (and  a  special  jury), 
and  they  found  their  verdict  for  the  plaintiff.  And  upon  this  and 
upon  the  other  matters  I  feel  for  myself  (and  I  was  at  the  trial) 
that  it  is  impossible  to  say  that  the  verdict  was  wrong.  So  much, 
then,  for  Laming's  specification. 

The  next  objection  was,  that  the  plaintiff's  specification  was 
insuflScient,  on  this  ground :  —  he  says,  "  I  use  the  hydrated  or 
precipitated  oxides. "  It  was  said  that  that  included  all  the 
hydrates,  and  inasmuch  as  some  of  the  natural  hydrates  would  not 
do,  it  was  said  that  the  plaintiff's  specification  was  void.  Now, 
that  question  turns  upon  this  -r-  If  the  plaintiff,  in  his  specifica- 
tion, means  all  the  hydrates,  why  it  is  open  to  that  objection ;  but 
if  he  means  only  those  hydrates  which  are  also  precipitated,  that 
is,  the  artificial  hydrates,  it  is  not  open  to  that  objection.  One 
may  say,  upon  this  part  of  the  case,  that  the  language  is  in  any 
sense  ungrammatical,  and  that  hydrated  or  precipitated,  the  whole 
or  the  part,  cannot  be  right  To  say  **  the  works  of  Shakspeare, 
or '  Hamlet '  and  '  King  Lear,'  "  would  obviously  be  an  inaccuracy, 
which  you  cannot  judge  of  by  the  ordinary  rules  of  grammar;  and 
you  must  therefore  endeavour  to  find  out  the  proper  meaning  to 
put  upon  this  inaccurate  expression.  It  appears  to  us,  upon  look- 
ing at  the  specification,  that  the  plaintiff  uses  those  as  alternative 
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expressions,  because  he  says  "  hydrated  or  precipitated, "  and  that 
"  oxide  of  iron  may  be  conveniently  prepared  for  these  purposes," 
and  so  on ;  and  therefore  it  is  obvious  that  when  he  uses  that  word 
"  hydrated, "  he  uses  it  as  synonymous  with  *  precipitated ;  *  and, 
consequently,  when  he  speaks  of  using  hydrated  or  precipitated 
oxides,  he  means  such  hydrated  oxides  as  are  precipitated.  That 
is  the  construction  we  put  upon  the  specification ;  and  therefore, 
we  think,  that  objection  fails. 

It  next  is  said,  that  the  mere  application  of  the  hydrated  oxides 
to  absorb  the  sulphuretted  hydrogen  from  the  gas  is  not  the  subject 
of  a  patent,  the  property  of  it  being  previously  well  known. 
With  that  we  do  not  agree.  The  answer  to  that  is,  that  the  ques- 
tion here  is  not  properly  stated,  that  the  application  of  hydrated 
oxide  is  the  principle.  If  a  man  were  to  say,  **  I  claim  the  use  of 
hydrated  oxide  of  iron  for  the  purification  of  coal-gas,*  without 
saying,  **  I  did  it,  *  it  is  possible  the  objection  might  be  well 
founded ;  but  he  says  here,  *  I  claim  it  in  the  manufacture  of 
gas,  in  the  way  I  have  described, "  and  he  shows  how  it  may  be 
made  practically  useful :  therefore  this  objection  fails. 

So  in  the  like  manner  does  the  next  one :  that  the  renovation  of 
the  hydrated  oxide  of  iron  by  exposure  to  the  air,  being  well 
known  previously,  was  not  the  subject  of  a  patent;  we  deal  with 
that  in  the  same  way. 

The  sixth  objection  is,  that  the  specification,  as  amended  by 
the  disclaimer  of  the  plaintiflf,  is  not  intituled  so  as  to  include 
the  invention  of  the  plaintifif,  as  described  in  the  specification  so 
amended.  I  am  not  very  sure,  in  my  own  mind,  that  I  have 
faculty  for  appreciating  that  extremely  subtle  point  But,  as 
well  as  I  do  understand  it,  it  appears  to  me  to  be  an  unfounded 
one.  It  was  not  much  pressed  in  the  argument  But  I  think 
that  it  really  is  within  the  title  of  an  improved  mode  of  com- 
pressing peat  for  making  fuel  or  gas,  and  of  manufacturing  gas, 
and  of  obtaining  certain  substances  applicable  to  purifying  the 
same.  Well,  this  is  an  improved  mode  of  manufacturing  gas; 
namely,  that  you  pass  it  through  hydrated  oxide  of  iron,  and  then 
renovate  the  oxide  by  exposing  it  to  the  air. 

Then  the  next  objection  is,  that  having  described  that  part  of 
his  title  which  related  to  the  obtaining  certain  substances  appli- 
cable to  the  purification  of  gas,  the  plaintifif  could  not  claim  for 
the  renovation   of  the  purifying   material   as   he  has  done.     A 
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similar  remark  may  be  made  upon  that  We  think,  however, 
that  there  is  nothing  in  the  disclaimer  which  precludes  his  claim- 
ing as  he  has  done.     This  objection  also  fails. 

The  result  is,  therefore,  that  we  think  the  rule  should  be  dis- 
charged, both  as  to  a  new  trial  and  as  to  entering  a  ver- 
dict for  the  defendant  I  may  say  that  the  *  judgment  I  [♦  425] 
am  now  pronouncing,  that  the  rule  should  not  be  made 
absolute  to  enter  a  verdict,  that  is  the  judgment  of  the  Lord 
Chief  B^ron,  my  Brother  Watson,  my  Brother  Channell,  and 
myself ;  and  I  am  glad  to  say  that  we  are  able  to  give  a  unanimous 
judgment  upon  that  matter.  But  the  judgment  that  the  rule 
should  not  be  made  absolute  for  a  new  trial,  on  the  ground  that 
the  verdict  was  against  the  evidence,  is  the  judgment  of  my 
Brother  Watson  and  myself.  He,  the  Lord  Chief  Baron,  and  I 
were  the  only  Judges  that  heard  the  argument;  my  Brother 
Watson  and  I  think  that  the  rule  ought  to  be  discharged ;  but  the 
Lord  Chief  Baron  takes  a  different  view ;  so  that  our  authority, 
such  as  it  is,  is  against  that  of  the  Lord  Chief  Baron.  The 
result,  therefore,  will  be,  that  the  rule  will  be  discharged. 

Bule  discharged. 

Betts  V.  Henzies  and  others. 

31  L.  J.  Q.  B.  233-244  (8.  c.  10  H.  L.  Cas.  117). 

Patent.  —  Specification,  [233] 

Where  A.  has  in  a  specification  described  a  result,  but  has  not  added  such  a 
statement  of  means  as  to  make  that  result  practically  attainable,  and  B.  after- 
wards takes  out  a  patent  for  the  same  result,  but  fuUy  explains  the  means  to  be 
employed  to  attain  it,  the  patent  of  B.  is  sustainable. 

This  was  an  action  for  the  alleged  infringement  by  the  defend- 
ant of  a  patent  granted  to  the  plaintiff  for  "  a  new  manufacture  of 
capsules,  and  of  a  material  to  be  employed  therein,*  and  for 
other  purposes. 

At  the  trial,  before  Erle,  J.,  at  the  sittings  at  Westminster, 
after  Hilary  Term,  1859,  the  plaintiff's  specification  was  put  in. 
The  material  parts  of  it  were  as  follows :  "  I,  the  said  William 
Betts,  do  hereby  declare  that  my  said  invention  is  described  and 
ascertained  in  manner  following,  that  is  to  say,  the  capsules 
herein  referred  to  are  metal  covers  used  for  closing  or  stopping, 
or  for  securing  the  closure,  or  stoppering  of  the  mouths  of  bottles 
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and  certain  other  vessels,  which  metal  covers  have  been  hitherto 
made  of, "  &c  "  Metal  covers,  caps,  or  capsules,  made  of  tin,  are 
well  known  under  the  designation  of  '  Betts's  Patent  Capsules,' 
and  are  now  in  common  use, '  &c.  "  The  new  manufacture  of  a 
material  to  be  employed  in  the  manufacture  of  capsules,  and  for 
other  purposes,  consists  in  combining  lead  with  tin,  by  covering 
the  lead  with  tin  over  one  or  both  surfaces  of  the  lead,  and  reduc- 
ing tlie  two  metals  in  their  conjoined  state  into  thin  sheets  of  a 
thickness  suitable  for  the  purposes  to  which  they  are  to  be 
applied.  And  for  the  purpose  of  so  preparing  lead  by  covering  the 
same  with  tin  as  aforesaid,  I  first  cast  the  molten  lead  in  an  ingot 
mould  of  cast-iron  (or  other  suitable  material),  and  constructed  in 
the  usual  manner  of  ingot  moulds  for  metal,  and  of  suitable 
internal  dimensions  for  producing  ingots  of  lead,  which,  for  the 
manufacture  of  the  material  for  capsules,  may  be  between  four 
and  five  inches  wide,  by  about  three-quarters  of  an  inch  thick, 
and  about  thirty  inches  in  length,  with  a  few  inches  at  one  end 
of  each  ingot,  gradually  reduced  in  thickness,  in  the  manner  of  a 
wedge.  I  also  cast  tin  either  into  similar  ingots,  of  the  same,  or 
nearly  the  same,  dimensions  as  the  aforesaid  ingots  of  lead,  or  the 
tin  may  be  cast  into  long  thin  strips,  of  nearly  the  same  width  as 
the  aforesaid  ingots  of  lead,  and  between  one-quarter  and  one- 
sixteenth  of  an  inch  in  thickness,  and  several  feet  in  length.  And 
having  thus  obtained  the  lead  and  the  tin  in  suitable  states  for 
beginning  the  rolling  or  laminating  each  of  the  two  metals  sepa- 
rately between  a  pair  or  pairs  of  revolving  cylindrical  flatting 
rollers,  of  the  construction  usually  employed  for  rolling  or  lami- 
nating ductile  metals,  I  pass  and  repass  the  lead  once  or  more  time 
or  times  through  or  between  such  rollers,  that  is  to  say,  rolling 
and  re-rolling  the  ingot  of  lead  as  many  times  as  may  be  requisite 
for  reducing  the  lead  to  about  one-fourth  of  an  inch  in  thickness, 
and  thercby  the  ingot  of  lead  will  become  greatly  elongated. 
And  in  like  manner  I  roll  and  re-roll  the  tin  as  many  times  as 
(according  to  its  original  thickness  when  cast  as  aforesaid)  may 
he  requisite  for  reducing  it  to  about  one-twentieth  part  of  the 
tliiokness  to  which  the  lead  is  reduced  by  rolling  as  aforesaid, 
wlmttwer  that  thickness  may  be. "  The  specification  then  went  on 
to  descrilHS  tlie  mode  of  rolling  the  two  metals  together,  so  as  still 
furtlier  to  reduce  their  thickness,  and  elongate  them  and  to  cause 
Uioir  surfaces  to  adhere  together,   such  rolling  to  be  repeated 
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^  two,  three,  or  more  times,  as  may  be  requisite  for  reducing  the 
said  strip  of  conjoined  metals  to  the  required  thinness  for  the 
manufacture  of  capsules.  The  material  so  prepared  is  cut  into 
discs,  or  pieces  of  the  required  size.  .  .  .  The  discs  of  the  said 
new  material  are  made  into  capsules,  and  the  manufacture  thereof 
conducted  in  the  manner  described  in  the  specification  of  the  said 
letters  patent  of  the  16th  of  March,  1843,  and  which  process  is 
now  well  understood.  The  said  new  material,  or  compound  metal 
of  lead  combined  and  covered  with  tin  on  one  or  both  sides  in 
manner  aforesaid,  may  also  be  employed  for  other  pur- 
poses ;  such,  for  instance,  as  *  for  making  into  very  thin  [*  234] 
sheets,  as  a  substitute  for  what  is  called  tin  foil.  .  .  . 
And  my  new  material,  when  laminated  by  rolling  and  re-rolling 
the  same  into  leaves  of  moderate  thinness,  according  to  the  size 
of  the  leaves,  may  be  employed  for  various  purposes  in  addition 
to  those  purposes  for  which  tin  foil  has  been  commonly  used.* 
The  specification  then  described  the  mode  of  proceeding  when  only 
one  side  of  the  lead  was  to  be  covered  with  tin,  and  the  uses  to 
which  the  lead  so  covered  might  be  put,  and  then  continued  as 
follows :  **  I  am  aware  that  it  has  been  proposed  to  cover  lead 
with  tin  by  applying  the  tin  when  in  a  state  of  fusion  to  the  lead 
when  adequately  heated,  so  that  the  adhesion  of  the  two  metals 
would  be  produced  by  the  agency  of  heat,  with  complete  fusion  of 
the  tin,  but  the  adhesion  of  the  two  metals  in  my  new  material  is 
produced  by  the  agency  of  mechanical  pressure.  And  I  wish  it 
to  be  understood  that  I  do  not  claim  the  exclusive  use  of  the 
several  purposes  hereinbefore  described  or  referred  to  of  casting, 
cutting,  and  rolling,  except  when  the  same  are  employed  for  the 
purposes  of  my  said  invention ;  and  I  hereby  declare  that  I  claim 
as  the  invention  intended  to  be  secured  by  the  said  letters  patent 
—  firstly,  the  manufacture  of  the  new  material,  lead  combined 
with  tin,  on  one  or  both  sides  of  its  surfaces,  by  rolling  or  other 
mechanical  pressure,  as  herein  described;  secondly,  the  manu- 
facture of  capsules  of  the  new  material  of  lead  and  tin  combined 
by  mechanical  pressure  as  herein  described. " 

It  also  appeared  that  on  the  14th  of  May,  1804,  letters  patent 
were  granted  to  one  Dobbs  for  an  invention  of  *  a  new  article  of 
trade,  which  I  denominate  Albion  Metal,  and  which  I  apply  to 
the  making  of  cisterns, "  &c.  In  his  specification  he  declared  as 
follows :  **  That  my  said  invention  consists  in  plating,  coating,  or 


542  PATENT. 

No.  87.  — Betta  y.  MeuiM  ud  othm,  81  L.  J.  0.  B.  894. 

uniting  lead  with  tin,  and  also  the  various  alloys  or  mixtures,  as 
the  same  may  require,  which,  when  done,  I  denominate  Albion 
Metal,  and  which  I  apply  to  the  manufacturing  of  cisterns, 
linings  for  cisterns,  coverings,  and  gutters  for  buildings,  boilers, 
vats,  and  linings,  coffin  furniture,  worms  for  distillers,  and  such 
other  things  as  require  to  be  made  of  a  flexible,  a  wholesome,  or  a 
cheap  metallic  substance.  The  operation  of  coating  or  plating 
lead  with  tin,  or  coating  or  plating  alloyed  lead  with  tin,  or  with 
alloyed  tin  to  make  Albion  Metal,  I  perform  by  various  methods, 
as  hereinafter  described ;  that  is  to  say,  I  take  a  plate,  or  ingot  of 
lead  or  alloyed  lead,  and  a  plate  of  tin  or  alloyed  tin,  of  equal  or 
unequal  thicknesses,  and  laying  them  together,  their  surfaces 
being  clean,  pass  them  between  the  rolls  of  a  flatting  or  rolling- 
mill,  with  what  is  technically  called  a  hard  pinch,  so  as  to  make 
the  metals  cohere.  If,  after  the  first  passage  of  the  plates,  or 
pieces  of  metal  between  the  rolls,  the  plates  or  pieces  do  not  suffi- 
ciently cohere,  I  pass  them  a  second  time,  or  third  time,  or  more 
between  the  rolls,  until  a  sufficient  degree  of  cohesion  is  produced. 
N.  B.  It  will  be  useful,  if  not  necessary,  to  have  the  rolls  and 
the  metals  hot,  when  the  cohesion  of  the  metals  is  to  be  efiected 
by  their  passage  between  the  rolls,  especially  where  the  alloyed 
pieces  or  plates  are  used.  When  lead  or  alloyed  lead  is  required 
to  be  coated  or  plated  on  both  sides  with  tin  or  alloyed  tin,  I 
apply  a  plate  of  tin  or  alloyed  tin  on  each  side  the  plate  or  piece 
of  lead  or  alloyed  lead,  and  pass  them  between  the  rolls  of  a  mill 
under  the  circumstances  aforementioned;  or  the  same  may  be 
effected  by  taking  a  plate  which  is  already  coated  or  covered  on 
one  side  with  tin  or  alloyed  tin,  which  I  double  with  the  lead 
side  inwards,  and  pass  it  through  the  rolls  as  before  described,  to 
obtain  the  proper  degree  of  cohesion.  I  also  make  Albion  Metal 
by  the  following  method :  I  cast  a  plate  or  ingot  of  lead  or  alloyed 
lead,  and  as  soon  as  it  is  congealed  I  cast  tin  or  alloyed  tin  upon 
it,  or  under  or  on  all  sides  of  it,  which  will  cohere  with  the  piece 
of  metal  first  cast,  and  the  Albion  Metal  thus  prepared  may  be 
wrought  or  flattened  by  the  usual  means  of  rolling,  hammering,  or 
pressing. " 

It  also  appeared  that  the  plaintiff  obtained  letters  patent  for 
his  invention  on  the  13th  of  July,  1849.  There  had  been  some 
delay  in  the  office,  and  the  letters  patent  were  not  delivered  to  the 
plaintiff  within  the  usual  time.     Between  the  time  of  making  the 
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application  for  the  letters  patent  and  the  time  of   their  being 

issued,  the  plaintiff  commenced  manufacturing  capsules,  and  did 

manufacture  a  large  quantity.     The  work  was   done  by 

his  own  workmen,  *  under  the  cognisance  of  the  plaintiff  [*  235] 

and  his  partners ;  and  orders  were  given  by  the  plaintiflf 

that  no  capsules  should  be  sold,  and  none  were  sold  before  the 

letters  patent  were  issued. 

The  jury  returned  a  verdict  for  the  plaintiff,  and  the  learned 
Judge  gave  leave  to  the  defendant  to  move  for  a  rule  to  show  cause 
why  that  verdict  should  not  be  set  aside,  and  a  verdict  entered  for 
him  instead  thereof. 

A  rule  for  a  new  trial  was  obtained  and  was  made  absolute  (27 
L.  J.  Q.  B.  154),  and  this  was  sustained  on  appeal  to  the 
Exchequer  Chamber  (30  L.  J.  Q.  B.  81).  The  present  proceeding 
in  error  was  then  brought 

Mr.  Macaulay  and  Mr.  Grove  (Mr.  Udall  was  with  them),  for 
the  plaintiff  in  error,  contended  that  the  question  had  been 
properly  left  to  the  jury,  and  had  been  properly  decided ;  that  it 
was  a  question  of  fact  to  be  considered  with  relation  to  Dobbs's 
specification,  and  that,  so  considered,  it  was  plain  that  that  speci- 
fication had  been  defective  in  not  giving  to  the  world  a  clear  and 
perfect  explanation  of  the  mode  in  which  the  result  was  to  be 
obtained.  They  cited  and  commented  on  Bush  v.  Fox,  5  H.  L. 
Cas.  707,   25  L.   J.  Ex.  251 ;  Hills  v.  London  Gaslight  Company y 

5  Hurl.  &  N.  312,  29  L  J.  Ex.  409  (p.  528,  ante) ;  Neilson  v. 
Harford,  8  M.  &  W.  806,  1  Webst  331,  10  L.  J.  Ex.  493; 
Househill  Coal,  &c.  Company  v.  Neilson,  9  CI.  &  F.  788  (p.  512, 
ante) ;  Jupe  v.  Pratt,  1  Webst  Pat  Cas.  144 ;  Minter  v.  Moiver, 
ibid.  140;  Walton  v.  Potter,  ibid.  585;  Woodcock's  Patent,  2 
Webst  32;  Barbery.  Grace,  1  Ex.  339,  17  L.  J.  Ex.  122;  Teiley 
V.  JEaston,  2  El.  &  B.  956,  23  L.  J.  Q.  B.  77 ;  Steiner  v.  Heald, 

6  Ex.  607,  20  L.  J.  Ex.  410 ;  Seed  v.  Higgins,  8  H.  L  Cas.  550, 
27  L.  J.  Q.  B.  411 ;  Newall  v.  Mliot,  4  C.  B.  (N.  S.)  269,  27  L. 
J.  C.  P.  337,  15  &  16  Vict  c  83,  sects.  6,  8. 

Mr.  Mellor  and  Mr.  Hindmarch,  for  the  defendant  in  error, 
contended  that  the  plaintiff's  invention  had  been  included  in 
Dobbs's  specification,  which  contained  sufficient  directions  as  to 
the  mode  of  uniting  plates  of  tin  and  lead,  and  showed  that  the 
plaintiff's  invention  was  not  new  at  the  date  of  his  patent  The 
construction  of  the  patent  was  for  the  Court,  and,  read  in  the 
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ordinary  way,  thero  could  be  no  doubt  that  it  had  been  antici- 
pated. And  the  plaintiff's  specification  was  in  itself  ambiguous, 
as  it  did  not  point  out  the  proportions  of  tin  and  lead  to  be 
employed,  and  did  not  distinguish  what  was  new  and  what  was 
old  at  its  date.  They  commented  on  the  cases  already  mentioned, 
and  cited  in  addition :  Holmes  v.  The  LoTidon  and  North-  Western 
Railway  Company,  12  C.  B.  831,  22  L.  J.  C.  P.  11  \  Hill  \.  Thomp- 
son, 8  Taunt  375  (p.  272,  ante) ;  BovUl  v.  Pimm,  11  Ex.  718. 

Mr.  Macaulay  replied. 

The  following  questions  were  put  to  the  Judges :  — 

1.  "  Does  it  appear  on  a  comparison  of  the  two  specifications, 
that  a  material  part  of  Dobbs's  specification  is  claimed  by  Betts  in 
his  specification?" 

2.  "  If  so,  can  the  Court  pronounce  Betts's  patent  to  be  void, 
simply  on  the  comparison  of  the  two  specifications,  without  evi- 
dence to  prove  identity  of  invention,  and  also  without  evidence 
that  Dobbs's  specification  disclosed  a  practicable  mode  of  produc- 
ing the  result  or  some  part  of  the  result  described  in  Betts's 
patent " 

The  Judges  asked  for  time  to  consider  these  questions. 
On  the  27th  of  February,   1862,   the  Judges  delivered   their 
opinion  as  follows:  — 

Wilde,  B.  —  My  Lords,  I  propose  to  state  the  meaning  of  the 
two  specifications  as  I  construe  them  before  I  compare  them.  I 
construe  Betts 's  specification  thus :  I  read  the  words,  *  which  for 
the  manufacture  of  the  material  for  capsules  may  be  four  or  five 
inches  wide  by  about  three-quarters  of  an  inch  thick,  and  about 
thirty   inches  in  length,"   as   a  parenthesis  ending  at  the  word 

"  length. "  If  this  be  correct,  the  process  of  manufacture 
[*236]  described  is  described  for  the  new  material  *  generally, 

whether  intended  for  capsules  or  other  purposes.  Again, 
I  construe  the  claim  to  be  **  the  manufacture  (or  making)  of  the 
new  material  in  the  manner  previously  described.*  That  is,  I 
read  the  words  "  as  herein  described  *  as  over-riding  the  whole 
claim.  The  particular  process  previously  described  thus  consti- 
tutes the  substance  of  the  claim.  It  is  not  the  uniting  the  metals 
by  pressure,  nor  the  rolling  of  them  together,  which  the  patentee 
lays  claim  to,  but  it  is  the  making  of  a  certain  definite  new  mate- 
rial in  a  definite  and  limited  particular  manner. 
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The  invention,  therefore,  given  to  the  world  by  Betta  was  this : 
That  an  ingot  of  lead,  previously  rolled  out  till  about  one-fourth 
of  an  inch  thick,  if  laid  upon  an  ingot  of  tin  previously  rolled  out 
to  one-twentieth  the  thickness  of  the  lead,  would,  if  passed 
through  the  rollers  of  a  flatting  mill,  combine  together  and  unite 
into  one  substance;  the  fuither  condition  of  success  being,  that 
the  tin  be  brought  very  evenly  into  superficial  contact  with  the 
lead  before  subjecting  them  to  pressure  together. 

On  turning  to  Dobbs's  specification,  I  find  an  invention 
described  of  great  generality.  The  fact  disclosed  to  the  public 
by  Dobbs  was,  that  lead  and  tin  in  any  proportions  and  in  ingots 
or  plates  of  any  size  (capable  of  being  pressed  between  the  rollers 
of  a  flatting  mill)  would,  if  passed  once  or  more  through  such 
rollers,  unite.  And  the  only  further  condition  of  success  indi- 
cated is,  that  the  surfaces  of  the  metals  should  be  clean. 

The  result  of  the  comparison  thus  instituted  is,  that  the  general 
fact  stated  by  Dobbs  does  include  the  specific  process  indicated  by 
Betts.  And,  if  a  Court  of  law  were  bound  to  decide  on  the  mere 
language  of  the  two  specifications,  it  ought,  in  my  opinion,  to 
decide  that  the  publication  of  the  general  fact  in  general  terms, 
had  anticipated  the  invention  of  a  specific  mode  which  fell  within 
those  terms.     But  I  am  of  opinion  that  the  Court  is  not  so  bound. 

Such  a  rule  might  obviously  work  great  injustice,  as  I  am 
about  to  show.  If  rolling  the  two  metals  in  any  proportions,  and 
by  the  general  means  indicated  by  Dobbs,  will  succeed,  then 
Betts  was  anticipated,  although  he  first  indicated  special  propor- 
tions and  a  detailed  method.  On  the  other  hand,  if  either  the 
proportions  of  the  two  metals,  or  the  details  of  the  process  speci- 
fied by  Betts,  are  really  indispensable  to  success,  he  was  an 
inventor,  and  was  not  anticipated  by  Dobbs.  Here,  then,  is  a 
fact  to  be  inquired  into,  and  one  that  can  only  be  determined 
upon  evidence,  and  consequently  by  a  jury.  And  until  this  ques- 
tion of  fact  is  solved,  the  reality  of  Betts 's  invention  and  the 
anticipation  of  it  or  not  by  the  publication  of  Dobbs,  cannot 
justly  be  determined. 

For  these  reasons  I  answer  the  second  question  in  the  negative. 
I  hold  the  rule  to  be  this :  If  the  terms  of  the  two  specifications 
are  identical,  and  if  it  is  not  disputed  that  the  terms  of  art  used 
in  the  one  have  the  same  meaning  as  the  same  terms  used  in  the 
other,  which  from  the  lapse  of  time  between  the  dates  of  the  two 
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patents  may  not  always  be  the  case,  the  Court  ought  to  determine 
that  the  first  publication  anticipated  the  second  without  evidence, 
and  without  any  proof,  that  either  the  first  or  second  was  prac- 
ticable. If,  though  not  identical,  the  language  used  in  the  two 
when  construed  by  the  Court,  describes  identically  the  same 
process,  machine,  or  manufacture,  the  Court  may  (subject  to  the 
same  remark  as  to  the  terms  of  art)  decide  at  once  upon  the  ques- 
tion of  anticipation.  But  if  after  construction,  and  after  the 
meaning  of  the  parties  in  the  two  documents  has  been  ascertained 
by  the  Court,  there  be  any  diflference  between  the  two  things 
described,  which  may  be  essential  or  material  to  the  invention, 
and  which  is  contended  by  either  of  the  parties  to  be  essential  or 
material  to  the  invention,  the  Court  cannot  decide  such  a  con- 
troversy ;  it  has  neither  materials  nor  means  for  so  doing,  and  it 
must  go  to  a  jury. 

In  a  word,  the  Court  can  pronounce  two  identical  descriptions 
to  portray  two  identical  inventions ;  but  when  the  descriptions  are 
different,  the  identity  in  substance  of  the  two  inventions  is  a 
matter  to  be  established  by  extrinsic  evidence.  Applying  this 
rule  to  the  case  in  hand,  I  hold  that  Betts,  in  the  proportions  of 
the  two  metals,  in  the  rolling  of  the  two  metals  separately  before 
rolling  them  together,  and  in  other  details  of  his  process,  has 
indicated  a  mode  of  procedure  for  making  his  new  material  by  no 
means  identical  with  that  published  by  Dobbs.     This  diflference 

is  contended  to  be  essential  to  the  invention ;  and  it  may 
[*  237]  be  so ;  for  it  may  turn  out  upon  *  evidence,  that  except 

under  the  specific  conditions  pointed  out  by  Betts,  the 
combination  of  the  two  metals  by  pressure,  as  generally  described 
by  Dobbs,  is  not  a  practicable  thing.  The  real  question  of 
novelty  or  anticipation  is  thus  dependent  upon  a  fact,  and  being 
so,  the  intervention  of  a  jury  is  the  necessary  result. 

Blackburn,  J.  — My  Lords,  the  answer  to  the  first  question  pro- 
posed by  your  Lordships  depends  principally  upon  the  true  construc- 
tion of  Betts's  specification.  That  specification  contains  no  woids 
alleged  to  bear  a  peculiar  meaning  requiring  explanation,  and  no 
surrounding  circumstances  are  alleged  to  exist  bearing  on  the  con- 
struction of  the  instrument  It  is,  therefore,  for  the  Court  alone 
to  decide  what  is  claimed.  This  must  be  ascertained  by  looking 
at  the  language  used  in  the  specification,  and  fairly  reading  it,  so 
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as  to  see  what  was  the  intention  expressed,  and  this  should  be 
done  without  any  reference  to  the  object  of  the  inquiry.  Some- 
times it  is  necessary  to  construe  a  specification,  in  order  to  ascer- 
tain whether  or  not  any  one  may,  subsequently,  to  the  date  of  the 
patent,  do  something  alleged  to  be  comprised  in  it  without  being 
guilty  of  an  infringement.  In  such  a  case  it  is  for  the  interest  of 
the  patentee  to  contend  that  the  true  construction  of  the  specifica- 
tion includes  that  thing.  Sometimes  that  same  thing  having 
been  publicly  done  before  the  patent,  the  object  of  the  inquiry  is 
to  ascertain  whether  the  patent  is  void,  because  that  thing  which 
is  not  new  has  been  claimed  as  part  of  the  invention.  In  such  a 
case  it  is  for  the  interest  of  the  patentee  to  contend  that  the  true 
construction  of  the  specification  does  not  include  this  thing ;  but 
the  Court  is  bound  to  give  the  fair  interpretation  to  the  language 
used  in  the  instrument,  and  say  truly  what  is  there  described  as  the 
invention,  whether  the  efifect  is  favourable  to  the  patentee  or  not. 

The  proviso  in  the  patent  requires  a  specification  "  to  describe 
and  ascertain  the  nature  of  the  invention,  and  in  what  manner  it 
is  to  be  performed ;  *  and  in  complying  with  that  proviso,  the 
patentee  must  not  only  describe  and  ascertain  the  invention,  so  as 
to  enable  a  person  who  reads  the  specification  to  use  his  inven- 
tion, but  he  must  also  disclose  fully  the  best  means  of  using  it 
according  to  the  best  of  his  knowledge.  The  reasons  for  this  rule, 
and  the  authorities  showing  that  the  rule  exists,  are  well  stated 
in  Mr.  Hindmarch's  book,  p.   165. 

In  the  present  case  Betts  represents  that  he  has  invented  "  a 
new  manufacture  of  capsules,  and  of  a  material  to  be  employed 
therein,  and  for  other  purposes. '  In  the  specification,  page  17, 
line  F,  he  begins  to  describe  the  latter  part  of  his  invention :  **  The 
new  manufacture  of  a  material  to  be  employed  in  the  manufacture 
of  capsules,  and  for  other  purposes,  consists  in  combining  lead  with 
tin,  by  covering  the  lead  with  tin  over  one  or  both  surfaces  of  the 
lead,  and  reducing  the  two  metals  in  their  conjoined  state  into 
thin  sheets,  of  a  thickness  suitable  for  the  purposes  to  which  they 
are  to  be  applied. "  That  is  the  general  description  of  the  inven- 
tion, and  he  proceeds  to  show  how  he  carries  it  out  He  casts 
ingots  of  lead,  which  he  states  is  intended  "  for  the  manufacture 
of  the  material  for  capsules,  which  may  be  between  four  and  fiv'e 
inches  wide  by  about  three-fourths  of  an  inch  thick,  and  about 
thirty  inches  in  length,"  &c.     He  does  not  explicitly  state  any 
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dimensions  as  preferable,  where  the  manufacture  of  the  material 
is  for  other  purposes.  I  should  guess  that  he  mentioned  the  width 
of  four  to  five  inches  as  convenient  only  with  reference  to  the 
manufacture  of  the  material  for  capsules,  and  that  he  meant  the 
thickness  and  length  to  apply  generally,  as  being  the  most  con- 
venient for  the  manufacture  of  the  material  for  all  purposes, 
though  he  certainly  does  not  in  terms  say  so;  but  whether  this 
direction  as  to  the  dimensions  be  intended  to  apply  to  the  manu- 
facture of  the  material  for  all  purposes,  or  only  to  the  manufacture 
for  capsules,  it  seems  to  me  clear  that  it  is  in  the  passage  I  have 
cited  described  as  a  preferable  means  by  which  his  invention  is  to 
be  carried  into  effect,  not  as  an  essential  part  of  it  The  ingots, 
he  says,  may  be  of  those  dimensions ;  it  is  never  said,  nor  do  I 
think  it  was  intended  to  convey  to  the  public  mind,  that  they 
must  be  of  those  dimensions. 

Betts  then  proceeds  to  describe  how  the  lead  is  to  be  rolled  and 
re-rolled,  till  it  is  reduced  "  to  about  one-fourth  of  an  inch  in 
thickness, "  and  the  tin  till  it  is  reduced  "  to  about  one-twentieth 
of  the  dimensions  of  the  lead,"  whatever  that  thickness 
[*  238]  may  be.  The  lead  and  tin  having  been  thus  *  reduced 
to  their  proper  relative  thicknesses,  he  passes  them 
through  a  pair  of  revolving  rollers,  so  set  as  to  subject  the  two 
metals  to  a  very  considerable  pressure,  and  that  pressure,  at  the 
same  time  that  it  reduces  the  thickness  and  elongates  the  two 
metals,  will  also  cause  the  surfaces  to  adhere ;  and  then  he  reduces 
the  combined  material  by  successive  rollings  and  re-rollings. 

Betts  thus  certainly  points  out,  as  the  means  by  which  he 
carries  out  the  invention,  the  use  of  a  plate  of  tin  reduced  to  about 
one-twentieth  of  the  thickness  of  the  plate  of  lead,  which  he  has 
already  said  is  reduced  by  rolling  from  about  three-fourths  of  an 
inch  to  about  one-fourth  of  an  inch,  so  that,  if  those  dimensions 
of  the  lead  are  adhered  to,  the  tin  must  be  about  one-eightieth  of 
an  inch  thick. 

There  is  much  afterwards  that  shows  that  he  contemplated  that 
the  tin  would  in  practice  be  so  thin  as  to  require  careful  smooth- 
ing ;  and  it  is  very  probable  that  the  thinness  of  the  tin  is  impor- 
tant in  an  economical  point  of  view;  and  it  may  be  that  both  the 
thinness  of  the  tin  and  the  relative  proportion  of  the  metals  are 
essential  to  the  successful  working  of  the  invention,  but  it  is  not 
so  said.     I  find  nothing  in  the  specification  tending  to  show  that 
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Betts  describes  his  invention  as  limited  to  the  combination  of  lead 
with  tin,  only  when  the  tin  is  thin,  and  reduced  by  lamination  to 
about  the  relative  thicknesses  of  twenty  and  twenty-one. 

It  seems  to  me  that  the  fair  construction  of  the  description,  at 
least  so  far  as  I  have  yet  examined  the  specification,  is  that  he 
claims  the  making  of  this  material  by  adhesion  produced  in  the 
two  metals,  and  the  subsequent  reduction  of  the  combined  mate- 
rials by  rolling  pressure ;  and  that  he  merely  points  out  the  pro- 
portions as  the  means  which,  as  far  as  he  knew,  were  the  fittest 
for  carrying  out  the  invention.  So  that  if  the  description  had 
stopped  here,  it  seems  to  me  that  any  person  who  read  it  would 
know,  that  if  he  rolled  plates  of  lead  and  tin  of  any  thickness,  or 
any  proportions,  so  as  to  cause  them  to  adhere,  and  then  reduced 
the  combined  material,  he  would  put  in  practice  part  of  what 
Betts  described  as  his  iavention. 

It  is  made  much  clearer  to  my  mind,  that  this  was  intended  by 
what  follows  afterwards.  He  says,  **  I  am  aware  that  it  has  been 
proposed  to  cover  lead  with  tin  by  applying  the  tin,  when  in  a 
state  of  fusion,  to  the  lead  when  adequately  heated,  so  that  the 
adhesion  of  the  two  metals  would  be  produced  by  agency  of  heat 
with  complete  fusion  of  the  tin;  but  the  adhesion  of  the  two 
metals  in  my  new  material  is  produced  by  agency  of  mechanical 
pressure.  And  I  wish  it  to  be  understood  that  I  do  not  claim  the 
exclusive  use  of  the  several  processes  hereinbefore  described  or 
referred  to  of  casting,  cutting,  and  rolling,  except  when  the  same 
are  employed  for  the  purposes  of  my  said  invention ;  and  I  hereby 
declare  that  I  claim  as  the  invention  intended  to  be  secured  by  the 
said  letters  patent,  firstly,  the  manufacture  of  the  new  material, 
lead  combined  with  tin,  on  one  or  both  of  its  surfaces,  by  rolling 
or  other  mechanical  pressure,  as  herein  described. ' 

Betts  might,  if  the  facts  were  so,  have  said  that  though  the 
metals  might  be  made  to  adhere  by  rolling  or  other  mechanical 
pressure,  yet  the  material  could  not  economically  be  worked  in 
this  way,  unless  the  lead  and  tin  bore  the  relative  proportions 
above  specified,  and  unless  the  tin  was  reduced  by  lamination  to 
about  one-eightieth  of  an  inch  in  thickness,  and  that  he  claimed 
as  his  invention  only  this  improved  mode  of  producing  the  mate- 
rial ;  but  has  he  said  so  ?  I  think  that  the  part  of  the  claim  I 
have  just  quoted  is  conclusive  to  show  that  he  has  not  said  so, 
and  did  not  intend  to  say  so. 
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It  was  said  at  your  Lordships'  bar,  and  truly,  that  there  was  no 
need  to  have  a  formal  claim  in  a  specification,  and  that  the 
description  of  the  invention  was  to  be  taken  from  the  whole 
instrument.  But  though  this  is  quite  true,  it  is  clear  that  great 
weight  must  always  be  given  to  that  part  of  the  description  where 
the  patentee  expressly  sums  up  the  result  of  what  has  gone  before. 
It  seems  to  me  that  any  one  reading  this  latter  part  of  the  specifi- 
cation, with  a  desire  to  know  what  the  patentee  intended  to 
describe  as  his  invention,  must  see  that  he  meant  to  claim  as  his 
invention  the  manufacture  of  a  new  material  produced  by  causing 
lead  and  tin  to  adhere  by  mechanical  pressure  (which  he  thought 
had  not  been  done  before);  that  the  rest  of  the  specification 
describes  the  means  by  which  he  put  his  invention  into  use,  which 
means,  when  employed  in  producing  the  new  material, 
[*  239]  *  are  also  claimed ;  but  that  he  does  not  mean  to  claim  the 
invention  only  when  worked  by  those  particular  means. 
He  expressly  disclaims  the  means,  the  rolling,  &c. ,  except  when 
employed  in  producing  the  invention ;  but  he  says  nothing  which 
can  limit  the  claim  to  the  invention  generally  only  when  put 
in  force  in  the  precise  manner  described,  unless  the  concludiug 
words  **  as  herein  described, '  have  that  effect  As  to  that  I  agree 
with  what  is  said  by  Crompton,  J. ,  in  the  Court  below,  that  if 
the  general  claim  to  the  use  of  the  invention  were  cut  down  and 
limited  to  the  use  of  the  invention  in  the  particular  way  pointed 
out  by  reason  of  the  words  **  as  herein  described,"  it  would  be  a 
narrow  rule  of  construction,  generally  working  to  the  detriment  of 
patentees,  and  (what  weighs  more  with  me)  generally  giving  an 
effect  to  specifications  different  from  what  the  persons  drawing 
them  intended,  or  those  reading  them  understand. 

If  we  suppose  that  Dobbs's  patent  had  never  been  taken  out, 
and  that  some  one  had,  after  the  date  of  Betts's  patent,  actually 
done  what  is  described  in  Dobbs's  specification  (page  22,  H  4), 
viz.,  "  taken  a  plate  of  lead  and  a  plate  of  tin  of  equal  or  unequal 
thicknesses,  and  laying  them  together,  their  surfaces  being  clean, 
passed  them  between  the  rolls  of  a  flatting  mill  with  a  hard  pinch, 
so  as  to  make  the  metals  cohere, "  though  he  had  done  this  with- 
out attempting  to  observe  the  relative  proportions  between  the 
metals  or  reducing  the  tin  to  the  thinness  of  about  one-eightieth 
of  an  inch,  and  if  we  further  suppose  (what,  perhaps,  would  not 
be  the  fact),  that  the  result  had  been  that  the  metals  did  cohere. 
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SO  as  to  produce  a  material  similar  to  Betts's,  though  it  may 
be  in  a  less  perfect  state,  or  less  economically  made,  than  if 
the  detailed  means  in  Betts's  specification  had  been  pursued, 
it  seems  to  me  clear  that  Mr.  Betts  would  have  had  a  right 
to  treat  this  as  an  infringement  of  his  invention.  I  think  the 
supposed  infringer  could  not  have  successfully  defended  himself 
on  the  ground  that  what  he  had  done  was  not  claimed  in  Betts's 
specification. 

I,  therefore,  answer  the  first  question  proposed  by  your  Lord- 
ships in  the  affirmative. 

In  answering  the  second  question,  I  must  observe  that  I  do  not 
think  that  any  evidence  is  required  to  prove  the  identity  of  part  of 
what  is  described  by  Dobbs  in  his  specification,  and  asserted  by 
him  to  be  an  invention,  with  part  of  the  invention  described  and 
claimed  by  Betts.  This  depends  entirely  on  the  construction  of 
the  two  written  instruments.  I  apprehend  that  the  law  is  cor- 
rectly laid  down  in  NeUson  v.  Harford;  and  that  unless  there  is 
some  controversy  as  to  the  meaning,  in  fact,  of  particular  words, 
or  some  controversy  as  to  the  existence  of  some  extraneous  facts 
material  for  the  understanding  of  the  written  instrument  (in 
which  case  those  are  to  be  first  ascertained),  the  Court  is  to  con- 
strue all  written  instruments.  In  the  present  case  there  is  no 
such  controversy  as  to  fact  as  to  make  the  Court  require  any 
assistance  to  construe  the  two  specifications :  and  in  answering  the 
first  question,  I  have  already  stated  the  reasons  which  lead  me  to 
the  conclusion  that  the  invention  described  and  claimed  by  Betts 
does  comprise  a  material  part  of  what  is  described  and  claimed  by 
Dobbs  in  his  invention. 

But  though  the  Court  can  see  what  the  two  specifications 
described,  and  can  therefore  declare  that,  if  what  Dobbs  has 
stated  in  his  specification  to  be  his  invention,  were  put  into  use 
it  would  be  an  infringement  of  Betts's  patent,  the  Court  cannot 
tell  that  what  is  stated  in  Dobbs 's  specification  really  was  an 
invention  at  all,  or  could  be  put  in  use. 

Now,  to  avoid  a  patent  on  the  ground  of  want  of  novelty,  it  is, 
I  think,  necessary  to  show  that  part  of  what  the  patentee  claims 
as  a  new  invention  was,  at  the  date  of  the  patent,  already  a 
publicly  known  invention.  This  may  be  shown  by  proving  that 
the  invention  was  already  disclosed  in  some  publication  accessible 
to  the  public.     Several  cases  in  which  it  has  been  held  that  such 
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a  publication  would  be  sufficient  to  render  the  invention  already 
public  property,  and  so  to  prevent  its  being  at  the  time  of  the 
patent  a  new  invention,  are  collected  in  "^  Hindmarch  on  Patents,' 
page  107 ;  and  I  take  it  that  it  is  not  necessary  to  show  that  the 
invention  thus  made  publicly  known  had  also  been  put  in  actual 
use.     In  ffousehill  Company  v.  Neilson,  in  your  Lordships'  House, 

Lord  Lyndhubst  (then  Chancellor)  during  the  course  of 
[*  240]  the  argument,  said,  •  "  if  the  machine  is  published  in  a 

book,  distinctly  and  clearly  described,  corresponding  with 
the  description  in  the  specification  of  the  patent,  though  it  has 
never  been  actually  worked,  is  not  that  an  answer  to  the  patent  ? 
It  is  continually  the  practice  on  trials  for  patents  to  read  out  of 
printed  books  without  reference  to  anything  that  has  been  done. ' 
This,  I  apprehend,  is  quite  correct,  as  soon  as  it  has  been  ascer- 
tained that  the  description  in  the  book  makes  known  an  inven- 
tion ;  that  is  to  say,  that  it  adds  to  the  public  stock  of  knowledge 
what  would,  without  any  further  discovery,  enable  a  person  to 
produce  a  result  in  the  nature  of  a  new  manufacture;  but  I  do  not 
think  it  would  be  correct  to  assume  that  what  is  asserted  in  a 
published  work  to  be  an  invention  actually  is  one.  There  are,  I 
believe,  or,  at  all  events,  there  might  be,  publications  in  which 
the  alchemists  have  given  descriptions  in  considerable  detail  of 
what  they  said  was  an  invention  for  the  transmutation  of  metals ; 
I  do  not  think  that  the  Court  could  take  upon  itself  as  a  matter  of 
law  to  pronounce  whether  the  alchemist's  supposed  invention  was 
or  was  not  more  than  a  speculative  dream ;  and  I  think  that  the 
Court  cannot  take  upon  itself  as  a  matt^er  of  law  to  pronounce 
whether  Dobbs's  supposed  invention  was  or  was  not  more  than  a 
mere  speculation.  It  is  true  that  we  know,  or  think  that  we 
know,  that  the  transmutation  of  metals  is  impossible,  whilst  wc 
now  know  that  the  production  of  a  material  such  as  Dobbs  pro- 
posed to  make,  is,  at  least  under  certain  conditions,  practicable; 
but  that  we  only  know  by  the  aid  of  evidence.  It  was  stated  by 
Mr.  Hindmarch,  in  the  course  of  his  able  argument,  that  there 
was  no  case  reported  in  which  it  appeared  to  have  been  thought 
necessary  to  give  evidence  to  prove  the  practicability  of  the 
previous  disclosure.  This,  I  believe,  is  correct,  but  I  do  not 
think  it  shows  that  it  is  unnecessary  to  ascertain  whether  the  dis- 
closure amounts  to  an  invention.  In  the  great  majority  of  eases> 
there  is  no  dispute  as  to  this ;  it  is  either  expressly  admitted,  or 
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the  conduct  of  the  cause  is  such  as  tacitly  to  admit  that  if  the 
thing  was  publicly  known  it  would  work,  and  when  there  is  such 
an  admission  there  is  no  need  of  anything  more.  Such  appears  to 
have  been  the  case  in  Bush  v.  Fox.  But,  whatever  the  fact  may 
have  been,  no  such  admission,  either  express  or  tacit,  can  at  this 
stage  of  the  proceedings  be  imported  into  the  present  case,  and 
your  Lordships'  question  must  be  answered  on  the  assumption 
that  there  was  nothing  of  the  sort 

It  was  ingeniously  argued  by  Mr.  Hindmarch  that  on  the  face 
of  Betts's  specification  it  appeared  that  Betts  had  claimed  what 
Dobbs  had  described  as  part  of  his  invention,  and  that  therefore, 
as  against  Betts,  there  was  no  need  of  any  evidence  to  show  that 
the  invention  was  practicable,  inasmuch  as  he  was  precluded  from 
denying  that  it  was  so ;  but  I  think  this  ingenious  argument  is 
not  sound.  A  patentee  who,  on  the  faith  of  a  suggestion  to  the 
Crown,  procures  the  grant  of  a  patent  is,  I  think,  precluded  as 
against  the  Crown  from  denying  the  truth  of  that  suggestion  on 
the  principle  so  well  explained  in  Freeman  v.  Cookey  2  Ex.  654, 
18  L.  J.  Ex.  114.  Whether  he  would  also  be  precluded  as 
against  a  private  person  is  a  curious  question.  The  individual  is 
not  induced  to  alter  his  situation  by  the  suggestion,  but  as  his 
situation  is  altered  by  the  grant  of  the  Crown  which  was  induced 
by  the  suggestion,  and  the  Crown  was  then  acting  as  trustee  for 
him  in  common  with  the  rest  of  the  public,  it  may  be  that  the 
preclusion  exists  for  the  benefit  of  the  individual  as  well  as  for 
that  of  the  Crown.  But  on  looking  at  Betts 's  specification,  I  can 
find  nothing  amounting  to  a  suggestion  that  any  practical  result 
would  be  produced  by  simply  rolling  together  lead  and  tin  in  the 
manner  described  in  Dobbs 's  specification.  Betts  describes  the 
mode  in  which  he  makes  his  material,  so  as  to  show  that  he  con- 
sidered a  good  deal  more  was  desirable  for  carrying  out  his 
invention  in  the  best  manner.  Dobbs  asserts  that  a  particular 
mode  will  alone  produce  the  result  Betts,  in  my  opinion,  claims 
that  mode  as  a  material  pai*t  of  the  invention  by  which  he  pro- 
duces the  result ;  but  he  does  not  anywhere  assert  that  this  mode 
alone  will  do  it. 

It  seems  to  me,  that  if  Dobbs  had  made  it  part  of  the  public 
knowledge  how  to  produce  a  new  material  as  a  practicable  result, 
and  Betts  had  afterwards  claimed  to  have  a  patent  for,  amongst 
other  things,  producing  that  result,  he  would  have  claimed  what 
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[*  241]  was  *  not  new;  but  if  Dobbs  had  not  made  it  part  of  the 
public  knowledge  how  to  produce  a  result,   then   Betts 
would  not  have  claimed  anything  already  known. 

The  Court  cannot  tell,  without  evidence,  whether  what  Dobbs 
disclosed  would  produce  a  result,  and,  therefore,  as  it  seems  to 
me,  cannot  pronounce  the  first  patent  void  without  evidence.  I, 
therefore,  answer  your  Lordships'  second  question  in  the  negative. 

Byles,  J.  —  My  Lords,  in  reply  to  the  first  question  proposed 
by  your  Lordships,  I  am  of  opinion  that,  on  a  comparison  of  the 
two  specifications,  a  material  part  of  Dobbs's  specification  is 
claimed  by  the  plaintifiF's  specification. 

Dobbs 's  specification  embraces  any  coating  or  plating  of  lead 
with  tin  in  any  proportions,  by  means  of  mechanical  pressure. 
But  Betts's  specification  states  certain  proportions  (whether  it 
claims  them  or  not)  and  certain  processes  in  the  application  of  the 
pressure,  by  which  proportions  and  processes  the  coherence  of  the 
two  metals  may  be  certainly  accomplished.  Dobbs's  process  is 
the  genus,  Betts's  the  species. 

In  answer  to  the  second  question,  I  am  of  opinion  that  a  Court 
of  law  cannot  pronounce  Betts's  patent  void,  simply  on  the  com- 
parison of  the  two  specifications,  without  evidence  that  Dobbs's 
specification  disclosed  a  practicable  mode  of  producing  the  result, 
or  some  part  of  the  result,  described  in  Betts's  patent. 

It  does  not  appear  to  me,  that  a  comparison  of  the  two  specifica- 
tions shows  the  two  processes  to  be  so  far  the  same  that  if  the 
second  process  with  Betts's  directions  be  practicable,  the  first, 
with  Dobbs's  directions,  and  no  more,  must  have  been  practicable 
also. 

Without  evidence,  I  think  it  is  impossible  to  see  that  Dobbs's 
process  (described  in  general  terms  as  he  has  described  it)  was 
more  than  an  experiment  or  a  suggestion.  It  is  not  imputing  to  a 
Court  of  law  an  aflfectation  of  judicial  blindness  to  say,  that  with- 
out evidence  the  Court  cannot  discover  whether  the  previous  sepa- 
rate rolling  of  the  two  metals,  as  described  by  Betts,  be  or  be  not 
essential  to  the  practical  success  of  the  process.  How  can  a  Court 
of  law,  without  evidence,  know  the  relative  extendibility  of  the 
two  metals,  lead  and  tin,  or  judge  whether  the  relative  thicknesses 
of  the  lead  and  tin  (or  about  the  relative  thicknesses),  as  described 
by  Betts,  be  or  be  not  essential  ? 
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For  these  reasons,  I  answer  the  first  of  your  Lordships'  questions 
in  the  affirmative,  and  the  second  in  the  negative. 

Williams,  J.  —  My  Lords,  I  have  read  the  answers  of  the  Lord 
Chief  Baron  to  the  questions  put  by  your  Lordships  to  the 
Judges,  and  I  agree  in  those  answers,  and  in  the  view  of  the  case 
which  he  has  presented. 

Understanding  that  all  the  Judges  who  heard  the  argument  in 
this  House  have  arrived  at  the  same  result,  I  have  not  felt  myself 
called  on  to  trouble  your  Lordships  with  any  further  statement 
than  that  I  concur  in  the  opinion  expressed  by  the  Lord  Chief 
Baron. 

Pollock,  C.  B.  —  My  Lords,  I  was  a  member  of  the  Court  of 
Exchequer  Chamber  which  (by  a  majority)  affirmed  the  unanimous 
judgment  of  the  Court  of  Queen's  Bench,  and  I  was  one  of  that 
majority.  But  after  hearing  the  arguments  at  your  Lordships* 
bar,  and  especially  that  of  Mr.  Grove,  and  giving  to  the  subject  a 
fuller  consideration,  I  cannot  adhere  to  the  opinion  expressed  by 
my  Brother  Martin  as  his  judgment,  in  which  my  Brother 
Channell  and  myself  concurred.  Not,  my  Lords,  that  I  doubt, 
in  the  smallest  degree,  the  principles  of  law  upon  which  the  Court 
of  Queen's  Bench  and  the  Court  of  Exchequer  Chamber  profess  to 
decide ;  but  because  I  doubt  whether  the  law  has  been  correctly 
applied  to  the  present  case ;  and  I  think  the  mistake  (if  there  be 
one)  has  arisen  from  our  attending  too  much  to  the  matters  in 
which  the  two  specifications  agree,  and  too  little  to  those  in 
which   they  differ. 

They  agree  in  referring  to  the  union  of  lead  and  tin  by  pressing 
together  clean  surfaces  of  each,  so  as  to  make  them  combine  super- 
ficially ;  but  they  differ  in  this,  that  Dobbs's  specification  appar- 
ently includes  all  proportions,  but  only  for  this  reason,  that  it 
mentions  no  one  in  particular,  and  it  gives  a  very  meagre  account 
of  the  process.  Whereas  Betts's  appears  to  me  to  be  a  patent  for 
a  definite  relative  thickness  of  the  two  metals,  and  it  contains  a 
very  elaborate  description  of  his  process,  which  requires  a 
separate  lamination  and  rolling  *  of  each  metal  before  they  [*  242] 
are  put  together,  and  are  rolled  and  laminated  jointly. 

The  judgment  of  the  Court  of  Queen's  Bench  proceeded  on  the 
notion  that  Betts's  claim  included  other  proportions  than  those 
which  he  specified  for  the  making  of  capsules. 
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It  does  not  appear  to  me  that  this  is  a  construction  of  his  speci- 
fication which  is  necessary,  or  even  reasonable;  and  I  think  it  is 
not  correct  Allow  me  to  call  your  Lordships'  attention  for  a 
moment  to  the  title  of  the  patent  and  to  the  specification.  The 
title  is,  "  for  a  new  manufacture  of  capsules,  and  of  a  new  mate- 
rial to  be  employed  therein,  and  for  other  purposes, "  and  it  does 
not  appear  to  me  that  he  claims  or  specifies  more  than  one  thing 
as  his  new  manufacture.  The  title  expanded,  and  with  the  words 
inserted  which  are  to  be  understood,  would  read  thus :  —  A  new 
manufacture  of  capsules,  and  also  a  new  manufacture  of  a  material 
to  be  employed  in  making  capsules,  and  also  to  be  employed  for 
other  purposes. 

The  patent  is  therefore  for  capsules,  and  for  the  material  they 
are  made  of,  which  material  is  said  to  be  applicable  to  other 
purposes. 

On  examining  the  specification  itself,  I  find  nothing  to  contra- 
dict this  view  of  the  plaintiff's  invention  as  derived  from  the 
title.  He  gives  an  account  of  capsules,  of  their  use,  and  of  cer- 
tain patents  already  obtained  for  making  them.  He  then  gives  a 
clear,  distinct  account  of  the  mode  of  making  them,  and  in  that 
he  (of  course)  includes  "  the  new  manufacture  of  the  material  to  be 
employed  in  the  manufacture  of  capsules, "  and  the  mode  of  pre- 
paring it,  with  the  lead  and  tin  rolled  or  laminated  separately, 
and  then  united  in  certain  proportions  stated  in  the  specificatioii ; 
and  these  proportions  he  considers  to  be  "  their  proper  relative 
thicknesses. "  The  new  material  being  reduced  **  to  the  required 
thinness,"  he  points  out  how  the  capsules  are  to  be  made.  He 
then  points  out  that  "  the  said  new  material  or  compound  metal 
of  lead  combined  and  covered  with  tin  on  one  or  both  sides  in 
manner  aforesaid  "  (which  I  think  includes  the  proportion)  "  may 
also  be  employed  for  other  purposes. "  The  first  is  for  making  tin- 
foil; the  next  is  for  certain  ornamental  purposes;  and  then  he 
adds,  "  my  said  new  material  beiug  made  in  plates  or  sheets  of 
adequate  thickness  and  size  may  be  employed  for  other  purposes, ' 
&c.  And  there  certainly  is  not  a  single  expression  in  the  whole 
«pecification  which  suggests  that  he  ever  contemplated  a  union  of 
lead  and  tin  in  any  other  proportions  than  those  which  he 
specifies,  and  which  he  calls  the  "  proper  relative  thickness. " 

It  appears  to  me,  therefore,  that  he  claims,  not  every  combina- 
tion of   lead   with   tin   in  any  proportion,   but  only  his   ''new 
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material,'  as  previously  described,  that   is,  of  the  definite  pro- 
portions, as  well  as  made  in  the  prescribed  way. 

It  is  true  (as  referred  to  in  Lord  Campbell's  judgment),  that  in 
speaking  of  the  "  new  manufacture  "  for  the  making  of  capsules, 
he  gives  certain  dimensions  of  length,  breadth,  and  thickness 
which  the  ingots  or  pieces  of  lead  and  tin  may  have  at  the  com- 
mencement of  the  rolling,  and  before  they  are  put  together ;  the 
lead  may  be  three-quarters  of  an  inch  thick,  the  tin  may  be  of  the 
same  dimensions,  or  it  may  be  between  one-quarter  and  one-six- 
teenth of  an  inch  in  thickness;  that  is,  its  proportions  may  be 
between  three  to  one  and  twelve  to  one  of  lead  to  tin ;  but  these 
are  not  "  the  proper  relative  thicknesses  '  when  they  are  to  be 
united  by  pressure,  which  are  twenty  to  one ;  and  there  is  a  part 
of  the  specification  from  which  it  may  be  inferred  (I  own  I  think 
conclusively)  that  he  specifies  throughout  the  same  relative  pro- 
portions, and  that  his  new  material  is  to  vary  in  thickness  only, 
and  not  in  the  proportions  of  lead  and  tin ;  for  he  says  the  **  new 
material  consists, "  &c.  (describing  the  process),  "  reducing  the 
two  metals  in  their  combined  state  into  thin  sheets  of  a  thickness 
suitable  for  the  purposes  to  which  they  are  to  be  applied. "  The 
new  material  is  therefore  to  vary  in  thickness  only  and  not  in  the 
proportions  of  the  metals. 

It  appears  to  me,  therefore,  that  the  construction  put  by  the 
Court  below  on  Betts's  specification  (viz.,  that  he  meant  to  claim 
combinations  of  lead  and  tin  in  proportions  other  and  different 
from  those  which  he  specified  for  capsules),  is  not  justified  by  the 
language  of  the  specification.  Construing  it  by  the  aid 
of  the  title,  it  *  seems  to  me  that  the  very  same  material  [*  243] 
that  was  to  be  applied  to  the  making  of  capsules  was  also 
to  be  applied  to  other  purposes,  being  made  of  adequate  thickness, 
but  the  proper  relative  thickness  (as  he  calls  it)  remaining  the 
same. 

But,  admitting  that  the  view  I  have  presented  of  the  plaintiff's 
title  and  specification  is  erroneous,  I  still  think  that  the  plaintiff 
has  not  been  anticipated  by  Dobbs.  The  notes  of  the  evidence  at 
the  trial,  the  summing-up,  and  the  verdict  of  the  jury,  are  all 
part  of  the  case;  and  I  now  entirely  agree  with  my  Brothers 
Williams  and  Willes  in  what  they  said  in  the  Exchequer  Cham- 
ber, that  a  patent  and  specification  which  are  worthless  and  pro- 
duce nothing,  cannot  be  considered  as  disclosing  or  anticipating 
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anything,  so  as  to  be  any  impediment  to  a  subsequent  real  practi- 
cal discovery;  and  I  cannot  agree  with  my  Brother  Bramwell 
(from  whom  I  differ  rarely,  and  always  with  great  hesitation  and 
reluctance),  "  that  no  finding  of  the  jury  is  important '  It  may 
be  that,  had  not  the  evidence  and  the  finding  been  parts  of  the 
matter  before  us,  we  should  be  justified  in  finding,  and,  indeed 
possibly,  called  upon  to  find,  that  Dobbs's  patent  and  specification 
anticipated  Betts  in  some  matter  claimed  by  Betts ;  but  if  the  fact 
be  that  Dobbs*s  supposed  invention  has  never  been  successfully 
practised,  and  never  has  produced  any  useful  result,  then  in  my 
opinion  it  must  be  treated  as  a  mere  suggestion,  and  nothing  else, 
and  it  no  more  invalidates  Betts *s  patent  than  Bramah's  patent 
for  the  hydraulic  press  would  have  been  invalidated  by  the  publi- 
cation in  books  of  philosophy  of  the  hydrostatic  paradox  on  which 
the  invention  was  founded.  Betts,  in  his  specification,  directs 
the  metals  separately  to  be  rolled  and  laminated  before  that  opera- 
tion is  performed  upon  them  jointly.  Whether  it  be  to  that,  or  to 
the  proportions  (which  are  stated  to  be  "  the  proper  relative  pro- 
portions"), success  is  due,  matters  not.  Betts  *s  process  has  suc- 
ceeded, Dobbs's  failed  altogether;  at  least,  there  is  no  evidence 
of  its  success ;  and,  with  the  knowledge  of  that  fact,  as  substan- 
tially found  by  the  jury,  I  agree  with  what  fell  from  my  Brothers 
Williams  and  Willes  in  the  Court  below. 

With  respect  to  the  two  questions  your  Lordships  have  put  to 
the  Judges,  I  am  of  opinion,  first,  that  if  Dobbs's  specification  is 
a  good  one,  and  entitled  him  to  claim  exclusively  every  propor- 
tion of  lead  and  tin,  then  his  claii?i  includes  Betts 's,  which  is  one 
definite  proportion  out  of  an  indefinite  number  which  may  be  sug- 
gested. But  inasmuch  as  it  is  quite  clear  that  some  proportions 
of  tin  would  give  too  little  tin  to  be  useful,  and  some  would  give 
too  much  tin  to  be  economical,  and  there  is  no  information  given 
where  economy  begins  and  where  utility  ends,  I  much  doubt 
whether  so  vague  and  general  a  specification  is  a  compliance  with 
the  condition  of  the  patent ;  and  I  strongly  suspect  that  if  its  suc- 
cess had  ever  occasioned  it  to  be  called  in  question,  it  would  have 
been  deemed  a  bad  specification. 

But  the  second  question  I  now  answer,  without  any  doubt,  in 
the  negative.  The  specifications  differ  so  much  that  the  practical 
result  of  each  (by  which  their  merit  must  ultimately  be  tried)  can 
be  ascertained  only  by  the  verdict  of  a  jury. 
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On  the  5th  of  June  the  Lord  Chancellor  (Lord  Westbury), 
after  stating  the  facts  of  the  case,  said,  —  that  the  second  plea  was 
that  the  plaintiff's  invention,  or  a  material  part  of  it,  was  in- 
cluded in  the  specification  of  a  patent  granted  to  Thomas  Dobbs  in 
1804,  and  the  Courts  of  Queen's  Bench  and  Exchequer  Chamber 
had  adopted  that  plea.  Two  questions  had  been  put  to  the  Judges 
in  this  House,  but  the  answer  to  the  second  in  the  negative, 
rendered  the  consideration  of  the  other  immaterial.  That  answer 
involved  two  conclusions :  first,  that  as  the  specification  described 
external  objects,  though  the  language  in  both  specifications  should 
be  identically  the  same,  it  would  be  impossible  to  predicate  of  the 
two  that  they  described  exactly  the  same  identical  external  object, 
unless  the  terms  of  art  used  in  both  the  specifications  could  be 
ascertained  to  have  been  the  same  at  the  date  of  both  the  patents. 
The  questions  of  identity  of  signification  belonged  to  the  province 
of  evidence  and  not  to  the  province  of  construction.  The  second 
branch  of  the  answer  involved  this  important  conclusion,  that  to 
defeat  a  new  patent,  it  must  be  clear  that  the  antecedent  specifica- 
tion disclosed  a  practicable  mode  of  producing  the  result 
which  was  the  object  and  *  effect  of  the  subsequent  dis-  [*  244]  • 
covery.  This  was  a  useful  rule.  A  barren  general  descrip- 
tion, therefore,  though  containing  some  suggestive  information,  or 
involving  some  speculative  theory,  could  not  be  treated  as  avoid- 
ing, for  want  of  novelty,  a  subsequent  specification  or  invention, 
unless  it  was  ascertained  that  the  antecedent  publication  involved 
the  same  amount  of  useful  information.  As  to  the  two  specifica- 
tions in  this  case,  it  was  clear  that  the  first  was  a  mere  general 
suggestion,  the  other  a  specific  practical  invention.  The  one 
might  lead  to  the  other ;  but  the  latter  alone  complied  with  the 
conditions  under  which  protection  was.  given  by  the  patent  law. 
Here  there  was  nothing  to  show  that  Dobbs 's  patent  was  capable 
of  a  practical  application ;  and  on  the  principle  contained  in  the 
answer  of  the  Judges,  it  was  clear  that  the  decision  of  the  two 
Courts  below  ought  to  be  reversed,  and  the  rule  nisi  made  absolute 
by  the  Court  of  Queen's  Bench  ought  to  be  discharged. 

Lord  Brougham  concurred. 

Lord  Cranworth.  —  The  question  was  whether  the  claim  of 
novelty  was  answered  by  the  production  of  Dobbs 's  specification. 
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The  respondent  said  that  it  was,  and  the  two  Courts  below  had 
adopted  that  view  of  the  ease.  He,  however,  agreed  with  the 
opinion  of  the  minority  of  the  Judges  below  and  of  those  whose 
assistance  had  been  given  to  this  House,  that  the  judgment  below 
was  wrong.  The  two  specifications  might  be  identical,  and  the 
Judge  might  be  warranted  in  telling  the  jury  not  to  find  for  the 
novelty.  But  here  they  were  not  identical,  and  the  earlier  was 
deficient  in  those  practical  directions  which  constituted  the  essence 
of  a  valid  specification.  Dobbs  supposed  that,  by  pressure,  tin 
and  lead  might  be  so  combined  as  to  form  a  new  material.  But 
it  did  not  clearly  explain  how  this  was  to  be  done,  and  it  was 
therefore  defective.  That  defect  had  been  supplied  by  the  plain- 
tiflf  in  error,  and  he  was  therefore  entitled  to  maintain  his  patent 

Lord  Wensleydale  thought  that  the  result  of  the  opinion  of  the 
Lord  Chief  Baron  and  of  other  consulted  Judges  was  that  the 
judgments  of  the  two  Courts  below  ought  to  be  reversed,  and  he 
fully  agreed  with  that  result  The  true  point  had  been  stated  by 
his  noble  and  learned  friend,  Lord  Cranworth,  namely,  that  as 
the  jury  had  found  the  plaintiff's  specification  to  be  new,  judg- 
ment must  be  given  for  him  unless  it  was  shown  that  Dobbs 's 
specification  proved  it  not  to  be  so.  In  his  opinion,  Dobbs's 
specification  proved  no  such  thing.  It  made  public  a  notion,  but 
it  did  not  distinctly  develop  the  means  by  which  that  might  be 
carried  to  a  practical  result  Dobbs  had  not  done  that  which 
precluded  a  subsequent  inventor  of  those  means  from  taking  out 
a  patent  for  his  invention. 

Judgment  of  the  Court  below  reversed;  and  judgment  given 
for  the  plaintiff  in  error, 

Plimpton  Y.  Maleolnuon. 

3  Ch.  D.  531-583  (s.  C.  45  L.  J.  Ch.  505,  34  L.  T.  340). 

[531]  Patent  —  NoveUy,  —  Prior  Publication.  —  Book  in  Patent  Library.  — 
Specification,  —  Anticipation.  —  Sufficiency  of  Descriptionj  Tests  of.  — 
UtiUty. 

In  1865,  letters  patent  for  improvements  in  the  constraction  of  skates  were 
granted  to  the  agent  of  the  alleged  inventor,  who  was  resident  in  America,  and 
to  whom  they  were  afterwards  assigned.  Two  years  previously,  an  American 
work  containing  a  brief  description  of  the  invention,  and  five  weeks  previously, 
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a  book  of  illustrations  containing  a  drawing  of  it,  were  sent  to  the  library  of  the 
Patent  Office  in  London :  — 

Hddf  that  the  drawing  was  not  so  published  that  it  coald  be  referred  to  on 
the  issue  of  novelty. 

Sufficiency  of  the  specification  and  of  the  description  relied  on  as  an  antici* 
pation  considered. 

Bequisite  amount  of  utility  considered. 

The  plaintiff,  James  Leonard  Plimpton,  was  a  citizen  of  the 
United  States  of  America,  who  at  the  date  of  Newton's  patent 
was  residing  in  America,  and  at  the  time  the  suit  was  instituted, 
in  London. 

A  patent,  dated  the  25th  of  August,  1865,  was  granted  to 
Alfred  Vincent  Newton  for  an  invention  of  "  improvements  in  the 
construction  of  skates." 

The  invention  was  made  and  had  been  previously  patented  by 
Plimpton  in  1863,  in  the  United  States,  where  he  was  then  resi- 
dent, and  was  afterwards  repatented  in  the  United  States  in  1866 
in  a  modified  form.  Newton's  patent  was  obtained  on  a  communi- 
cation from  abroad,  which  in  fact  consisted  in  substance  of  a  draft 
of  the  American  specification  and  figures  of  1866,  which  Newton 
adopted  after  introducing  certain  slight  modifications.  Newton 
acted  merely  as  Plimpton's  agent,  and  on  the  10th  of  February, 
1866,  duly  assigned  the  patent  to  him. 

There  was  a  question  of  anticipation  which  mainly  turned  upon 
a  drawing  contained  in  a  book  of  Mr.  Jewitt  which  came  into  the 
Patent  OfiBce  under  the  circumstances  mentioned  in  the  judgment 
of  the  Master  of  the  Rolls,  which  sufficiently  explains  the  case 
so  far  as  necessary  for  understanding  the  principles  of  the  decision. 

The  Master  of  the  Eolls  (Sir  G.  Jessel),  after  hearing  counsel 
for  the  defendant,  and  showing  that  the  information  sent  from  the 
American  Patent  Office  was  clearly  insufficient  to  constitute  an 
anticipation  in  this  country,  proceeded  as  follows:  — 

Mr.  Jewitt,  however,  with  that  liberality  for  which  I  [565] 
believe,  as  a  general  rule,  American  publishers  are  dis- 
tinguished, sent  to  the  Patent  Office  Museum,  as  a  present,  a 
single  copy  of  the  volume  containing  this  drawing,  and  it  arrived 
at  the  Patent  Office  Library  on  the  20th  of  July,  1865.  That  has 
been  proved  to  my  satisfaction. 

When  it  arrived,  the  assistant  librarian  marked  the  date  of  its 
VOL.  XX.  —  36 


662  PATENT. 

Ho.  M.  — Plimptim  ▼.  lfal<olBiMn,  S  Gh.  D.  666,  666. 

arrival  in  the  book  in  pencil.  He  has  been  called,  and  has  verified 
his  mark  ;  and  he  tells  us  that  he  took  it  first  into  the  librarian's 
room,  who  ought  in  due  course  to  have  entered  the  book  in  the 
list  of  books  in  the  library.  It  is  not  a  catalogue,  but  a  list  of 
books.  Two  lists  are  made  out.  As  soon  as  a  book  comes  into 
the  library  by  donation,  it  is  entered  in  the  list  of  donation  books ; 
and  as  soon  as  a  book  comes  in  by  purchase,  it  is  entered  in  the 
list  of  books  purchased.  But  as  soon  as  any  book  comes  in,  it 
ought  to  be  entered  in  one  or  other  of  those  lists.  There  is  a 
reason  for  that,  because  the  catalogue  is  only  made  up  at  long 
intervals  of  time,  and  it  is  a  catalogue  of  something  else  than 
the  mere  titles  of  the  books,  and  is  a  very  troublesome  thing  to 

make.  The  officials  at  the  office  have  quite  enough  to  do, 
[*  566]  without  continually   ♦  making  up   the  catalogue ;    and, 

therefore,  it  is  postponed,  and  they  have  a  list  of  books, 
because  the  catalogue  is  not  made  up  except  at  some  considerable 
intervals  of  time.  But  unfortunately,  or  fortunately,  I  do  not 
know  which,  for  it  depends  on  what  view  is  taken  of  the  result  of 
this  case,  the  book  was  not  entered  in  the  list  of  donation  books  in 
the  library ;  nor  was  it  entered,  nor  could  it  have  been  entered,  in 
any  other  book,  and  it  was  not  in  the  catalogue.  Nobody  who 
knows  anything  about  the  Patent  Office  knew  of  it  Then  the 
book  was  taken,  there  being  no  room  in  the  public  room,  to 
one  of  these  small  private  rooms,  it  not  being  a  book  of  sufficient 
importance  to  displace  for  it  one  of  the  books  in  the  public  room ; 
and,  for  aught  I  see  to  the  contrary,  there  the  book  remained 
untouched,  and  unread,  and  unlocked  at  till  the  year  1875.  The 
inference  I  draw  is,  that  that  was  really  the  case  ;  and  the  reason 
I  draw  that  inference  is,  this  suit  being  instituted  in  the  year 
1875,  a  motion  for  an  injunction  was  made  before  me  to  restrain 
this  infringement;  and  on  that  occasion  the  defendant,  who  is 
himself  a  patentee  of  skates,  and  who  is  therefore  very  much 
interested  in  the  matter,  and  who  of  course  had  employed 
patent  agents,  and  legal  advisers,  and  all  that  sort  of  thing,  did 
defend  himself  on  the  ground  of  prior  publication ;  and  the  only 
prior  publication  that  he  could  produce  at  that  time,  that  is, 
March,  1875,  was  this  copy  of  the  •*  Scientific  American,"  and  a  copy 
of  the  **  Commissioners'  Journal,"  which  contained  less  than  is  con- 
tained in  the  "  Scientific  American."  Neither  he  nor  his  advisers, 
nor,  as  far  as  one  can  tell,  anybody  acquainted  with  skates,  had 
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ever  heard  of  this  book  containing  the  drawing  in  question.  It 
was  discovered  afterwards,  though  how  or  when  exactly  I  do  not 
know,  but  certainly  some  time  before  Christmas,  1875.  My 
inference  is,  that  it  was  not  known  to  any  one  interested  in  these 
matters,  still  less  to  the  public  at  large,  till  after  March,  1875. 

Kow,  I  ask  any  one  possessed  of  ordinary  common  sense,  can  it 
be  considered  to  have  been  so  communicated  to  the  public  as  to 
become  part  of  the  common  stock  of  public  knowledge  ?  Even 
assuming,  as  I  do  for  this  purpose  assume,  that  an  ordinary  work- 
man could  have  made  the  invented  machine  from  a  perusal  of  the 
letter-press,  and  upon  looking  at  the  drawing  together,  still  we 
must  recollect  that  there  was  nothing  to  tell  anybody 
that  there  *  was  such  a  drawing  in  the  library  of  the  [*  567] 
Patent  Office  at  the  date  this  patent  was  taken  out,  on 
the  25th  of  August,  1865.  It  was  never  entered  in  any  book  in 
that  library;  it  was  not  on  the  public  shelves  accessible  to  the 
public ;  it  was,  as  I  have  said  before,  in  this  private  room ;  and 
we  have  the  additional  fact  that  even  ten  years  afterwards, 
when  these  matters  had  become  of  such  public  interest  that 
a  great  number  of  patents  (I  am  told  upwards  of  fifty)  have 
been  taken  out,  no  one  is  shown  to  have  known  of  it,  and 
there  is  a  presumption  that  no  one  acquainted  with  this  had 
then  known  of  it  because  the  defence  of  "publication"  was 
taken  in  March,  1875.  It  does  appear  to  me,  sitting  as  a  jury, 
that  I  should  be  wanting  in  common  sense  if  I  came  to  the  con- 
clusion that  the  existence  of  this  book  on  the  shelf  in  a  private 
room  in  the  Patent  Library  —  private  in  the  sense  of  not  being 
accessible  to  the  public,  though  public  in  the  sense  that  if  any- 
body had  by  accident  known  of  it  he  could  have  sent  for  the  book 
—  would  be  such  a  publication  as  to  deprive  the  man  who  first 
made  it  known  to  the  world  of  that  merit,  —  the  only  merit  so  far 
as  the  importer  is  concerned,  —  which  consists  in  making  known  a 
useful  invention  to  the  public.  Therefore,  on  the  question  of  nov- 
elty, I  should  give  a  verdict  for  the  plaintiff  on  this  ground  alone. 

The  second  point  is  this :  Assuming  that  the  book  was  publicly 
known,  or  at  least  so  far  publicly  known  as  to  be  known  to  all 
interested  in  these  matters,  the  defendant  alleges,  and  the  plain- 
tiff denies,  that  the  letter-press  and  drawing  together  do  contain 
that  sufficient  description  which  is  necessary  to  enable  a  workman 
of  ordinary  skill  to  make  the  patented  machine.    As  to  that,  again, 
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one  must  consider  what  the  law  is.  First  of  all,  what  is  required 
as  regards  prior  description?  I  should  have  thought,  independ- 
ently of  authority,  that  no  prior  description  ought  to  invalidate 
a  patent,  unless  you  could  make  the  thing  from  the  descrip- 
tion. I  mean  unless  a  person  of  ordinary  skill  in  the  trade 
could  make  it  from  the  description.  But  it  has  been  alleged 
that  something  less  will  do.  As  I  read  the  authorities,  that  is 
not  so. 

The  question  has  been  before  the  House  of  Lords  in  the  case  of 

Neilson  v.  Betts,  L.  R  5  H.  L.  1.  The  judgments  of  Lord 
[*  568]  Westbury  and  Lord  *  Colonsay  come  to  this  —  that  the 

description  in  the  book  must  be  equivalent  to  a  specifica- 
tion. I  may  say  that  this  is  entirely  in  accordance  also  with  the 
case  of  Hills  v.  Evans,  4  D.  F.  &  J.  288, 300 ;  and  the  case  of  Betts 
v.  MenzUSy  10  H.  L.  C.  117 ;  and  even  if  I  differed  from  them, 
which  I  do  not,  I  should  be  bound  bj'  those  decisions.  On  the 
other  hand,  there  is  a  decision  of  Betts  v.  Neilson,  L.  R  3  Ch.  431 ; 
which  says  that  less  will  do :  that  the  principle  having  been  dis- 
closed, although  a  workman  could  not  make  the  machine  (that  is, 
the  substance  of  it),  that  would  be  sufficient  to  avoid  the  patent. 
All  I  can  say  is,  that  I  do  not  think  that  is  fair  to  a  patentee, 
and  I  should  not  have  so  decided  had  the  matter  been  res  integra : 
it  is  not  res  integra,  and  I  have  no  right  to  depart  from  what  has 
been  laid  down  by  the  House  of  Lords  and  the  Court  of  Appeal  in 
the  three  other  cases.  Now,  what  is  the  meaning  of  it  being  a 
sufficient  specification  ?  Upon  that  there  has  been  a  very  great 
deal  of  authority.  Judges  have  stated  it  in  dififerent  ways,  no 
doubt,  but  I  do  not  think  there  is  much  difference  in  substance. 

In  the  first  place,  it  is  plain  that  the  specification  of  a  patent  is 
not  addressed  to  people  who  are  ignorant  of  the  subject-matter. 
It  is  addressed  to  people  who  know  something  about  it.  But  then 
there  are  various  kinds  of  people  who  know  something  about 
it.  If  it  is  a  mechanical  invention,  as  this  is,  you  have  first 
of  all  scientific  mechanicians  of  the  first  class,  eminent  engineers ; 
then  you  have  scientific  mechanicians  of  the  second  class,  man- 
agers of  great  manufactories,  great  employers  of  labour,  persons 
who  have  studied  mechanics  —  not  to  the  same  extent  as  the  first 
class,  the  scientific  engineers,  but  still  to  a  great  extent — for  the 
purpose  of  conducting  manufactories  of  complicated  and  unusual 
machines,  and  who  therefore  must  have  made  the  subject  a  matter 
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of  very  considerable  study ;  and  in  this  class  I  should  include 
foremen,  being  men  of  superior  intelligence,  who  like  their  masters 
would  be  capable  of  invention,  and  like  the  scientific  engineers 
would  be  able  to  find  out  what  was  meant  even  from  slight  hints, 
and  still  more  from  imperfect  descriptions,  and  would  be  able  to 
supplement,  so  as  to  succeed  even  from  a  defective  description, 
and  even  more  than  that,  would  be  able  to  correct  an 
•erroneous  description.  That  is  what  I  would  say  of  [*569] 
the  two  first  classes,  which  I  will  call  the  scientific 
classes.  The  other  class  consists  of  the  ordinary  workman,  using 
that  amount  of  skill  and  intelligence  which  is  fairly  to  be  ex- 
pected from  him  —  not  a  careless  man,  but  a  careful  man,  though 
not  possessing  that  great  scientific  knowledge  or  power  of  inven- 
tion which  would  enable  him  by  himself,  unaided,  to  supplement 
a  defective  description,  or  correct  an  erroneous  description.  Now, 
as  I  understand,  to  be  a. good  specification  it  must  be  intelligible 
to  the  third  class  I  have  mentioned,  and  that  is  the  result  of  the 
law.  It  will  be  a  bad  specification  if  the  first  two  classes  only 
understand  it,  and  if  the  third  class  do  not.  I  do  not  think  when 
the  cases  come  to  be  examined,  there  is  really  any  difference  be- 
tween the  Judges  on  this  point.  Their  language  differs,  but  I  do 
not  think  the  cases  differ.  I  will  refer  to  the  case  of  Morgan  v. 
Seaward,  1  Webs.  P.  R  174,  where  I  think  it  is  put  by  Mr.  Baron 
Alderson  as  well  as  it  is  put  anywhere,  if  I  may  say  so :  "  It "  — 
that  means  the  specification  — "  ought  to  be  framed  so  as  not  to 
call  on  a  person  to  have  recourse  to  more  than  those  ordinary 
means  of  knowledge  (not  invention)  which  a  workman  of  compe- 
tent skill  in  his  art  and  trade  may  be  presumed  to  have.  You 
may  call  upon  him  to  exercise  all  the  actual  existing  knowledge 
common  to  the  trade,  but  you  cannot  call  upon  him  to  exercise 
anything  more.  You  have  no  right  to  call  upon  him  to  tax  his 
ingenuity  or  invention."  Of  course  that  is  open  to  the  observa- 
tion that  the  meaning  of  the  word  "invention"  may  differ  to  dif- 
ferent minds,  and  it  is  sometimes  impossible  to  draw  the  line 
between  perception  and  invention.  We  had  an  instance  of  that 
in  the  present  case.  One  man  may  see  from  a  drawing  that  which 
ninety-nine  men  out  of  a  hundred  cannot  see.  The  witness,  Mr. 
Hulse,  stated  he  had  a  peculiar  faculty  for  seeing  from  a  drawing 
things  other  people  did  not  see,  and  he  likened  it  to  the  man  who 
could  read  music  at  sight  —  could  read  a  piece  of  music  he  had 


566  PATEOT. 

Ho.  88.  — Flimploa  ▼.  Ifaliwlinimi,  8  CSl  D.  688,  670. 

never  seen  before,  as  compared  tx>  the  ordinary  mortal  who  enjoys 
no  such  privilege.  But  again,  as  I  said  before,  some  people  might 
have  said  that  what  he  thinks  is  perception  is  invention.  In  fact, 
he  describes  it  as  intuitive  perception,  a  peculiar  power. 
[*  570]  Many  people  would  call  that  the  *  power  of  supplement- 
ing by  invention  what  the  drawing  disclosed  to  ordinary 
persons.  It  is  quite  impossible  to  say,  without  considering  the 
concrete,  that  is,  without  looking  at  the  subject-matter  in  respect 
of  which  you  have  to  decide  —  it  is  quite  impossible  to  say,  in  the 
abstract,  what  is  invention  and  what  is  perception.  It  is  there- 
fore, I  think,  to  be  decided  by  the  jury,  under  the  direction  of  the 
Judge ;  or  if  there  is  no  jury,  by  the  Judge  alone,  what,  having  re- 
gard to  the  subject-matter,  is  an  exercise  of  invention  or  an  exer- 
cise of  perception.  So  much  for  the  law.  Again,  I  may  say,  and 
this  bears  on  another  branch  of  the  subject,  that  that  is  important 
as  to  another  objection,  which  I  should  like  to  dispose  of  at  once, 
namely,  what  the  specification  ought  to  tell.  First  of  all  it  ought 
to  tell  the  workman  how  to  do  it ;  but  it  need  not  tell  him  every 
detail.  Mr.  Baron  Alderson  (1  Webs.  P.  R  176)  says  this:  "  Now, 
a  workman  of  ordinary  skill,  when  called  to  put  two  things  to- 
gether, so  that  they  should  move,  would,  of  course,  by  the  ordinary 
knowledge  and  skill  he  possesses,  make  them  of  sufficient  size  to 
move.  There  he  would  have  to  bring  to  his  assistance  his  knowl- 
edge that  the  size  of  the  parts  is  material  to  the  working  of  the 
machine.  That  is  within  the  ordinary  knowledge  of  every  work- 
man. He  says,  *  I  see  this  will  not  work  because  it  is  too  small,' 
and  then  he  makes  it  a  little  larger,  and  finds  it  will  work :  what 
is  required  is  that  the  specification  should  be  such  as  to  enable  a 
workman  of  ordinary  skill  to  make  the  machine ;  with  respect  to 
that,  therefore,  I  do  not  apprehend  you  will  feel  much  difficulty." 
Therefore  he  does  not  mean  that  the  man  is  to  shut  his  eyes,  and 
copy  what  he  sees  before  him ;  but  he  is  to  do  it  in  an  intelligent 
manner,  and  when  he  has  made  it  according  to  the  specification, 
and  sees  it  will  not  work,  and  sees  by  the  ordinary  knowledge  of 
his  trade  what  is  to  be  done  to  make  it  work,  he  is  to  make  it 
work;  and  if  the  specification  does  not  mislead,  and  contains 
enough  to  enable  the  man  to  do  that,  then  it  is  sufficient.  The 
other  cases  upon  the  subject  are  numerous.  It  is  sufficient  to  say 
that,  in  my  opinion,  they  do  not  conflict  with  what  Mr.  Baron 
Alderson  lays  down  in  Morgan  v.  Seaward,  1  Webs.  P.  R  174. 
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I  have  now  to  decide  upon  very  conflicting  evidence, 
whether  *  or  no  the  workman  I  have  described  could  have  [*  571] 
made  this  machine  from  the  combination  of  the  letter- 
press in  the  ''  Scientific  American  "  and  the  drawing.  First  of  all, 
let  us  consider  again  what  the  workman  would  know.  He  would 
know  that  this  was  a  copy  of  two  claims.  I  have  already  shown, 
from  the  luminous  exposition  of  Lord  Cottenham,  that  a  claim  is 
not  a  description  of  an  invention,  but  a  thing  put  in  for  a  very 
different  purpose.  He  would  know  also,  when  he  looked  at  the 
letter-press  and  the  drawing,  that  the  drawing  referred  to  in  the 
letter-press  was  not  the  drawing  he  had  to  deal  with,  because  he 
would  find  there  were  letters  in  the  letter-press  not  to  be  found  in 
the  drawing,  and  at  least  one  letter  in  the  drawing  not  to  be  found 
in  the  letter-press.  He  would  therefore  come  to  the  conclusion 
that,  though  he  had  before  him  a  drawing  belonging  or  referred  to 
in  the  American  specification,  he  had  not  the  drawing  to  which 
the  letter-press  referred.  He  would  then  find  a  note  of  the  editor 
of  the  newspaper,  and  it  he  was  acquainted  with  the  ''  Scientific 
American,"  he  would  know  that  the  note,  according  to  his  prac- 
tice, attempted  to  give  the  substance  of  the  specification  as  distin- 
guished from  the  claim.  It  does  appear  to  me  that,  with  that 
knowledge  before  him,  he  would  attach  more  importance  probably 
to  the  note  which  was  to  describe  the  substance  of  the  specifica- 
tion than  he  would  to  the  drawing.  He  would  also  know  that  it 
was  not  intended  from  the  letter-press  alone  to  enable  him  to  make 
the  machine,  and  therefore  he  would  have  to  find  out  from  a  thing 
not  intended  for  a  specification  or  description  what  it  was.  The 
meaning  of  that  observation  is  this :  When  you  put  a  specification 
in  a  workman's  hands,  he  is  told  there  is  something  that  can  be 
made  from  it,  which  will  be  useful ;  but  when  you  put  into  his 
hands  a  mere  notice  to  the  world  that  there  is  such  a  patent,  he 
is  told  that  nothing  can  be  made  from  it,  for  the  meaning  of  the 
notice  is  not  to  enable  him  to  make  it,  but  to  tell  him  where  to 
find  instructions  to  make  it  He  comes  to  that  with  a  different 
view,  and  he  finds  a  drawing,  not  the  drawing  in  the  specification. 
I  think  most  ordinary  workmen  would  not  try  to  make  it  out, 
and  that  it  would  be  a  very  extraordinary  workman  who  would 
attempt  it. 

But  suppose  he  did  try,  what  would  he  find  next  ?    Here  I 
come  to  the  difficulty  to  which  I  have  adverted  more  than  once 
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[*572]  in  the  *  course  of  the  argument,  that  having  acquired 
during  the  course  of  this  long  discussion  a  very  considera- 
able  knowledge  as  to  the  nature  of  and  the  mode  of  working  this 
invention,  I  have  to  put  my  mind  in  the  state  in  which  this  work- 
man's mind  ought  to  have  been  in  the  year  1865,  when  nothing  at 
all  was  known  about  the  subject-matter,  either  of  the  mechanical 
arrangement  to  which  I  have  referred,  or  of  roller  skates  at  all, 
as  distinguished  from  common  parlour  skates,  which  were,  I  be- 
lieve, known.  I  must  consider  that  the  workman,  though  a  skate 
maker,  would  really,  from  his  knowledge  of  ordinary  common 
skates,  know  very  little  about  it  That  is,  that  there  was  no  trade 
knowledge  to  work  upon. 

In  addition  to  that,  I  find  this  in  the  "Scientific  American," 
that  there  are  several  words  used  the  meaning  of  which  was  not 
known  to  me  before  this  case,  and,  as  I  gather  from  the  evidence, 
not  known  to  any  one  in  England.  Whether  they  are  in  fact 
American  terms  known  in  America,  or  whether,  as  regards  one  or 
more  of  them,  they  have  been  used  by  this  inventor  in  a  new 
sense  —  a  sense  sufficiently  explained  by  his  drawing  and  context ; 
or  whether  he  himself  did  not  use  them  for  the  first  time,  I  know 
not  —  I  have  no  evidence  before  me.  It  may  be  that  he  first  used 
them  in  this  sense,  or  it  may  be  it  was  a  sense  known  in  the 
United  States  at  the  time  to  mechanicians.  That  I  have  no  evi- 
dence of,  and  I  have  no  knowledge  of  my  own  to  supply  that  evi- 
dence. Thus  the  workman  would  have  found  in  the  letter-press 
several  words  not  known  to  him,  having  no  trade  meaning,  and 
which  would  convey  no  meaning  to  his  mind.  He  would  first  find 
the  word  "runners."  That  word  "runners"  gives  me,  from  the 
evidence,  no  meaning  at  all  in  1865.  What  a  runner  was,  as  be- 
longing to  a  skate,  I  take  from  the  evidence,  nobody  knew  in 
1865.  It  was  an  entirely  new  term  in  England,  whatever  it  may 
have  been  in  America.  He  would  then  find  that  something  was 
to  be  "turned,"  "cramped,"  or  "adjusted."  Now,  whether  the 
verb  to  "cramp"  was  part  of  the  American  Dictionary,  in  that 
sense,  in  the  year  1865,  I  know  not,  but  it  was  not  part  of  the 
English  Dictionary  in  that  sense.  It  had  no  mechanical  meaning, 
and  upon  that  there  has  been  no  conflict  of  testimony.  Then  he 
would  find  another  thing.  He  would  find  the  word  "cant," 
[*  573]  which  *  is  put  in  with  "  turning."  As  to  the  word  "  cant," 
there  has  been  a  great  deal  of  question ;  but  the  conclu- 
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sion  I  have  come  to  is,  that  what  was  said  by  one  of  the  witnesses 
for  the  defendant  is  correct,  that  it  is  a  word  of  wide  meaning;  that 
it  was  not  confined  to  one  particular  motion  in  the  lateral  direc- 
tion, as  distinguished  from  a  motion  in  the  upward  or  diagonal 
direction ;  that  it  was  a  term  of  wide  meaning,  not  a  term  of  defi- 
nite use  in  mechanics ;  not  a  term  in  common  use  at  all,  but  a 
rare  and  uncommon  term,  and  one  the  meaning  of  which  no  ordi- 
nary workman  would,  by  any  reasonable  attribution  of  knowledge, 
be  supposed  to  be  acquainted  with.  As  to  that  there  is  some 
doubt,  for  there  is  a  great  conflict  upon  the  evidence. 

Then,  in  addition  to  that,  he  would  find  this;  and  now  he 
would  come  to  something  which  perhaps  he  thought  he  could 
understand.  He  would  find  in  the  editor's  note  that  which  comes 
to  a  short  account  of  the  specification,  which  I  say  would  be  more 
a  guide  than  the  claim.  He  would  find  that  it  was  an  improve- 
ment in  the  attaching  of  rollers,  &c.,  "whereby  the  former  are 
made  to  turn  or  cramp  like  the  wheels  of  a  waggon  "  —  (As  I  said 
before,  he  would  not  know  what  "  cramp  "  meant  at  all)  —  "  and 
facilitate  the  turning  of  the  skate,  there  being  two  pairs  of  rollers 
to  each  skate."  I  think  myself,  and  I  have  the  evidence  in  my 
mind  when  I  say  so,  that  he  would  infer  from  those  words,  "  like 
the  wheels  of  a  waggon,"  that  they  would  turn  round  a  vertical 
axis.  Upon  that  the  evidence  stands  in  this  way.  We  have  the 
evidence  of  Mr.  Bramwell  and  Mr.  Imray,  two  eminent  mechani- 
cal engineers,  who  say  that  they  would  have  so  understood  it. 
Of  course  this  is  mere  matter  of  opinion.  Those  gentlemen  must 
be  in  the  same  diflBculty  that  I  am  in  myself,  because  when  they 
gave  the  opinion  they  knew  all  about  it,  and  they  have  to  con- 
sider to  what  conclusion  they  would  have  come  if  they  had  not 
known  all  about  it ;  and  it  is  a  very  difficult  mental  process  to  say 
what  you  would  have  thought  of  a  description,  the  meaning  of 
which  you  know,  if  you  had  not  known  the  meaning.  But  that 
is  their  opinion.  On  the  other  hand,  three  experts  say  —  and  on 
these  matters  I  do  not  count  whether  they  are  two  or  three, 
although  I  should  be  very  glad  if  there  was  a  rule  that  in  patent 
cases  neither  side  should  call  more  than  two  experts  — 
three  experts  say  it  does  not  convey  *  to  their  mind  any  [*  574] 
such  notion.  They  do  not  know  much  about  "cramp" 
either,  but  they  think  the  words  "  made  to  turn  like  the  wheels 
of  a  waggon  "  do  not  refer  to  the  mode  by  which  they  are  made 
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to  turn  —  that  is,  the  mechanism  of  the  turning,  but  refer  to  a 
description  of  the  motion;  that  is,  that  they  are  to  move  in  a  simi- 
lar direction,  or  with  a  similar  motion,  but  not  that  the  mechanism 
is  similar.  Both  sides  have  seen  the  drawing,  and  both  sides  tell 
you  that  in  1865  they  would  have  arrived  therefore  at  opposite 
conclusions.  If  I  am  to  look  at  it  grammatically,  I  think  the 
grammar  is  rather  more  in  favour  of  the  plaintiffs  experts  than 
the  defendant's  experts.  It  is  not  that  the  former  will  "  turn  like 
the  wheels  of  a  waggon,"  which  I  should  have  thought  would 
have  been  the  natural  expression  if  you  were  describing  the 
motion,  but  that  they  are  made  to  turn.  I  do  not  rely  much  on 
that,  because  I  cannot  say  it  is  clear  from  the  grammar  either 
way.  It  is  ambiguous,  it  is  capable  of  both  interpretations,  and 
therefore  you  have  these  gentlemen,  with  an  ambiguous  form  of 
words  before  them,  arriving  at  the  conclusion,  that  if  they  did  not 
know  what  they  know  now,  they  would  have  arrived  at  the  con- 
clusion which  happens  to  be  most  favourable  to  the  side  on  which 
they  have  been  called.  I  do  not  mean  to  reflect  on  these  gentle- 
men, but  there  is  on  these  mere  matters  of  opinion  a  certain 
amount  of  bias  in  the  minds  of  the  experts  towards  the  side  on 
which  they  are  called.  It  does  so  happen  in  this  case,  as  gener- 
ally happens  in  these  matters  of  mere  opinion,  that  the  experts  on 
one  side  are  in  favour  of  their  side,  and  the  experts  on  the  other 
in  favour  of  their  side. 

Now  I  have  got  something  in  this  case  to  assist  me  which  we 
do  not  generally  get.  The  intelligent  workman  was  produced,  and 
I  was  very  anxious  to  see  what  he  did  and  what  he  thought  of  it. 
And  when  I  say  the  "  intelligent  workman,"  I  really  mean  that, 
for  he  was  a  very  intelligent  workman.  I  am  by  no  means  pre- 
pared to  say  that  he  is  an  ordinarily  intelligent  workman.  I  wish 
I  could  say  so.  I  should  be  delighted  to  be  able  to  say  that  the 
average  of  our  ordinary  skilled  workmen  were  at  all  equal  to  Mr. 
Edwards.  He  is  a  very  intelligent  man,  and,  indeed,  I  shall  have 
to  make  an  observation  upon  that  which  I  may  as  well  make  at 

once  —  that  I  think  he  was  picked  out  for  his  intelli- 
[*  575]    gence;  and  the  reason  I  say  so  is  this:  *  Somebody  on 

the  defendant's  side  went  to  a  Mr.  Pomeroy,  the  manager 
ot  Messrs.  Holtzapfel  &  Co.,  who  have  been  described  as  the 
umkers  of  complicated  machines  —  principally  lathes  and  so  on  — 
aud  certainly  told  him  something.     What  he  told  him  I  do  not 
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know.  He  must  ht^ve  told  him,  in  some  shape  or  other,  that  he 
wanted  a  skate  made  according  to  the  letter-press  in  the  "  Scien- 
tific American  "  and  the  drawing.  Whether  he  told  Mr.  Pomeroy 
exactly  what  it  was  wanted  for  or  not  I  cannot  tell.  Most  likely 
Mr.  Pomeroy  would  ask  what  it  was  wanted  for,  and  would  ask 
something  about  it;  but  as  to  that  I  do  not  know.  When  Mr. 
Pomeroy  got  the  sketch  of  the  drawing,  he  sent  for  a  workman  to 
make  it.  What  sort  of  a  workman  would  he  send  for  ?  It  was 
not  a  very  easy  thing  to  make ;  that  anybody  can  see.  He  had 
got  before  him  a  manifestly  imperfect  description,  for  the  reasons 
I  have  given.  He  therefore  would  not  send  for  the  most  stupid 
of  his  workmen,  and  I  think  he  would  send  for  the  most  intelli- 
gent of  his  workmen,  the  man  who  would  be  most  likely  to  make 
it  from  the  drawing.  I  think,  therefore,  independently  of  what  I 
have  seen  of  Mr.  Edwards,  that  he  was  a  most  uncommonly  intel- 
ligent man,  and  that  he  was  selected  for  his  intelligence  by  the 
manager  of  Messrs.  Holtzapfel's  works.  But  that  is  mere  infer- 
ence. What  does  this  intelligent  workman  do  ?  He  is  asked  to 
look  at  the  description.  What  did  he  think  it  meant  ?  He  says 
he  read,  "  Whereby  the  former  are  made  to  turn  like  the  wheels 
of  a  waggon,"  to  mean  exactly  what  Mr.  Bramwell  and  Mr.  Imray 
said  he  ought  to  take  them  to  mean,  and  he  said  he  found  out  it 
would  not  do,  so  he  left  it  out.  His  words  were:  "I  departed 
entirely  from  the  instructions  as  to  making  the  wheels  turn  like 
the  wheels  of  a  waggon.  It  occurred  to  me  that  the  direction  to 
make  the  wheels  turn  like  the  wheels  of  a  waggon  was  not  cor- 
rect, and  I  applied  my  intelligence  to  devise  sometliing  else,  and 
I  did  by  my  own  intelligence  devise  another  plan  without  depart- 
ing from  the  drawing."  So  that  this  intelligent  workman,  read- 
ing it  for  the  first  time,  came  to  the  conclusion  that  what  was  an 
abstract,  or  a  condensed  statement,  of  the  specification  was  wrong, 
and  looking  at  the  drawing  he  had  sufScient  intelligence,  as  he 
describes  it,  but,  as  I  should  describe  it,  sufl&cient  inventive  power, 
to  correct  the  mistake. 

*  If  I  understand  the  rules  of  patent  law,  you  must  [*  576] 
not  mislead  people  by  telling  them  to  do  something  wrong, 
and  leaving  them  to  find  out  the  mistake.  Therefore,  if  this 
were  really  the  meaning  of  the  letter-press  —  which,  upon  the 
whole,  I  think  it  is,  though  I  say  I  am  in  great  difl&culty  about 
it,  but  I  am  confirmed  in  my  view  by  what  the  workman  did  — 
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then  I  think  it  is  clearly  insufficient,  because  it  tells  you  to  do 
something  which  cannot  be  done  to  make  the  thing  useful,  though 
he  did,  by  his  own  intelligence,  in  looking  at  the  drawing,  find 
out  what  was  required.  You  must  not  give  people  mechanical 
problems  and  call  them  specifications.  You  may  set  to  a  dozen 
engineers  a  mechanical  problem,  and  perhaps  eleven  out  of  the 
twelve  will  find  it  out ;  you  may  set  to  a  dozen  selected  workmen 
a  mechanical  problem,  and  perhaps,  of  that  dozen,  three-fourths 
will  find  it  out ;  but  that  is  not  the  meaning  of  a  sufficient  speci- 
fication to  make  a  patent  article,  and,  therefore,  having  had  the 
intelligent  workman  before  me  —  and  a  very  intelligent  workman 
he  was  —  seeing  how  he  read  it,  I  think  that  the  reading  proposed 
by  Mr.  Bramwell  and  Mr.  Imray  is  the  more  likely  reading  to 
have  been  adopted  by  the  ordinary  intelligent  workman,  than 
the  reading  proposed  by  Messrs.  Cowper,  May,  and  Hulse.  But 
it  is  said  Mr.  Bramwell  ought  to  have  found  it  out,  and  I  must 
say  that  the  cross-examination  of  Mr.  Bramwell  on  one  portion  of 
his  evidence  was  effective.  I  think  Mr.  Hemming  showed  Mr. 
Bramwell  that  he  had  made  a  mistake  as  to  the  mode  of  turning, 
which  he  thought  was  not  possible.  But  I  will  assume  that  he 
ought  to  have  found  it  out,  and  I  will  assume  that  Mr.  Imray 
ought  to  have  found  it  out,  as  well  as  Messrs.  Cowper,  May,  and 
Hulse.  What  then  ?  That  is  not  the  class  to  which  these  things 
are  addressed.  Supposing  these  great  mechanical  engineers  had 
found  it  out,  it  would  only  show  they  had  sufficient  capacity  to 
solve  this  mechanical  problem,  and  nothing  more. 

There  was  another  witness  called,  and  I  am  sorry  he  was  called, 
because  the  letter-press  and  drawing  were  given  to  him  in  the 
middle  of  the  trial.  Somebody  took  the  letter-press  and  drawing 
to  Mr.  Botten,  who  was  not  an  ordinary  workman.  He  had  been 
a  workman  at  one  time  of  his  life,  but  he  was  one  of  that  superior 
class  who  rise  to  masters.  I  wish  there  were  more  in  this  country 
than  there  are ;  but  anybody  who  knows  anything  about 
[*  577]  *  our  working  men  will  know  that  the  class  who  rise  from 
workmen  to  masters  are  a  very  superior  class.  Now  he, 
having  the  drawing  and  the  letter-press,  certainly  made  a  machine, 
but  he  made  it,  as  the  other  workman  did,  eventually  without  the 
buffer.  I  will  go  back  for  a  moment  to  what  Edwards  did.  Ed- 
wards, from  the  drawing  in  the  first  instance,  did  not  make  it  quite 
right.     He  did  something  very  ingenious,  and  which,  to  a  certain 
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extent,  would  have  answered  the  purpose.  .  Instead  of  making  a 
diagonal  axis  of  metal  right  through  the  triangular  piece,  he 
pinned  it  at  both  ends.  He  found  it  would  not  work,  and  in 
order  to  make  it  work,  he  made  his  pins  move  —  that  is,  free  at 
both  ends  —  and  then  it  worked.  And  after  that,  how  long  after 
he  did  not  recollect,  but  sometime  after  —  he  found  out  the  actual 
and  best  mode  of  doing  it,  namely,  by  putting  his  pin  right 
through.  That  is  what  he  did,  but  he  never  found  out  the  sub- 
ordinate part  of  the  invention  —  that  is  what  I  have  called  the 
buffer  or  moderating  spring.  That  he  never  found  out  at  all. 
And  as  to  that  he  says,  fairly  enough,  "  I  left  it  out  because 
I  did  not  understand  what  it  was,  and  there  was  no  description  of 
it  in  the  letter-press."  He  made  the  best  machine  he  could,  but  he 
did  not  understand  the  drawing  any  more  than  the  letter-press. 
He  misunderstood  both,  and  made  it  so  far  wrong  that  he  left  out 
that  which  was  certainly  not  an  essential  portion  of  the  invention, 
in  the  sense  that  the  invention  would  have  been  a  good  workable 
invention  without  it,  and  in  the  sense  that  in  my  opinion  anybody 
who  made  the  skate  without  the  buffer  would  be  infringing. 
Still  he  did  make  it  without  the  buffer.  The  second  man*  Mr. 
Botten,  also  made  it  without  the  buffer.  He  could  not  make  it 
out,  and  he  made  it,  in  the  first  instance,  not  according  to  the 
drawing.  He  added  an  invention  of  his  own,  and  not  an  immate- 
rial invention.  He  was  not  only  a  man  who,  I  think,  was  capable 
of  inventing,  belonging  to  the  superior  class  of  workmen,  from 
whom  he  had  emerged,  but  he  actually  did  invent  and  put  into 
that  first  model  things  not  found  in  the  drawing  at  all.  Then  he 
was  asked  to  make  a  larger  one.  On  this  point  I  have  already 
remarked,  and  I  do  not  wish  to  say  anything  at  all  unpleasant  to 
Mr.  Botten.  There  was  a  little  exaggeration  and  a  little  forgetful- 
ness ;  but  I  think  he  was  stating  what  he  believed  to  be 
true.  *  Being  asked  to  make  his  first  model  larger,  he  [*  578] 
improved  it  and  made  it  much  better,  and  bis  second 
model  is  a  much  better  model  than  the  first.  He  altered  some 
parts,  and  he  improved  other  parts  by  making  the  wheels  lock  on 
the  foot  stand ;  and  he  not  merely  copied  his  own  model,  but  he 
improved  it.  So  much  for  the  actual  operation.  Now,  taking  all 
this  together,  can  I  say  that  this  was  such  a  description  as  satis- 
fies the  exigencies  of  the  law,  that  it  was  a  fair  specification  from 
which  an  ordinary  workman  could  make  the  machine  ?    I  think  I 


674  PATENT. 

Vo.  88.  — PliMptm  ▼.  MatoatmiflP,  8  Ol.  D.  678,  679. 


cannot  And  on  this  point  also  my  verdict  on  the  issue  will  be 
in  favour  of  the  plaintiff,  though,  for  the  reasons  I  have  specified, 
it  was  not  actually  necessary  to  decide  it 

I  now  come  to  the  next  issue  —  the  sufficiency  of  the  specifica- 
tion. On  this  part  of  the  case  two  objections  were  taken.  It  was 
first  of  all  said,  that  the  specification  was  ambiguous  —  that  is, 
ambiguous  in  the  sense  that  a  person  of  ordinary  common  sense 
acquainted  with  the  subject-matter  would  not  understand  it  That 
has  been  the  definition  of  ambiguous,  given  as  regards  specifica- 
tions. What  is  this  specification  ?  I  am  at  a  loss  to  see  the  am- 
biguity. I  have  heard  the  ai^ument,  but,  with  one  exception,  I 
never  saw  a  better  specification ;  and  as  regards  the  roller  skate 
itself  (I  am  not  now  speaking  of  the  runner  skate),  anything  more 
complete  in  the  shape  of  description,  or  in  the  shape  of  directions, 
I  think  I  have  never  seen  at  alL  Upon  that  the  opinion  of  plain- 
tifiTs  experts  was  not  contradicted  by  the  opinion  of  the  defendant's 
experts.  There  was  not  a  single  person  produced  before  me  who 
said  he  did  not  understand  it ;  and  nobody  alleged  there  was  this 
ambiguity,  except  Mr.  Hulse.  He  may  have  found  an  ambiguity 
which  did  not  occur  to  anybody  else.  The  ambiguity,  as  far  as  I 
understood  him,  was  this  — that  he  said  he  could  not  tell  whether 
there  was  one  invention  claimed,  or  four  inventions  claimed,  by 
the  first  claim.  It  only  applies  to  the  first  claim :  "  Applying 
rollers  or  runners  to  the  stock  or  foot  stand  of  a  skate  is  described, 
so  that  the  rollers  or  runners  may  be  cramped  or  turned,  so  as  to 
cause  the  skate  to  run  in  a  curved  line,  either  to  the  right  or  left, 
by  the  turning,  canting,  or  tilting  laterally  of  the  stock  or  foot 
stand.**  What  does  that  mean  ?  It  simply  is  this :  "  I  made  a 
machine  which  I  have  described,  and  now  I  will  tell  you 
[•  579]  what  I  *  consider  new.  I  consider  new  the  making  of 
skate  runners,  or  the  wheels  of  skates,  or  the  rollers  of 
$kates»  or  the  runners  of  the  skates,  to  go  in  a  curved  line,  as  I 
have  described,  from  lateral  motion  ;  that  is,  I  have  shown  you  the 
mode  of  actuating  your  wheel,  and  I  have  shown  you  also  a 
regulator,  or  moderator,  or  buffer,  which  will  r^ulate  the  action 
produced.  This  is  what  I  claim."  To  me  it  is  as  plain  as  plain 
can  be.  I  see  no  ambiguity  on  this  point  I  think  it  is  unneces- 
sary to  dilate  further  on  it 

The  second  point,  on  the  insufficiency  of  the  specification,  was  a 
~^Ty  singular  one«    It  was  a  very  small  point,  and  a  point  that,  as 
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far  as  I  can  see,  was  only  recently  discovered.  It  is  obvious  it 
was  not  discovered  very  long,  because  it  was  not  taken  by  the 
answer. 

It  was  only  by  a  special  order  that  I  allowed  the  defendant  to 
supply  an  omission  in  his  answer  as  to  utility,  which  would  have 
embarrassed  him  very  much  in  arguing  this  point.  The  second 
claim  has  nothing  to  do  with  the  roller  skate  at  all ;  but  it  refers 
to  the  mode  of  securing  the  runners,  and  making  them  reversible, 
as  above  described.  Now  the  allegation  of  the  defendant  is  this, 
that  when  you  have  hard  ice,  and  the  surrounding  atmosphere 
below  freezing-point,  and  you  want  to  skate  with  these  runner 
skates,  your  runner  must  be  inclined,  so  that  one  edge  of  the 
runner  shall  bite  the  ice ;  and  it  is  obvious  to  any  one,  when  you 
consider  what  the  skate  is,  that  that  must  be  so.  Mr.  Plimpton, 
in  cross-examination,  admitted  it.  You  can,  for  soft  ice,  no  doubt, 
put  your  runners  vertically ;  and  then  you  can  skate,  because  the 
foot,  by  pressure,  gets  the  runners  into  the  ice.  But  when  it  is 
hard  ice,  well  frozen,  your  runner  must  be  put  obliquely,  so  that 
it  shall  present  an  edge  to  the  ice.  And  it  is  said  that  the  speci- 
fication is  bad,  first  of  all,  for  not  telling  the  reader  that  the 
runners  are  to  be  placed  obliquely ;  and,  secondly,  for  not  telling 
him  the  degree  of  obliquity.  Now,  it  is  said  the  evidence  shows 
that  to  make  a  good  useful  skate  you  must  have  a  considerable 
amount  of  obliquity.  I  do  not  mean  to  say  you  cannot  use  it 
without,  but  that  the  best  form  of  skate  known  would  have  at 
least  twenty  degrees  of  obliquity  —  that  is,  the  runner  would  be 
sloped  to  the  extent  of  making  the  angle  of  twenty  degrees  to 
the  vertical  line. 

*  The  law  on  the  subject  is  perfectly  well  settled.  A  [*  580] 
specification  is  bad  if  the  patentee  has  described  something 
which  will  be  useless  as  an  integral  part  of  his  invention ;  and  a 
specification  is  also  bad  if  the  patentee,  at  the  time  he  takes  out 
his  patent,  knows  of  a  more  convenient  and  better  form  of  per- 
forming the  operation  and  conceals  it  from  the  public,  and  puts 
into  his  specification  a  less  convenient  and  worse  form.  Thus,  if  it 
were  a  chemical  patent  —  if,  at  the  time  of  taking  out  the  patent, 
he  knew  of  cheap  ingredients  which  would  make  the  patented 
article,  and  also  knew  of  dear  ones,  if  he  suppressed  the  cheap  ones, 
and  only  named  the  dear  ones,  that  would  invalidate  the  patent 

In  this  case  it  was  not  denied,  notwithstanding  the  opinion  of 
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some  of  the  experts,  yet,  looking  at  the  opinions  of  other  experts, 
and  the  cross-examination  as  to  the  working  of  the  specification,  it 
was  not  denied  by  Mr.  Hemming,  in  his  argument,  that  a  reason- 
able man  trying  to  understand  this  specification  would  find  out 
that  the  four  angular  edges  were  to  be  successively  used  and 
successively  presented  to  the  ice,  whether  they  were  presented 
obliquely  — 

[Mr.  Hemming.  —  Would  your  Lordship  allow  me  to  say,  that  I 
considered  there  was  an  ambiguity  ?  I  said  that  many  would  find 
it  out,  and  then  I  argued  it  on  the  assumption  that  the  construc- 
tion was  taken  against  us.     I  did  not  wish  to  abandon  the  point.] 

I  will  assume  that  the  point  has  not  been  abandoned.  I  thought 
it  had,  but  it  does  not  matter.  It  was  argued  on  the  assumption 
that  it  was  not  worth  presenting  to  me  in  a  detailed  way.  I  think 
it  is  beyond  argument.  It  is  quite  true  that  Mr.  Bramwell  said 
something  that  looked  the  other  way,  and  it  is  quite  true  that 
Mr.  Cowper,  and  I  think  also  Mr.  May,  said  the  same,  though  on 
cross-examination  they  found  something  was  different.  Mr.  Cowper 
on  cross-examination,  on  being  asked  what  meaning  he  gave  to  the 
specification  between  lines  20,  was  obliged  to  say  he  thought  the 
patentee  had  made  a  mistake.  Mr.  Bramwell  said  something  of 
the  same  kind.  On  the  other  hand,  we  had  the  inventor  himself, 
who  intended  to  make  it  clear,  who  certainly  knew  they  would  be 
oblique  on  hard  ice,  and  he  said  he  thought  he  had  so  described 
it ;  I  mean  Mr.  Newton.  Mr.  Imray  not  only  said  he  thought  it 
quite  clear,  but  pointed  out  why ;  and  Mr.  Hulse,  the  other 
[*  581]  expert  *  called  for  the  defendant,  not  only  understood  it 
so  himself,  but  said  he  thought  that,  though  some  work- 
men would  make  a  mistake  —  and  probably  most  workmen  would 
make  a  mistake  in  the  first  instance  —  yet  the  workman  would 
immediately  see  it  was  wrong,  and  put  it  right ;  and  he  said  that 
if  there  were  people  from  whom  they  could  get  instructions,  they 
would  apply  ;  and  yet,  if  there  were  nobody  to  instruct  them,  they 
would  find  it  out  without.  Taken,  therefore,  upon  the  bare  balance 
of  the  evidence,  and  not  to  be  regarded  on  mere  trumpery  grounds, 
or  on  little  bits  of  fringe  —  taken  on  the  balance  of  evidence,  the 
ordinary  workman  ought  to  have  found  it  out. 

But,  after  all,  it  is  for  me  to  decide  this.  Let  us  see  how  it 
stands.  There  is,  first,  the  drawing  of  the  bottom  of  the  skate  — 
the  only  thing  which  shows  the  runners.    There  is  no  end-view  of 
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the  runners,  and  it  was  very  fairly  stated  by  Mr.  Hulse,  that  a  man 
who  saw  the  bottom  drawing  would  not  expect  to  find  out  from 
that  whether  it  was  inclined  or  not  It  is  a  very  small  thing.  It 
would  be  very  difficult  to  show  it.  I  do  not  say  impossible,  because 
it  might  be  done  by  a  second  or  third  line  ;  but  he  said  no  workman 
would  expect  to  find  it  out  from  that,  and  that  if  you  want  to  give 
him  a  proper  view,  you  must  give  him  an  end-view.  The  question 
then  is,  What  ought  you  to  find  out  from  the  letter-press  ?  I  have 
no  hesitation  in  saying  you  ought  to  find  out  it  was  oblique,  and  was 
to  have  a  smooth  running  surface,  with  angular  edges,  so  that  they 
may  be  reversed  when  the  inner  edges  lose  their  angularity.  But 
what  is  the  meaning  of  "  inner  edges  "  ?  It  is  a  square  thing,  and 
the  inner  edges  must  mean  the  inner  edges  as  regards  the  ice : 
**Both  edges  of  one  surface  have  worn,  and  the  runner  may  be 
inserted,  and  two  more  angular  or  sharp  edges  obtained.  Then 
each  runner  has  four  angular  edges,  which  may  be  successively 
used  before  the  runner  will  require  to  be  sharpened."  Of  course, 
if  they  are  to  be  successively  used,  it  means  they  are  to  be  pre- 
sented successively  to  the  ice,  and  one  is  to  be  used  at  a  time. 
I  myself  have  no  doubt  and  no  hesitation  in  saying,  it  being  my 
province  to  decide,  that  this  does  tell  any  reasonable  person,  who 
wants  to  know  what  the  invention  means,  that  there  are  four  edges 
successively  used,  that  the  runner  is  to  be  placed  obliquely  on  the 
holder,  in  order  to  carry  out  the  invention. 

*  Having  got  to  that,  let  us  consider  what  the  two  next  [*  582] 
objections  are.  The  first  objection  is  an  objection  — 
utility.  It  is  said  that  in  order  to  make  the  best  form  of  skate, 
you  must  have  an  inclination  to  the  vertical  of  at  least  twenty 
degrees,  that  it  will  not  be  a  good  skate  without  you  do,  though  a 
skilful  person  might  use  it  —  it  will  not  be  a  good  skate.  But,  as 
regards  utility,  the  law  is  very  clear,  that  a  small  amount  of 
utility  will  do.  There  are  so  many  authorities  on  the  subject  that 
I  am  almost  ashamed  to  mention  them,  but  nothing  can  be  better 
settled.  I  will  refer,  without  reading  them,  to  Ndhon  v.  Harford, 
1  Webs.  P.  R  295,  and  The  HousehUl  Coal  and  Iron  Company  v.  NeU- 
son,  1  Webs.  P.  R  675, 1  might  refer  to  a  couple  of  dozen  cases,  if 
necessary,  as  to  utility,  and  they  all  show  what  a  very  small 
amount  will  do.  Now  it  cannot  be  denied  that  there  is  some 
amount  of  utility  even  in  the  straight  skate.  If  it  is  quite  vertical, 
it  may  do  for  soft  ice ;  but  when  you  find  it  to  be  oblique,  we  have 
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the  evidence  of  the  inyentor  that  he  skated  from  zero  up  to  forty- 
five  degrees  of  inclination.  That  you  could  skate  at  a  very  small 
inclination,  though  I  admit  not  as  well  as  you  could  at  a  greater 
inclination,  I  think  is  indubitable ;  and  therefore  on  that  question 
of  utility  I  am  in  favour  of  the  plaintiff. 

The  next  objection  was  this,  and  it  is  an  objection,  as  I  have 
said,  well-founded  in  law,  if  it  is  made  out :  the  patentee  is  bound 
not  only  to  tell  the  public  enough  to  make  the  invention  useful, 
but  to  show  the  most  convenient  form  of  performing  it  within 
his  knowledge.  It  was  said  that  Mr.  Plimpton  knew  from  practice, 
that  he  skated  himself,  and  had  seen  his  daughters  and  other  ladies 
skate,  and  that  he  knew  that  the  skate  commonly  used  was  a  skate 
with  runners  at  an  angle  of  twenty  degrees  to  the  vertical,  and  there- 
fore he  should  have  told  the  public  in  his  specification  that  the  angle 
should  be  twenty  degrees  at  least,  and  that  not  having  told  them  so 
the  patent  is  bad.  Now  the  first  answer  to  that  is  very  obvious. 
Mr.  Plimpton  is  not  the  patentee  at  all ;  Mr.  Newton  is  the  patentee. 
And  what  the  law  requires  is,  that  the  patentee  shall  tell  the  public 
what  he  knows.  Now,  not  only  is  there  no  suggestion  that  Mr. 
Newton  knew  this,  but,  as  he  told  us  in  the  box,  all  he  knew  about 
it  was  the  instructions  he  received  from  America,  which  he  produced. 
He  said,  I  am  only  the  patent  agent,  and  there  is  not  a  pre- 
[*  583]  tence  *  for  saying  that  he  had  ever  skated  with  these  skates, 
or  knew  that  they  wanted  twenty  degrees  or  any  number  of 
degrees  to  the  vertical ;  therefore,  the  objection  in  law  fails  altogether. 
But  even  as  regards  Mr.  Plimpton,  I  do  not  think  it  is  sufficiently 
proved.  What  you  have  to  prove  is  knowledge  at  the  time.  That  he 
knows  it  now  is  certain.  He  has  taken  out,  as  I  understand,  another 
patent,  namely,  in  1874,  and  then  only  his  attention  was  directed 
to  this  point,  but  it  was  not  got  out  that  on  or  before  the  25th 
of  August,  1865,  he  knew  this.  The  question  is,  the  state  of  his 
knowledge  at  the  time  this  patent  was  tak^i  out  in  1865 ;  and  as  I 
read  the  evidence,  it  is  not  distinctly  shown,  or  sufficiently  shown, 
for  me  to  invalidate  the  patent,  even  if  it  had  been  granted  to  Mr. 
Plimpton,  that  he  knew  this  on  the  25th  of  August,  1865.  On  all 
these  grounds,  I  think  that  upon  the  question  of  sufficiency  of 
specification,  my  verdict  must  also  be  in  favour  of  the  plaintiff. 
The  other  issues  having  been  found  in  favour  of  the  plaintiff, 
there  is  nothing  more  to  be  said  than  that  I  find  a  verdict  for  the 
plaintiff  on  all  the  issues. 
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ENGLISH  NOTES. 

A  patent  for  evaporating  liquids  and  solutions  at  low  temperature  by 
means  of  pipes^  the  lower  ends  of  which  reach  nearly  to  the  bottom  of 
the  vessel  containing  the  liquid,  and  the  other  ends  of  which  are  con- 
nected with  larger  pipes  communicating  with  the  bellows,  has  been 
held  not  to  be  anticipated  by  an  apparatus  for  the  same  purpose  con- 
sisting of  a  coil  of  pipe  lying  near  the  bottom  of  the  vessel  and 
perforated  with  holes  :  —  although  the  effect  of  both  inventions  was  to 
send  a  number  of  small  currents  of  air  through  the  liquid.  Hullett  v. 
Hague  (1831),  2  B.  &  Ad.  370,  36  R.  B.  587. 

In  Dobha  v.  Penn  (1849),  3  Ex.  427,  a  patent  had  been  granted  to  A. 
for  ^'improvements  in  the  construction  of  racks  and  pulleys  for  window 
blinds  and  other  useful  purposes.^'  The  specification,  besides  claiming 
a  mode  of  making  the  frames  by  constructing  them  in  a  particular 
manner  of  drawn  open  metal  tubes,  claimed  a  mode  of  fixing  the  pulley 
in  the  frame  by  turning  the  knob  of  the  spindle  upon  which  the  pulley 
revolved,  and  thereby  of  screwing  a  piece  of  metal,  made  to  slide  with- 
in the  frame,  tight  to  the  edge  of  the  frame,  by  which  means  the 
pulley  spindle  became  firmly  fixed  to  the  frame.  By  a  prior  patent 
granted  to  B.,  the  same  object  was  effected  by  a  similar  method,  with 
the  addition  of  a  thin  plate  of  metal,  called  an  escutcheon,  which 
worked  outside  the  frame:  but  the  specification  stated  that  the  pulleys 
might  be  worked  without  the  escutcheon.  It  was  held  that  the  two 
patents  were  substantially  the  same  as  to  one  of  the  things  claimed, 
and  that  A.'s  patent  was  therefore  void. 

A  patent  having  been  taken  out  by  A.  for  an  improvement  in  packing 
hydraulic  and  other  machines  by  means  of  a  lining  of  soft  metal,  and 
thereby  rendering  the  parts  of  the  machine  air  and  fluid  tight,  it  was 
subsequently  discovered  by  B.  that  soft  metal  applied  to  the  surfaces  in 
contact  of  machines  in  rapid  motion  under  pressure  had  the  property 
of  diminishing  the  evolution  of  heat  by  friction,  and  he  applied  that 
principle  by  using  for  such  parts  of  the  machine  soft  metal  with  a  hard 
rim  covered  in  part  with  the  soft  metal.  It  was  held  that  this  latter 
invention  was  essentially  different  from  the  former,  and  a  patent  obtained 
for  it  was  good,  Newton  v.  Vaueher  (1861),  6  Ex.  869,  21  L.  J.  Ex. 
306. 

The  case  of  Bush  v.  Fox,  referred  to  in  the  judgment  of  HUls  v. 
London  GdsUght  Co,^  was  an  action  for  infringement  of  a  patent  for  a 
mode  of  working  under  water  by  means  of  a  caisson  and  other  apparatus. 
The  defendants  put  in  evidence,  as  an  anticipation,  a  prior  patent 
obtained  by  Lord  Cochrane,  which  described  a  mode  of  working  in  sub- 
terraneous places  so  as  to   counteract  the  influx  of   superincumbent 
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water  or  semi-fluid  earth,  &c.,  and  a  witness  called  for  the  plaintiffs 
admitted  that  the  mode  of  working  by  the  plainti£Es'  invention,  when 
the  operation  was  conducted  in  sand  under  superincumbent  water,  would 
be  the  same  as  that  by  Lord  Cochrane's  specification.  At  the  conclusion 
of  the  examination  of  this  witness,  the  Lord  Chief  Babon  interposed, 
and  directed  the  jury  that  if  they  believed  this  evidence,  the  invention 
was  not  an  invention  of  a  new  manufacture,  and  they  must  fidd  a 
verdict  for  the  defendants  accordingly  (which  they  did).  On  a  bill  of 
exceptions,  the  Court  of  Exchequer  Chamber  sustained  the  direction 
and  finding  of  the  jury,  and  the  record  was  then  brought  up  to  the 
House  of  Lords.  The  only  question  before  the  House  was  whether  or 
not  the  direction  of  the  Lord  Chief  Baron  was  right;  and  the 
decision  of  the  House  was  that  it  was  right.  The  Lord  Chancellor 
(Cranworth),  however,  in  advising  the  House,  said  he  was  not  clear 
whether  the  Lord  Chief  Baron  might  not  have  gone  further  and  decided 
on  a  comparison  of  the  specifications  without  any  evidence  at  all,  ''  be- 
cause I  think  it  was  for  the  Court  to  compare  the  two  specifications 
together,  and  comparing  the  two  together,  it  appears  to  me  perfectly 
clear  that  the  material  parts  of  the  plaintiffs'  invention  was  involved  in 
the  invention  of  Lord  Cochrane."  The  above  judgment  of  Bramwell, 
B.  (in  Hills  v.  London  Gaslight  Co,),  points  out  in  effect,  that 
although  Lord  Cranworth's  opinion  may  be  correct  as  applied  to 
mechanical  patents,  where  there  is  nothing  to  be  explained  but  a  com- 
mon and  popularly  understood  principle  —  such  as  the  pressure  of 
water  or  air  under  water,  at  a  certain  depth  —  it  cannot  be  right  in 
regard  to  patents  depending  upon  qualities  of  matter  which  are  not 
the  subject  of  popular  knowledge.  In  the  subsequent  case  of  Hills  v. 
Evans  (1862),  No.  20,  ante  (another  case  arising  out  of  Hills's  gas 
patent),  Lord  Westbury  points  out  (at  p.  326,  ante),  that  the  observation 
of  Lord  Cranworth  in  Bush  v.  Fox  above  referred  to  was  a  mere 
obiter  dictum,  and  not  of  any  more  authority,  by  reason  of  its  having 
been  said  in  advising  the  House,  than  any  other  obiter  dicta.  The 
same  judgment  of  Lord  Westbury  gives  a  clear  statement  of  the 
principles  on  which  publications  are  to  be  judged  with  reference  to  the 
question  of  anticipation  (see  pp.  328-330,  ante). 

Neilson  v.  Hetts  (1871),  L.  R.  5  H.  L.  1,  40  L.  J.  Ch.  317,  19  W. 
R.  1121,  was  another  case  arising  out  of  Betts's  patent  (the  same  pat- 
ent as  that  in  the  above  case  of  Betts  v.  Menzies).  The  question  was 
again  raised  of  the  alleged  anticipation  by  Dobbs's  patent,  and  witnesses 
were  examined  at  length.  The  House  of  Lords  substantially  affirmed 
the  decree  of  Vice-Chancellor  Wood  in  favour  of  the  plaintiff,  which 
had  been  affirmed  by  the  Lord  Chancellor  (Lord  Chelmsford).  The 
reasons  given  are  only  referred  to  here  so  far  as  they  relate  to  what  is 
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required  in  order  to  set  up  a  specification  as  an  anticipation.  Lord 
Westburt  says  (L.  R.  5  H.  L.  9)  : —  "The  question  is  whether  the 
process  of  Dobbs  contained  within  itself  in  gremioj  a  sufficient  descrip- 
tion of  the  process  of  Betts,  so  that  an  intelligent  mechanic  might 
ascertain  the  one  from  reading  the  other.  .  .  .  The  antecedent  process, 
if  it  be  relied  on  as  forestalling  the  second,  must  be  so  clearly  and  dis- 
tinctly described  that  those  who  read  it,  bringing  to  it  competent 
mechanical  skill,  would  be  enabled  to  work  it  out  to  the  same  result  as 
that  arrived  at  by  the  process  contained  in  the  subsequent  patent." 
Lord  Colons  AT  says  (p.  23)  :  —  "  The  question  is  whether  it  (Dobbs's 
patent)  has  so  specified  the  process  as  that  an  ordinary  skilled  work- 
man could  produce  the  article  for  which  Betts's  patent  was  taken  out. 
I  think  that  has  not  been  made  out."  The  result  is  concurred  in  by 
Lord  Cairns  as  well  as  Lord  Hatherley,  who,  as  Vicb-Chancellor, 
had  heard  repeated  arguments  upon  the  validity  of  the  patent. 

In  the  case  of  Stoner  v.  Todd  before  the  Master  of  the  Rolls 
(1876),  4  Ch.  D.  58,  46  L.  J.  Ch.  32,  35  L.  T.  661,  25  W.  R.  38,  the 
alleged  anticipation  was  contained  in  a  provisional  specification  of  a 
former  invention:  —  the  passage  chiefly  relied  on  for  this  purpose  hav- 
ing been  omitted  in  the  final  specification.  The  Master  of  the 
Rolls  observed  that  a  provisional  specification  is  not  a  document  in 
which  we  expect  to  find  such  a  description  as  to  enable  a  workman  of 
ordinary  skill  to  carry  out  the  invention;  and  that  when  we  find  in  the 
final  specification  one  of  the  details  abandoned,  that  is  a  notification 
to  the  public  that  the  inventor  could  not  work  it,  or  thought  it  useless, 
and  has  consequently  omitted  it  altogether.  He  further  observed  that 
the  same  test  must  be  applied  to  an  anticipation  as  that  laid  down  by 
Parke,  B.,  in  Neihon  v.  Harford  (p.  56,  ante)^  in  speaking  of  the 
sufficiency  of  a  specification  —  namely,  whether  it  would  enable  the 
thing  to  be  done  by  **  a  practical  workman  who  brings  the  ordinary 
degree  of  knowledge  and  the  ordinary  degree  of  capacity  to  the 
subject.'' 

The  same  principle  is  clearly  reiterated  in  the  judgment  of  the  Court 
of  Appeal  delivered  by  James,  L.  J.,  in  Von  Heyden  v.  Neustadt  (1880), 
14  Ch.  D.  230,  50  L.  J.  Ch.  126.  After  stating  the  nature  of  the  patented 
process  (which  in  effect  was  a  cheap  process  of  producing  salicylic  acid, 
which  previously  had  been  a  very  expensive  product)  and  the  contention 
that  the  invention  was  anticipated,  the  judgment  proceeds: — **The 
burden  of  proving  this  anticipation  is  on  the  defendants,  and  it  must  be 
made  out  very  clearly  in  order  to  destroy  the  patent  of  a  man  who,  at  all 
events,  was  the  first  person  who  de  facto  produced  the  thing  to  the 
public  practically  in  a  working  state.  Now  on  that  subject  Lord 
Westburt  held,  in  the  Court  of  Chancer}',  in  Hills  v.  Evans  (p.  32, 
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ante),  and  repeated  and  adhered  to  it  in  the  House  of  Lords  in  Bettsv. 
Neilson,  that  the  anticipation  contained  in  a  prior  publication  must 
give  really  the  same  full  and  sufficiently  precise  information  which  is 
required  in  a  specification.  If  it  were  necessary  in  this  case  we  should 
be  prepared  to  adhere  to  and  act  upon  that  view  of  the  law.  But  what 
we  have  got  in  this  case  is  not  one  clear  statement  by  one  writer,  but 
a  mass  of  paragraphs  exhumed  by  the  industry  of  the  defendants' 
advisers  from  a  number  of  publications  as  follows :  —  [Here  is  given  a 
list  of  six  different  books  and  articles  from  chemical  journals]  —  We 
are  of  opinion,  that  if  it  requires  this  mosaic  of  extracts  from  annals 
and  treatises,  spread  over  a  series  of  years,  to  prove  the  defendant's 
contention,  that  contention  stands  thereby  self-condemned.  As  for 
annals,  in  particular  the  annual  registers  of  science,  one  knows  that  in 
every  country  every  year  thousands  of  facts,  or  supposed  facts,  find  their 
way  into  them— coming  like  shadows,  so  departing,  without  leaving 
any  permanent  trace  behind  them.  And  if  it  could  even  be  shown 
that  a  patentee  had  made  his  discovery  of  a  consecutive  process  by 
studying,  collating,  and  applying  a  number  of  facts  disseminated  iu 
the  pages  of  such  works,  his  diligent  study  of  such  works  would  as 
much  entitle  him  to  the  character  of  an  inventor  as  the  diligent  study 
of  the  works  of  nature  would  do."  Perhaps  (the  judgment  in  effect 
continued)  a  chemist  by  studying  the  books  (even  without  the  annals) 
might  have  guessed  that  a  large  quantity  of  salicylicate  of  soda  might 
be  produced  by  the  means  adopted  in  the  plaintiff's  specification.  But 
no  chemist  did  in  fact  make  any  such  guess.  **  And  it  is  to  be  noted  " 
(the  judgment  proceeds)  'Hhat,  when  the  issue  is  whether  certain  useful 
and  sufficient  information  had  been  given  to  the  public  by  certain  scien- 
tific publications,  the  evidence  of  instructed  and  skilled  men,  conversant 
with  the  special  literature,  that  no  such  information  was,  in  fact,  con- 
veyed to  their  minds,  is  far  more  to  the  point  than  evidence  of  other 
like  instructed  and  skilled  men,  who,  speaking  ^o«^  litem  motamy  and 
with  all  the  new  light  thrown  on  the  subject,  conclude  now  that  the 
information  was  then  sufficient.  The  whole  may  be  summed  up  thus : 
No  one,  before  the  patentee,  had  ever  practically  or  theoretically 
taught  the  world  how  to  make,  out  of  such  abundant  and  cheap  mate- 
rials as  soda,  carbolic  acid,  carbolic  acid  gas,  and  hydrochloric  acid,  the 
rare  and  expensive  thing  salicylic  acid.  No  one  had  ever  before  taught 
the  world  the  simple  and  fruitful  chemical  truth,  that  all  that  was 
required  to  effect  this  wonderful  transmutation  was  to  make  the  carbon- 
ate of  soda  perfectly  anhydrous  and  perfectly  desiccated. 

In  connection  with  this  subject,  reference  may  also  be  made  to  the 
subject  of  mechanical  equivalents  fully  considered  iu  the  cases  Nos. 
3-5  and  notes,  pp.  82  and  121,  supra. 
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ABiERICAN  NOTES. 

As  to  anticipatioiis,  see  note  to  Case  No.  35,  abore.     As  to  anticipation  by 
publieationi  see  wfUe,  p.  184. 


No.  39.  — THE  TELEPHONE  CASES.^ 
UNITED  TELEPHONE  COMPANY  v.  MACLEAN. 

(COUKT  OF  SESSION,  SOOTLAiJD,  1882.) 

THE  SAME  V,  HARRISON. 
(Fey,  J.,  1882,  and  c.  A.  1883.) 

RULE. 

An  invention  consisting  of  a  certain  useful  process  and 
effect  obtained  by  means  of  an  instrument  particularly 
described  in  the  specification,  is  not  anticipated  by  a 
lecture  given  in  public  describing  a  similar  effect  obtained 
by  the  inventor  on  an  occasion  while  the  invention  was  in 
the  experimental  stage,  accompanied  by  an  exhibition  of 
the  instruments  then  employed,  but  without  showing  any 
means  of  repeating  the  experiment  successfully. 

United  Telephone  Company  ▼.  Maclean. 

Patent  —  NoveUy,  —  Exhibitwn  of  Imperfect  Instrumewt, 

The  exhibition  in  this  country  in  a  public  lecture  of  an  instrument  stated  to 
have  produced,  when  used  abroad,  certain  results,  held  not  to  be  an  auticipation 
of  the  invention  of  an  instrument  for  producing  the  same  results,  having  certain 
new  features  essential  to  the  useful  working  of  the  instrument. 

This  was  an  action  for  interdict  in  respect  of  the  infringement  of 
two  patents: — Edison,  1877,  No.  2909,  and  Morgan-Brown  (the 
Bell  Telephone  patent),  1876,  No.  4765.  The  nature  of  the  evi- 
dence, and  the  points  raised  in  the  arguments,  will  sufficiently 
appear  from  the  judgment  pronounced  on  Ist  February,  1882,  by 

'  The  report  of  the  Scotch  case  is  taken  of  the  English  case  is  from  the  papers 

by  pemiission  of  the  proprietors  of  the  kindlj  famished  bj  Messrs.  Waterhonse, 

"  Electrical  Review,"  from  the  special  re-  Winterbotham  &  Co.,  the  solicitors  for  the 

port  pnblished  bj  them  at  the  time.    That  Telephone  Company.    R.  C. 
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Lord  MXaren  :  — 

In  this  case  interdict  is  sought  at  the  instance  of  the  United 
Telephone  Company  against  the  infringement  ^f  two  patents  for 
telephonic  instruments :  the  first  being  the  original  telephone 
invented  by  Mr.  Graham  Bell,  and  patented  in  this  country  in  the 
name  of  Mr.  Morgan-Brown ;  the  second  being  the  transmitting 
instrument  invented  by  Mr.  Edison,  and  patented  in  his  own 
name. 

The  title  of  the  complainers  to  these  patents  is  set  forth  in 
their  statement  of  facts,  and  is  not  denied.  The  question  is, 
whether  the  instruments  which,  according  to  the  evidence,  were 
supplied  by  the  respondent  to  a  professional  firm  in  Edinburgh, 
constitute  an  infringement  of  the  complainer's  patent  or  either  of 
them  ?  Specimens  of  the  instruments  sold  by  respondent  were 
produced  at  the  trial,  and  their  action  explained.  It  is  alleged 
that  the  respondent  uses  Edison's  transmitting  instrument,  and 
Beirs  receiving  instrument.  With  respect  to  Bell's  invention  the 
defence  is,  that  the  patent  was  anticipated  by  the  premature  pub- 
lication of  the  invention  before  the  letters  patent  were  taken  out. 
With  respect  to  Edison's  patent,  there  are  two  defences:  (1)  an 
objection  to  the  patent  itself,  founded  on  an  alleged  discrepancy 
between  the  provisional  and  the  complete  specification;  (2)  a 
denial  that  the  respondent's  transmitting  instrument  involves  the 
use  of  Edison's  invention.  I  shall  deal  with  the  cases  in  the  order 
of  discovery,  beginning  with  the  invention  of  Mr.  BelL 

The  specification  of  William  Morgan-Brown,  in  which  this 
invention  is  described,  is  divided  into  various  "plans,"  which 
contain  respectively  the  descriptions  of  different  instruments,  or 
different  variations  of  the  same  instrument,  adapted  for  the  trans- 
mission and  reproduction  of  vocal  sounds  through  the  agency  of 
the  electric  force.  But  the  only  instruments  or  modes  of  applica- 
tion of  Bell's  invention  referred  to  at  the  trial  were  the  instru- 
ment described  in  plan  fourth,  and  the  two  instruments  or  modes 
of  application  which  are  described  in  plan  fifth.  These  three 
variations  of  Mr.  Bell's  invention,  as  T  shall  call  it  (because  it  is 
not  disputed  that  he  is  the  first  and  true  inventor  of  the  tele- 
phone), are  described  with  great  clearness  and  fulness  of  detail  in 
the  evidence  of  Sir  Frederick  Bramwell,  C.  E.  Under  reference  to 
this  description,  which  I  accept  in  all  its  particulars,  I  shall  state 
as  briefly  as  may  be  the  essential  parts  of  Mr.  Bell's  invention,  and 
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shall  consider  whether  the  invention  is  disclosed  by  the  alleged 
anticipatory  publication  with  such  distinctness  as  would  be  neces- 
sary to  enalJe  a  person  of  skill  to  make  the  instrument,  and  to  put 
it  into  efiFective  operation. 

The  essential  parts  of  Bell's  invention  appear  to  be  (1)  a  tympa- 
num or  circular  plate  of  steel,  or  other  metal  susceptible  of  induc- 
tive action,  for  receiving  the  air  pulses  or  undulations  of  speech ; 
(2)  the  transmission  in  a  closed  circuit  of  electric  undulations  of 
the  same  order,  induced  by  the  vibration  of  this  metal  plate  or 
tympanum;  (3)  the  production  of  a  repetition  of  the  spoken 
sounds  at  a  distant  station  or  termination  of  the  line  wire  by 
means  of  another  metal  tympanum,  which,  through  "  induction " 
or  electric  agency,  is  made  to  vibrate  in  the  same  manner  as  the 
first-mentioned  tympanum,  and  thus  to  reproduce  the  vocal  sounds 
in  fac-simile.  All  the  witnesses  are  agreed  that,  under  BelVs  pro- 
cess, the  transmission  of  the  electric  undulations  along  the  wire  is 
continuous.  These  undulations  represent  variations  of  the  electric 
current  corresponding  to  the  variations  of  the  elastic  medium 
thrown  into  vibration  by  the  voice,  and  like  these  they  are  con- 
tinuous, because  the  electric  force  is  transmitted  from  one  station 
to  the  other  in  a  closed  circuit  continuously,  and  without  break  or 
interruption ;  this  is,  in  truth,  the  principle  of  Mr.  Bell's  inven- 
tion, —  the  transmission  of  undulatory  electricity  in  a  closed  cir- 
cuit. Prior  to  this  invention,  attempts  had  been  made,  with  partial 
success,  to  reproduce  musical  sounds  by  different  methods.  By 
delicate  mechanism,  which  it  is  unnecessary  here  to  describe,  the 
vibration  of  a  tuning-fork  or  a  musical  string  was  made  to  alter- 
nately connect  and  disconnect  two  points  in  an  electric  circuit,  and 
thus  to  send  on  a  series  of  uniform  and  separate  pulsations,  by 
which  a  string  tuned  to  the  same  pitch  could  be  made  to  vibrate 
at  a  distant  station.  The  most  perfect  modification  of  this  pro- 
cess is  that  known  as  Eeiss's  invention,  by  which  the  sound  was 
received  on  a  drum  of  goldbeater's  skin  or  membrane,  carrying  an 
armature  or  steel  needle  capable  of  inducing  electric  action  in 
the  line  wire.  By  this  means,  musical  notes  and  vowel  sounds 
were  reproduced.  It  is  clear,  however,  that  by  Eeiss's  method 
spoken  discourse  could  not  be  conveyed  from  one  station  to 
another ;  and  for  this  reason,  that  his  instrument  acted  by  trans- 
mitting a  series  of  discontinuous  electric  impulses  resulting  from 
the  alternate^  making  and  breaking  of  the  circuit,  and  was  there- 


686  PATENT. 

-----     ~    ... ■  ..  .^.  - .         .  -•  ■        -  ■  -     —  - 

Ho.  S9.  — TTldUd  tMdplUHM  Oo.  ▼.  Kadett. 

fore  not  adapted  to  the  transmisBion  of  a  continuous  and  variable 
series  of  undulations^  such  as  are  produced  in  articulate  speech. 

Mr.  Bell  discovered  that  electric  undulations  resembling  those 
produced  by  speech  could  be  transmitted  through  a  closed  circuit, 
and  his  specification  (Morgan-Brown's)  describes  different  instru- 
ments and  modes  of  operation  for  producing  this  result  in  a  man- 
ner which  is  admitted  to  be  clear  and  intelligible.  It  is  also 
established  that  telephones  constructed  according  to  Bell's  method 
were  extensively  used  and  were  of  great  utility. 

I  now  come  to  the  alleged  anticipation  of  the  invention  through 
the  publicity  given  to  Bell's  discovery  by  Sir  William  Thomson, 
in  his  address  to  the  British  Association,  delivered  in  August  or 
September,  1876. 

Sir  William  Thomson,  in  his  evidence  in  this  case,  stated  that 
he  was  present  at  the  performance  of  Bell's  experiments  on  the 
occasion  of  a  visit  to  the  International  Exhibition  at  Philadelphia, 
and  that  he  heard  the  instrument  repeat  the  phrases  of  Heunlets 
Soliloquy,  which  he  quotes  in  his  address.  Mr.  Bell,  treating  Siir 
William  Thomson  with  the  confidence  accorded  to  a  scientific 
visitor  of  distinction,  had  shown  him  his  apparatus,  explained  to 
him  the  principle  of  his  invention,  and  presented  him  with  models 
or  copies  of  his  transmitting  and  receiving  instruments.  Sir 
William  Thomson,  in  the  passage  of  his  address  to  the  British 
Association  which  has  been  reprinted  from  the  newspaper  called 
"Engineering"  of  15th  September,  1876,  gave  an  account  of  Bell's 
discovery,  and  he  also  exhibited  models  of  Bell's  transmitting  and 
receiving  instruments.  The  object  of  the  learned  lecturer,  how- 
ever, apparently  was  to  describe  results  rather  than  processes ;  and 
although  inferentially  he  may  have  given  some  indication  of  the 
methods  employed,  I  am  satisfied  that  his  address  does  not  contain 
such  a  description  of  Bell's  process  as  would,  even  with  the  aid  of 
the  models,  enable  a  skilled  operator  to  produce  a  working  tele- 
phone on  the  principle  of  the  specification.  Such  is  the  opinion 
I  have  formed,  construing  the  passage  in  Sir  William  Thomson's 
address,  as  I  should  construe  a  specification,  after  informing  my- 
self as  to  the  state  of  scientific  knowledge  on  this  subject  at  the 
time,  and  with  all  the  aid  which  I  have  been  able  to  derive  from 
the  evidence  as  to  the  meaning  of  the  terms  of  art  used  in  the 
address  and  their  application  to  the  models. 

It  is  plain  that  the  invention  had  not  been  perfected — was^ 
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indeed,  only  in  the  experimental  stage  at  the  time  when  Mr.  Bell 
explained  his  method  to  Sir  William  Thomson,  and  Sir  William,  in 
his  address,  did  not  profess  to  communicate  anything  more  than 
he  had  received  from  Bell.  Mr.  Cooke,  a  witness  for  the  respond- 
ent, thinks  that  he  could  have  made  the  instrument  from  Sir 
William  Thomson's  description.  But  then  Mr.  Cooke  is  an  elec- 
trician of  more  than  ordinary  skill ;  and  against  his  view  I  have 
to  set  the  statement  of  another  electrician  of  not  inferior  skill, 
who,  with  superior  advantages  to  those  of  Mr.  Cooke,  tried  to  pro- 
duce articulate  sounds  with  Bells  instrument,  and  failed.  Besides, 
I  must  say  that  Mr.  Bell's  experimental  instrument,  as  published 
by  Sir  William  Thomson  (if  the  address  is  held  to  amount  to  pub- 
lication), differed  most  materially  from  the  instrument  as  patented. 
First,  the  transmitting  tympanum  of  the  experimental  instrument 
consisted  of  a  stretched  membrane  or  drum,  carrying  a  steel  arma- 
ture. All  the  witnesses  are  agreed  that  such  a  tympanum  is  open 
to  serious  objection,  and  that  it  will  not  give  results  satisfactory 
or  comparable  to  those  given  by  a  metal  transmitter,  as  described 
in  the  specification  of  the  patented  invention. 

Secondly,  the  address  does  not  state  that  the  transmission  of 
the  electric  force  is  to  be  made  through  a  closed  circuit,  although 
this,  as  I  have  endeavoured  to  explain,  is  really  the  principle  on 
which  the  successful  working  of  the  invention  depends.  It  is  true, 
Sir  William  Thomson  did  not  profess  to  describe  any  mechanical 
appliances  for  making  and  breaking  the  circuit,  but  it  does  not 
follow  that  his  audience  would  draw  the  inference  that  the  circuit 
was  to  be  closed.  He  was  not  professing  to  give  a  full  description 
of  the  mechanical  appliances  used  by  Bell.  Nobody  but  Sir 
William  Thomson  and  Bell  himself  knew  that  the  transmission  of 
the  electric  current  was  to  be  in  a  closed  circuit,  and  yet  the 
skilled  operator,  who  is  supposed  to  be  able  to  work,  from  Sir 
William  Thomson's  description,  is  left  to  find  this  out  for  himself. 
How  was  he  to  find  it  out,  unless  by  the  exercise  of  inventive 
talent ;  by,  in  short,  re-discovering  the  principle  of  Bell's  invention  ? 

Thirdly,  the  plate,  or  the  tympanum,  of  the  model  receiving 
instrument  exhibited  by  Sir  William  Thomson,  instead  of  being 
attached  to  the  transmitting  case  by  its  circumference,  so  as  to 
imitate  the  form  of  a  drum,  was  attached  by  a  screw  at  one  point 
only,  as  shown  in  Fig.  11  of  the  respondent's  print  of  prior  publi- 
cations.    While  thus  attached,  it  stood  inclined  at  an  angle  to  the 
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mouth  of  the  case,  like  the  lid  of  a  box  slightly  raised.  In  this 
position  the  plate  would  vibrate  in  the  manner  of  the  tongue  of  a 
tuning-fork,  and  not  in  the  manner  of  a  tympanum.  According  to 
all  the  evidence,  such  a  receiving  instrument  would  not  repeat 
articulate  speech. 

This  brings  me  to  the  decisive  part  of  Sir  William  Thomson's 
evidence.  This  gentleman,  himself  the  most  eminent  electrician 
in  the  United  Kingdom,  possessed  of  the  instruments  furnished  by 
Mr.  Bell,  and  instructed  by  Bell  as  to  their  principle  and  mode  of 
application,  was  unable  to  make  them  work  so  as  to  reproduce 
articulate  speech.  He  was  most  anxious  to  exhibit  them  in 
effective  operation  at  the  meeting  of  the  British  Association,  and 
after  trying  them  with  batteries  of  diflferent  degrees  of  strength, 
and  with  every  variation  that  his  experience  suggested,  his  experi- 
ments entirely  failed,  and  he  was  obliged  to  admit  his  inability  to 
exhibit  the  telephone  in  operation.  The  respondent  suggests,  that 
if 'the  tympanum  or  lid  had  been  less  rigidly  attached  by  its  screw, 
it  would  have  closed  down  under  the  attraction  of  the  electro- 
magnetic force,  and  would  then  have  acted  as  a  closed  tympa- 
num capable  of  transmitting  articulate  speech.  To  this  there  are 
several  answers.  First,  this  is  a  suggestion  easily  made,  after 
the  principle  of  the  closed  tympanum  had  been  made  public 
through  Bell's  specification.  Secondly,  Sir  William  Thomson's 
lecture,  with  the  relative  model,  disclosed  a  receiving  instrument 
with  an  open,  and  not  a  closed  tympanum.  Confessedly,  such  an 
instrument  would  not  reproduce  articulate  speech,  and  if  the  speci- 
fication had  given  no  more  information  on  this  head  than  is  given 
by  the  model,  I  should  have  held  the  patent  void,  as  not  sufiBciently 
disclosing  the  manner  of  performance  of  the  invention.  Thirdly, 
as  to  the  suggestion  that  a  skilled  operator  would  have  found  out 
the  mode  of  operation  when  he  came  to  use  the  instrument,  I  may 
observe  that,  according  to  patent  law,  an  invention  is  not  suf- 
ficiently described  if  experiment  be  requisite  to  enable  a  skilled 
operator  to  discover  the  mode  of  working  it ;  and,  after  being  told 
by  Sir  William  Thomson  that  his  scientific  knowledge,  aided  by 
personal  communication  with  the  inventor,  did  not  lead  him  to  in- 
fer that  the  tympanum  should  be  kept  down  in  order  to  the  produc- 
tion of  the  desired  result,  I  cannot  for  a  moment  suppose  that  this 
inference  is  one  that  should  be  drawn  by  an  ordinary  workman  work- 
ing by  the  description  contained  in  Sir  William  Thomson's  address. 
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I  shall  say  nothing  as  to  the  other  publications  contained  in  the 
respondent's  print.  The  last  in  the  order  of  dates  was  published 
after  the  date  of  the  patent.  The  other  publications  are  less 
specific  than  Sir  William  Thomson's  address,  and  were  founded  on 
by  the  respondent's  counsel  rather  as  evidence  of  the  state  of 
scientific  knowledge  at  the  time,  and  in  aid  of  Sir  William 
Thomson's  address,  than  as  independent  disclosures  of  the  inven- 
tion. 

I  pass  to  Edison's  patent,  and  first,  as  to  the  objection  founded 
on  the  discrepancy  between  the  provisional  and  the  complete  speci- 
fications. The  complete  specification  describes  various  telephonic 
instruments,  and,  amongst  others,  an  instrument  known  as  the  pho- 
nograph, which  records  the  undulations  of  a  vibrating  diaphragm  or 
tympanum,  by  indenting  a  series  of  dots  on  a  cylinder,  covered  with 
tinfoil,  and  made  to  revolve  rapidly  by  clock-work.  In  the  reverse, 
or  complementary  action  of  the  instrument,  the  sounds  may  be 
reproduced  with  more  or  less  distinctness,  by  giving  to  another 
diaphragm  the  motion  resulting  from  a  steel  point  vibrating  in 
contact  with  the  series  of  indentations.  The  description  will  be 
found  in  the  paragraph  commencing  at  page  11,  line  5,  of  Mr. 
Edison's  specification.  The  invention  includes  two  processes, — 
first,  the  recording  of  the  sounds  on  a  sheet  of  tinfoil ;  secondly, 
the  reproduction  of  the  sound  by  means  of  mechanism  set  in 
motion  by  the  indentations  on  the  tinfoil.  It  is  said  that  the  pro- 
visional specification  discloses  only  the  first  of  these  two  processes ; 
and  that  the  patent  is  void,  because  in  the  complete  specification 
the  reproduction,  as  well  as  the  recording  of  the  sound,  is  claimed. 
This  is  an  extremely  critical  objection,  and  I  do  not  think  that  it 
is  well  founded  The  provisional  specification  states  (pages  1  and  2), 
"  Portions  of  the  apparatus  are  interchangeably  available  in  trans- 
mitting, or  recording;"  and  two  lines  further  down  the  word 
''recording"  is  explained  to  mean  making  a  record  of  the  atmos- 
pheric sound  waves,  or  of  the  electric  waves  or  pulsations  corre- 
sponding thereto,  or  resulting  therefrom.  Now,  keeping  in  view 
that  in  the  telephonic  art  the  words  "  transmitting  "  and  "  trans- 
mitter "  are  technical  terms  applicable  to  the  part  of  the  instru- 
ment by  which  the  speaker's  voice  is  made  to  set  the  electric  wave 
in  motion,  I  think  that  the  expression  ''  interchangeably  available 
in  transmitting  or  recording  "  is,  for  the  purpose  of  a  provisional 
specification,  a  sufficient  indication  of  the  functions  of  the  phono- 
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graph.  In  the  application  of  the  instrument  to  the  purpose  of 
recording,  the  sound  waves  are  laid  down  on  the  cylinder  by  the 
steel  point  attached  to  the  tympanum,  and  vibrating  with  it  But 
by  the  same  apparatus  the  action  of  transmitting  may  be  produced, 
—  the  indentations  on  the  cylinder  in  this  case  acting  on  the  steel 
point  and  causing  the  tympanum  to  vibrate,  and  thus  to  transmit 
electric  undulations  to  a  line  wire.  The  words  "  interchangeably 
available  "  may  be  open  to  criticism,  but  they  indicate  an  instru- 
ment in  which  the  same  mechanism  may  be  used  either  for  record- 
ing a  message,  or  for  transmitting  one  which  has  been  recorded. 

There  remains  for  consideration  the  question  of  the  identity 
of  the  respondent's  transmitting  instrument  with  the  transmitting 
instrument  described  in  Edison's  specification,  —  a  question  of  some 
difficulty,  though  I  have  ultimately  formed  a  clear  opinion  regard- 
ing it.  In  the  Bell  telephone,  the  electric  undulations  set  up  in 
the  line  wire  were  comparatively  weak,  and  the  echo  or  reproduction 
of  the  voice  at  the  distant  or  receiving  station  was  correspondingly 
faint,  so  faint  that  the  telephone  could  only  be  used  within  moder- 
ate distances.  Mr.  Edison's  efforts  were  directed  to  the  discovery 
of  a  method  by  which  the  waves  of  sound  should  operate  more 
powerfully  on  the  electric  current,  and  this  he  efifected  by  a 
process  which  is  described  by  electricians  as  the  method  of 
"  varying  the  resistance "  to  the  electric  current  in  the  course  of 
its  transmission  through  a  closed  circuit  This  was  accompUshed 
by  making  a  joint  in  the  circuit  near  to  the  transmitter,  so  that 
the  current  should  at  this  point  pass  from  one  surface  to  another 
surface  in  contact  with  it  under  pressure.  According  to  Mr. 
Edison,  one  of  the  two  surfaces  in  contact  ought  to  be  a  semi- 
conductor, and  plumbago  and  some  other  forms  of  carbon  are 
indicated  as  the  most  suitable  materials  for  the  purpose.  Accord- 
ing to  his  description,  the  variations  of  pressure  between  the 
surfaces,  consequent  on  the  vibrations  coming  from  the  tympa- 
num, induce  variations  in  the  electric  current  proportionate  to, 
but  greatly  exceeding  in  magnitude,  the  variations  which  would 
be  induced  by  the  direct  action  of  the  air  waves  according  to 
Bell's  method.  According  to  Edison's  theory,  his  process  is  in 
the  strictest  sense  a  mode  of  working  in  a  closed  circuit,  because 
the  carbon  surface,  although  mechanically  disunited  from  the 
platinum  or  other  surface  on  which  it  presses,  is,  nevertheless,  in 
electrical  contact  with  that  surface.    There  is  therefore  no  making 
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and  breaking  of  the  electric  circuit  as  in  the  earlier  tentative 
methods,  but  a  continuous  current  of  undulatorj  electricity,  the 
number  and  form  of  the  waves  being  determined  by  the  changes 
of  pressure  upon  the  carbon  surface. 

In  the  first  form  of  apparatus  figured  in  the  specification  the 
semi-conducting  interposed  substance  (technically  termed  the 
tension  regulator)  is  silk  fibre  mixed  with  plumbago.  This  is 
pressed  by  a  screw  against  a  platinum  plate,  which  again  is  in 
contact  with  the  tympanum,  and  the  elasticity  of  the  tympanum 
and  of  the  silk  fibre  admits  of  that  degree  of  play  between  the 
two  surfaces  which  is  requisite  for  the  transmission  of  the  varia- 
tions of  pressure  produced  by  the  vibrations  of  the  tympanum 
when  acted  on  by  the  voice. 

In  a  passage  near  the  top  of  page  6,  the  inventor  describes  an 
alternative  mode  (on  which  the  complainers  place  reliance) 
wherein  he  professes  to  make  use  of  a  variable  resistance  (t.  e.,  to 
the  electric  current),  resulting  from  greater  or  less  intimacy  of 
surface  contact,  such  as  would  result  from  a  disc  covered  with 
plumbago  placed  adjacent  to  a  diaphragm  also  covered  with 
plumbago  or  other  semi-conducting  material.  It  is  not  stated 
in  direct  terras  how  this  form  of  tension  regulator  is  to  be  con- 
nected with  the  transmitting  instrument ;  but,  in  fair  construction, 
I  think  it  must  be  held  that  it  is  to  be  introduced  in  the  place  of 
the  silk  fibre,  and  to  be  kept  in  contact  with  the  diaphragm  by 
pressure,  just  as  the  fibre  regulator  would  be. 

Other  modes  of  maintaining  the  contact  are  described  in  subse- 
quent parts  of  the  specification,  in  one  of  which  the  pressure  of  a 
spring  is  employed. 

It  does  not  appear  that  any  of  the  mechanical  combinations 
described  in  the  specification  ever  came  into  commercial  use, 
probably  because,  as  may  happen  in  the  history  of  even  the  most 
original  and  valuable  inventions,  these  were  immediately  super- 
seded by  simpler  constructions  involving  the  same  principle. 
It  was  soon  found  that  no  special  precautions  were  needed  to 
prevent  the  separation  of  the  surfaces  constituting  the  tension 
regulator.  I  am  informed  that  Mr.  Edison  now  uses  a  carbon 
button  placed  between  two  plates  of  platinum,  without  the  agency 
of  a  spring  or  mechanical  pressure  to  hold  them  together.  In  the 
respondent's  instrument,  against  which  the  interdict  is  directed, 
the  variations  of  resistance  to  the  electric  current  are  produced  by 


592  PATENT. 


No.  89.  —  United  Telephone  Co.  ▼.  Maclean, 


the  contact  of  two  surfaces  of  gas  carbon,  one  of  them  being  loaded 
with  a  piece  of  brass  and  suspended  obliquely,  so  as  to  press 
slightly  against  the  other.  To  these  pieces  wires  are  attached, 
and  the  current  passes  through  them.  This  is  said  to  be  a  differ- 
ent instrument  from  Edison's,  both  in  principle  and  construction. 
It  is  said  that  Edison  aimed  at  varying  the  resistance  in  the  line 
by  the  compression  of  fibrous  materials  throughout  the  mass,  and 
not  by  the  vibration  of  pressure  at  the  surface  of  contact.  Again, 
it  is  denied  that  the  operation  of  the  respondent's  instrument 
depends  on  pressure.  It  is  said  that  in  his  instrument  the  two 
carbons  react  on  each  other  in  the  manner  of  rigid,  non-elastic, 
incompressible  substances,  and  that,  instead  of  the  electric  current 
being  merely  varied,  under  the  influence  of  vibration,  as  the  sur- 
faces of  carbon  tend  alternately  to  approach  and  recede  from  each 
other,  the  electric  current  is  actually  broken  at  each  vibration. 
According  to  the  respondent's  theory  his  instrument  is  not  an 
example  of  the  action  of  undulatory  electricity  in  a  closed  circuit, 
but  is  an  extremely  delicate  "  make  and  break  "  of  the  current,  so 
delicate  and  instantaneous  (if  I  rightly  understand),  that  the 
undulations  are  virtually,  and  in  their  acoustic  effects,  equivalent 
to  continuous  vibrations. 

It  would  probably  not  be  satisfactory  to  the  parties  if  I  should 
abstain  altogether  from  offering  an  opinion  on  this  interesting 
scientific  question.  But  I  think  it  right  to  say  at  once  that,  in 
the  view  I  take,  its  solution  cannot  affect  the  decision  of  the  case. 
Because,  in  my  opinion,  it  is  apparent,  at  least  in  the  present  state 
of  scientific  knowledge,  that  the  principle  and  mode  of  action  of 
Edison's  tension  regulator  and  that  of  the  respondent  is  one  and 
the  same.  If  the  respondent's  surfaces  vary  the  resistance  by  a 
"  make  and  break,"  so  must  Mr.  Edison's.  Nothing  is  more  clear 
upon  the  evidence  than  that  the  wonderful  and  hitherto  unex- 
plained responsive  action  of  the  electric  force  to  vibrations  propa- 
gated through  surfaces  in  loose  contact,  depends  neither  on  the 
form  of  the  surface,  nor  on  the  mode  or  amount  of  pressure,  although 
some  forms  of  contact  and  of  pressure  certainly  give  better  results 
than  others.  Mr.  Edison's  methods  have  this  in  common  with  the 
respondent's,  —  that  they  produce  similar  phenomena  under  every 
mode  of  bringing  semi-conducting  surfaces  into  contact  in  an  elec- 
tric circuit,  and  until  some  distinction  is  shown  to  exist,  similar 
phenomena  must,  in  my  opinion,  be  referred  to  one  and  the  same 
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general  law.  Even  if  Mr.  Edison  were  held  to  be  in  error  in  sup- 
posing that  his  method  was  that  of  a  closed  circuit,  yet  if  it  is  a 
useful  invention,  and  if  it  is  sufficiently  described  ,for  practical 
purposes,  it  is  no  objection  to  his  patent  that  he  has  used  language 
which  would  be  scientifically  inaccnrate  according  to  the  present 
state  of  knowledge. 

While,  for  these  reasons,  I  hold  that^  in  any  view  of  the  mode  of 
action,  the  principle  of  the  respondent's  instrument  is  identical 
with  Edison's,  I  must  also  hold  that  the  weight  of  the  evidence 
is  in  favour  of  the  accuracy  of  Edison's  description  of  the  principle 
of  his  invention  as  being  that  of  a  closed  circuit. 

Sir  Frederick  Bramwell  and  Sir  William  Thomson  are  strongly 
of  opinion  that  articulate  speech  cannot  be,  and  is  not  under  any 
of  the  instruments  referred  to,  produced  by  a  make  and  break 
arrangement  According  to  these  gentlemen,  the  elastic  waves  of 
sound  passing  through  two  surfaces  in  contact  produce  phenomena 
analogous  to  those  produced  by  the  collision  of  elastic  bodies.  The 
surfaces  in  contact  are  slightly  altered  in  form  by  the  sound  vibra- 
tions —  passing  through  alternate  phases  of  greater  and  less  con- 
vexity, or  of  expansion  and  compression.  These  changes  are 
understood  to  be  molecular,  and  do  not  involve  any  visible  change 
of  figure,  such  as  may  take  place  under  mechanical  or  forced  vibra- 
tion. During  the  phases  of  compression  there  are  a  greater  num- 
ber of  molecules  of  the  respective  surfaces  in  contact  than  in  the 
phases  of  expansion,  and  the  transmission  of  the  electric  force  at 
each  vibration  is  supposed  to  be  proportional  to  the  number  and 
extent  of  the  moleculies  or  minute  surfaces  in  contact.  To  the 
objection  that  carbon  (the  most  sensitive  material  for  this  purpose) 
is  not  a  highly  elastic  body,  the  reply  is  that  carbon  is  sufficiently 
elastic  for  the  purpose  of  transmitting  the  sound  vibrations,  and 
that  its  suitability  to  this  purpose  depends  on  its  being  a  semi- 
conductor of  electricity.  A  good  conductor  would  transmit  the 
force  too  easily  when  the  pressure  was  withdrawn.  But  it  is  the 
property  of  a  semi-conductor  that  its  power  of  transmitting  the 
electric  force  varies  considerably  under  varying  conditions  of  pres- 
sure, and  Edison's  invention  consists  in  taking  advantage  of  that 
property  by  appropriate  appliances.  Professor  Fleeming  Jenkin,  a 
most  accomplished  electrician  and  of  very  great  experience,  does 
not  difiTer  from  Sir  Frederick  Bramwell  and  Sir  William  Thomson 
in  his  view  of  the  mode  of  action  of  the  carbon  regulator.  All 
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these  gentlemen  are  agreed,  that  when  the  surfaces  are  separated, 
even  in  an  infinitesimal  degree,  there  results  an  irregular  instead 
of  an  undulatory  variation  in  the  electric  current,  producing  a 
buzzing  sound  and  interfering  with  the  acoustic  action  of  the 
instrument  This  result  may  follow  even  from  speaking  in  too  loud 
a  tone,  and  it  has  been  found  necessary  to  moderate  the  vibrations 
of  the  tympanum  of  the  telephone  by  introducing  cork  between  its 
surface  and  the  carbon  regulator,  in  order  that  its  action  may  not 
be  so  strong  as  to  cause  the  carbon  surfaces  to  separate  under 
vibration. 

Another  point  urged  for  the  respondent  is,  that  under  his 
instrument  a  tympanum  is  unnecessary,  because  the  carbon  regu- 
lator, or  microphone  as  he  prefers  to  term  it,  is  sufficiently  sensi- 
tive to  be  acted  on  by  the  direct  pulsations  of  the  air.  Now,  as 
Edison's  patent  is  for  a  tension  regulator  in  combination  with  a 
diaphragm  or  tympanum,  it  follows  that  the  interdict  sought 
would  not  apply  to  the  use  of  the  respondent's  carbon  regulator 
without  a  tympanum.  But,  in  the  instruments  sold  by  the  respond- 
ent, the  sound  is  transmitted  across  a  circular  metal  disc,  inter- 
posed between  the  mouthpiece  and  the  carbon  regulator,  and 
although  this  metal  disc  is  mounted  on  a  sheet  of  cork,  I  have  not 
the  smallest  doubt  that  it  acts  as  a  tympanum,  and  that  it  is  a 
useful  and  necessary  adjunct  of  the  acoustic  apparatus.  The  cork 
does  not  prevent  the  metal  plate  from  being  thrown  into  vibration 
by  the  voice;  and  it  transmits  the  sound  waves,  possibly  with 
some  diminution  of  intensity  and  suppression  of  superfluous 
vibrations  to  the  carbon  regulator,  whose  function  it  is  to  react 
upon  the  electric  circuit  It  was  contended  by  the  respondent's 
counsel  (if  I  rightly  understood)  that  the  cork  plate  would  have 
the  effect  of  entirely  stopping  the  waves  of  sound ;  but  this  propo- 
sition appears  to  me  to  be  untenable,  in  view  of  the  well  known  fact 
that  sound  waves  are  transmitted  through  the  earth  over  distances 
measured  by  hundreds  of  yards,  or  even  miles,  traversing  in  their 
course  substances  of  the  most  various  density  and  elasticity. 

Being  satisfied  that  the  respondent's  instrument  is  an  application 
of  the  principle  of  Edison's  tension  regulator,  and  that  it  involves 
the  combination  of  a  tension  regulator  with  a  tympanum,  I  have 
only  to  consider  whether  the  instrument  is  itself  distinct  from 
anything  described  by  Edison,  or  is  an  imitation  or  mechanical 
variation  of  his  invention. 
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In  answering  the  question,  it  must  be  observed  that  Edison's 
patent  is  not  for  a  specific  instrument,  but  for  a  combination,  in 
which  the  material  element  is  an  "  electric  tension  regulator,"  of 
which  many  forms  are  given,  all  depending  on  a  mode  of  action 
of  great  simplicity,  and  capable  of  being  indefinitely  varied.  The 
mode  of  action  I  take  to  be  this:  The  variation  of  the  electric 
current  by  pressure  applied  to  a  carbon  surface,  —  not  the  constant 
pressure  of  a  screw  or  spring,  which  is  a  mere  accident  of  the 
arrangement,  —  but  the  elastic  pressure  of  the  sound  waves,  which 
are  made  to  operate  upon  the  carbon  through  a  tympanum.  In 
such  a  case,  it  may  well  be  said  that  the  instrument  admits  of  as 
many  variations  as  there  are  modes  of  bringing  two  surfaces  into 
contact.  But  however  unlike  any  particular  variation  may  be  to 
those  which  are  described  in  the  specification,  yet  if  the  contact  is 
that  of  a  semi-conductor  of  electricity,  and  is  used  in  a  telephone 
for  the  purpose  of  varying  the  resistance  to  the  electric  current  in 
the  line,  I  am  of  opinion  that  it  is  a  form  of  Mr.  Edison's  inven- 
tion, and  that  the  words  of  the  specification  are  broad  enough  to 
cover  it. 

In  the  particular  case  the  respondent's  form  appears  to  possess 
such  merit  that  it  might  have  been  patented  as  an  improvement 
upon  Mr.  Edison's  tension  regulator,  but  that,  of  course,  would 
imply  that  it  could  not  be  used  without  Mr.  Edison's  licence.  It 
follows  from  this  opinion  that  the  complainers  are  entitled  to  pro- 
tection by  interdict  under  Edison's  as  well  as  BelPs  (or  Morgan- 
Brown's)  patent. 

ITnited  Telephone  Company  v.  Harrison. 

Patent,  —  Novelty,  —  Exhibitum  of  Imperfect  Instrument 

Such  an  exhibition  as  referred  to  in  the  last  case,  heldy  not  to  be  an  anticipa- 
tion, although,  by  skill  and  knowledge  acquired  since  the  date  of  the  patent,  it 
has  been  fonnd  possible  to  use  the  instrument  with  a  beneficial  result. 


After  the  necessary  repetition,  in  the  English  case  (United 
Telephone  Co.  v.  Harrison),  of  the  evidence  and  arguments  similar 
to  those  in  the  Scotch  case  (  United  Telephone  Co.  v.  Maclean),  —  in- 
cluding the  evidence  of  Professor  William  Thomson  particularly 
referred  to  in  the  English  Notes,  pp.  603,  604, ^05^, — Mr.  Justice  Fry 
gave  judgment  to  the  effect  that  the  Edison  patent  was  bad,  by 
reason  that  the  final  specification  described  and  claimed  the  phono- 
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graph,  the  nature  of  which  was  not  disclosed  in  the  provisional :  on 
all  other  points  he  decided  in  favour  of  the  plaintiffs.  The  specifica- 
tion of  Edison's  patent  was  then  promptly  amended,  in  effect,  by 
disclaiming  the  phonograph ;  and  the  case  on  the  other  points  went 
to  the  Court  of  Appeal.  Some  further  evidence,  referred  to  in  the 
notes  below,  was  taken  before  the  Court  of  Appeal,  who,  after 
lengthened  arguments,  affirmed  the  judgment  of  Fry,  J.,  on  all  the 
points  not  affected  by  the  disclaimer,  —  in  effect  giving  judgment 
in  favour  of  the  Bell  patent,  and  of  the  Edison  patent  as  amended 
The  following  judgment,  here  set  forth  as  the  most  instructive, 
is  that  of 

BowEN,  L.  J. :  — 

It  would  be  wrong  to  disguise  from  ourselves,  or  from  those 
whose  case  we  are  deciding,  that  as  regards  the  construction  of  the 
specification,  we  are  deciding  this  case  upon  what  has  been  called 
in  many  cases  the  benevolent  principle  of  construction,  and  it  is 
because  we  are  in  that  way  dealing  with  Mr.  Hemming's  powerful 
and  in  some  respects  very  difficult  argument  to  answer,  that  I  pro- 
pose to  say  a  few  words  about  the  benevolent  principle  of  construc- 
tion. For  the  last  hundred  years  that  principle  has  been  applied ; 
it  was  applied  as  early  (for  anything  I  know,  applied  before)  as 
Wintered  Case  (Turner  v.  Winter),  1 T.  R  602  (p.  222,  anU),  and  it 
has  been  applied  as  lately  as  Sinks  v.  Safety  Lighting  Co.y  4  Ch.  D. 
607, 46  L.  J.  CL  185,  by  the  Master  of  the  Rolls  in  language  which 
I  will  read  again,  because  I  think  it  will  make  clear  the  few  words 
I  am  going  to  say.  The  Master  of  the  Rolls  says  in  that  case : 
"  1  am  anxious,  as  I  believe  every  Judge  is  who  knows  anything 
of  patent  law,  to  support  honest  honO,  fide  inventors  who  have 
actually  invented  something  novel  and  useful,  and  to  prevent  their 
patents  from  being  overturned  on  mere  technical  objections,  or  on 
mere  cavillings  with  the  language  of  their  specifications,  so  as  to 
deprive  the  inventor  of  the  benefit  of  his  invention.  This  is  some- 
times called  a  '  benevolent '  mode  of  construction.  Perhaps  that  is 
not  the  best  term  to  use,  but  it  may  be  described  as  construing  a 
specification  fairly,  with  a  judicial  anxiety  to  support  a  really  use- 
ful invention,  if  it  can  be  supported,  on  a  reasonable  construction 
of  the  patent.  Beyond  that  the  '  benevolent '  mode  of  construction 
does  not  go."  Now  that  seems  to  me  exactly  to  define  what  the 
benevolent  principle  of  construction  is,  and  it  is  in  fact  no  new 
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principle,  it  is  an  old  principle  of  law  applied  to  a  very  special 
subject-matter.  It  is  not  the  dispensing  of  charity  to  a  patentee ; 
it  is  not  that  the  Court  will,  because  they  wish  to  favour  him,  make 
him  a  present  of  an  impossible  construction,  —  read  into  his  patent 
a  construction  which  cannot  be  there ;  but  simply  this,  that  if 
more  than  one  construction  is  possible,  they  will,  when  the  patent 
is  a  meritorious  one,  —  that  is  to  say,  when  the  idea  patented  is 
meritorious,  and  when  there  has  been  a  complete  discovery  (be- 
cause that,  it  must  be  remembered,  is  an  essential  part,  as  it  seems 
to  me,  of  the  conditions  on  which  we  act),  —  when  there  has  been 
a  bondjide  discovery  made  by  the  patentee,  they  will  put  the  more 
favourable  of  two  possible  constructions  on  his  specification,  with 
the  intention  of  making  it  good.  That  seems  to  me  nothing  more 
than  the  old  principle  of  law,  that  a  benignant  interpretation  — 
because  the  term  used  in  the  old  law  is  "  benignant  —  is  to  be  put 
upon  the  document  to  give  it  effect,  if  it  is  to  be  gathered  from  the 
surrounding  circumstances  that  it  was  intended  that  the  document 
should  be  eflfectual.  That  sort  of  presumption  in  favour  of  the 
effective  nature  of  a  document  meant  to  be  effectual  has  been  drawn 
both  inside  the  document  and  outside.  There  are  cases  in  which 
the  presumption  outside  the  document  ought  to  be  made  in  order 
to  give  it  an  effect  which  it  was  obviously  intended  to  have,  and 
there  are  cases  in  which  the  presumption  has  been  made  on  the 
construction  of  the  document  itself.  The  benevolent  principle  as 
applied  to  patent  law  is  really  an  application  of  this  doctrine  of 
construction.  It  really  only  comes  to  this,  that  when  there  has 
been  a  meritorious  invention,  and  when  the  patentee  has  disclosed 
adequately  to  the  public  the  nature  of  his  invention,  the  Court 
will  put  themselves,  for  the  purpose  of  construing  the  document, 
in  this  position,  —  they  will  remember  that  the  patentee  is  an 
honest  man  and  a  bond  fide  meritorious  inventor,  and  in  construing 
his  patent  will  assume  he  was  speaking  as  such  to  a  public  who 
were  competent  to  understand  what  was  said.  So  defined,  it  seems 
to  me  there  is  nothing  in  the  House  of  Lords  decision  ^  to  which 
the  Master  of  the  Rolls  has  called  attention,  to  extend  or  modify 
that  doctrine.  It  may  be  in  that  case  the  House  of  Lords  put  a 
somewhat  unexpected  reading  upon  a  particular  document,  but 
they  did  not  mean,  nor  could  they  have  meant,  to  extend  the  prin- 
ciple, as  I  have  ventured,  no  doubt  imperfectly,  to  express  it ;  and 
1  See  Eagliflh  Notes,  p.  606,  post. 
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the  reason  they  could  not  have  intended  to  alter  it  was  this,  — 
because  the  doctrine  is  a  principle  of  conscructiou,  not  of  miscon- 
struction. It  is  intended  to  guide  to  a  reasonable  interpretation, — 
not  to  be  an  excuse  for  misconstruction. 

Therefore  we  begin  by  reading  the  specification  in  question  by 
remembering  that,  if  there  are  two  reasonably  possible  construc- 
tions to  be  put  on  a  specification,  the  more  favourable  one  is  to  be 
adopted,  if  we  find  the  invention  is  meritorious,  and  there  has  been 
a  bond  fide  attempt  to  disclose  the  exact  nature  of  the  invention. 
Now  that  being  so,  I  confess  I  feel  no  hesitation  at  all  in  applying 
the  principle  to  the  Bell  receiver.  I  will  not  go  through  again  the 
explanation  of  the  construction  which  has  been  put  upon  the  claim 
both  by  the  Master  of  the  Rolls  and  Lord  Justice  Lindlet. 
Mr.  Hemming  has  argued  very  powerfully  that  the  claim  is  too 
large.  In  one  reading,  and  in  perhaps  the  most  obvious  reading  to 
my  mind,  his  argument  can  hardly  be  answered.  I  think,  in  the 
most  obvious  reading,  the  claim  is  too  large ;  but  that  is  not  the 
question.  The  Question  is  if  there  is  not  a  reading  which,  although 
not  so  obvious,  can  be  adopted.  I  think  there  is ;  and,  on  the 
ground  I  have  stated,  I  come  to  the  conclusion  that  is  the  construc- 
tion we  ought  to  adopt  The  next  questions  we  have  to  consider 
are  the  questions  of  infringement  and  anticipation ;  and,  in  order 
to  decide  them  properly,  one  has  to  make  up  one's  mind  what  it 
is  exactly  that  Bell's  specification  claims  and  patents  as  regards  the 
receiver.  I  think,  at  all  events,  these  points  are  clear  from  read- 
ing the  description  at  page  18 :  —  That,  in  the  first  place,  the  in- 
strument offered  to  the  public  by  Bell  is  both  a  receiver  and  a 
transmitter ;  in  the  second  place,  the  receiver  is,  or  may  be,  a  plate; 
in  the  third  place,  it  is  to  be  a  plate,  at  all  events,  in  front  of 
the  magnet,  and  attached  in  front  of  the  magnet,  and  close  to  the 
magnet,  with  a  fixed  circumference,  —  the  exact  method  of  the 
fixture  appears  to  me  not  perhaps  material  to  discuss ;  and,  lastly, 
a  drawing  is  given,  in  which  such  an  instrument  is  shown  in  the 
way  in  which  every  workman  could  make  it.  We  have,  therefore, 
not  only  the  luminous  idea  published,  but  you  have  the  very  in- 
strument which  enables  it  to  be  worked,  shown ;  and  I  do  not 
hesitate  to  say  that,  as  far  as  I  can  judge  in  a  patent  of  this  kind, 
the  drawing  may  be  looked  at,  just  as  much  as  anything  else,  to  see 
what  is  the  instrument  which  the  patentee  has  brought  before  the 
world.     The  explanation  of  the  principle  is  not  necessary.     What 
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he  has  to  do  is  to  show  the  instrument,  and  to  show  what  it  is 
wanted  for.  Now  taking  that  as  Bell's  receiver,  it  seems  to  me 
there  has  been  an  infringement  in  both  cases  brought  before  us  ; 
and,  in  fact,  Mr.  Hemming  himself  abandoned  that  point.  But 
there  remains  the  more  serious  question,  whether  there  has  been  an 
anticipation.  As  regards  the  Beiss  instrument,  I  think  one  may 
pass  over  it  lightly,  for  the  reasons  given  by  those  who  preceded 
me.  I  do  not  think  it  affects  the  case ;  but  has  there  been  an 
anticipation  in  what  was  done  by  Sir  WUliam  Thomson  at 
Glasgow  ? 

I  am  only  going  to  say  a  few  words  about  the  legal  test  to  be 
brought  to  bear  here,  just  as  I  did  a  few  words  about  the  question 
of  benevolent  construction.  There  is  no  new  law  laid  down  in  this 
case,  nor  can  there  be  any  new  law  laid  down.  The  law  about 
anticipation  is  as  plain  as  possible.  I  do  not  know  a  better  risurrU 
of  it  than  that  given  in  the  Plimpton  Case  by  the  Master  of  the 
Bolls.  The  inventor  only  escapes  the  operation  of  the  Statute  of 
Monopolies  if  he  is  the  first  and  true  inventor,  and  if  the  manu- 
facture which  he  put  forward  was  not  in  use  at  the  time  when 
he  made  the  alleged  invention.  We  have  not  to  consider  the 
question  of  use,  but  we  have  to  consider  the  question  whether  Bell, 
or  the  person  who  represents  him  and  was  clothed  with  his  rights, 
is  entitled  to  say  that  "  the  invention  is  mine."  An  invention  is 
not  made  if  all  that  is  done  is  to  take  something  which  was  in  the 
stock  of  public  knowledge  before,  and  pretend  to  present  it  to  the 
public  over  again,  or  rather  to  sell  it  to  the  public  in  return  for 
the  monopoly.  That  really  renders  the  issue  very  simple.  Has 
there  been  a  previous  publication  of  the  same  thing  ?  In  discuss- 
ing that  question,  publication  really  means  exactly  as  much  as,  and 
it  seems  to  me  no  more  than,  it  does  when  we  are  dealing  with  the 
question  of  the  publication  of  the  specification  itself.  Has  there 
been  a  publication  of  the  same  thing  at  Glasgow  in  as  effective  and 
practical  a  shape  ?  Has  the  contribution  to  the  world's  knowledge 
been  a  substantial  one  ?  I  take  what  I  believe  to  be  still  good 
law  —  not,  perhaps,  as  applying  in  every  single  word  to  this  instru- 
ment, but  as  embodying  the  principle  by  which  we  are  to  decide 
the  question  of  previous  publication  —  from  the  case  of  HUU  v. 
Evans  (p.  321,  ante)y  in  which  the  Lord  Chancellor  used 
this  language:  "On  principle,  I  conclude  that  the  prior  knowl- 
edge of  an  invention  to  avoid  a  patent  must  be  knowledge  equal  to 
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that  required  to  be  given  by  a  specification,  namely,  such  knowledge 
as  will  enable  the  public  to  perceive  the  very  disooveiy  and  cany 
the  invention  into  practical  use."  Now,  what  are  the  facts  ?  Sir 
William  Thomson  came  to  the  British  Association,  and  he  came 
with  an  instrument,  and  he  showed  that  instrument  to  the  British 
Association,  and  he  allowed  the  instrument  to  be  not  only  upon 
the  table,  but  in  the  laboratory  of  the  Glasgow  University  for  some 
time,  and  it  is  unquestionable  that  everybody  who  chose  could  see 
it,  and  many  did  see  it,  and  many  did  appreciate,  as  far  as  they 
could,  perhaps  rightly,  perhaps  wrongly,  what  was  shown  to  them. 
We  have  not  merely  accounts  given  in  contemporary  publications 
of  the  instrument  as  it  was  seen,  but  also  we  have  drawings,  more 
or  less  imperfect,  but  still  substantially  representing  what  was 
visible. 

Now,  I  think  it  would  be  almost  childish  to  suppose  that 
anybody  who  sends  an  instrument  to  be  exhibited  at  the  British 
Association  did  not  intend  publication  of  some  sort  What  is  the 
publication  he  intends  ?  Why  the  instrument  he  sends.  He  does 
not  send  an  instrument  to  the  centre  of  the  scientific  world  to  be 
shown  to  the  scientific  men  of  this  country,  and  a  collection  of 
scientific  men  from  other  countries,  without  intending  that  they 
should  understand  what  they  see,  and  without  intending  to  make 
a  present  to  them  of  what  he  sends,  and  so  far  as  the  argument  of 
the  counsel  for  the  respondents  was  directed  —  as  I  thought  it 
was  directed  certainly  at  one  time  —  to  show  that  what  was  shown 
to  the  British  Association  was  no  publication  at  all,  I  fail  to  follow 
it  I  believe  there  was  a  publication ;  but,  the  question  is,  a  publi- 
cation of  what  ?  Was  it  a  publication  of  the  Bell  instrument,  or 
an  instrument  substantially  the  same  as  the  Bell  instrument,  or 
which  by  an  ordinary  workman  could  be  turned  into  the  Bell 
instrument  ?  As  shown  to  the  world  at  Glasgow,  it  had  unques- 
tionably a  tilt  I  find  that  upon  the  evidence  written  in  unmis- 
takt^able  characters ;  as  to  how  much  there  may  be  a  doubt  Had 
it  a  encase  ?  I  have  some  doubt  If  I  were  to  speculate,  I  should 
Hny,  not  so  much  as  at  present,  but  still  some  crease.  Still,  I  do 
not  (looido  this  case  on  the  assumption,  as  far  as  I  am  concerned, 
tliut  thoro  was  a  crease  at  Glasgow.  What  is  certain  is  that  it 
lind  not  ^ot  the  adjustment  which  the  Bell  instrument  has.  It 
>YtiM  to  Ih)  worked  on  the  same  electrical  principle,  no  doubt ;  but, 
in  tlio  lirHt  place,  it  was  not  identical  in  appearance ;  it  was  not 
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the  same  to  look  at.  It  was  argued  in  the  Court  below,  and  was 
contended  at  one  time  before  us,  that  the  Glasgow  instrument  as 
shown  at  Glasgow  was  of  no  utility.  I  think  that  is  a  false  point 
if  pressed  to  the  length  to  which  it  was  pressed  before  the  Court 
below,  because  we  have  seen  it  work,  and  we  know  it  works  well 
under  certain  conditions.  We  know  now  that  it  is  not  true  that 
the  Glasgow  instrument  cannot  be  made  to  speak  even  in  its  tilted 
shape.  I  do  not  feel  driven  to  an  assertion  one  way  or  the  other 
as  to  whether,  in  considering  the  question  of  utility  of  the  Glasgow 
instrument,  one  must  judge  solely  by  what  was  known  at  the  time, 
or  what  has  been  known  since.  It  seems  to  me  neither  is  exactly 
the  test,  because  I  can  conceive  an  instrument  being  useful  within 
the  meaning  of  the  statute,  of  which  the  use  was  not  apparent 
at  the  moment,  though  it  became  apparent  six  months  afterwards. 
The  difficulty  would  be  for  the  tribunal  which  had  to  decide,  not  a 
difficulty  of  law.  Again,  I  can  conceive  an  instrument  which  was 
useful  at  the  time,  but  which  ceased  to  be  useful  six  months  after- 
wards. Therefore,  it  is  a  difficulty  not  of  law,  but  a  difficulty  in 
the  circumstances  which  may  well  embarrass  the  tribunal  that  has 
to  decide  it  In  judging  of  the  two  instruments  and  making  up 
one*s  mind  whether  the  Bell  is  substantially  the  same  as  the  Glas- 
gow, one  must  take  care  that  the  conditions  under  which  you  judge 
one  and  the  other  are  the  same,  because  otherwise  the  conditions 
of  comparison  are  not  the  same.  You  cannot  compare  two  things 
unless  you  compare  them  under  similar  circumstances,  and  under 
the  same  conditions.  There  is,  no  doubt,  some  complication 
introduced  into  the  comparison  by  the  fact  that  down  to  the 
time  certainly  of  the  trial  in  Mr.  Justice  Fry's  Court,  the 
Glasgow  instrument  was  never  tried  with  any  except  the  old 
transmitter.  At  the  time  Sir  William  Thomson  gave  his  evidence, 
and  at  the  time  some  of  the  other  witnesses  gave  their  evidence, 
they  had  not  tried  the  Glasgow  receiver  under  very  favourable 
conditions.  We  have  tried  the  Glasgow  receiver  under  favourable 
conditions,  and  we  know  it  will  speak,  and  we  know  that  under 
some  favourable  conditions,  at  all  events,  it  works  nearly  as  well  as 
the  Bell  receiver.  But  that  does  not  land  the  appellants.  We 
come  back  to  the  question,  Would  the  ordinary  workman,  when 
that  Glasgow  instrument  was  presented  to  him,  have  turned  it  into 
the  Bell  by  the  exercise  of  no  more  than  ordinary  and  reasonable 
skill,  without  the  exercise  of  anything  like  invention  of  the  work- 
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man  ?  —  because  you  have  no  right  to  rely  on  the  invention  of  the 
workman,  you  must  rely  upon  his  ordinary  knowledge.  It  seems 
to  me  the  ordinary  workman  at  that  time  would  not  have  turned 
it  into  the  Bell,  for  this  reason,  that  the  Bell  presents  him  with  a 
complete  adjustment  that  the  Glasgow  instrument  did  not  It  is 
all  very  weU  to  call  a  complete  adjustment  "  mounting."  In  many 
a  patent  case  no  doubt  adjustment  is  nothing  more  than  mounting. 
But  the  fallacy  seems  to  me  to  be  to  assume  that  in  an  obscure 
subject,  at  a  moment  of  time  when  knowledge  was  most  imperfect, 
adjustment  can  be  disposed  of  by  calling  it  simply  "  mounting." 
The  condition  in  which  the  Glasgow  instrument  was  presented  at 
Glasgow  was  such  as  to  give  no  indication  at  all  to  those  who  saw 
it,  and  to  those  who  used  it,  of  what  was  the  best  adjustment  or  the 
best  way  to  use  it,  if  there  was  any  difference  to  be  made  by  adjusts 
ment  whatever.  How  can  we,  dealing  with  a  subject  like  elec- 
tricity (a  subject  which  is  at  the  present  moment  so  obscure  that  I 
am  not  sure  that  scientific  men  would  pledge  themselves  now  to 
the  exact  way  in  which  the  transmitter  works),  and  going  back 
six  years  into  the  very  twilight  of  the  discovery,  say  that  an 
instrument  which  presents  no  means  of  knowing  what  the  best 
adjustment  was,  is  the  same  instrument  as  that  which  does  ?  I 
agree,  in  considering  this  question,  one  must  endeavour  to  make  up 
one's  mind  whether  there  was  a  crease  at  Glasgow  or  not.  At  all 
events  it  would  make  the  case  much  clearer  if  one  could  be  quite 
sure.  I  do  not  feel  quite  sure.  If  there  was  a  crease,  it  seems  to 
me  that  was  obviously  misleading,  because  the  crease  would  pre- 
vent the  lid  being  drawn  down  in  the  ordinary  way,  or  it  might 
prevent  it.  If  there  was  not  crease,  then  at  all  events,  say  the 
appellants,  if  proper  strength  was  applied  in  the  current,  the  lid 
would  fall.  Aye,  if  proper  strength  were  applied,  and  if  people 
knew  as  much  about  it  as  they  know  now.  But  they  knew  noth- 
ing about  it  then,  practically,  except  that  it  would  work.  They 
did  not  know  under  what  conditions  it  would  work,  and  still  less 
under  what  conditions  it  would  work  best,  and  the  reason  for 
thinking  the  ordinary  workman  would  have  been  misled,  or,  at  all 
events,  put  off  the  point  or  scent,  or  not  put  so  completely  on  the 
scent  as  the  Bell  instrument  puts  him,  was  that  Sir  William 
Thomson,  the  first  authority  in  the  country,  was  put  ofif  the  scent. 
Let  us  go  back  for  a  moment  to  consider  what  becomes  material 
here,  the  various  points  of  adjustment  indicated  by  the  Bell  trans- 
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mitter  in  the  patent  We  are  told  there  was  to  be  a  plate  in  front 
of  the  magnet ;  we  are  told  it  was  to  be  attached  to  something ; 
we  are  told  it  is  to  be  close  to  the  magnet ;  we  are  told  the  cir- 
cumference is  to  be  fixed  in  some  way ;  and  lastly,  there  is  a  draw- 
ing. Can  any  reasonable  man  think,  if  Sir  William  Thomson  had 
been  told  all  those  particular  facts  at  Glasgow,  that  his  attempts  to 
make  the  Glasgow  instrument  work,  feebly  and  badly  though  it 
might  have  been  made  to  work  with  that  transmitter,  would  not 
have  been  assisted.  I  come  to  the  conclusion  that  he  would  have 
been  assisted,  and  that  seems  to  me  to  be  sufficient  in  this  case, 
when  the  onus  lies  on  those  who  seek  to  defeat  a  bond  fide  patent ; 
that  it  establishes  a  proposition  urged  by  the  respondents  that 
there  has  been  no  such  complete  anticipation  at  Glasgow  of  the 
same  instrument  in  as  practical  a  shape  as  is  necessary  to  make 
out  that  the  enrichment  of  the  stock  of  knowledge  of  the  world 
which  the  Bell  instrument,  upon  the  contention  of  the  respondents 
has  made,  was  in  fact  no  enrichment  at  all,  but  simply  a  presenta- 
tion to  the  world  over  again  of  what  they  knew  before. 

ENGLISH  NOTES. 

The  above  judgment  of  Lord  M'Laren  is  selected  as  the  first 
important  judgment  pronounced  upon  the  patents  in  this  country  relat- 
ing to  the  invention  of  the  telephone.  The  plaintiffs  had  paid  Scot- 
land the  compliment  of  supposing  that  at  this  early  stage  the  points  of 
the  invention  would  be  best  appreciated  in  the  country  of  Professor  Sir 
William  Thomson  (Lord  Kalvin),  whose  evidence,  both  before  Lord 
M'Laren  and  afterwards  before  Mr.  Justice  Fry  in  the  English  case 
(United  Telephone  Co,  v.  Harrison),  was  memorable.  Those  who  heard 
his  evidence,  at  least  as  given  in  the  latter  case,  must  have  been  reminded 
of  the  %U>Ty  (typical  of  most  great  inventions)  of  Columbus  showing 
the  courtiers  how  an  egg  could  be  made  to  stand  on  end;  the  moral,  — 
how  simple  it  is  when  you  know  how  to  do  it.  One  point  in  the  tel- 
ephone patents  was  the  novelty  of  the  Bell  receiver.  The  inventor, 
Mr.  Graham  Bell,  when  on  the  verge  of  success,  had  given  a  demon- 
stration in  the  great  Exhibition  at  Philadelphia  in  1876;  whore  his 
instrument,  after  much  manipulation,  had  been  heard  by  Sir  William 
Thomson  himself  to  speak  articulate  language.  The  identical  instru- 
ments used  by  Mr.  Bell,  with  the  exception  of  the  battery  and  the  line 
wire,  were  given  to  Sir  William  Thomson,  who  shortly  afterwards,  in 
his  address  to  the  British  Association  at  Glasgow,  described  what  he 
had  seen  and  heard  at  Philadelphia,  and  produced  the  instruments.     In 
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his  evidence  given  before  Mr.  Jastice  Fby,  the  learned  professor  vent 
on  to  describe  his  attempts,  in  his  own  class  room  at  Glasgow,  to  repeat 
Mr.  Graham  Bell's  experiments;  with  the  result  that,  manipulating 
the  instruments  in  every  way  which  his  own  knowledge  and  experience 
suggested,  he  could  not  make  them  speak.  He  produced  the  instru- 
ments given  him  by  Mr.  Graham  Bell.  The  portion  of  the  receiving 
instrument  intended  to  reproduce,  in  sound,  the  variations  in  the  elec- 
tric current  produced  by  the  sound  at  the  other  end  of  the  line,  con- 
sisted of  a  thin  plate  of  metal  attached  at  one  point  of  its  circumference 
to  the  box  containing  the  electro  magnet.  This  thin  plate  was 
inclined  at  an  angle  to  the  plane  of  the  top  of  the  box,  and  was  appar- 
ently (as  he  had  thought)  intended  to  move  freely  so  as  to  be  in  readi- 
ness to  pick  up  the  vibrations  corresponding  with  the  variations  of  the 
current.  The  learned  professor  expressed  the  genuine  surprise  he  had 
felt  when  he  subsequently  received  Mr.  Graham  Bell's  perfected  instru- 
ment, having,  instead  of  this  thin  plate  moving  freely,  a  substantial 
plate  of  iron  firmly  clamped  down  to  the  top  of  the  box.  This,  with 
the  addition  that  the  necessity  of  a  powerful  electric  current  in  the  line 
wire  was  dispensed  with,  made  the  instrument  a  commercial  success. 
When  the  thing  was  done,  it  was .  comparatively  easy  for  the  professor 
to  explain  the  theory  of  how  the  lid  of  the  box  picked  up  the  electric 
variations  so  as  to  reproduce  articulate  sound;  but  the  fact  that  it 
would  do  so  was  none  the  less  surprising  at  the  time.  It  was  also  easy 
to  suggest  that  on  the  occasion  when  the  spoken  language  was  heard, 
the  plate  had  been,  whether  by  the  attraction  of  the  magnet  or  other- 
wise, kept  in  contact  all  round  with  the  rim  of  the  box;  but  the  fact 
remained  that  he  (Professor  Sir  William  Thomson)  had  failed  to  find 
out  that  this  was  essential. 

It  will  be  observed  that  Mr.  Justice  Fry  differed  with  Lord 
M*Lakkn  on  the  point  of  variance  between  the  provisional  and  com- 
plete specification  of  Edison ;  but  this  is  of  little  consequence,  because 
the  |M>Jnt  of  law,  as  considered  in  sect.  5,  supra,  is  perfectly  well 
iK^ttlod  —  that  it  is  essential  to  the  validity  of  a  patent  that  the  nature 
of  ovorv  invention  claimed  should  be  described  in  the  provisional ;  and 
it  i»  a  fine  jH>int  of  construction,  which  can  hardly  affect  any  other 
ouHOi  whether  Edison's  provisional  did  or  did  not  disclose  the  nature  of 
thw  invention  i^  the  phonogmph.  The  Court  of  Appeal  became  the 
aiNMia  of  an  interesting  exhibition  by  Professor  Sylvanus  Thompson :  — 
ont»  ikf  the  most  skilful  men  in  England  (as  Lord  Justice  Lindlet 
dt'Morihoit  hinOi  —who,  by  delicate  manipulation  and  adjustment  of  the 
iuMtrviiuents  and  the  strength  of  the  electric  currents,  obtained  articu- 
\k^\\^  «potH^h»  not  only  from  the  thing  produced  at  Glasgow,  but  also 
tv\A\\  vurii>us  forms  of  the  old  Keiss's  telephone.    The  effect  of  these 
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experiiDents,  as  bearing  on  the  legal  aspect  of  the  case,  is  fully  dealt 
with  in  the  above  judgment  of  Lord  Justice  Bo  wen. 

The  case  in  the  House  of  Lords,  to  which  the  Mastisb  of  the  Bolls 
had  called  attention^  as  mentioned  by  Lord  Justice  Bowen  (p.  597, 
supra),  was  probably  the  Scotch  Appeal,  Harrison  v.  Atiderston  Faun- 
dry  Co,  (1876),  1  App.  Cas.  574.  It  is  not  mentioned  in  the  printed 
judgment  of  the  Master  of  the  Bolls,  but  was  probably  referred  to 
in  the  course  of  the  arguments.  In  that  case  Lord  Chelmsfobd  (1  App. 
Gas.  581)  said : — ''In  the  construction  of  a  specification  it  appears 
to  me  that  it  ought  not  to  be  subjected  to  what  has  been  called  a 
benign  interpretation,  or  a  strict  one.  The  language  should  be  con- 
strued according  to  its  ordinary  meaning,  —  the  understanding  of  tech- 
nical words,  being,  of  course,  confined  to  those  who  are  conversant  with 
the  subject-matter  of  the  invention,  —  and  if  the  specification  is  thus 
sufficiently  intelligible,  it  performs  all  that  is  required  of  it"  What 
the  Masteb  of  the  Bolls  said  on  this  point,  in  his  printed  judgment 
in  the  Telephone  Case^  was  this :  —  "I  have  said  on  many  occasions 
and  I  say  again,  that  when  we  have  a  patent  of  great  and  acknowledged 
merit,  it  is  the  duty  of  the  Judge,  so  far  as  he  can  consistently  with 
the  rules  of  construction,  to  read  that  patent  so  as  to  support,  and  not 
so  as  to  defeat  it,  and  that  is  all  I  understand  by  what  has  been  said 
so  often  about  the  benign,  benignant,  or  benevolent  construction. '' 

AMERICAN  NOTES. 

In  both  England  and  America,  lectures  delivered  to  a  class  of  pupils,  or 
dramatic  works  performed  upon  the  stage  without  copyright,  are  not  dedicated 
to  the  public  by  such  publication,  though  those  attending  may  properly  take 
fall  notes  for  personal  use.  Caird  v.  Sime,  12  App.  Cas.  326;  Drwnmond  v. 
Altemus,  60  Federal  Rep.  3d8 ;  PoU  v.  Altemus,  id.  339 ;  Tompkins  v.  HaUeck, 
133  Massachusetts,  32;  Bristol  v.  Equitable  Life  Asa*n  Society^  132  New  York, 
264.  Prints,  pictures,  or  labels,  which  are  proper  subjects  of  trademarks, 
cannot  be  protected  by  copyright  or  by  registry  in  the  Patent  Office.  Biggins 
V.  Keuffely  140  United  States,  428. 


No.  40.  — BEITISH  TANNING  COMPANY  v.  GBOTH. 

(1891.) 

RULE. 

If  a  perBon,  having  taken  out  a  patent  abroad,  takes 
out  a  patent  in  England  in  the  ordinary  way  for  the  same 
invention,  he  is  not  protected  from  the  consequences  of  a 
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pablicatioD  in  the  mean  time  in  England^  as  he  would  be 
if  he  had  applied  for  and  obtained  the  special  protection 
under  sect-  103  of  the  Act  of  1883  (46  &  47  Vict.  c.  57), 
and  sect  6  of  the  Act  of  1885  (48  &  49  Vict.  c.  63). 

Britiih  Taiming  Company  y.  Groth. 

60  L.  J.  Cb.  835-238  (8.  c.  64  L.  T.  21). 

[835]    Priimf  — Notdty.  —  Prior  PubUcation,  —  ProtecHan  m  Foreign  State. 

TIm  pcoleclioa  against  the  oonseqnenoes  of  the  prior  pnhlication  in  this 
coanti;  of  an  inyention  patented  in  a  foreign  oonntry,  with  which  Her  Majesty 
has  nuMle  international  arrangements  under  the  Convention  of  1883,  applies  only 
in  cnMS  wbcfv  tbe  patentee  has  obtained  the  limited  rights  given  by  sect.  108 
of  th«  Patents,  &e.  Act,  1883,  as  amended  by  sect.  6  of  the  Patents,  &c.  Act, 
l$$5i»    Consequently  a  patentee  who  has  obtained  a  patent  in  this  country  for 

the  full  period  ^  fourteen  years  cannot  rely  upon  the  statutory  protec- 
[*  83^1  tion  to  *  relieTe  him  from  the  effect  of  a  publication  in  this  country, 

prior  to  the  date  d  his  patent,  of  a  description  of  the  same  invention 
as  alraMij  patented  in  France. 

The  plaintifls  sued  to  restrain  the  alleged  infringement  of  letters 
I«tent«  1S$8,  Na  742,  which  were  vested  in  them,  for  an  "im- 
prvn*^l  apparatus  for  tanning  hides  and  skins  by  the  aid  of  elec- 
tricity.** The  defences  were,  no  infringement  and  want  of  novelty ; 
anvi  the  defendants  put  forward  as  an  instance  of  prior  publication 
an  abriiiged  description  of  the  invention  published  in  the  Library 
v>f  the  ^teut  Office,  before  the  date  of  the  letters  patent,  this 
vte^orivtiott  having  been  taken  from  an  American  translation  of 
the  **  Bwvet  dlnvention "  for  the  invention,  which  the  patentees 
kixl  obtHiued  in  France. 

The  \>at«nUee3  had  at  the  time  of  application  no  knowledge  of 
the  vuMio<^tiv>n  in  question,  and  the  plaintiffs  relied  upon  the 
i^wvi^unx*  kA  $eot.  103  of  the  Patents,  &c.  Act,  1883,  as  afifording 
HU  *x^?k\^et  tv^  the  allegation  of  prior  publication.  The  statutory 
«^\\vl  x^her  prvwiHions  bearing  upon  the  point  are  as  follows:  — 

t^^teut*.  lWign8»  and  Trade  Marks  Act,  1883,  sect  103:  '•!. 
\(  Uov  M\ie*ty  i$  pleased  to  make  any  arrangement  with  the  gov- 
vMuuu^wt  vxr  ^^A•x^rnraents  of  any  foreign  state  or  states  for  mutual 
\^u^uvtu^w  v^t  un-eutions,  designs,  or  trade  marks,  or  any  of  them, 
\No\\  ^\\Y  \vr?iv>u  who  has  applied  for  protection  for  any  invention, 
v^v^^KH*  Vv  twvle  mark  in  any  such  state,  shall  be  entitled  to  a 
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patent  for  his  invention,  or  to  registration  of  his  design  or  trade 
mark  (as  the  case  may  be)  under  this  Act,  in  priority  to  other 
applicants,  and  such  patent  or  registration  shall  have  the  same 
date  as  the  date  of  the  protection  obtained  in  such  foreign  state} 
Provided  that  his  application  is  made  in  the  case  of  a  patent  within 
seven  months,  and  in  the  case  of  a  design  or  trade  mark  within 
four  months,  from  his  applying  for  protection  in  the  foreign  state 
with  which  the  arrangement  is  in  force.  Provided  that  nothing  in 
this  section  contained  shall  entitle  the  patentee  or  proprietor  of 
the  design  or  trade  mark  to  recover  damages  for  infringements 
happening  prior  to  the  date  of  the  actual  acceptance  of  his  com- 
plete specification,  or  the  actual  registration  of  his  design  or  trade 
mark  in  this  country,  as  the  case  may  be.  2.  The  publication  in 
the  United  Kingdom  or  the  Isle  of  Man  during  the  respective 
periods  aforesaid  of  any  description  of  the  invention,  or  the  use 
therein  during  such  periods  of  the  invention,  or  the  exhibition  or 
use  therein  during  such  periods  of  the  design,  or  the  publication 
therein  during  such  periods  of  a  description  or  representation  of 
the  design,  or  the  use  therein  during  such  periods  of  the  trade 
mark,  shall  not  invalidate  the  patent  which  may  be  granted  for 
the  invention,  or  the  registration  of  the  design  or  trade  mark.  3. 
The  application  for  the  grant  of  a  patent,  or  the  registration  of  a 
design,  or  the  registration  of  a  trade  mark,  under  this  section, 
must  be  made  in  the  same  manner  as  an  ordinary  application 
under  this  Act.  Provided  that,  in  the  case  of  trade  marks,  any 
trade  mark,  the  registration  of  which  has  been  duly  applied  for  in 
the  country  of  origin,  may  be  registered  under  this  Act.  4  The 
provisions  of  this  section  shall  apply  only  in  the  case  of  those 
foreign  states  with  respect  to  which  Her  Majesty  shall  from  time 
to  time  by  Order  in  Council  declare  them  to  be  applicable,  and  so 
long  only  in  the  case  of  each  state  as  the  Order  in  Council  shall 
continue  in  force  with  respect  to  that  state." 

The  International  Convention  for  the  Protection  of  Industrial 
Property,  to  which  the  French  Republic  was  a  signatory,  was 
signed  on  the  20th  of  March,  1883;  and  the  accession  of  Her 
Majesty's  government  to  the  same  was  signed  on  the  17th  of 
March,  1884,  and  accepted  on  the  2nd  of  April,  1884. 

By  an  Order  in  Council  published  on  the  1st  of  July,  1884,  and 

1  By  the  Patents  Act,  1885,  sect.  6,  italics  the  following  words,  "  date  of  the 
theze  weze  substituted  for  the  words  in    application  in  such  foreign  state." 
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taking  effect  from  the  7th  of  July,  1884,  sect  103  of  the  Patents 
Act,  1883,  was  applied  to  the  signatories  to  the  International 
Convention. 

Prior  to  1890  there  was  no  special  form  of  application 
[*237]  prescribed  for  an  application  *  under  sect  103;  but  by 
the  Patent  Bules,  1890,  rules  25  and  26,  a  special  form  is 
to  be  adopted  for  an  "application  for  patent  under  international 
and  colonial  arrangements,"  Patent  Bules,  1890,  schedule  2,  form 
A  2. 

The  Attorney-General  (Sir  R  Webster,  Q.  C),  Farwell,  and 
Gregson,  for  the  plaintiffs. 

Moulton,  Q.  G.»  and  Oswald,  for  the  defendants. 

EOMER,  J.  —  Two  points  I  have  to  consider  in  this  case.  The 
first  is  the  validity  of  the  patent,  having  r^ard  to  the  prior  publi- 
cation ;  and,  secondly,  the  question  of  infringement  I  will  deal 
with  the  question  of  validity  or  non-validity  first  The  question 
is  a  very  short  one.  The  patentees  in  this  case,  before  they  took 
out  their  letters  patent  in  England,  had  patented  their  invention 
in  France.  An  abridgement  of  the  description  of  the  invention,  as 
contained  in  the  French  patent,  was  published  in  this  country 
from  an  American  translation  before  the  date  of  the  English 
patent.  It  is  admitted  by  the  plaintiffs  that  that  would  be  such 
a  publication  as  to  vitiate  the  patent  in  England,  except,  as  they 
say,  for  the  special  provision  of  sect  103  of  the  Patents  Act  of 
1883.  Now  there  are,  no  doubt,  some  difficulties  in  the  word- 
ing of  that  Act ;  but  it  appears  to  me  that,  notwithstanding  the 
passing  of  that  Act,  from  the  date  of  that  Act,  up  to  the  present 
time,  any  person  applying  here  for  an  English  patent,  who  had 
previously  obtained  a  patent  in  a  country  with  which  the 
Convention  had  been  made  according  to  the  Act,  had  a  double 
right.  He  could  apply  for  the  restricted  rights,  if  I  may  so 
call  them,  expressly  given  to  him  under  sect  103 ;  or,  if  he  was 
under  the  impression  that  the  foreign  patent  had  not  been  pub- 
liMhed  here,  he  still  had  the  right  to  the  patent  —  the  ordinary 
patent  —  for  the  full  period.  The  two  rights  would  be  distinguish- 
able, when  you  looked  at  the  patent  which  he  had  obtained,  by 
•Being  the  date  of  it ;  because,  if  he  had  applied  for  the  limited 
rights  given  him  by  sect  103,  his  patent  would  have  to  bear  the 
•ame  date  as  the  protection  obtained  in  the  foreign  state.     So  that 
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in  that  case  he  would  not  have  the  full  term  which  he  would  have 
obtained  if  he  had  proceeded  in  the  ordinary  way  and  not  under 
sect.  103.  The  date  of  the  patent,  in  fact,  would  show  which 
right  he  had  obtained.  In  this  case  it  is  clear  that  the  patentees 
did  not  claim  or  obtain  the  limited  rights.  Their  patent  dates 
from  the  day  of  application  in  this  country ;  it  does  not  bear  the 
date  which  it  would  have  borne  had  the  patentees  obtained  the 
limited  rights  given  to  them  by  sect.  103.  In  my  judgment^ 
sub-sect.  2  of  sect  103  must  be  read  as  part  and  parcel  of  the 
whole  section.  I  do  not  think  it  was  intended  to  extend  the 
rights  of  the  patentee  who  chooses,  in  this  country,  not  to  come 
and  avail  himself  of  the  special  provisions  of  sect.  103,  but  to 
obtain  the  ordinary  rights  of  a  person  applying  for  a  patent  in  this 
country.  It  is  true  that,  at  the  date  of  the  patent  in  this  case, 
there  was  no  difference  to  be  made  in  the  form  of  the  application 
for  the  patent,  whether  the  application  was  going  to  be  for  the 
limited  rights  under  sect.  103,  or  for  the  more  extended  rights ; 
and  it  has  been  suggested  that  the  patentees  in  this  case  might 
have  intended  to  obtain  the  limited  rights  given  by  sect.  103. 
In  my  judgment,  the  date  of  the  patent  is  conclusive.  If  there 
has  been  any  mistake,  then  the  mistake  is  that  of  the  patentees 
themselves.  It  was  for  them,  if  they  wished  to  avail  themselves 
of  the  effect  of  sect.  103,  to  take  care  that  they  obtained  a 
patent  of  the  proper  date ;  and  even  if  it  was  not  their  fault,  it 
was  their  misfortune :  so  the  same  result  is  arrived  at.  It  appears 
to  me,  therefore,  that  the  plaintiffs  cannot  avail  themselves  of  the 
protection  of  sub-sect.  2  of  sect.  103  in  this  case.  The  pat- 
entees ran  their  risk.  They  did  not  know,  and  it  is  probable  that 
they  had  no  reason  to  believe,  that  there  had  been  any  prior  publi- 
cation of  the  invention  in  this  country  in  any  form  or  shape^  and, 
that  being  so,  they  desired  to  obtain  the  full  rights.  Now  they 
wish  to  take  the  lesser  rights,  which  they  might  have  done  under 
that  section.  In  my  opinion,  it  was  never  intended  to  apply  sub- 
sect  2  of  sect  103  to  all  cases  of  patents  where  the  patentees 
had  previously  obtained  a  patent  in  a  foreign  land,  but  only 
to  apply  it  to  a  case  *  where  a  patentee  was  availing  him-  [*  238] 
self  of  the  privilege  given  to  him  by  that  section.  [His 
Lordship  then  examined  the  evidence  upon  the  issue  of  infringe- 
ment, and  decided  in  favour  of  the  defendant  on  this  point  also.] 

JvdgrtientfoT  the  defendant,  with  costs, 
VOL.  XX.  —  39 
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No.  41.-- STEAD  t.  ANDERSON. 
(1847.) 

RULE. 

The  question  of  infringement  depends  not  on  what  the 
defendant  intends,  but  on  what  be  does.  If  he  does  sub- 
stantially follow  the  invention,  although  with  slight  or 
immaterial  variation^  it  is  an  infringement,  otherwise  not. 

Stead  y.  Andenon. 

iCom.  B.  8(NMS6  (8.  C  16  L.  J.  a  P.  860,  U  Jar.  877). 

PatetU. — If^firingement.  —  Acts.  —  Intention. 

[806]      In  case  for  infriDgement  of  a  patent^  ^e  defendant  pleaded  (inter  aUa) 
not  guilty. 
Held,  that  the  issne  on  this  plea  must  be  determined  by  the  aets  done  by  the 
defendant,  without  reference  to  the  existence  or  the  non-ezistenoe  of  a  fiaodii* 
lent  intention. 

This  was  an  action  upon  the  case  for  an  alleged  infringement^  by 
the  defendant,  of  the  plamtiffs  patent  right 
[810]       The  defendant  pleaded  —  first,  not  guilty. 

Secondly,  that  the  plaintiff  was  not  the  tnie  and  first 
inventor. 

Fifthly,  that  the  patent  was  void  by  reason  of  prior  uses  of  the 
alleged  invention. 
[813]      The  cause  was  tried  before  Parks,  B.  :  — 

The  plaintiff's  specification,  which  was  put  in  and  read, 
was  as  follows:  — 

•*  Specification  under  letters  patent,  dated  19th  of  May,  1838,  to 
David  Stead,  of  Great  Winchester  Street,  in  the  city  of  London, 
merchant,  of  an  invention  of  '  making  or  paving  puhlic  streets 
and  highways,  and  public  and  private  roads,  courts,  and  bridges, 
with  timber  or  wooden  blocks :  — • ' 

"  Now,  know  ye,  that,  in  compliance  with  the  said  proviso,  I, 
the  said  David  Stead,  do  herel];y  declare  the  nature  of  the  said 
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inventioii,  and  the  manner  in  which  the  same  k  to  be  performed,  are 
fnlly  described  and  asoertaioed  in  and  hj  the  following  statement 
thereof,  reference  being  had  to  the  drawing  heieunto  annexed,  and 
to  the  figures  and  letters  marked  thereon ;  that  is  to  say,  the 
invention  consists  of  a  mode  of  paving  by  means  of  wooden  blocks 
cut  GT  formed  at  similar  sizes  or  dim^isions.  And,  in  order  to 
give  the  best  information  in  my  power,  I  will  proceed  to  describe 
the  drawing  annexed,  which  represents  part  of  a  road,  or  other 
similar  surface,  laid  down  with  blocks  of  wood  of  a  sexagonal 
figure,  which  figure  at  once  offers  the  advantage  of  going  together, 
and  also  that  the  lines  of  junction  proceed  in  varied  directions,  by 
which  the  blocks  of  wood  will  sustain  each  other  more  securely 
than  if  formed  of  any  other  figure.  I  do  not,  however,  confine  my 
claim  to  sexagonal  blocks,  as  triangular,  or  square  blocks,  placed 
diagonally,  may  be  used  with  advantage.  And,  m  order  further 
to  secure  the  blocks  from  sinking  or  getting  displaced,  I  employ 
dowels  or  pins  to  each  block,  as  is  shown  in  the  drawing,  though 
I  do  not  condder  this  requisite  in  all  cases.  The  blocks 
*of  wood  are  to  be  placed  on  the  earth,  or  formed  with  [*  814] 
the  grain  of  the  wood  in  a  vertical  position;  and,  in 
applying  such  blocks  as  a  paving,  the  surface  of  the  road  or  other 
such  way  is  to  be  prepared  in  as  solid  a  condition  as  possible,  and 
to  the  figure  or  intended  slopes ;  and  the  blocks  are  successively 
to*  be  applied,  having  sand  or  other  fine  filling,  driving  each  block 
up  to  those  against  which  it  is  to  rest,  having  first  introduced 
the  dowels  or  pins,  which  I  prefer  to  be  of  oak.  And  it  should  be 
stated  that  the  wood  I  make  use  of  should  be  of  a  hard  and  solid 
texture,  such  as  oak,  pine,  beech,  &c.,  and  that  the  size  of  the 
blocks  I  prefer,  for  public  roads  and  streets,  about  seven  to  ten 
inches  diameter  at  top,  slightly  diminishing  to  the  base,  and  about 
nine  to  twelve  inches  in  height.  And  I  prefer  that  the  wood 
employed  should  be  first  boiled  in  tar,  or  saturated  by  other  suit- 
able material  acting  as  a  preservative  to  the  wood ;  and  it  will  be 
found  advantageous  to  fill  up  the  interstices  between  the  blocks  of 
wood  with  melted  pitch,  or  pitch  and  sand  or  earth  combined, 
though  this  is  not  essential ;  and  I  make  no  claim  for  such  using 
of  pitch  and  sand  or  earth." 

It  was  then  proved,  that,  shortly  after  the  grant  of  the  letters 
patent,  the  plaintiff  commenced  laying  down,  in  various  parts  of 
the  metropolis,  pavement  in  the  manner  described  in  his  specifi- 
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cation,  —  the  first  being  laid  down  at  the  east  end  of  Oxford  Street, 
and  consisting  of  sexagonal  blocks,  with  all  the  sides  parallel  to 

each  other,  about  ten  inches  in  depth,  placed  with  the 

grain  or  fibre  in  a  vertical  position,  thus  on  a  hard  bed  of 
5^  shingle,  with  a  little  fine  sand  strewed  over  the  surface,  to 

fill  up  the  interstices  occasioned  by  unavoidable  irregu- 
larities and  imperfections  in  the  blocks. 

It  was  further  proved  that  the  defendant,  who  represented 

a    company    called    The    Metropolitan    Patent     Wood- 
[*815]  •Paving    Company,    had    adopted    a  somewhat  similar 

mode  of  paving,  but  with  blocks  of  wood  of  a  rhom- 
boidal  form,  of  equal  dimensions,  closely  fitting  together,  and 
sustaining  each  other,  the  grain  of  the  wood  not  being  vertical, 
but  parallel  with  the  sides,  at  an  angle  of  about  sixty-  ^_^ 
tliree  degrees,  and  presenting  on  the  surface  an  uniform  4^^A 
succession  of  squares ;  the  upper  part  of  each  block  rest-  ^B^' 
ing  upon  a  portion  of  the  base  of  the  adjoining  one,  thus. 

Beside  evidence,  given  by  way  of  anticipation,  as  to  the 
novelty  of  the  invention,  Mr.  Galloway,  an  engineer, 
[820]  gave  similar  evidence,  and  stated  that  he  did  not  cod- 
sider  it  an  essential  part  of  the  plaintiffs  claim  that  the 
grain  of  the  wood  should  be  absolutely  and  mathematically  ver- 
tical, that  being  impracticable;  and  that  a  pavement  formed  of 
bU>ck8  shaped  like  those  used  by  the  defendant,  was,  substantially, 
an  infringement  of  the  plaintififs  patent,  —  the  only  object  of 
placing  the  blocks  with  the  grain  in  a  vertical  position,  being  that 
the  end  of  the  fibre  should  bear  the  traffic,  so  as  to  ensure  the 
^n^atest  amount  of  durability. 

Kvidonce  was  also  given  of  the  publication,  in  the  Transactions  of 
The  S(M3ioty  of  Arts,  of  letters  by  a  Mr.  Heard,  relating  to  a  mode 

of  paving  adopted  in  St.  Petersburg. 
[821]  On  the  part  of  the  plaintiff,  it  was  submitted  that  the 
principle  and  essence  of  his  invention  was,  that  the  blocks 
i\t  woiui  used  should  be  of  similar  sizes  and  dimensions,  —  whether 
Hoxun^nilar.  triangular,  square,  or  any  other  form  of  block  that 
would  go  toj^ether,  —  and  placed  with  the  grain  of  the  wood  in  a 
vt^rtiortl  position,  each  block  deriving  lateral  support  from  those  ad- 
ji»iuiuR ;  that  the  evidence  conclusively  established  its  novelty  and 
\itilitvj  and  that  the  pavement  constructed  by  the  defendant,  was, 
iub?«tnutiftlly,  an  imitation,  and  a  fraudulent  evasion,  of  the  plain- 
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tiffs  patent, —  the  inclination,  or  deviation  of  the  grain  or  fibre 
from  the  vertical  line,  being  a  mere  colourable  evasion. 

In  his  summing  up,  the  learned  Judge  told  the  jury,  that  the 
plaintiff,  in  his  specification,  claimed  as  his  invention,  not  every 
mode  of  paving  streets,  highways,  &c.,  with  blocks  of  wood,  but  a 
mode  of  paving  with  blocks  fulfilling  three  conditions,  —  being  of 
equal  sizes  and  dimensions,  whether  square,  hexagon,  triangular  or 
of  any  other  form,  —  having  their  sides  perpendicular  to  the  hori- 
zon, and  parallel  with  each  other  (subject  to  the  slight  bevelling 
necessary  to  allow  for  the  convexity  of  the  road),  so  as  to  insure 
an  equal  lateral  pressure  from  their  surface  to  their  base,  —  and 
with  the  grain  or  fibre  of  the  wood  vertical,  that  is,  as  vertical  as 
the  growth  of  the  tree  would  permit ;  that  the  infringement  com- 
plained of  consisted  in  the  use,  by  the  defendant,  of  blocks  of 
wood  presenting  on  the  surface  squares  of  equal  sizes  or 
dimensions,  but  differing  from  the  plaintiffs  *  blocks,  in  [*  822] 
this,  that  two  only  of  their  sides  were  parallel  with  each 
other  and  with  the  adjoining  blocks,  the  other  two  sides  present- 
ing an  angle  of  about  sixty-three  degrees,  the  grain  or  fibre  of  the 
wood  running  at  the  same  angle,  and  each  block  resting  the  upper 
surface  of  one  of  its  sides  upon  a  portion  of  the  base  of  the  oppo- 
site side  of  the  block  next  adjoining  it ;  that,  the  block  used  by 
the  defendant,  being  of  a  rhomboidal  form,  not  having  the  grain  or 
fibre  vertical,  or  all  their  sides  perpendicular  to  the  horizon,  but  the 
grain  and  two  of  the  sides  being  at  an  angle  of  sixty-three  degrees, 
and  not  being  supported  laterally  by,  but  partially  resting  on,  each 
other,  —  unless  the  jury  were  of  opinion  that  it  was  a  fraudu- 
lent imitation,  and  a  merely  colourable  evasion  of  the  plaintiffs 
patent  right,  they  must  find  the  first  issue  for  the  defendant. 

As  to  the  fifth  issue,  the  question  was :  Was  the  inyention  [823] 
published  or  offered  to  the  public,  to  such  an  extent  as  that 
it  was  generally  known  amongst  engineers  and  persons  likely  to 
take  an  interest  in  such  a  matter?  The  method  of  paving 
described  by  Mr.  Heard  was,  no  doubt,  very  similar  to  the  plain- 
tiffs. The  question  upon  this  part  of  the  issue  will  be, —  not 
whether  the  description  furnished  by  Heard  in  his  communica- 
tions to  The  Society  of  Arts  would  have  been  sufficient  to  sustain 
a  patent,  or  whether,  if  Heard  had  taken  out  a  patent,  the  plain- 
tiffs mode  would  have  been  an  infringement;  —  but 
whether  Heard's   letters  made  *  known  to  the  world  a  [*  824] 
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mode  of  paving  substantially  Hke  tlie  plaintiff's.  Tbe  mode 
described  by  Heard  certainly  does  not  entirely  coincide  with  the 
plaintiff's,  especially  with  respect  to  the  preparation  of  the  founda- 
tion or  substratum.  But  it  agrees  with  it  in  this  important 
particular,  viz.,  that  the  blocks  are  to  be  laid  with  the  grain  or 
fibre  of  the  wood  in  a  vertical  position.  It  will  be  for  you  to 
say,  whether  or  not  the  two  modes  are  substantially  the  same, 
and  whether  there  has  been  such  a  previous  publication  as  to 
have  already  made  this  a  portion  of  the  public  stock  of  informa- 
tion. The  witnesses  for  the  plaintiff,  —  scientific  men,  and  others, 
-*-  certainly  disavowed  all  previous  knowledge  of  the  publication 
of  Heard's  letters.  The  evidence  shows,^  that,  at  the  time 
Heard's  letters  appeared  in  the  Transactions  of  The  Society  of 
Arts,  the  members  of  that  body  were  about  eight  hundred  is 
number ;  that  they  had  subsequently  been  reduced  to  about  three 
hundred ;  that,  in  the  year  1842,  the  society  again  became  more 
numerous ;  and  that  the  Transactions  were  printed  periodically  for 
distribution  amongst  the  members,  and  were  likewise  sold  to  per* 
sons  who  were  not  members,  and  might  be  purchased  at  any  book- 
seller's. The  next  question  is,  whether  this  mode  of  paving  with 
wood  had  previously  been  published  in  England,  in  the  sense  in 
which  I  understand  the  Court  of  Common  Pleas  to  have  dealt  with 
that  word  in  the  case  of  Stead  v.  Williams  (p.  502,  ante).  Upon  tins 
point,  I  shall,  sitting  here,  adopt  the  law  as  laid  down  in  the  judg- 
ment of  the  Court  in  that  case,  —  without,  however,  holding  my- 
self bound  by  that  opinion,  should  the  point  ever  come  before  me 
sitting  in  a  Court  of  error.  The  Court  there  say :  •'If  the  inven- 
tion has  already  been  made  public  in  England  by  a  description 
contained  in  a  work,  whether  written   or  printed,  which   has 

been^ publicly  circulated,  in  such  case  the  patentees  not 
[*  825]  the  *  first  and  true  inventor  within  the  meaning  of  the 

statute,  whether  he  has  himself  borrowed  his  invention 
from  such  publication  or  not ;  because  we  think  the  public  cannot 
be  precluded  from  the  right  of  using  such  information  as  they 
were  already  possessed  of  at  the  time  of  the  patent  granted.  It  is 
obvious,  that  the  application  of  this  principle  must  depend  upon 
the  particular  circumstances  which  are  brought  to  bear  on 
each  particular  case.  The  existence  of  a  single  copy  of  a  work, 
though  printed,  brought  from  a  depository  where  it  has  long  been 
^  This  appeared  apon  the  cross-examination  of  Dr.  Farey. 
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kept  in  a  state  of  obeourityi,  would  affovd  a  yeiy  diff^ient  iafereocH^ 
from  the  production  of  an  eaoyclopeedia>  ox  other  work  in  general 
circulation.  Tlie  question  will  be,  whether,  upoQ  tihe  whole  evi- 
dence, there  haa  been  auch  a  publication  aa  tc^  cciake  the  des<^p^ 
tion  a  part  of  the  pubUo  stock  of  infonnatioA/^  It  will  be  for  you 
to  say,  whether  Mr.  Heard,  who  elearly  first  brought  the  know^ 
ledge  into  England,  by  the  oommunications  made  by  him  to 
the  scientific  body,  made  a  present  of  it  to  the  public,  so  as  to 
prevent  an  individual  from  appropriating  it  to  himself  by  taking 
out  a  patent  for  it  If  you  are  of  that  opinion,  your  verdict  must^ 
on  the  fifth  issue,  be  for  the  defwdant 

The  jury  returned  a  verdict  for.  the  defendant  on  the  first  and 
fifth  issues ;  and  for  the  plaintiff,  on  the  second  and  other  issues. 

Shee,  Serjt,  in  Michaelmas  Term  laat>  on  the  part  oi  the 
plaintiff,  obtained  a  rule  nisi  for  a  new  trial  on  the  *  ground  [*  826] 
of  misdirection,  and  that  the  verdict  on  the  first  and  fifth 
issues,  was  against  the  evidence* 

After  arguments,  the  Court  took  time  for  oonsidera*  [833] 
tion;  and,  on  a  subsequent  day, 

WiLDB,  Ch.  J.,  delivered  the  judgment  of  the  Court. 

This  was  an  action  on  the  case  for  an  infringement  of  a  patent 
for  wooden  pavement  The  defendant  pleaded  several  pleaa,  rf 
which  it  is  necessary  to  mention  only  the  first,  which  was  not 
guilty, — the  second,  which  denied  that  the  plaintiff  was  the  true 
and  first  inventor,  —  and  the  fifth,  which  stated^  that,  before  the 
letters  patent,  the  invention  had  been  and  was  wholly  and  in  part 
publicly  and  generally  known,  used,  practised,  and  published  in 
England. 

The  cause  was  tried  before  Pabkb,  B.,  at  the  last  summer 
assizes  for  the  county  of  Surrey,  when  a  verdict  was  found  for  the 
defendant  on  the  first  and  fifth  pleas,  and  for  the  plaintiff  on  the 
second ;  and,  a  rule  nid  having  been  granted  for  a  new  trial,  on  the 
ground  of  misdirection,  the  case  was  argued  during  the  last  term. 

The  directions  complained  of  were,  as  to  the  issues  on  the  first 
and  fifth  pleas. 

On  the  first,  the  direction  was,,  in  effect,  that  there  was  no  evi- 
dence of  infringement^  unless  the  jury  thought  that  there  had 
been  a  fraudulent  evasion,  —  of  which  the  learned  Judge  said  he 
saw  no  satisfactory  evidence:  but  he  left  that  question  to  the 
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jury.    The  jury  thought  there  had  been  no  fraudulent  evasion; 
and  they  found  for  the  defendant,  under  the  direction  of  the  Judge, 

that  there  was  no  other  evidence  of  infringement. 
[*  833]       *  Upon  a  careful  consideration  of  the  evidence,  we  are 

of  opinion  that  there  was  no  evidence  to  justify  a  jury  in 
finding  that  there  had  been  an  infringement ;  that  is,  a  substantial 
resemblance  to  the  plaintifTs  invention,  in  particulars  to  which  his 
exclusive  right  extended. 

We  think,  that,  upon  the  true  construction  of  the  patent  and 
specification,  it  is  no  invasion  of  the  right  of  the  plaintiff,  to  pave 
with  wood,  or  to  pave  with  wooden  blocks  of  equal  dimensions. 
Indeed,  on  the  argument,  it  was  not  contended  that  the  patentee 
had  an  exclusive  right  to  all  modes  of  paving  with  wood,  or  with 
wooden  blocks  of  equal  dimensions.  But  it  was  insisted  that  the 
mode  of  paving  adopted  by  the  defendant,  though  with  blocks 
whose  grain  was  considerably  inclined  to  the  vertical  line,  was, 
substantially,  the  same  as  the  plaintifiTs  invention,  —  which  re- 
quires that  the  blocks  should  be  placed  "with  the  grain  of  the 
wood  in  a  vertical  position."  And  we  think  it  must  be  conceded, 
that,  if  the  two  modes  of  paving  had  been  substantially  the  same, 
but  a  slight  and  immaterial  inclination  had  been  given  to  the 
grain  by  the  defendant,  —  either  in  order  to  make  a  colourable 
difference  between  his  pavement  and  the  plaintiff's,  or  for  any 
other  purpose,  —  it  would  have  been  an  invasion  of  the  patent. 
But  we  think  the  evidence  does  not  show  such  substantial  iden- 
tity, but  a  substantial  difference;  and  that,  if  the  question  had 
been  left  to  the  jury,  and  they  had  found  for  the  plaintiff,  the 
verdict  ought  to  have  been  set  aside,  as  a  verdict  against  evidence. 
The  question  of  fraud,  which  was  the  only  one  left  to  the  jury 
on  this  plea,  appears  to  have  been  left  in  consequence  of  the  plain- 
tiff's insisting,  at  the  trial,  that  there  was  a  fraudulent  intention 
to  evade  the  prohibition  of  the  letters  patent.  It  appears  to  us, 
that  the  intention  was  immaterial;   and  that,  even  if  the  jury 

had  found  fraud,  the  verdict  ought  to  have  been  for  the 
[*  834]  *  defendant ;  and  that  there  was  no  misdirection  in  this 

respect,  of  which  the  plaintiff  can  complain,  inasmuch  as 
the  proper  direction  would  have  been,  that  the  verdict  should 
have  been  found  for  the  defendant  absolutely,  instead  of  condi- 
tionally, if  there  were  no  fraud. 

It  may  be  observed,  that,  in  the  case  of  Heath  v.  Unwin,  13  M. 
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&  W.  593,  the  Court  of  Exchequer  seems  to  have  deemed  it  mate- 
rial to  consider  the  intention  of  the  defendant,  in  determining 
whether  he  had  infringed  a  patent.  But,  in  that  case,  the  evi- 
dence negatived  any  such  intention ;  and  the  other  circumstances 
of  the  case  were  not  such  as  to  show  an  infringement;  so  that 
there  was  no  decision  as  to  what  the  effect  of  such  intention 
would  be.  And  we  think  it  clear  that  the  action  is  maintainable 
in  respect  of  what  the  defendant  does,  not  of  what  he  intends. 

As  to  the  issue  on  the  fifth  plea,  the  direction  was,  that  the  ver- 
dict should  be  for  the  defendant,  if  the  invention  was  known  and 
published  before  the  patent,  though  not  used.  But  this  plea, — 
which  is  the  same  as  the  sixth  in  Stead  v.  Williams  (p.  502,  ante), 
—  is  substantially  a  plea  of  public  user,  which  is  a  good  plea 
under  the  Statute  of  James,  and  would  not  be  a  good  plea  with- 
out the  averment  of  user:  for,  although,  in  Stead  v.  Williams, 
proof  of  publication  was  held  to  show  that  the  plaintiff  was  not 
the  true  and  first  inventor,  and  to  sustain  a  plea  that  he  was  not 
such  true  and  first  inventor,  the  publication  given  in  evidence 
there  was,  in  fact,  a  publication  by  another  person  long  before 
the  plaintiff  had  invented,  —  who  was,  therefore,  not  the  first 
inventor ;  on  the  principle  that  "  the  first  person  who  discloses  the 
invention  to  the  public  is  considered  as  the  inventor."  (Per  Lord 
Lyndhurst,  7  M.  &  6.  842  (p.  504,  ante).  Yet  it  does  not 
follow,  that  a  plea  only  stating  that  the  *  invention  was  [*  835] 
known  and  published,  in  the  terms  of  this  plea,  not  men- 
tioning user,  would  be  a  good  plea.  If  such  a  plea  stated  that 
the  knowledge  and  publication  were  before  the  plaintiff  invented, 
it  might  be  an  argumentative  denial  of  the  plaintiff's  being  the 
first  inventor :  but,  as  it  only  states  that  the  knowledge  and  publi- 
cation were  before  the  letters  patent,  it  is  no  denial  at  all  of  the 
plaintiff's  being  the  first  inventor,  which  is  alleged  in  the  decla- 
ration, and  is  not  denied  by  this  plea;  and,  as  such  knowledge 
and  publication,  —  i.  e,,  a  knowledge  and  publication  after  the 
plaintiff's  invention,  —  we  think,  would  not  avoid  a  patent  granted 
to  the  true  and  first  inventor,  who,  having  invented,  had  obtained 
his  patent  before  his  invention  was  used,  the  fifth  plea  is  not  a 
double  plea,  but  is  a  plea  which  sets  up  the  single  defence  of  user, 
of  which  user  there  was  no  evidence ;  so  that  the  proper  direction , 
to  be  given  was,  that  the  verdict  should  be  for  the  plaintiff,  instead 
of  the  contrary  direction,  which  was  given  by  Parke,  B.  I 
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Cb£SSW£IX»  J.,  ill  Siead  y.  Wittiams^  understood  this  plea  in 
the  above  sense,  and  left  to  the  jury^  on  a  plea  like  this,  the  ques- 
tion of  user  only ;  which  direction  of  C&esswsll,  J.,  was  clearly 
wrong,  if  the  evidence  of  pubUcation,  without  user,  would  sustain 
the  plea :  and  no  objection  was  taken  to  this  direction. 

It  appears,  therefore,  that  the  prop^  direction  was,  that  the 
verdict  should  be  for  the  plaintiff  on  the  fifth  plea,  inasmuch  as 
there  was  no  evidence  of  user.  But^  aa  the  publication  given  in 
evidence,  was  clearly  before  the  plaintiffs  invention,  it  sustained 
the  second  plea,  that  the  plaiatiff  was  not  the  true  and  first  inven- 
tor: and  the  jury  ought  to  have  been  directed  to  find  for  the 
defendant  on  the  second  plea,  in  the  event  on  which  they  were 
directed  to  find  for  him  on  the  fifth.  And,  as  the  defendant  was 
entitled  to  a  verdict  on  one  of  these  two  pleas  (the  second 
[*  836]  and  fifth),  and  as  he  has  had  a  *  verdict  on  the  g^i^al 
issue,  which  we  think  was  properly  given,  we  do  not 
think  there  should  be  a  new  trial,  unless  the  defendant  insist  on 
retaining  his  verdict  on  the  fifth  plea^ 

We,  therefore,  discharge  the  rule,  on  the  defendant's  consenting 
that  the  verdict  shall  (if  the  plaintiff  think  fit)  be  entered  for  the 
defendant  on  the  second  plea,  and  for  the  plaintiff  on  the  fiftL 
But,  if  the  defendant  refuse  such  consent,  the  rule  must  be  made 
absolute.  liuU  aceordingly. 

The  defendant  consented  to  the  verdict  being  entered  in  the 
manner  suggested ;  but  the  plaintiff  declined  to  have  it  so  entered, 
and  therefore  the  verdict  stood. 

ENGLISH  NOTES. 
In  Walton  v.  Lavater  (1860),  8  C.  B.  (N.  S.)  162,  29  L.  J.  C.  P. 
275,  — an  action  against  an  importer  of  articles  which  infringed  a  patent, 
—  it  was  said  by  Erle,  Ch.  J.  (29  L.  J.  C.  P.  279)  :  —  "  With  respect 
to  the  defendant  not  being  liable,  because  the  articles  were  imported 
from  abroad,  I  should  say  that  even  if  it  was  a  simple  case  of  importa- 
tion, without  any  proof  of  knowledge  of  the  article  being  patented  or 
of  the  infringement,  it  would  be  sufficient  evidence  of  infringement 
that  the  defendant  had  imported  and  sold.''  In  this  case,  however,  there 
Was  ample  evidence  of  knowledge. 
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No.  42.— UNWm  V,  HEATH, 
(u,  L.  1855,  APPEAL  IN  ACTION,  Beath  V.   Unwin.) 

No.  43.— BADISCHE  ANILIN  XJND  SODA  FABEIK  v. 
LEVINSTEIN. 

(1883,  0.  A.  1885;  H.  L.  1887.) 

BULE. 

Whebe  there  is  a  patent  for  a  process,  it  is  no  infringe- 
ment to  use  a  different  process  by  which  the  same  result 
is  arrived  at :  but  where  there  is  a  patent  for  a  new  product, 
and  the  specification  has  pointed  out  a  practicable  method 
for  obtaining  it,  the  patentee  Ls  entitled  to  protection 
against  the  making  of  the  product^  whether  by  the  process 
of  the  patentee  or  any  other  process. 

Unwin  v.  Heath  (appeal  ia  action,  Heath  v.  Unwin). 

25  L.  J.  a  p.  8-22  (8.  0.  5  H.  L.  Cai.  505, 16  C.  B.  718). 

Patent.  —  Infringement,  —  Equivalents.  [8] 

A.  obtained  a  patent  for  the  manufacture  of  cast  steel  by  the  use  of  ''  car- 
buret of  mangauese/'  which  was  thrown  into  the  crucible  when  the  iron  was  in 
a  state  of  fusion.  B.  afterwards  employed  oxide  of  manganese  and  coal  tar  (a 
carbonaceous  matter),  which  when  put  into  the  crucible  with  the  iron  produced 
on  it  precisely  the  same  effect  as  did  the  carburet.  This  combination  was  not 
known  when  the  patent  was  taken  out ;  the  two  things  were  cheaper  than  the 
carburet :  — Hdd^  that,  in  substance,  this  was  a  new  invention,  and  was  not  an 
infringement  of  the  patent 

This  was  a  writ  of  error  on  a  judgment  of  the  Court  of  Exchequer 
Chamber,  given  on  a  bill  of  exceptions  in  an  action  brought  in  the 
Court  of  Common  Pleas,  to  recover  damages  for  the  alleged  infringe- 
ment of  a  patent 

In  1839  S.  M.  Heath  obtained  a  patent  for  the  invention  of 
certain  improvements  in  the  manufacture  of  cast  steel  from  English 
iron.  The  invention  consisted  of  putting  carburet  of  manganese 
into  a  crucible  with  the  bits  of  broken  iron  that  were  intended  to 
be  melted,  and  the  carburet  acting  on  the  iron  improved  the 
quality  of  the  article,  so  as  to  make  it  equal  to  Swedish  iron  for 
the  purpose  of  manufacturing  cast  steel.    The  description  of  the 
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discovery  was  given,  in  the  specification  prepared  on  taking  out 
the  patent,  in  the  following  terms :  — "I  propose  to  make  an  im- 
proved quality  of  cast  steel  by  introducing  into  a  crucible  bars  of 
common  blistered  steel,  broken  as  usual  into  fragments,  or  mixtures 
of  cast  and  malleable  iron  and  carbonaceous  matters,  along  with 
from  one  to  three  per  cent  of  their  weight  of  carburet  of  manganese, 
and  exposing  the  crucible   to   the   proper  heat  for  melting  the 

materials,  which  are,  when  heated,  to  be  poured  into  an 
[*  9]  ingot  mould  in  the  usual   manner ;    but  I  do  not  *  claim 

the  use  of  any  such  mixture  of  cast  and  malleable  iron, 
or  of  malleable  iron  and  carbonaceous  matter,  as  any  part  of  my 
invention,  but  only  the  use  of  carburet  of  manganese  in  any  pro- 
cess for  the  conversion  of  iron  into  cast  steeL"  In  another  part 
the  claim  was  stated  to  be :  "  Fourth,  the  employment  of  carburet 
of  manganese  in  preparing  an  improved  cast  steel."  After  the 
enrolment  of  the  patent,  Unwin  effected  the  same  object  by  putting 
oxide  of  manganese  with  a  carbonaceous  matter  called  coal  tar  into 
the  crucible,  and  this  was  the  infringement  of  the  patent  com- 
plained of.  An  action  was  brought  and  tried  in  the  Court  of 
Exchequer,  when  a  verdict  was  given  for  the  plaintiff ;  but  the 
Court  of  Exchequer  (13  M.  &  W.  583, 14  L.  J.  Ex.  153),  on  motion, 
ordered  the  verdict  to  be  entered  for  the  defendant.  Proceedings 
were  then  commenced  in  Chancery,  and  that  Court  allowed  Heath 
to  bring  a  fresh  action.  He  accordingly  brought  this  action  in 
the  Court  of  Common  Pleas,  and  it  was  tried  before  Mr.  Justice 
Cresswell,  who  thought  himself  bound  by  the  construction  put 
on  the  patent  by  the  Court  of  Exchequer,  and  therefore  directed  a 
verdict  for  the  defendant.  A  bill  of  exceptions  was  tendered,  and 
the  case  (^Heath  v.  Unwin,  13  M.  &  W.  583,  14  L.  J.  Ex.  153)  was 
heard,  before  six  Judges,  in  the  Exchequer  Chamber  when  four  of 
their  Lordships  ( Wightman,  J.,  Erle,  J.,  Platt,  B.,  and  Crompton, 
J.)  declared  their  opinion  that  there  had  been  an  infringement  of  the 
patent,  and  two  (Coleridge,  J.,  and  Alderson,  B.)  were  of  an  opposite 
opinion.  The  judgment  of  Alderson,  B.,  who  was  in  the  minority 
is  here  set  forth  as  giving  a  lucid  statement  of  the  question  in  the 
case. 

[22  L.  J.  C.  P.  14]      Alderson,    B.  —  The   first   question  is,  I 

think,  what  really  is  the  invention  described  and 

claimed  by  the  plaintiff  in  his  specification.     He  described  the 
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process  thus :  "  I  do  it,"  he  says,  "  hj  introducing  into  a  crucible 
bars  of  steel  broken  into  fragments,  mixtures  of  cast  and  malleable 
iron,  or  malleable  iron  and  carbonaceous  matter,  along  with  from 
one  to  three  per  .cent  of  their  weight  of  carburet  of  manganese." 
And  he  adds,  "  That  he  claims  the  use  of  carburet  of  manganese  in 
any  process  for  the  conversion  of  iron  into  steel."  Now,  we  are  all 
aware  that  carburet  of  manganese  was  a  well-known  substance 
existing  before  the  patent,  and  the  specification  describes  it  as  being 
introduced  into  the  crucible  with  steel  or  iron ;  and  as  it  is  to  be 
introduced  in  a  given  proportion  of  weight  with  the  steel  or  iron,  I 
do  not  myself  see  how  any  language  can  more  accurately  express  to 
those  who  read  it,  that  the  patentee  really  meant  to  take  two  exist- 
ing substances  —  to  weigh  them,  to  take  their  definite  proportion 
of  weight  the  one  to  the  other,  and  then  introducing  those  definite 
proportions  of  carburet  of  manganese  and  of  steel  into  the  crucible 
to  proceed  to  melt  them  together.  If  the  words  can  mean  any- 
thing else,  it  is  quite  out  of  my  power  to  conceive  it ;  and  then,  I 
think,  if  this  be  established,  it  follows  that  all  that  the  patentee 
has  claimed  and  specified  is  this  which  I  have  described.  But  I 
fully  agree  also  that,  according  to  the  due  administration  of  the 
patent  law,  every  specification  is  to  be  read  as  if  by  persons 
acquainted  with  the  general  facts  of  the  mechanical  or  chem- 
ical sciences  involved  in  such  invention.  Thus,  if  a  particular 
mechanical  process  is  specified,  and  there  are  for  some  parts  of  it, 
as  specified,  other  well-known  mechanical  equivalents,  the  speci- 
fication of  those  parts  is  in  truth  a  specification  of  the  well-known 
equivalent  also  to  those  whose  general  knowledge  we  refer  to, 
namely,  mechanics  and  readers  of  specifications.  And  so  it  is 
with  chemical  equivalents  also,  in  a  specification  which  is  to  be 
read  by  chemists.  But  it  may  be  that  there  are  equivalents,  mechan- 
ical or  chemical,  existing  but  previously  unknown  to  ordinarily 
skilful  mechanics  or  chemists ;  these  are  not  included,  therefore, 
in  the  specification,  but  must  be  expressly  stated  therein ;  these 
are  in  fact  new  discoveries  in  themselves,  wholly  independent  of 
the  specification  which  omits  them,  and  for  these  there  is  no  spec- 
ification or  patent  at  all ;  they  may  be  used  by  all  persons  without 
infringing  the  patent.  These  are  the  principles  upon  which  I 
hold  that  this  question  must  be  determined,  and  which  we  must 
look  to  and  be  governed  by,  when  we  answer  the  question  here, 
whether  there  is  any  evidence  of  the  infringement  of  this  patent 
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bj  the  defendant ;  and  I  propoae  therefore,  referring  myself  to 
these  principles,  to  consider  the  evidence  which  has  been  given,  and 
which  is  stated  on  this  record.  It  is  clear  that  there  is  no  evidence 
here  that  the  defendant  melted  carburet  of  manganese  with  the 
broken  steel  or  iron,  by  taking  each  of  those  existing  substances  in 
a  separate  state,  and  putting  them  into  a  crucible,  and  then  apply- 
ing heat  He  has  not  therefore  directly  and  in  terms  infringed  the 
patent  But  I  have  before  shown  that  an  infringement  may  be,  if 
a  defendant  use  a  known  chemical  or    mechanical  substance, 

equivalent  to  the  very  thing  pointed  out ;  for  the  equiva- 
[*  15]  lent  being  known  as  a  part  of  the  *  general  knowledge  of 

the  world,  he,  who  by  his  specification  describes  the  ingre- 
dients which  he  uses,  describes  impliedly  also  all  their  known 
equivalents,  and  so  does  in  fact  communicate  to  the  world  by  his 
specification  the  knowledge  of  the  invention,  and  on  this  knowledge 
thus  expressly  or  impliedly  communicated  he,  who  afterwards 
infringes  the  patent,  really  acts.  But  this  depends  upon  the  equiva- 
lent being  a  known  equivalent  before ;  if  the  equivalent  be  not 
before  known,  he  .who  discovers  de  novo  the  equivalent,  if  it  be 
better  than  the  original  for  which  it  was  the  equivalent,  has  by  the 
use  of  the  equivalent  improved  upon,  not  infringed  the  original  in- 
vention. That  is  the  case  here.  Carburet  of  manganese  is  to  be 
taken  and  melted  with  broken  steel  or  iron.  This  is  the  invention. 
An  improved  steel  is  the  result  Now,  carburet  of  manganese  is 
an  expensive  ingredient  produced  by  an  additional  process  from 
oxide  of  manganese  and  carbon  ;  there  is  no  evidence  that  oxide  of 
manganese  and  carbon  were  known  to  be  at  the  time  of  the  speci- 
fication (which  time,  and  not  the  time  of  the  use,  is  the  material 
time  to  look  at)  exactly  and  under  all  circumstances  an  equivalent 
in  chemistry  to  carburet  of  manganese.  They  did  produce  it,  but 
only  after  having  been  subjected  to  a  special  process,  which  was  an 
expensive  one ;  but  it  is  now  found  that  by  putting  these  ingre- 
dients with  the  broken  steel  or  iron  into  the  crucible,  they  j^oduce 
the  same  effect  when  melted  as  carburet  of  manganese  with  the 
broken  steel  or  iron  did  before.  This  fact  existed,  and  a  scientific 
reason  is  to  be  found  for  it.  It  is  said  now,  therefore,  that  these 
ingredients  melted  together  at  a  lower  heat  than  will  melt  steel  or 
iron  in  the  crucible,  first,  form  carburet  of  manganese,  and  then, 
secondly,  there  being  the  carburet  of  manganese  formed  and  exist- 
ing in  the  crucible  with  unmelted  steel  or  iron,  the  subsequent 
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melting  of  these  two  snbsrtiaiioes  together  forms  the  good  steel.  It 
seems  clear,  therefore,  that  this  order  of  formation  in  the  crucible 
is  of  the  essence  as  to  the  success  of  the  operation ;  and  that  this 
order  of  formation  under  these  circumstances  was  utterly  unknown 
at  the  time  of  the  patent  and  epeexfication.  I  agree  that  there  is 
now  abundant  evidence  to  show  that  these  materials  thus  treated 
do  thus  form,  and  form  in  succession,  an  equivalent  chemically  for 
the  carburet  of  manganese,  although  the  evidence  even  now  fails 
altogether  as  to  the  exist^ice  of  the  two  substances  in  definite  pro- 
portions in  the  crucible,  such  as  are  mentioned  in  the  specification ; 
but  I  can  find  no  evidence  on  the  record  that,  at  the  time  of  the 
plaintiff's  patent  and  specification,  this  was  well  known  to  persons 
ordinarily  skilled  in  chemistry ;  and  unless  this  fact  be  added,  I 
think  there  is  no  evidence  for  the  jury  of  the  infringement  of  that 
peculiar  process  which,  by  the  specification,  the  plaintiff  has  claimed 
to  be  his  invention ;  for  the  specification  by  which  he  does  state 
his  invention  does  not  communicate,  if  read  by  any  ordinarily  skil- 
ful chemist  of  that  day,  the  knowledge  that,  to  melt  together  in  a 
crucible  carbon,  oxide  of  manganese,  and  broken  steel  or  iron  is 
really  the  same  thing  as  to  melt  in  a  crucible  carburet  of  man- 
ganese with  broken  steel  or  iron.  The  plaintiff  did  not  then  know 
it  himself,  nor  did  any  one  else  then  know  it  If  they  know  it 
now  it  is  in  consequence  of  a  new  discovery  alone,  for  which  no 
patent  has  been  taken  out  and  no  specification  enrolled.  I  appre- 
hend that  nothing  is  an  infringement  now  which  would  not  have 
been  an  infringement  immediately  after  this  specification  was  en- 
rolled. The  knowledge  of  the  equivalent  must  be  the  knowledge 
the  world  had  before  the  experiments  now  called  infringement 
were  first  made.  I  think,  therefore,  that  the  judgment  ought  to  be 
affirmed;  but  as  the  majority  ol  the  Court  are  of  a  different 
opinion,  the  judgment  must  be  reversed  and  a  verUre  de  novo 
awarded. 

This  writ  of  error  was  afterwards  brought  in  the  House  of 
Lords. 

Sir  F.  Kelly  and  Mr.  T.  Jones  (Mr.  Deighton  [25  L  J.  C.  P,  9] 
was  with  them),  for  the  plaintiff  in  error,  con- 
tended that  the  use  of  carbonaceous  matter  and  oxide  of  manganese 
was  not  the  use  of  carburet  of  manganese,  and  consequently  was 
not  an  infringement  of  the  patent ;  that  the  discovery  of  the  use  of 
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these  two  agents,  instead  of  that  one  which  was  specified  in  the 
patent  was,  in  fact,  a  new  discovery ;  that  there  was  no  evidence  to 
show  that  at  the  time  of  the  patent  the  carburet  and  the  other  two 
things  were  deemed  to  be  identical,  so  that  when  either  was  men- 
tioned the  other  would  suggest  itself  to  the  mind  of  a  workman, 
and  consequently  that  the  right  of  the  patentee  must  be  restricted 
to  that  which  he  had  specifically  mentioned. 

Mr.  Webster  and  Mr.  Aston,  for  the  defendant  in  error,  con- 
tended that  the  judgment  of  the  Court  of  Exchequer  in  Heath  v. 
Unwin,  13  M.  &  W.  583,  14  L.  J.  Ex.  153,  could  not  be  sup- 
ported. The  use  of  the  elements  or  component  parts  of  the  car- 
buret of  manganese  in  the  actual  melting  of  the  steel  was  the  same 
as  the  use  of  the  carburet  itself,  and  was  the  matter  protected  by 
the  patent.  Against  the  unauthorised  use  of  these  materials  the 
patentee  was  protected.  There  was  evidence  here  of  the  use  of  a 
colourable  imitation,  by  the  use  of  an  equivalent  which  was,  in  fact, 
an  infringement  of  the  patent.  NeUson  v.  Harford,  8  M.  &  W. 
806,  Webster,  304  (p.  56,  ante)  ;  Hotisehill  Coal,  &c.  Company  v. 
Neihon,  9  CI.  &  F.  788  (p.  512,  ante)  ;  Savory  v.  Price,  1  Ry.  &  M. 
1  (27  R  R.  723)  ;  Ledsom  v.  Bussdl,  1  H.  L.  Cas.  687 ;  Crane  v. 
Frice,  4  Man.  &  G.  580  (p.  136,  arUe) ;  Jupe  v.  Pratt,  Webster  on 
Patents,  146 ;  Mangnall  v.  Bennett,  Lawman's  Patents,  134 ;  The 
Electric  Telegraph  Company  v.  Brett,  20  L.  J.*C.  P.  130 ;  Stevens  v. 
Keating,  2  Ex.  772. 

At  the  close  of  the  argument  the  following  question  was  put  to 
the  Judges,  "  Whether,  looking  at  the  record,  there  was  evidence 
for  the  jury  that  the  plaintiff  in  error  was  guilty  of  an  infringe- 
ment of  the  patent  stated  in  the  declaration,  by  using  oxide  of 
manganese  and  carbonaceous  matter  in  the  manufacture  of  cast 
steel  in  the  manner  in  which,  according  to  his  admission  at  the 
trial,  he  did  use  them." 

The  Judges  requested  time  to  consider  the  question,  and  difier- 
ing  in  opinion  they  afterwards  (May  21, 1855)  delivered  judgment 
seriatim. 

Crowder,  J.  —  My  Lords,  to  the  question  on  which  your 

[*  10]  Lordships  have  desired  *  the  opinion  of  the  Judges,  I  answer, 

that  in  my  opinion  there  was  evidence  for  the  jury  of  the 

infringement  of  the  patent.     The  defendant  in  error  took  out  the 

patent  for  certain  improvements  in  the  manufacture  of  iron  and  steel. 
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and  in  his  specification  he  mentions  several ;  but  the  only  one  mate- 
rial  to  this  inquiry  is  that  which  refers  to  the  use  of  carburet  of 
manganese.  This  action  was  tarought  for  the  infringement  of  the 
patent  by  the  plaintiff  in  error,  and  the  question  proposed  by  your 
Lordships  arises  upon  the  plea  of  not  guilty.  There  are  other  pleas 
upon  the  record  raising  issues  as  to  the  novelty  of  the  invention 
and  the  sufiGiciency  of  the  specification,  which  were  found  by  the 
jury  for  the  plaintiff  below ;  and,  indeed,  for  the  purpose  of  con- 
sidering the  question  of  infringement,  the  invention  must  be 
assumed  to  be  new,  and  well  described  in  the  specification.  He 
declares  the  nature  of  his  invention  to  be,  "  the  use  of  carburet  of 
manganese  in  any  process  whereby  iron  is  converted  into  cast 
steel."  He  afterwards  describes  the  manner  in  which  his  inven- 
tion is  performed :  **  I  claim  only  the  use  of  carburet  of  manganese 
in  any  process  for  the  conversion  of  iron  into  cast  steeL''  And  in 
another  part  of  the  specification  he  says,  "  I  claim  the  employment 
of  carburet  of  manganese  in  preparing  an  improved  cast  steel." 
By  this  language,  I  understand  the  substance  of  the  invention  to 
be  the  application  of  carburet  of  manganese  to  the  m^ufacture  of 
cast  steel,  in  order  to  improve  its  quality ;  and  I  understand  the 
modus  operandi  to  be,  substantially,  the  melting  together  in  the 
crucible  carburet  of  manganese  and  blistered  steel  or  iron.  It 
follows,  I  think,  that  the  patentee  is  protected  by  his  patent 
against  the  use  of  carburet  of  manganese  with  iron  or  blistered 
steel  in  its  conversion  into  cast  steel,  in  any  mode  in  which  those 
substances  are  brought  together  in  a  fluid  state  in  the  crucible  so 
as  to  produce  the  same  result.  It  seems  to  me  to  be  immaterial  in 
what  manner,  or  at  what  time,  the  carburet  of  manganese  is 
formed,  provided  it  be  present  in  a  fluid  state  when  the  cast  steel 
is  in  a  condition  to  be  poured  into  the  ingot  mould.  It  appears 
from  the  evidence,  that  when  the  patentee  obtained  his  patent,  and 
for  some  time  afterwards,  he  was  in  the  habit  of  first  making  the 
carburet  of  manganese  by  melting  together  coal  tar  and  oxide  of 
manganese ;  and  when  that  product  had  been  obtained  in  a  solid 
form,  it  was  put  into  the  crucible  with  fragments  of  iron  or  blis- 
tered steel,  and  the  fusion  of  these  materials  together  produced  an 
improved  cast  steel.  It  was  afterwards  found  by  the  patentee,  and 
communicated  by  him  to  the  plaintiff  in  error  and  others,  that  if, 
instead  of  making  the  carburet  of  manganese  first,  and  then  putting 
it  into  the  crucible  with  iron   or  blistered  steel,  its   component 
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parts,  coal  tar  and  oxide  of  manganese,  were  put  into  the  crucible 
with  the  fragments  of  iron  or  blistered  steel,  the  carburet  would  be 
produced  in  a  state  of  fusion,  and  would  then  operate  precisely  in 
the  same  manner  in  the  improvement  of  the  cast  steel,  with  a  very 
great  saving  of  expense.  And  it  is  admitted,  that  the  plaintiff  in 
error  has  manufactured  cast  steel  by  placing  coal  tar  and  oxide  of 
manganese  in  the  crucible  with  iron,  and  melting  them  together. 
Now,  there  is  ample  evidence  upon  the  record,  from  the  scientific 
witnesses,  for  the  jury  to  infer  that  by  this  process  carburet  of 
manganese  is  formed  in  the  crucible  at  a  lower  temperature  than 
that  at  which  the  iron  is  fused,  and  that  its  action  afterwards  in 
alloying  with  the  steel  is  the  same  as  when  the  carburet  of  man- 
ganese is  first  put  into  the  crucible  in  its  solid  form,  and  then 
melted ;  and  that  was,  indeed,  admitted  in  argument  at  your  Lord- 
ships' bar :  but  it  was  contended  that,  assuming  such  a  state  of 
facts  to  be  clearly  established  in  proof,  it  would  aflford  no  evidence 
of  an  infringement  of  the  patent.  It  seems  to  me,  however,  that  it 
is  evidence  of  a  direct  infringement,  because  it  shows  the  use  by 
the  plaintiff,  in  error  of  carburet  of  manganese  melted  with  iron 
in  the  process  of  its  conversion  into  cast  steel,  which  is  substantially 
the  invention  patented  by  the  defendant  in  error,  I  do  not  per- 
ceive here  the  use  of  chemical  equivalents,  but  I  observe  a  direct 
use  of  the  identical  chemical  agency  described  in  the  specification. 
The  carburet  of  manganese  in  a  fluid  state  acts  in  both  processes 
upon  the  fused  iron,  and  produces  the  same  eflfect    The  point  to  be 

reached  in  both  processes,  before  the  carburet  of  manganese 
[*  11]  can  act  upon  the  iron,  *  is  the  fusion  of  all  the  ingredients. 

When  that  has  been  accomplished  the  action  takes  place,  and 
the  desired  result  is  produced  in  the  cast  steel.  The  only  difiference 
between  the  processes  of  the  plaintifif  and  the  defendant  is  what 
occurs  before  that  point  is  reached.  The  defendant  in  error  makes 
his  carburet  with  coal  tar  and  oxide  of  manganese,  and  puts  it,  when 
in  a  cold  and  solid  state,  into  the  crucible  to  be  fused  with  the  iron. 
The  plaintiff  in  error  makes  his  carburet  with  the  same  ingredients, 
but  puts  them  in  the  crucible  together  with  the  iron,  and  melts 
them  with  one  and  the  same  heating ;  but  in  doing  this,  he  pro- 
duces his  carburet  of  manganese  in  a  fluid  state  before  the  iron  is 
fused  or  acted  upon  by  it.  It  is  said,  however,  that  both  the  lan- 
guage of  the  specification  and  the  evidence  in  the  cause  abundantly 
show  that  the  patentee  never  contemplated  such  a  mode  of  com- 
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bination  of  carburet  of  manganese  with  iron  as  is  used  by  the 
plaintiff  in  error,  and  that,  therefore,  the  use  of  it  could  not  consti- 
tute an  infringement  of  the  patent.  A  similar  argument  was 
urged  by  the  defendant's  counsel,  in  the  case  of  Neilson's  Hot 
Blast  Patent  —  NeiUon  v.  Harford,  but  without  success.  There  it 
was  clear  that  the  patentee  was  unacquainted,  when  he  filed  his 
specification,  with  the  most  beneficial  mode  of  carrying  his  inven- 
tion into  effect.  But  it  was  held,  that  although  the  use  of  pipes 
by  the  defendant,  which  had  not  been  in  the  contemplation  of  the 
patentee,  was  an  improvement,  it  was  nevertheless  an  infringement 
of  the  plaintiff's  patent.  Idem.  328.  And  in  The  Electric  Tele- 
graph Company  v.  Brett  it  was  decided  that  a  patent  "for  im- 
provements in  giving  signals  and  sounding  alarms  in  distant  places 
by  means  of  electric  currents  transmitted  through  metallic  cir- 
cuits" was  infringed  by  the  defendant,  whose  electric  currents 
were  transmitted  through  a  circuit,  nearly  one-half  of  which  was 
formed  by  the  earth  instead  of  by  metallic  wires,  although  it  was 
unquestionably  a  great  improvement  on  the  original  invention,  and 
although  at  the  time  of  filing  the  specification  it  could  not  have 
been  in  the  contemplation  of  the  patentee,  because  the  discovery 
had  not  then  been  made,  that  the  earth  would  act  in  the  same 
manner  as  a  metallic  conductor  in  completing  the  electric  circuit. 
And  so  I  think  here,  the  process  of  the  plaintiff  in  error  is  an 
improvement  upon  the  invention  of  the  defendant  in  error,  while 
at  the  same  time  it  is  an  infringement  of  his  patent.  For  these 
reasons,  I  answer  your  Lordships'  question  in  the  affirmative. 

Crompton,  J.,  was  of  opinion,  for  reasons  given  at  length  by 
him  at  the  hearing  in  the  Exchequer  Chamber,  that  there  was  some 
evidence  for  the  jury  of  an  infringement  of  the  patent  in  this 
case. 

Williams,  J.  —  My  Lords,  this  case  appears  to  me  to  turn  [13] 
entirely  on  the  question,  what  is  really  the  invention  de- 
scribed and  claimed  by  the  patentee  in  his  specification  ?  If  it  is 
merely  the  particular  process  for  the  manufacture  of  cast  steel 
therein  described,  then,  in  my  opinion,  the  plaintiff  in  error  would 
not  be  guilty  of  any  infringement  of  the  patent  by  reason  of  using 
the  oxide  of  manganese  and  carbonaceous  matter  in  that  manufac- 
ture in  the  manner  in  which  it  is  admitted  he  did  use  them.     For, 
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according  to  the  described  process,  carburet  of  manganese,  a  then 
existing  thing,  is  to  be  pat  into  the  crucible  together  with  steel  or 
iron,  in  defined,  though  not  exactly  defined,  proportions  of  weight 
to  each  other,  and  then  heat  is  to  be  applied.  Now  it  is  plain  that 
the  melting  together  of  oxide  of  manganese  and  carbonaceous 
matter  with  steel  or  iron  is  no  direct  infringement  of  a  patent  for 
this  process.  And  the  only  question  can  be,  whether  it  is  an 
indirect  infringement  by  the  substitution  of  an  equivalent  There 
is  ample  evidence  that  to  melt  together  oxide  of  manganese  and 
carbonaceous  matter  with  steel  and  iron  will  serve  as  an  equivalent 
for  the  melting  together  of  carburet  of  manganese  with  steel  or 
iron  in  producing  the  desired  result  But  there  is  no  evidence 
that,  at  the  time  of  the  patent  and  specification,  this  was  known  to 
persons  of  ordinary  skill  in  chemistry.  And  I  fully  agree  with 
the  doctrine  which  has  been  repeatedly  laid  down  in  the  course  of 
the  discussion  of  this  cause,  that  though  the  use  of  a  chemical  or 
mechanical  substitute,  which  is  a  known  equivalent  to  the  thing 
pointed  out  by  the  specification  and  claimed  as  the  invention, 
amounts  to  an  infringement  of  the  patent,  yet  if  the  equivalent 
were  not  known  to  be  so  at  the  time  of  the  patent  and  specification, 
the  use  of  it  is  no  infringement  But  if  the  invention  described 
and  claimed  by  the  patentee  in  this  case  is  not  the  particular  pro- 
cess specified,  but  the  employment  of  carburet  of  manganese  in  the 
process  of  the  conversion  of  iron  into  steel,  and  if  the  description 
of  the  process  in  the  specification,  instead  of  being  a  description  of  the 
invention,  is  only  a  description  of  one  mode  of  carrying  the  invention 
into  effect,  an  entirely  different  doctrine  becomes  applicable  to  the 
question,  viz.,  the  doctrine  that  if  a  patent  is  taken  out  for  the  appli- 
cation of  a  principle,  coupled  with  a  mode  of  carrying  the  principle 
into  effect,  the  patentee  is  entitled  to  protection  from  all  other  modes 
of  doing  so,  whether  known  or  not  known  at  the  time  of  the  specifi- 
cation. And  I  am  of  opinion  that  the  latter  is  the  true  view  of  the 
invention  described  and  claimed  by  the  patentee  in  this  case.  If 
this  be  so,  there  is  no  room  for  doubt  that  there  is  evidence  of  an 
infringement  of  the  patent.  For  there  is  evidence  that  the  oxide 
of  manganese  and  carbonaceous  matter,  as  used  by  the  plaintiff  in 
error  in  the  manufacture  of  cast  steel,  formed  in  the  crucible,  by 
the  action  of  the  heat,  a  carburet  of  manganese  before  the  steel  or 
iron  began  to  melt,  and  that  subsequently,  when  the  steel  or  iron 
melted,  the  carburet  alloyed  itself  therewith,  producing  thereby 
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the  improved  cast  steel ;  and  that  in  this  way  carburet  of  man- 
ganese was  employed  in  the  process  used  by  the  plaintifiF  in  error 
for  converting  steel  or  iron  into  cast  steel  in  order  to  procure  an 
improved  cast  steel.  For  these  reasons,  I  beg  to  answer  your 
Lordships'  question  in  the  affirmative. 

*Platt,  B.  — The  patentee  claimed  under  his  patent,  for  [*  14] 
himself  and  his  licensees,  the  exclusive  use  of  carburet  of 
manganese  in  any  process  whereby  iron  is  converted  into  cast  steeL 
The  substance,  of  which  he  has  so  claimed  the  exclusive  use  in  an 
improved  manufacture  of  cast  steel,  was  a  well-known  chemical 
body  having  a  distinctive  appellation  descriptive  of  its  component 
parts.  Persons  of  humble  chemical  acquirements  would  know 
that  carburet  of  manganese  resulted  from  the  combination  of  oxide 
of  manganese  with  carbon ;  and,  finding  by  experiment  that  the 
constituent  parts  placed  together  in  a  crucible  with  iron  would 
form  their  combination  before  the  iron  was  ready  for  their  united 
action,  might  readily  hit  upon  the  expedient  of  collecting  in  the 
crucible  oxide  of  manganese,  carbonaceous  matter,  and  the  steel, 
submitting  the  whole  to  the  same  heat,  and  thus,  while  the  fusion 
of  the  steel  was  proceeding,  manufacturing  and  preparing  for 
action  contemporaneously  in  the  same  pot  the  carburet  of  man- 
ganese, and  afterwards  continuing  the  carburet  in  a  state  of  fusion, 
and  using  it  while  in  that  state  in  a  process  whereby  iron  was 
converted  into  cast  steel.  Was  there  evidence  of  such  a  state  of 
circumstances  ?  Such  evidence  appears  to  me  to  have  been  pre- 
sented by  the  testimony  of  Thomas  Bevins,  Eobert  Warrington, 
John  Thomas  Cooper,  Andrew  Ure,  and  William  Thomas  Brande. 
Their  testimony  concurred  to  establish  that  the  effect  of  introduc- 
ing into  the  crucible  oxide  of  manganese  and  carbonaceous  matter 
with  the  steel  was  the  same  as  that  produced  under  Heath's 
patent;  that  neither  the  carbonaceous  matter  nor  the  oxide  of 
manganese  alone  would  produce  the  desired  result  on  the  steel,  and 
that  in  the  operation  they  must  have  combined,  and  in  their 
combined  state  of  carburet  of  manganese  alone  produced  that 
result.  If  instead  of  putting  into  one  crucible  the  carbonaceous 
matter,  the  oxide  of  manganese,  and  the  steel  together,  the  plain- 
tiff in  error  had  first  submitted  to  the  action  of  heat  the  carbona- 
ceous matter  and  the  oxide  of  manganese,  and  so  produced  the 
combined  body,  carburet  of  manganese,  and  in  a  second  operation 
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used  this  carburet  on  the  improved  manufacture  of  cast  steel,  that 
second  operation  would  have  been  an  infringement  of  the  patent. 
Does  it  become  less  an  infringenient  because  Mr.  Unwin  manufac- 
tures, while  the  steel  is  undergoing  the  process  of  fusion,  the  car- 
buret in  the  same  pot  ?  If  a  dyer  had  discovered  that  the  use  of 
sulphate  of  soda,  in  preparing  fluids  for  dying  silken,  woollen,  or 
cotton  fabrics,  improved  the  brilliancy  of  colour,  and  promoted 
economy  in  the  exercise  of  his  art,  and,  the  invention  being  new,  he 
obtained  a  patent  for  the  improvement,  could  any  other  person, 
without  infringing  the  dyer's  patent,  afterwards  prepare  the  same 
fluids  for  the  same  purposes,  and  in  doing  so,  instead  of  adding  tbe 
sulphate  of  soda,  add  the  sulphuric  acid  and  soda  separately? 
Could  he  say,  that  although  true  it  is  that  my  result  is  precisely 
the  same,  yet  as  I  mixed  with  the  fluid  soda  and  sulphuric  acid 
separately,  leaving  them  to  the  consequences  of  their  natural 
affinities,  and  did  not  use  both  together  in  their  combined  form  of 
sulphate  of  soda,  I  have  not  infringed  the  right  of  the  patentee 
under  his  patent  ?  The  Court  of  Exchequer,  in  giving  judgment 
in  Heath  v.  Unwin,  after  observing  that  the  specification  was 
expressly  for  the  employment  of  carburet  of  manganese,  relied  on  tbe 
putting  a  certain  quantity  of  it  in  an  unmelted  state  into  the  cru- 
cible, as  being  the  particular  mode  of  using  it  in  pursuance  of  the 
patent  According  to  this  narrow  construction,  Unwin  would  not 
hove  been  guilty  of  an  infringement  by  using  the  carburet,  pro- 
vided he  poured  it  in  a  molten  state  into  the  crucible  containing 
tlie  iron.  The  patent,  however,  as  explained  by  the  specification, 
cannot  be  so  limited.  The  use  of  the  carburet,  whether  introduced 
into  the  crucible  in  an  unmelted  or  in  a  molten  state,  or  actually 
oompv^sed  in  the  pot  containing  the  steel,  would,  as  it  seems  to  me, 
fall  equally  within  the  protection  of  the  letters  patent,  which 
^mntod  a  monopoly  of  the  general  use  in  a  particular  branch  of 
the  manufacture  of  steel.  Ad  questionem  facti  non  respondent 
jHfiiirs;  ad  qiustionem  legis  non  respondent  juratores.  It  was  not 
iwT  the  Judge,  but  for  the  jury,  to  decide  whether  the  deductions  of 
I'liomioal  science,  warranted  by  investigation  and  experience,  were 
iho   n^sults  of  mere   conjecture,    or   were   so  justified  by   sound 

n^ason,  applied  to  the  consideration  of  Unwin's  mode  of 
[ ♦  ir»]  Ciuiducting  the  process  of  *  converting  iron  into  cast  steel, 

and  of  the  well-known  properties  of  the  bodies  selected  for 
oonduotiug  it,  as  to  enable  them  safely  to  conclude  that  Unwin 
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bad  in  that  process  used  carburet  of  manganese.  Tbus,  one  of  tbe 
witnesses,  Mr.  J.  T.  Cooper,  in  giving  bis  testimony,  states  as  facts, 
tbat  tbe  carbon  of  tbe  tar  and  tbe  oxide  of  manganese  would  fuse 
before  tbe  steel ;  tbat  tbe  oxide,  unless  diverted  from  its  action  on 
tbe  pot,  would  break  it ;  that  tbe  oxide  did  not  act  upon  the  pot ; 
that  tbe  action  of  tbe  carbon  on  the  oxide  would  prevent  its  doing 
80,  and  tbat  tbe  mutual  action  of  tbe  carbon  and  tbe  oxide  on  each 
other  in  a  state  of  fusion  would  elaborate  carburet  of  manganese. 
Putting  together  these  facts,  and  adding  to  them  tbe  identity  of  the 
improvement  effected  in  the  cast  steel  by  tbe  operation  of  Unwin, 
and  by  tbe  operation  of  Heath,  and  the  knowledge  tbat  tbe  use  of 
carburet  of  manganese  alone  had  up  to  tbe  time  of  tbe  witness's 
appearance  at  tbe  trial  effected  that  improvement,  any  one 
acquainted  with  the  rudiments  of  chemistry  would  reasonably 
conclude  tbat  tbe  result  of  fusing  together  in  tbe  same  pot 
carbonaceous  matter  and  oxide  of  manganese  must  be  carburet  of 
manganese;  that  in  Unwinds  operation  this  compound  body  was 
ready  to  operate  on  the  iron  as  soon  as  that  metal  was  melted, 
and  was,  in  truth,  then  used  in  the  process  of  converting  the  iron 
into  cast  steel.  Tbe  patent  was  not  for  introducing  into  tbe  cru- 
cible with  the  steel  any  certain  body  or  bodies,  or  such  body  or 
bodies  in  a  prescribed  state,  but  for  using  tbe  carburet  of  man- 
ganese, however  formed,  in  the  process  of  tbe  contemplated  conver- 
sion. The  use  really  begins  as  soon  as,  and  not  before,  the  carburet 
and  the  iron  are  both  in  a  state  of  fusion.  Whether  tbe  plaintiff 
in  error  directly  or  indirectly  used  tbe  carburet  of  manganese  in  a 
process  whereby  iron  was  converted  into  cast  steel,  was  surely  a 
question  of  fact.  The  affirmative  of  tbat  question  seems  to  me  to 
have  been  supported  by  tbe  testimony  of  tbe  witnesses  to  whom  I 
have  already  alluded.  To  the  question,  therefore,  proposed  by 
your  Lordships,  I  answer,  in  conformity  with  the  opinion  expressed 
by  me  in  tbe  Exchequer  Chamber,  that,  in  my  judgment,  there  was 
such  evidence. 

Erle,  J.  —  My  answer  to  your  Lordships'  question  is  in  tbe 
afl&rmative.  The  patent  is  for  the  employment  of  carburet  of 
manganese  in  the  manufacture  of  cast  steel,  not  for  a  mode  of 
making  that  carburet;  and  there  is  evidence  to  prove  that  the 
defendant,  by  beating  the  elements  of  carburet  of  manganese  with 
iron,  formed  first  the  carburet  and  then  cast  steel.     If  tbe  evidence 
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satisfied  the  jury  of  this  fact,  it  would  satisfy  them  that  the 
defendant  used  carburet  of  manganese  in  the  manufacture  of  cast 
steel,  and  so  directly  infringed  the  patent  Thus  there  was  evi- 
dence for  the  jury  of  a  direct  infringement  ...  I  am  of  opinion, 
that  a  patent  for  the  use  of  a  substance  in  a  process  is  infringed 
by  the  use  of  the  elements  of  that  substance  known  to  be  equiva- 
lent thereto  at  the  time  of  the  use,  if  used  for  the  purpose 
[*  16]  of  taking  the  *  benefit  of  the  patent  and  of  making  a  colour- 
able variation  therefrom.  Taking  the  instance  put  in  the 
argument  in  this  case  in  the  Exchequer,  if  a  patent  was  for  the  use 
of  soda  in  a  process,  and  by  subsequent  analysis  sodium  and  oxy- 
gen were  discovered  to  be  the  elements  of  soda,  and  equivalent 
thereto  in  the  process  in  question,  the  use  of  sodium  and  oxygen 
in  the  patented  process  for  the  purpose  of  being  equivalent  to  soda 
in  that  process,  would  appear  to  me  to  be  an  infringement, 
although  the  analysis  of  soda  was  subsequent  to  the  patent  In 
like  manner,  if  the  discovery  had  been  made  after  the  patent,  that 
carbon  and  manganese  were  elements  of  the  carburet,  equivalent 
to  the  carburet  of  manganese  in  the  patented  process,  the  use  of 
those  elements  in  that  process  for  the  purpose  of  being  equivalent 
to  the  carburet,  would,  in  my  judgment,  be  a  colourable  variation 
and  an  infringement.  On  these  grounds  I  answer  your  Lordships* 
question  in  the  affirmative. 

Cresswell,  J.  —  My  Lords,  looking  at  the  record  as  set  forth  in 
the  joint  appendix  to  the  printed  cases,  I  am  of  opinion  that  there 
was  evidence  for  the  jury  that  the  plaintiff  in  error  was  guilty  of 
an  infringement  of  the  patent  stated  in  the  declaration,  by  using 
oxide  of  manganese  and  carbonaceous  matter  in  the  manufacture 
of  cast  steel  in  the  manner  in  which,  according  to  his  admission  at 
the  trial,  he  did  use  them.  The  plaintiff,  by  his  specification, 
claimed  as  part  of  his  invention  the  employment  of  carburet  of 
manganese  in  preparing  an  inproved  cast  steel ;  and  he  proposed  to 
make  an  improved  quality  of  cast  steel  by  introducing  into  a 
crucible  bars  of  common  blistered  steel,  broken  as  usual  into  frag- 
ments, or  mixtures  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matter,  along  with  from  one  to  three  per  cent  of 
their  weight  of  carburet  of  manganese,  &c.,  but  he  did  not  claim 
the  use  of  any  such  mixture  of  cast  and  malleable  iron  or  malleable 
iron  and  carbonaceous  matter,  but  only  "  the  use  of  carburet  of 
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manganese  in  any  process  for  the  conversion  of  iron  into  cast  steeL" 
It  was  admitted  on  the  trial,  that  the  defendant  had,  since  the  date 
of  the  patent,  manufactured  cast  steel  by  using  oxide  of  manganese 
and  carbonaceous  matter  introduced  into  the  pot  at  the  same 
moment  with  the  steel ;  and  several  scientific  witnesses  gave  their 
opinion  that  the  oxide  of  manganese  and  carbonaceous  matter  so 
introduced  would  first  form  a  carburet  of  manganese,  which  would 
as  soon  as  formed  enter  into  combination  with  the  steel,  and  that 
the  oxide  of  manganese  would  not  combine  with  the  steel  until  it 
had  first  formed  a  carburet  by  union  with  the  carbonaceous 
matter.  It  seems  to  me,  therefore,  that  there  was  evidence  for 
the  jury  of  the  defendant  having  used  carburet  of  manganese  in  the 
manufacture  of  cast  steel.  If  the  plaintiif  had  claimed  only  the 
particular  method  of  using  a  carburet  of  manganese  in  the  manu- 
facture of  steel,  which  is  described  in  his  specification,  I  should 
have  thought  that  the  process  adopted  by  the  defendant  had  not 
infringed  his  patent  right ;  but  his  claim  was  general  to  the  em- 
ployment of  carburet  of  manganese  in  preparing  an  improved  cast 
steel,  although  he  also  described,  as  indeed  he  was  bound  to  do,  the 
mode  in  which  he  proposed  to  use  it.  The  claim  being  general,  and 
the  evidence  in  support  of  the  action  tending  to  show  that  the 
defendant  had  used  carburet  of  manganese  in  the  manufacture  of 
steel  by  causing  it  to  be  first  formed  in  the  pot  and  afterwards 
mixed  with  the  steel,  I  think  the  case  is  not  one  where  an  equiva- 
lent has  been  used,  but  the  thing  itself ;  and  if  the  thing  itself  was 
used,  although  the  defendant  was  not  aware  of  it,  he  has  still 
infringed  the  patent.  .  .  . 

WiGHTMAN,  J.  —  Upon  a  careful  reconsideration  of  this  [17] 
case,  I  have  not  found  any  reason  that  has  appeared  to  me 
sufficient  to  alter  the  opinion  upon  it  which  I  have  already 
expressed  in  the  Court  of  Exchequer  Chamber.  I  am,  therefore, 
of  opinion,  as  before,  that  there  was  evidence  for  the  jury  that  the 
plaintiff  in  error  "was  guilty  of  an  infringement  of  the  patent 
stated  in  the  declaration.'' 

Maule,  J.  —  My  Lords,  I  am  of  opinion  that  there  was  not 
evidence  for  the  jury  that  the  plaintiff  in  error  was  guilty  of  an 
infringement  of  the  patent  by  using  oxide  of  manganese  and  car- 
bonaceous matter  in  the  manufacture  of  cast  steel,  in  the  manner 
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in  which,  according  to  his   admission   at   the  trial,  he   did  use 
them.  .  .  • 

[18]  Parke,  B.  —  In  answer  to  the  questions  proposed  by  your 
Lordships,  I  have  to  say  that  in  my  opinion  there  was  no  evi- 
dence of  infringement  to  be  submitted  to  the  jury.  It  must  be 
assumed,  in  answering  the  question,  that  the  bill  of  exceptions 
states  sufl&cient  evidence  for  the  jury,  viz.,  the  opinions  of  scien- 
tific persons,  that  carburet  of  manganese  was  formed  in  the 
[*  19]  process  of  melting  in  the  crucible,  and  then  *  combined 
with  the  steel  in  a  state  of  fusion ;  and  the  question  is, 
whether  this  is  such  a  use  of  carburet  of  manganese  in  the  manu- 
facture of  cast  steel  as  to  be  within  the  specification.  This 
depends  upon  the  meaning  of  that  specification.  If  it  meant,  as 
argued  at  your  Lordships*  bar,  to  comprise  every  method  of  mak- 
ing cast  steel,  so  that  carburet  of  manganese,  in  any  state  or 
condition,  should  be  present  during  the  process,  there  would  be, 
doubtless,  evidence  of  an  infringement  of  the  patent  Whether 
such  a  specification  would  be  good,  as  describing  sufficiently  such 
a  patent  right,  or  whether  a  patent  could  be  granted  for  such  a 
right,  is  another  question,  not  necessary  to  be  considered  in  answer- 
ing your  Lordships'  question.  But  I  am  of  opinion  that  the 
I;atent,  as  explained  by  the  specification,  is  not  so  extensive.  The 
language  of  the  specification,  in  the  part  on  which  this  question 
arises  is  —  [liis  Lordship  read  it].  It  is  clear,  in  my  opinion,  that 
the  patent,  explained  by  the  specification,  is  for  the  use  of  the 
metallic  substance  called  carburet  of  manganese  already  formed  by 
a  previous  process  (whether  by  the  same  person  who  manufactures 
the  steel,  or  bought  by  him  from  another  as  an  article  of  commerce, 
is  immaterial),  a  tangible  substance  existing  in  the  state  of  carbu« 
ret  of  manganese,  and  capable  of  being  weighed  as  such  before  it  is 
placed  in  the  crucible.  It  is  for  the  use  of  such  a  substance  only. 
The  plaintiff  in  error  has  certainly  not  used  any  carburet  of  man- 
ganese, so  understood,  in  any  way,  either  directly  or  indirectly. 
He  has  used  materials  which,  during  the  process,  are  to  be 
assumed  to  form  for  a  time  a  substance  in  a  state  of  fusion  formed 
of  carbon  and  manganese,  and  therefore  properly  termed  carburet 
of  manganese ;  but  that  is  not  the  use  of  such  carburet  of  man- 
pranese,  nor  in  such  a  state,  as  is  intended  by  the  specification,  and 
which  alone  the  plaintiffs  patent  protects.     This  the  specification 
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distinctly  expresses.  The  substance  is  pointed  out,  and  the  mode 
of  using  it,  by  putting  a  certain  quantity,  by  weight,  of  that  sub- 
stance in  an  unmelted  state  into  the  crucible.  It  is  impossible  to 
express  the  intention  of  the  patentee  in  more  distinct  words.  I 
am,  therefore,  clearly  of  opinion  that  there  is  no  evidence  of  a 
direct  invasion.  And  1  think  also,  that  there  is  no  evidence  of  an 
indirect  infringement  of  the  patent.  There  was  certainly  no 
intention  to  imitate  the  patented  invention,  for  it  is  not  stated 
that  the  defendant  knew,  nor  does  it  appear  that  any  one  knew 
before  the  patent,  nor,  indeed,  before  the  alleged  infringement,  that 
the  mixture  of  oxide  of  manganese  and  coal  tar  would  in  the 
course  of  fusion  form  carburet  of  manganese,  and  in  that  state 
combine  with  the  steel.  In  delivering  the  judgment  of  the  Court 
of  Exchequer  in  a  former  stage  of  this  case  (13  M.  &  W.  593,  14 
L.  J.  Ex.  590),  I  stated  the  opinion  of  the  Court  to  be,  that  there 
could  be  no  indirect  infringement  if  the  defendant  did  not  intend 
to  imitate  at  all.  That  part  of  the  judgment  has  been  since  justly 
objected  to  in  Stevens  v.  Keating,  and  no  doubt  we  were  in  error 
in  that  respect.  There  may  be  an  indirect  infringement  as  well  as 
a  direct  one,  though  the  intention  of  the  party  be  perfectly  inno- 
cent, and  even  though  he  may  not  know  of  the  existence  of  the 
patent  itself.  But  though  this  position  be  erroneous,  I  am  still  of 
opinion  that  there  was  no  indirect  infriDgement  of  the  plaintiffs 
patent.  The  patent  being  for  the  use  of  the  substance,  carburet  of 
manganese,  and  the  mode  described  being  the  putting  into  the 
crucible  a  definite  quantity  of  that  substance  with  the  steel,  it 
would  be  an  indirect  infringement  to  use  that  substance  in  a  sepa- 
rate, distinct  state  before  or  after  the  steel  and  carbonaceous 
matter  was  put  in,  or  in  a  subsequent  part  of  the  process.  There 
is  no  evidence  of  such  an  infringement.  But  I  am  clearly  of  opinion 
that  the  use  of  oxide  of  manganese  and  coal  tar,  iu  the  manner 
adopted  by  the  defendant  below,  still  less  by  the  use  of  highly 
carburetted  steel,  is  no  indirect  infringement.  If  it  were  an 
indirect  infringement  of  this  patent  to  use  known  chemical  equiv- 
alents, I  think  there  is  no  evidence  of  such  an  infringement,  in 
the  proper  signification  of  those  words.  I  entirely  agree  with  the 
opinion  expressed  by  my  Brothers  Alderson  and  Coleridge  in 
delivering  their  judgment  in  the  Exchequer  Chamber  in  this 
case.  The  specification  must  be  read  as  persons  acquainted 
with   the   subject  would    read   it   *  at   the   time  it  was  [*  20] 
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made ;  and  if  it  could  be  construed  as  containing  any  chemical 
equivalents,  it  must  be  such  as  are  known  to  such  person  at  that 
time ;  but  those  which  are  not  known  at  the  time  as  equivalents, 
and  afterwards  are  found  to  answer  the  same  purpose,  are  not 
included  in  the  specification.  They  are  new  inventions.  Now, 
there  is  no  evidence  whatever  that  oxide  of  manganese  and  carbon 
were  known  at  the  time  of  the  specification  (which,  I  agree  with 
my  two  learned  Brothers  Aldekson  and  Coleridge,  is  the  true  time 
to  be  looked  to,  and  not  the  time  of  the  use  of  them)  to  be  an 
equivalent,  for  the  purposes  of  the  process,  to  the  use  of  carburet 
of  manganese,  or  that  they  would  form  carburet  of  manganese  at 
that  stage,  which  appears  to  have  been  essential  to  the  operation, 
and  have  the  same  efifect,  or  in  the  relative  quantities,  as  stated  in 
the  specification.  In  order  to  form  evidence  of  an  infringement  of 
the  patent,  it  was  essential  to  prove  such  knowledge  by  competent 
persons  at  the  time  of  the  patent,  and  not  since.  All  this  is  a 
subsequent  discovery,  for  which  the  plaintiff  below  might  have 
taken  out  a  patent,  but  it  is  not  included  in  this  patent  I  will 
add,  that  even  if  the  use  of  oxide  of  manganese  and  carbon  were 
known  to  be  a  chemical  equivalent  at  the  time  of  the  specification, 
I  think  that  this  specification  would  not  include  it,  for  the  mode 
of  user  is  confined  to  the  particular  substance,  carburet  of  man« 
ganese,  in  an  unmelted  state,  and  consequently  that  there  would 
have  been  no  infringement.  But  assuming  it  to  have  been 
unknown  at  the  time  of  the  patent,  I  think  it  clear  it  is  not  one. 
Id  order  to  make  it  so,  it  was  essential  for  the  plaintiff  below  to 
have  shown,  not  merely  that  it  is  now  known  to  chemists  that  the 
substances  form  the  substance  the  subject  of  the  patent,  but  that 
it  was  so  at  the  time  of  the  specification.  I  am,  therefore,  clearly 
of  opinion  that  there  was  no  evidence  of  infringement  to  be  sub- 
mitted to  the  jury. 

Aldkrson,  B.  —  My  Lords,  I  have  already  given  my  opinion  in 
this  case,  as  it  appears  in  the  report  of  the  case  in  the  Court  below. 
I  entertain  the  same  opinion  still,  and  I  have  no  reasons  worthy  of 
your  Lordships'  attention  to  support  that  opinion  in  addition  to 
those  which  I  have  already  given. 

Pollock,  C.  B.  —  In  answer  to  the  question  proposed  by  your 
Lordships  to  the  Judges,  I  am  of  opinion  that,  looking  at  the 
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record,  there  was  no  evidence  for  the  jury  that  the  plaintiff  in 
error  was  guilty  of  an  infringement  of  the  patent  stated  in  the 
declaration  by  using  oxide  of  manganese  and  carbonaceous  matter 
in  the  manufacture  of  cast  steel  in  the  manner  in  which,  according 
to  his  admission  at  the  trial,  he  did  use  them.  .  .  . 

As  to  the  substitution  of  an  equivalent  I  entirely  agree  with  [21] 
my  Brothers  Aldbrson  and  Coleridge  (referring  to  their 
judgments  as  given  in  the  Court  of  Exchequer  Chamber),  that  the 
patent  (as  explained  in  the  specification)  covers  and  protects  not 
only  the  process  actually  specified,  but  any  process  with  chemical 
equivalents  known  as  such  at  the  date  of  the  patent,-  but  not 
chemical  equivalents  discovered  afterwards,  for  this  would  be 
giving  the  patentee  not  only  the  benefit  of  his  own  discovery, 
but  the  benefit  of  the  discoveries  of  other  persons  subsequently  to 
the  date  of  the  patent  The  process  used  by  the  defendant  was 
not  known  as  a  chemical  equivalent  at  the  date  of  the  patent. 
The  consequence  is,  there  is  no  evidence  of  any  infringement  of 
any  sort,  direct  or  indirect.  I  would,  however,  add  (as  has  been 
already  mentioned  by  one  of  my  learned  Brothers),  that  it  appears 
to  me  a  very  incorrect  expression  to  speak  of  the  defendants  pro- 
cess as  the  substitution  of  a  chemical  equivalent  The  defendant 
does  not  use  the  plaintiffs  process,  substituting  a  chemical  equiv- 
alent for  that  which  the  plaintiff  uses,  but  he  appears  to  me  to  use 
a  different  process  altogether. 

July  31, 1855.  The  Lord  Chancellor,  after  fully  stating  the 
facts  of  the  case,  said  that  the  question  was,  whether  there  was 
evidence  at  the  trial  which  showed  that  the  defendant  (Unwin) 
had  been  guilty  of  an  infringement  of  the  patent  obtained  by  the 
plaintiff.  He  thought  that  there  was  no  evidence  of  that  kind. 
The  plaintiff  had  obtained  a  patent  for  the  use  of  a  specific  metallic 
substance  —  the  defendant  had  used  two  things  which  produced 
the  same  result  as  the  use  of  that  substance  itself.  The  value  of 
these  two  things,  for  such  a  purpose,  either  was  not  known  to  the 
plaintiff  at  the  time  he  published  his  specification,  or  it  was.  If 
the  former,  then  the  subsequent  use  of  them  was  a  new  discovery ; 
if  the  latter,  the  plaintiff  had  not  fairly  and  fully  disclosed  his 
invention  to  the  public.  On  the  short  ground,  therefore,  that 
the  invention  claimed  was  for  the  use  of  a  particular  substance, 
whereas  the  defendant  had  used  two  other  substances  of  a  cheaper 
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kind,  the  use  of  which,  for  the  same  purpose,  was  not  known 
when  the  patent  was  obtained,  he  was  of  opinion  that  there  had 
not  been  any  infringement,  and  that  judgment  ought,  therefore,  to 
be  given  for  the  plaintiff  in  error. 

[*  22]  *  Lord  Brougham  entirely  concurred.  The  gist  of  the 
claim  was  "  the  use  of  carburet  of  manganese  in  any  pro- 
cess for  the  conversion  of  iron  into  cast  steeL"  Had  the  defend- 
ant, then,  by  the  use,  not  of  carburet  of  manganese,  but  of  oxide 
of  manganese  and  carbonaceous  matter,  infringed  the  patent  ?  Tt 
was  admitted  that  the  two  formed  something  which,  melting  with 
the  broken  iron  in  the  crucible,  produced  an  effect  precisely  simi- 
lar to  that  produced  by  carburet  of  manganese ;  nay,  it  was  said 
by  some  of  the  scientific  witnesses,  that  at  the  moment  of  fusion 
in  the  crucible  these  two  things  became  carburet  of  manganese, 
and,  becoming  so  just  before  the  broken  pieces  of  iron  melted, 
were  identical  with  carburet  of  manganese  in  their  operation.  He 
agreed  with  the  Lord  Chief  Baron  that  it  was  difficult  to  con- 
ceive how  it  was  that  these  witnesses  could  look  into  the  red  hot 
crucible  at  the  moment  of  fusion,  in  order  to  discover  that  it  was 
at  that  instant  of  time  that  the  union  took  place.  As  to  Stevens 
V.  Keating,  which  had  been  referred  to,  there  was  no  necessity 
for  expressing  any  doubt  as  to  the  soundness  of  the  decision  in 
that  case ;  it  was  enough  to  say,  that  if  there  the  use  of  one  sub- 
stance, which  was  a  compound  of  the  two  mentioned  in  that 
patent,  was  an  infringement  of  the  patent,  it  did  not  follow  that 
the  use  of  two  ingredients  which  might  make  one  substance  was 
an  infringement  of  a  patent  granted  solely  for  the  use  of  that 
particular  substance.  The  latter  was  the  case  here,  and  it  was 
plainly  very  distinguishable  from  the  case  of  Stevens  v.  Keating. 
The  thing  itself  a  man  might  not  use,  but  that  did  not  prevent 
him  from  using  other  matters  which  would  produce  the  same 
result ;  and  he  fully  agreed  with  the  remark  of  the  Lord  Chief 
Baron  that  the  defendant  could  not  be  said  to  use  the  plain  tifiTs 
process  when  he  substituted  for  it  a  chemical  equivalent  On 
these  grounds,  without  feeling  it  necessary  to  overrule  the  case 
before  Lord  Cottenham,  he  entertained  no  doubt  that  the  judg- 
ment of  the  House  ought  to  be  for  the  plaintiflf  in  error. 

Judgment  for  the  plaintiff  in  error. 
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Badische  Anilin  nnd  Soda  Fabrik  v.  Leyinstein. 

24  Ch.  D.  156-176,  12  App.  Cas.  710-727. 

Patent  —  Chemical  Process —  Useful  Product.  —  Invalidity  and       [166] 
Infringement, 

In  an  action  to  restrain  the  infringement  of  a  patent  for  producing  colouring 
matters  for  dyeing  and  printing  by  means  of  a  chemical  process,  described  in 
the  specitication,  there  being  two  questions  raised,  viz.,  validity  of  the  patent 
and  infringement:  — 

There  being  a  conflict  of  evidence  at  the  trial  as  to  the  practical  sufficiency 
of  description  of  the  processes,  the  Judge  called  in  the  assistance  of  a  scientific 
expert  to  report,  and  on  his  reporting  that  the  practical  directions  were  suffi- 
cient, and  the  Court  being  of  opinion  that  the  products  claimed,  having  regard 
to  the  whole  tenor  of  the  specification,  were  new  and  useful :  — 

Held,  that  the  patent  was  valid. 

On  the  question  of  infringement  the  defendant  alleged  that  in  the  *  man-  \^l^T\ 
ufacture  of  his  dyes  he  used  a  secret  process  entirely  different  from  that  of 
the  plaintififs,  and  he  was  allowed  to  decline  answering  any  questions  in  cross- 
examination  which  would  disclose  his  secret  process. 

In  the  course  of  the  arguments  the  Court,  being  of  opinion  that  the  patent 
was  valid,  gave  the  defendant  leave  to  state  his  secret  process  in  camerd^  and 

Held^  that  where  a  patent  is  for  a  process  arriving  at  a  known  result  any 
person  may  use  another  process  without  its  being  an  infringement ;  but  where 
the  patent  is  for  a  new  result,  coupled  with  an  effectual  process,  the  patentee  is 
protected  from  the  use  of  any  other  process  for  the  same  result.  The  defendant 
had  not  invented  new  materials,  but  had  used  the  same  materials  and  arrived  at 
a  similar  result,  though  by  a  process  different  from  that  of  the  plaintiffs  and  not 
known  at  the  date  of  the  patent,  and  this  was  an  infringement. 

The  plaintiffs,  who  were  possessors  of  a  patent  for  improvements 
in  the  production  of  colouring  matters  for  dyeing  and  printing, 
brought  this  action  for  an  injunction  to  restrain  the  defendants 
from  infringing  their  patent  by  making  similar  articles  according 
to  the  processes  described  in  the  patent  Tlie  defence  was  that 
the  patent  was  void  altogether;  but  that  if  the  patent  was  valid, 
the  defendant,  Mr.  Levinstein,  had  used  a  secret  process  in  manu- 
facturing his  dyes  which  differed  entirely  from  any  process 
described  by  the  plaintiffs  in  their  specification,  and  that  conse- 
quently there  had  been  no  infringement  of  the  patent 

[The  essential  parts  of  the  specification  are  fully  cited  in  the 
subsequent  judgments.] 

Numerous  witnesses  were  examined  on  both  sides  as  to  the 
manner  in  which  the  four  different  chemical  processes  described  in 
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the  plaintiffs'  patent  could  be  worked  When  the  defendant,  Mr. 
Levinstein,  gave  his  evidence,  he  objected  to  answer  any  ques- 
tions put  to  him  in  cross-examination  which  should  have  the 
effect  of  disclosing  the  secret  ^process  by  which  he  conducted  his 
operations. 

Mr.  Justice  Pearson  considered  this  objection  to  be  reasonable, 
and  allowed  the  examination  to  be  continued  upon  that  principle, 
giving  the  defendant  leave  to  decline  answering  any  questions 
which  would  disclose  his  secret  process. 

After  the  hearing  of  the  case  had  lasted  for  ten  days,  his 
[*  158]  *  Lordship  stated  that  in  consequence  of  the  conflicting 
nature  of  the  evidence  and  the  consequent  diflBculty  of 
deciding  a  scientific  question  of  this  nature,  he  should  not  give 
judgment  without  having  the  evidence  of  an  independent  expert 
witness  who  would  undertake  to  make  such  experiments  as  should 
be  necessary  for  the  purpose  of  advising  the  Court  Professor 
Roscoe  was  thereupon  appointed,  with  the  consent  of  both  parties, 
to  conduct  these  experiments,  and  the  following  instructions  were 
given  to  him  by  the  Court :  — 

""  A  question  has  arisen  in  the  trial  of  this  action  between  the 
owners  of  the  patent  and  the  parties  who  are  alleged  to  have 
infringed  it,  as  to  the  suflSciency  of  the  specification  as  regards 
the  first  process  described  in  it.  For  the  information  of  the  Court 
Professor  Eoscoe  is  requested  to  perform  the  experiments  which 
may  be  necessary  to  answer  the  questions  hereafter  stated,  follow- 
ing exactly  the  directions  contained  in  the  example  given.  —  '  As 
an  example  of  the  manner  in  which  this  first  process  may  be 
carried  out,  I  proceed  as  follows:  about  ten  poimds  of  naphthy- 
lamine  are  mixed  with  or  dissolved  in  about  two  gallons  of  con- 
ceninUeJ  or  strong  muriatic  acid,  and  about  100  gallons  of  cold 
water,  and  thereto  an  aqueous  solution  of  nitrate  of  sodium  is 
added,  containing  about  four  and  eight-tenths  pounds  of  pure 
nitrat*^  of  sodium,  or  as  much  as  will  be  found  necessary  to  con- 
vert the  n»phthylamine  into  its  diazo  compound,  or  into  hydro- 
chlomta  of  diazo-naphthalina  The  solution  thus  obtained  is 
added  to  an  aqueous  and  strongly  alkaline  solution  of  about  ten 
pounds  of  either  of  the  two  isomeric  naphthols,  or  of  mixtures  of 
the  same,  when  a  dark  red  or  brown  precipitate  will  be  produced, 
oDiisisting  of  oxyazo-naphthaline,  which  is  to  be  filtered,  washed, 
mud   dried  *     Professor  Roecoe    is    requested    to  obtain    oxyaso 
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exclusively  in  the  manner  tlieiein  described;  he  is  to  endeavour 
to  obtain  sulpho  acids  of  oxyazo-naphthaline  by  dissolving  the 
oxyazo -naphthaline  which  he  has  already  obtained,  in  ordinary 
fuming  sulphuric  acid  containing  30  per  cent  of  anhydrous 
sulphuric  acid  in  the  proportions  of  ten  of  oxyazo-naphthaline  to 
twenty  of  sulphuric  acid.  The  mixture  is  then  to  be  heated  at  a 
temperature  of  about  10.0  degrees  centigrade  for  about  two  hours, 
or  until  a  sample  of  the  mixture  shall  be  found  to  produce  a  solu- 
tion with  water. 

*  **  The  further  treatment,  as  specified  in  the  process,  is  [*  159] 
then  to  be  pursued,  that  is  to  say :  *  The  further  treatment 
consists  in  removing  the  free  sulphuric  acid  contained  in  the 
mixture  by  any  of  the  known  means  for  effecting  the  purpose, 
such  as,  for  instance,  by  neutralisation  with  caustic  lime,  and  the 
colouring  matter  may  be  obtained  in  a  solid  state,  by  preference 
in  the  state  of  a  sodium  salt,  in  a  manner  well  understood  by 
chemists.'  Professor  Eoscoe  is  requested  to  state  to  the  Court 
whether  he  obtained  any  and  what  results  from  the  experiments 
80  made.  If  he  obtains  no  result  from  this  experiment  he  is 
requested  to  repeat  the  experiment  with  fuming  sulphuric  acid 
containing  10  per  cent  of  anhydrous  sulphuric  acid,  and  to  state 
what  result  he  obtains.  He  is  also  requested  to  try  the  process 
exactly,  acting  upon  the  example  already  detailed,  with  sulphuric 
acid  containing  80  per  cent  of  anhydrate,  unless  he  shall  consider 
it  dangerous  or  impossible  to  follow  the  instructions  there  given, 
it  being  represented  to  the  Court  that  there  would  be  danger  in 
following  these  directions  implicitly.  If  he  does  not  proceed  with 
the  experiment  as  given  in  the  example,  he  is  requested  to  state 
to  the  Court  his  reasons  for  declining  to  do  so.  If  Professor 
Eoscoe  has  any  diflSculty  in  understanding  the  instructions,  he  is 
requested  to  see  the  Judge  personally,  who  will  give  him  such 
instructions  as  are  necessary.  He  is  requested  to  test  carefully 
all  the  materials  he  employs,  and  to  see  that  he  has  no  communi- 
cation at  all  with  the  parties  in  the  action  or  any  of  their  agents 
or  advisers  while  making  the  experiments ;  but  one  chemist  repre- 
senting either  party  is  permitted  to  be  present ;  and  the  costs  to 
be  costs  in  the  cause. " 

After  Professor  Eoscoe  had  made  his  report  (the  effect  of  which 
is  stated  in  the  judgment  of  Pearson,  J.,  infra),  the  Court  hav- 
ing formed  an  opinion  upon  the  first  branch  of  the  case  that  the 
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plainu^s'  patent  was  valid,  gave  leave  to  the  defendant  to  describe 
kis  sijcrec  prxess  if  he  should  think  fit  to  do  so,  in  order  that  the 
Cccrt  eLti:  ccne  io  a  ccnclusioii  on  the  second  branch  of  the  case 
—  wbfcbar  srrfre  hid  or  had  not  been  an  infringement  of  the 

Tie  ifCfmion^s  iaviz§  elected  to  disclose  his  secret  process,  the 
itMTT.:::!  -t  :ie  evi-iierLce  and  aignments  was  continued  in  camerd 
f  :r  iLxe  iij^  r»  rercrteis  as  well  as  the  public  being  excluded, 

tiii  til?  C:crt  iben  reserved  judgment 
;^:>V3      •Ascrc.  Q.  C,  Webster,  Q.  C,  and  Lawson,  for  the 

H  i:^MSv  ^  C .  and  Chadwyck  Healey,  for  the  defendants. 

7  uw  r\     FtJL3SOX  J. :  — 

Ii   kill  JK  wi:i  the  defence  with  regard  to  the  validity  of  the 

-ri.\::»  nmr-y  i'rvrr  lise  erf  which  was  brought  into  contention,  I 

s.:... '  ,vi::::e  3rv«lf  simply  to  those  points  which  seem  to  be  of 

>  .:  -  -:  "*v  rsi:^:^.  arid  if  I  omit  others  it  must  be  understood  that  I 

-  .:   :ix*at  ^uase  I  do  not  and  did  not  place  any  reliance  upon 

r^v»  r?i:ec:5  is  stated  to  be  "  for  improvements  in  colouring 
"i.a,.x^r^  $u:aLb*e  for  dyeing  and  printing. "  The  first  lines  of  the 
<;\v  i^,":4;:>*tt  describe  it  in  these  words:  "  The  invention  consists 
^  t  ,'x*  vr,\i^Jxrc:oQ  of  red  and  brown  colouring  matters  which  in 
;\' *.  ul  tvX.'^:a^  may  be  termed  the  'sulpho  acids  of  oxyazo- 
^.v  >,ijL^r*te. '*  Then  it  goes  on  to  say,  "  and  the  following  pro- 
.v^5^^  xay  S?  ^::::rloyed  for  their  preparation. "  It  then  describes 
.w.*  vrvxv^f?}*?^  wi:h  which  I  must  deal  presently.     What,  there- 

: .  r*.  I  ^ike  to  be  the  real  subject  of  this  patent  is  that 
'*'-;;"  ^"^  .h  i$  ♦described  to  be  "sulpho    acids  of    oxyazo- 

•♦vtv^ciAlirse  *  and  colouring  matter  of  course ;  but  colour- 
> ..-  ^\i,Arti'^:.b.  treated  chemically,  is  sulpho  acids  of  oxyazo- 
-iu  :v'\C:  Vv  ^vaI  I  stated  in  the  course  of  the  argument,  and  I 
w  '^\v  -"^'  *-><5  ov:niv^n,  that  unless  the  patent  practically  shows 
^^,  >*  ,:v  ^.sV. ^o  ax-ivU  of  oxyazo-naphthaline  are  to  be  obtained,  the 
Vvt  V  ■;  ^^  ^ '5  *  S^'^'vt  patent 

v^  •  "^  *>'  *^'^*  ^^^  process,  it  proceeds  in  these  words :  **  Naphthy- 
\,  .  v*^^  ^:^  s\*tt\erted  into  its  diazo  compound  by  the  action  of 
»♦  *vv..<  ji\'au  At-vl  itt  a  manner  well  known  to  chemists;  and  equal 
uiv  \\  vs->^  ^v£  •N^^  vUa^o  compound  thus  obtained,  and  of  naphthol  or 
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naphthylic  alcohol,  are  allowed  to  react  upon  one  another,  by 
preference  in  an  alkaline  solution.  According  to  the  employment 
of  either  of  the  two  isomeric  modifications  of  naphthylic  alcohol, 
known  as  alpha  naphthol  and  beta  naphthol,  the  result  of  this 
operation  is  a  precipitate  containing  either  of  the  two  correspond- 
ing and  isomeric  modifications  of  oxyazo-naphthaline,  and  which 
may  be  termed  alpha  and  beta  oxyazo-naphthaline  respectively. 
These  azo  compounds  are  further  converted  into  their  sulpho  acids 
by  any  method  now  in  use  for  the  preparation  of  organic-sulpho 
acids,  such  as,  for  instance,  by  heating  them  with  fuming  sul- 
phuric acid.  The  excess  of  sulphuric  acid  may  then  be  removed 
by  any  of  the  known  means  for  effecting  this  purpose,  and  the 
colouring  matter  may  be  obtained  in  a  solid  state  by  precipitation 
or  evaporation. ' 

The  first  objection  taken  to  what  I  have  read  was  that  naphthy- 
lamine  being  mentioned  there,  it  was  not  stated  what  naphthy- 
lamine  it  was  that  was  intended  to  be  used,  and  there  being  now 
two  naphthylamines  known  as  alpha  and  beta  naphthylamine, 
that  this  included  beta  naphthylamine,  and  if  it  included  beta 
naphthylamine  that  the  whole  patent  was  bad,  because  either  it 
went  too  far  or  did  not  describe  properly  how  you  are  to  treat  beta 
naphthylamine.  I  came  to  the  conclusion,  then,  and  I  come  to 
the  conclusion  now,  that  the  word  "  naphthylamine  "  in  the  patent 
means  that  which  was  generally  known  in  the  year  1878  as 
naphthylamine,  namely,  what  is  now  described  as  alpha  naphthy- 
lamine. It  appears  that  beta  naphthylamine  was  discovered  in 
1876.  In  1880  a  second  process  for  the  manufacture 
•of  beta  naphthylamine  was  described  in  a  scientific  [*162] 
journal;  but  down  to  the  year  1880  beta  naphthylamine 
was  an  article  only  used  in  the  laboratory,  a  very  costly  article 
which  hardly  any  scientific  man  had  seen,  which  was  not  com- 
monly known,  and  although  it  will  be  found  mentioned  in  Fowne's 
book  as  "  beta  naphthylamine, "  for  all  purposes  (and  I  should  say, 
certainly,  for  all  commercial  purposes)  beta  naphthylamine  hardly 
existed.  It  has  since  been  made  much  cheaper  by  a  process  which 
was  patented  in  the  year  1881.  But  although  beta  naphthylamine 
was  invented  in  1876,  and  would  at  once  be  called  "  beta  naphthy- 
lamine *  to  distinguish  it  from  the  naphthylamine  which  had 
been  known  for  at  least  fifteen  years  before,  it  does  not  follow  that 
that  naphthylamine  would  all  of  a  sudden  acquire  the  name  of 
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alpha  naphthylamine ;  it  would  remain  in  all  the  books  printed 
up  to  that  time  as  naphthylamine  only,  and  I  am  satisfied  that  at 
the  date  of  the  patent,  and  subsequently  to  the  date  of  the  patent, 
any  person  ordering  naphthylamine  simply,  would  have  been 
supplied  with  the  old  naphthylamine,  and  nobody  would  have 
thought  of  asking  him  whether  he  wanted  "  beta  naphthylamina ' 
Under  these  circumstances  I  think  it  would  be  improper  to  come 
to  the  conclusion  that  any  naphthylamine  was  meant  in  this 
patent  except  that  which  was  known  simply  as  "  naphthylamine, " 
that  is,  that  which  is  now  properly  described  as  alpha  naphthy- 
lamine. 

The  next  objection  to  the  termfi  of  the  patent  that  I  have  read 
consists  in  the  use  of  fuming  sulphuric  acid.  The  principal  objec- 
tion to  this  first  process  has  been  to  the  use  of  fuming  sulphuric 
acid.  The  objection  will  be  better  understood  by  looking  to  the 
first  example  which  is  given.  There  was  a  question  raised  during 
the  course  of  the  alignment  as  to  whether  or  not  the  example  was 
to  be  taken  as  part  of  the  patent  I  apprehend  the  example  shows 
the  process  by  which  the  idea  of  the  patentee  is  to  be  realised.  A 
man  cannot  take  out  a  patent  for  an  idea,  but  he  may  take  out  a 
patent,  if  I  may  say  so,  for  an  idea  coupled  with  a  practical 
process  of  efifecting  that  idea,  and  the  example  is  the  practical 
mode  by  which  effect  is  to  be  given  to  the  idea  of  this  patent :  the 
idea  of  producing  colouring  matter,  by  producing  sulpho 
[*  163]  acids  of  oxyazo-naphthaline.  It  therefore  *  becomes  exceed- 
ingly important,  and  it  was  argued  at  considerable  length 
before  me,  whether  or  not  the  process  described  in  this  first 
example  was  a  process  that  could  be  practically  carried  through. 
Down  to  the  preparation  of  oxyazo-naphthaline,  which  was  there 
described,  no  great  difificulty  presented  itself.  But  when  you  had 
got  the  oxyazo-naphthaline  you  had  to  sulphonate  it,  and  the 
mode  of  sulphonating  it  is  thus  described :  "  In  order  to  obtain  the 
Rulpho  acids  of  oxyazo-naphthaline,  I  dissolve  about  ten  pounds  of 
the  oxyazo-naphflhaline  in  about  twenty  poxmds  of  fuming  sul- 
phuric acid,  containing  about  80  per  cent  of  anhydrous  sulphuric 
acid,  and  the  mixture  is  heated  at  a  temperature  of  about  100 
(logroes  centigrade  for  about  two  hours,  or  until  a  sample  of  this 
mixture  will  be  found  to  produce  a  solution  with  water. "  It  was 
Haid  that  80  per  cent  anhydrous  sulphuric  acid  was  so  strong  that 
it  was  perfectly  impossible  to  produce  the  sulpho  acids  according 
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to  this  process,  for  before  you  had  arrived  at  the  sulpho  acid,  if 
you  used  80  per  cent  anhydrous  sulphuric  acid,  all  the  oxyazo- 
naphthaline,  or  the  greater  part  of  it,  would  be  charred  if  not 
actually  burnt     There  was  a  great  deal  of  conflicting  evidence 
upon  this  subject,  and  the  result  of  it  was  that  I  thought  it  desir- 
able to  get  further  evidence  upon  the  subject  from  an  independent 
scientific  chemist,  and  both  parties  agreeing  to  Professor  Eoscoe  as 
being  one  of  the  most  competent  men  in  England  to  assist  the 
Court,  I  directed,  by  an  order  that  was  made,  that  he  should 
pursue  this  first  example  and  report  to  me  what  the  result  was. 
Accordingly  he  did  so,  and  I  think  the  Court  has  reason  to  feel 
considerably  indebted  to  Professor  Eoscoe  for  the  pains  which  he 
took  in  performing  the  experiment  and  giving  to  the  Court  the 
advice  which  the  Court  wanted.     I  will  read  simply  the  conclu- 
sion of  the  report,  which  is  in  these  words :  "  I  am  of  opinion 
that  the  above  dyeing  trials  show  that  the  colour  prepared  with 
the  acid  containing  80  per  cent  of  anhydride  is  distinctly  superior 
both  in  tinctorial  power  and  in  brilliancy  to  that  prepared  with 
the  acid  containing  30  per  cent  of  anhydride,  and  that  this  again 
is  distinctly  superior  both  in  tinctorial  power  and  in  brilliancy  to 
that  prepared  with  the  acid  containing  10  per  cent  of  anhydride ; 
and  therefore  I  conclude,  from  the  above  experiment, 
that,  both  as  regards  quantity  and  quality  of  dye,  *  the  [*  164] 
process  involving  the  use  of  80  per  cent  acid  is  superior 
to  the   others.     I  am  also  of  opinion   that  this  process  can  be 
carried  out  without  danger,  provided  proper  appliances  are  made 
use  of. '     I  do  not  forget  that  after  that  report  had  been  received  I 
was  asked  to  send  some  further  questions  to  the  professor  in  order 
to  know  exactly  how  those  experiments  had  been  conducted.     One 
Vvas  as  to  the  quantity  of  oxyazo-naphthaline  that  had  been  used  in 
the  sulphonating  experiments,  the  other  was  as  to  the  place  and 
the  circumstances  under  which  the  anhydrous  acid  had  been  used. 
To  the  one  question  he  replies  that  rather  more  than  a  quarter  of 
a  pound  had  been  used  in  each  case,  and  in  reply  to  the  other  he 
says,  "  The  oxyazo-naphthaline  used  in  each  experiment  was  added 
by  dusting  in  during  the  operation,  and  the  operation  was  carried 
out  on  a  flat  leaden  roof ;  during  the  operation  a  wind  was  blow- 
ing.    No  appreciable  loss  of  the  oxyazo-naphthaline  was,  however, 
incurred.  **     It  is  said  that  inasmuch  as  there  was  a  very  small 
quantity  used,  and  inasmuch  as  it  was  used  in  the  open  air,  under 
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those  circumstances  I  must  deduct  from  the  conclusion  of  the 
professor,  and  that  I  must  arrive  at  this  result:  that  what  was 
done  with  a  quarter  of  a  pound  of  oxyazo-naphthaline  could  not 
be  done  with  any  large  quantity  of  oxyazo-naphthaline ;  and  that 
what  was  done  on  a  flat  leaden  roof,  exposed  to  the  air,  could  not 
be  done  in  a  manufactory  properly  constructed  for  the  purpose. 
I  cannot  arrive  at  either  of  these  conclusions.  I  think  that  the 
result  of  Professor  Eoscoe's  report  to  me  is  this  —  that  for  practical 
purposes  this  process  can  be  adopted,  and  that  the  first  process 
therefore  shows  the  practical  mode  of  working  out  that  which  the 
patentee  has  taken  out  a  patent  for,  which  was  a  practical  mode  of 
making  sulpho  acids  of  oxyazo-naphthaline  which  give  a  distinct 
colour. 

[After  dealing  with,  and  setting  aside  the  objections  to  the 
other  processes  described  in  the  specification,  the  learned  Judge 

proceeded :  — ] 
[166]  Before  I  go  further,  I  should  like  to  say  one  word  upon 

my  obtaining  the  report  of  Professor  Koscoe,  because  a 
[*  167]  hint  was  thrown  *  out,  though  I  cannot  say  it  was  more 
than  a  hint,  that  there  was  a  doubt  whether  I  was  entitled 
to  obtain  the  assistance  of  Professor  Eoscoe  in  order  to  inform 
myself  of  the  matters  relative  to  the  decision  to  which  I  ought  to 
come  in  this  case.  I  am  happy  to  say,  looking  at  the  cases  which 
were  cited  to  me,  that  I  find  a  distinct  decision  of  the  Court  of 
Appeal  showing  that  I  had  power  to  do  that  which  I  have  done, 
and  I  should  be  exceedingly  sorry  that  it  should  go  forth  that  the 
Court  has  not  that  power.  In  the  case  of  Mellin  v.  Monico,  3  C. 
P.  D.  142,  the  very  point  was  raised.  Lord  Justice  Bramwell 
says  this,  in  giving  his  judgment  (3  C.  P.  D.  149) :  **  Under  sectj 
56  any  question  arising  in  the  cause  may  be  referred  by  the  Court 
or  Judge  for  inquiry  and  report  to  an  official  or  special  referee. 
He  is  not  to  dispose  of  the  action,  and  I  do  not  think  he  is  even 
to  determine  any  matter  in  issue  between  the  parties;  if  there  are 
facts  disputed  —  for  instance,  if  one  of  the  parties  asserts  that  a 
building  is  twenty  feet  high,  and  the  other  that  it  is  twenty-five 
feet  —  the  referee  in  such  a  case  as  that  must  determine  the  fact 
and  report  it;  his  duty  is,  instead  of  determining  issues  of  fact  or 
of  law,  to  find  the  materials  upon  which  the  Court  is  to  act "  I 
think  that  is  exactly  what  Professor  Eoscoe  has  done  in  this  case, 
and  I  think  I  was  entitled,  whether  the  parties  liked  it  or  not 


B.  C.  VOL.  XX.]  SECT.  Vin.  —  INFRINGEMENT.  647 

Ho.  43.  ^BadiBche  ABilin  usd  Soda  F&brik  ▼.  Leriasteixi,  24  Gh.  D.  167, 168. 

(and  they  did  not  assent  or  dissent  from  it),  in  this  case,  to  send 
the  questions  to  Professor  Eoscoe,  which  I  did,  not  to  decide  any 
issue  in  the  case,  but  to  get  from  him  that  information  which 
would  enable  me  to  decide  what  is  before  me.  I  have  said  that 
there  is  really  nothing  more  in  the  third  process,  which  was 
seriously  objected  to,  but  I  do  not  forget  that  there  came  in  there 
a  very  important  passage,  which  will  have  considerable  bearing  on 
the  second  question  in  this  action.  After  describing  the  mode  of 
producing  the  sulpho  acids  of  naphthylamine,  he  says,  "  By  the 
said  methods,  as  is  well  known,  several  modifications  of  the 
sulpho  acids  of  naphthylamine  are  obtained,  chiefly  differing 
from  each  other  by  their  various  degrees  of  solubility  in  water, 
some  of  them  being  nearly  insoluble,  such  as  the  so-called 
naphthionic  acid. '  At  the  conclusion  of  the  example  to  which  I 
am  referring,  these  words  are  used,  *'A11  these  modifications  of 
the  sulpho  acids  of  naphthylamine  may  be  converted  into 
the  *  corresponding  sulpho  acids  of  oxyazo-naphthaline  [*  168] 
in  the  manner  above  described,  and  thus  colours  obtained, 
diflfering  in  a  similar  ratio,  in  their  various  degrees  of  solubility. " 
Then  there  comes  the  claim  at  the  end.  He  claims  "  The  pro- 
duction of  red  and  brown  colouring  matters,  which  in  chemical 
language  may  be  termed  the  sulpho  acids  of  oxyazo-naphthaline, 
by  the  action  of  the  diazo  compounds  which  may  be  prepared 
from  naphthylamine  or  from  the  sulpho  acids  of  naphthylamine 
upon  any  of  the  isomeric  naphthols  or  of  mixtures  of  the  same,  or 
upon  any  of  the  sulpho  acids  which  may  be  prepared  from  either 
alpha  naphthol  or  from  beta  naphthol,  or  from  mixtures  of  the 
same,  substantially  by  the  processes  above  described."  It  was 
said,  amongst  other  things,  that  the  claim  altogether  is  too  wide 
—  that  he  claims  not  only  all  acids  then  known,  but  all  acids 
which  might  be  hereafter  discovered.  I  am  of  opinion  that  any 
patentee  who  takes  out  a  patent  for  a  chemical  invention  claims 
that  which  is  known  and  which  has  been  discovered  at  that  time, 
and  that  he  cannot  claim  that  which  afterwards  becomes  a  new 
discovery ;  and  that,  with  regard  to  the  terms  of  his  patent,  the 
law  will  restrain  him  if  he  uses  language  to  meet  that  which  is 
outside  the  subject-matter  of  his  patent,  and  the  law  will  hold 
that  the  patent  is  for  that  which  was  known  at  the  time,  and  not 
for  that  which  was  discovered  ten  or  fifteen  years  afterwards.  I 
hold,  therefore,  that  the  claim  is  not  too  wide. 
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I  think  that  reading  the  patent  fairly  —  both  the  examples 
which  are  given,  and  the  processes  which  are  shown  —  that  they 
are  processes  in  which  the  combination  is  a  combination  of  the 
sulpho  acids  in  solution,  treating  them  with  a  caustic  alkaline 
solution.  But  the  idea  that  is  claimed,  the  idea  which  the 
patentee  has  discovered,  if  I  may  use  that  expression  for  want  of 
a  better  one,  is  the  discovery  of  a  certain  substance  which  is 
properly  chemically  described  as  a  sulpho  acid  of  oxyazo- 
naphthaline,  and  with  respect  to  which,  in  order  that  he  might 
take  out  a  patent,  he  was  bound  to  show  a  practical  mode  of 
making  it.  That  he  has  done.  Having  shown  a  practical  mode 
of  making  it,  he  was  not  bound  to  show  every  mode  by 
[*  169]  which  it  could  be  made.  I  am  of  *  opinion,  therefore,  that 
as  he  mentions  that  there  are  acids  more  or  less  soluble 
which  will  be  produced  in  the  process  of  making,  he  is  not 
excluded  by  the  terms  of  his  patent  from  saying:  Although  I 
have  described  a  process  by  which  some  of  these  acids  can  be 
made,  I  do  not  mean  to  say  that  I  reject  all  those  which  are  less 
soluble,  and  I  have  pointed  out  that  they  are  less  soluble ;  but  by 
substantially  the  same  process  that  you  can  make  the  former  by, 
you  can  produce  sulpho  acids  of  oxyazo-naphthaline  from  the 
latter,  and  therefore  I  consider  those  as  included  in  my  patent 
I  come  to  the  conclusion,  therefore,  that  the  patent  is  valid,  I 
think  there  is  no  real  objection  to  it  I  think  the  idea  was  a  new 
one.  I  think  that  the  process  is  sufficient  in  order  to  protect  it 
I  think  that  it  is  workable.  I  think  it  results  not  simply  in  that 
which  will  produce  a  laboratory  experiment,  but  in  that  which 
may  be  used  for  commercial  purposes.  Under  those  circumstances 
I  must  decide  the  first  issue  in  favoin:  of  the  plaintiifs. 

I  come  now  to  that  which  to  any  one  like  myself,  unacquainted 
with  chemistry,  must  necessarily  be  a  matter  of  greater  difficulty, 
and  that  is  the  question  of  infringement  Before  proceeding  to 
that,  however,  I  should  like  to  state  tiie  course  that  I  have  pur- 
sued, because  the  circumstances  that  have  arisen  in  this  case  are 
circumstances  that,  as  far  as  1  know,  and  as  far  as  counsel  kliow, 
never  arose  in  any  other  case  before ;  and  it  may  be  useful  if  the 
plan  which  I  have  adopted  is  the  right  and  proper  plan,  that 
parties  should  know  hereafter  what  plan  it  was  that  I  did  proceed 
upon.  Mr.  Levinstein,  who  has  defended  this  case  with  veiy 
great  fairness,  as  well  as  with  very  great  ability,  set  up  by  his 
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defence  that  he  had  a  secret  process.  Of  course  the  question  as  to 
whether  or  not  that  secret  process  is  a  process  which  is  within  the 
terms  of  the  patent  is  what  I  shall  have  to  consider.  But  it  was 
plain  to  me  that  if  he  were  called  upon  to  state  in  open  Court  what 
that  secret  process  was,  it  might  turn  out,  eventually,  if  1  should 
come  to  the  conclusion  that  the  patent  was  bad,  and  if  I  called 
upon  him  then  to  state  to  the  public  a  secret  which  he  ought  to  be 
at  liberty  to  confine  within  his  own  breast,  that  I  might  do  him 
irreparable  mischief.  Accordingly  I  allowed  him  not  to 
answer  certain  questions  which  were  *  put  to  him,  leaving  [*  170] 
him  to  determine  for  himself  before  the  case  was  finally 
closed  whether  he  would  or  not  communicate  his  secret  process  to 
the  Court,  so  that  the  Court  might  be  able  to  determine  whether 
he  had  infringed  the  patent  I  thought  it  right,  under  these 
circumstances,  to  continue  the  case  with  regard  to  the  validity  of 
the  patent  until  I  had  got  so  far  as  that  the  balance,  in  my  own 
mind,  was  in  favour  of  the  patent,  and  until  I  found  that  unless, 
on  further  consideration,  I  changed  my  then  opinion,  I  should 
decide  that  the  patent  was  valid.  I  then  required  Mr.  Levin- 
stein's counsel  to  elect  whether  he  would  communicate  his  secret 
process,  or  whether  he  would  not  Mr.  Higgins  elected  to  com- 
municate the  secret  process,  and  I  then  heard  Mr.  Levinstein's 
description  of  that  secret  process  with  closed  doors,  no  persons 
being  present  except  the  parties  and  their  scientific  assistants. 
Now  in  treating  this  question  of  infringement  I  shall  be  very 
careful  to  say  nothing  with  regard  to  it  that  I  think  can  communi- 
cate to  the  outside  public  the  secret  which  Mr.  Levinstein  has. 
I  think  that  is  only  fair  to  him,  and  I  think  I  am  bound,  as  far 
as  I  possibly  can,  to  protect  him  from  any  injury  in  consequence 
of  any  statement  he  has  made  to  the  Court 

There  are  two  principles  which,  as  deciding  this  question  of 
infringement,  I  have  to  bear  in  mind;  one  is  this,  that  in  these 
chemical  cases,  where  a  patentee  has  made  some  discovery  in 
chemistry,  any  person  may  afterwards  use  for  the  same  purpose 
chemical  equivalents  which  were  not  known  to  be  chemical  equiv- 
alents at  the  time  the  patent  was  taken  out  That  is  so  expressed 
in  the  judgment  of  Mr.  Justice  WilliApMS  in  the  case  of  Unwin 
V.  Heath,  in  which  he  says  (2  Web.  Pat  Cas.  302) :  "  There  is 
ample  evidence  that  to  melt  together  oxide  of  manganese  and  car- 
bonaceous matter,  with  steel  and  iron,  will  serve  as  an  equivalent 
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for  the  melting  together  of  carburet  of  manganese  with  steel  or 
iron  in  producing  the  desired  result  But  there  is  no  evidence 
that  at  the  time  of  the  patent  and  specification  this  was  known  to 
persons  of  ordinary  skill  in  chemistry.  And  I  fully  agree  with 
the  doctrine  which  has  been  repeatedly  laid  down  in  the  course  of 

the  discussion  of  this  cause,  that  though  the  use  of  a 
[*  171]  chemical   *  or  mechanical  substitute  which   is  a  known 

equivalent  to  the  thing  pointed  out  by  the  specification 
and  claimed  as  the  invention,  amounts  to  an  infringement  of  the 
patent ;  yet  if  the  equivalent  were  not  known  to  be  so  at  the  time 
of  the  patent  and  specification,  the  use  of  it  is  no  infringement ' 
And  Mr.  Baron  Parke  (2  Web.  Pat  Cas.  314)  says  this,  "  The 
specification  must  be  read  as  persons  acquainted  with  the  subject 
would  read  it  at  the  time  it  was  made,  and  if  it  could  be  con- 
strued as  containing  any  chemical  equivalents  it  must  be  such  as 
are  known  to  such  persons  at  that  time ;  but  those  which  are  not 
known  at  the  time  as  equivalents,  and  afterwards  are  found  to 
answer  the  same  purpose,  are  not  included  in  the  specification. 
They  are  new  inventions. "  That  is  one  principle  which  I  have 
to  bear  in  mind  in  looking  at  this  case. 

But  there  is  another  principle  no  less  important  than  that,  and 
that  is  this,  that  where  a  patent  is  taken  out  for  a  process  for 
arriving  at  a  known  result  (I  mean  a  result  known  before  the 
patent  is  taken  out  for  the  process  simpliciier),  any  other  person 
may  take  out  a  patent  for  another  process,  or  may  use  another 
process  without  taking  out  a  patent,  without  any  infringement  of 
the  process  first  taken  out  But  when  a  patent  is  taken  out  for  a 
new  result  not  known  before,  and  there  is  one  process  described  in 
the  patent  which  is  effectual  for  the  purpose  of  arriving  at  that 
new  result  at  the  time  when  the  patent  is  taken  out,  the  patentee 
is  entitled  to  protection  against  all  other  processes  for  the  same 
result,  and  no  person  can,  without  infringing  upon  his  patent, 
adopt  simply  a  different  process  for  arriving  at  the  same  result 
That  is  stated  in  a  great  number  of  cases  and  in  great  detail. 
The  first  case  to  which  I  refer  is  the  case  of  Jupe  v.  Pratt,  and  I 
am  reading  from  page  146  of  the  first  volume  of  Webster's  Patent 
Cases,  in  which  Baron  Alderson  quotes  the  argument  of  the 
Lord  Chief  Baron  Pollock,  and  is  referring  to  a  case  which  the 
Chief  Baron  had  argued,  and  he  says  this :  "  The  difficulty  which 
will  press  on  you'    (Baron  Alderson  was  then  addressing  the 
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jury),  "  and  to  which  your  attention  will  be  called  in  the  present 
case,  is  this :  you  cannot  take  a  patent  for  a  principle ;  you  may 
take  out  a  patent  for  a  principle  coupled  with  the  mode 
*  of  carrying  the  principle  into  efifect,  provided  you  have  [*  172] 
not  only  discovered  the  principle,  but  invented  some 
mode  of  carrying  it  into  effect  But  then  you  must  start  with 
having  invented  some  mode  of  carrying  the  principle  into  effect;  if 
you  have  done  that,  then  you  are  entitled  to  protect  yourself  from 
all  other  modes  of  carrying  the  same  principle  into  effect,  that 
being  treated  by  the  jury  as  a  piracy  of  your  original  invention. " 

The  same  doctrine  will  be  found  laid  down  in  the  case  of 
HousehUl  Coal  and  Iron  Company  v.  Neilson,  1  Web.  Pat  Cas. 
685,  in  which  Lord  Justice-Clerk  Hope  (and  this  is  a  case  which 
was  carried  to  the  House  of  Lords)  lays  it  down  in  this  way :  "  I 
state  to  you  the  law  to  be,  that  you  may  obtain  a  patent  for  a 
mode  of  carrying  a  principle  into  effect ;  and  if  you  suggest  and 
discover,  not  only  the  principle,  but  suggest  and  invent  how  it 
may  be  applied  to  a  practical  result  by  mechanical  contrivance 
and  apparatus,  and  show  that  you  are  aware  that  no  particular 
sort  or  modification,  or  form  of  the  apparatus,  is  essential,  in 
order  to  obtain  benefit  from  the  principle,  then  you  may  take  your 
patent  for  the  mode  of  carrying  it  into  effect,  and  are  not  under 
the  necessity  of  describing  and  confining  yourself  to  one  form  of 
apparatus.  If  that  were  necessary,  you  see  what  would  be  the 
result  Why,  that  a  patent  could  hardly  ever  be  obtained  for  any 
mode  of  carrying  a  newly  discovered  principle  into  practical 
results,  though  the  most  valuable  of  all  discoveries.  For  the  best 
form  and  shape  or  modification  of  apparatus  cannot,  in  matters  of 
such  vast  range,  and  requiring  observations  on  such  a  great  scale, 
be  attained  at  once  j  and  so  the  thing  would  become  known,  and 
so  the  right  lost,  long  before  all  the  various  kinds  of  apparatus 
could  be  tried.  Hence  you  may  generally  claim  the  mode  of 
carrying  the  principle  into  effect  by  mechanical  contrivance,  so 
that  any  sort  of  apparatus,  applied  in  the  way  stated,  will  more  or 
less  produce  the  benefit,  and  you  are  not  tied  down  to  any  form. " 

And  in  a  later  case  before  Lord  Westbury,  Lord  Westbury, 
with  his  usual  terseness,  states  the  matter  in  a  manner  still  more 
pointed.  I  am  referring  now  to  the  case  of  Curtis  v.  Flatt  I 
am  reading  it  from  Mr.  Goodeve's  book  at  page  102.  He  says, 
**  It   is    extremely  desirable   that  when    a   beneficial    idea   has 
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[*  173]  been  started  *  by  one  man,  he  should  have  the  benefit  of 
his  invention,  and  that  it  should  not  be  curtailed  or 
destroyed  by  another  man  simply  improving  upon  that  idea ;  but 
if  the  idea  be  nothing  in  the  world  more  than  the  discovery  of  a 
road  to  attain  a  particular  end,  it  does  not  at  all  interfere  with 
another  man  discovering  another  road  to  attain  that  end,  any  more 
than  it  would  be  reasonable  to  say  that  if  one  man  has  a  road  to 
go  to  Brighton  by  Croydon  another  man  shall  not  have  a  road  to 
go  to  Brighton  by  Dorking.  " 

Now,  bearing  these  cases  in  mind,  I  really  have  to  consider 
whether  Mr.  Levinstein's  secret  process  comes  under  the  first 
principle  —  a  new  discovery  of  a  chemical  equivalent,  or  whether 
it  comes  under  the  second  principle  —  whether  it  is  simply  a  dis- 
covery of  a  new  process,  if  it  be  a  discovery  at  all,  to  produce  the 
same  result  which  is  patented  by  the  patent.  There  is  no  dispute 
whatever  between  the  parties,  that,  so  far  as  regards  the  materials 
which  are  described,  substantially,  Mr.  Levinstein  uses  the  same 
materials.  In  his  very  first  process,  in  which  he  wants  to  obtain 
the  sulpho  acids  of  naphthylamine,  he  does  not  use  fuming  sul- 
phuric acid ;  but  though  he  does  not  use  fuming  sulphuric  acid, 
he  uses  what  I  consider  to  be  a  known  chemical  equivalent  to  it 
in  that  which  he  mixes  with  the  naphthylamine,  and  his  process 
results  in  the  production  of  naphthionic  acid  in  the  form  of 
crystals.  I  have  no  hesitation  in  saying  that,  so  far  as  I  am 
capable  of  judging,  the  process  he  has  used  is  a  process  which  is 
much  cheaper,  much  simpler,  and  which  produces  less  waste,  and 
results  in  giving  you  naphthionic  acid  in  a  much  purer  form  than 
it  would  do  according  to  the  process  mentioned  in  the  patent.  It 
is  said  that  that  is  entirely  a  new  discovery  of  Mr.  Levinstein's. 
I  have  said  already,  and  I  repeat,  that  I  cannot  entertain  a  doubt 
in  my  own  mind,  although  I  am  very  diffident  of  expressing  any 
opinion  on  a  chemical  matter,  that,  judging  as  well  as  I  can  from 
the  information  before  me,  I  do  not  entertain  a  doubt  that 
naphthionic  acid  is  produced  by  a  chemical  operation  equivalent, 
and  known  to  be  equivalent  at  the  time  the  patent  was  taken  out 
Having  obtained  this,  he  then  proceeds  to  produce  the  diazo  com- 
pound. Now  there  is  some  difiference  between  the  witnesses  as 
to  whether  or  not  there  was  any  method  known  of 
[*  174]  treating  *  naphthionic  acid  so  as  to  produce  this  diazo 
compound  except  Clevg's  method.     So  far  as  I  am  capable 
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of  judging,  I  incline  to  the  opinion  that  ClevS*s  method  was  the 
only  one  that  was  known.  I  say  so,  not  forgetting  that  Dr. 
Griess  said  in  his  further  examination  on  the  eighth  day,  that 
somewhere  in  1860  he  had  invented  the  process  known  as  *  Dr. 
Griess's  method  for  making  diazo  compounds, '  and  that  it  was 
applicable  to  every  case.  I  am  still  inclined  to  think,  notwith- 
standing that,  that  Dr.  Griess's  method  had  probably  not  been 
applied  to  naphthionic  acid ;  and,  in  speaking  of  ordinary  skilled 
chemists  employed  in  manufactories  of  this  kind,  the  only  method 
known  to  them  would  be  Clevd's  method.  At  all  events,  I  can 
do  Mr.  Levinstein  no  injustice  by  assuming  that  Clevfe's  method 
was  the  only  method  then  known.  In  this  case,  also,  Mr. 
Levinstein,  by  experiment,  has  found  out  a  cheaper  method,  and 
I  suppose  a  better  method,  than  that  of  Clevi's,  for  producing  this 
diazo  compound ;  and  I  will  even  assume,  for  a  moment,  in  favour 
of  Mr.  Levinstein  that  he  might  be  able,  if  a  patent  could  be 
taken  out  for  such  a  matter,  to  take  out  a  patent  for  what  he  has 
done.  But  at  the  same  time  my  own  impression  is  this,  that  in 
what  he  has  done  he  has  simply,  by  experiment,  and  pursuing 
courses  well  known  in  chemistry,  adapted  to  this  particular 
naphthionic  acid  process  processes  which  have  been  used  for  other 
subject-matters,  although  it  had  not  been  found,  possibly  because 
it  was  not  wanted,  that  they  were  capable  of  being  used  with  re- 
gard to  naphthionic  acid.  He  has  then  got  his  diazo  compound. 
He  admits  that  he  uses  beta  naphthol,  and  he  only  uses  beta  naph- 
thol  in  one  very  well-known  chemical  shape  instead  of  another. 

Now  comes  what  again  was  relied  upon  very  strongly.  Having 
got  his  diazo  compound  of  naphthylamine,  and  having  got  his 
beta  naphthol,  both  in  solid  forms,  he  has  to  combine  them.  He 
does  not  use  caustic  soda,  he  uses  another  vehicle,  and  he  says 
that  there  is  a  very  great  difiference  in  using  that  other  vehicle 
from  using  the  caustic  alkaline  solution  which  is  mentioned  in 
the  patent;  and  one  of  the  differences,  he  says,  is  this,  that 
whereas  the  caustic  alkaline  solution  spoils  his  colour,  the  vehicle 
that  he  uses  keeps  it  perfectly  good,  and,  in  fact,  improves  it 
But,  nevertheless,  he  uses  that  vehicle  in  order  to  com- 
bine the  diazo  compound  *  which  he  has  got  of  the  sulpho  [*  175] 
acid  of  naphthylamine  with  the  beta  naphthol,  and,  unless 
I  am  much  mistaken,  speaking  from  his  own  evidence,  the  differ- 
ence in  the  use  of  the  two  vehicles  is  this,  that  whereas  the 
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caustic  soda  would  dissolve  the  beta  naphthol,  the  vehicle  which 
Mr.  Levinstein  uses  aflfects  the  diazo  compound  of  naphthylamine. 
I  purposely  use  the  word  *  aflfects, "  because  Mr.  Levinstein  told 
us  it  was  almost  impossible  to  say  what  was  the  exact  effect 
which  the  vehicle  he  used  had  on  the  diazo  compound.  Whether 
it  be  solution  or  whether  it  be  decomposition,  before  the  one  or 
the  other  has  taken  place  entirely,  at  the  very  first  outset,  when 
the  effect  begins  to  be  produced  in  the  status  nascens,  as  Mr. 
Levinstein  said,  the  result  is  that  the  diazo  compound  combines 
with  the  beta  naphthol,  and  you  then  get  the  colouring  matter 
that  you  want.  It  is  afterwards  precipitated  in  one  way  or 
another,  pressed,  dried,  filtered,  and  reduced  to  powder. 

Then  the  result  at  which  I  arrive  is  this :  the  processes  employed 
by  Mr.  Levinstein  are  processes  deserving  of  great  praise ;  but  they 
are  simply  processes  which  produce  exactly  the  same  results  from 
the  same  materials  which  are  produced  by  this  patent.  The  same 
object  is  pursued,  the  same  materials  are  employed,  the  same  result 
is  attained.  I  cannot  do  otherwise  than  come  to  the  conclusion 
that  those  are  merely  processes,  that  they  are  not  a  new  invention 
differing  from  the  patent,  but  are  in  reality  the  manufacture  of 
the  sulpho  acids  of  oxyazo- naphthylamine  by  a  process  differing  in 
some  respects  from  the  process  employed  according  to  the  patent 

I  cannot  come  to  this  conclusion,  I  must  honestly  say,  without 
some  regret  I  think  Mr.  Levinstein  has  employed  great  knowl- 
edge, great  skill,  and  great  perseverance  in  finding  out  these 
processes,  but  I  am  sorry  to  say  that  the  law  compels  me  to  inform 
him  that  these  processes  cannot  be  used  in  the  production  of  this 
colouring  matter,  seeing  that  the  production  of  this  colouring 
matter  is  protected  by  a  patent 

I  must,  therefore,  decide  the  second  issue  also  in  favour  of  the 
plaintiffs. 

Thrre  must  be  an  order  for  an  injunction.  There  must  be,  if 
necessary,  inquiries  as  to  damages.  The  defendant, 
[•  17(1]  Levinstein,  *must  pay  the  costs  of  the  action,  and  con- 
sidering the  nature  of  the  case,  and  the  defence  that  it  was 
A  acfcn  t  process,  which  I  have  heard  in  secret,  and  the  publication 
of  which  I  intend  to  restrict,  as  far  as  I  possibly  can,  I  must 
oiiUt,  and  I  do  order,  that  the  shorthand  notes  of  the  13th,  14th, 
15th,  and  16th  days,  and  all  the  printed  copies  in  the  possession 
Ilia  plaintiffs,  or  their  agents,  be  sealed  up  and  impounded  in 
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Court  until  either  there  shall  be  an  appeal,  in  which  case  the 
parties  are  at  liberty  to  apply  for  the  delivery  out  of  Court  of  so 
many  copies  as  they  want,  or  until,  either  by  lapse  of  time  or 
otherwise,  it  shall  be  determined  that  there  is  to  be  no  appeal,  in 
which  case  any  application  may  be  made  to  the  Court  for  the  dis- 
posal of  them  as  the  parties  may  think  fit. 

Webster,  Q.  C,  then  asked  for  a  certificate  that  the  validity  of 
the  patent  had  been  in  question,  and  for  a  certificate  that  the 
plaintififs  had  proved  the  breaches.  And  he  further  asked  that 
there  should  be  an  account  of  profits  instead  of  damages ;  and  that 
the  dye  stuflfs,  if  any,  verified  by  affidavit,  should  be,  at  the 
option  of  the  defendant,  either  delivered  up  to  the  plaintiffs  or 
destroyed.  In  support  of  the  latter  proposal  the  case  of  Plimpton 
V.  Malcolmson  (L.  R  20  Eq.  37)  was  cited  as  an  alithority. 

Peakson,  J.,  acceded  to  these  proposals,  and  directed  that  the 
shorthand  notes  should  be  impounded  for  a  period  of  one  month ; 
but  the  injunction  would  not  be  suspended  during  the  time.  And 
his  Lordship  also  directed  that  the  costs  occasioned  by  the 
employment  of  Professor  Eoscoe  should  be  costs  in  the  cause. 

The  defendants,  having  appealed  to  the  Court 
of  Appeal,  it  was  held  by  the  majority,  Bowen,  [29  Ch.  D.  366] 
L  J. ,  and  Fry,  L.  J. ,  against  Baggallay,  L.  J. , 
that  the  specification  was  insuflBcient  The  view  taken  by  the 
majority  on  the  evidence  was  that  if  the  claim  included  all 
possible  sulpho  acids  of  oxyazo-naphthaline  it  was  too  wide ;  for 
non  constat  that  all  would  produce  useful  colours  or  produce  any 
colours  at  all :  if  it  was  confined  to  the  red  colour,  the  only  one 
shown  to  be  commercially  useful,  the  processes  described  did  not 
show  a  certain  method  of  producing  it 

All  the  Lords  Justices  were  of  opinion,  that,  assuming  the 
patent  to  be  good,  there  was  a  case  of  infringement 

The  plaintiff  having  appealed  to  the  House 
of  Lords :  — 

Jan.    31 ;  Feb.    1,   3,  4.     Sir  R  Webster,  [12  App.  Cas.  710] 
A..G.,   and  T.  Aston,  Q.  C.  (W.  N.   Lawson, 
with  them),  were  heard  for  the  appellants. 
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Feb.  7,  8,  10,  11,  14  Napier  Higgins,  Q.  C,  and  Chadwyck 
Healey,  for  the  respondents,  cited  NeUson  v.  Harford,  1  Web. 
Pat  Cas.  314,  Goodeve  Pat  Ca&  321 ;  StuHz  v.  De  La  Rue,  1 
Web.  Pat  Cas.  83  n.  ;  Turner  v.  Winter,  1  Web.  Pat  Cas.  77, 
80 ;  Wood  V.  Zimmer,  HoU,  N.  P.  58  (p.  497,  arUe) ;  Bex  v. 
Wheeler,  2  B.  &  Aid.  345,  350  (p.  229,  ante) ;  Wegmann  v.  Cor- 
coran, 13  Ch.  D.  65,  Goodeve  Pat  Cas.  494;  and  Simpson  v. 
Holliday,  L.  R  1  H.  L.  315;  upon  the  question  whether  the 
specification  was  bad  for  ambiguity  or  want  of  distinctness,  pre- 
cision, fulness,  &C. 

Sir  R  Webster,  A.  -G. ,  replied. 

The  House  took  time  for  consideration, 

r*  711]      •  July  26.     Lord  Halsbuey,  L.  C.  :  — 

[After  stating  his  opinion  on  the  evidence  that  the 
patented  invention  was  new  and  useful,  and  dealing  with 
the   questions    of    fact  raised  by  the    evidence,    concluded    as 

follows: — ] 
[  715]        If  I  understand  the  objection  made  in  the  judgment  of 

the  Court  of  Appeal  it  is  of  this  character :  The  patentee 
has  not  selected  out  of  all  he  has  claimed  the  best  colour  or  shade 
of  colour,  —  he  has  claimed  all,  and  only  one  is  proved  to  have  any 
practical  value,  and  he  has  given  no  specific  directions  how  to 
produce  that  particular  shade  of  colour  which  is  practically  of 
value.  In  a  certain  sense  the  objection  is  well  founded  in  fact : 
the  patentee  has,  I  think,  claimed  all  the  shades  from  red  to 
brown,  but  I  am  at  a  loss  to  understand  what  is  meant  by  the  best 
colour.  I  do  not  know  that  there  is  any  standard  to  which  you 
can  refer  the  goodness  of  a  dyeing  stuff  in  respect  of  its  shada 
Its  tinctorial  power,  its  temporary  popularity,  its  brilliancy,  are 
all  qualities  which  may  make  it  best  under  some  circumstances, 
but  which  under  others  may  make  it  less  profitable,  less  popular, 
and  therefore  less  commercially  valuable.  Each  season  very  often 
has  its  own  fashionable  colour,  and  if  to  make  the  patent  valid 
the  patentee  must  foresee  and  describe  a  colour  (by  specimen  I 
presume,  since  no  nomenclature  with  which  I  am  acquainted  can 
distinguish  minute  shades  of  colour),  then  no  patent  could  be 
valid  for  dye  stuffs  which  should  embrace  a  wide  range  of  colours 
unless  the  patentee  did  that  which  nothing  but  the  gift  of  prophecy 
could  enable  him  to  accomplisL     Of  course  if  the  specification 
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were  misleading,  if  it  were  to  describe  a  process  by  which  it  was 
alleged  that  you  could  produce  a  red  colour,  whereas,  in  fact,  you 
produced  a  brown,  I  should  agree  that  the  patent  would  be  bad ; 
but,  as  I  have  already  said,  the  words  by  which  we  signify  the 
shades  of  colour  are  but  imperfect  instruments  for  representing  the 
optical  phenomena  which  we  recognise  under  the  generic  name  of 
colours. 

It  would,  of  course,  be  possible  to  give  specimens  of  colour, 
though  not  possible  by  verbal  description.  Your  Lordships  have 
been  familiar,  I  dare  say,  with  some  of  the  specimens  which  have 
been  provided  for  the  purpose  of  distinguishing  different  shades  of 
silks  or  worsteds,  and  if  in  addition  to  giving  specimens 
of  each,  *  which  of  course  would  be  possible,  the  duty  [*716] 
were  thrown  upon  the  patentee  that  in  order  to  make  his 
patent  valid  each  and  all  of  those  shades  of  colour  should  be  sepa- 
rately distinguished  as  of  greater  or  less  commercial  value,  and 
that  the  specific  mode  by  which  each  particular  shade  was  to  be 
distinguished  should  be  described,  it  would  appear  to  me  to  reduce 
the  whole  law  upon  this  subject  to  an  absurdity.  Upon  the  prin- 
ciple contended  for,  each  shade  must  not  only  be  shown,  but  its 
excellence  or  popularity  must  be  distinguished  separately  by  the 
patentee.  This,  as  it  appears  to  me,  reduces  the  obligation  sup- 
posed to  press  upon  the  patentee  to  an  absurdity. 

I  am  therefore  of  opinion  that  every  objection  to  this  patent  has 
failed,  and  I  move  your  Lordships  that  the  order  of  the  Court  of 
Appeal  be  reversed,  that  the  order  of  Pearson,  J.,  be  restored, 
and  that  the  respondents  do  pay  to  the  appellants  the  costs  both 
here  and  below,  and  that  the  cross  appeal  be  dismissed  with  costs. 

Lord  Herschell  :  — 

The  title  of  the  patent  is  "  Improvements  in  the  pro-  [717] 
duction  of  colouring  matters  suitable  for  dyeing  and  print- 
ing. "  The  specification  concludes  with  two  claims :  the  more  im- 
portant one  being  in  these  terms,  —  **  First,  the  production  of  red 
and  brown  colouring  matters,  which,  in  chemical  language,  may  be 
termed  the  sulpho  acids  of  oxyazo-naphthaline  by  the  action  of 
the  diazo  compounds  which  may  be  prepared  from  naphthylamine 
or  from  the  sulpho  acids  of  naphthylamine  upon  any  of  the 
isomeric  naphthols,  or  of  mixtures  of  the  same,  or  upon  any  of 
the  sulpho  acids  which  may  be  prepared  from  either  alpha 
VOL.  XX —  42 
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naphthoic  or  from  beta  naphthoic  or  from  mixtures  of  the  same, 
substantially  by  the  process  above  described. " 

I  may  observe,  at  the  outset,  that  I  think  it  is  established  that 
the  chemical  compounds,  termed  sulpho  acids  of  oxyazo-naphtha- 
line,  were  not  known  at  the  time  the  patent  was  taken  out  I 
shall  have  again  to  advert  to  this  point  hereafter ;  but  I  state  it 
now,  because  it  has  an  important  bearing  upon  the  question  to 
which  I  am  about  to  address  myself,  viz.,  what  is  the  invention 
which  the  patentee  claims  by  his  specification  ? 

The  determination  of  this  question,  which  presents  itself  at  the 
very  threshold  of  the  inquiry  upon  which  we  are  engaged,  appears 
to  me,  I  confess,  free  from  serious  difficulty.  Fry,  L.  J.,  in 
delivering  the  judgment  of  the  majority  of  the  Court  of  Appeal, 
complained  that  the  course  pursued  by  the  appellants  had  made  it 
very  difficult  to  answer  this  question,  as  they  did  not  put  into  the 
witness-box  Dr.  Caro,  or  any  other  witness,  to  prove  what  the 
real  invention  was.  I  cannot  think  that  this  complaint  was  well 
founded.  The  question,  what  the  real  invention  is,  must  be 
answered  from  a  critical  examination  of  the  specification.  Neither 
Dr.  Caro,  nor  any  other  witness,  could  have  been  permitted 
[•  718]  to  do  more  than  to  assist  in  its  construction  by  *  bringing 
to  the  mind  of  the  Court  the  state  of  chemical  knowledge 
at  the  time  the  patent  was  granted,  and  this  could  be  done  by  any 
competent  chemist  as  well  as  by  Dr.  Caro.  This,  indeed,  was  the 
view  taken  by  the  respondents  themselves,  for  when  the  appeU 
lants  asked  their  consent  to  a  postponement  of  the  trial,  because 
Dr.  Caro  would  be  unable  to  attend  at  the  appointed  time,  on 
account  of  illness,  the  respondents  refused  the  consent  applied  for, 
on  the  ground  **  that  there  could  not  be  any  material  information 
within  Dr.  Caro's  knowledge  in  support  of  the  specification  which 
could  not  be  given  equally  well  by  any  scientific  chemist " 

The  difficulty  in  the  construction  of  the  claim  arises  from  the 
fact  that  the  term  "  sulpho  acid  of  oxyazo-naphthaline  *  does  not 
describe  a  single  chemical  compound  exhibiting  under  all  circum- 
stances uniform  phenomena.  It  is  equally  applicable  to  many 
distinct  isomers  made  up,  indeed,  of  precisely  the  same  chemical 
components,  so  far  as  chemical  analysis  reveals  them,  but  possess- 
ing dififerent  properties  and  exhibiting  varying  phenomena. 

In  my  opinion  the  specification  must  be  construed  as  claiming 
all  the  different  isomers  described  by  the  term  sulpho  acids  of 
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oxyazo-naphthaline,  which  are  red  or  brown  colouring  matters, 
and  which  are  produced  from  the  action  of  the  diazo  compounds 
prepared  from  naphthylamine  or  from  the  sulpho  acids  of  naphthy- 
lamine  upon  any  of  the  isomeric  naphthols,  or  upon  any  of  the 
sulpho  acids  which  may  be  prepared  from  either  alpha  naphthol 
or  beta  naphthol,  or  from  mixtures  of  the  same. 

The  majority  of  the  Court  below  did  not  indicate  what  was,  in 
their  view,  the  true  construction  of  the  claim.  They  considered 
that  the  appellants  were  in  this  dilemma :  either,  on  the  one  hand, 
the  specification  claimed  all  the  possible  isomers  of  the  sulpho 
acids  of  oxyazo-naphthaline,  in  which  case,  as  they  were  by  no 
means  all  of  use  as  dyes,  and,  so  far  as  was  shown,  only  the  one 
isomer,  used  alike  by  the  appellants  and  respondents,  was  of  any 
practical  value,  the  patent  was  bad  for  want  of  utility ;  or,  on  the 
other  hand,  the  invention  was  the  production  of  this  particular 
isomer,  in  which  case  the  patent  was  bad,  because  the  specifica- 
tion did  not  particularly  ascertain  and  describe  the  means  of 
producing  it 

*  I  have  already  stated  that  I  think  the  claim  was  the  [*  719] 
more  extended  one.     I  proceed  next  to  inquire  whether, 
upon  this  assumption,  the  patent  is  bad  for  want  of  utility. 

I  will  assume  for  the  present  that  all  the  isomeric  sulpho  acids 
of  oxyazo-naphthaline,  arrived  at  by  the  process  described  in  the 
claim,  produce  red  or  brown  colouring  matters  which  may  be  used 
for  dyeing.  There  can  be  no  doubt  that  the  different  isomers  so 
produced  are  colouring  matters  of  varying  shades  of  red  and  brown. 
And  the  specification  undoubtedly  does  not  point  out  what  par- 
ticular shade  of  either  colour  will  be  produced  by  any  one  of  the 
alternative  processes  suggested,  nor  does  it  indicate  which  will  be 
of  the  greatest  practical  value,  either  by  reason  of  the  colour  it 
produces  being  one  likely  to  be  in  demand,  or  from  the  greater 
economy  in  the  cost  of  its  production. 

If  the  failure  thus  to  discriminate  between  the  several  isomers 
invalidates  the  patent,  the  judgment  of  the  Court  of  Appeal  is  not 
open  to  question.  But  I  may  observe,  at  the  outset,  that  to 
require  the  patentee  thus  to  discriminate,  would,  as  it  seems  to 
me,  be  to  insist  upon  what  is  really  impracticable.  Fry,  L  J. , 
says  it  may  be  done  when  the  isomers  have  no  separate  nomen- 
clature, by  a  reference  to  the  differentia  of  each  isomer.  But 
how  is  such  a  reference  practicable  when  the  only  known  differ- 
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entia  is,  that  it  produces  a  particular  shade  of  a  particular  colour  ? 
It  is  said  that  the  patentee  could  at  least  have  pointed  out  which 
process  would  produce  the  particular  isomer,  giving  a  bright  red 
colour,   which   alone   is  shown   to  have  any  commercial  value. 
This  indicates  the  fallacy  which,  I  think,  underlies  the  judgment 
pronounced  by  Fry,  L.  J.     I  do  not  think  it  is  a  correct  test  of 
utility  to  inquire,  whether  the  invented  product  was  at  the  time 
of  the  patent  likely  to  be  in  commercial  demand,  or  capable  of 
being  produced  at  a  cost,  which  would  make  it  a  profitable  specu* 
lation  to  manufacture  it     The  demand  for  a  particular  colour 
depends  upon  changing  fashion  and  passing  moods  of  fancy.     The 
one  which  to-day  may  be  in  large  demand  may  to-morrow  be  a 
drug  in  the  market     Again,  a  process  which  at  one  time  could 
not  be  worked  at  a  profit  on  account  of  the  expense  of  the  mate- 
rials employed  may  shortly  afterwards  be  so  worked  by 
[*  720]  reason  of  a  diminution  in  the  cost  of  these  materials.     *  Is 
the  person  who  patents  such  a  process  to  be  deprived  of  all 
benefit  of  his  invention  when  it  becomes  a  commercial  success, 
because  at  the  time  the  patent  was  granted  it  could  not  be  worked 
to  a  profit  ?    The  learned  counsel  for  the  respondents  were  asked 
for  any  authority  in  support  of  the  view  taken  by  the  majority  of 
the  Court  of  Appeal  on  the  question  of  utility.     They  were  able  to 
produce  none.     There  are  abundant  perils  already  in  the  path  of 
every  inventor,   and  I  am  not  disposed  to  add  to  their  number 
unless  compelled  to  do  so. 

In  the  present  case  the  products  which  result  from  the  appel- 
lants' process  are,  no  doubt,  of  varying  worth,  but  one  at  least  has 
proved  to  be  of  great  commercial  value,  and  it  is  not  shown  that 
any  of  them  are  incapable  of  being  used  efiectually  for  the  purpose 
of  dyeing.  The  invention  of  a  process  resulting  in  new  products 
which  may  thus  serve  a  useful  purpose  possesses,  in  my  judgment, 
the  requisite  predicate  of  utility.  And  there  is,  I  think,  no 
obligation  on  the  inventor  in  such  a  case  as  this  to  indicate  the 
respective  advantages  for  dyeing  purposes  of  the  difTerent  shades 
of  colour  produced. 

It  was  urged  by  the  learned  counsel  for  the  respondents  that  a 
patentee  is  bound  to  disclose  the  means  by  which  his  invention 
may  be  carried  into  eflfect,  and  that  if  he  leaves  this  to  be  ascer- 
tained by  experiments,  his  patent  cannot  be  supported.  This  is, 
no  doubt,   correct     But  I  think  the  patent  under  consideration 
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does  show  how  the  colouring  matters  are  to  be  produced,  and  that 
what  it  leaves  a  skilled  person,  of  the  class  to  whom  the  specifi- 
cation is  addressed,  to  discover  is  only  which  of  these  colouring 
matters  will  best  answer  his  purpose  at  any  particular  time. 
There  is,  in  my  opinion,  no  warrant  for  asserting  that  this  invali- 
dates the  patent  I  may  add  that  the  evidence  satisfies  me  that 
when  once  the  desired  shade  is  obtained  there  would  be  no  prac- 
tical diflBculty  in  repeating  the  process  with  a  reasonable  certainty 
of  producing  the  same  result 

I  started  with  the  assumption  that  all  the  sulpho  [722] 
acids  of  oxyazo-naphthaline  produced  by  the  patented 
process  would  be  red  or  brown  colouring  matters.  This  assump- 
tion is  warranted  by  the  evidence,  because,  although  it  was  stated 
that  there  are  sulpho  acids  of  oxyazo-naphthaline  which  produce 
neither  of  these  colours,  it  was  not  shown  that  these  acids  resulted 
from  any  of  the  processes  described  in  the  patent 

I  pass  to  the  question  of  novelty,  upon  which  I  need  not  pause 
long.  Dr.  Wright,  a  chemist  of  skill  and  knowledge,  called  for 
the  respondents,  admits  that  prior  to  the  patent  he  never  knew 
of  a  sulpho  acid  of  oxyazo-naphthaline  being  produced.  Mr. 
Levinstein's  evidence  is  to  the  same  effect  It  is  clear  to  my 
mind,  that  he  was  led  to  operate  with  these  materials  by 
the  *  information  derived  from  the  appellants'  patent  It  [*  723] 
is  suggested  that  even  though  the  particular  substance  was 
unknown,  similar  bodies  arrived  at  by  similar  processes  were  well 
known,  and  that  chemical  analogy  would  at  once  indicate  the 
supposed  invention.  A  complete  answer  is  given  to  this  argument 
by  Dr.  Griess,  one  of  the  highest  authorities  on  this  branch  of 
chemistry.  He  says :  *  In  1864,  I  distinctly  state  that  by  the 
combination  of  diazobenzol  and  phenol  dye  was  obtained,  and  if 
I  had  been  a  little  cleverer,  analogy  would  have  induced  me  to 
prepare  this  very  dye  which  is  now  under  consideration.  But 
analogy  did  not  lead  me  to  do  that ;  analogy  does  not  go  a  long 
way  in  chemistry. " 

Having  arrived  at  the  conclusion  that  the  issues  of  want  of 
novelty  and  utility  must  be  determined  in  favour  of  the  appel- 
lants, there  still  remains  the  important  question  whether  the 
specification  sufficiently  ascertains  and  describes  the  nature  of  the 
invention.  The  specification  has  been  subjected  to  a  most  search- 
ing criticism  in  the  able  ai^ument  of  the  counsel  for  the  respon- 
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dents,  and  many  objections  have  been  taken  to  it  One  of  these 
applies  to  all  the  four  processes  described  by  the  specification,  the 
rest  relate  specifically  to  one  or  other  of  these  processes.  I  will 
deal  first  with  the  former. 

The  objection  is  that  whilst  the  specification  throughout  speaks 
simply  of  naphthylamine  without  any  prefix,  there  were,  at  the 
date  of  the  patent,  two  known  isomers  called  alpha  and  beta 
naphthylamine,  and  that  the  specification  is,  on  this  account, 
ambiguous.^  In  weighing  the  objection  it  is  necessary  to  bear  in 
mind  the  facts  relating  to  these  two  isomers.  Alpha  naphthy- 
lamine had  been  well  known  for  at  least  fifteen  years  prior  to  the 
patent  Beta  naphthylamine  was  first  discovered  in  1875,  and 
down  to  1878  was  only  known  by  the  record  of  laboratory  experi- 
ments, and  had  not  become  an  article  of  manufacture.  Until 
after  the  discovery  of  beta  naphthylamine,  alpha  naphthylamine 
was  described  simply  as  "  naphthylamine. '  I  will  not  go  into 
the  details  of  the  evidence  on  this  point,  but  will  state  the  con- 
clusions I  draw  from  it  I  am  satisfied  that  after  1875,  and  down 
to  the  time  of  the  patent,  alpha  naphthylamine  was  still  some- 
times spoken  of  as  "  naphthylamine,"  and  that  if  any  one 
[*  724]  had  *  ordered  "  naphthylamine  "  of  a  manufacturer  he 
would,  without  hesitation,  have  supplied  alpha  naphthy- 
lamine. Under  these  circumstances  I  entertain  no  doubt  that 
any  reader  of  the  specification  would  understand  by  the  word 
**  naphthylamine  '  occurring  in  it,  the  known  commercial  article 
which,  until  recently,  at  all  events,  had  always  borne  that  name, 
and  not  beta  naphthylamine,  to  which  the  term  **  naphthy- 
lamine "  alone  had  never  been  applied.  I  am  therefore  of  opinion 
that  the  specification  is  not,  in  this  respect,  open  to  the  charge  of 
ambiguity. 

The  first  process  is  impeached  on  more  than  one  ground.  First, 
it  is  said  that  the  statement  that  the  azo  compounds  are  converted 
into  their  sulpho  acids,  **  by  any  method  now  in  use  for  the  prepa- 
ration of  organic  sulpho  acids,  such  as,  for  instance,  by  heating 
them  with  fuming  sulphuric  acid,"  is  misleading,  inasmuch  as 
there  were  methods  in  use  for  the  preparation  of  sulpho  acids 
which  would  not  be  effectual  in  the  case  of  these  azo  compounds. 
It  seems  to  be  common  ground  that  although,  theoretically,  the 
sulphuric  acid  might  be  introduced  by  introducing  chlorine  and 
bromine,  and  then  heating  the  body  with  a  solution  of  sulphite  of 
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potash,  yet  for  manufacturing  purposes  the  only  method  employed 
would  be  the  direct  action  of  sulphuric  acid.  The  objection 
taken  is  that  some  organic  sulpho  acids  can  be  prepared  by  the  use 
of  ordinary  sulphuric  acid,  and  at  a  temperature  below  100°  C. , 
whilst  this  strength  of  sulphuric  acid  at  this  temperature  would 
not  be  sufficient  for  the  conversion  of  the  oxyazo-naphthaline  into 
sulpho  acids.  I  cannot  regard  the  use  of  each  varying  strength  of 
sulphuric  acid  and  degree  of  temperature  as  a  dififerent  method. 
And  I  think  it  would  be  an  unreasonable  construction  of  the 
language  of  the  specification  to  treat  it  as  an  assertion  that  every 
degree  of  strength  of  sulphuric  acid  and  of  temperature  which 
would  suffice  for  the  preparation  of  any  organic  sulpho  acid  would 
convert  these  azo  compounds  into  their  sulpho  acids. 

The  next  objection  is,  that  although  the  first  process  might 
succeed  on  a  small  scale  as  a  laboratory  experiment,  yet  to 
attempt  it  on  a  large  scale  would  be  unsafe,  and  that  it  is,  in 
truth,  not  practicable.  To  assist  the  Court  upon  this  question 
certain  experiments  were  directed  to  be  made  by  Sir 
Henry  *  Eoscoe.  I  have  carefully  considered  the  report  of  [*  725] 
this  eminent  chemist  in  connection  with  the  whole  of  the 
evidence  given  at  the  trial.  In  the  result,  no  doubt  is  left  upon 
my  mind  that  this  objection  is  untenable. 

[After  dealing  with,  and  setting  aside  the  objections  arising 
out  of  the  other  processes  described.  Lord  Herschell  pro- 
ceeded :  — ] 

I   do  not  think   it  necessary  to  add  anything  to  what  [726] 
was  said  in  the  Courts  below  on  the  question  of  infringe- 
ment.    Upon  this  point  all  the  Judges  were  agreed,  and  I  entirely 
concur  in  their  view. 

Upon  the  whole,  then,  I  have  arrived  at  the  conclusion  that  not 
one  of  the  grounds  upon  which  the  patent  is  impeached  has  been 
sustained.  I  agree  with  Pearson,  J. ,  that  the  idea  was  new  and 
meritorious,  that  the  processes  were  sufficiently  described  and 
could  be  carried  into  eflfect,  not  simply  as  laboratory  experiments, 
but  for  commercial  purposes. 

It  follows  that,  in  my  opinion,  the  judgment  of  the  Court  of 
Appeal  entering  judgment  for  the  defendants  in  the  action  must 
be  reversed  and  the  judgment  of  Pearson,  J.,  restored. 

I  need  say  nothing  about  the  cross  appeal  which  related  to  the 
manner  in  which  the  costs  were  disposed  of  by  the  Court  of 
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Appeal,  as  this  necessarily  falls  to  the  ground  if  the  jii(]^meDt  of 
the  Court  of  Appeal  be  reversed,  and  the  respondents  ordered,  as  I 
think  they  ought  to  be,  to  pay  the  costs  in  that  Court ;  I  think, 
too,  the  respondents  must  pay  the  costs  of  both  appeals  in  this 
House. 

[*  727]      *  Lord  Macnaghten  :  — 

My  Lords,  I  only  desire  to  express  my  concurrence  in 
the  conclusion  at  which  both  my  noble  and  learned  friends  have 
arrived,  and  in  the  reasons  they  have  given  for  it 

Order  of  the  Court  of  Appeal  reversed  ;  order  of  Pearson,  J. , 
restored  ;  cross  appeal  dismissed,  vnth  costs  ;  respondents  in 
original  appeal  to  pay  to  the  appellants  the  costs  both  here 
and  below.     Cause  remitted  to  the  Chancery  Division, 
Lords'  Journals,  26th  July,  1887. 

ENGLISH  NOTES. 

Where  the  specification  of  an  invention  for  improvements  in  finish- 
ing hosiery  described  a  process  of  pressure  between  two  hot  boxes,  and 
confined  the  claim  to  the  process  as  above  described^  it  was  held  no 
infringement  to  finish  such  goods  by  passing  them  between  heated 
rollers.     Barber  v.  Grace  (1847),  1  Ex.  339,  17  L.  J.  Ex.  122. 

Where  a  patent  had  been  obtained  by  the  plaintiffs  for  treating 
chemically  sewage  matter  so  as  to  be  applicable  to  agricultural  purposes, 
it  was  held  that  the  patent  was  not  infringed  by  a  local  board  of  health 
who  used  the  same  process  for  the  purpose  of  purifying  the  water, 
although  in  doing  so  they  produced  a  substance  which  was  alleged  to 
be  the  same  as  the  product  of  the  plaintiffs,  but  which  they  did  not 
sell  or  in  any  way  turn  to  profit.  Higgs  v.  Goodwin  (1858),  El.  Bl,  & 
El.  629,  27  L.  J.^Q.  B.  421. 

Where  a  patent  had  been  granted  for  an  invention  for  purifying  gas 
by  means  of  precipitated  or  hydrated  oxides  of  iron,  and  the  specifica- 
tion stated  the  means  of  obtaining  the  oxides,  it  was  held  that  the  use, 
for  purifying  gas,  of  a  natural  substance  containing  such  oxides  was 
not  an  infringement:  but,  that  the  use,  in  the  purification  of  gas,  of 
the  same  material,  after  it  had  been  re-oxydised  or  renovated  by  the 
means  described  in  the  plaintiff's  patent,  was  an  infringement.  HiUs 
V.  Liverpool  United  Gas  Co.  (1863),  32  L.  J.  Ch.  28,  9  Jur.  (N.  S.) 
140,  7  L.  T.  (K  S.)  537. 
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RULE. 

The  use,  for  a  similar  purpose  with  that  described  in 
a  patent,  of  part  of  a  patented  machine,  with  a  known 
mechanical  equivalent  for  another  part,  is  an  infringement 
of  the  patent. 

But  where  the  invention  claimed  is  confined  to  a  partic- 
cular  mechanical  method  of  applying  force,  it  is  no  infringe- 
ment to  use  a  different  mechanical  method  for  producing 
the  same  effect. 

Sellers  v.  Dickinson. 

20  L.  J.  Ex.  417-427  (a.  c.  5  Ex.  312). 

Patent  —  New  Combination.  —  Specification.  —  InfiringemJmt,     [41 7] 

There  may  be  a  patent  for  a  combiDation  of  old  aud  new  mechanism  ;  and 
such  patent  will  be  infringed  by  using  so  much  of  the  combination  as  is  mate- 
rial ;  and  it  will  not  be  less  an  infringement  because  the  result  is  attained  by 
the  substitution  of  a  mechanical  equivalent. 

In  the  specification  of  a  patent  for  "  improvements  in  looms  for  weaving," 
the  plaintiff  declared  that  his  improvements  applied  to  that  class  of  machinery 
called  power-looms,  and  consisted  "in  a  novel  arrangement  of  mechanism, 
designed  for  the  purpose  of  instantly  stopping  the  whole  of  the  working  parts  of 
the  loom  whenever  the  shuttle  stops  in  the  shed."  After  describing  the  manner 
in  which  that  was  done  in  ordinary  looms,  the  specification  proceeded  thus  :  — 
**The  principal  defect  in  this  arrangement,  and  which  my  improvement  is 
intended  to  obviate,  is  the  frequent  breakage  of  the  different  parts  of  the  loom, 
occasioned  by  the  shock  of  the  lathe  or  slay  striking  against  the  *  frog '  (which 
is  fixed  to  the  framing).  In  my  improved  arrangement  the  loom  is  stopped  in 
the  following  manner,  —  I  make  use  of  the  *  swell '  and  the  *  stop-rod-finger '  as 
usual ;  the  construction  of  the  latter,  however,  is  somewhat  modified,  being  of 
one  piece  with  the  small  lever  which  bears  against  the  'swell,*  but  instead  of 
its  striking  a  stop  or  *  frog  '  fixed  to  the  framing  of  the  loom,  it  strikes  against  a 
stop  or  notch  upon  the  upper  end  of  a  vertical  lever,  vibrating  upon  a  pin  or  stud. 
The  lever  is  furnished  with  a  small  roller  or  bowl,  which  acts  against  a  projection 
on  a  horizontal  lever,  causing  it  to  vibrate  upon  its  centre  and  throw  a 
dutch-box  (which  connects  the  main  driving-pulley  ♦  to  the  driving-shaft)  [•  418] 
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out  of  gear,  and  allows  the  main  driving-pulley  to  revolve  loosely  upon  the  driv- 
ing-shaft, at  the  same  time  that  a  projection  on  the  lever  strikes  against  the  *  spring- 
handle'  and  shifts  the  strap;  simultaneously  with  these  two  movements,  the 
lower  end  of  the  vertical  heam  causes  a  hreak  to  be  brought  in  contact  with  the 
fly-wheel  of  the  loom,  thus  instantaneously  stopping  every  motion  of  the  loom 
without  the  slightest  shock."  After  the  date  of  the  plaintiff's  patent,  the  de- 
fendant obtained  a  patent  for  ''  improvements  in  and  applicable  to  looms  for 
weaving,"  and  amongst  them  he  claimed  a  novel  arrangement  of  apparatus  for 
throwing  the  loom  out  of  gear  when  the  shuttle  failed  to  complete  its  course. 
In  the  defendant's  apparatus  the  ''  clutch -box  "  was  not  used,  but  instead  of  it 
Che  ''  stop-rod-finger "  acted  on  a  loose  piece  or  sliding  frog ;  but  instead  of  a 
rigid  vertical  lever,  as  in  the  plaintiff's  machine,  the  defendant  used  an  elastic 
horizontal  lever,  and  by  reason  of  the  pin  travelling  on  an  inclined  plane  the 
break  was  applied  to  the  wheel  gradually,  and  not  simultaneously.  The  jury 
found  that  the  plaintiff's  arrangement  of  machinery  lor  stopping  looms,  by 
means  of  the  action  of  the  "  clutch-box  "  in  combination  with  the  action  of  the 
break  was  new  and  useful ;  also  that  the  plaintiff's  arrangement  of  machinery 
for  bringing  the  break  into  connection  with  the  fly-wheel  was  new  and  useful ; 
and  that  the  defendant's  arrangement  of  machinery  for  the  latter  purpose  was 
substantially  the  same  as  the  plaintiff's. 

Held,  upon  these  findings,  first,  that  the  specification  was  good;  secondly, 
that  the  defendant  had  infringed  the  patent. 

Case  for  the  infringement  of  a  patent  for  "  an  invention  of  cer- 
tain improvements  in  looms  for  weaving." 

The  declaration,  which  was  in  the  usual  form,  assigned  the  fol- 
lowing breaches :  —  That  the  defendant  put  in  practice  a  part  of 
the  invention  and  also  did  counterfeit,  imitate,  and  resemble  the 
invention,  and  also  did  make  and  cause  to  be  made  divers  addi- 
tions to  the  invention,  and  subtractions  from  the  same,  whereby  to 
pretend  himself  the  inventor  or  deviser  of  such  invention. 

Pleas,  first,  not  guilty ;  secondly,  that  the  plaintiff  was  not  the 
true  and  first  inventor ;  thirdly,  that  the  invention  was  not  new 
as  to  the  public  knowledge,  use,  and  exercise  thereof;  fourthly, 
that  the  plaintiff  did  not  by  the  specification  particularly  describe 
and  ascertain  the  nature  of  the  invention ;  fifthly,  that  the  plain- 
tiff did  not  within  six  calendar  months  next  after  the  date  of  the 
letters  patent  cause  a  specification  to  be  enrolled  in  the  Court  of 
Chancery;  sixthly,  that  the  plaintiff  by  his  petition  represented  to 
Her  Majesty  that  the  invention  was  an  invention  of  improvements 
in  looms  for  weaving ;  that  Her  Majesty,  confiding  in  such  repre- 
sentation, and  in  consideration  thereof,  granted  the  letters  patent, 
and  that  the  representation   so  made  was  false    and    untrue; 
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seventhly,  that  the  invention  was  not  of  any  use,  benefit,  or  ad- 
vantage whatsoever  to  the  public. 

The  plaintiff  joined  issue  on  the  first,  second,  fourth,  and  fifth 
pleas,  and  replied  to  the  third,  sixth,  and  seventh  by  traversing 
the  allegations  contained  therein  respectively. 

The  defendant's  notice  of  objections  was  in  terms  similar  to 
the  pleas. 

At  the  trial,  before  Wightman,  J.,  at  the  Liverpool  Summer 
Assizes,  1849,  it  appeared  that  the  patent  in  question  was  granted 
to  the  plaintiff  in  March,  1845,  and  that  the  specification,  after 
reciting  the  letters  patent,  proceeded  as  follows :  — 

"  My  improvements  in  looms  for  weaving  apply  to  that  class  of 
such  machinery  now  commonly  called  or  known  as  '  power-looms,' 
and  consist  in  a  novel  arrangement  of  mechanism,  designed  for 
the  purpose  of  instantly  stopping  the  whole  of  the  working  parts 
of  the  loom  whenever  it  does  not  complete  its  course  from  one 
shuttle-box  to  the  other.  In  ordinary  power-looms  this  object 
is  effected  in  the  following  manner: — Each  shuttle-box  is  pro- 
vided with  what  is  called  a  '  swell '  (which  projects  from  the  out- 
side of  the  shuttle-box  whenever  the  shuttle  is  in  the  box),  against 
which  a  small  lever  fixed  upon  the  'stop-rod'  bears;  upon  the 
stop-rod  is  also  fixed  another  small  lever  or  finger,  which  (when- 
ever the  shuttle  is  absent  from  both  boxes  at  once,  and  con- 
sequently the  swell  does  not  project)  falls  down  and  comes  in 
contact  with  a  stock-piece,  called  the  *  frog,'  which  is  fixed 
to  the  framing,  thus  *  preventing  the  lathe  or  slay  beating  [*419'] 
up  any  further  and  injuring  the  cloth ;  at  the  same  time, 
a  small  apparatus  fixed  to  the  slay  strikes  against  the  'spring- 
handle  '  of  the  loom,  and  causes  it  to  shift  the  driving-strap  from 
the  fast  pulley  on  to  the  loose  one,  and  thus  stop  the  action  of  the 
loom.  The  principal  defect  in  this  arrangement,  and  which  my 
improvement  is  intended  to  obviate,  is  the  frequent  breakage  of 
the  different  parts  of  the  loom,  occasioned  by  the  shock  of  the 
lathe  or  slay  striking  against  the  frog  (which  is  fixed  to  the  fram- 
ing), especially  if  the  loom  is  working  rather  fast.  In  my  im- 
proved arrangement  the  loom  is  stopped  in  the  following  manner : 
—  I  make  use  of  the  '  swell '  and  the  '  stop-rod-finger '  as  usual ; 
the  construction  of  the  latter,  however,  is  somewhat  modified, 
being  of  one  piece  with  the  small  lever,  which  bears  against  the 
swell,  but  instead  of  its  striking  against  a  stop  or  frog  fixed  to 
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the  framing  of  the  loom,  it  strikes  against  a  stop  or  notch  upon 
the  upper  end  of  a  vertical  lever,  vibrating  upon  a  pin  or  stud. 
This  lever  is  furnished  with  a  small  roller  or  bowl,  which  acts 
against  a  projection  on  a  horizontal  lever,  causing  it  to  vibrate 
upon  its  centre  and  throw  a  clutch-box  (which  connects  the  main 
driving-pulley  to  the  driving-shaft)  out  of  gear,  and  allows  the 
main  driving-pulley  to  revolve  loosely  upon  the  driving-shaft,  at 
the  same  time  that  a  projection  on  the  lever  strikes  against  the 
spring-handle,  and  shifts  the  strap.  Simultaneously  with  these 
two  movements,  the  lower  end  of  the  vertical  lever  causes  a  break 
to  be  brought  in  contact  with  the  fly-wheel  of  the  loom,  thus 
instantaneously  stopping  every  motion  of  the  loom  without  the 
slightest  shock,  at  whatever  speed  the  loom  may  be  working. 
But  in  order  that  my  improvements  in  looms  for  weaving  may  be 
perfectly  understood,  I  have  attached  to  these  presents  a  drawing, 
in  which  Fig.  1  is  a  plain  view  (as  seen  from  above)  of  part  of  a 
power-loom,  with  my  improved  arrangement  applied  thereto ;  and 
Fig.  2  is  a  side  or  end  view  of  the  same.^  In  these  figures,  in 
order  more  clearly  to  illustrate  my  invention,  the  new  parts  are 
represented  as  shaded  with  the  colour,  the  ordinary  parts  of  the 
loom  being  drawn  in  outline  only,  a  a  is  the  main  or  side  fram- 
ing of  the  loom,  b  is  the  yam  roller  or  beam,  c  the  crank-shaft, 
d  one  of  the  shuttle-boxes,  e  the  breast  beam,  and  /  the  cloth- 
roller.  Upon  the  crank-shaft  c,  the  pulleys  g  and  k  are  mounted 
as  usual,  except  that  the  pulley  g,  which,  in  ordinary  power-looms, 
is  keyed  fast  upon  the  crank-shaft,  is,  in  this  instance,  placed 
loose  upon  the  same,  and  is  connected  with  it  by  mean  of  a 
clutch-box,  one  half  (i)  of  which  is  cast  on  to  the  pulley  g,  and  the 
other  half  (A)  slides  upon  a  feather  or  key  (/).  The  clutch-box  is 
thrown  out  of  gear  for  the  purpose  of  stopping  the  loom  in  the 
following  manner:  —  Upon  the  stop-rod  m  (see  Fig.  2)  are  fixed 
the  stop-rod-fingers  n  (of  which  only  one  is  shown  in  the  drawing, 
the  other  being  at  the  other  end  of  the  loom),  which,  whenever 
the  shuttle  is  absent  from  both  boxes  at  once,  and  consequently 
neither  swell  projects,  falls  down  and  comes  in  contact  with  a 
stop  or  notch  (o),  at  the  upper  end  of  the  vertical  lever  (p).  This 
lever  {p)  is  mounted  upon  a  pin  or  stud  at  q,  and  is  furnished 
with  a  small  roller  or  bowl  (r),  which,  acting  against  the  projec- 
tion upon  the  end  of  the  lever  s,  will  cause  the  lever  to  vibrate 

^  See  the  drawing,  p.  67K 
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upon  its  centre,  and  draw  the  clutch  (i)  out  of  contact  with  the 
clutch  (i),  thus  allowing  the  pulley  {jg)  to  revolve  loosely  upon 
the  crank-shaft ;  at  the  same  time  the  projection  (t),  at  the  top  of 
the  lever  {p),  will  strike  against  the  spring-handle,  and  shift  the 
driving-strap  on  to  the  loose  pulley  (A),  as  usual.  Simultane- 
ously with  these  movements,  the  break  (w)  is  brought  into  con- 
tact with  the  fly-wheel  {v)  in  consequence  of  its  being  fixed  to  the 
bell-crank-lever  (w),  mounted  upon  a  fulcrum  at  x,  the  lower  end 
of  which  lever  is  connected  to  the  lever  p  by  the  link  y.  z\bb, 
spring  for  the  purpose  of  keeping  the  two  halves  i  and  k  of  the 
clutch-box  in  gear,  except  when  thrown  out  as  above  described. 

"  Having  now  described  the  nature  and  object  of  my  said  inven- 
tion, together  with  the  manner  of  carrying  the  same  into  practical 
effect,  I  would  observe  that  I  claim  as  my  invention  the  above- 
described  novel  arrangement  of  mechanism  for  stopping  the 
loom  whenever  the  shuttle  does  not  complete  *  its  course  [*  422] 
from  one  shuttle-box  to  the  other,  by  disconnecting  the  main 
driving-pulley  from  the  driving-shaft ;  and  also  the  method  of  bring- 
ing a  break  into  connection  with  the  fly-wheel,  for  the  purpose  of 
preventing  the  lathe  or  slay  from  beating  up  any  further,  and  injur- 
ing the  cloth  by  the  shuttle  stopping  in  the  shed,  or  between  the 
warp  threads/' 

It  was  proved  that  in  power-loom  weaving  it  sometimes  happened 
that  the  shuttle  failed  to  travel  from  one  box  to  the  other,  in  which 
case  it  became  important  to  stop  the  action  of  the  machine.  In 
the  original  power-loom,  when  the  shuttle  was  absent  from  the 
box,  and  was  trapped  in  its  course,  the  stop- rod-finger,  not  being 
elevated,  came  in  contact  with  a  "  frog  "  fixed  to  the  frame  of  the 
loom,  and  arrested  the  progress  of  the  slay  at  such  a  point  as  to 
prevent  the  shuttle  breaking  the  warp  threads,  at  the  same  time 
throwing  the  spring-lever  handle  out  of  its  place  and  passing  the 
strap  from  the  fast  on  to  the  loose  pulley.  That  was  attended 
with  so  violent  a  concussion  as  frequently  to  break  various  parts 
of  the  machinery.  By  the  plaintiffs  invention,  the  whole  of  the 
momentum  imparted  to  the  slay,  and  consequently  to  the  stop-rod- 
finger,  is  received  on  the  notch  at  the  upper  part  of  the  vertical 
lever,  and  by  that  means,  is  transmitted  to  the  break,  which  being 
suspended  on  a  point  is  brought  in  contact  with  the  periphery  of 
the  fly-wheel,  and  immediately  stops  the  machinery  without  the 
slightest  shock.     The  arrangement  has  this  peculiar  property,  that 
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the  higher  the  velocity,  the  intensity  of  the  momentum  increasing, 
the  greater  is  the  action  of  the  break  on  the  wheel.  The  clutch-box 
is  a  well-known  mechanical  operation  for  stopping  and  setting  on 
the  power,  but  its  application  as  combined  with  the  break  is  new. 
Before  the  plaintifiTs  invention,  breaks  of  various  kinds  had  been 
used  to  stop  the  fly-wheel,  but  no  break  had  been  applied  in  the 
manner  the  plaintiff  applied  it,  viz.,  by  employing  the  momentum 
of  the  slay,  through  the  medium  of  the  finger  of  the  stop-rod,  to  put 
a  break  on  the  fly-wheel. 

In  September,  1848,  the  defendant  obtained  a  patent  for  **  certain 
improvements  in  and  applicable  to  looms  for  weaving,"  and  amongst 
them,  he  claimed  a  novel  arrangement  of  apparatus  for  throwing 
the  loom  out  of  gear  when  the  shuttle  failed  to  complete  its  course. 
In  the  defendant's  apparatus  the  clutch-box  was  not  used,  but  in- 
stead of  it  the  stop-rod-finger  acted  on  a  sliding  piece  or  loose  frog, 
and  instead  of  a  rigid  vertical  lever,  as  in  the  plaintiff's  machine, 
the  defendant  used  an  elastic  horizontal  lever ;  and  by  reason  of 
the  pin  travelling  on  an  inclined  plane  the  break  was  applied  on 
the  wheel  gradually  and  not  simultaneously.  The  defendant's 
specification  relating  to  this  part  of  the  claim  was  as  follows : 

"  My  improvements  consist  of  a  certain  novel  construction  and 
arrangement  of  apparatus  whereby  the  loom  is  thrown  out  of  gear 
and  its  motions  suspended  when  the  shuttle  fails  to  complete  its 
traverse  from  one  shuttle-box  to  the  other,  and  remains  in  the  shed 
while  the  reed  is  beating  up.  In  ordinary  power-looms  this  is 
effected  by  the  contact  of  the  *  finger '  of  the  '  stop-rod '  with  the 
*  frog/  a  rod  or  projection  from  the  latter  striking  the  *  spring- 
handle  '  and  traversing  the  driving-strap  from  the  fast  to  the  loose 
pulley,  or  by  allowing  the  reed  to  swivel  in  the  top-rail  or  slay-cap, 
and  making  a  spring  joint  in  the  back-board  of  the  shuttle-race, 
the  combined  actions  of  which  operate  by  the  intervention  of  levers 
upon  a  stop-rod,  and  placed  beneath  the  bed  of  the  slay,  the  finger 
of  which,  when  the  shuttle  is  caught  in  the  shed,  acts  upon  the 
spring-handle,  and  effects  the  stoppage  of  the  loom.  The  character- 
istic features  of  this  part  of  my  invention  are,  —  that,  by  a  simple 
arrangement,  the  advantages  of  the  '  fast '  and  '  loose '  reed-looms 
are  combined ;  that  it  is  suited  to  the  manufacture  of  light  or 
heavy  fabrics,  from  the  circumstance  that  the  reed  is  fast  or  im- 
moveable so  long  as  the  shuttle  performs  its  duty  (and  is,  therefore, 
equal  to  beat-up  cloth  of  any  strength)  ;  but  that,  when  the  shuttle 


E.  C.  VOL.  XX.]  SECT.  VHI.  —INFRINGEMENT.  673 

Ko.  44.  —  Bdlm  ▼.  DieUBMm,  90  L.  J.  Ex.  42S,  428. 

traps,  or  is  caught  in  the  shed,  the  reed,  yielding  to  the  pressure  of 
the  shuttle,  swivels  in  the  slay-cap  and  the  loom  is  immediately 
stopped,  without  injury  to  the  warp  or  weft.  The  absence  of  the 
shuttle  from  the  shuttle-box  while  the  reed  is  beating  up,  permits  a 
small  finger  or  detector  to  act  upon  the  spring-handle  of  the 
loom,  and  simultaneously  with  the  *  traverse  of  the  driving-  [*  423] 
strap  from  the  fast  to  the  loose  pulley,  applies  a  break  to  the 
periphery  of  the  fly-wheeL  These  operations  are  eflfected  with  a  fast 
back-board  to  the  shuttle-box,  and  an  ordinary  swell  therein,  which 
latter  is  acted  upon  by  the  shuttle  at  every  prick,  while  the  slay- 
sword  is  neither  recessed  nor  cranked,  and  the  stop-rod  fixed  beneath 
the  slay  is  dispensed  with.  As  the  break-levers  which  I  make  use  of 
are  elastic  in  their  action,  it  will  be  found  that,  so  soon  as  the  frog 
is  liberated  from  contact  with  the  stop-rod,  or  the  spring-handle  is 
placed  in  the  working  position,  the  fly-wheel  is  also  relieved  from 
the  pressure  of  the  break,  and  the  loom  is  prepared  to  resume  its 
operations," 

It  was  objected,  on  the  part  of  the  defendant,  that  the  plaintiff's 
specification  did  not  sufl&ciently  state  the  nature  of  his  invention ; 
that  if  the  claim  was  for  the  combined  action  of  the  clutch -box 
and  the  break,  there  was  no  infringement  of  that  combipation ;  if 
the  claim  was  for  the  several  parts  of  the  machinery,  then  the 
clutch -box  being  old,  the  patent  was  too  large.  The  learned 
Judge  told  the  jury  that  the  claim  of  the  plaintiff  was  not  for  the 
principle  either  of  stopping  power-looms  by  means  of  the  clutch- 
box,  or  by  stopping  them  by  means  of  a  break  upon  the  fly-wheel, 
but  it  was  for  a  novel  arrangement  of  mechanism  designed  for  the 
purpose  of  instantly  stopping  the  whole  of  the  working  part  of  the 
loom  whenever  the  shuttle  stops  in  the  shed,  without  such  a  con- 
cussion as  would  endanger  or  damage  the  machinery ;  that,  if  the 
question  were  whether  the  defendant  had  imitated  the  combined 
action  of  the  clutch-box  and  the  break,  undoubtedly  he  had  not 
infringed  the  plaintiff's  patent,  for  he  had  left  out  the  clutch-box. 
His  Lordship  left  to  the  jury  the  following  questions:  —  *  Is  the 
plaintiff's  arrangement  of  machinery  for  stopping  looms  by  means 
of  the  action  of  the  clutch-box  in  combination  with  the  action  of 
the  break,  as  described  by  the  plaintiff,  new  ?  Is  it  useful  ?  Is 
the  plaintiff's  arrangement  of  machinery  for  bringing  the  break 
into  connection  with  the  fly-wheel,  new  ?  Is  it  useful  ?  Is  the 
arrangement  of  machinery  for  bringing  a  break  into  connection 
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with  the  fly-wheel  in  the  machines  made  by  the  defendant  the 
same,  substantially,  as  the  plaintiff's  arrangement  of  machinery 
for  that  purpose  ?  *  The  jury  answered  all  these  questions  in  the 
affirmative;  whereupon  his  Lordship  directed  a  verdict  for  the 
plaintiff,  reserving  leave  for  the  defendant  to  move  to  enter  a  ver- 
dict for  him,  if  the  Court  should  be  of  opinion  that  the  plaintiff 
was  not  entitled  to  recover. 

A  rule  nisi  having  been  obtained  accordingly,  and  also  for  a  new 
trial  on  the  ground  of  misdirection :  — 

Martin,  Atherton,  and  Webster  now  showed  cause. 
[424]       Watson,  Crompton,  and  Cowling,  in  support  of  the  rule. 

Pollock,  C.  B.  —  I  am  of  opinion  that  the  rule  ought  to  be 
discharged.  There  are  two  points:  first,  whether  there  is  any 
objection  to  the  specification;  next,  whether  there  has  been  any 
infringement  These  questions  must  he  decided  with  reference  to 
the  findings  of  the  jury,  that  the  plaintiff's  arrangement  of 
machinery  for  stopping  looms  by  means  of  the  clutch-box  in  com- 
bination with  the  break  is  both  new  and  useful,  and  also  that  so 
much  of  the  plaintiff's  arrangement  of  machinery  as  the  defendant 
has  used,  namely,  that  for  bringing  a  break  into  connection  with 
the  fly-wheel  is  of  itself  new  and  useful;  and  that  what  the 
defendant  has  used  is  substantially  the  same  as  the  plaintiff's. 
Upon  the  facts  so  found  (for  the  question  is  not  whether  the  evi- 
dence supported  the  findings)  I  think  the  specification  is  good. 
The  first  finding  is,  that  the  arrangement  of  machinery  for  stop- 
ping looms  by  means  of  the  combined  action  of  the  clutch-box  and 
break  is  new  and  useful.  And  I  think  that  is  sufficiently  speci- 
fied. The  invention  of  the  plaintiff  is  in  one  point  of  view 
simple.  He  calls  it  "  my  invention  of  certain  improvements  in 
looms  for  weaving, "  but  he  says,  "  the  improvements  apply  to 
that  class  of  machinery  known  as  power-looms,  and  consist  in  a 
novel  arrangement  of  mechanism,  designed  for  the  purpose  of 
instantly  stopping  the  whole  of  the  working  parts  of  the  loom 
whenever  the  shuttle  stops  in  the  shed. '  He  then  describes  the 
way  in  which  he  does  it  He  says,  the  common  mode  is  per- 
formed in  a  certain  manner ;  and  he  then  goes  on  to  describe  his 
mode  of  separating  the  machine  from  the  moving  power  by  means 
of  a  clutch-box ;  and  he  associates  with  that  a  break,  the  effect  of 
which  he  thus  expresses :  "  Simultaneously,  with  these  two  move- 
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ments,  the  lower  end  of  the  vertical  lever  causes  a  break  to  be 
brought  in  contact  with  the  fly-wheel  of  the  loom,  thus  instan- 
taneously stopping  every  motion  of  the  loom  without  the  slightest 
shock,  at  whatever  speed  the  loom  may  be  working.*  Then 
comes  his  claim :  and,  I  must  say,  that  though  at  first  I  doubted 
whether  the  claim  consisted  of  two  parts  or  of  one  only,  yet  on 
reading  the  specification  with  that  candour  and  indulgence  with 
which  a  specification  should  be  read,  it  appears  to  me  to 
*  consist  of  one  only.  He  says,  **  I  claim  as  my  invention  [*  425] 
the  above-described  novel  arrangement  of  mechanism  '  ; 
and  we  must  understand  the  expression  "  novel  arrangement "  to 
mean  the  same  thing  in  the  latter  part  of  the  specification  as  in 
the  former;  and  it  is  clear  that  in  the  former  it  means  one  thing 
only.  He  says,  "  my  invention  consists  in  a  novel  arrangement 
of  mechanism  for  instantly  stopping  the  loom."  Then  he  men- 
tions the  occasion  when  that  would  be  required,  viz. ,  "  whenever 
the  shuttle  does  not  complete  its  course  from  one  shuttle-box  to 
the  other,"  by  disconnecting  the  main  driving-pulley  from  the 
driving-shaft;  "  and  also  (which  ought  to  be  read  *  and  by  ")  the 
method  of  bringing  a  break  into  connection  with  the  fly-wheel,  for 
the  purpose  of  preventing  the  lathe  or  slay  from  beating  up  any 
further  and  injuring  the  cloth  by  the  shuttle  stopping  in  the  shed, 
or  between  the  warp  threads. "  That  being  the  case,  the  specifica- 
tion is  free  from  objection.  The  second  question  is,  whether  the 
patent  has  been  infringed.  It  was  argued  that  there  can  be  no 
infringement  of  a  patent  for  a  combination,  unless  the  defendant 
has  used  the  whole  combination.  But  that  is  not  so,  for  there 
may  be  an  infringement  by  using  so  much  of  a  combination  as  is 
material,  and  it  would  be  a  question  for  the  jury,  whether  that 
used  was  not  substantially  the  same  thing.  I  recollect  a  patent 
for  an  invention,  a  part  of  which,  at  first  supposed  to  be  useful, 
turned  out  to  be  prejudicial  and  was  afterwards  left  out,  but  the 
patent  was,  nevertheless,  sustained.  If  that  had  been  a  combina- 
tion of  matters,  each  of  them  old,  but  entirely  new  as  a  combina- 
tion, and  the  jury  had  found  that  the  substantial  parts  of  the  com- 
bination were  used,  that  I  think  would  have  been  an  infringement 
of  the  patent  Looking  at  this  patent  fairly,  what  is  it  for  ?  It 
is  for  a  mode  to  separate  the  machine  from  the  source  of  power, 
and  at  the  same  time  to  stop  the  momentum  which  has  already 
accumulated,  and  to  do  this  by  one  and  the  same  operation :  in 
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fact,  to  make  the  machine  itself  do  it  Whenever  the  shuttle 
remains  among  the  sheds  and  does  not  arrive  at  the  shuttle-hox, 
the  machine  is  so  constructed  that  by  one  operation  it  is  thrown 
out  of  gear,  and  at  the  same  time  a  break  is  applied  to  the  fly- 
wheel so  as  to  stop  the  momentum.  The  defendant  has  substi- 
tuted for  the  clutch-box  the  old  plan  of  the  *  frog, "  and  instead  of 
separating  the  power  and  the  machine  by  a  clutch-box  and  so 
throwing  the  machine  out  of  gear,  he  has  used  the  old  method  of 
throwing  off  the  strap,  but  he  has  adopted  the  break  which  the 
jury  have  found  is,  in  itself,  an  arrangement  of  machinery  new 
and  useful.  We  are  not  now  to  decide  what  would  have  been  the 
plaintiff's  rights  if  the  clutch-box  had  been  entirely  new,  and  the 
plaintiff  had  complained  of  its  use ;  but  I  think  it  may  be  laid 
down  as  a  general  proposition  (if  a  general  proposition  can  be  laid 
down  on  a  subject  applicable  to  such  a  variety  of  matters  as  patent 
law,  matters,  indeed,  incommensurable  with  each  other,  for  the 
same  doctrine  would  scarcely  apply  to  a  medicine  and  a  new 
material  or  new  metal),  that  if  a  portion  of  a  patent  for  a  new 
arrangement  of  machinery  is  in  itself  new  and  useful,  and  another 
person,  for  the  purpose  of  producing  the  same  effect,  uses  that 
portion  of  the  arrangement,  and  substitutes  for  the  other  matters 
combined  with  it  another  mechanical  equivalent,  that  would  be 
an  infringement  of  the  patent  It  appears  to  me,  therefore,  with 
reference  to  the  facts  found  by  the  jury,  that  the  specification  is 
good,  and  that  the  defendant  has  infringed  the  patent 

EoLFE,  B.  —  I  am  also  of  opinion  that  the  rule  ought  to  be  dis- 
charged. The  chief  question  is  the  construction  of  the  specifica- 
tion. The  patentee  claims,  in  my  opinion,  a  matter  entirely 
new,  subject  to  a  qualification  I  shall  presently  mention.  I  form 
this  opinion  from  reading  the  specification  as  a  person  of  ordinary 
understanding  would  do,  not  loosely  conjecturing  anything,  but  at 
the  same  time  not  scanning  it  as  if  it  were  a  special  plea,  and  I 
must  say  it  is  one  of  the  fairest  specifications  I  have  seen,  and  is 
calculated  fully  to  express  the  invention.  The  plaintiff  begins 
by  saying  that  his  improvements  *  consist  in  a  novel  arrangement 
of  mechanism,  designed  for  the  purpose  of  instantly  stopping  the 
whole  of  the  working  parts  of  the  loom,  whenever  the  shuttle 
stops  in  the  shed.  *  It  is  well  known,  that  in  working 
[*  426]  the  power-loom,  it  occasionally  •  happens  that  the  shuttle 
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gets  entangled  in  the  warp,  and  if  the  machine  be  not  in- 
stantly stopped,  the  whole  fabric  is  liable  to  be  damaged.  The 
plaintiff  then  proceeds  to  tell  in  what  mode  that  has  hitherto  been 
effected;  and  for  this  purpose,  it  is  not  necessary  to  consider 
whether  he  has,  in  point  of  fact,  correctly  stated  the  mode,  but  in 
construing  what  his  improvements  are,  we  must  consider  them 
with  reference  to  that  which  he  describes  as  the  present  mode,  and 
which  he  says  is  this  —  [His  Lordship  read  that  part  of  the  speci- 
fication]. —  In  plain  language,  formerly  there  was  such  a  contriv- 
ance of  machinery,  that  whenever  the  shuttle  got  entangled,  in  an 
instant  a  certain  part  of  the  machine  which  he  calls  the  "  finger  * 
struck  against  a  thing  called  the  "  frog, "  which  was  fixed  to  the 
frame-work  of  the  machine,  the  effect  of  which  was  to  throw  the 
work  out  of  gear,  by  throwing  the  strap  off  the  fast  pulley  on  to 
the  loose  pulley.  He  then  states  what  he  conceives  to  be  the 
defects  of  the  old  mode.  —  [His  Lordship  read  that  portion  of  the 
specification].  — Then,  having  stated  that  his  object  is  to  intro- 
duce some  improvements  which  shall  have  the  same  effect  of 
stopping  the  machine,  but  without  the  violent  shock,  he  says  the 
mode  he  proposes  is  this  —  [His  Lordship  read  that  part  of  the 
specification].  —  That  is  to  say,  whereas  heretofore  the  strap  has 
been  thrown  off  by  the  finger  striking  against  the  frame-work, 
and  by  a  certain  apparatus  which  shifted  it  from  the  fast  pulley 
on  to  the  loose  pulley,  now  I  contrive  to  avoid  that  shock,  by 
making  the  fiuger  strike  on  a  vertical  lever,  vibrating  on  a  pin  or 
stud,  and  not  on  a  part  of  the  frame-work ;  the  result  of  which  is, 
that  by  a  certain  arrangement,  afterwards  described,  the  strap  is 
thrown  off.  I  do  not  see  that  the  clutch-box  is  claimed  as  an 
invention.  He  conceives  that  the  best  mode  of  fixing  on  the 
machinery  is  with  a  clutch-box,  and  in  substance  he  says,  my 
improvement,  which  mainly  consists  in  striking  the  vertical  lever, 
whether  in  connection  with  a  clutch- box  or  not,  has  the  effect  of 
throwing  the  machine  out  of  gear,  as  was  done  before,  but  without 
the  violence  of  the  shock.  And  he  then  adds,  "  Simultaneously 
with  those  two  movements,  the  break  is  brought  in  contact  with 
the  fly-wheel. "  —  [His  Lordship  read  that  part  of  the  specification.] 
—  It  is  wrong  to  suppose  that  in  this  specification  the  words 
"  stopping  every  motion  of  the  loom  "  necessarily  mean  the  moving 
power.  They  are  used  very  generally  for  "  stopping  the  momentum 
which  the  machine  has  acquired. "     Then,  what  is  it  the  plaintiff 
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has  claimed  ?  Why,  whereas  formerly  the  mode  of  stopping  the 
machine  was  by  throwing  off  the  strap  by  means  which  caused 
a  violent  jar,  I  have  introduced  an  arrangement  of  machineiy 
which  shall  have  the  same  effect  of  throwing  off  the  strap  as 
before,  but  without  that  jar ;  and  I  mention  a  clutch-box,  because 
I  consider,  that  the  best  mode  of  fixing  on  the  wheels ;  and,  simul- 
taneously, I  introduce  that  which  the  jury  has  fotmd  to  be  a 
complete  novelty;  I  check  the  momentum  already  acquired,  by 
making  the  same  machinery  apply  the  break  to  the  fly-wheel. 
Can  anything  be  more  clear  ?  It  seems  to  me  wholly  a  new  inven- 
tion ;  except,  indeed,  if  the  plaintiff  had  proceeded  against  any 
person  for  using  the  clutch-box,  or  for  throwing  the  strap  off  the 
pulley,  he  could  only  have  succeeded  by  showing  that  they  had 
done  so  by  means  of  the  vertical  lever.  The  whole  of  the  applica- 
tiou  of  the  break  is  a  novelty ;  as  to  the  other  part,  he  does  not 
profess  it  to  be  a  novelty ;  on  the  contrary,  he  states  exactly  how 
it  was  done  before,  and  points  out  what  his  distinctions  are ;  and 
then,  after  having  described  in  detail  the  mode  of  making  the 
machinery  operate,  he  says,  *  I  claim  as  my  invention,  "Ac.  — 
[His  Lordship  read  that  part  of  the  specification.  ]  —  It  seems  to 
me,  therefore,  that,  looking  at  the  construction  of  this  specifica- 
tion, what  the  plaintiff  claims  is  a  new  invention  altogether,  by 
making  the  stoppage  consist  in  the  striking  of  a  finger  (nearly,  but 
not  quite,  in  the  same  position  as  in  the  old  machine),  not  against 
the  frame-work,  but  against  a  lever  arranged  in  the  mode  which 
he  has  detailed  in  that  part  of  the  specification  which  I  have 
referred  to,  and  which  has  the  same  effect  that  the  former  machine 
had,  of  throwing  the  strap  off,  whether  there  be  a  clutch-box  or 

not;  and  then  there  is  introduced  a  new  element  alto- 
[*  427]  gether,  namely,  a  break  *  which,  at  the  same  time  that  the 

machinery  is  put  out  of  gear,  has  the  effect  of  stopping 
the  fly-wheel.  That  is  the  construction  of  the  specification. 
Then  I  think  that  when  the  complaint  is,  that  the  infringement 
has  been  of  that  which  is  found  to  be  entirely  new,  the  learned 
Judge  was  perfectly  right  in  his  direction  to  the  jury.  The  ques- 
tion was  not  whether  there  had  been  any  infringement  of  the  com- 
bined action  of  the  clutch-box  and  the  break,  but  whether  the 
defendant  imitated  that  one  thing,  namely,  the  application  of  the 
break  to  the  fly-wheel  through  the  momentum  of  the  slay.  For 
that  reason,  there  having  been  no  misdirection,  and  the  specifica- 
tion being  good,  the  rule  must  be  dischaiged. 
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Platt,  B.  —  I  am  of  the  same  opinion.  Until  the  year  1845, 
there  was  no  means  of  stopping  the  power-loom  when  the  shuttle 
failed  to  perform  its  course  without  causing  a  violent  shock.  The 
plaintiff  applied  his  ingenuity  to  the  subject,  and  elaborated  a 
mechanical  contrivance  for  stopping  the  loom  instantaneously, 
and  without  any  shock.  That  is  effected  by  a  combination  of 
machinery  which  the  jury  has  found  to  be  new  and  useful,  and  by 
which,  at  the  same  moment,  the  loom  is  put  out  of  gear  and  the 
fly-wheel  is  instantaneously  stopped  by  a  pressure  equivalent  to 
the  velocity  of  the  machine  at  the  time ;  because  we  all  know  that 
the  momentum  of  the  machine  depends  on  the  quantity  of  matter 
multiplied  into  the  velocity,  and  the  quantity  of  matter  being 
always  the  same,  of  course  the  pressure  would  be  in  proportion 
to  the  velocity  of  the  machine.  The  counteracting  force  which 
would  be  used  for  destroying  its  momentum,  would  always  be  in 
proportion,  and  therefore  it  would  create  an  absolute  stability,  or 
rather,  it  would  produce  actual  quiet,  because  two  forces  of  the 
same  amount,  opposed  to  each  other  in  opposite  directions,  destroy 
each  other.  Certainly  a  most  ingenious  invention.  Then,  the 
next  question  is,  whether  the  plaintiff,  having  made  this  inven- 
tion, has  properly  described  it  in  his  specification.  He  first 
points  out  the  object  of  his  improvement,  namely,  **  instantly 
stopping  *  the  whole  of  the  working  parts  of  the  loom,  whenever  the 
shuttle  stops  in  the  shed.  Then,  after  giving  an  account  of 
the  mode  in  which  looms  were  stopped  up  to  that  time,  he  stetes 
the  manner  in  which  he  proposes  to  do  it ;  and  then  he  concludes 
by  stating,  that,  simultaneously  with  these  two  movements,  the 
break  is  brought  in  contact  with  the  fly-wheel.  Surely,  any  one 
who  reads  that  specification  must  understand  what  the  object  of 
the  invention  was,  and  the  mode  by  which  it  is  to  be  effected  is 
most  universally  described.  Then,  what  does  the  plaintiff  claim  ? 
He  says,  **  I  claim  as  my  invention  the  above-described  novel 
arrangement  of  mechanism.  *  What  for  ?  **  For  stopping  the 
loom  whenever  the  shuttle  does  not  complete  its  course  from  one 
box  to  the  other. "  Then  he  shows  how  that  is  done :  —  "By 
disconnecting  the  main  driving-pulley  from  the  driving-shaft,  and 
also  the  method  (which  the  context  requires  to  be  read  "  and  by 
the  method  ")  of  bringing  a  break  in  connection  with  the  fly- 
wheel, for  the  purpose  of  preventing  the  lathe  or  slay  from  beating 
up  any  further,  *  &a     Therefore,  it  seems  to  me  that  the  specifica- 
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tion  most  distinctly  describes  the  invention;  and  the  jury  having 
found  that  it  is  new  and  useful,  and  that  the  act  of  the  defendant 
was  substantially  an  infringement  of  it,  the  rule  ought  to  be 
discharged.  Utile  discharged. 

Seed  V.  Higgins  and  others. 

30  L.  J.  Q.  B.  314-318  (s.  c.  8  H.  L.  Caa.  550;  6  Jur.  (N.  S.)  1264 ;  3  L.  T.  (N.  S.)  101). 

[814]  PcOent  —  Disclaimer.  —  Nonsuit. 

A  patentee  claimed  by  his  specification  "  the  application  of  the  principle  of 
centrifugal  force  to  the  flyers  employed  in  "  certain  machinery  for  roving  cotton 
and  other  fibrous  substances,  but  declared  that  his  improvements  '^  apply  solely 
to  snch  part  of  the  machinery  called  the  flyers  which  is  employed  in  connection 
with  the  spindle  for  the  purpose  of  winding  cotton,"  &c  He  attached  draw- 
ings to  his  specification,  and  went  on  to  say  that  these  drawings  and  the  speci- 
fication represented  ''  one  particular  and  practicable  mode  of  applying "  his 
invention,  but  ^'  I  do  not  intend  to  confine  myself  to  this  particular  method,  but 
I  claim  as  my  invention  the  application  of  the  law  or  principle  of  centrifugal 
force  to  the  particular  or  special  purpose  above  set  forth,  that  is,  to  flyers  used 
in  machinery  "  for  preparing  cotton.  He  afterwards  disclaimed  ^*  all  application 
of  the  law  or  principle  of  centrifugal  force  as  being  part  of  my  said  invention,  or 
as  being  comprised  in  my  claim  of  invention  contained  in  the  said  specification, 
except  only  the  application  of  centrifugal  force  by  means  of  a  weight  acting 
npon  a  presser  so  as  to  canse  it  to  press  against  a  bobbin  as  described  in  the 
said  specification:  "  —  Held^  that  this  disclaimer  did  not  extend  the  claim,  but 
confined  it  to  a  particular  mode  of  applying  the  principle  of  centrifugal  force, 
and  did  not  claim  the  discovery  of  that  principle  or  the  application  of  it  except 
in  a  particular  way,  and  that  therefore  the  patent  was  good. 

Held,  also,  that  as  the  defendants  applied  it  in  a  diflerent  way  their  machine 
was  not  an  infringement.  And,  further,  that  the  Judge  at  the  trial,  on  seeing 
the  difference  between  the  two  machines^  ought  to  have  told  the  jury  that  there 
was  no  evidence  of  infringement. 

This  was  an  appeal,  by  the  plaintiff,  against  a  decision  of  the 
Court  of  Exchequer  Chamber  (27  L.  J.  Q.  B.  411),  which 
[*  315]  had  directed  a  *  new  trial.  There  was  also  an  appeal,  by 
the  defendants,  against  the  decision  of  the  same  Court, 
affirming  a  previous  decision  of  the  Court  of  Queen's  Bench  (27 
L.  J.  Q.  B.  148),  which  had  declared  a  patent  taken  out  by  the 
plaintiff  to  be  valid.  The  appeals  were  heard  together.  The 
declaration  stated  that  the  plaintiff  was  the  inventor  of  certain 
improvements  in  machinery  or  apparatus  for  preparing,  slubbing, 
and  roving  cotton  and  other  fibrous  substances ;  that  a  patent  was 
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granted  to  him  for  the  same,  and  that  the  defendants  had  in- 
fringed his  said  patent  right 

The  defendants  by  their  pleas  denied  the  novelty  and  the 
infringement,  and  also  alleged  that  the  plaintiff  had  not  duly 
specified  his  invention. 

At  the  trial,  before  Lord  Campbell,  Ck  J. ,  at  Guildhall,  at  the 
sittings  after  Trinity  Term,  1857,  it  appeared  that  the  plaintiff 
had  obtained  a  patent,  dated  the  14th  of  July,  1846,  for  certain 
improvements  in  machinery  or  apparatus  for  preparing,  slubbing, 
and  roving  cotton  and  other  fibrous  substancea  The  specification, 
so  far  as  it  was  material,  was  as  follows :  **  I,  the  said  William 
Seed,  do  hereby  declare  that  the  nature  of  my  said  invention  and 
the  manner  in  which  the  same  is  to  be  performed,  is  particularly 
described  and  ascertained  in  and  by  the  drawings  hereto  annexed, 
and  the  following  explanation  thereof  (that  is  to  say),  my 
improvements  in  machinery  or  apparatus  for  preparing,  slubbing, 
and  roving  cotton  and  other  fibrous  substances  apply  solely  to  that 
part  of  such  machinery  called  the  flyer,  which  is  employed  in 
connection  with  the  spindle  for  the  purpose  of  winding  the  sliver 
or  roving  upon  the  bobbin.  My  invention  consists  in  the  appli- 
cation of  the  principle  of  centrifugal  force  to  the  flyers  employed 
in  the  above-mentioned  machinery,  for  the  purpose  of  producing 
the  required  elasticity  or  pressure  upon  the  bobbin,  by  causing 
the  small  spur  or  lever  which  conducts  the  sliver  of  cotton  or 
other  fibrous  material  on  to  the  bobbin  to  press  or  bear  against  the 
same  simply  by  the  action  of  such  force,  instead  of  being  effected 
by  springs  or  such  other  mechanical  pressure.  By  the  applica- 
tion of  this  invention  the  bobbin  of  rovings  will  not  only  be  made 
hard,  but  equally  compressed  throughout,  as  the  pressure  upon 
the  same  will  be  found  to  decrease  slightly  as  the  diameter  of  the 
bobbin  increases,  and  thus  equalise  the  formation  thereof,  instead 
of  having  the  outer  or  finished  diameter  made  harder  than  the 
interior,  which  has  hitherto  been  the  case.  And  in  order  more 
clearly  to  illustrate  my  invention  and  the  method  of  carrying  the 
same  into  practical  effect,  I  have  attached  to  these  presents  a  sheet 
of  drawings,  representing  one  mode  of  applying  the  same  to  a 
flyer,  as  employed  in  an  ordinary  roving  machine.  The  drawings 
are  made  full  size,  and  similar  letters  of  reference  made  upon 
corresponding  parts  in  all  the  figures."  [Then  followed  a  full 
description   of  the  drawings  which  were  annexed,    and  of  the 
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several  parts  of  the  flyer.]  The  specification  then  continued  — 
"  The  above  apparatus  represents  one  particular  and  practicable 
mode  of  applying  my  invention ;  but  I  would  here  remark,  that  I 
do  not  intend  to  confine  myself  to  this  particular  method,  but  I 
claim  as  my  invention  the  application  of  the  law  or  principle  of 
centrifugal  force  to  the  particular  or  special  purpose  above  set 
forth,  that  is,  to  flyers  used  in  machinery  or  apparatus  for  prepar- 
ing, slubbing,  and  roving  cotton  and  other  fibrous  materials,  for 
the  purpose  of  producing  a  hard  and  evenly  compressed  bobbin.  * 

In  August,  1854,  in  consequence  of  doubts  having  arisen  as  to 
the  validity  of  the  specification,  on  the  ground  that  the  claim  was 
too  large,  the  plaintiff  entered  a  disclaimer  to  his  said  specifica- 
tion, which  disclaimer  was  duly  filed  and  enrolled.  The  material 
part  of  the  disclaimer  was  as  follows :  **  I  do  hereby  disclaim  all 
application  of  the  law  or  principle  of  centrifugal  force  as  being 
part  of  my  said  invention,  or  as  being  comprised  in  my  claim  of 
invention  contained  in  the  said  specification,  except  only  the 
application  of  centrifugal  force  by  means  of  a  weight  acting  upon 
a  presser,  so  as  to  cause  it  to  press  against  a  bobbin  as  described 
in  the  said  specification;  and  I  hereby  declare  that  the  above 
written  disclaimer  is  not  intended  to  extend  the  exclusive  right 
granted  by  the  said  letters  patent,  and  shall  not  extend  the  said 
exclusive  right  in  any  way  whatsoever. " 

The  jury  returned  a  verdict  for  the  plaintiff  upon  both  issues, 
but  leave  was  reserved  to  the  defendants  to  move  for  a 
[*  316]  rule  *  to  show  cause  why  the  verdict  should  not  be  entered 
for  them,  on  the  ground  that  the  disclaimer  described  a 
different  invention  from  that  described  in  the  specification.  A 
rule  nisi  was  subsequently  moved  for  and  obtained,  but  was 
discharged.  Leave  was  then  obtained  from  the  Court  of  Queen's 
Bench  to  appeal  against  the  decision,  and  also  to  apply  for  a  new 
trial  on  the  ground  that  the  learned  Judge  ought  to  have  ruled 
that  there  was  no  evidence  of  infringement  to  go  to  the  jury.  The 
Court  of  Exchequer  afl&rmed  the  decision  of  the  Court  of  Queen's 
Bench  on  the  point  as  to  the  patent,  but  directed  a  new  trial  on 
the  other  point     Hence  these  appeals. 

The  Solicitor-General  (Sir  W.  Atherton)  and  Mr.  M.  Smith 
(Mr.  Hindmarch  was  with  them),  for  the  appellant  Seed,  con- 
tended, that  the  disclaimer  had  properly  and  effectually  limited 
the  claim  to  the  application  in  a  particular  manner,  namely,  that 
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described  in  the  specification,  of  the  principle  of  centrifugal  force. 
That  mode  of  applying  the  principle  had  been  imitated  by  the 
defendants,  whose  machine  was  only  colourably  different  from 
that  of  the  plaintiff,  and  there  was  sufficient  evidence  to  go  to  the 
jury  of  that  fact  That  being  so,  the  learned  Judge  was  not 
entitled  to  stop  the  cause,  but  had  properly  left  the  fact  of  the 
infringement  to  the  consideration  of  the  jury,  and  there  was  no 
pretence  for  saying  that  there  ought  to  be  a  new  triaL 

They  cited :  LisUr  v.  Leather,  8  EL  &  B.  1004,  27  L.  J.  Q. 
B.  295 ;  Bovill  v.  Keyivorth,  7  El.  &  B.  725 ;  De  la  Rue  v. 
Dickenson,  7  El.  &  B.  738 ;  Stdner  v.  Heald,  6  Ex.  607,  20  L  J. 
Ex.  410 ;  Hilh  v.  The  London  Oas  Company,  5  Hurl.  &  N.  312, 
27  L.  J.  Ex.  60 ;  Jupe  v.  Pratt,  Webst.  Pat  Cas.  344. 

Mr.  Knowles  and  Mr.  Grove  (Mr.  Webster  was  with  them),  for 
the  respondents,  contended  that  the  plaintiff  had  not  made  out 
such  a  specification  as  would  support  a  patent  He  had  claimed 
too  much,  and  his  disclaimer  did  not  cure  this  defect  There 
ought,  therefore,  to  have  been  judgment  against  him  on  that 
ground.  And  then,  taking  both  specification  and  disclaimer 
together,  and  applying  the  evidence  to  them,  it  was  clear  that  the 
defendants  had  applied  the  principle  of  centrifugal  force  to  tlie 
flyers  in  a  manner  different  from  that  of  the  plaintiff ;  and,  conse- 
quently, there  had  been  no  evidence  of  infringement,  and  there 
ought  to  have  been  a  nonsuit  The  direction  for  a  new  trial  was, 
therefore,  proper,  and  on  that  point  the  judgment  of  the  Court 
below  ought  to  be  affirmed. 

They  cited :  Eex  v.  Cutler,  1  Stark.  354  (18  R  R  780) ;  Higgs 
V.  Goodwin,  El.  B.  &  E.  529,  27  L.  J.  Q.  B.  421 ;  Barher  v.' 
Grace,  1  Ex.  339,  17  L  J.  Ex.  122;  Morgan  v.  Seymour, 
Webst  123. 

July  19,  1860.  The  Lord  Chancellor  (Lord  Campbell).  —  On 
the  appeal  by  the  defendants,  against  the  plaintiff,  the  judgment 
of  the  Exchequer  Chamber  ought  to  be  affirmed.  On  the  other 
appeal,  he  himself  was  of  opinion  that  it  ought  to  be  reversed. 
On  this  second  point,  which  was,  whether  there  was  evidence  to 
go  to  the  jury  that  there  had  been  an  infringement,  it  certainly 
did  appear  difficult  to  say  that,  when  two  scientific  witnesses 
described  the  defendants'  machine  as  one  which  sought  to  attain 
the  same  end  as  the  plaintiff's,  by  employing  similar  means,  there 
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was  no  evidence  of  infringement  for  the  jurors  to  consider,  and  if 
there  was,  it  was  a  question  for  them,  and  not  for  the  Court 
When  such  evidence  had  been  given  in  the  plaintiff's  case,  as 
had  been  given  here,  it  was  impossible  for  the  Judge,  at  the  end 
of  the  plaintiff's  case,  to  withdraw  the  case  from  the  jury,  and 
though  contradictory  evidence  was  afterwards  given  by  the  defend- 
ants, that  could  not  strengthen  the  application  for  a  nonsuit.  In 
this  case  the  question  was,  the  degree  of  similitude  or  of  difference 
between  the  two  machines,  and  that  certainly  savoured  more  of 
fact  than  law.  The  difference  here  insisted  on  was,  that  the  cen- 
trifugal force  acted  on  a  higher  plane  in  the  plaintiff's  than  in  the 
defendants'  machine,  which  was  a  matter  to  be  considered  by  the 

jury,  but  which  he  must  most  seriously  doubt  to  have 
[*  317]  been  one  that  would  justify  ♦  the  Judge  in  stopping  the 

case  and  entering  a  nonsuit  Still,  though  he  entertained 
very  strong  doubts  upon  this  point,  he  should  yield  to  his  noble 
and  learned  friends  who  were  of  a  different  opinion,  and  should 
concur  in  the  advice  they  intended  to  give  their  Lordships,  that 
in  both  appeals  the  judgments  should  be  afiBrmed. 

Lord  Cranworth  entirely  concurred  with  the  Lord  Chancellor 
as  to  the  appeal  on  the  ground  of  the  supposed  insuflBciency  of  the 
specification.  Eeading  that  specification  in  a  fair  spirit,  the 
patentee  must  be  understood  to  have  claimed  as  his  invention 
the  application  of  centrifugal  force  to  the  flyers  in  the  mode  elabo- 
rately explained  in  his  diagrams ;  but  that  he  did  not  confine  him- 
self to  that,  for  he  claimed  it  in  whatever  way  it  might  be 
Applied.  The  effect  of  the  disclaimer  was  to  strike  out  this  latter 
claim.  The  other  claim  then  remained  good.  But  then  came  the 
other  question,  which  was  that  of  infringement  The  plaintiff 
claimed  for  the  application  of  centrifugal  force  by  means  of  a 
weight  acting  on  the  presser.  The  defendants'  machine  applied 
centrifugal  force  without  a  weight  acting  as  described  by  the 
plaintiff.  In  that  respect  their  two  machines  were  different  from 
each  other,  and,  without  treating  the  plaintiff  as  retaining  his 
claim  for  all  that  he  had  disclaimed,  it  could  not  be  said  that  his 
patent  had  been  infringed.  Both  appeals,  therefore,  ought  to  be 
dismissed. 

Lord  Wensleydale  concurred,  though  not  without  some  hesita- 
tion, as  to  the  appeal  on  the  sufficiency  of  the  specification.     As 
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to  the  other  question,  he  thought  that  there  was  no  evidence  of 
infringement  to  go  to  the  jury,  and  therefore  that  the  Court  of 
Exchequer  Chamber  was  right  in  granting  a  new  trial.  The  ques- 
tion of  infringement  was  one  of  mixed  law  and  fact  The  con- 
struction of  the  specification  was  for  the  Court,  with  the  aid  of 
such  facts  as  were  admissible  to  explain  written  documents.  The 
question  what  the  defendants  had  done  was  for  the  jury,  and 
scientific  evidence  to  explain  it  was,  no  doubt,  admissible.  The 
Judge  must  apply  such  evidence  to  the  facts  before  him.  This 
was  generally  done  in  summing  up  the  case,  the  Judge  leaving 
the  necessary  facts  to  the  jury,  and  giving,  conditionally,  the 
necessary  directions  in  law.  Were  the  facts  in  this  case  suflScient 
evidence,  which  ought  to  have  been  left  to  the  jury  as  proof  of 
infringement ;  in  other  words,  were  they  such  as,  if  believed  to  be 
true,  would  warrant  a  finding  that  there  had  been  an  infringement 
of  this  particular  machine  ?  He  came  to  the  conclusion  that  they 
would  not.  Though  both  the  machines  applied  centrifugal  force 
to  the  flyers,  they  applied  it  in  a  different  way :  the  plaintifiF  used 
a  weight,  the  defendants  did  not  use  one.  The  evidence  of  the 
scientific  witnesses  could  not  alter  these  facts.  Their  opinions 
that  one  machine  was  a  piracy  of  the  other  were  not  properly 
admissible  in  evidence.  The  evidence  showed  the  fact  that  the 
principle  of  centrifugal  force  was  applied  in  each  case  in  a  differ- 
ent manner,  and  there  could  be  no  infringement  under  such  cir- 
cumstances, unless  the  subject  of  the  patent  had  remained  as  it 
was  originally  stated,  and  before  the  disclaimer  was  entered,  for 
any  mode  of  applying  centrifugal  force.  The  disclaimer,  however, 
prevented  that,  and,  the  two  modes  being  different,  there  was,  in 
his  opinion,  no  evidence  of  an  infringement,  and  the  Judge  should 
have  so  told  the  jury.  Consequently,  the  direction  of  the  Court 
of  Exchequer  Chamber  that  there  should  be  a  new  trial  ought  to 
be  aflBrmed. 

Lord  Chelmsford  concurred  with  his  two  noble  and  learned 
friends  on  both  points.  The  disclaimer  did  not  extend  the  speci- 
fication, but  limited  it,  and  the  patent  was  valid.  The  direction 
for  a  new  trial  ought  to  be  sustained.  What  the  defendant  had 
done  in  any  case  was,  of  course,  a  question  of  fact ;  but  whether 
on  proof  of  certain  acts  having  been  done  by  a  defendant,  the 
plaintiff  had  any  case  to  go  to  a  jury,  was  a  question  for  the 
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Judge.  The  mere  production  of  the  machine  used  by  the  defend- 
ant might  satisfy  the  Judge  that  it  was  entirely  different  from 
that  used  by  the  plaintiff,  and,  therefore,  that,  there  was  no  evi- 
dence of  infringement  to  go  to  the  jury.  It  seemed  to  him  that 
giving  effect  to  the  disclaimer  here,  and  limiting  the  plaintiff's 
claim  to  the    application  of    centrifugal   force  in  a  particular 

manner,  it  was  clear  that  the  manner  in  which  it  was 
[♦318]  applied   by  the  defendants  was  not  the  same  ♦as   that 

adopted  by  the  plaintiff,  and,  consequently,  that  there 
had  been  no  infringement,  and  the  direction  of  the  Court  of 
Exchequer  Chamber  was  therefore  right,  and  must  be  affirmed. 

Judgment  of  the  Court  below  affirmed. 

ENGLISH  NOTES. 

Where  a  patent  had  been  obtained  for  improvements  in  giving  sig- 
nals in  distant  places  by  means  of  electric  currents  transmitted  through 
metallic  circuits  —  the  specification  describing  a  mode  of  electric 
telegraphy  through  metallic  circuits  —  it  was  held  that  the  patent  was 
infringed  by  a  similar  mode  of  signalling  in  which  nearly  half  of  the 
metallic  circuit  was  dispensed  with  —  applying  a  discovery  made  subse- 
quently to  the  patent  —  by  connecting  the  wires  to  earth.  Electric 
Telegraph  Co,  v.  Brett  (1851),  10  G.  B.  838,  20  L.  J.  C.  P.  123,  15 
Jur.  679.  And  see  Newton  v.  Orand  Junction  Railway  Co.  (1846), 
6  Ex.  331,  20  L.  J.  Ex.  427. 

Where  a  patent  is  taken  out  for  an  entire  combination,  the  question 
whether  the  use  of  a  subordinate  part  of  that  combination  is  an 
infringement  cannot  be  answered  by  laying  down  a  rule  in  general 
terms.  To  be  an  infringement,  the  part  used  must  be  new,  and  material 
to  the  whole  combination,  and,  further,  the  use  must  be  substantially  a 
use  of  the  plaintiff's  invention.  And  whether  it  is  so  or  not  is  a  ques- 
tion to  be  decided  by  a  jury,  or  the  Court,  upon  reference  to  the  whole 
circumstances  of  the  case.  Bovill  v.  Keyworth  (1867),  7  El.  &  Bl. 
726;  LUter  v.  Leather  (Ex.  Oh.  1868),  8  El.  &  Bl.  1031,  27  L.  J.  Q. 
B.  296 ;  Clarke  v.  Adie  (H.  L.  1877),  2  App.  Cas.  423,  46  L.  J.  Oh. 
685,  36  L.  T.  923.  In  the  case  of  Lister  v.  Leather  in  the  Exchequer 
Chamber,  the  Court,  in  their  judgment  say  (8  El.  &  Bl.  1033,  27  L.  J. 
Q.  B.  296): —  "  It  was  argued  before  us,  on  behalf  of  the  appellants 
(defendants),  that  if  a  patent  be  taken  out  for  a  combination  of  A,  B, 
and  C,  it  could  not  be  infringed  by  using  a  combination  of  B  and  C 
only.  We  are  of  opinion  that  the  answer  to  this  inquiry  turns 
altogether  upon  what  A,  B,  and  C  are,  how  they  contribute  to  the 
object  of  the  invention,  and  what  relation  they  bear  to  each  other. 
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Cases  may  possibly  be  suggested  where  the  use  of  B  and  G  might  not 
be  an  infringement  of  the  patent;  but,  more  easily,  cases  may  be  put 
where  the  use  of  B  and  C  would  be  an  infringement  of  the  patent. '^ 
These  observations  are  cited  with  approval  by  Lord  Blackburn  in 
Clarke  v.  Adie^  No.  18,  p.  281,  ante. 

Where  a  patent  is  for  a  machine  consisting  of  a  combination  of 
parts,  the  manufacture  of  a  part  of  the  machine  which  is  not  new  — 
although  for  the  purpose  of  being  embodied  in  such  a  machine  —  is 
not  an  infringement  by  that  manufacturer.  M'Cormick  v.  Gray 
(1861),  7  H.  &  N.  25,  31  L.  J.  Ex.  42,  4  L.  T.  (N.  S.)  832,  9  W.  E.  809. 

The  principle  which  protects  a  patentee  against  the  use  by  others  of 
mechanical  equivalents  is  inapplicable  to  a  case  where  the  invention 
depends  entirely  on  the  particular  machinery  by  which  a  well-known 
object  is  attained.  In  such  a  case,  where  the  alleged  infringer  had 
obtained  the  same  object  in  a  more  beneficial  manner  and  by  other 
machinery  which  was  not  a  colourable  evasion  or  imitation  of,  but 
required  an  equal  amount  of  inventive  genius  with,  that  shown  in  the 
plaintiff's  invention:  —  It  was  held  that  there  was  no  infringement. 
Curtis  V.  Piatt  (1866),  L.  R.  1  H.  L.  337,  35  L.  J.  Ch.  862. 

Upon  the  question  of  infringement  of  a  combination,  a  crucial  case 
is  furnished  by  Saxbf/  v.  Clunes  (H.  L.  1874),  43  L.  J.  Ex.  228;  where 
two  inventions  for  safety  arrangements  of  mechanism  and  signals  upon 
railways  came  to  be  compared.  In  1856,  S.  obtained  a  patent  for  an 
arrangement  of  mechanism  by  which  the  points  and  signals  should  be 
''  simultaneously  actuated  by  one  movement  and  in  such  a  manner  that 
the  points  could  not  be  wrong  when  the  signals  were  right,  nor  the 
signals  wrong  when  the  points  were  right."  This  was  done  by  con- 
necting the  rods  and  pulleys  which  worked  the  signals  with  the  lever 
which  moved  the  points,  so  that  when  the  lever  was  moved  to  open  or 
shut  the  points,  the  signal  was  raised  or  depressed  so  as  to  indicate  the 
position  of  the  points.  In  1866,  C.  obtained  a  patent  for  a  similar 
object.  His  plan  was  that  the  normal  position  of  the  signals  should  be 
at  "Danger,"  and  they  could  only  be  changed  to  "Safety"  by  a 
separate  lever  from  that  which  moved  the  points;  but  the  lever  which 
moved  the  signals  was  connected  with  the  lever  which  moved  the 
points  in  such  a  way  that  when  the  line  was  not  open  the  signal  lever 
was  locked,  so  that  the  signal  could  not  be  changed  from  danger  to 
safety  until  the  lever  which  moved  the  points  had  been  moved  so  as  to 
open  the  line.  The  mechanical  contrivances  in  both  cases  were  the 
same  with  very  slight  modifications.  It  was  held  that  the  principle 
of  C.'s  invention  was  not  equivalent  to  that  of  the  invention  of  S.;  and 
that  the  working  of  C.'s  invention  was  not  an  infringement  of  S.'s 
patent.     The  summing  up  of  the  reasons  given  by  Lord  Chelmsford, 


688  PATENT. 


Hof.  44,  45.  —  SellerB  v.  Diekinion;  Seed  v.  ffiggine.  —  Hotee. 

quoting  from  the  judgment  of  Mr.  Justice  Willes  in  the  Exchequer 
Chamber,  is  instructive.  "  It  appears  "  (he  says  quoting  that  judg- 
ment) "  upon  the  evidence  that  the  respondents  have  discovered  a  mode 
of  securing  safety  in  a  way  distinct  from  that  adopted  by  the  appel- 
lants. It  cannot  be  treated  as  a  mere  improvement  upon  the  appellants' 
method  of  working  the  points  and  signals  simultaneously  by  one  lever, 
far  less  as  a  mere,  mechanical  equivalent  for  the  appellants'  system. 
The  respondents  act  by  separate  levers  distinctly  upon  the  points  and 
the  signals.  In  their  system  it  is  impossible  to  work  the  points  so  as 
thereby  under  any  circumstances  to  move  the  signals  without  a  dis- 
tinct operation,  and  this  attains  a  distinct  and  novel  and  useful  object, 
not  forming  any  essential  part  of  the  appellants'  patent,  namely,  to 
keep  the  signals  necessarily  at  danger,  whether  the  line  be  open  or 
closed,  until  they  are  separately  acted  upon  by  the  proper  and  distinct 
levers.  .  .  .  There  are  different  methods  of  attaining  the  common 
object  of  safety,  but  not  different  methods  of  attaining  safety  by  the 
working  of  the  points  and  signals  simultaneously  by  the  way  Invented 
by  the  appellants." 

Where  a  patent  is  granted  for  a  combination  which  produces  a  new 
result,  the  patent  is  infringed  if  in  substance  and  in  essence  the  com- 
bination is  taken.  Proctor  v.  Bennis  (C.  A.  1887),  36  Ch.  D.  740,  57 
L.  J.  Ch.  11,  67  L.  T.  662,  36  W.  R.  456. 

AMERICAN  NOTES. 

An  infringement  involves  substantial  identity,  whether  that  identity  be 
described  by  the  terms  "  same  principle,"  same  modus  operandi,  or  any  other. 
Burr  V.  Duryee,  1  Wallace  (U.  S.),  531,  572.  A  charge  of  infringement  may, 
therefore,  be  sometimes  made  out,  though  the  letter  of  the  claims  is  avoided ; 
and  the  converse  of  this  rule  is  equally  true.  The  patentee  may  bring  the  de- 
fendant within  the  letter  of  his  claim,  but  if  the  latter  has  so  far  changed  the 
principle  of  the  device  that  the  claims  of  the  patent,  literally  construed,  have 
ceased  to  represent  his  actual  invention,  he  is  no  more  subject  to  be  adjudi- 
cated an  infringer  than  one  who  simply  violates  the  letter  of  a  statute  but  not 
its  intent.  Even  when  the  patent  for  a  machine  is  a  pioneer,  the  alleged  in- 
fringer must  have  done  more  than  reach  the  same  result:  he  must  have 
reached  it  by  substantially  the  same  or  similar  means,  —  otherwise  the  rule 
that  the  function  of  a  machine  cannot  be  patented  would  be  of  no  practical 
value.  Winarui  v.  Denmead,  15  Howard  (U.  S.),  330;  WesHnghouse  v.  Boyden 
Power  Brake  Co,y  170  United  States,  537,  568;  Haselden  v.  Ogden,  3  Fisher's 
Patent  Cases,  878;  Bundy  Manuf,  Co.  v.  Detroit  Time-Register  Co.^  94  Federal 
Rep.  524.  An  application,  therefore,  of  a  patented  device  to  another  use, 
where  such  new  application  does  not  Involve  the  exercise  of  the  inventive 
facult]^,  is  as  much  an  infringement  as  though  the  new  machine  were  an  exact 
copy  of  the  old,  provided  the  patentee's  claims  do  not  manifest  an  intention 
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to  disclaim  other  forms  in  which  bis  invention  may  be  copied.  Winans  v. 
Denmead,  15  Howard  (U.  S.),  330,  343  ;  Sewall  v.  Jones,  91  United  States, 
171,  183;  Western  Electric  Co.  v.  La  Rue,  139  id.  601;  Du  Bois  v.  Kirk,  158 
id.  58 ;  Risdon  Iron  8f  Locomotive  Works  v.  Trent,  92  Federal  Rep.  375. 

The  rale  that  a  patent  \a  prima  fade  evidence  of  novelty,  operativeness,  and 
invention,  is  only  a  rule  of  evidence,  and  though  it  casts  the  burden  of  proof 
upon  the  alleged  infringer,  it  does  not  take  away  the  authority  of  the  Courts 
to  declare  what  constitutes  novelty,  operativeness,  or  invention.  Dashiell  v. 
Grosvenor,  162  United  States,  425,  432;  Lettelier  v.  Mann,  91  Federal  Rep. 
909,  916. 

The  intent  is,  in  America,  material  at  times  upon  the  question  of  infringe- 
ment. If  there  is  a  wanton  intent,  the  presumption  is  against  the  infringer, 
especially  as  to  the  damages,  which  may  be  doubled  or  tripled;  and  if  the 
patentee  is  the  sole  manufacturer  of  his  device,  the  loss  of  sales  from  the  in- 
fringer's failure  to  purchase  from  him  is  an  element  of  the  damages.  Rose  v. 
Hirsh,  94  Federal  Rep.  177.  The  claim,  however,  that  an  infringement  is 
unintentional  or  accidental  can  never  afford  a  defence  to  a  suit  brought  by  the 
owner  of  a  patent.  Thompson  v.  N.  T.  Bushnell  Co.,  96  Federal  Rep.  238. 
The  penalty  prescribed  in  the  Act  of  Congress  of  February  4,  1887,  for  appro- 
priating a  design,  patent,  or  any  colorable  imitation  thereof,  applies  only  as  a 
punishment  for  the  wilful  violation  of  another's  protected  right.  Fuller  v. 
Field,  82  Federal  Rep.  813. 

Those  who  aid  towards  an  infringement,  as  by  making  sales  of  parts  or 
materials  which  amount  to  a  proposal  to  the  purchaser  to  infringe,  are  liable 
for  contributory  infringement.  Wallace  v.  Holmes,  9  Blatchford  (U.  S.),  65; 
Red  Jacket  Manuf.  Co.  v.  Davis,  82  Federal  Rep.  432;  New  York  Filter  Manuf. 
Co.  V.  Jackson,  91  id.  422 ;  American  Graphophone  Co,  v.  Hawthorne,  92  id.  516; 
Edison  Electric  Light  Co.  v.  Peninsular  Light  P.  §•  H.  Co.,  95  id.  669.  So  the 
agents  of  infringers  may  be  liable  as  infringers,  though  they  are  upon  salary 
and  have  no  share  in  the  profits  of  the  infringing  business.     Graham  v.  Earl, 

92  Federal  Rep.  155 ;  United  States  Playing-Card  Co.  v.  Spalding,  id.  368. 
The  plaintiff's  patent  may  properly  receive  a  broad  and  favorable  construc- 
tion as  against  his  former  employee,  who  left  him  to  commence  the  manufac- 
ture of  infringing  machines.  Regina  Music  Box  Co.  v.  Paillard,  85  Federal 
Rep.  644,  646. 

As  an  infringement  is  a  tort,  it  is  not  within  the  jurisdiction  of  the  Court 
of  Claims,  when  there  is  no  additional  element  of  contract;  but  the  general 
rule  as  to  torts  holds  true  here,  that  all  the  defendants  who  are  held  responsible 
for  the  infringement,  are  liable  jointly  and  severally  for  the  entire  damages. 
Schillingerv.  United  States,  155  United  States,  163;  United  States  y.  Berden  Fire 
Arms  Manuf.  Co.,  156  id.  552;  Babcock  gr  Wilcox  Co.  v.  Pioneer  Iron  Works^ 
34  Federal  Rep.  338 ;  Simonds  Rolling- Machine  Co.  v.  Hathom  Manuf  Co., 

93  id.  958. 

An  improvement,  though  itself  patentable,  is  not  a  defence  to  a  charge  of 

infringement,  when  the  original  patentee's  assent  is  not  obtained  for  the  use 

of  his  invention.    Smith  v.  Uhrich,  94  Federal  Rep.  865.     When  a  machine 

brings  together  several  of  the  old  devices  which  form  parts  of  a  patented 
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combination,  there  is  no  infringement,  if  it  omits  other  important  parts 
thereof.  Palmer  v.  Coming,  156  United  States,  342;  American  Tobacco  Co. 
V.  Streatj  83  Federal  Rep.  700.  But  mere  formal  changes  will  not  avail  to 
avoid  infringement.  Thompson  v.  Second  Ave.  Traction  Co,,  93  Federal  Rep. 
824.  And  a  mere  reversal  of  parts,  or  a  mere  reversal  of  the  order  of  their 
movement,  if  the  parts  working  together  perform  tlie  same  function,  will 
constitute  infringement.  Societe  Anonyme  Usine  J.  Cleret  v.  Rehfuss,  76  Fed- 
eral   Rep.   657;    Huntington  Dry   Pulverizer   Co.  v.    Whittdker  Cement  Co., 

89  id.  323;  Rood  v.  Evans,  92  id.  371. 

In  order  to  show  infringement  of  a  process,  the  proof  must  be  clear 
that  the  defendant  uses  the  process  of  the  plaintiff's  patent,  mere  similarity 
or  even  identity  of  appearance  in  the  product,  not  being  sufficient.  Schwartz 
V.  Housman,  88  Federal  Rep.  519;  United  States  Glass  Co.  v.  Atlas  Glass  Co., 

90  id.  724. 

Only  a  party  interested  in  the  patent  can  sue  for  its  infringement  either  at 
law  or  in  equity ;  he  cannot  delegate  the  right  to  sue.  Moore  v.  Marsh,  7 
Wallace  (U.  S.),  515;  Goldsmith  v.  American  Paper  CoUar  Co.,  18  Blatchford 
(U.  S.),  82.  Suit  cannot  be  brought  for  an  infringement  before  the  issuance 
of  the  plaintiff's  patent.  Kirk  v.  United  States,  163  United  States,  49.  His 
right  of  suit  for  infringement  is  in  general  limited  to  the  Federal  Courts.  St 
Paul  Plough  Works  v.  Starling,  127  United  States,  376  ;  ante,  pp.  8,  9.  In 
those  Courts  he  cannot  proceed  to  have  it  decided  that  he  is  not  an  infringer 
of  a  patent  issued  to  the  defendant.  Celluloid  Manuf.  Co,  v.  Goodyear  Dental 
Vulcanite  Co.,  Id  Blatchford  (U.  S.),  875.  An  infringer  cannot  defend  on  the 
ground  of  want  of  utility  in  the  infringed  invention.  Gandy  v.  Main  Belting 
Co.,  143  United  States,  587.  If  the  defendant,  in  a  suit  for  infringement,  has 
acted  under  a  license  from  the  owner  of  the  patent,  and  paid  royalties  to 
him,  he  is  thereby  estopped  to  claim  that  he  is  merely  an  infringer,  for 
the  purpose  of  defeating  the  jurisdiction  of  a  state  Court,  in  which  he  is 
sued  for  royalties  due  under  his  license.  Illinois  Watch  Case  Co.  v.  Ecau- 
bert,  177  Illinois,  587.  Cities  and  counties  are  liable  for  infringing  patents, 
as  well  as  other  corporations  and  individuals.  Munson  v.  New  York,  3  Federal 
Rep.  338 ;  May  v.  Logan  County,  30  id.  250;  May  v.  RaUs  County,  31  id.  473. 

The  American  law  (U.  S.  Revised  Statutes,  §§  4900,  4901)  requires  a  pa- 
tented article  to  be  marked  "  Patented,"  and  when  this  is  done,  either  on  the 
article  itself  or  the  package  which  encloses  it,  it  carries  a  general  notice  to  the 
public  of  the  patent,  so  that  a  claim  for  infringement  is  maintainable  even 
when  the  infringer  had  no  knowledge  of  the  patent;  actual  notice  to  infringers 
also  binds  them.  Hogg  v.  Gimbel,  94  Federal  Rep.  518;  New  York  Pharmical 
Asso.  V.  Tilden,  14  id.  740.  Such  notice,  by  using  the  word  **  Patented,'*  is 
not  necessary,  in  order  to  hold  an  infringer,  when  neither  the  patentee  nor  his 
assignee  has  made  or  sold  the  patented  device.  See  Dunlap  v.  Schojield,  152 
United  States,  244 ;  Campbell  v.  New  York,  81  Federal  Rep.  182 ;  Ewart 
Manuf.  Co.  v.  Baldwin  Cycle-Chain  Co.,  91  id.  262.  A  false  use  of  the  word 
**  Patented  **  upon  the  article  manufactured,  when  in  fact  it  is  not  protected 
by  patent,  or  the  counterfeiting  of  another*8  patented  product,  with  the  word 
'*  Patented  "  affixed  thereto,  is,  by  sect  4901  above,  punishable  by  penalty  of  not 
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less  than  one  hundred  dollars  for  each  offence,  one  half  of  which  goes  to  the 
person  suing  therefor.  The  intent  to  so  mark  falsely  is  material.  Walker 
V.  Hawxhurst,  5  Blatchford  (U.  S.),  494;  Nichols  t.  Newell,  1  Fisher's  Patent 
Cases  (U.  S.),  647.  The  patentee  has  the  burden  of  proof  to  prove  such  gen- 
eral or  personal  notice,  but  an  infringer  who  relies  upon  this  defence,  should 
plead  it  in  his  answer.  Dunlap  t.  Schofield,  152  United  States,  244 ;  Sessions 
V.  Romadka^  145  id.  29, 50.  The  penalty  provided  for  in  sect.  4901  is  not  recov- 
erable when  the  invention  lacks  patentability,  or  is  not  truly  described  in  the 
patent,  or  when  the  patent  has  expired.  Russell  v.  Newark  Machine  Co.,  55 
Federal  Rep.  297  ;  Winne  v.  Snow,  19  id.  507 ;  [/nited  States  v.  Morris,  2  Bond 
(U.  S.),  23 ;  WiUon  v.  Singer  Manuf.  Co.,  9  Bissell  (U.  S.\  173.  That  penalty 
may,  it  seems,  take  away  the  right  to  recover  damages  for  an  infringement, 
but  does  not  limit  the  right  to  an  injunction.  Goodyear  v.  Allyn,  6  Blatchford 
(U.  S.),  33;  McComb  v.  Brodie,  1  Woods  (U.  S.),  153. 


Ko.  46.  — PALMEE  v.   WAGSTAFF. 
(EX.  1854.) 

RULE. 

Where  the  specification  states  the  invention  to  be  a 
mode  of  manufacturing  a  certain  class  of  goods,  it  is  not 
sufficient  evidence  of  infringement  that  the  defendant  has 
manufactured  an  article  by  which  the  same  beneficial  result 
has  been  obtained,  if  no  evidence  is  given  as  to  how  it  has 
been  made. 

Palmer  y.  Wagstaff  and  another. 

9  Ex.  494-502  (a.  c.  23  L.  J.  Ex.  217). 

Patent.  —  Method  of  Infringement.  —  ResM  by  Different  Method.  —  Evidence. 

The  plaintiff  took  out  a  patent  fur  '*  Improvements  in  the  manufacture  [494] 
of  candles,  and  in  apparatus  for  applying  light."  In  his  8j>ecification  he 
claimed,  first,  the  mode  of  manufacturing  candles  hy  the  application  of  peculiarly 
formed  plaited  wicks ;  secondly,  the  mode  of  manufacturing  candles  hy  the  appli- 
cation of  two  or  more  plaited  wicks,  so  disposed  that  the  ends  always  turned 
outwards ;  and  thirdly,  the  mode  of  applying  lenses  to  lamps  in  order  to  con- 
centrate and  conduct  a  portion  or  portions  of  the  rays  of  light  to  a  distance." 
The  plaintiff  afterwards  entered  a  disclaimer  as  to  the  first  and  third  parts  of  his 
invention,  and  he  sued  the  defendant  for  an  infringement  of  the  second  part. 
At  the  trial,  the  plaintiff  produced  a  candle  purchased  of  the  defendant,  the 
wicks  of  which  were  so  plaited  that  the  ends  always  turned  outwards :  —  Held, 
that  the  patent  was  not  for  the  candle  itself,  but  for  the  mode  of  manufacturing 
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it ;  and  that  the  mere  production  of  a  candle  made  by  the  defendant,  in  which 
the  wicks  were  so  plaited  that  the  ends  always  turned  outwards,  was  no  evidence 
of  an  infnngement  of  the  plaintiff's  patent. 

This  was  an  action  for  the  infringement  of  a  patent  The 
declaration,  which  was  in  the  form  given  by  the  Common  Law 
Procedure  Act,  stated  that  the  plaintiff  was  the  first  and  true 
inventor  of  a  certain  new  manufacture,  that  is  to  say,  of  "Im- 
provements in  the  manufacture  of  candles,  and  in  apparatus  for 
applying  light,"  for  which  a  patent  had  been  granted  to  him  on 
the  25th  of  March,  1840 ;  and  that  the  defendants  had  infringed 
the  said  patent  right. 

Plea  (inter  alia},  not  guilty  ;  and  issue  thereon. 

At  the  trial  before  Pollock,  C.  B.,  at  the  London  Sittings  after 
last  Trinity  Term,  the  specification  of  a  patent,  the  title  of  which 
was  for  "  Improvements  in  the  manufacture  of  candles,  and  in 
apparatus  for  applying  light,"  granted  to  the  plaintiff  in  March, 
1840,  and  the  disclaimer  of  a  certain  part  of  his  invention,  were 
given  in  evidence. 

The  specification  was  as  follows :  —  "I  do  hereby  declare  the 
nature  of  my  said  invention,  and  the  manner  in  which  the  same  is 
to  be  performed,  are  fully  described  and  ascertained  in  and  by  the 
following  statement  thereof ;  that  is  to  say,  my  invention  relates 
—  First,  to  a  mode  of  manufacturing  candles  by  the  application  of 
peculiarly  formed  plaited  wicks. 

"Secondly,  my  invention  relates  to  a  mode  of  manufacturing 
candles  by  the  application  of  two  or  more  plaited  wicks  in  each 
candle. 

"  And  thirdly,  my  invention  relates  to  a  mode  of  applying  lenses 
to  lamps,  in  order  to  concentrate  and  conduct  a  portion  or  por- 
tions of  the  rays  of  the  light  to  a  distance.  And  in  order 
[*  495]  that  my  invention  may  be  most  fully  understood  *  and 
readily  carried  out  by  a  workman,  I  will  proceed  to 
describe  the  means  pursued  by  me  for  performing  the  same.  In 
manufacturing  candles  with  plaited  wicks,  as  at  present,  the  wicks 
are  constructed  or  formed  by  plaiting  three  or  more  clusters  or 
strands  of  loose  threads,  which  loose  threads  are  not,  previously 
to  plaiting  them,  intertwisted  or  otherwise  treated  or  worked  in 
any  manner  to  cause  the  various  threads  to  be  formed  or  fabri- 
cated into  a  cord  or  line.     Now,  the  object  of  the  first  part  of  my 
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invention  is  to  apply  plaited  wicks  to  candles,  formed  by  plaiting 
together  previously  fabricated  parts  or  cords,  in  place  of  clusters 
of  loose  parallel  yam  or  threads,  by  which  means,  when  the 
wicks  consume,  they  will  maintain  the  required  stififness,  and 
burn  more  efficiently  than  when  each  strand  or  part  of  the  plaited 
wick  is  composed  of  several  loose  yarns  or  strands ;  and  in  carry- 
ing out  this  part  of  my  invention,  supposing  I  am  desirous  of  con- 
structing plaited  wicks  or  candles  according  to  my  invention,  I 
cause  the  individual  thread  or  yarn  to  be  formed  into  a  cord  or 
line,  by  twisting  them  into  what  is  commonly  called  cotton  cord, 
or  by  gimping  them  together,  or  by  any  other  suitable  way  by 
which  they  can  be  wove  or  combined  together ;  so  that,  when  a 
plaited  wick  of  three  parts  is  to  be  made,  I  plait  together  three 
such  described  cords  or  lines  in  place  of  three  clusters  of  loose 
yarn  or  thread. 

"  I  will  now  proceed  to  describe  the  second  part  of  my  inven- 
tion, which  relates  to  a  mode  of  manufacturing  candles  by  apply- 
ing two  or  more  plaited  wicks  in  each  candle.  It  is  well  known 
that  candles  manufactured  with  plaited  wicks  so  burn,  that  the 
upper  end  of  the  wicks  turn  outwards,  by  which  means  they  do 
not  require  to  be  snufifed;  and  it  may  be  remarked  that,  where 
there  is  only  one  wick  in  each  candle,  the  direction  of  the  bending 
of  the  wick  is  not  material ;  but  it  will  be  evident  that,  in  manu- 
facturing candles  with  two  or  more  plaited  wicks,  it  is  important  that 
the  separate  wicks  in  bending,  when  being  consumed,  should 
not  do  so  in  such  a  manner  as  to  come  *  in  contact  with  [*  496] 
each  other,  but  that  they  should  each  turn  outwards,  and 
be  at  all  times  separate  one  from  the  other ;  and  I  have  observed 
that,  in  consuming  plaited  wicks  of  candles,  that  surface  of  the 
wick,  when  made  as  heretofore,  or  according  to  the  mode  above 
described,  where  the  strands  proceed  upwards  from  the  outer 
edges  towards  the  centre,  is  the  direction  towards  which  the 
wick  bends,  and  consequently,  I  find  that,  in  making  candles 
with  two  or  more  plaited  wicks,  that  they  should  be  so  made 
as  to  cause  that  surface  of  each  wick  to  be  outwards,  whilst  that 
surface  of  each  wick,  where  the  strands  proceed  upwards,  and 
from  the  centre  towards  the  outer  edges,  should  be  inwards  towards 
the  centre  of  the  candle,  owing  to  the  circumstance  above  noticed, 
for  the  wicks  will  not  be  found  to  bend  in  that  direction,  but 
directly  in  the  reverse  direction ;  and,  in   order  to  insure   this 
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placing  of  the  wicks,  when  applying  them  in  the  manufacture 
of  candles,  I  employ  a  rod  of  wire,  Fig.  1  of  the  drawing,  there 
being  a  notch  or  notches  at  the  lower  end,  according  as  two  or 
more  such  plaited  wicks  are  to  be  applied  to  each  candle ;  and,  in 
applying  two  or  more  plaited  wicks  to  a  candle,  they  are  placed 
parallel  with  the  central  axis  or  line  of  the  candle.  The  rod  or 
wire  A,  Fig.  1  is  intended  for  applying  two  wicks  to  a  candle; 
and,  in  placing  wicks,  or  such  rod  or  wire,  I  cause  one  end  of 
the  wick  to  be  fastened  to  the  upper  end  of  the  wire,  by  placing 
it  in  the  notch  B,  and  then  conduct  that  surface  of  the  wick  where 
the  strands  of  the  plait  proceed  upwards  froln  the  centre  towards 
the  outer  edges  thereof,  to  be  against  one  side  of  the  wire  rod, 
and  then  conduct  it  to  the  lower  end  of  the  rod,  where  the  wick 
passes  under  it  in  the  notch,  taking  care  to  retain  the  wick  from 
twisting,  and  then  I  conduct  the  wick  upwards  on  the  other  side 
of  the  rod,  observing  the  same  care  in  keeping  that  surface  of  the 
plait  from  which  side  it  bends  in  consuming  against  the  surface 

of  the  rod  or  wire  A,  and  then  place  the  other  end  of  the 
[*  497]  wick  in  the  notch  *  C.     The  wire,  with  the  two  wicks, 

will  then  be  ready  to  be  placed  in  a  mould,  to  have  a 
candle  made  therein;  and  I  have  only  further  to  remark, 
that,  in  making  candles  with  more  than  two  plaited  wicks,  I  use 
more  grooves  or  notches  at  the  end  of  the  rod,  and  observe  the 
same  care  in  placing  the  wicks,  as  above  explained.  I  would 
remark,  in  respect  of  this  part  of  ray  invention,  I  do  not  claim  the 
applying  two  or  more  wicks  generally  to  candles,  it  not  being  new 
so  to  make  candles,  I  having  already  obtained  letters  patent  for 
manufacturing  candles,  each  having  a  series  of  spiral  wicks,  this 
part  of  my  invention  being  confined  to  plaited  wicks,  which  are 
placed  vertically,  or  nearly  so,  in  the  candles. 

"  I  will  now  proceed  to  describe  the  third  part  of  my  invention. 
Fig.  2  represents  a  table  lamp,  having  this  part  of  my  improve- 
ments applied  thereto;  and  I  would  remark,  that,  although  the 
lamp  shown  is  for  consuming  candles,  yet  this  part  of  my  inven- 
tion is  equally  applicable  to  oil  lamps.  Fig.  3  shows  a  front  and 
edge  view  of  a  lense,  set  in  a  proper  frame.  Fig.  4  shows  the 
gallery  or  holder  for  the  chimney  of  the  lamp  in  section,  together 
with  the  circular  frame  for  receiving  the  lense.  Fig.  5  shows  a 
plan  of  the  circular  frame,  with  the  gallery  of  the  glass  chimney. 
In  each  of  these  figures  the  same  letters  of  reference  are  used  to 
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indicate  the  same  parts.  A  is  the  lense  in  a  frame  B,  with  a 
stem  having  a  slot  therein,  by  which  the  height  can  be  adjusted 
by  the  set  screw  C,  which  fixes  the  stem  of  the  frame  to  the  bolt 
D,  the  nature  of  which  is  clearly  shown  in  the  drawing.  The 
bolt  D  is  capable  of  being  slided  more  or  less  into  the  recesses 
formed  in  the  circular  frame  E,  which  is  placed  on  the  top  of  the 
lamp,  and  which  I  prefer  should  have  the  gallery  or  holder  of  the 
glass  chimney  afi&xed  thereto.  By  this  arrangement  it  will  be 
seen  that  one  or  more  such  lenses  may  be  applied  to  a  lamp  or 
removed  therefrom  as  the  use  of  the  lamp  may  require  it, 
and  thus  may  the  rays  *  of  light  from  the  lamp  be  collected  [•  498] 
and  thrown  to  a  distance  in  the  direction  desired. 

"Having  thus  described  the  nature  of  my  invention,  and  the 
manner  of  performing  the  same,  I  would  have  it  understood  that 
what  I  claim  as  the  invention,  secured  by  the  present  letters 
patent,  is  —  First,  the  mode  of  manufacturing  candles  by  the  ap- 
plication of  the  peculiarly  formed  wicks  as  herein  described ;  Sec- 
ondly, I  claim  the  mode  of  manufacturing  candles  by  the  application 
of  two  or  more  plaited  wicks  as  herein  described;  and  Thirdly, 
I  claim  the  mode  of  applying  lenses  to  lamps  as  described." 

On  the  21st  of  June,  1853,  the  plaintiff  entered  a  disclaimer  as 
to  part  of  his  invention,  which  was  as  follows:  —  "I,  the  said 
William  Palmer,  did  describe  the  invention  to  consist  of  three 
parts ;  and  since  the  enrolling  of  the  said  specification,  it  has  been 
found  that  the  first  part  is  not  of  such  practical  value  as  to  induce 
me  to  wish  to  retain  the  same  as  part  of  my  patent ;  for  which 
reason  I  wish  to  disclaim,  and  I  do  hereby  disclaim,  all  parts  of 
the  specification  which  describe  or  claim  such  first  part  of  the 
invention.  And  it  has  been  objected  to  the  third  part  of  the 
invention,  that  it  was  not  new  at  the  date  of  the  patent :  I  believe 
it  was  new,  but  it  has  gone  out  of  use ;  for  which  reason  I  wish  to 
disclaim,  and  I  do  hereby  disclaim,  all  parts  of  the  specification 
which  describe  and  claim  the  said  third  part  of  the  invention. 
And  in  order  that  the  title  may  be  consistent  with  the  invention 
which  will  remain  described  in  the  specification,  I  do  hereby  dis- 
claim that  part  of  the  title  which  consists  of  the  following  words 
'  and  an  apparatus  for  applying  light' " 

It  appeared  that  the  plaintiff  and  the  defendants  were  manu- 
facturers of  candles ;  and  a  candle  was  produced  which  had  been 
purchased  at  the  defendants'  manufactory.     The  wicks  in   this 
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candle  were  so  plaited  that  the  ends  always  turned  outwards,  and 
the  candle  by  such  construction  would  bum  without  requir- 
[♦  499]  ing  to  be  snuffed.  It  further  appeared  *  that  both  single 
and  double  plaited  wicks  had  been  in  use  prior  to  the  date 
of  the  plaintiffs  patent^  and  that  candles  so  constructed  did  not 
require  snuffing. 

It  was  contended,  on  the  part  of  the  defendants,  that  the  second 
part  of  the  plaintiff's  invention,  which  was  the  only  part  of  it  that 
had  not  been  disclaimed  by  him,  was  for  the  mode  of  making 
candles ;  and  that  the  mere  production  of  a  candle  made  by  the 
defendants,  without  proof  of  the  mode  in  which  the  candle  had 
been  made,  was  no  evidence  of  an  infringement  of  the  patent 
The  LoED  Chief  Baron  left  it  to  the  jury  to  say  whether  the  candle 
made  by  the  defendants  was  an  infringement  of  the  plaintiff's 
patent;  and  they  found  a  verdict  for  the  plaintiff*  with  nominal 
damages,  leave  being  reserved  to  the  defendants  to  move  to  enter 
a  verdict  for  them,  on  the  issue  raised  by  the  plea  of  not  guilty.^ 
Bramwell,  having  obtained  a  rule  nm,  accordingly, 
Montague  Smith  and  Chance  showed  cause  in  last  Michaelmas 
Term  (Nov.  22),  and  in  the  present  term  (Jan.  14).  —  First,  the 
plaintiff*  in  the  second  part  of  his  specification  claims  the  invention 
of  a  candle,  which  is  produced  by  the  application  of  two  or  more 
plaited  wicks,  which  are  so  arranged  as  to  turn  outwards  whilst 
the  candle  is  burning,  by  which  means  the  necessity  of  snuffing 
the  candle  is  obviated.  The  inventor  claims  the  precise  form  of 
the  wicks,  and  therefore  the  invention  does  not  consist  in  the 
mode  of  effecting  such  results,  but  in  the  article  produced.  [Parke, 
B.  —  The  title  of  the  patent  is  for  improvements  in  the  manufac- 
ture of  candles ;  and  the  specification  further  states,  that 
[*  50Q]  the  invention  relates  to  the  *  mode  of  manufacture ;  and 
in  the  concluding  part  of  the  specification,  the  inventor 
claims  the  mode  "as  herein  described;"  and  he  describes  with 
great  particularity  the  mode  in  which  the  candle,  is  to  be  manu- 
factured.] The  specification  should  receive  a  fair  and  liberal 
construction.  Evddart  v.  Grimskaw,  Webs.  P.  C.  85 ;  Elliott  v. 
AstoUy  Webs.  P.  C.  222.  [Parke,  B.  —  Supposing  the  patent  to  be 
for  the  candle,  and  not  for  the  particular  mode  of  making  a  double 

1  A  further  objection  was  taken,  that    ment  of  the  disclaimer;  but  this  point 
the  patent  was  misdescribed  in  the  decla.    was  not  argued, 
ration,  inasmach  as  it  contained  no  state- 
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wick  candle,  was  that  a  new  manufacture?  Alderson,  B. — 
Double  wicks  had  been  used  prior  to  the  plaintiffs  patent,  but  had 
not  been  so  plaited  as  always  to  turn  outwards.  This  patent  is 
clearly  for  the  mode  of  manufacturing  candles  with  two  or  more 
wicks,  so  disposed  that  they  shall  turn  outwards  and  remain  in 
that  position.  Suppose  any  other  person  had  discovered  that, 
instead  of  plaited  wicks  placed  vertically  in  the  candle,  the  same 
effect  could  be  produced  by  spiral  wicks;  that  would  not  have 
been  an  infringement  of  the  plaintiffs  patent.  Or,  suppose  any 
one  had  discovered  that  if  two  strands  of  cotton,  instead  of  being 
plaited,  were  dipped  in  a  particular  liquid,  the  wicks  would  always 
turn  outwards,  he  surely  might  make  candles  in  that  way.]  It  is 
submitted  that  the  patent  is  for  the  candle  having  wicks  so  dis- 
posed as  always  to  turn  outwards. 

Secondly.  —  If  the  patent  be  for  the  mode,  the  production  of  a 
candle,  which  was  identical  with  those  made  according  to  the 
plaintiffs  specification,  is  some  evidence  of  infringement.  The 
candle  here  produced  tallied  in  all  respects  with  the  plaintiffs. 
[Parke,  B.  — That,  by  itself,  was  no  evidence  that  the  candle  had 
been  made  by  the  plaintiffs  mode.] 

Bramwell  and  Willes  appeared  to  support  the  rule,  but  were  not 
called  upon  to  argue. 

Pollock,  C.  B.  —  We  all  agree  that  the  rule  must  be 
absolute.  *  The  patent  is  taken  out  for  "  Improvements  [*  501] 
in  the  manufacture  of  candles,"  and  the  plain  meaning  of 
that  language  is,  improvements,  not  in  the  candle  itself,  but  in  the 
mode  of  making  it.  I  so  far  concur  with  the  argument  as  to  think 
that  a  patent  or  specification  should  be  construed  in  the  sense 
which  the  patentee  intended,  and  that  if  any  expressions  are 
ambiguous,  we  should  endeavour  to  give  effect  to  the  intention ; 
and,  moreover,  I  think  that  every  patent  should  be  expounded 
favourably  to  the  patentee.  But  we  ought  not  to  violate  the 
obvious  meaning  of  the  language,  unless  it  is  quite  clear  that  the 
patentee  intended  something  different  from  that  which  the  expres- 
sions indicate.  For  instance,  I  can  well  understand  the  Court 
deciding  that  the  word  "  vice,"  which  has  in  French  a  more  exten- 
sive signification  than  in  English,  meant  "  screw  "  (^Bloxam  v.  Elaee^ 
1  Car.  &  P.  563,  568),  —  for  in  that  case  it  was  evident  what  the 
patentee  intended.    Here,  however,  looking  to  the  title  of  the 
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pateut,  and  the  second  part  of  the  claim  in  the  specification,  which 
is  the  only  matter  in  dispute,  the  plain  and  natural  meaning  of  the 
language  is,  that  the  patent  is  taken  out  for  the  mode  of  making 
the  candle  and  not  for  the  candle  itself.  The  specification  origi- 
nally described  three  inventions,  and  if  the  whole  be  read,  it  is 
evident  that  the  patent  was  taken  out  for  the  mode  of  the  opera- 
tion. The  patentee  was  compelled  to  relinquish  two  of  the  claims ; 
but  when  a  person  reads  the  specification  as  it  stands,  he  is  not  to 
be  told  that  it  means  something  dififerent  from  what  was  meant 
before  a  portion  was  rejected.  Then  taking  the  patent  to  be  for 
the  mode  of  making  the  candle,  if  any  other  person  can  discover  a 
method  of  producing  the  same  effect  by  a  totally  different  means, 

he  has  a  right  to  do  so.  That  being  the  case,  the  plaintiff 
[*  502]  was  bound  to  give  some  evidence  that  the  *  defendants 

had  infringed  the  patent  by  making  a  candle  in  the  same 
way. 

Parke,  B.  —  I  agree  that  in  construing  a  patent  a  fair  and 
liberal  construction  ought  to  be  put  upon  it,  and  that  we  must 
look  to  what  the  real  intention  of  the  inventor  was.  With  respect 
to  this  patent,  the  only  conclusion  which  I  can  come  to  is,  that 
the  plaintiff  claims  the  particular  mode  of  making  the  candle,  not 
the  candle  itself.  In  the  specification  as  it  originally  stood,  the 
plaintiff  claims  as  his  invention :  "  First,  the  mode  of  manufacturing 
candles  by  the  application  of  the  peculiarly  formed  wicks  as  herein 
described;  Secondly,  the  mode  of  manufacturing  candles  by  the 
application  of  two  or  more  plaited  wicks,  as  herein  described,"  &a 
He  does  not  claim  or  attempt  to  claim  the  manufacture  of  the 
article  candle  with  plaited  wicks,  but  only  the  particular  mode  of 
making  it  as  described  in  the  specification.  Then  the  only  ques- 
tion is,  whether  the  simple  production  of  a  candle  with  a  plaited 
wick  which  turns  outwards  is  of  itself  evidence  of  an  infringement 
of  the  plaintiff's  patent.  I  am  of  opinion  that  it  is  not,  and  that 
some  evidence  ought  to  have  been  given  that  the  defendants'  mode 
of  making  the  candle  was  an  infringement  of  the  plaintiff's. 

Alderson,  B.  —  I  am  of  the  same  opinion.  The  patent  is  taken 
out  for  the  manufacture  of  candles  with  plaited  wicks  in  a  given 
way.  That  being  so,  a  person  would  be  guilty  of  an  infringement 
of  the  patent,  if  he  made  candles  with  plaited  wicks  in  that  way. 
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or  in  any  way  which  the  jury  might  consider  colourable.  But  the 
mere  production  of  a  caudle  with  a  plaited  wick,  without  showing 
in  what  way  that  candle  was  made,  is  no  evidence  of  an  infringe- 
ment of  the  patent. 

Martin,  B.,  concurred.  JRule  absolute, 

ENGLISH  NOTES. 

In  an  action  for  infringement  the  defendant  is  entitled  to  particulars 
of  the  machines  to  which  the  plaintiff  contends  that  his  invention  has 
been  applied.     Jones  v.  Lee  (1856),  25  L.  J.  Ex.  241. 

Where  evidence  given  is  within  the  particulars  which  have  been 
furnished  pursuant  to  15  &  16  Vict.  c.  83,  s.  41,  it  is  no  objection  to 
the  admissibility  of  the  evidence  that  the  particulars  have  been 
too  general.  Application  might  have  been  made  previously  for  better 
particulars.  Hull  v.  Bollard  (1856),  1  H.  &  N.  134,  25  L.  J.  Ex. 
304. 

Where  the  Court  thinks  it  necessary  for  the  purpose  of  deciding  on 
an  infringement,  they  will  order  an  inspection  of  the  processes  on  both 
sides.     The  Germ  Milling  Co.  v.  Robinson  (1877),  65  L.  J.  Ch.  287. 


No.  47.  — VON  HEYDEN  v.  NEUSTADT. 
(c.  A.  1880.) 

No.  48.  — BADISCHE  ANILIN   UND   SODA  FABEIK  v. 
BASLE  CHEMICAL  WOEKS,   BINDSCHEDLER. 

(H.  L.  1897.) 

RULE. 

The  importation  and  sale  in  England  of  an  article  made 
abroad  by  a  process  patented  in  England  is  an  infringe- 
ment of  the  patent. 

But  the  foreign  consignor  who,  upon  orders  from 
England,  delivers  in  the  foreign  country  to  a  common 
carrier,  or  post  oflBce,  goods  so  manufactured,  addressed  to 
the  English  consignee,  is  not  an  infringer :  —  the  carrier 
or  postal  service  being  the  agent  not  of  the  consignor  but 
of  the  consignee. 
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Von  Heyden  v.  VeuBtadt 

14  Ch.  D.  230-233  (s.  G.  50  L.  J.  Ch.  126  ;  42  L.  T.  300 ;  28  W.  B.  496). 

[230]      Patent  —  Sale  in  England  of  a  Material  made  Abroad  by  a  Patent 
Process.  —  Infringement. 
Where  a  patent  has  been  granted  in  England  for  a  new  process  for  pro- 
ducing more  cheaply  a  chemical  product  which  was  previously  known,  the 
importation  and  sale  in  England  of  this  substance  made  abroad  according  to  the 
patented  process  is  an  infringement  of  the  patent. 

This  was  an  action  to  restrain  the  defendants  from  selling  in 
the  United  Kingdom  any  salicylic  acid  made  according  to  the 
process  for  which  letters  patent  now  vested  in  the  plaintiff  had 
been  granted,  or  according  to  any  process  which  was  a  colourable 
imitation  thereof. 

Salicylic  acid  was  well  known  previously  to  the  grant  of  the 
letters  patent  as  a  useful  medicine  and  a  powerful  antiseptic.  In 
1868  it  was  sold  at  13s.  an  ounce,  and  continued  very  expensive. 
In  1874  the  letters  patent  were  granted  for  the  process  in  question, 
by  which  it  could  be  produced  for  about  7s.  6d.  per  pound. 

The  defendants  imported  and  sold  in  England  salicylic  acid 
manufactured  by  a  German  firm  according  to  a  process  for  which 
letters  patent  were  granted  in  England  in  1877  to  Neustadt,  one 
of  the  defendants. 

The  defendants  disputed  the  validity  of  the  plaintiflTs  patent 
and  the  fact  of  infringement. 

Vice-Chancellor  Bacon  gave  judgment  for  the  plaintiff,  being 
of  opinion  that  the  plaintiff's  patent  was  valid,  and  that  the 
process  according  to  which  the  salicylic  acid  sold  by  the  defend- 
ants was  made  was  substantially  the  same  as  the  patented 
process.  His  Lordship  accordingly  granted  an  injunction  restrain- 
ing the  defendants  from  selling  in  England  salicylic  acid  so  made 
during  the  term  of  the  plaintiff's  patent. 

The  defendants  appealed. 

Sir  J.  Holker,  A.-G.,  and  Everitt,  for  the  appellants. 

[Towards  the  close  of  the  argument  for  the  appellants 
[*  231]  Lord  *  Justice  James  asked  whether  the  sale  in  this 
country  of  a  product  made  abroad  could  be  restrained 
because  it  was  made  according  to  a  process  which  was  the  subject 
of  an  English  patent,  the  patent  being  only  for  a  new  method  of 
making  a  product  previously  well  known.] 
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Aston,  Q.  C,  Sir  H.  Jackson,  Q.  C,  and  Macrory,  for  the  plain- 
tiffs:— 

We  contend  that  such  a  sale  is  an  infringement,  and  that  the 
point  is  settled  by  authority.  Mm  site  v.  Boursicr,  L.  R  9  Eq.  217 ; 
approved  in  Wright  v.  Hitchcock,  L.  R  5  Ex.  37.  A  similar  prin- 
ciple was  acted  upon  in  Neilson  v.  Betts,  L.  R  5  H.  L.  1. 

Sir  J.  Holker,  in  reply :  — 

Elmslie  v.  Boursier  and  Wright  v.  Hitchcock  are  not  binding  on 
the  Court  of  Appeal,  and  ought  not  to  be  followed.  The  principle, 
if  carried  out,  would  lead  to  absurd  consequences.  Suppose  a 
process  to  be  patented  for  making  flour  by  crushing  wheat  instead 
of  grinding  it,  and  suppose  all  the  millers  in  France  were  to  make 
flour  according  to  that  process,  is  the  importation  of  flour  from 
France  to  be  prohibited  ? 

[Brett,  L.  J.  —  If  anybody  may  go  over  to  Boulogne,  manu- 
facture according  to  a  patent  process,  and  send  the  product  to  be 
sold  here,  the  letters  patent  will  be  absolutely  nullified.] 

The  patent  does  not  give  a  monopoly  of  the  product,  but  only  of 
the  process.     The  point  in  Neilson  v.  Betts  was  different. 

March  15.  The  judgment  of  the  Court  (James,  Brett,  and 
Cotton,  L.  JJ.)  was  now  delivered  by  James,  L.  J.,  who,  after 
disposing  of  the  objections  taken  to  the  plaintiff's  patent,  and 
stating  the  reason  of  the  Court  for  coming  to  the  conclusion  that 
the  process  according  to  which  the  salicylic  acid  sold  by  the 
defendants  was  made  was  substantially  identical  with  the  plain- 
tiff's process,  continued :  — 

In  the  course  of  the  argument  a  doubt  was  suggested 
from  the  *  Bench  whether,  if  a  process  is  patented  in  Eng-  [*  232] 
land,  and  the  patent  is  for  the  process  only,  and  that  pro- 
cess is  imitated  abroad,  the  importation  of  the  product  from  abroad 
and  the  sale  of  it  here  is  an  infringement  of  the  patent.  But  it 
appears  that  very  point  was  raised  and  decided  by  me  as  Vice- 
Chancellor  in  the  case  of  Elmslie  v.  Boursier,  L.  E.  9  Eq.  217,  as 
far  back  as  the  year  1869,  and  that  that  case  was  approved  of, 
adopted,  and  followed  by  the  Court  of  Exchequer  in  the  same 
year  in  the  case  of  Wright  v.  Hitchcock,  L.  R  5  Ex.  37.  The 
latter  case  was,  it  is  true,  against  the  vendor  of  a  product  made 
in  this  realm.  But  that  makes  no  difference  in  the  principle, 
which  is  that  the  mere  vendor  of  such  a  product  is  an  infringer. 
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These  cases  have  never  been  questioned  It  is,  of  course,  open  to 
u»  as  a  Court  of  Appeal  to  reconsider,  and,  if  satisfied  that  they 
were  erroneous,  to  overrule  the  decisions  of  the  two  Courts  of  first 
instance.  But  we  see  no  ground  for  dissenting  from  them.  It  is 
true  that  the  Statute  of  James  only  mentions  "  the  sale,  working, 
or  making  of  any  manner  of  new  manufacture  within  this  realm." 
But  it  is  to  be  observed  that  the  statute  gives  no  right  to  the 
inventor.  The  statute  is  a  statute  for  abolishing  and  forbidding 
monopolies,  and  the  6th  section,  under  which  the  Crown  acts  in 
these  matters,  is  a  mere  proviso  excepting  from  the  operation  of 
that  Act  certain  patents  or  grants  of  privileges  which  are  to  be 
"  of  such  force  as  they  should  be  if  that  Act  had  never  been  made, 
and  of  none  other."  And  it  is  from  the  ancient  power  and  preroga- 
tive of  the  Crown,  so  saved  and  preserved,  that  every  patentee 
derives  his  monopoly.  What  the  Crown  could  lawfully  do,  and 
has  lawfully  done,  after  that  statute  is  shown  by  the  uniform  tenor 
of  the  letters  patent  which  have  since  been  issued  —  issued  by  the 
advice  and  authority  of  every  law  olBBcer  and  every  holder  of  the 
Great  Seal  for  upwards  of  two  centuries  and  a  half.  The  power 
of  the  Crown  to  grant  such  letters  patent  of  such  tenor,  and  their 
validity  has  never  been  brought  in  question,  and  such  form  of  the 
letters  patent  has  now  been  expressly  authorised  by  the  15  &  16 
Vict.  c.  83,  s.  54.  Nor  has  there  been  any  straining  of  the  old 
statute  in  what  has  been  so  done  and  authorised.     All  that  was 

required  was  to  assume  that,  when  the  Crown's  right  to 
[*  233]  grant  the  sole  privilege  of  working  *  or  making  was  saved, 

there  was  saved  with  it  the  power  to  make  such  privilege 
efifectually  profitable  to  the  true  inventor.  The  question,  there- 
fore, is  to  be  determined  by  the  true  construction  of  the  letters 
patent  themselves.  It  was  on  that  construction  of  the  letters 
patent  that  the  case  of  Elmslie  v.  Boursier,  L.  R  9  Eq.  217, 
was  decided ;  and  we  see  no  reason  to  doubt  the  conclusion 
there  arrived  at  that  the  sole  right  granted  by  the  Crown  "to 
make,  use,  exercise,  and  vend  the  invention  within  the  United 
Kingdom,  and  the  right  to  have  and  enjoy  the  whole  profit,  bene- 
fit, commodity,  and  advantage  accruing  and  arising  by  reason  of 
the  said  invention,**  includes  a  monopoly  of  the  sale  in  this 
country  of  products  made  according  to  the  patented  process, 
whether  made  in  the  realm  or  elsewhere.  It  may  be  added 
that  the  patent  in  another  part  expressly  forbids  any  person 
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directly  or  indirectly  to  make,  use,  or  put  in  practice  the  inven- 
tion. A  person  who  makes,  or  procures  to  be  made,  abroad  for 
sale  in  this  country,  and  sells  the  product  here,  is  surely  indirectly 
making,  using,  and  putting  in  practice  the  patented  invention. 
Any  other  construction  would,  in  fact,  in  the  case  of  any  really 
valuable  invention  of  a  process,  render  the  whole  privilege  granted 
by  the  Crown  futile.  When  the  patent  was  an  English  patent 
only,  an  imitator  would  only  have  had  to  establish  his  factory 
on  the  other  side  of  the  border,  and  now  such  an  imitator  would 
only  have  to  establish  his  factory  or  use  the  chemical  process  at 
Boulogne  or  Ostend,  and  he  would  effectually  deprive  the  inventor 
of  the  *'  whole  profit,  benefit,  commodity,  and  advantage  "  of  his 
invention ;  and,  the  more  valuable  the  invention,  the  more  ceitain 
it  would  be  that  the  prohibition  in  the  letters  patent  would  be  so 
indirectly  avoided  —  that  is  to  say,  evaded.  We  are  of  opinion, 
therefore,  and  conclude  that  the  plaintifif  has  established  the 
validity  of  his  patent  and  the  infringement  of  it,  and  that  the 
appeal  must  be  dismissed  with  costs. 

Badische  Anilin  imd  Soda  Fabrik  v.  Basle  Chemical  Works, 
Bindflchedler. 

1898,  A.  C.  200-209  (s.  C.  66  L.  J.  Ch.  497). 

Patent  —  Infringement,  —  Foreign  Manufacturer.  —  Sale  of  Patented  [200] 
Article  Abroad  and  Delivery  in  England, — Posting  Patented  Article  to 
England.  —  Transporting  Patents  Article  within  the  United  Kingdom.  — 
User. 

A  trader  in  England  ordered  goods  from  a  foreign  mannfactnrer  in  Switzer- 
land to  be  sent  by  post  to  England.  The  mannfactnrer  addressed  the  goods  to 
the  trader  in  England  and  delivered  them  to  the  Swiss  Post  OflBce,  by  whom 
they  were  forwarded  to  England.  The  goods  were  manufactured  according  to 
an  invention  protected  by  an  English  patent :  — 

Hddj  that  since  the  contract  of  sale  was  completed  by  delivery  to  the  Post 
Office  in  Switzerland,  and  since  the  Post  Office  was  the  agent  of  the  buyer  and 
not  of  the  vendor,  the  vendor  had  not  made,  used,  exercised,  or  vended  the  in- 
vention within  the  ambit  of  the  patent,  and  that  the  patentee  had  no  right  of 
action  against  the  vendor  for  an  infringement  of  the  patent. 

The  decision  of  the  Court  of  Appeal  [1897],  2  Ch.  822,  affirmed. 

The  appellants  are  manufacturers  of  dyes  and  owners  of  letters 
patent  in  this  country  for  improvements  in  the  manufacture  of 
colouring  matters.    The  respondent  Bindschedler  is  a  Swiss  sub- 
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ject  domiciled  at  Basle,  and  carries  on  business  there  as  a  manu- 
facturer of  chemical  products  under  the  style  of  "The  Basle 
Chemical  Works,  Bindschedler."  In  June,  1895,  Henry  Johnson 
&  Co.,  traders  in  London,  wrote  to  the  respondent  at  Basle,  "  Please 
send  us  by  post  immediately  5  lb.  Yellow  T.  for  wooL"  The 
respondent  then  sent  a  packet  of  5  lb.  Yellow  T.  to  Niebergall  & 
Goth,  forwarding  agents  in  Basle,  with  instructions  to  hold  it  at 
the  disposal  of  Henry  Johnson  &  Co.,  and  advised  the  latter  of 
their  having  done  so.  Niebergall  &  Goth,  without  waiting  for 
instructions,  addressed  the  packet  to  Henry  Johnson  &  Co.,  in 
London,  and  delivered  it  to  the  Post  Office  at  Basle,  by  whom  it 
was  forwarded  to  Henry  Johnson  &  Co.,  in  London,  the 
[*  201]  latter  paying  all  postage  *  and  forwarding  agents'  charges. 
The  contents  of  the  packet  were  manufactured  in  accord- 
ance with  the  invention  protected  by  the  appellants'  letters  patent. 

The  appellants  brought  an  action  against  Henry  Johnson  &  Co. 
and  the  respondent,  claiming  an  injunction  against  the  infringe- 
ment of  the  letters  patent  and  consequential  relief,  leave  being 
given  to  issue  a  concurrent  writ  and  serve  it  on  the  respondent 
out  of  the  jurisdiction  ([1896]  1  Ch.  25).  Henry  Johnson  &  Co. 
submitted  to  judgment  for  an  injunction.  The  respondent  defended 
the  action  on  the  ground  that  he  had  done  no  act  within  the 
United  Kingdom,  and  had  not  made,  used,  exercised,  or  vended  the 
invention  within  the  United  Kingdom.  North,  J.,  granted  an  in- 
junction against  him,  but  this  decision  was  reversed  by  the  Court 
of  Appeal  (LiNDLEY  and  A.  L.  Smith,  L.  J  J.,  Rigby,  L.  J.,  dissent- 
ing), who  dismissed  the  action  with  costs  ([1897]  2  Ch.  322). 

Nov.  26,  29.  Moulton,  Q.  C,  and  Cripps,  Q.  C.  (W.  N.  Lawson 
with  them),  for  the  appellants.  The  appellants  are  the  owners 
of  letters  patent  which  give  them  the  sole  and  exclusive  right 
to  "make,  use,  exercise,  and  vend"  the  invention  within  the 
United  Kingdom  and  the  Isle  of  Man.  See  Form  D,  Sched.  1, 
to  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  c.  57.  The 
respondent  has  infringed  this  right  by  sending,  or  causing  to  be 
sent,  the  invention  to  London,  and  it  is  quite  immaterial  whether 
the  delivery  at  Basle  to  the  Post  Office  was  by  the  hands  of  the 
respondent  himself  or  by  the  hands  of  the  forwarding  agents. 
Agency  cannot  alter  the  nature  of  the  act  done  by  the  respondent : 
he  is  not  merely  the  sender  of  the  goods,  it  is  he  who  brings  or 
causes  to  be  brought  the  goods  into  this  country.    It  is  not  as  if 
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the  buyer  had  gone  to  Basle,  and  there  taken  delivery  of  the  goods. 
The  contract  was  partly  abroad  and  partly  here,  and  the  most 
material  part  was  here,  —  namely,  delivery  to  the  buyer,  without 
which  the  contract  would  have  been  futile.  Whether  the  prop- 
erty in  the  goods  passed  at  Basle  or  on  delivery  in  London  is 
immaterial:  the  act  of  the  respondent  is  the  same  in  its  conse- 
quences to  the  patentee  whoever  may  own  the  goods. 
The  fact  that  the  *  Post  Office  is  the  carrier  makes  no  [*  202] 
difference ;  it  would  be  the  same  if  a  messenger  (whether 
he  were  the  agent  of  the  buyer  or  the  seller)  sent  by  the  respond- 
ent had  brought  the  goods.  It  is  as  if  a  man,  standing  within  a 
foreign  country,  blew  the  goods  through  a  pneumatic  tube,  or 
sent  them  down  an  inclined  plane  or  shoot  into  the  protected 
country.  The  intention  is  that  the  goods  shall  leave  the  foreign 
country  and  be  delivered  in  the  protected  country,  and  that  inten- 
tion, coupled  with  the  act  done  in  the  foreign  country,  constitutes 
an  infringement.  If  it  were  not  so  a  patentee's  rights  might  always 
be  invaded  by  taking  the  precautions  in  forwarding  goods  which 
the  respondent  took,  and  which,  as  appears  from  the  evidence,  he 
always  takes  in  selling  patented  articles.  Where  a  man  standing 
on  shore  fired  a  gun  and  killed  a  man  at  a  certain  distance  at  sea 
with  the  intention  to  kill  upon  the  high  seas,  it  was  held  that  the 
ofiFence  was  committed  upon  the  high  seas,  where  the  death  hap- 
pened, and  not  where  the  shot  was  fired,  and  so  the  oflFender  was 
brought  within  the  Admiralty  jurisdiction.  Coombes*  Case  (1785), 
1  Lea.  C.  C.  388 ;  and  see  Beg.  v.  Keyn  (1876),  2  Ex.  D.  63.  It 
is  immaterial  whether  the  Post  Office  was  named  as  the  carrier  or 
not,  or  at  whose  risk  the  goods  were  carried.  The  act  and  the 
intention  complete  the  oflfence;  the  delivery  in  and  transport 
through  England  are  the  natural  and  direct  result;  the  act  of 
the  Post  Office  was  initiated  and  caused  by  the  respondent.  Im- 
portation, or  mere  possession,  or  transport  in  this  country  is  an 
infringement.  United  Telephone  Co.  v.  London  and  Globe  Telephone 
and  Maintenance  Co.  (1884),  26  Ch.  D.  766. 

They  also  referred  to  Elimlie  v.  Boursier  (1869),  L  R  9  Eq.  217 ; 
Von  Heyden  v.  Neuetadt  (1880),  14  Ch.  D.  230  (p.  700,  ante\  and 
NoheVe  Explosives  Co.  v.  Jones  (1881),  17  Ch.  D.  721,  741,  (1882) 
8  App.  Cas.  5. 

Asquith,  Q.  C,  Upjohn,  Q.  C,  and  Roskill,  for  the  respondent, 
were  not  heard. 

VOL.  XX.  —  46 
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Nov.  30.  Lord  Halsbury,  L.  C.  —  My  Lords,  in  this  case  it 
appears  to  me  that  the  question  which  is  raised  admits  of  a  very 

simple  solution. 
[*  203]       *  The  person  against  whom  this  process  is  asked  for  is 

a  Swiss  subject  living  in  Basle,  and  it  cannot  be  doubted 
that  unless  he  has  done  some  act  in  this  country  no  process  could 
or  ought  to  be  issued  against  him.  The  allegation  upon  which 
the  process  is  sought  is  that  he  has  used,  vended,  or  exercised  in 
this  country  a  patented  article.  It  is  quite  certain  that  he  has 
not  done  so  himself  by  his  own  hand;  therefore  the  only  question 
is,  whether  he  has  been  a  party  to  it  in  any  sense  which  makes 
his  act  one  of  the  acts  prohibited  by  our  law  in  this  country. 

The  facts  are  very  simple.  A  person  wrote  from  this  country 
to  have  a  certain  quantity  of  a  patented  article  sent  by  post  to 
him  to  London.  I  pass  over  the  intermediate  point  between  the 
maker  and  the  forwarding  agent  in  Basle,  and  I  will  assume,  for 
the  purpose  of  what  I  have  to  say,  that  it  was  directly  sent  by 
post  to  the  buyer  by  the  present  respondent  The  fact  that  the 
sale  was  completed  by  delivery  cannot  be  doubted,  —  these  were 
goods  sold  and  delivered.  Shortly  stated,  the  question  is,  where 
did  the  delivery  take  place  ?  I  have  stated  all  that  in  fact  took 
place  with  reference  to  the  correspondence  and  the  agreement  to 
purchase,  and  then,  inasmuch  as  it  is  admitted  that  the  defendant 
did  not  himself  bring  into  this  country  the  patented  article,  I  do 
not  understand  how  it  can  be  possibly  put  otherwise  than  that  he 
did  it  by  some  one  else,  according  to  the  perfectly  familiar  legal 
maxim.  That  brings  us  to  the  question  of  who  it  was  that  did 
bring  it  into  this  country.  I  know  Mr.  Cripps  ingeniously  sug- 
gested that  you  have  nothing  to  do  with  the  relationship  between 
the  parties ;  the  question  is,  he  said,  who  caused  it  to  be  brought  ? 
you  have  nothing  to  do  with. what  character  the  bringer  filled. 
My  answer  to  that  is,  that  that  is  the  whole  question.  Wliat 
character  did  the  bringer  fill:  was  he  the  agent  of  the  seller  to 
bring ;  or,  was  he  the  agent  of  the  buyer  to  bring  the  article  to 
him?  The  facts  have  all  been  stated,  and  it  appears  that  the 
seller  sent  in  pursuance  of  the  order  from  the  buyer  to  a  particu- 
lar carrier  named  —  I  say  a  particular  carrier  named,  because  the 

Post  Office  is  but  a  carrier  after  all ;  whatever  municipal 
[*  204]  regulations  may  be  made  about  the  carriage  of  *  letters, 

the  Post  Office  is  simply  a  carrier  of  parcels  like  any  other 
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carrier.  In  this  particular  case,  therefore,  there  is  a  named  car- 
rier who,  by  the  direction  of  the  buyer,  receives  the  goods  on 
behalf  of  the  buyer.  It  is  not  necessary  that  the  carrier  should 
have  been  named.  If,  according  to  the  ordinary  course  of  deliv- 
ery, the  carrier  would  be  the  person  who  would  receive  it,  that 
would  be  just  as  good,  for  the  purpose  of  the  argument,  as  if  the 
carrier  had  been  actually  named ;  but  we  have  not  to  consider 
that  question  here,  because  the  carrier  is  named.  Then,  for  what 
reason  am  I  to  depart  from  the  well-known  and  recognised  prin- 
ciple of  law  that,  under  these  circumstances,  when  goods  are 
delivered  by  the  order  of  the  buyer  to  a  named  carrier,  from 
that  moment  the  goods  vest  in  the  buyer? 

It  is  said,  "  Oh,  you  have  nothing  to  do  with  the  question  of 
whether  a  change  of  property  takes  place  or  not."  Why  not? 
You  must  look  behind  the  rule  of  law,  and  see  the  reason  for  it. 
The  reason  for  it  is  that  at  that  moment,  according  to  the  course 
of  carriage,  or,  here  according  to  the  specific  directions,  there  is  a 
delivery  to  the  buyer.  That  is  the  reason,  and,  therefore,  if  you 
once  assume  that  the  delivery  in  Basle  was  a  delivery  to  the 
buyer,  what  pretence  is  there  for  saying  that  this  was  an  act  done 
in  this  country  by  the  seller,  when  the  whole  thing,  the  purchase 
and  the  delivery,  took  place  in  Switzerland  ?  It  seems  to  me  that 
that  is  decisive  of  the  question. 

My  Lords,  I  am  myself,  I  confess,  not  impressed  by  the  refer- 
ence either  to  Coomhes*  Case,  1  Lea.  C.  C.  388,  or  to  the  hypo- 
thetical cases  put  of  the  shoot,  or  the  throwing  of  patented 
articles  over  the  border  between  two  places  close  to  each  other. 
With  reference  to  Coomhes'  Case,  I  think  one  may  say  that  there 
is  a  confusion  of  thought  between  the  technical  rules  of  criminal 
venue,  and  the  question,  who  is  the  person  doing  the  act  ?  But, 
apart  from  such  a  comment  as  that,  there  is  this  obvious  distinc- 
tion between  all  those  three  cases  and  this,  that  the  act  is  com- 
pleted by  the  person  who  is  assumed  to  be  the  author  of 
the  act  in  each  of  the  cases  so  propounded ;  but  *  here  [*  205] 
there  is  this  diflference,  that  an  intelligent  acting  agent 
is  interposed  between  the  buyer  and  the  seller,  namely,  the 
agent  who  carries  away  from  Switzerland  to  England.  In  order 
to  make  the  analogy  complete,  you  must  have  some  person  or 
another  in  Coombes*  Case,  to  help  the  bullet  on  to  its  destina- 
tion ;  or,  in  the  other  case,  to  suck  it  down,  as  A.  L.  Smith,  L.  J., 
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puts  it,  or  to  put  it  on  some  place  where  the  natural  course 
of  gravitation  would  bring  it  down  apart  from  any  other  act  by 
any  one  else.  My  Lords,  I  think  these  are  rather  fanciful  sug- 
gestions, because  the  real  substantial  question  here  is,  what  juris- 
diction have  we  over  an  act  which  is  done  in  Switzerland  by  a 
Swiss  subject,  and  which,  in  all  that  is  done,  is  (it  cannot  be 
doubted)  an  act  within  the  jurisdiction  of  the  Swiss  Courts,  if 
there  were  any  patent  law  applicable  to  it,  but  is  not  within  our 
jurisdiction  at  all  ? 

My  Lords,  with  reference  to  the  comments  of  the  learned  Judge, 
North,  J.,  who  in  the  first  instance  granted  the  relief  that  was 
prayed,  the  fallacy  which  I  cannot  help  thinking  runs  through 
the  whole  of  his  Lordship's  reasoning  is  this.  He  starts  with  the 
assumption  that  an  illegal  act  is  being  done,  and  that  according  to 
the  familiar  legal  maxim  the  defendant  is  a  party  to  that  illegal 
act,  and  that,  therefore,  if  you  catch  him  here  you  may  assail  him 
by  our  process.  The  answer  is  that  there  was  no  illegal  act  done 
upon  the  hypothesis  which  I  have  adopted.  It  was  perfectly  law- 
ful for  the  defendant  to  sell  in  Basle.  It  was  perfectly  lawful 
for  the  defendant  to  deliver  in  Basle,  and  if  I  am  right  the  sale 
and  delivery  both  took  place  outside  of  our  jurisdiction.  Of  course 
it  is  easy  to  represent,  by  various  and  lengthened  links  of  causation, 
that  the  present  defendant,  in  one  sense,  caused  it  to  be  brought  to 
this  country.  So  he  did.  So  did  the  man  who  manufactured  the 
article  in  the  factory  at  Basle  in  one  sense.  But,  then,  according 
to  another  equally  familiar  maxim  of  the  law,  it  is  the  proximate 
and  not  the  remote  cause  that  is  looked  at  for  legal  purposes. 

Under  these  circumstances,  my  Lords,  it  seems  to  me  that  there 
is  no  pretence  for  this  action,  and  I  entirely  concur  with 
[•  206]  *  LiNDLEY,  L.  J.,  and  A.  L.  Smith,  L.  J.,  that  if  the  facts  had 
been  properly  ascertained  at  the  time  that  this  writ  was 
allowed  to  be  served  out  of  the  jurisdiction,  it  ought  not  to  have 
been  served,  and  that  if  the  defendant  had  thought  proper  to  make 
an  application  to  set  aside  the  service,  that  application  ought  to 
have  been  granted.  Under  these  circumstances,  I  move  your 
Lordships  that  the  judgment  be  affirmed  and  the  appeal  dismissed 
with  costs. 

Lord  Herschell.  —  My  Lords,  I  am  entirely  of  the  same  opin- 
ion ;  and  if  it  were  not  for  the  difiference  of  opinion  which  there 
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has  been  in  the  Courts  below,  I  should  have  said  that  this  was  a 
very  clear  case  indeed. 

My  Lords,  the  appellants  have  to  make  out  that  the  defendant 
made,  used,  exercised,  or  vended  a  patented  article  in  this  country. 
Our  patent  law  does  not  extend  beyond  this  country.  Acts  which 
here  would  be  infringements  of  the  patent  are  no  infringement  if 
they  are  done  in  a  country  which  is  not  within  the  ambit  of  the 
patent. 

In  this  case  the  only  contention  is  that  the  defendant  used  the 
patented  article  in  this  country.  My  Lords,  it  is  admitted  that  it 
was  sold  and  delivered  in  Switzerland ;  everything  therefore  that 
is  necessary  to  the  constitution  of  a  vending  took  place  there. 
But  it  is  said  that  although  sold  abroad,  it  was  after  the  sale 
transmitted  from  abroad  to  the  purchaser  in  this  country,  and  that 
whilst  being  so  conveyed  in  this  country  there  was  a  using  of  the 
patent  in  this  country.  Now,  my  Lords,  the  defendant  himself 
did  not  so  convey  it,  nor  did  any  agent  on  his  behalf  so  convey  it. 
The  admitted  facts  establish  that  the  Post  Ofl&ce  authorities  and 
the  railway  company  who  in  fact  conveyed  it  were  acting  in  so 
conveying  it,  not  on  behalf  of  the  defendant,  but  on  behalf  of  the 
purchaser.  They  were  not  even  carrying  the  property  of  the 
defendant,  they  were  carrying  the  property  of  the  purchaser. 
Under  these  circumstances,  it  is  impossible  to  say  that  anything 
done  in  this  country  was  done  either  by  the  defendant  or  by  an 
agent  of  the  defendant. 

But  Mr.  Moulton  says.  What  a  very  slight  difference ! 
If  *the  purchaser  had  not  directed  it  to  be  sent  by  post,  [*  207] 
and  the  Post  Office  had  been  selected  by  the  seller,  the 
defendant,  why  should  that  make  the  case  altogether  different; 
what  difference  can  there  be  because  he  puts  it  in  the  post  because 
the  purchaser  has  selected  the  post,  or  whether  he  has  himself 
selected  it  ?  In  each  case  it  is  equally  carried  by  the  impulse  of 
the  seller  to  this  country  and  through  this  country.  My  Lords,  I 
think  the  answer  is  a  very  simple  one.  In  the  one  case,  you  could 
show  that  the  persons  carrying  it  in  this  country,  and  delivering 
it  here  were  agents  of  the  defendant,  and  that  therefore  he  was 
responsible  for  their  acts.  In  the  other  case,  you  cannot  show 
that  the  persons  carrying  it  in  this  country,  and  delivering  it  here, 
were  agents  of  the  defendant,  and  that  he  is  responsible  for  their 
acts.     You  may  say  that  that  is  a  very  slight  difference,  but  it  is 
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a  vital  differeDce,  for  in  the  one  case  you  can  establish  agency  and 
in  the  other  case  you  cannot. 

But,  my  Lords,  in  my  opinion  the  difference  goes  deeper  than 
that.  If  the  sale  had  not  been  completed  under  the  contract  by 
delivery  in  Basle,  but  if  the  goods  were  according  to  the  order  to 
be  delivered  by  the  seller  .in  England,  the  sale  would  not  have 
been  constituted  and  complete  in  Switzerland.  Until  the  goods 
had  been  delivered  in  London  there  would  have  been  no  sale. 
The  property  in  the  goods  would  not  have  passed  to  the  purchaser, 
they  would  still  have  been  the  vendor's  goods,  and  the  vendor 
could  not  have  demanded  the  price  of  them  from  the  purchaser, 
because  the  sale  was  not  complete.  In  that  case  I  apprehend  it 
would  have  been  impossible  for  him  to  get  out  of  the  charge, 
whatever  process  you  could  use  against  him,  of  vending  in 
England,  when  there  was  no  completed  sale  constituted  except 
by  reason  of  an  act  done  by  him  through  his  agents  in  England. 
But  I  do  not  think  his  liability  would  have  arisen  from  the  fact 
that  he  was  using  the  patented  article  in  England  by  having 
it  carried  from  one  place  to  another.  If  that  be  so,  there  is  an 
absolutely  vital  distinction  between  the  case  put  and  the  present 
case. 

My  Lords,  I  only  desire  to  add  this :  supposing  that  a  case  of 
vending  could  not  be  established,  that  no  part  of  the  sale 
[*  208]  was  •  constituted  in  this  country,  and  that  the  only 
charge  possible  were  a  charge  of  using,  I  do  not  intend  to 
express  any  opinion,  but  I  desire  distinctly  to  reserve  my  opinion 
whether  the  mere  transport  from  place  to  place  in  this  country  of 
a  patented  article  would  necessarily  be  a  using  in  this  country. 
There  are  some  very  pertinent  observations  on  the  subject  by 
James,  L  J.,  in  the  NoheVs  Explosives  Co.  v.  Jones,  17  Ch.  D.  721, 
741,  8  App.  Cas.  5  ;  in  that  case  he  pointed  out  that  it  might  be 
that  the  warehouse  keeper  who  warehoused  the  goods  could  be 
said  to  use  the  patented  article,  because  the  very  object  of  the 
patent  was  to  make  the  storing  and  carriage  of  that  particular 
article  safe  (it  was  a  form  of  dynamite),  and  therefore  the  ware- 
house keeper  who  stored  it  might  be  said  to  be  using  the  patent, 
not  merely  because  he  had  the  patented  article  in  his  warehouse, 
but  because  he  had  got  the  advantage,  having  it  in  his  warehouse, 
of  storing  there  an  article  which  ho  could  not  have  stored 
safely  but  for  its  patented  condition.     That,  according  to  Jam£S» 
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LJ.'s  suggestion,  might  be  using  the  patented  article.  In  the 
same  way  there  are  other  cases  in  which  the  article  is,  when 
applied  in  a  particular  way,  of  itself  serving  the  purpose  for  which 
it  is  patented.  Those  are  cases  in  which  it  may  be  that  the  mere 
possession,  transport,  or  warehousing  of  the  patented  article  may 
amount  to  a  using  of  it ;  but  it  by  no  means  follows  that  in  a  case 
where  the  person  transporting  it  or  warehousing  it  gets  no  advan- 
tage out  of  the  patent,  —  that  is  to  say,  where  it  can  be  no  more 
easily,  and  no  more  safely,  and  no  more  advantageously  carried, 
warehoused,  or  stored,  than  if  the  article  were  not  a  patented  one, 
but  were  an  article  entirely  outside  the  patent,  —  it  by  no  means 
follows  that  the  transporting  from  place  to  place  or  otherwise 
dealing  with  the  patented  article  in  that  kind  of  way  would  con- 
stitute a  using.  My  Lords,  I  do  not  desire  to  decide  that  point 
now,  but  I  wish  to  draw  attention  to  that  distinction,  because  Mr. 
Moulton  strongly  urged,  and  indeed  it  seems  to  have  been  rather 
assumed  in  the  Court  below,  that  although  the  sale  was  entirely 
outside  the  kingdom,  if  the  act  of  transport  within  the  United 
Kingdom  could  be  brought  home  to  the  defendant,  that  would 
make  out  a  use  in  the  United  Kingdom.  If  such  a  case 
should  *  arise  I  desire  to  reserve  complete  freedom  of  [*  209] 
action  with  regard  to  that  point. 

My  Lords,  I  should  like  to  add  one  word :  with  all  that  my 
noble  and  learned  friend  the  Lord  Chancellor  said  about  Coombes* 
Case,  1  Lea.  C.  C.  388,  and  its  application  to  this  case,  I  entirely 
agree. 

Lord  Macnaghten,  Lord  Morris,  and  Lord  Shand  concurred. 

Lord  Davey.  —  My  Lords,  I  entirely  concur  in  the  conclusion 
your  Lordships  have  arrived  at,  and  in  the  reasons  for  that  con- 
clusion which  have  been  given  by  A.  L.  Smith,  L.  J.,  in  the  Court  of 
Appeal,  and  which  have  been  given  by  your  Lordships.  If  the 
appellants  could  have  made  out  that  the  goods  were  contracted  to 
be  and  were  delivered  in  London,  I  think  as  at  present  advised  that 
that  would  have  been  a  vending  in  this  country  within  the  mean- 
ing of  the  Patent  Act.  In  my  opinion  there  was  no  delivery  in 
London,  and  nothing  was  done  by  the  respondent  in  this  country. 
Like  my  noble  and  learned  friend  opposite  (Lord  Herschell),  I 
desire  to  express  no  opinion  upon  the  nice  question  which  might 
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have  arisen  under  other  circumstances,  but  which  in  my  opinion 
does  not  arise  in  the  circumstances  of  this  case. 

Order  appealed  from,  affirmed  and  appeal  dismissed  with 
costs. 
Lords'  Journals,  November  30,  1897. 

ENGLISH  NOTES. 

The  principle  that  the  obtaining  from  abroad  and  selling  in  this 
country  an  article  manufactured  according  to  the  specification  of  an 
English  patent  is  an  infringement  was  distinctly  laid  down  by  Vice- 
Chancellor  James  in  Elmslie  v.  Boursier  (1869),  L.  K.  9  Eq.  217,  39 
L.  J.  Ch.  328,  18  W.  R.  666.  This  was  followed  by  the  Court  of 
Exchequer  in  Wright  v.  Hitchcock  (1870),  L.  R.  6  Ex.  37,  39  L.  J.  Ex. 
97,  where  the  defendants,  who  bought  and  sold  wholesale  plaited  trim- 
mings made  by  a  machine  which  was  an  infringement  of  the  plaintiff's 
patented  machine,  were  held  liable  as  infringers. 

In  Neilson  v.  BettSj  Betts  v.  Neilson  (H.  L.  1871),  L.  R.  5  H.  L.  1, 
40  L.  J.  Ch.  317,  19  W.  R.  121,  the  respondent  (plaintiff)  was  the 
patentee  (by  patent  not  extending  to  Scotland)  of  an  invention  for  a 
new  manufacture  of  capsules,  &c  This  patent  had  been  established  in 
a  former  suit.  The  defendants  (appellants)  were  managers  of  a  firm  of 
brewers  in  Scotland  who  sent  bottles  fitted  with  capsules  made  abroad 
by  the  plaintiffs'  process  to  persons  in  Liverpool  and  London  for  the 
purpose  of  exportation.  The  defendants  in  such  cases  paid  the  charges 
for  putting  the  beer  on  board  by  lighters  or  otherwise,  and  they  claimed  to 
receive  the  excise  drawbacks  on  exportation.  The  House  of  Lords  (affirm* 
ing  the  judgments  of  the  Yice-Chancellor  and  Lord  Chancellor) 
held  that  under  these  circumstances  there  was  a  user  by  the  defendants 
in  England  so  as  to  be  an  infringement  of  the  patent;  and,  although  the 
patent  had  expired  before  the  judgment  of  the  House  of  Lords  was 
pronounced,  so  that  the  injunction  had  fallen  to  the  ground,  the  right 
to  the  costs  of  the  suit  (which  were  very  heavy)  was  then  finally 
decided  in  favour  of  the  plaintiff. 

But  the  intervention  by  a  person  merely  as  a  custom  house  agent  for 
the  importation  at  an  English  port  to  facilitate  the  landing  and  storage 
of  the  article  manufactured  abroad  by  a  patented  process,  does  not 
make  that  person  liable  for  infringement.  NobeVs  Explosives  Co,  v. 
Jones  (H.  L.  1882),  8  App.  Cas.  5,  52  L.  J.  Ch.  339,  48  L.  T.490,  31 
W.  R.  388. 

The  case  of  United  Telephone  Co.  v.  London  and  Globe  Telephone^ 
&c.  Co.  (1884),  26  Ch.  D.  766,  63  L.  J.  Ch.  1168,  61  L.  T.  187,  32  W. 
R.  870,  was  an  action  for  infringement  of  Edison's  telephone  patent,  -^ 
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the  same  as  was  the  subject  of  the  actions  under  No.  39,  ante.  Subse- 
quently to  the  decision  of  Mr.  Justice  Fry  in  the  action  United 
Telephone  Co.  v.  Harrison,  and  after  the  disclaimer  of  the  phonograph, 
a  large  consignment  of  Blake  transmitters  (admitted  to  be  an 
infringement  of  Edison's  patent,  if  that  patent  was  valid)  had  arrived  in 
England  on  the  order  of  the  defendants.  The  defendants  stated  by 
affidavits  that  the  instruments  were  lying  unused  in  their  warehouse, 
and  that  they  were  willing  to  remove  from  the  instruments  all  the  parts 
which  would  constitute  an  infringement  if  the  patent  were  valid. 
Yice-Chancellor  Bacon  decided  that  the  admitted  importation  and 
possession  was  a  sufficient  user  to  constitute  an  infringement,  and  as 
the  undertaking  did  not  go  so  far  as  to  obviate  the  danger  of  the 
instruments  being  put  together  again  and  sold,  an  injunction  was 
granted.  So  where  a  manufacturing  company  purchased  infringing 
instruments  which  were  used  only  —  as  it  was  alleged  —  for  the  purpose 
of  the  instruction  of  their  pupils,  that  was  held  by  Kay,  J.,  to  be  an 
infringement.  United  Telephone  Co,  v.  Sharpies  (1885),  29  Ch.  D. 
164,  54  L.  J.  Ch.  633,  52  L.  T.  384,  33  W.  R.  444. 

AMERICAN  NOTES. 

The  domestic  rule  in  America  is  that  one  who  buys  a  patented  article  of  a 
person  who  is  legally  empowered  to  sell  it  under  the  patent,  acquires,  by  once 
paying  tribute  for  the  monopoly,  the  right  to  use  and  sell  the  article  be  buys 
elsewhere  within  the  United  States ;  hence,  one  who  purchases  patented  articles 
of  a  territorial  assignee  within  a  district  of  the  United  States  assigned  to  him, 
may  sell  them  again  in  the  seller's  territory.  Adams  v.  Burke,  17  Wallace 
(U.  S.),  453,  456;  Hobbie  v.  Jennison,  149  United  States,  355,  302;  Keelerv. 
Standard  Folding-Bed  Co,,  157  id.  659, 664.  But  a  person  who  buys  a  patented 
article  abroad,  of  others  than  the  owners  of  tlie  American  patent,  or  their 
vendees,  acquires  no  right  to  make,  use,  or  vend  such  article  within  the  terri- 
torial limits  of  their  monopoly,  but  are  liable  for  its  use  and  sale  in  the  United 
States  to  the  same  extent  as  those  who  make  or  buy  it  of  strangers  with- 
in their  limits.  Dickerson  v.  Matheson,  57  Federal  Rep.  524;  Dickerson  v. 
Tinting,  84  id.  192.  If  then  (to  state  the  rule  as  directly  decided  by  the 
Supreme  Court  of  the  United  States)  an  article  patented  both  in  America  and 
in  a  foreign  country,  is  protected  by  patents  in  both  countries,  a  resident  here, 
who  purchases  it  abroad  from  one  who  is  licensed  to  sell  it  in  the  foreign 
country,  and  imports  it,  and  sells  it  here  without  the  consent  of  the  owners  of 
the  American  patent,  is  liable  to  them  as  an  infringer  upon  their  patent. 
Boesch  V.  Graff,  138  United  States,  697. 
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No.  49.— PENN  V.  JACK 
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RULE. 

The  damages  in  respect  of  infringement  before  judg- 
ment are  measured,  if  the  plaintiff  has  been  in  the  habit 
of  granting  licences,  by  the  sum  which  would  have  been 
paid  under  a  licence  in  respect  of  the  unauthorised  user. 

Penn  v.  Jack. 

L.  R.  5  Eq.  81-87  (s.  c  37  L.  J.  Ch.  136;  17  L.  T.  407;  16  W.  R.  243). 

[81]  Patent.  —  Measure  of  Damages  for  Infringement. 

A  pateDtee  of  an  invention  applicable  to  part  of  a  machine  who,  himself  a 
manufacturer,  has  been  in  the  habit  of  licensing  the  use  of  his  inyention  by 
other  manufacturers  on  payment  of  a  fixed  royalty  for  each  machine,  having 
obtained  against  an  infringing  manufacturer  a  decree  (amongst  other  things) 
for  damages,  "by  reason  of  the  user  or  vending"  of  the  invention,  is  not  en- 
titled to  claim,  by  way  of  damages,  any  sum  beyond  the  ordinary  royalty. 

Henc«  he  is  not  entitled  to  claim,  in  addition  to  his  ordinary  royalty,  a  man- 
u&cturing  profit ;  and,  h  fortiori,  not  sach  a  manufacturing  profit  as  he  would 
have  made  if  every  unlicensed  machine  had  been  sent  to  him  to  be  fitted  with 
the  invention. 

Seeus,  if  he  had  been  hi  the  habit  of  charing  inMngers  with  a  higher  royalty 
than  ordinary  licensees. 

The  plaintiff  having,  in  another  suit,  obtained  a  decree  against  certain 
wrongful  users  (not  being  manufacturers)  of  unlicensed  machines  fitted  by  the 
defendant  with  his  invention,  had  in  some  instances  been  paid  his  ordinary 
royalty  by  such  users  :  — 

Held,  that,  in  every  such  instance,  no  further  royalty  was  payable  by  the 
manufacturer. 

The  question  on  this  adjourned  summons  was,  whether  the 
plaintiflf,  a  patentee,  who  had  obtained  a  decree  for  an  injunction 
and  for  damages  against  the  defendants  for  using  and  selling  his 
invention,  was  entitled  to  a  manufacturing  profit  on  the  cost  of 
materials  and  labour  incurred  in  altering  the  piece  of  mechanism 
to  a  part  of  which  the  invention  appUed,  in  addition  to  his  ordinary 
royalty. 

The  patent  was  for  "  an  improvement  in  the  bearings  or  bushes 
for  the  shafts  of  screw  and  submerged  propellers."     The  defendant 
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was  a  manufacturer  who  bad  introduced  the  plaintiffs  invention 
into  ships  whose  machinery  he  repaired. 

The  bill  in  the  suit  prayed  for  an  injunction;  and  also  as 
follows:  "That  the  defendants  may  be  decreed  to  pay  to  the 
plaintiff  damages  or  compensation  for  the  injury  sustained  by 
him  by  reason  of  their  infringement  of  his  said  letters  patent,  or 
that  the  defendants  may  be  decreed  to  account  with  the  plaintiff, 
and  to  pay  to  him  all  profit  made  by  them  by  means  of  the 
plaintiffs  said  invention,  and  that  an  inquiry  may  be  made 
as  to  *  the  vessels  the  screw  propellers  whereof  the  [*  82] 
defendants  have  fitted  with  wooden  bearings  or  bushes 
made  in  the  mode  described  in  the  said  specification,  or  merely 
colourably  differing  therefrom,  and  as  to  the  engines  and  screw 
propellers  to  which  the  defendants  have  fitted  such  wooden  bear- 
ings or  bushes." 

On  the  14th  of  December,  1866,  a  decree  was  made  whereby 
an  injunction  was  granted  to  restrain  the  defendants  from 
using  the  invention  within  the  limits  of  the  British  islands ;  and 
it  was  ordered  that  an  inquiry  be  made  what  damages  the  plaintiff 
had  sustained  "  by  reason  of  the  user  or  vending  of  the  said  inven- 
tion ; "  with  an  order  for  payment  within  one  month  after  the  date 
of  the  certificate,  together  with  the  costs  of  the  suit. 

On  the  4th  of  November,  1867,  the  Chief  Clerk  certified,  as 
the  result  of  the  above  inquiry,  that  the  plaintiff  had  sustained 
damage,  by  reason  of  user  and  vending  of  his  invention,  to  the 
amount  of  £147  10«.  This  sum  was  made  up  of  two  items :  one  of 
£116,  in  respect  of  the  non-payment  of  the  sum  of  2s.  6d.  per  horse- 
power (the  plaintiffs  ordinary  royalty)  of  the  engines  on  board  ten 
ships  which  had  been  fitted  by  the  defendants  with  the  plaintiffs 
invention,  the  total  horse-power  being  928 ;  the  other  of  £31  10s.,  for 
costs,  charges,  and  expenses  incurred  by  the  plaintiff  in  recovering 
the  same  royalty  on  other  vessels  so  fitted  by  the  defendants,  for 
which  the  royalty  had  been  paid  by  the  owners  or  agents.  The 
Chief  Clerk  had  disallowed  a  claim  which  the  plaintiff  had 
made  in  respect  of  the  profit  of  which  he  had  been  deprived  by 
reason  of  the  defendants  having  wrongfully  fitted  the  invention  to 
the  above-mentioned  ten  vessels,  and  also  to  fifty-eight  other  vessels, 
for  which  the  royalty  had  been  paid  by  the  owners  or  agents, 
the  total  horse-power  being  12,517.  For  this  royalty  and  profit 
together  the  plaintiff  claimed  the  sum  of  £2005   155.  4d,,  the 
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amount  being  determined  by  a  return  which  one  of  the  defendants 
had  made,  on  affidavit,  of  the  profits  his  firm  had  made  on  the 
various  items  of  material  and  labour  that  were  expended  in  fitting 
the  several  propeller  shafts  in  all  the  sixty-eight  cases  above 
referred  to. 

On  the  application  of  the  plaintiff,  the  inquiry  was  adjourned 
into  Court,  on  the  question  of  this  disallowance,  and  now  came  on 

for  argument. 
[*  83]  *  A  further  question  was  discussed,  as  to  the  extent  to 
which  this  profit  was  to  be  estimated,  whether  upon  the 
labour  and  material  only  of  putting  the  wooden  strips  into  the 
propellers,  or  upon  the  labour  of  the  whole  job  of  taking  out  the  pro- 
peller shafts,  fitting  them  with  the  strips,  and  putting  them  in 
again,  and  of  all  the  materials,  wood,  iron,  and  brass,  required  for 
such  fitting. 

Mr.  Cotton,  Q.  C.  (Mr.  T.  Aston,  with  him),  for  the  plaintiff :  — 

The  distinction  between  royalty,  i.  c,  patent  profit,  and  manu- 
facturing profit,  is  well  recognised  in  the  Privy  CounciL  GaUo- 
way's  Patent,  Webster's  Pat.  Cas.  724,  729. 

In  this  case  we  take  Messrs.  Jack's  profit  as  a  measure  of  Mr. 
Penn's  loss,  being  the  amount  which  Mr.  Penn  would  have  made 
if  he  had  been  employed  to  fit  these  vessels  with  his  invention. 

The  result  of  the  suit  has  established  the  defendants  as  wrong- 
doers ;  and  we  maintain  that  beyond  the  2s.  6^.,  which  alone  the 
Chief  Clerk  has  allowed,  the  plaintiff  is  entitled  by  way  of  damages 
to  the  amount  which  a  jury  would  say  the  plaintiff  has  lost  by 
being  deprived  of  his  chance  of  fitting  these  ships.  Davenport  v. 
Rylands,  L.  E.  1  Eq.  302,  308  ;  Walton  v.  Zavater,  8  C.  B.  (N.  S.) 
162,  191. 

The  ViCE-CiiANCELLOR : — Did  you  not  condone  the  damages 
when  you  accepted  the  royalty  ? 

Mr.  Cotton :  —  We  have  condoned  the  damages  only  as  against 
other  users. 

Mr.  Kay,  Q.  C,  and  Mr.  North,  for  the  defendants :  — 

The  prayer  of  the  bill  is  in  the  alternative. 

Has  the  plaintiff  attempted  to  prove,  or  can  he  possibly  prove, 
that  he  would  have  had  these  jobs  if  the  defendants  had  not 
used  his  invention  ?  It  may  be  that  the  reason  for  employing  the 
defendants  was,  that  the  employers  knew  that  this  invention  of 
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the  plaintiffs  would  be  adopted.  Licences  were  always  given  by 
the  plaintiff  to  any  builder  who  applied  for  them.  The  whole 
world  might  have  done  what  we  have  done  on  paying  28,  6d.  per 
horse-power. 

*No  jury  would  give  a  farthing  damages  beyond  the  [*84] 
28.  Qd.    Belts  v.  De  Vitre,  34  L  J.  Ch.  289. 

It  is  contrary  to  principle  that  the  plaintiff  should  take  both 
damages  and  patent  profits.  He  must  be  restricted  to  one  or 
the  other.  ffUh  v.  Hvans,  31  L.  J.  Ch.  457,  466 ;  Needham  v. 
Oxley,  11  W.  R  852  ;  Penn  v.  Bibby,  L.  R  3  Eq.  308  ;  Bett8  v. 
De  Vitre,  34  L.  J.  Ch.  289, 

Mr.  Cotton,  in  reply. 

Sir  W.  Page  Wood,  V.-C.  :  — 

There  are  three  portions  into  which  the  relief  which  has  been 
obtained  by  the  plaintiff  in  this  suit  may  be  divided. 

The  first  is  in  respect  of  the  vexation  and  annoyance  of  a  law- 
suit, for  which  he  is  entitled  to  his  costs ;  and  although,  unfor- 
tunately, costs  are  a  very  inadequate  compensation  for  the  expense 
and  vexation  of  a  law-suit,  yet  the  Court,  so  far,  is  not  empowered 
to  give  the  plaintiff  damages,  or  any  sum  beyond  what  he  is 
entitled  to  as  his  ordinary  costs  of  suit. 

Secondly,  he  is  enabled,  for  ever,  to  restrain  the  defendants 
from  again  infringing  his  patent ;  and  hence  he  is  in  a  condition, 
for  the  future,  to  make  any  bargain  he  pleases,  to  any  amount :  he 
may  say  to  everybody,  "  You  shall  not  manufacture  again,  using 
my  invention,  without  paying  me  5s.  per  horse-power,"  instead  of 
28.  6d.  as  at  present. 

Then  the  third  branch  of  relief  is  that  which  is  granted  in  the 
shape  of  damages  for  the  loss  which  the  plaintiff  has  actually 
sustained  by  the  conduct  of  the  defendants,  irrespective  of  the 
vexation  and  expense  of  a  law-suit.  With  reference  to  this,  I 
have  to  ask  myself,  what  would  have  been  the  condition  of  the 
plaintiff  if  the  defendants  had  acted  properly,  instead  of  acting 
improperly.  That  condition,  if  it  can  be  ascertained,  will,  I 
apprehend,  be  the  proper  measure  of  the  plaintiff's  loss. 

Now,  if  the  plaintiffs  case  had  been  one  of  a  patentee  who  had 
never  granted  a  licence,  and  had  always  remained  his  own  manu- 
facturer, the  question,  as  I  observed  in  Betts  v.  De  Vitre,  would 
have  been   one  of  great   difficulty;   and  I  do  not  hesitate  to 
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[*  85]  say  I  *  should  not  have  attempted  to  grapple  with  it,  but  I 
should  have  sent  it  to  a  jury  to  settle  the  amount  of 
damages. 

But  here  is  a  case  where  the  patentee  is  not  in  the  habit  of 
manufacturing  the  articles  to  which  the  patent  applies,  or,  at  all 
events,  very  seldom  does  so ;  but  he  has  been  in  the  habit  of  grant- 
ing, not  general  shipbuilders'  licences,  but  a  particular  licence  of 
28.  6d,  per  horse-power  for  each  ship  which  is  about  to  be  built 
with  his  invention.  The  defendants,  accordingly,  if  they  had 
applied,  as  they  ought  to  have  applied,  to  the  plaintiff,  would  have 
had  to  pay  2«.  6d,  per  horse-power  for  every  ship  which  they  built 
with  his  invention.  That  is  the  amount  which  the  plaintiff  got 
from  everybody  else;  and  it  does  not  appear  to  me  that  he  is 
entitled  to  anything  more  from  the  defendants. 

It  has  been  contended  that  the  plaintiff  has  lost  more  than  this 
2s.  6d.  per  horse-power ;  he  is  said  to  have  lost  a  profit  besidea 
But  he  has  himself  estimated  that  profit  at  28,  6d.  per  horse-power. 
If  he  had  fitted  these  ships  with  his  invention  himself  he  would 
no  doubt  have  had  to  run  risks  of  bad  debts,  of  bad  materials,  of 
losses  upon  contracts  arising  from  the  rise  and  fall  of  timber,  from 
strikes,  and  the  like;  and  he  would  have  expected  to  make  a  profit 
sufiBcient  to  cover  these  risks ;  but  he  has  shown  that  he  considers 
he  may  as  well  hand  over  the  right  to  everybody  else  on  being 
paid  28.  6d.  per  horse-power.  He  might  prevent  any  shipbuilder 
from  using  this  invention  at  all,  and  there  would  then  be  the 
chance  of  business  being  brought  to  his  yard ;  but,  taking  every- 
thing into  consideration,  he  finds  he  can  afford  to  surrender  all 
profit  from  fitting  these  ships,  and  all  chance  of  profit  from  being 
employed  to  build  ships  himself,  upon  being  paid  this  royalty. 

The  Case  of  Galloway's  Patent,  Webster's  Pat  Cas.  724,  729, 
in  the  Privy  Council,  which  was  cited,  shows  this,  that  where  the 
assignee  of  a  patentee  has  himself  manufactured  the  thing  of 
which  the  patented  article  forms  a  part,  and  has  made  a  manu- 
facturing profit,  the  Court  will  not  look  upon  that  as  a  prpfit 
obtained  through  the  patent,  in  other  words,  as  part  of  the 
monopoly  profit. 

In  this  instance  the  difficulty  would  be  enormous  were  I  to 

assume  that  the  plaintiff  has  really  lost  any  of  these  jobs  by 

reason  of  the  defendants  having  been  employed  to  do 

[*  86]    them,  when  anybody  in  the  *  trade  might  have  applied 
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for  leave  to  do  the  same  thing,  and  would  have  obtained  a 
licence  from  the  plaintiff  to  do  so  on  payment  of  2s.  6d.  per 
horse-power.  It  seems  to  me  impossible  to  say  that  the  plaintiff 
would  have  obtained  any  of  these  jobs,  if  the  defendants  had  only 
abstained  from  using  his  invention  until  they  obtained  his  licence. 
As  the  plaintiff  considered  himself  fully  compensated  by  the 
2s.  6d,  in  every  case  in  which  he  granted  a  licence,  it  appears  to 
me  that  where  the  step  has  been  taken  without  his  leave,  that  is 
the  proper  measure  of  the  compensation. 

It  was  pressed  upon  me  in  argument  that  I  ought  to  give  the 
plaintiff  the  amount  of  damages  which  a  jury  might  be  disposed 
to  give  on  account  of  the  improper  conduct  of  the  defendants. 
But,  as  I  have  said,  the  Court  has  not,  nor  can  a  jury  have,  any 
power  to  estimate  damage  arising  from  the  vexation  or  annoyance 
which  the  wrongdoing  of  the  defendants  may  have  occasioned. 

If  it  had  been  necessary  to  go  further  into  the  case,  I  should 
have  said  that  the  plaintiff's  claim  for  compensation  for  not  hav- 
ing had  the  wljole  job  to  do,  appears  to  me  to  be  quite  extrava- 
gant. It  is  clear  he  would  have  been  entitled  only  to  the  profit 
of  putting  in  the  particular  article  patented.  It  must  be  taken  as 
if  the  vessel  had  come  in  to  be  cleaned  and  repaired  in  such  a  way 
as  that  the  cleaning  and  repairing  required  the  propeller  shaft  to 
be  taken  out.  The  plaintiff  would  have  been  entitled  (if  at  all)  to 
the  profit  of  fitting  in  the  apparatus;  but  he  cannot  be  heard 
to  say  that  he  lost  the  job  of  taking  out  the  propeller  and  put- 
ting it  in  again,  and  that  consequently  he  is  entitled  to  a  profit 
upon  it. 

Then  comes  the  question  of  whether  the  plaintiff  is  entitled  to 
anything  more  from  the  defendants  in  respect  of  those  ships  for 
which  he  has  been  paid  already  by  the  owners  or  agents.  I  think, 
with  regard  to  this  question,  I  am  bound  to  decide  it  on  the  prin- 
ciple, that  the  plaintiff,  having  received  the  payment,  has  not  lost 
it ;  that  is  to  say,  that  the  plaintiffs  loss  of  2s.  6d,  arising  from 
the  defendants'  non-payment  has  not  accrued,  and,  consequently, 
that  the  defendants  are  not  bound  to  pay  it  over  again. 

It  may  be  supposed  that  the  defendants  gain  an  unfair  advan- 
tage by  having  the  royalty  paid  by  the  users.     I  certainly  think 
that  if  the  plaintiff  had  been  in  the  habit  of  demanding  2s.  6i.  per 
horse-power  from  the  users  for  the  use  of  the  invention, 
and   *  if  the  defendants,  the   manufacturers,  had  paid     [*  87] 
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the  2s.  6d.y  it  might  not  have  followed  that  the  users  would 
have  gone  scot  free,  because  the  defendants  would  have  paid  the 
2s.  6d.  in  consideration  of  a  licence  granted  to  them  as  manu- 
facturers. It  further  occurred  to  me,  that  if  the  plaintiff  had 
been  in  the  habit  of  saying :  "  I  charge  2s.  6d.  to  all  those  licensees 
who  do  not  infringe,  but  I  shall  charge  5s.  to  all  those  persons 
who  do  infringe,"  the  defendants,  being  in  the  latter  cat^ory, 
might  have  been  fairly  chargeable  with  the  5s.  But  nothing  of 
that  kind  is  proved  to  have  happened  here.  All  that  appears  is, 
that  in  some  instances,  where  persons  have  bean  convicted  of 
infringement,  the  plaintiff  has  said :  "  I  shall  not  let  you  off  unless 
you  pay  me  5s."  But  those  were  instances  of  special  bargains. 
The  system  does  not  appear  to  have  been  established  as  a  general 
one  with  respect  to  all  parties.  Or  the  plaintiff  might  have  said : 
"  I  shall  charge  every  person  who  applies  to  me  within  the  first 
year  or  two  of  my  patent  2s.  6d. ;  but  every  one  who  applies  to 
me  afterwards  must  pay  me  os.*'     But  there  is  no  trace  of  that 

I  cannot  find  that  the  plaintiff  has  lost  more  than  2s.  6d,  per 
horse-power  of  those  vessels  for  which  he  has  not  been  paid ;  and 
I  cannot  find  that  he  has  lost  anything  in  respect  of  those  vessels 
for  which  he  has  been  paid.  Therefore  his  damage  must  be  con- 
fined to  2s.  6d.  per  horse-power  of  those  ships  for  which  he  has 
not  been  paid.  The  costs  of  this  hearing  must  be  paid  by  the 
plaintiff. 

Mr.  Kay  asked  for  the  cost  of  the  claim  in  Chambers ,  but 
the  Vice-Chanoellor  declined  to  make  any  order  except  as  to 
the  costs  of  the  present  hearing. 

ENGLISH  NOTES. 

It  is  an  established  rule  that  upon  a  decree  against  a  defendant  for 
infringement,  the  patentee  is  not  entitled  to  have  both  an  account  of 
profits  and  an  inquiry  into  damages.  He  must  elect  between  the  two 
forms  of  relief.  De  VUre  v.  Betts  (1873),  L.  R.  6  H.  L.  319,  21  W. 
R.  705. 

Where  the  infringement  of  which  the  plaintiff  complains  consists 
merely  of  an  experimental  user  which  has  been  abandoned  before 
action  brought,  and  it  did  not  appear  that  there  was  any  intention  of 
repetition  of  the  user,  it  was  held  that  there  was  no  case  for  an  injunc- 
tion, nor  for  damages.  Proctor  v.  Bailey  (C.  A.  1889),  42  Ch.  D. 
390,  59  L.  J.  Ch.  12,  38  W.  R.  100. 
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Where  the  plaintiff  has  been  obliged  to  reduce  his  own  prices  in 
consequence  of  the  competition  of  the  defendant,  the  patentee  is 
entitled,  in  taking  the  account,  besides  the  profits  on  defendant's  sales, 
to  an  amount  representing  the  loss  caused  to  the  plaintiff  by  the 
reduction  in  price  which  he  was  so  obliged  to  make.  American  Braided 
Wire  Co.  V.  Thompson  (C.  A.  1890),  44  Ch.  D.  274,  59  L.  J.  Ch. 
425. 

The  granting  an  injunction  is  in  the  discretion  of  the  Court,  and, 
where  the  defendant  has  offered  to  give  a  proper  undertaking,  the 
Court  will  not  grant  a  formal  injunction  merely  in  order  that  the 
plaintiff  may  advertise  it  as  a  warning  to  infringers.  But  the  patentee 
is  entitled  to  have  the  undertaking  given  in  Court.  Jenkins  v.  Bope 
1896,  1  Ch.  278,  65  L.  J.  Ch.  249,  73  L.  T.  705,  44  W.  E.  358. 

Under  the  patent  law  before  1883,  it  was  held  that  a  grant  of  a 
patent  in  the  ordinary  form  was  not  available  against  the  Crown, 
although  the  patent  stipulated  that  the  patentee  should  supply  articles 
of  the  invention  for  the  use  of  the  Crown  at  such  reasonable  prices  and 
terms  as  should  be  settled  by  the  officers  of  the  Crown  concerning  them. 
Feather  v.  Beg.  (1865),  6  B.  &  S.  257, 35  L.  J.  Q.  B.  200. 

This  decision  was  approved  in  Dixon  v.  London  Small  Arms  Co. 
(1876),  1  App.  Cas.  632,  46  L.  J.  Q.  B.  617,  35  L.  T.  559,  25  W.  R. 
142.  But  it  was  there  held  no  excuse  for  infringement  by  a  private 
firm,  that  they  have  manufactured  the  article  under  an  order  for  the 
public  service. 

In  the  extension  of  patents  for  inventions  which  are  useful  in  the 
government  service,  it  has  been  made  a  condition  that  contractors  with 
the  government  shall  be  at  liberty  to  use  the  invention.  In  re 
Hughes'  Patent  (P.  C.  1879),  No.  59,  p.  810,  post  (4  App.  Cas.  174, 
48  L.  J.  P.  C.  20,  27  W.  R.  493) ;  In  re  Napier's  Patent  (P.  C.  1881), 
6  App.  Cas.  174;  50  L.  J.  P.  C.  40,  29  W.  R.  745. 

By  the  27th  section  of  the  Patents,  Designs,  and  Trade  Marks  Act, 
1883  (46  &  47  Vict.  c.  57),  a  patent  is  available  against  the  Crown : 
but  the  invention  may  be  used  by  a  government  department  for  the 
service  of  the  Crown  on  such  terms  as  (in  default  of  agreement)  may  be 
settled  by  the  Treasury  after  hearing  parties. 

AMERICAN  NOTES. 
As  to  damages  and  profits,  see,  infra,  American  Notes  to  Section  xii. 
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Section  IX.  —  Assiffnmenty  Saky  aiid  Licence. 

No.  50.  — In  re  CASEY'S  PATENTS. 

STEWAET  V.  CASEY. 

(0.  A.  1891.) 

RULE. 

An  equitable  assignment  of  a  patent  may  be  registered 
under  sect.  23  of  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883  (46  &  47  Vict,  c.  57),  and  the  Patents  Rules  made 
pursuant  to  the  Act. 

In  re  Casey^s  Patents. 
Stewart  v.  CaBoy. 

1892,  1  Ch.  104-119  (fli  c.  61  L.  J.  Ch.  61 ;  66  L.  T.  93;  40  W.  R.  180). 

[104]      Letters  Patent.  —  Co-oumers.  —  Equitable  Assiffument  of  a  Share. 

An  equitable  assignment  of  a  patent  or  a  share  or  interest  in  it  may  be  put 
upon  the  register. 

A.  and  B.,  joint  owners  of  certain  patents,  wrote  to  C.  as  follows:  "  In  con- 
sideration of  your  services  as  the  practical  manager  in  working  both  our  patents 
...  we  hereby  agree  to  give  you  tme-third  share  of  the  patents,  the  same  to 
take  effect  from  this  date."  A.  and  B.  afteiwards  deposited  the  letters  patent 
with  C.  to  assist  him  in  effecting  a  sale  of  the  patents,  which  however  did  not 
take  place.  C.  registered  the  above  letter,  and  claimed  to  retain  possession  of 
the  letters  patent  as  a  co-owner  of  a  third  share  therein :  — 

Held  (affirming  the  decision  of  Romer,  J.),  that  sect.  85  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883,  only  excludes  notices  of  trusts;  and  that 
the  letter  was  an  immediate  equitable  assignment  of  an  interest  in  the  patent, 
not  defective  for  want  of  consideration,  and  was  properly  entered  on  the  register. 

On  the  28th  of  July,  1887,  two  letters  patent,  Nos.  10,512  and 
10,513,  were  granted  to  J.  Stewart  and  T.  Charlton,  the  one  for 
**  Improvements  and  means  and  appliances  for  storing  volatile  or 
inflammable  liquids,"  and  the  other  for  "Improvements  in  and 
appliances  or  vessels  for  storing,  or  storing  and  transporting,  vola- 
tile or  inflammable  liquids. ' 

Subsequently,  J.  Stewart  and  T.  Charlton  entered  into  arrange- 
ments with  the  defendant,  J.  Casey,  to  introduce  their  patents  to 
the  mercantile  world,  and  he  spent  some  time  and  money  in  push- 
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ing,  developing,  and  improving  the  inventions.  Ultimately,  on 
the  29th  of  January,  1889,  J.  Stewart  and  T.  Charlton  signed  the 
following  document  in  favour  of  the  defendant,  J.  Casey :  — 

*  James  Casey,  Esq.,  10  Philpot  Lane,  E.  C. 
**  Stewart  and  Charlton's  Patents. 

"  Dear  Sie,  —  We  now  have  pleasure  in  stating  that  in  consid- 
eration of  your  services  as  the  practical  manager  in  work- 
ing *  both  our  patents  as  above  for  transit  by  steamer  or  for  [*  105] 
any  land  purposes,  we  hereby  agree  to  give  you  one-third 
share  of  the  patents  above  mentioned,  the  same  to  take  effect  from 
this  date.  This  is  in  addition  to  and  in  combination  with  our 
agreement  of  the  29th  November  last " 

In  June,  1889,  J.  Stewart  and  T.  Charlton  handed  the  letters 
patent  for  both  their  said  inventions  to  the  defendant  Casey,  to 
assist  him  in  some  negotiations  which  he  was  then  carrying  on 
for  a  sale  of  the  patents,  but  a  sale  was  not  effected. 

J.  Stewart  died  in  September,  1889,  and  the  plaintiffs,  Isabella 
Stewart  and  Ernest  Stewart,  were  the  executors  of  his  will ;  and 
they  and  the  plaintiff,  T.  Charlton,  subsequently  applied  to  the 
defendant  Casey  to  return  them  the  letters  patent,  but  he 
claimed  to  retain  possession  of  them  as  an  owner  of  a  third  share 
in  the  patents,  and  in  December,  1889,  he  registered  the  letter  of 
the  29th  of  January,  1889.  The  letter  was  entered  on  the  register 
at  full  length ;  and  there  was  also  on  the  list  of  proprietors  of 
patents  an  entry  referring  to  the  letter  and  stating  that  the  defend- 
ant claimed  an  interest  in  the  patent  under  that  document 

This  action  was  commenced  in  June,  1890,  and  claimed  from 
the  defendant  Casey  delivery  up  of  the  letters  patent,  and  dam- 
ages for  their  detention. 

The  plaintiffs  also  gave  a  notice  of  motion  to  rectify  the  register 
by  expunging  therefrom  the  entry  of  the  letter  of  the  29th  of 
January,  1889. 

The  action  and  the  motion  were  directed  to   be  heard 
together.'    *  They  were  heard  before  Mr.  Justice  Romer  on  [*  106] 
the  8th  of  June,  1891. 

1  The  following  are  the  sections  of  the  the  Patent  Office  a  book  called  the  Kegis- 

46  &  47  Vict.  c.  .57,  specially  referred  to  ter  of  Patents,  wherein  shall  be  entered 

in  the  argnment: —  the  names  and  addresses  of  grantees  of 

Sect.  23 :  "  (1)  There  shall  be  kept  at  patents,  notifications  of  assignments  and 
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E.  M.  Daniel,  for  the  plaintiifs :  — 

The  letter  is  an  executory  agreement,  and  not  capable  of  regis- 
tration. It  was  intended  that  when  the  defendant  had  rendered 
certain  services  he  was  to  have  a  share  in  the  patents,  and  the 
patentees  would  be  trustees  of  that  interest  for  him,  but  he  has 
not  rendered  those  services.  But  if  it  is  an  equitable  assignment, 
then  it  is  not  a  document  which  the  Legislature  contemplated 
should  be  registered.  It  is  not  an  assignment  of  the  patent 
within  the  terms  of  sect  23  of  the  Patents,  &&,  Act,  1883,  and 
of  rules  65-68  of  the  Patents  Eules,  1883,  which  are  based  on  the 
section.  No  trust  is  to  appear  on  the  register,  sect  85 ;  and  entry 
on  the  register  gives  a  legal  right  to  deal  with  the  patent,  leaving 
equities  to  be  enforced  in  the  usual  manner,  sect  87.  The  inten- 
tion of  the  Legislature  is  that  deeds  and  other  formal  documents 
affecting  the  legal  title  in  patents  should  appear  on  the  register, 
and  not  every  indefinite  document  like  the  present  Form  L  in 
the  schedule  to  the  rules  supports  this  view.  But  if  the  defend- 
ant is  entitled  to  a  third  share  of  the  patents,  he  has  no  right  to 
retain  the  letters  patent.which  were  given  him  only  for  a  particu- 
lar purpose  that  has  failed. 
[♦  107]       ♦  Cutler,  Q.  C. ,  and  Bissill,  for  the  defendant :  — 

The  letter  is  clear  and  consistent,   and  conferred   an 

of  transmissions  of  patents,  of  licences  or  trade-mark,  as  the  case  maj  be,  shall, 

under  patents,  and  of  amendments,  exten-  subject  to  any  rights  appearing  from  such 

sions,  and  revocations  of  patents,  and  such  register  to  be  vested  in  any  other  person, 

other  matters  affecting  the  validity  or  pro-  have  power  absolutely  to  assign,  grant 

prietorship  of  patents  as  may  from  time  licences  as  to,  or  othenvise  deal  with,  the 

to  time  be  prescribed.  same  and  to  give  efFectoal  receipts  for 

"  (2)  The  Register  of  Patents  shall  be  any  consideration  for  such  assignment, 

prima  facie  evidence  of  any  matters  by  licence,   or  dealing.    Provided  that  any 

this  Act  directed  or  authorised  to  be  in-  equities  in  respect  of  such  patent,  design, 

sorted  therein.  or  trade-mark  may  be  enforced  in  like 

"  (3)  Copies  of    deeds,  licences,    and  manner  as  in  respect  of  any  other  personal 

other  documents  affecting  the  proprietor-  property." 

ship  in  any  letters  patent, or  in  any  licence  Sect.  90:   "The  Court  may,  on  the 

thereunder,    must    be    supplied    to    the  application  of  any  person  aggrieved  by 

comptroller  in  the  prescribed  manner  fur  the  omission  without  sufficient  cause  of 

filing  in  the  Patent  Office."  the  name  of  any  person  from  any  register 

Sect.  85 :  "  There  shall  not  be  entered  kept  under  this  Act,  or  by  any  entry 

.  in  any  register  kept  under  this  Act,  or  be  made  without  sufficient  cause  in  any  such 

receivable  by  the  comptroller,  any  notice  register,  make  such  order  for  making, 

of  any  trust  expressed,  implied,  or  con-  expunging,  or  varying  the  entry,  as  the 

structive."  Court  thinks  fit ;  or  the  Court  may  refuse 

Sect.  87 :  " .  .  .  The  person  for  the  the  application ;  and  in  either  case  may 

time  being  entered  in  the  Register  of  make  such  order  with  respect  to  the  costs 

Patents,  Designs,  or  Trade-marks,  as  pro-  of  the  proceedings  as  the  Court  thinks 

prietor  of  a  patent,  copyright  in  a  design,  fit." 
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immediate  interest  on  the  defendant  It  is  not  a  trust,  and  there- 
fore it  can  be  registered.  A  patent  is  a  chose  in  action  and  there 
is  no  difference  between  a  legal  and  equitable  interest  in  it,  and  a 
deed  is  not  necessary  for  transmitting  any  interest  in  it  The  3rd 
sub-section  of  sect  23  points  to  documents  other  than  deeds. 
This  is  a  document  "  affecting  the  proprietorship  "  of  the  patent, 
and  therefore  capable  of  registration.  As  to  the  retention  of  the 
letters  patent,  the  defendant  is  a  co-owner,  and  has  expended 
considerable  sums  in  relation  to  them. 
Daniel,  in  reply. 

EOMER,  J.  :  — 

The  first  point  I  have  to  consider  is,  what  is  the  effect  of  the 
document  of  the  29th  of  January,  1889,  bearing  in  mind  the  prior 
correspondence  and  the  surrounding  facts  which  have  been  put  in 
evidence  before  me  ?  In  my  judgment,  it  was  intended  to  confer 
by  that  document  on  the  defendant  a  one-third  share  in  the  patents 
as  from  its  date.  On  the  evidence  there  was  clearly  consideration 
enough  to  support  the  transaction,  and  it  was  not  intended  that 
tht  interest  conferred  on  the  defendant  should  be  in  any  way  con- 
ditional. Indeed  the  document  in  itself  is  plain  as  showing  that 
it  was  intended  to  take  effect  from  its  ver}*  date.  It  appears  to 
me,  therefore,  that  in  the  broad  sense  of  the  term,  it  was  an 
assignment  of  an  interest  in  the  patents,  that  interest  being  a  one- 
third  interest,  and  that  the  defendant  became  entitled  to  that  one- 
third  interest  as  and  from  the  date  of  the  document 

That  being  so,  the  next  question  is,  whether  the  comptroller 
has  rightly  permitted  an  entry  on  the  Segister  of  Patents  of  the 
defendant's  interest  under  that  document  ?  I  think  the  comptroller 
was  right  If  it  was,  as  I  think  in  the  broad  sense  of  the  term  it 
was,  "  an  assignment  of  an  interest '  in  the  patents,  then  it  comes 
within  the  provisions  of  rule  65,  and  is  a  matter  affecting  the 
proprietorship  of  the  patents,  which  it  is  prescribed  by  rule  65 
shall  be  entered  in  the  register  —  I  am  bound  to  say  not 
*  in  so  many  terms,  but  by  necessary,  or,  at  any  rate,  [*  108] 
sufficient  implication.  But,  in  addition  to  that,  even  if 
it  was  not  an  assignment  properly  so  called  of  an  interest  in  a 
patent,  then  it  appears  to  me  it  was  a  "  document  affecting  the 
proprietorship  "  of  the  patents,  and  which,  therefore,  under  rule 
68,  should  be  entered  in  the  register  according  to  the  provisions 
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of  sect  23  of  the  Act  I  agree  that  rule  68  does  not  in  absolute 
terms  prescribe  its  entry,  but  it  does,  I  think,  by  necessary,  or,  at 
any  rate,  sufficient  implication.  That  being  so,  I  think  that  the 
entry  by  the  comptroller  was  proper,  and  that  the  motion  to 
expunge  the  entry  fails,  and  must  be  refused  with  costs. 

Then  as  to  the  action :  that  is  practically  disposed  of  by  what 
I  have  already  said ;  but  I  think  both  parties  were,  to  a  certain 
extent,  wrong.  The  plaintiffs  were  wrong  in  seeking  to  establish 
that  the  defendant  had  no  interest  in  the  patents,  and  no  right  in 
respect  of  the  documents  which  were  in  his  possession,  except  as 
an  agent  for  them,  and  the  defendant  was  wrong  in  retaining  pos- 
session of  the  letters  patent  as  against  the  plaintiffs.  It  appears 
to  me  that  the  defendant  obtained  possession  of  the  documents  of 
title,  the  letters  patent,  for  the  purpose  of  carrying  out  the  sale 
which  was  referred  to  in  the  correspondence,  and  that  when  the 
sale  fell  through  the  defendant,  as  the  owner  of  one-third  of  the 
letters  patent,  could  not  properly  retain  them  as  against  the  plain- 
tiffs. But  I  need  not  further  deal  with  the  matter,  because  the 
defendant  has  undertaken,  notwithstanding  his  right  to  one-third 
of  the  letters  patent,  to  hand  over  to  the  plaintiffs,  as  owners*  of 
two-thirds  of  the  letters  patent,  the  two  documents  in  question, 
and  I  need  upon  that  undertaking  make  no  other  order  in  the 
action  except  that  each  party  pay  their  own  costs.  There  will  be 
liberty  to  apply. 

The  plaintiffs  appealed  from  this  decision.  The  appeal  came 
on  to  be  heard  on  the  18th  of  November,  1891. 

E.  M.  Daniel  and  W.  Mackenzie,  for  the  appellants :  — 

An   ambiguous  and  informal  document  like  the  letter  of  the 

29th   of  January,   1889,  ought  not   to  be  on  the  register  as  an 

assignment  within  sects.  23,  85,  and  87  of  the  Patents, 

[*109]  &c,   Act,   *  1883.     It  is  not  an   assignment;   it  cannot 

amount  to  more  than  an  agreement  to  assign.    There  was  no 

consideration  for  the  agreement,  and  no  immediate  interest  passed. 

It  at  most  confers  only  an  equitable  title,  which  may  be  enforced 

by  proceedings  in  equity  like  any  other  equitable  demand,  but  of 

which  by  the  express  provision  of  the  Act  no  notice  can  be  placed 

on  the  register.     An  assignment  should  be  by  deed. 

[BowEN,  L.  J.  —  Was  it  so  under  15  &  16  Vict  c.  83,  a  35  ?] 
The  point  has  not  been  decided,  though  it  has  been  held  that  a 
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licence  need  not  be  made  by  deed.     Chanter  v.  Dewhurst,  12  M. 

&  W.  823.     A  mere  licensee  cannot  sue  alone.     Heap  v.  Hartley, 

5  Sep.  Pat  Cas.   603.     The  old  rule  still  applies  to  assignments. 

As  there  is  no  legal  assignment,  there  ought  to  be  no  entry  on  the 

register. 

[They  also  referred  to  rules  65  and  68  of  the  Patents  Eules,  1883.  ] 
Cutler,  Q.  C. ,  and  Bissill,  for  the  defendant,  were  not  called  on. 

LlNDLEY,  L  J.  :  — 

This  is  an  appeal  from  an  order  made  by  Mr.  Justice  Romeb, 
and  the  question  raised  by  the  appeal  is  whether  an  entry  on  the 
Eegister  of  Patents  ought  to  be  expunged.  In  order  to  determine 
that  question,  the  first  thing  is  to  see  what  the  entry  is.  We 
have  sent  for  and  looked  at  the  book,  and  have  seen  what  is 
registered.  What  is  registered  is  this :  There  is  on  the  file  in  the 
Patent  OflBce  a  letter  dated  the  29th  of  January,  1889,  written  and 
signed  by  Stewart  and  Charlton,  who  are  the  registered  proprietors 
of  the  two  patents,  addressed  to  Mr.  Casey,  at  whose  request  this 
document  was  entered  on  the  register.  The  letter  runs  thus: 
"  Dear  Sir,  —  Stewart  and  Charlton's  Patents,  —  We  now  have 
pleasure  in  stating  that  in  consideration  of  your  services  as  the 
practical  manager  in  working  our  patents  as  above,  for  transit  by 
steamer  or  for  any  land  purposes,  we  agree  to  give  you  one-third 
share  of  the  patents  above  mentioned,  the  same  to  take  efifect  from 
this  date.  This  is  in  addition  to  and  in  combination 
with  our  agreement  of  the  *  29th  November  last "  Casey  [*  110] 
has  taken  that  document,  as  I  say,  to  the  comptroller, 
with  a  request  to  have  it  registered,  and  that  document  has  been 
registered.  In  addition  to  that  there  is  in  the  book  of  proprietors 
an  entry  referring  to  this  registered  document,  and  stating,  in 
substance,  that  Casey  claims  an  interest  in  these  patents  under  it 
The  application  to  us,  therefore,  is  to  expunge  those  two  entries, 
and  the  question  is  whether  Messrs.  Stewart  and  Charlton  are 
entitled  to  have  them  expunged.  For  that  purpose  we  must  have 
regard  to  the  sections  in  the  Patent  Act  of  1883  which  relate  to 
this  matter,  and  see  what  can  be  properly  registered,  and  what 
the  expunging  section  says  about  removing  from  the  register 
entries  improperly  made. 

The  important  sections  are  23,  85,  87,  and  90.      [His  Lordship 
read  sect   23,  and  continued :  — ]     Pausing  there  for  a  moment. 
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and  bearing  in  mind  that  before  the  Act  of  1883  the  right  method 
of  assigning  a  patent  was  by  deed,  and  not  finding  in  the  present 
Act  anything  that  alters  the  law  in  that  respect,  I  suppose  it  must 
be  taken  that  the  proper  mode  of  assigning  a  patent  is  by  deed 
now ;  but  bearing  that  in  mind,  it  is  quite  obvious  that  something 
more  than  assignments  by  deed  may  be  registered.  The  words  of 
sect.  23,  "  aflFecting  the  validity  or  proprietorship  of  patents,  * 
point  indisputably,  taken  in  conjunction  with  the  context,  to 
something  besides  deeds,  and  something  besides  probates  of  wills 
and  matters  of  that  kind. 

Then  sect  85  must  be  construed  with  sect  23,  and  the  two 
must  be  read  as  one,  so  as  to  work  together.  [His  Lordship  read 
sect  85,  and  continued :  —  ]  Beading  those  two  sections  together, 
there  are  two  methods  of  interpreting  them.  One  is,  to  say  that 
sect  85  excludes  and  renders  it  improper  to  register  any  document 
of  any  sort  or  kind  which  upon  the  perusal  of  it  gives  notice  of 
any  trust  That  is  one  method  of  reading  it ;  and  the  other  is  to 
confine  sect  85  to  that  which  it  speaks  of,  "  notice  of  any  trust  * 
If  you  put  the  first  interpretation  on  sect  85,  you  destroy  sect 
23,  or  a  great  deal  of  it  You  cannot  put  such  a  construction  on 
sect.  85  as  to  exclude  from  registration  all  documents  afifecting  the 
proprietorship  of  the  patents  which,  when  looked  at,  will  show 
that  there  is  a  trust  That  cannot  be  the  theory  of  it 
[*111]  If  that  had  been  so,  sect  23  would  have  been  *  very  differ- 
ently worded.  In  order  to  interpret  the  two  sections 
together,  you  must  draw  a  distinction  between  agreements  and 
other  documents  which  do  affect  the  proprietorship,  and  simple 
notices  of  trusts ;  and  whereas,  on  the  one  hand,  notice  of  a  trust 
is  not  to  be  put  on,  documents  which  affect  the  proprietorship, 
whether  by  creating  trusts  or  otherwise,  are  not  to  be  excluded. 
That  is  how  I  understand  these  sections,  and  that  interpretation 
will  make  them  work,  and  make  them  work  in  practice,  as  I 
believe,  in  fact,  they  are  worked.  Then  sect  87  is  this:  [His 
Lordship  read  that  section.]  That  section  again  throws  light,  I 
think,  on  the  true  construction  of  the  two  previous  sections,  23 
and  85,  which  shows  that  the  interpretation  I  have  suggested  is 
the  correct  ona 

Then  sect  90  is  as  follows: —  [His  Lordship  read  the  section.] 
There  is  no  question,  I  suppose,  that  Mr.  Daniel's  clients  are 
persons  who  would  be  aggrieved  and  entitled  to  apply  to  have  this 
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entry  expunged  if  this  entry  were  not  properly  on  the  register 
itself. 

Now,  passing  to  the  rules,  which  we  must  do  in  order  to  see 
how  this  is  practically  worked,  we  begin  with  rule  64,  under  the 
head  of  *  Register  of  Patents. "  Rule  64  says,  that  "  the  comp- 
troller shall  cause  to  be  entered  on  the  Register  of  Patents  the 
name,  address,  and  description  of  the  patentee  as  the  grantee 
thereof,  *  so  as  to  give  a  sort  of  root  of  title.  Everything  must 
come  on  the  register.  Then  rule  65 :  "  Where  a  person  becomes 
entitled  to  a  patent  or  to  any  share  or  interest  therein,  by  assign- 
ment, either  throughout  the  United  Kingdom  and  the  Isle  of  Man, 
or  for  any  place  or  places  therein,  or  by  transmission  or  other 
operation  of  law  *  —  that  is,  assignment,  or  transmission,  or  other 
operation  of  law  —  "a  request  for  the  entry  of  his  name  in  the 
register  as  such  complete  or  partial  proprietor  of  the  patent,  or  of 
such  share  or  interest  therein,  as  the  case  may  be,  shall  be  ad- 
dressed to  the  comptroller.  *  Now,  is  "  assignment  *  there  to  be 
read  as  assignment  by  deed  ?  That,  I  think,  would  be  putting  far 
too  narrow  a  construction  on  it,  as  I  think  will  be  apparent  when 
we  look  at  rule  68.  Rule  68  says,  and  it  must  be  taken  in  con- 
nection with  rule  65 :  "  Every  assignment  and  every  other  docu- 
ment containing,  giving  effect  to,  or  being  evidence  of,  the 
transmission  of  a  patent  or  affecting  the  proprietorship 
thereof  ♦  as  claimed  by  such  request,  except  such  docu-  [*  112] 
ments  as  are  matters  of  record,  shall  be  produced  to  the 
comptroller,  together  with  the  request."  That  indicates  some- 
thing far  less  formal  than  a  legal  assignment  by  deed.  It  is 
impossible,  I  think,  to  cut  those  words  down  so  as  to  exclude 
agreements  relating  to,  or,  in  the  language  of  the  rule,  "  affecting 
the  proprietorship*  of  the  patent  Then  rule  69  is  only,  that 
**  There  shall  also  be  left  with  the  request  an  examined  copy  of 
the  assignment  or  other  document  above  required  to  be  produced. " 

In  pursuance  of  these  enactments  and  rules,  Mr.  Casey  did,  as 
I  have  said,  take  this  letter  to  the  comptroller  and  request  him  to 
register  it  The  comptroller  has  done  so,  as  I  have  mentioned ; 
and  the  question  is  whether  he  heis  done  wrong.  It  appears  to  me 
that  there  is  nothing  wrong,  and  that  this  is  one  of  those  docu- 
ments which  are  intended  to  be  registered  under  sect  23,  and 
which  do  not  amount  to  an  infringement  of  the  prohibition 
against  entry  of  notices  of  trusts  under  sect  85.     The  effect  of 
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this  document  is,  unquestionably,  to  give  Mr.  Casey  an  imme- 
diate equitable  interest  in  these  patents.  I  do  not  think  any  one 
can  say  that  he  is  interested  as  legal  proprietor,  and  I  do  not  say 
he  is  so  entitled.  That  is  quite  another  matter ;  but  that  he  has 
an  immediate  equitable  interest  in  one-third  of  the  patents  is  too 
plain  for  reasonable  doubt  It  is  not  simply  an  agreement  to 
transfer  the  patents  —  that  might  be  different  —  but  it  is  an  agree- 
ment *"  to  give  you  one-third  share  of  the  patents  above  mentioned, 
the  same  to  take  effect  from  this  date. "  Those  are  the  important 
words  which  convert  this  into  an  immediate  equitable  assignment  of 
the  patent  Mr.  Casey  was  quite  right  in  having  that  registered. 
The  only  conceivable  doubt  was  whether  registering  this  document 
was  an  infringement  of  sect  85,  referring  to  notices  of  trusts,  and 
I  think  it  is  not     Therefore,  this  appeal  must  be  dismissed. 

BowEN,  L  J.  :  — 

This  is  the  first  time  that  this  particular  point  has  come  before 
the  Court,  and  perhaps  that  may  be  an  excuse  for  my  adding  a 
few  words  of  my  own  to  show  that  we  have  all  brought  our 
[*  113]  minds  *  to  bear  on  this  question.  I  will  begin  by  saying 
what  it  is  exactly  that  we  are  deciding,  and  what  the 
point  of  law  is.  What  I  understand  our  decision  to  be  is  this, 
that  equitable  assignments  of  a  patent,  or  of  a  share  in  a  patent, 
may  be  entered  on  the  register,  not,  indeed,  as  legal  assignments, 
but  entered  under  sect  23  of  the  Act,  in  combination  with  rule 
65,  as  documents  which  affect  the  proprietorship  of  patents,  and 
as  such  prescribed  by  rule  65  for  entry. 

Now,  that  being  the  point  of  what  we  decide,  let  us  see  how 
the  case  has  reached  that  point  This  is  an  application  to 
expunge  the  entry  on  the  register,  not  of  the  name  of  a  person, 
but  of  a  document  which  has  been  put  on  the  register.  This 
application,  when  first  launched  by  Mr.  Daniel,  whose  materials 
only  became  perfect  in  his  hands  during  the  progress  of  the  case, 
was  launched  by  him  as  a  case  in  which  he  had  a  right  to  expunge 
the  entry  of  the  assignment  of  a  patent  He  said  that  this  docu- 
ment is  not  the  assignment  of  a  patent  under  sect  87,  and  ought, 
therefore,  not  to  be  put  upon  the  register  as  such.  If,  indeed, 
this  had  been  the  case  of  the  entry  under  sect  87  of  the  assign- 
ment of  a  patent  and  the  treatment  under  sect  87  of  Mr.  Cutler's 
client  as  a  person  who  had  become  entitled  by  assignment  under 


R.  C.  VOL.  XX.]      SECT.  IX.  —  ASSIGNMENT,  SALE,  AND  LICENCE.       731 
Ho.  50.  —In  re  Gaiey'i  PatentB.     Stewart  ▼.  Caw7,  1892, 1  Oh.  118, 114. 

that  section,  at  the  present  moment  it  strikes  me  that  Mr.  Daniel 
would  have  been  right  It  is  not  necessary  to  decide  the  ques- 
tion ;  but,  as  I  think  we  all  entertain  the  same  opinion,  I  do  not 
see  why  I  should  not  mention  it,  always  reserving  our  right  to 
decide,  if  the  question  really  arises,  differently.  But  it  certainly 
does  strike  one  that  a  patent  which  is  created  by  deed  can  only  be 
assigned  by  deed,  and  for  that  view  one  may  refer  shortly  to  the 
case  in  Coke  {Lincoln  College's  Case,  3  Co.  Rep.  63  a),  and  the 
case,  although  it  was  a  copyright  case,  of  Power  v.  Walker,  3  M. 
&  S.  7  (15  R  R  378).  In  illustration  of  that  view,  one  may 
mention  that  licences  are  by  deed ;  and  it  does  strike  me  as  prob- 
able that  now,  as  before  the  Act,  legal  proprietorship  is  that 
which  is  dealt  with  under  sect  87,  and  that  the  person  who  is  the 
proprietor  of  the  patent  means  the  proprietor  of  the  patent  in  law. 
Therefore,  it  would  be  wrong,  it  seems  to  me,  to  treat  a 
writing  not  under  deed  as  if  it  was  an  assignment  *  of  [*  114] 
a  patent  which  would  give  a  right  to  the  person  who 
claimed  under  it  to  consider  himself  as  the  legal  proprietor.  It 
may  seem  strange  that  in  these  days  still  there  should  be  differ- 
ences between  transactions  which  are  effected  by  seal  and  transac- 
tions which  are  not,  —  for  instance,  between  equitable  rights  and 
legal  rights.  But  the  theory  of  the  law  of  registration,  both  about 
patents  and  many  other  things  which  could  be  mentioned,  being 
based  on  the  wish  to  simplify  transactions,  I  think  has  gone  con- 
stantly to  this,  that  the  legal  estate  is  that  which  for  the  purpose 
of  business  it  is  desirable  to  keep  to  as  regards  the  register,  and 
I  am  not  at  all  sure  that  that  is  not  the  true  view  of  sect  87  of 
the  Act  But  during  the  argument  it  transpired  that  nothing  had 
been  done  of  the  sort  which  Mr.  Daniel  supposed.  We  sent  for 
the  register  and  examined  it,  and  there  is  no  change  of  the  legal 
proprietorship  effected  on  the  register.  Nothing  at  all  has  hap- 
pened except  an  entry  on  the  register  by  means  of  the  filing  of  this 
document,  which  I  will  examine  in  a  moment  Therefore,  even 
if  what  has  been  effected  would  not  be  justified  by  sect  87,  it  is 
not  one  of  those  transactions  which  are  to  be  judged  by  sect.  87, 
but  by  some  other  section.  What  other  section  is  there  that  justi- 
fies entries  upon  the  register,  even  though  they  do  not  amount  to 
the  legal  transfer  of  title  ?  Sect.  23,  which  creates  the  register, 
and  says  that  the  names  and  addresses  of  grantees  of  patents,  noti- 
fications of  assignments,  transmissions  of  patents  and  of  licences, 
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are  to  be  entered,  "  and  such  other  matters  affecting  the  validity 
or  proprietorship  of  patents  as  may  from  time  to  time  be  pre- 
scribed. "  "  Prescribed  *  in  the  section  means,  of  course,  pre- 
scribed by  rule.  We  have,  therefore,  not  merely  to  consider 
whether  this  is  a  legal  assignment  of  the  patents,  but  whether 
it  is  a  matter  that  affects  the  proprietorship  of  the  patents;  and  if 
we  consider  that  it  is  a  matter  which  affects  the  proprietorship  of 
the  patents,  then  the  only  real  question  remains,  whether  it  is 
such  a  matter  as  is  prescribed  by  rule,  or  comes  within  the  rule. 

Now,  first,  is  it  a  matter  affecting  the  proprietorship  of  the 
patents  ?  For  that  purpose  the  document  itself  must  be  examined. 
The  document  is  one  by  which  the  signatories  agree  with  Mr. 
Casey  to  give  him  "  one-third  share  of  the  patents 
[*  115]  *  above  mentioned,  the  same  to  take  effect  from  this  date. " 
It  cannot  be  denied  that  that  is  an  equitable  assignment 
if  it  is  anything.  It  is  not  an  agreement  to  take  effect  at  some 
future  date.  It  is  an  agreement  to  give  him  the  share  as  from  the 
date  of  the  document,  and  it  immediately  passes  in  equity  the 
right  to  the  third  share. 

But  then  it  was  said  by  Mr.  Daniel,  "  But  there  is  no  considera- 
tion, and  this  document  is  not  under  seal. "  We  will  see  if  there 
is  consideration.  The  consideration  is  stated,  such  as  it  is.  It 
is,  *"  In  consideration  of  your  services  as  the  practical  manager  in 
working  our  patents  8is  above  for  transit  by  steamer.  *  Then  says 
Mr.  Daniel,  *  Yes,  but  that  is  a  future  consideration,  and  a  future 
consideration,  if  nothing  were  done  under  it  or  nothing  was 
proved  to  be  done,  would  fail. "  The  answer  to  that  is  that  the 
consideration  is  not  the  rendering  of  the  services,  as  is  plain  from 
the  fact  that  the  document  is  to  take  effect  in  equity  from  the 
date.  The  consideration  must  be  something  other  than  rendering 
services  in  the  future.  It  is  the  promise  to  render  them  which 
those  words  imply,  that  constitutes  the  consideration;  and  the 
promise  to  render  future  services,  if  an  effectual  promise,  is  cer- 
tainly good  consideration.  Then,  driven  from  that,  Mr.  Daniel 
said,  ''  Oh !  but  it  is  past  services  that  it  means,  and  past  ser- 
vices are  not  a  consideration  for  anything.  "*  Well,  that  raises  the 
old  question  —  or  might  raise  it,  if  there  was  not  an  answer  to  it 
—  of  Lampleigh  v.  Braithwait,  1  Sm.  L.  C.  8th  ed.  p.  151,  a 
subject  of  great  interest  to  every  scientific  lawyer,  as  to  whether  a 
past  service  will  support  a  promise.     I  do  not  propose  to  discuss 
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that  question,  or,  perhaps,  I  should  not  have  finished  this  week. 
I  should  have  to  examine  the  whole  state  of  the  law  as  to,  and  the 
history  of  the  subject  of,  consideration,  which,  I  need  hardly  say, 
I  do  not  propose  to  do.  But  the  answer  to  Mr.  Daniel's  point  is 
clear.  Even  if  it  were  true,  as  some  scientific  students  of  law 
believe,  that  a  past  service  cannot  support- a  future  promise,  you 
must  look  at  the  document  and  see  if  the  promise  cannot  receive  a 
proper  eflfect  in  some  other  way.  Now,  the  fact  of  a  past  service 
raises  an  implication  that  at  the  time  it  was  rendered  it  was  to 
be  paid  for,  and,  if  it  was  a  service  which  was  to  be  paid 
♦  for,  when  you  get  in  the  subsequent  document  a  promise  [*  116] 
to  pay,  that  promise  may  be  treated  either  as  an  admis- 
sion which  evidences  or  as  a  positive  bargain  which  fixes  the 
amount  of  that  reasonable  remuneration  on  the  faith  of  which  the 
service  was  originally  rendered.  So  that  here  for  past  services 
there  is  ample  justification  for  the  promise  to  give  the  third 
share.  Therefore,  this  is  an  equitable  assignment  which  cannot 
be  impeached. 

If  it  is  an  equitable  assignment,  it  is  a  document  which  affects 
the  proprietorship  of  the  patent  It  does  not  alter  the  proprietor- 
ship, but  it  affects  it  because  it  gives  a  man  a  right  in  equity  to 
have  it  altered  at  law.  The  only  objection  to  that  could  be,  if  it 
was  a  valid  one,  the  objection  which  might  arise  under  sect  85, 
which  says  that  notices  of  trusts  are  not  to  be  entered  upon  the 
register.  If  it  could  be  made  out  that  an  equitable  assignment 
was  not  to  be  entered  on  the  register  simply  because  it  created  a 
trust,  and  therefore  carried  with  it  the  notice  of  the  trust  which 
was  created  —  if  sect  85  was  to  be  expanded  or  stretched  to  that 
enormous  length,  then  Mr.  Daniel's  client  might  succeed.  But 
what  does  sect  85  mean  ?  Trusts  had  been  registered  up  to  that 
time  by  the  Patent  Office;  but  this  section  intended  that  notices 
of  trusts,  as  distinct  from  documents  which  created  trusts  in 
equity,  were  not  to  be  sent  to  the  comptroller  and  entered  upon 
the  register.  Nobody  has  a  right  under  this  Act  to  affect  the 
register  with  the  burden  of  a  notice  of  a  trust  That  is  what  I 
think  this  section  means.  Nobody  who  may  have  gone  to  the 
register  and  examined  it  shall  be  in  peril  of  being  affected  with 
notice  of  a  trust  or  any  other  interest  except  that  which  appears 
on  the  register.  Again,  by  sect  87,  to  go  back  for  a  moment  in 
order  to  make  this  point  clear,  the  assignment  of  the  legal  pro- 
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prietorsbip  of  the  patent  is  to  take  effect  *  subject  to  anj  lights 
appearing  from  snch  register  to  be  Tested  in  anj  other  pezsoo.  * 
Sect  85  then  becomes  important  The  assignee  takes  snbject  to 
the  rights  which  appear  on  the  raster  to  be  Tested  in  somebodj 
elj^ ;  bat  nobody  is  to  clog  the  roister  bj  simplj  givii^  a  notice 
r/f  a  tmst,  whether  the  trust  is  expressed,  implied,  or  constmctiTe. 
That  does  not  prevent  a  docnment  beii^  entered  which  affects 
tlte  proprietorship,  nor  can  such  document  be  expunged  on  the 

ground    that,    although    it    affects    the    proprietorship, 
[*  117]  *  anybody  who  reads  the  document  will  see  there  is  a  trust 

created  by  it 
All  that  remains,  therefore,  to  be  considered  is  whether  this 
entry  is  prescribed  by  the  rules.  There  is  a  little  diflBculty  about 
the  ruleff,  but  the  rules  must  have  such  working  effect  given  to 
them  as  makes  them  intelligible  and  sensible  Bule  65  is  the 
rule  which  we  must  consider  in  order  to  see  whether  this  is  an 
entry  affecting  the  proprietorship  which  comes  within  it  In 
regard  to  that  rule,  it  must  be  recollected  that  the  Act  of  Parlia- 
ment under  sect  23  intended  that  matters  which  affected  the 
proprietorship,  but  which  did  not  amount  to  a  transfer  of  proprie- 
torship, should  be  entered  if  the  rules  so  prescribed ;  and  when 
you  come  to  the  rule  you  sed  that  a  person  has  a  right  to  request 
the  entry,  not  merely  of  the  assignment  of  the  patent,  but  of  the 
assignment  of  any  interest  in  the  patent  There,  I  think,  the 
word  **  assignment  "  must  receive  a  liberal  interpretation,  and  not 
the  confined  one  which  has  been  given  it  under  rule  65  when 
dealing  with  assignments  of  a  patent  I  think  the  word  is  large 
enough  to  cover  equitable  assignments  of  interests  or  equitable 
assignments  of  a  patent,  and  that  there  is  a  right  to  have  entered 
upon  the  register  as  a  document  affecting  the  proprietorship  of  a 
patent  any  equitable  assignment  either  of  a  patent  or  of  any  share 
or  interest  in  a  patent  That  seems  to  me  the  true  view  of  this 
Act  Rule  68,  which  the  Lord  Justice  Lindley  called  attention 
to,  bears  that  out  most  completely,  because  it  is  not  only  that 
"  every  assignment, "  but  every  other  document  of  title  is  to  be 
produced  to  the  comptroller,  and  such  other  proof  of  title  as  he 
may  require  for  his  satisfaction.  Therefore,  I  come  back  to  say, 
that  what  we  have  decided  is,  that  under  this  Act  the  equitable 
assignment  of  a  patent,  or  of  a  share  or  interest  in  a  patent,  may 
be  entered  on  the  register  under  sect  23  by  virtue  of  the  operation 
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of  rule  65,   which  is  wide  enough  to  include   those  documents 
though  they  do  not  fall  under  sect   87  of  the  Act. 

Fky,  L  J.  :  — 

The  first  question  in  this  case  is,  what  is  the  document  of  the 
29th  of  January,  1889  ?  Is  it  an  agreement  and  nothing 
more,  *  or  does  it  amount  to  an  equitable  assignment?  [*  118] 
The  distinction  I  take  to  be  this:  that  an  agreement 
which  does  not  exhibit  the  intention  of  the  parties  that  the 
property  shall  pass  at  once  does  not  take  efifect  as  an  equitable 
assignment  at  once,  but  only  when,  from  the  terms  of  the  agree- 
ment, it  can  be  gathered  that  the  intention  of  the  parties  is  that 
the  equitable  property  shall  pass.  On  the  other  hand,  where  the 
intention  is  that  the  property  shall  pass  either  at  once  or  upon  the 
satisfaction  of  some  condition,  then  the  equitable  property  does 
pass  at  once  or  upon  satisfaction  of  that  condition,  as  the  case 
may  be.  Now  here  the  document  upon  its  very  face  expresses  the 
intention  that  the  property  shall  pass  at  once  —  that  it  shall  come 
out  of  the  grantors  and  be  vested  in  the  grantee  on  the  very  day 
of  the  writing  of  the  instrument.  The  instrument,  therefore,  is, 
in  my  opinion,  not  merely  an  agreement,  but  it  is  an  agreement 
which  effects  an  equitable  assignment  of  an  equitable  interest  in 
the  patent 

That  being  so,  we  have  to  apply  ourselves  to  the  statute,  and  I 
shall  be  very  short  in  expressing  my  view  of  it.  I  think  that  this 
case  is  governed  by  the  23rd  section  of  the  statute  of  1883,  taken 
in  conjunction  with  the  65th  rule.  I  incline  to  think  that  the 
words  "  notifications  of  assignments  "  in  the  earlier  part  of  sect.  23 
apply  only  to  legal  assignments  of  patents ;  but  then  there  are  the 
words,  "  and  such  other  matters  affecting  the  validity  or  proprie- 
torship of  patents  as  may  from  time  to  time  be  prescribed. " 
We  know  that  the  prescription  is  found  in  rule  65,  and  that 
says,  that,  "  Where  a  person  becomes  entitled  to  a  patent  or  to  any 
share  or  interest  therein,  by  assignment. '  It  appears  to  me  that 
that  clause  does  not  extend  to  agreements  which  do  not  operate  as 
an  assignment  of  the  equitable  interest,  but  that  it  does  extend  to 
agreements  which  do  make  an  equitable  assignment  of  an  interest 
It  is  impossible,  I  think,  according  to  the  reasonable  construction 
of  these  rules,  to  hold  that  interest  must  be  a  legal  interest 
"  Any  interest "  must  include  equitable  interests.     They  are  the 
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commoDest  kind  of  interest  to  create  in  property.  They  are  as 
familiar  to  every  lawyer  as  legal  interests.  The  language,  there- 
fore, must  include,  in  my  view,  equitable  interests.  Equi- 
[*  119]  table  interests  pass  by  *  equitable  assignments,  and  that  is 
exactly  what  this  instrument  is. 

That  it  was  the  intention  of  the  Legislature  and  the  expectation 
of  the  Legislature  that  interests  other  than  legal  interests  consti- 
tuting proprietorship  should  appear  is  plain  from  the  STth  section. 
That  puts  the  power  of  conferring  a  title  —  a  power  of  absolute 
assignment  —  in  the  hands  of  the  person  who  for  the  time  being  is 
entered  on  the  Register  of  Patents  as  proprietor.  But,  subject  to 
what?  "  Subject  to  any  rights  appearing  from  such  register  to  be 
vested  in  any  other  person.*  The  rights  of  proprietorship  are 
purely  legal  rights;  but  any  other  rights  —  any  right  that  may 
appear  on  the  register  —  must,  therefore,  be,  if  not  a  legal  right  to 
proprietorship,  either  a  legal  right  of  some  lesser  description  or 
an  equitable  right;  and,  therefore,  it  seems  to  me  to  be  plain  that 
the  Legislature  contemplated  the  prescription  by  the  rules  of  a 
power  to  enter  on  the  register  rights  which  were  not  rights  of 
proprietorship  —  including  equitable  rights. 

The  only  other  question  is  this.  Is  all  that  obvious  intention 
of  the  Act  excluded  by  the  85th  section  ?  I  take  exactly  the  same 
view  of  that  section  that  has  been  expressed  by  my  learned 
Brothers.  I  think  it  prevents  A.  from  being  put  on  the  register 
with  notice  that  he  is  a  trustee  for  B.  ;  but  B.'s  estate  may,  if  B. 
goes  through  the  proper  formalities,  makes  his  request,  and  pro- 
duces his  documents,  be  put  on  the  register,  not  because  A.  is  his 
trustee,  but  because  B.  has  an  equitable  interest  So,  in  the 
present  case,  it  is  impossible  to  say  that  the  fact  that  this  equi- 
table assignment  may  create  a  trust  prevents  it  from  creating  an 
interest  within  the  meaning  of  the  word  used  in  the  rule,  or  a 
right  within  the  meaning  of  the  87th  section  which  would  pre- 
clude its  being  put  on  the  register.  I  think,  therefore,  that  the 
85th  section  must  be  read  in  the  mode  already  suggested,  and 
that  the  view  taken  in  this  case  by  the  learned  Judge  in  the  Court 
below  was  perfectly  accurate.  The  appeal  must,  therefore,  be 
dismissed  with  costs. 
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ENGLISH  NOTES. 

In  the  case  of  In  re  Fletcher's  Patent  (1893),  62  L.  J.  Ch.  938,  69 
L.  T.  129,  a  letter  was  written  by  the  patentee  agreeing  to  grant  an 
exclusiye  licence,  provided  royalties  were  paid  to  be  mutnally  agreed 
on.  The  royalties  having  been  afterwards  agreed  by  parol,  tlie 
person  to  whom  the  letter  was  addressed  got  the  letter  registered.  It 
was  held  by  North,  J.,  that  the  document  was  not  capable  of  being 
registered,  because  it  did  not,  either  alone  or  with  any  other  document 
that  could  be  read  with  it  as  part  of  it,  show  any  legal  or  equitable  title 
in  the  person  to  whom  it  was  addressed. 


No.  51.— MATHERS  v.  GEEEN. 

(1865.) 

No.  52.— STEERS  v.  ROGERS. 
(H.  L.  1893.) 

RULE. 

Where  the  right  to  a  patent  is  vested,  by  assignment 
or  otherwise,  in  two  persons ;  then  in  the  absence  of  evi- 
dence of  a  relation  by  way  of  contract  or  trust  leading  to 
a  different  result,  each  of  those  persons  is  entitled  to  work 
the  patent  without  accounting  for  profits  to  the  other. 

Xathers  y.  Green. 

L.  R.  1  Ch.  29-35  (s.  C.  35  L.  J.  Ch.  1 ;  13  L.  T.  420;  14  W.  R.  17). 

Patent.  —  Joint  Grantees  —  Patent  Law  Amendment  Act,  1852  (15      [29] 
dt  16  Vict,  c.  88). 

Where  a  patent  for  an  invention  is  granted  to  two  or  more  persons  in  the 
usual  form,  each  one  may  use  the  invention  without  the  consent  of  the  others. 

As  to  the  rights  of  such  joint  grantees  to  the  profits  made  by  granting 
licences  —  Q^(ere. 

The  bill  in  this  case  was  filed  by  Robert  Mathers  for  the  pur- 
pose of  enforcing  his  rights  in  two  patents,  dated,  respectively, 
the  20th  of  December,  1861,  and  the  Slst  of  December, 
1861,   ♦  which  had  been  granted  to  him  jointly  with  the  [*  30] 
VOL.  XX. — 47 
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defendants,  Thomas  Green  and  Willoughby  Green,  under  the  fol- 
lowing circumstances :  — 

The  defendant,  Thomas  Green,  had  for  some  years  carried  on 
the  business  of  a  manufacturing  engineer  at  the  Smithfield  Iron 
Works,  at  Leeds,  and  was  particularly  engaged  in  the  manufacture 
and  sale  of  mowing-machines,  for  improvements  in  which  a  patent 
had  been  granted  to  him  on  the  6th  of  June,  1859.  The  defend- 
ant, Willoughby  Green,  was  his  workman,  and  had  been,  since 
January,   1863,  in  partnership  with  him. 

The  plaintiff  was  a  mechanical  engineer,  and  was  often  con- 
sulted by  Thomas  Green  and  other  engineers,  as  to  improvements 
in  their  machinery.  In  September,  1861,  he  went  to  Leeds  for  the 
purpose  of  assisting  the  defendants  in  the  manufacture  of  mowing- 
machines,  in  which  he  suggested  certain  improvements. 

In  order  to  secure  these  and  other  improvements  in  the  defend- 
ants' works,  two  patents  were  taken  out  The  first,  which  bore 
date  the  20th  of  December,  1861,  was  for  "  Improvements  in 
lawn-mowing,  rolling,  and  collecting  machines ;  "  and  that  which 
bore  date  the  31st  of  December,  1861,  was  for  "  Improvements  in 
chains  for  giving  motion  to  chain-wheels,  and  in  giving  motion 
to  machinery. " 

The  letters  patent  in  both  these  cases  were  granted  to  Thomas 
Green,  Willoughby  Green,  and  Bobert  Mathers,  their  executors, 
administrators,  and  assigns,  and  it  was  contended  by  the  plaintiff 
that  it  was  intended  that  the  three  grantees  should  be  jointly 
interested  in  the  patents.  The  defendant,  however,  alleged  tliat 
the  services  of  the  plaintiff  had  been  engaged  by  him  at  a  salary 
of  £200  per  annum,  and  that  there  was  no  intention  of  giving  him 
any  share  in  the  profits  of  the  patents  for  the  working  of  which 
the  defendant,  Thomas  Green,  advanced  all  the  capital.  And 
they  stated  that  their  only  reason  for  inserting  his  name  in  the 
patent  was  that  they  were  informed  by  Messrs.  Carpmael,  the 
patent  agents,  that  as  they  were  all  joint  inventors,  the  patent 
must  be  taken  out  in  their  three  names.  On  this  subject  the  evi- 
dence was  conflicting. 

The  plaintiff  remained  in  the  service  of  the  defendant,  Thomas 

Green,  until  the  25th  of  March,  1862,  when  he  removed 

[*  31]  to  *  London,   in  order  to  superintend  the  branch  of  the 

defendants'   business,    which   wm  carried   on  at  No.    2, 

Victoria   Street,  Holbom. 
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The  evidence  was,  however,  conflicting  as  to  the  terms  on 
which  the  plaintiff  undertook  the  business ;  and  one  branch  of  the 
relief  sought  by  the  bill  related  to  his  remuneration  for  managing 
the  London  business. 

The  plaintiff  filed  the  present  bill  in  May,  1863,  praying, 
among  other  things,  for  a  declaration  that  he  was  entitled  to 
share  equally  with  the  defendants  in  the  two  patents,  and  claim- 
ing his  share  of  the  profits  and  royalties  since  the  21st  of  January, 
1863. 

The  Master  of  the  Rolls,  before  whom  the  cause  was  heard, 
held  that  the  patents  were  the  joint  property  of  the  plaintiff  and 
the  defendants,  and  that  he  was  entitled  to  an  equal  share  of  such 
parts  of  the  profits  of  the  manufacture  as  were  attributable  to  the 
invention,  as  well  as  to  an  equal  share  in  the  royalties  arising 
from  a  licence  alleged  to  have  been  granted  (reported  34  Beav. 
170). 

From  this  decree  the  defendants  appealed. 

Mr.  Southgate,  Q.  C,  and  Mr.  Kingdon,  for  the  plaintiff:  — 

With  respect  to  the  plaintiff's  share  of  the  patent,  we  contend 
that,  in  the  absence  of  any  written  agreement,  the  grant  of  the 
patent  to  the  three  is  conclusive.  Mere  parol  evidence  is  not 
suflBcient.  We  rely  on  the  15  &  16  Vict  c.  83,  s.  35.  If  the 
joint  right  of  the  patentees  is  conceded,  the  only  mode  of  making 
it  effectual  is  to  give  them  a  joint  interest  in  the  profits.  Other- 
wise a  joint-inventor,  like  the  plaintiff,  who  is  not  a  manufacturer, 
would  have  no  opportunity  of  gaining  any  advantage  from  the 
patent  Could  it  be  contended  that  one  joint  patentee  may  grant 
licences  without  his  co-patentees  participating  in  the  royalties? 
A  joint  owner  of  a  ship  cannot  use  the  ship  without  the  consent 
of  the  others.  Nor  can  one  joint  author  of  a  book  publish  an  edi- 
tion without  the  consent  of  his  fellow-author.  Hancock  v.  Bewley, 
Joh.  601 ;  McMahon  v.  Burchell,  2  Ph.  127 ;  Henderson  v.  Eason, 
12  Q.  B.  986,  17  Q.  B.  701;  Leake  v.  Cordeaux,  4  W.  R  806; 
Jefferi/8  v.  Boosey,  4  H.  L  C.  815.  The  difficulty  of  tak- 
ing the  *  account  is  no  objection  to  the  relief  prayed.  [*  32] 
Crosley  v.  Derby  Gaslight  Company,  3  My.  &  Cr.  428. 

Mr.  Selwyn,  Q.  C. ,  and  Mr.  Phear,  for  the  defendants :  — 

The  evidence  proves  that  the  plaintiff  was  not  intended  to 
have  a  joint  share  in  the  patent  The  capital  was  all  advanced 
by  the  defendant,   Thomas  Green,   and  the  only  reason  for  the 
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plaintiff's  name  being  introduced  was  that  the  grant  might  be 
regular.  But  if  he  was  jointly  entitled,  his  only  right  was  to 
use  the  patent  for  his  own  benefit;  and  he  has  no  right  to  restrain 
the  co-owners  from  working  it  independently,  or  to  call  for  an 
account  of  their  profits.  Be  BussdVB  Patent,  2  De  G.  &  J.  130. 
Mr.  Southgate,  in  reply. 

Nov.  4  Lord  Cranworth,  L  C,  after  stating  the  object  of 
the  bill  and  the  main  facts  of  the  case,  as  mentioned  above, 
continued :  — 

On  the  first  branch  of  relief  sought  by  the  bill,  the  defendants 
insisted  that  the  patents,  though  granted  to  the  three  jointly, 
belonged  solely  to  the  defendant,  Thomas  Green,  who  had  paid 
all  the  cost  of  obtaining  them,  and  that  this  had  been  acknowl- 
edged by  the  plaintiflf.  There  was  conflicting  evidence  on  this 
subject,  on  which  the  Master  of  the  Rolls  decided  in  favour  of 
the  plaintiff.  In  the  view  I  take  of  this  case  it  is  not  necessary 
that  I  should  come  to  any  positive  decision  on  this  point ;  but  the 
inclination  of  my  opinion  is  in  conformity  with  that  taken  by  his 
Honour.  Perhaps  I  ought  rather  to  say,  that  whatever  the  truth 
may  be,  I  incline  to  think  there  is  not  sufficient  evidence  to  rebut 
the  primd  facie  presumption  arising  from  the  fact  that  these  letters 
patent  were  granted  to  the  three.  Where  such  a  grant  has  been 
made  to  two  or  more  as  joint  inventors,  it  is  dangerous  for  any 
Court  to  allow  one  of  the  grantees  to  set  up  a  title  against  the 
others,  founded  on  mere  parol  evidence  or  inference  from  doubtful 
conduct.  The  grantee  who,  in  such  a  case,  claims  an  exclusive 
right,  ought  to  obtain  written  evidence  on  the  subject,  as  was 
pointed  out  by  Mr.  Carpmael  to  Thomas  Green  before  the 
[*  33]  *  grants  of  the  letters  patent  were  made ;  and  if  by  omitting 
to  take  this  precaution  he  is  put  to  loss,  he  has  only  him- 
self to  blame.  But  in  the  present  case  I  do  not  feel  it  incumbent 
on  me  to  pronounce  a  positive  opinion  as  to  whether  the  plaintiff 
was  or  was  not  beneficially  interested  in  the  patents ;  for  even  if 
he  was,  he  did  not,  in  my  opinion,  become  thereby  entitled  to 
any  relief  in  this  suit. 

The  Master  of  the  Bolls  by  his  decree  has  declared  that  the 
plaintiff  is  entitled  to  one-third  share  of  the  letters  patent,  and  to 
one-third  share  of  the  profits  arising  from  the  use  of  the  inven- 
tions patented,  subsequently,  to  the  21st  of  January,  1863;  and 
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also  to  one-third  part  of  all  money  Tvhich  has  arisen  from  licences 
granted  under  the  patents. 

With  great  deference  to  the  Master  of  the  Bolls,  I  do  not 
think  that  he  is  entitled  to  any  part  of  this  relief.  With  respect 
to  moneys  received  from  royalties,  the  defendants  deny  that  they 
have  received  anything,  and  this  is  not  met  by  any  evidence  on 
the  part  of  the  plaintiff,  though  it  would  have  been  easy  for  him 
to  have  done  so,  for  the  only  licence  alleged  by  him  to  have  been 
granted  is  one  to  certain  gentlemen  trading  under  the  firm  of 
Cookey  &  Ca,  who  must  have  been  able  to  prove  payment  by 
them  on  account  of  royalty  to  the  defendants,  if  any  such  payment 
had  been  made.  The  case  therefore  comes  to  this,  —  is  the  plain- 
tiff entitled  to  relief  on  the  score  that  the  defendants  have  made 
profit  by  using  the  patented  inventions  in  the  manufacture  and 
sale  of  their  own  goods  ?  I  think  not  The  letters  patent  grant 
to  the  three,  their  executors,  administrators,  and  assigns,  that 
they  and  every  of  them  by  themselves,  their  servants  and  agents, 
or  such  others  as  they  may  agree  with,  and  no  others,  shall,  for 
the  term  of  fourteen  years,  use,  exercise,  and  vend  the  said 
invention.  The  right  conferred  is  a  right  to  exclude  all  the  world 
other  than  the  grantees  from  using  the  invention.  But  there  is 
no  exclusion  in  the  letters  patent  of  any  one  of  the  patentees. 
The  inability  of  any  one  of  the  patentees  to  use  the  invention,  if 
any  such  inability  exists,  must  be  sought  elsewhere  than  in  the 
letters  patent  But  there  is  no  principle,  in  the  absence  of  con- 
tract, which  can  prevent  any  persons  not  prohibited  by  statute 
from  using  any  invention  whatever.  Is  there  then  any 
implied  contract  where  *  two  or  more  persons  jointly  obtain  [*  34] 
letters  patent  that  no  one  of  them  shall  use  the  invention 
without  the  consent  of  the  others,  or  if  he  does,  that  he  shall  use 
it  for  their  joint  benefit?  I  can  discover  no  principle  for  such  a 
doctrine.  It  would  enable  one  of  two  patentees  either  to  prevent 
the  use  of  the  invention  altogether,  or  else  to  compel  the  other 
patentee  to  risk  his  skill  and  capital  in  the  use  of  the  invention 
on  the  terms  of  being  acco\intable  for  half  the  profit,  if  profit 
should  be  made,  without  being  able  to  call  on  his  co-patentee  for 
contribution  if  there  should  be  loss. 

This  would  be  to  place  the  parties  in  a  relation  to  each  other 
which  I  think  no  Court  can  assume  to  have  been  intended  in  the 
absence  of  express  contract  to  that  effect     I  am  of  opinion,  there- 
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fore,  that  the  decree  is  wrong  in  declaring  that  the  plaintiff  is 
entitled  to  one-third  share  of  the  profits  made  by  the  defendants 
from  the  use  of  the  patents ;  and  that  he  has  failed  altogether  in 
establishing  any  title  to  relief  so  far  as  relates  to  the  patents. 
The  conclusion  at  which  I  have  thus  anived  is  in  strict  conformity 
with  what  was  done  in  the  case  of  Re  RussdVs  Patent,  2  De  G.  & 
J.  130,  cited  and  commented  on  during  the  argument  In  that 
case  two  persons  were  applying  for  patents  for  the  same  invention, 
Bussell,  the  master,  and  Muntz,  the  servant  Russell  applied  to 
have  the  Great  Seal  affixed  to  his  letters  patent  Muntz  opposed 
on  the  ground  that  the  invention  was  bis,  not  his  master's.  It 
seemed  to  me  on  the  evidence  that  the  invention  was  partly  that 
of  Kussell,  the  master,  and  partly  that  of  Muntz,  his  servant;  and 
I  therefore  decided  that  the  Great  Seal  should  not  be  affixed  to  the 
letters  patent  of  Bussell  except  on  the  terms  that  they  should  be 
assigned  to  a  trustee  for  Bussell  and  Muntz,  Muntz  agreeing  to 
abandon  his  application  for  his  own  letters  patent  To  this  the 
parties  agreed,  and  it  appears  that  on  a  subsequent  day  a  discus- 
sion took  place  as  to  the  form  of  the  proposed  trust,  and  it  was 
ordered,  in  conformity  with  what  I  consider  to  be  the  rights  of 
two  persons  jointly  obtaining  letters  patent,  that  the  letters 
patent  should  be  assigned  to  two  trustees,  and  that  each  patentee 
should  have  a  free  licence  to  himself  and  his  partners.     That  case, 

however,  was  so  much  one  of  arrangement  between   the 
[*  35]  parties,  that  if  I  had  not  been  satisfied  of  the  correctness  *  of 

the  ground  on  which  it  rested,  I  should  have  paused  before 
I  relied  on  it  as  an  authority. 

[His  Lordship  then  proceeded  to  consider  the  effect  of  the  evi- 
dence on  the  other  questions  in  the  cause,  and  said  that  he  was  of 
opinion  that  on  this  second  branch  of  the  case,  as  well  as  on  the 
first,  the  plaintiff  wholly  failed  to  establish  any  title  to  relief, 
and,  consequently,  his  bill  must  be  dismissed  with  costs.] 

Steers  v.  Rogers. 

1893,  A.  C.  232-237  (8.  C.  62  L.  J.  Ch.  671 ;  68  L.  T.  726). 

[232]  Patent  —  Co-otuners  by  Purchase.  —  One  Co-owner  Mortgagee  of  Other 

Co-owner* 8  Share.  —  Patent  worked  by  Mortgagee  Co-owner*  —  Profits 

received  as  Mortgagee. 

Where  a  patentee  assigns  to  each  of  two  persons  a  moiety  of  his  patent  rights, 

each  assignee  can  work  the  patent  without  being  liable  to  aoooant  to  the  other 
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for  profits :  And  none  the  less  if  one  of  the  assignees  be  mortgagee  of  the  other*s 
moiety. 

So  hdd^  affirming  the  decision  of  the  Court  of  Appeal  ([1892]  2  Ch.  18). 

The  decision  in  Mathers  v.  Green  (p.  787,  ante)  approved. 

Appeal  from  an  order  of  the  Court  of  Appeal.  The  appellant 
was,  under  an  assignment  from  the  patentee,  assignee  of  one 
moiety  of  letters  patent  for  improvements  in  the  manufacture  of 
gas.  The  respondent  was  assignee  of  the  other  moiety  of  the 
letters  patent,  and  mortgagee  of  the  appellant's  moiety.  The 
appellant  having  brought  an  action  against  the  respondent  for 
the  purpose  mentioned  by  Lord  Herschell,  L.  C,  an  application 
was  made  on  the  plaintiff's  behalf  that  the  defendant  might  be 
ordered  to  give  an  account  of  all  profits  received  by  him  as  mort- 
gagee in  respect  of  the  letters  patent  The  application  was  dis- 
missed by  Romer,  J.,  and  that  decision  was  aflBrmed  by  the 
Court  of  Appeal  (Lindley  and  Kay,  L.  J  J. ). 

Oswald  and  Deans  (Eitter,  with  them),  for  the  appellant:  — 

A  mortgagee  in  possession  is  in  a  quasi-fiduciary  position,  and 
not  the  less  so  because  he  happens  to  be  a  part-owner  as  well  as 
mortgagee.  The  Courts  below  considered  themselves  to  be  bound 
by  Mathers  v.  Green  (p.  737,  ante).  But  that  case  was  wrongly 
decided,  and  is  distinguishable.  In  this  case  the  doc- 
trine of  Mathers  v.  *  Green  has  been  extended.  Can  the  [*  233] 
owner  of  a  hundredth  part  of  a  patent  work  the  patent, 
and  appropriate  all  the  profits,  leaving  the  other  ninety-nine  in 
the  wilderness?  In  deciding  that  a  joint  owner  of  a  patent  may 
work  it  without  accounting  to  the  other  joint  owner.  Lord  Cran- 
WORTH,  L.  C. ,  grafted  an  exception  on  the  general  law  in  favour 
of  patentees.  Wood,  V.-C,  in  ITaricock  v.  Bewley^  Joh.  601, 
decided  in  a  sense  opposite  to  Mathers  v.  Green.  The  law  as  to 
the  rights  and  liabilities  of  co-owners  is  laid  down  in  Strelly  v. 
Winson,  1  Vern.  297,  where  a  joint  owner  who  refused  to  navi- 
gate a  ship  was  held  liable  to  bear  his  share  of  the  loss,  because 
he  would  have  been  entitled  to  share  profits,  if  there  had  been 
any  profit 

[Lord  Herschell,  L.  C.  —  In  ffom  v.  Gilpin,  Amb.  295,  it 
was  held  that  the  whole  loss  of  a  ship  fell  upon  the  partner  who 
freighted  against  the  express  wish  of  the  other.] 

In  Green  v.  Briggs,  6  Hare,  395,  the  general  law  of  partnership 
was  held  to  be  applicable  to  the  part  owner  of  a  ship.     Lindley, 
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L.  J.,  in  his  Partnership,  5th  ed.  p.  62,  says  that,  "  as  a  general 

rule  where  one  owner  of  a  phattel  derives  gain  from  its  use,  he  is, 
independently  of  any  contract,  bound  to  account  to  the  other 
owners."  See  also  Hindmarch  on  Patents,  p.  67.  Even  if 
Mathers  v.  Oreen  be  good  law,  it  cannot  be  extended  to  assignees 
indefinitely. 
Bartley  Denniss,  for  the  respondent,  was  not  heard- 

Lord  Herschell,  L  C.  :  — 

My  Lords,  at  the  outset  of  the  hearing  of  this  appeal  objection 
was  taken  to  the  appeal  being  heard,  on  the  ground  that  there  was 
no  jurisdiction,  inasmuch  as  this  was  an  appeal  from  an  inter- 
locutory order  made  in  an  action,  that  the  action  had  itself  been 
dismissed,  and  that  there  was  no  appeal  depending  in  your  Lord- 
ships' House  or  elsewhere  against  that  dismissal.  It  is  not 
necessary  to  express  any  opinion,  and  I  must  not  be  taken  as 
expressing  any  opinion,  as  to  whether  that  point  was  a 
[*  234]  good  or  a  *  bad  one,  and  whether  or  not,  therefore,  in 
fact,  there  is  jurisdiction  to  entertain  this  appeal,  inas- 
much as,  I  believe,  all  your  Lordships  are  of  opinion  that  on  the 
merits  there  is  no  ground  for  this  appeal,  and  that  the  appeal  must 
be  dismissed.  The  question  of  jurisdiction,  therefore,  becomes 
immaterial. 

My  Lords,  the  appeal  is  from  an  order  made  upon  an  application 
to  compel  the  defendant  to  give  an  account  of  moneys  which  he 
had  received  as  mortgagee  of  a  share  of  a  patent;  and  the  question 
raised  is  whether  the  defendant,  who  is  the  respondent  here,  was 
under  any  obligation  to  account  for  any  share  of  profits  which  he 
had  admittedly  made  by  the  manufacture  of  certain  articles  accord- 
ing to  the  provisions  of  the  letters  patent  It  appears  that  the 
action  was  brought  for  a  declaration  that  an  assignment,  which 
purported  to  be  absolute,  of  a  moiety  of  the  patent,  was  not  an 
absolute  assignment,  but  that  the  defendant  must  be  treated^  as  to 
that  moiety,  as  mortgagee.  The  Court  gave  efifect  to  that  conten- 
tion of  the  appellant,  the  plaintiff  in  the  action.  Indeed  it  was 
admitted  by  the  learned  counsel  for  the  defendant  that  it  was 
impossible  to  resist  the  conclusion  that  he  must  be  regarded  as 
mortgagee  only,  and  not  absolute  owner  of  that  moiety.  It  is, 
however,  equally  certain  that  the  defendant  was  the  absolute 
owner  of  the  other  moiety  of  the  patent  right     The  profits  which 
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it  is  said  he  is  bound  to  account  for  were  profits  made  by  him  in 
his  business  bj  vending  articles  in  the  manufacture  of  which  the 
invention  was  used. 

I  will  for  a  moment  deal  with  the  case  as  though  the  defendant 
had  not  been  mortgagee  at  all,  but  had  been  only  the  owner  of  one 
half  of  the  patent  right,  the  ownership  of  the  other  half  being 
vested  absolutely  in  the  plaintiff,  the  appellant  The  appellant 
must  establish  that,  where  letters  patent  are  thus  vested  in  two 
assignees,  if  either  of  them  makes  use  of  the  invention  in  his 
business,  he  is  bound  to  account  to  the  other  for  a  share  of  the 
profits  derived  from  the  articles  manufactured  according  to  the 
invention.  In  the  case  of  Mathers  v.  Oreen,  which  came  before 
Lord  Cran WORTH  as  Lord  Chancellor,  it  was  held  that,  **  Where 
a  patent  for  an  invention  is  granted  to  two  or  more  persons 
in  the  usual  form,  each  one  may  use  the  invention  *  with-  [*  235] 
out  the  consent  of  the  others, "  and  if  he  so  uses  it,  is  not 
bound  to  account  to  the  others  for  any  share  of  the  profits  which 
he  makes  by  its  use.  Lord  Cranworth  says :  **  There  is  no  prin- 
ciple, in  the  absence  of  contract,  which  can  prevent  any  persons, 
not  prohibited  by  statute,  from  using  any  invention  whatever. 
Is  there,  then,  any  implied  contract  where  two  or  more  persons 
juintly  obtain  letters  patent,  that  no  one  of  them  shall  use  the 
invention  without  the  consent  of  the  others,  or,  if  he  does,  that  he 
shall  use  it  for  their  joint  benefit  ?  I  can  discover  no  principle 
for  such  a  doctrine.  It  would  enable  one  of  two  patentees  either 
to  prevent  the  use  of  the  invention  altogether,  or  else  to  compel 
the  other  patentee  to  risk  his  skill  and  capital  in  the  use  of  the 
invention  on  the  terms  of  being  accountable  for  half  the  profit,  if 
profit  should  be  made,  without  being  able  to  call  on  his  co- 
patentee  for  contribution  if  there  should  be  loss." 

The  learned  counsel  for  the  appellant  maintained,  as  he  was 
entitled  to  do  in  your  Lordships'  House,  that  that  decision  was 
not  good  law;  but  it  appears  to  me  to  be  both  good  law  and  good 
sense  when  the  nature  of  patent  rights  is  regarded.  What  is  the 
right  which  a  patentee  has  or  patentees  have?  It  has  been 
spoken  of  as  though  a  patent  right  were  a  chattel,  or  analogous  to 
a  chattel.  The  truth  is  that  letters  patent  do  not  give  the 
patentee  any  right  to  use  the  invention  —  they  do  not  confer  upon 
him  a  right  to  manufacture  according  to  his  invention.  That  is  a 
right  which  he  would  have  equally  effectually  if  there  were  no 
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letters  patent  at  all ;  only  in  that  case  all  the  world  would  equally 
have  the  right  What  the  letters  patent  confer  is  the  right  to 
exclude  others  from  manufacturing  in  a  particular  way,  and  using 
a  particular  invention.  When  that  is  borne  in  mind,  it  appears 
to  me  very  clear  that  it  would  be  impossible  to  hold,  under  these 
circumstances,  that  where  there  are  several  patentees,  either  of 
them,  if  he  uses  the  patent,  can  be  called  upon  by  the  others  to  pay 
to  them  a  portion  of  the  profits  which  he  makes  by  that  manufac- 
ture, because  they  are  all  of  them  entitled,  or  perhaps  any  of  them 
is  entitled,  to  prevent  the  rest  of  the  world  from  using  it 

The  learned  counsel  then  seeks  to  distinguish  that  case 
[*  236]  from  *  the  present  (and  no  doubt  it  is  so  far  distinguish- 
able in  point  of  fact)  on  the  ground  that  here  the  plain- 
tiff and  the  defendant  were  not  the  original  patentees,  but  that 
they  had  each  obtained  their  interest  of  a  moiety  of  the  patent 
right  under  assignments  from  the  original  patentee.  We  have 
not  before  us  the  terms  of  those  assignments,  and  therefore,  for 
the  present  purpose,  it  must  be  assumed  that  they  were  as  full 
and  ample  as  such  assignments  could  be;  and  what  the  learned 
counsel  must  establish  in  order  to  maintain  his  proposition  is 
this,  that  where  a  patentee  assigns  to  each  of  two  persons  a 
moiety  of  his  patent  right,  neither  of  those  persons  obtains  by 
such  assignment  the  right  to  work  according  to  the  patent  without 
the  obligation  to  account  to  the  person  who  is  the  other  assignee 
for  a  moiety  or  a  share  of  the  profits  which  he  makes  by  the  manu- 
facture. No  authority  has  been  given  for  the  proposition  that 
any  such  obligation  comes  into  existence,  and  I  think  that  the 
reason  which  supports  the  case  of  Mathers  v.  Green  (p.  737,  ante) 
is  sufficient  to  establish  that  it  is  a  proposition  which  cannot  be 
maintained. 

That  is  all  that  is  before  your  Lordships  at  the  present  time 
You  have  not  to  determine  the  rights  of  assignees  of  a  patent  itUer 
se,  or  to  what  extent  an  assignment  may  go,  or  what  would  be  the 
several  rights  of  one  against  the  other,  beyond  this,  that  the 
proposition  is  not  made  out  that  the  mere  fact  that  it  is  shown 
that  two  persons  have  each  obtained  an  assignment  of  a  share  of  a 
patent  from  the  patentee  confers  upon  each  of  them,  if  the  other, 
in  the  course  of  his  business,  uses  the  patented  invention,  a  right 
to  an  account  from  that  other  of  the  profits  made  and  to  the  receipt 
of  a  share  of  those  profits. 
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So  far  I  have  dealt  with  the  case  as  though  the  plaintiff  had 
been  the  absolute  owner  of  one  moiety  and  the  defendant  of  the 
other ;  but  it  appears  that  the  plaintiff  had  mortgaged  his  interest 
in  the  patent  to  the  defendant,  so  that  he  was,  as  regards  that 
interest  of  a  moiety,  a  mortgagee.  It  is  suggested  that  because  he 
was  a  mortgagee,  an  obligation  to  account  to  the  mortgagor  arises, 
which  would  not  have  arisen,  according  to  the  decision  at  which 
your  Lordships  have  arrived,  in  case  the  other  person  had 
not  been  the  mortgagor,  but  had  been  a  person  *  absolutely  [*  237] 
interested  in  the  moiety.  My  Lords,  it  is  really  a  point 
so  fine  that  it  does  not  seem  to  me  substantial,  and  I  am  unable 
to  grasp  it  or  to  see  why,  if  the  defendant,  as  owner  of  a  moiety, 
could  not  have  been  made  to  account  to  his  co-owner  for  his  share 
of  profits,  he  can  be  made  to  account  because  he  is  mortgj^ee  of 
the  other  moiety  as  well  as  owner  of  that  moiety  which  he  abso- 
lutely possesses.  There  seems  to  me  to  be  no  ground  at  all  for 
the  contention  that  this  gives  the  owner  of  the  other  moiety  a 
better  right  than  he  would  have  had  if  instead  of  his  being  mort- 
gagor he  had  been  absolute  owner. 

For  these  reasons  I  move  your  Lordships  that  the  judgment 
appealed  from  be  affirmed  and  the  appeal  dismissed. 

Lords  Halsbury,  Macnaghten,  and  Shand  concurred. 

Order  of  the  Court  of  Appeal   and  order  of  Homer,   J,, 
ajirmed,  and  appeal  dismissed. 
Lords'  Journals,  28th  April,  1893. 


No.  53.  — HALL  v,  CONDER. 

(C.    p.   AND   EX.   CH.   1857.) 
RULE. 

On  a  contract  for  sale  and  assignment  of  a  patent  there 
is  no  implied  warranty  that  the  patent  is  valid. 

Hall  v.  Conder  and  others. 

26  L.  J.  C.  P.  138-143,  288  (s.  C.  2  C.  B.  (N.  S.)  22,  53). 

Agreement  for  Sale  of  Patent  —  Warranty,  —  No  Agreement.  [1 38] 

An  agreement  between  the  plaintiff  and  the  defendants  recited  that  the 

plaintiff  had  invented  a  method  for  the  prevention  of  boiler  explosions,  and  had 
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obtained  a  patent  f<»r  it,  and  assigned  away  half  of  his  interest  in  it,  and  the 
plaintiff  was  desirous  of  taking  oat  patents  for  other  countries;  and  it  provided 
that  the  defendants  should  proceed  to  take  out  such  patents,  and  should  pay  the 
sum  of  £2500  in  such  manner  as  should  be  mutually  agreed  upon;  —  in  con- 
sideration whereof  the  plaintiff  transferred  to  the  defendants  the  half  of  those 
patents  when  they  should  be  obtained,  and  the  remaining  half  of  the  English 
patent 

A  declaration,  founded  on  this  agreement,  averred,  for  a  first  breach,  that, 
though  a  reasonable  time  had  elapsed,  the  defendants  refused  to  pay  the  money 
on  request ;  and,  for  a  second  breach,  that  though  a  reasonable  time  had  elapsed, 
the  defendants  had  refused  to  enter  into  any  agreement  as  to  the  manner  of  pay- 
ment. The  defendants  pleaded,  inter  a2ta,  and  secondly,  to  all  the  breaches, 
that  the  invention  was  not  new  in  England  and  was  worthless,  and  the  plaintiff 
was  not  the  first  inventor :  —  Held,  that  there  was  in  the  agreement  do  warranty, 
express  or  implied,  that  the  patent  was  indefeasible;  and  no  fraud  being  alleged, 
and  the  defendants  having  the  same  means  of  knowledge  as  to  the  novelty  and 
value  of  the  patent  as  the  plaintiff,  that  the  second  plea  was  bad ;  distinguishing 
the  case  from  Young  v.  Cole,  8  Bing.  N.  C.  224,  6  L.  J.  (N.  S.)  C.  R  201 ; 
Gompertz  v.  Bartlett,  2  El.  &  B.  849,  25  L.  J.  Q.  B.  65;  and  Chanter  v.  Xeese, 
4  M.  &  W.  295,  8  L.  J.  (N.  8.)  Ex.  68. 

The  first  count  of  the  declaration  set  out  the  following  agree- 
ment, made  between  the  plaintiflf  and  the  defendants,  viz. :  — - 

"  Memorandum  of  agreement,  made  the  30th  of  January,  1856, 
between  W.  R  Hall,  of,  &c.,  of  the  one  part,  and  Francis  Conder  & 
Co.,  of,  &c.,  of  the  other  part.  Whereas  the  said  W.  R  Hall  has 
invented  a  method  for  the  prevention  of  boiler  explosions,  and  has 
obtained  a  patent  for  the  use  of  the  same  within  the  United  King- 
dom, and  is  desirous  of  taking  out  patents  in  France,  Belgium,  and 
such  other  places  as  may  be  found  expedient;  and  whereas  the 
said  W.  R  Hall  has  already  parted  with  or  assigned  away  an 
interest  of  one-half  of  the  said  English  patent,  and  is  desirous  of 
disposing  of  the  remaining  half,  to  which  he  hereby  declares  that 
he  has  full  right  and  title ;  and  whereas  the  said  W.  R  Hall  has 
applied  to  the  said  Francis  Conder  &  Co.  to  assist  him  in  taking 
out  the  foreign  patents,  and  also  to  purchase  his  above-stated 
interest  in  the  English  patent,  it  is  hereby  agreed  between  the  said 
parties  that  the  said  Francis  Conder  shall  forthwith  proceed  to 
take  out  and  secure  such  patents  for  France,  Belgium, 
[*  139]  and  such  other  places  as  *  may  be  mutually  agreed  on 
between  the  said  parties  to  this  agreement,  with  the 
exception  of  the  United  States  of  America;  and  it  is  further 
agreed  that  they  shall  pay  to  the  said  W.  R  Hall  the  sum  of 
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£2500  in  such  manner  as  shall  be  mutually  agreed  on,  and  a 
further  sum  equal  to  one-tenth  of  the  net  proceeds  of  one-half  of 
the  English  patent,  from  and  after  the  time  that  the  said  net 
profits  shall  amount  to  the  sum  of  £20,000  on  the  whole  patent ; 
and  in  consideration  of  such  engagement  on  the  part  of  the  said 
Francis  Conder  &  Co.,  the  said  W.  R  Hall  agrees  to  make  over 
and  transfer,  and  doth  hereby  accordingly  make  over  and  transfer 
to  the  said  Francis  Conder  &  Co.  one-half  of  the  said  foreign  pat- 
ents when  they  shall  be  obtained,  and  the  above-mentioned  one- 
half  of  the  English  patent  hereinbefore  referred  to ;  and  the  said 
W.  R.  Hall  further  agrees  to  execute  such  legal  documents  as  may 
be  requisite  for  the  due  carrying  out  of  this  agreement.  In  wit- 
ness whereof  the  said  parties  have  hereunto  set  their  signatures 
the  day  hereinbefore  named. 

"  Francis  Conder  &  Co. 

"  W.  R  Hall." 

The  declaration  continued  —  That  after  the  making  of  the  said 
agreement  as  aforesaid,  the  plaintiff  was  ready  and  willing  to  do 
and  did  all  things  necessary  on  his  part  to  entitle  him  to  the  per- 
formance of  the  said  agreement,  and  to  the  payment  of  the  said 
sum  of  £2600  by  the  defendants ;  yet  the  defendants,  although  a 
reasonable  time  has  elapsed  since  the  making  of  the  said  agree- 
ment, have  wholly  neglected  and  refused,  and  still  do  wholly 
neglect  and  refuse  to  perform  the  same,  in  this  —  that  they,  the 
defendants,  although  a  reasonable  time  has  elapsed,  and  they  have 
been  often  requested  to  pay  to  the  plaintiff  the  said  sum  of  £2500, 
have  hitherto  wholly  neglected  and  refused,  and  still  do  wholly 
neglect  and  refuse  to  pay  the  same,  or  any  part  thereof,  to  the 
plaintiff ;  and  in  this,  that  they,  the  defendants,  although  a  rea- 
sonable time  has  elapsed  since  the  making  of  the  said  agreement,  and 
although  they  have  been  often  requested  so  to  do,  have  hitherto 
wholly  neglected  and  refused,  and  still  do  wholly  neglect  and 
refuse  to  enter  into  or  make  any  agreement  or  arrangement  with 
the  plaintiff  respecting  the  manner  in  which  the  said  sum  of  £2500 
should  be  paid  by  them  to  the  plaintiff;  and  also  in  this,  that  the 
defendants,  although  a  reasonable  time  has  elapsed  since  the  mak- 
ing of  the  said  agreement,  and  although  often  requested  so  to  do, 
have  hitherto  wholly  neglected  and  refused,  and  still  do  wholly 
neglect  and  refuse,  to  fix  upon  or  agree  with  the  plaintiff  respect- 
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ing  any  time  or  times  at  which  the  said  sum  of  £2500,  or  any 
portion  or  instalment  thereof,  should  be  paid  by  them  to  the  plain- 
tiff, to  the  damage  of  the  plaintiflf  of  £3000.  There  were  indebita- 
tus counts  for  work  and  labour,  for  money  paid,  for  money  lent, 
for  interest,  and  for  money  due  on  accounts  stated. 

Pleas  (inter  alia  and  secondly)  as  to  all  the  said  three  breaches 
in  the  first  count,  that  the  said  invention  was  worthless  and  of  no 
public  utility  or  advantage  whatever,  and  was  not  new  as  to  the 
public  use  thereof  in  England,  and  that  the  plaintifiF  was  not  the 

true  and  first  inventor  thereof. 
[140]       The  plaintifif  joined  .in  demurrer  to  the  demurrer  of  the 

defendants,  and  demurred  to  the  pleas.     Joinder  therein  by 
the  defendants. 

Byles,  Serjt.  (Lush  was  with   him),  Jan.  26,  for  the  plaintiff. 
Field,  for  the  defendants. 
[142]       Lush,  in  reply.  Cur.  adv.  vult. 

Cresbwell,  J.  (Feb.  26),  delivered  the  judgment  of  the  Court  (Cock- 
burn,  Ch.  J.,  Cresswell,  J.,  Williams,  J.,  and  Crowder,  J.)  .  .  . 

The  question  raised  by  the  demurrer  to  the  second  plea,  which 
is  pleaded  to  all  the  breaches,  viz.,  that  the  alleged  invention  was 
wholly  worthless  and  of  no  public  utility,  and  was  not  new  as 
to  the  public  use  thereof  in  England,  and  that  the  plaintiff  was 
not  the  true  and  first  inventor  thereof,  is  not  free  from  difficulty. 
With  regard  to  the  sale  of  ascertained  chattels,  it  has  been  held, 
that  there  is  not  any  implied  warranty  of  either  title  or  quality, 
unless  there  are  some  circumstances  beyond  the  mere  fact  of  a 
sale,  from  which  it  may  be  implied.  The  law  on  this  subject  was 
fully  explained  by  Parke,  B.,  in  giving  the  judgment  of  the  Court 
of  Exchequer  in  Morley  v.  Attenborough,  3  Ex.  500,  18  L.  J.  Ex. 
148,  which,  as  far  as  title  is  concerned,  he  thus  sums  up:  "From 
the  authorities  in  our  law,  to  which  may  be  added  the  opinion  of 
the  late  Lord  Chief  Justice  Tindal  in  Ormrod  v.  Huth,  14  M.  & 
W.  651,  14  L  J.  Ex.  366,  it  would  seem  that  there  is  no  implied 
warranty  of  title  on  the  sale  of  goods ;  and  that  if  there  be  no 
fraud,  a  vendor  is  not  liable  for  a  bad  title,  unless  there  is  an 
express  warranty,  or  an  equivalent  to  it,  by  declarations  or  con- 
duct ;  and  the  question  in  each  case,  where  there  is  no  warranty 
in  express  terms,  will  be,  whether  there  are  such  circumstances  as 
to  be  equivalent  to  such  a  warranty."    And  the  law  is  quite  as 
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firmly  established,  that,  on  the  sale  of  a  known  ascertained  article, 
there  is  no  implied  warranty  of  its  quality.  Chanter  v. 
*  Hopkins,  4  M.  &  W.  399,  8  L.  J.  (N.  S.)  Ex.  14.  But  there  [*  143] 
is  another  class  of  cases,  in  which  it  has  been  held  that  a 
party  is  not  bound  to  accept  and  pay  for  chattels,  unless  they  are 
really  such  as  the  vendor  professed  to  sell  and  the  vendee  intended 
to  buy ;  of  which  Young  v.  Cole  and  Gompertz  v.  Bartlett  are 
strong  authorities.  In  the  latter  case.  Lord  Campbell  says,  it  is 
precisely  as  if  a  bar  were  sold  as  gold,  but  was  in  fact  brass,  the 
vendor  being  innocent  In  this  case,  the  thing  sold  was  ascer- 
tained, viz.,  a  moiety  of  a  patent  granted  by  Her  Majesty.  There 
was  no  express  warranty ;  and  whether  it  be  said  that  the  ques- 
tion raised  on  this  plea  impeaches  the  plaintiff's  title  to  the  thing 
sold,  or  its  quality,  no  warranty  can  be  implied.  But  did  the 
plaintiff  profess  to  sell,  and  the  defendants  to  buy,  a  good  and 
indefeasible  patent  right,  or  was  the  contract  merely  to  place  the 
defendants  in  the  same  situation  as  the  plaintiff  was  in  with  ref- 
erence to  the  alleged  patent  ?  in  which  case  his  position  would  be 
similar  to  that  of  the  plaintiff  in  Kintrea  v.  Freston,  25  L.  J.  Ex. 
287.  The  plaintiff  professed  to  have  invented  a  method  for  the 
prevention  of  boiler  explosions.  It  is  not  alleged  that  he  was 
guilty  of  any  fraud.  He  must,  therefore,  have  been  an  inventor; 
for  if  he  was  not,  he  must  have  known  it,  and  would  have  been 
guilty  of  fraud  in  pretending  to  have  invented.  Whether  he  was 
the  true  and  first  inventor,  within  the  meaning  of  the  Statute  of 
James,  is  another  question.  The  first  material  allegation  in  the 
plea  is,  that  the  alleged  invention  was  wholly  worthless,  and  of  no 
utility  to  the  public.  Now,  that  was  a  matter  as  much  within 
the  knowledge  of  the  defendants  as  of  the  plaintiff.  The  next 
allegation,  viz.,  that  it  was  not  new  as  to  the  public  use  thereof  in 
England,  and  that  the  plaintiff  was  not  the  first  and  true  inventor 
thereof,  was  also  a  matter  as  much  within  the  knowledge  of  the 
defendants  as  of  the  plaintiff.  They  had  the  same  means  of 
inquiring  into  the  fact,  and  of  learning  whether  it  had  been  in  use, 
or  the  invention  had  been  previously  made  known  in  England. 
Why,  therefore,  should  we  assume  that  the  plaintiff  meant  to 
assert  that  the  patent  was  indefeasible,  and  that  the  defendants 
purchased  on  that  understanding,  rather  than  that  each  knowing 
what  the  invention  was,  and  having  equal  means  of  ascertaining 
its  value,  they  contracted  for  the  patent,  such  as  it  was,  each  act- 
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ing  on  his  own  judgment  ?  We  think  that  the  latter  was  the  true 
nature  of  the  contract,  and  that  there  was  no  warranty,  express  or 
implied,  and  that  the  case  does  not  fall  within  Yowng  v.  Cole  or 
Gompertz  v.  Bartlett,  which  proceeded  on  the  somewhat  nice  dis- 
tinction before  pointed  out.  Nor  is  it  within  the  principle  upon 
which  the  case  of  Chanter  v.  Zeese  was  decided,  for  there  the 
plaintiff  contracted  that  the  defendant  should  have  the  exclusive 
right  to  sell  certain  things  for  which  patents  had  been  obtained ; 
there  was  no  doubt  as  to  what  the  parties  contracted  for ;  and  as 
the  plaintifif,  if  one  of  the  patents  was  invalid,  could  not  confer  the 
privileges  which  he  agreed  to  confer,  and  for  which  the  defendant 
contracted  to  pay,  the  consideration  for  the  defendant's  promise 
failed,  and  (to  use  the  language  of  Lord  Abikoeb)  the  whole  rest- 
ing on  contract,  and  nothing  having  been  done  under  it,  the  con* 
tract  was  at  an  end.  Here  the  plaintiff  was  capable  of  fulfilling 
all  that  he  contracted  to  do.  He  had  already  done  it  in  equity. 
The  defendants  might  have  had  all  they  contracted  to  receive,  and 
were  therefore  bound  to  pay.  On  these  grounds,  we  hold  that  the 
plea  gives  no  answer  to  the  declaration. 

Jvdgment  accordingly, 

[26  L.  J.  C.  P.  288].      This  judgment  was  affirmed  in  the  Exchequer 
Chamber  on  the  17th  of  June,  1857. 

ENGLISH  NOTES. 

A  similar  decision  was  given  by  the  same  Court  in  Smith  v.  Neale 
(1857),  2  C.  B.  (N.  S.)  67,  26  L.  J.  C.  P.  143. 

A  similar  principle  is  applied  in  the  case  of  licences  as  will  appear  by 
the  cases  under  the  next  succeeding  rule. 


No.  54.— TAYLOR  v,   HAEE. 

(1805.) 

No.  55.  — CROSSLEY  i;.  DIXON. 

(H.  L.  1863.) 

RULE. 

Where  a  licence  is  granted  or  agreed  to  be  granted  by 
a  patentee  and  acted  on  by  the  licensee,  —  both  parties 


R.  C.  VOL.  XX.]      SECT.  IX.  —  ASSIGNMENT,   SALE,  AND  LICENCE.       753 
Vo.  M.  — Tkylor  v.  Hare,  1  Bos.  &  P.  (K.  B.)  980. 

acting  in  good  faith,  —  the  licensee  cannot,  on  discovering 
that  the  invention  has  been  anticipated,  recover  royalties 
which  he  has  paid ;  nor  can  he,  during  the  subsistence  of 
the  agreement,  decline  to  pay  the  royalties  agreed  upon 
for  the  use  of  the  patent. 


Taylor  ▼.  Hare. 

1  Bo0.  &  P.  (N.  B.)  260-263  (8  R.  R.  797). 

Patent  Invention,  —  Licence,  —  Estoppel 

A.,  having  obtained  a  patent  for  an  invention  of  which  he  supposed  [260] 
himself  the  inventor,  agreed  to  let  B.  use  it  upon  payment  of  a  certain 
annual  sura  secured  by  bond;  this  sum  was  paid  fur  several  years,  when  B., 
discovering  that  A.  was  not  the  inventor,  but  that  it  was  in  public  use  before 
A.  obtained  his  patent,  brought  an  action  for  money  had  and  received,  to  re- 
cover back  the  amount  of  the  annuity  paid.     Heldy  that  he  could  not  recover. 

This  was  an  action  for  money  had  and  received,  which  came  on 
to  be  tried  before  the  Lord  Chief  Justice  at  the  sittings  after  last 
Hilary  Term,  when  a  verdict  was  found  for  the  plaintiff  for  £425, 
subject  to  the  opinion  of  the  Court  upon  the  following  case  ; 

On  the  .12bh  of  September,  1791,  the  defendant  took  out  a 
patent  for  the  invention  of  an  apparatus  for  preserving  the  essen- 
tial oil  of  hops  in  brewing.  By  articles  of  agreement,  dated  5th  of 
November,  1792  (which  were  set  out  at  length  at  the  end  of  the 
case),  and  made  between  the  defendant  of  the  one  part,  and  the 
plaintiff  and  his  said  late  partner  of  the  other  part,  reciting  the  de- 
fendant's patent,  and  that  it  gave  him  the  sole  power,  privilege,  and 
authority  of  using,  exercising,  and  vending  his  said  invention  for 
the  term  of  14  years,  the  defendant  granted  to  the  plaintiff  and  his 
said  late  partner  the  privilege  of  making,  using,  and  exercising  the 
said  invention  for  the  residue  of  the  said  term  of  14  years,  and  in 
consideration  thereof  the  plaintiff  and  his  partner  covenanted  that 
they  would  secure,  to  be  paid  to  the  defendant  during  the  said 
term,  an  annuity  of  £100,  and  would  give  their  bond  for  that 
purpose,  and  a  bond  was  accordingly  given,  conditioned  for  the 
payment  of  the  said  annuity.  The  plaintiff  and  his  said  late 
partner  used  the  apparatus  (for  the  making  and  preparing  of 
which  they  paid  a  distinct  price)  from  the  date  of  the  said  agree- 
ment until  the  25th  day  of  March,  1797,  and  during  all  that  time 
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regularly  paid    the  said    annuity  to  the  said   defendant.     The 
defendant  was  not   the  inventor  of    the   invention    for    which 

he  obtained  his  patent  The  invention  was  not  new  as  to 
[*  261]  *the  public  use  and  service  thereof  in  England,  but  it  was 

the  invention  of  one  Thomas  Sutton  Wood,  and  had  been 
publicly  used  in  England  by  said  Wood  and  others  before  the 
defendant  obtained  his  patent  But  the  patent  had  never  been 
repealed.  The  amount  of  the  annuity  which  they  had  paid  was 
£425.  If  the  Court  should  be  of  opinion  that  the  plaintiff  was 
entitled  to  recover  back  the  money  which  was  paid  on  the  bond, 
the  verdict  was  to  stand.  If  the  Court  should  be  of  a  contrary 
opinion,  a  nonsuit  was  to  be  entered. 

Bailey,  Serjt.,  for  the  plaintiff.  —  To  support  the  present  action  it 
is  not  necessary  to  prove  that  any  imposition  has  been  practised. 
If  it  appear  that  the  plaintiff  has  received  nothing  in  return  for 
the  money  which  he  has  paid,  he  is  entitled  to  recover  back  his 
money  in  this  form  of  action.  He  was  induced  to  pay  his  money 
upon  the  supposition  that  the  defendant  had  the  power  of  commu- 
nicating some  privilege.  But  as  it  now  appears  that  the  defendant's 
invention  was  not  new,  and  that  the  patent  was  therefore  void, 
the  consideration  upon  which  the  plaintiff  paid  his  money  has 
wholly  failed,  and  the  plaintiff  has  derived  no  benefit  whatever. 
Where  an  estate  is  conveyed,  the  vendor  professes  to  convey 
nothing  but  his  title  to  that  estate  But  here  the  thing  itself 
which  was  the  subject  of  the  agreement  had  no  exi^tenccL  It 
was  the  understanding  of  all  parties  that  the  defendant  was 
entitled  to  a  patent  right :  but  it  now  turns  out  that  they  were 
mistaken :  the  plaintiff  therefore  is  entitled  to  recover  the  money 
which  he  has  paid  under  a  mistake  He  had  a  right  to  make  use  of 
the  invention  without  paying  anything  for  it.  The  defendant  has 
no  right  to  the  annuity,  and  indeed  he  has  already  failed  in  an 
action  on  the  bond  in  which  the  validity  of  the  patent  was  jTii  in 
issue. 

Sir  James  Maxsrelp,  Ch.  J,  storping  C^ckelL  Sert^ 
[•  262]  *  tVr  tlie  defendant!  —  It  is  not  pretended  tLi*  any  ictf  :n 
like  the  presient  has  ever  been  known.  la  ihi  case  two 
persons  evjuaUy  innocent  make  a  bargain  about  :be  us^  cf  a  r*r«::. 
the  vlt  feniAnt  suriv>>ii:g  himself  to  be  in  possess^rci  cf  m  Talsarl-e 
jviie-t  right,  and  the  plaintiff  surpc^ng  ti»e  suae  rfibig,    ITr-Sar 
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these  circumstances  the  latter  agrees  to  pay  the  former  for  the  use 
of  the  invention,  and  he  has  the  use  of  it ;  Tum  constat  what  advan- 
tage he  made  of  it ;  for  anything  that  appears  he  may  have  made 
considerable  profit.  These  persons  may  be  considered  in  some 
measure  as  partners  in  the  benefit  of  this  invention.  In  considera- 
tion of  a  certain  sum  of  money  the  defendant  permits  the  plaintiff 
to  make  use  of  this  invention,  which  he  would  never  have  thought 
of  using  had  not  the  privilege  been  transferred  to  him.  How 
then  can  we  say  that  the  plaintiff  ought  to  recover  back  all  that 
he  has  paid?  I  think  that  there  must  be  judgment  for  the 
defendant. 

Heath,  J.  —  There  never  has  been  a  case,  and  there  never  will 
be,  in  which  a  plaintiff,  having  received  benefit  from  a  thing  which 
has  afterwards  been  recovered  from  him,  has  been  allowed  to 
maintain  an  action  for  the  consideration  originally  paid.  We  can- 
not take  an  account  here  of  the  profits.  It  might  as  well  be  said, 
that  if  a  man  lease  land,  and  the  lessee  pay  rent,  and  afterwards 
be  evicted,  that  he  shall  recover  back  the  rent,  though  he  has 
taken  the  fruits  of  the  land. 

EooKE,  J. — I  am  of  the  same  opinion. 

Chambke,  J.  — The  plaintiff  has  had  the  enjoyment  of  what  he 
stipulated  for,  and  in  this  action  the  Court  ought  not  to  interfere, 
unless  there  be  something  ex  cequo  et  bono  which  shows  that  the 
defendant  ought  to  refund.  Here  both  parties  have  been  mis- 
taken; the  defendant  has  thrown  away  his  money  in 
obtaining  a  *  patent  for  his  own  invention ;  not  so  the  [*  263] 
plaintiff,  for  he  has  had  the  use  of  another  person's  inven- 
tion for  his  money.  In  the  case  of  Arkwright's  Patent,  which  was 
not  overturned  till  very  near  the  period  at  which  it  would  have 
expired,  very  large  sums  of  money  had  been  paid;  and  though 
something  certainly  was  paid  for  the  use  of  the  machines,  yet  the 
main  part  was  paid  for  the  privilege  of  using  the  patent  right, 
but  no  money  ever  was  recovered  back  which  has  been  paid  for 
the  use  of  that  patent.  I  am  therefore  of  opinion  that  judgment 
of  nonsuit  should  be  entered.  Judgment  of  nonsuit 
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Crosaley  and  others  y.  Dizon. 

32  L.  J.  Ch.  617-624  (a.  c.  10  H.  L.  Cas.  293). 

[61 7]  Patent  —  Licence  to  Use,  —  Estoppel. 

The  liceDsee  under  a  patentee  is  estopped  from  disputing  the  yalidity  of  the 
patent  during  the  continuano^  of  the  licence. 

The  appellants  were  the  owners  of  patents  for  the  manufacture  of  carpets. 
The  respondent  applied  for  a  licence  to  use  the  patents,  and  it  was  agreed  that 
certain  machines^  embodying  the  indentions  of  the  appellants,  should  be  pre- 
pared under  their  superintendence,  the  respondent  payiug  fur  the  machines,  and 
also  paying  certain  agreed  royalties  upon  the  carpets  manufactured  therewith. 
This  agreement  waa  acted  upon,  and  whilst  being  acted  upon  the  respondent 
obtained,  from  a  different  quarter,  other  machines,  which  also  embodied  the 
appellants'  inventions^  and  used  these  machines  as  well  as  those  supplied  by  the 
appellants.  The  appellants  filed  a  bill  in  Chancery  fur  an  account  of  royalties 
in  respect  of  the  user  of  both  sets  of  machines,  whereupon  the  respondent,  by 
way  of  defence  to  the  appellants'  claims  in  respect  of  the  machines  not  obtained 
from  them,  disputed  the  validity  of  the  appellants'  patents :  —  Held,  that  the 
agreement  constituted  the  respondent  a  licensee  of  the  appellants,  and  that,  so 
long  as  he  thought  fit  to  claim  the  benefit  of  the  agreement  in  respect  of  the 
machines  supplied  by  the  appellants,  he  was  estopped  from  denying  the  validity 
of  the  patents,  and  must  pay  royalties  in  respect  of  the  user  of  both  sets  of 
machines. 

Heldy  also,  that  no  term  being  stipulated  for  the  continuance  of  the  agree- 
ment, the  respondent  might,  if  he  chose,  decline  to  pay  royalties  thereunder 
altogether,  leaving  the  appellants  to  their  remedy  for  infringement  in  respect  of 
the  use  of  any  of  the  machines. 

This  was  an  appeal  from  an  order  of  the  Lokds  Justices  of 
appeal  of  the  Court  of  Chancery. 

The  appellants  were  carpet  manufacturers  at  Halifax,  carrying 
on  business  there  under  the  style  of  "  John  Crosaley  &  Sons,"  and 
the  respondent  was  a  carpet  manufacturer  at  Kidderminster,  and 
from  the  year  1852  to  the  24th  of  June,  1859,  was  in  partnership 
with  a  Mr.  James  Shoolbred,  with  whom  he  carried  on  business 
under  the  style  of  "  Henry  Jecks  Dixon  &  Co."  The  appellants 
had,  for  the  purposes  of  their  business,  become  the  owners  of  letters 
patent  for  inventions  applicable  to  the  manufacture  of  carpets, 
and  it  was  their  custom  to  grant  licences  for  the  use  of  their 
inventions  to  other  manufacturers  in  consideration  of  the  payment 
of  a  royalty  upon  the  fabrics  made  under  such  licences,  and  they 
had  generally  supplied  to  their  licensees  looms  embodying  their 
latest  inventions,  and   the  various  apparatus  used  therewith,  as 
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their  licensees  required.  The  appellants  did  not  manufacture  such 
looms  themselves,  but  they  employed  certain  firms  of  machinists 
at  Halifax  to  make  the  looms  required  by  their  licensees,  which 
the  appellants  supplied  to  the  latter  at  cost  price,  not  looking  for 
profit  upon  the  looms,  but  from  the  royalties  payable  under  their 
licences. 

About  the  month  of  March,  1852,  the  respondent's  then  firm 
applied  to  the  appellants  for  the  terms  of  a  licence  to  use  their 
patent  inventions  for  makiug  carpets,  and  various  communications 
took  place  between  the  appellants  and  the  respondent  upon  the 
subject  of  such  proposed  licence,  and  it  was  ultimately  verbally 
agreed,  that  the  appellants  should  supply  the  respondent's  firm 
with  such  looms  as  they  should  from  time  to  time  require  from  the 
appellants  for  the  purpose  of  manufacturing  Brussels  and  velvet 
pile  carpets,  the  respondent  repaying  to  the  appellants  the  price  of 
such  looms.  It  was  also  agreed  that  upon  the  purchase  of  the 
looms  the  respondent's  firm  should  pay  to  the  appellants  royalties 
upon  the  carpets  manufactured  by  the  aid  of  such  looms,  and  should 
render  quarterly  accounts  to  the  appellants  of  the  goods  manu- 
factured by  means  of  the  same  looms. 

In  pursuance  of  the  said  agreement,  the  appellants  at  various 
times  in  the  years  1854, 1855, 1857,  and  1858,  supplied  the  respond- 
ent and  his  partner  with  looms  for  the  manufacture  of  carpets, 
and  they  paid  to  the  appellants  the  prices  of  the  looms  and  the 
apparatus  supplied  therewith,  and  after  the  dissolution  of  his 
partnership,  which  happened  in  1859,  the  respondent  used,  and  up 
to  the  time  of  the  filing  of  the  appellants'  bill  in  1860,  was  still 
using  forty-one  of  such  looms,  and  paying  royalties  thereon. 

*  In  the  year  1854,  certain  engineers  and  machinists  at  [*  618] 
Manchester,  carrying  on  business  under  the  name  of 
"  Sharp,  Stewart,  &  Co.,"  who  manufacture  looms  for  the  weaving 
of  carpets  and  other  pile  fabrics,  sent  to  the  respondent's  firm  a 
letter,  in  which  they  stated  that  they  purposed  at  once  constructing 
a  loom  which  should  produce  both  quality  and  quantity  equal  to 
those  then  used,  with  the  latest  improvements,  and  that  they  would 
guarantee  the  users  of  it  against  the  cost  of  any  action  for  infringe- 
ment of  any  other  patent ;  and  that  it  was  their  intention  to  oflFer 
this  loom  to  carpet  manufacturers  on  advantageous  terms.  This 
letter  was  communicated  by  the  respondent's  firm  to  the  appellants, 
who  wrote  in  reply  that  it  was  quite  out  of  the  question,  Messrs. 
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Sharp  &  Co.  being  able  to  work  the  loom  ¥rithoiit  infringing  iheii 
patents,  and  that  any  one  putting  it  into  operation  would  not  only 
be  liable  for  royalty,  but  profits  too. 

Some  further  communications  took  place  between  the  respond- 
ent's firm  and  the  appellants  upon  the  subject  of  the  said  Messrs. 
Sharp  &  Co.'s  looms,  the  appellants  repeating  that  the  loom  manu- 
factured by  Messrs.  Sharp  &  Co.  was  a  direct  infringement  on  their 
patents.  The  respondent's  firm,  notwithstanding,  between  January, 
1856,  and  December,  1859,  purchased  from  Messrs.  Sharp  &  Ca 
eighteen  of  their  looms  and  used  the  same. 

In  1859,  the  said  J.  Shoolbred  retired  from  the  respondent's 
firm,  and  the  respondent  afterwards  carried  on,  and  at  the  time  of 
filing  the  appellants'  bill  was  carrying  on  the  said  business,  and 
had  manufactured  and  was  then  manufacturing  carpets,  by  means 
both  of  the  looms  supplied  by  the  appellants  and  of  the  looms 
purchased  of  Messrs.  Sharp  &  Co. 

The  respondent's  firm  for  a  time  included  in  the  return  made  to 
the  appellants  of  carpets  manufactured  by  means  of  the  appellants' 
inventions,  the  carpets  manufactured  by  means  of  the  looms 
purchased  of  Messrs.  Sharp  &  Co.,  without  making  any  distinction 
between  the  carpets  manufactured  by  the  looms  supplied  by 
the  appellants  and  by  the  looms  supplied  by  Messrs.  Sharp  &  Ca  ; 
but  having  ceased  to  make  any  returns  of  carpets  made  with  the 
looms  supplied  by  Messrs.  Sharp  &  Co.,  the  appellants,  on  the 
23rd  of  August,  1860,  filed  their  bill  (which  was  afterwards 
amended),  against  the  respondent,  praying  a  declaration  that  the 
looms  purchased  of  Messrs.  Sharp  &  Co.,  and  used  by  the  respond- 
ent, were  constructed  according  to  or  upon  the  principle  of  the 
appellants'  patent  inventions,  or  some  or  one  of  them,  and  that 
the  respondent  was  bound  to  account  for  and  to  pay  royalties  to 
the  appellants  in  respect  of  all  fabrics  manufactured  by  means 
thereof  by  his  said  late  firm  or  himself  according  to  the  terms  of 
the  licence  granted  to  the  respondent's  late  firm,  and  for  an  account 
of  all  carpets  and  other  fabrics  manufactured  by  the  respondent's 
late  firm,  or  the  respondent,  by  means  of  such  looms  and  of  the 
royalties  payable  in  respect  thereof ;  or,  if  the  Court  should  be  of 
opinion  that  the  licence  granted  by  the  appellants  and  acted  upon 
by  the  respondent's  late  firm,  and  by  the  respondent,  did  not  extend 
to  the  looms  purchased  of  the  said  Messrs.  Sharp  &  Co.,  that  the 
respondent  might  be  restrained  by  injunction  from  manufacturing 
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any  fabrics  the  subject  of  the  appellants'  said  letters  patent,  or  any 
or  either  of  them,  by  means  of  the  looms,  and  from  infringing  the 
appellants'  patents,  or  any  or  either  of  them,  by  means  of -the  said 
looms  or  otherwise ;  and  for  an  account  and  payment  of  the  profits 
made  by  the  respondent's  late  firm  and  the  respondent  in  respect 
of  fabrics  manufactured  in  infringement  of  the  appellants'  letters 
patent,  and  for  general  relief. 

The  respondent,  by  his  answer,  denied  that  the  agreement  as  to 
the  use  of  the  appellants'  looms,  constituted  him  a  licensee,  and 
alleged  that  no  licence  had  been  granted,  or  agreed  to  be  granted ; 
and  he  submitted  whether  the  appellants*  letters  patent  were  valid, 
and  denied  that  he  had  done  or  agreed  to  do  any  act  whereby  he 
was  estopped  from  questioning  the  validity  of  the  appellants* 
patents.  He  also  alleged  that  the  looms  purchased  of  Messrs. 
Sharp  &  Co.  did  not  infringe  the  appellants'  alleged  inventions. 
He  further  submitted,  that  the  agreement  under  which  he  purchased 
and  made  use  of  the  looms  supplied  by  the  appellants,  extended  to 
all  carpets  manufactured  by  means  of  looms  which  embodied  their 
inventions  so  far  as  the  appellants  were  entitled  to  the  exclusive 
use  or  application  of  such  inventions,  and  whether  such 
looms  were  *  constructed  by  the  appellants  or  any  other  [*  619] 
person ;  and  that  no  sum  was  due  to  the  appellants  for 
royalties  in  respect  of  carpets  manufactured  by  means  of  the 
looms  of  Messrs.  Sharp. &  Co.,  either  on  the  footing  of  the  agree- 
ment, or  for  profits  in  respect  of  such  carpets. 

By  the  decree  of  Vice-Chancellor  Wood,  dated  on  the  13th  of 
November,  1861,  it  was  declared  that  the  respondent  and  his  late 
partner,  and  the  respondent  since  the  termination  of  the  partner- 
ship, became  accountable  to  the  appellants  for  the  several  royalties 
agreed  to  be  paid  to  them  as  being  royalties  due  in  respect  of  the 
user  of  the  several  inventions  secured,  or  purporting  to  be  secured, 
by  letters  patent,  to  which  the  appellants  were  entitled,  and  which 
were  employed  in  the  construction  of  the  several  machines  supplied 
by  the  appellants  to  the  respondent  and  his  late  partner ;  and  that 
the  respondent  and  his  late  partner  were  not  entitled,  and  that  the 
respondent  was  not  entitled,  to  use  any  machine  in  the  construction 
of  which  the  same  inventions,  or  any  of  them,  or  any  inventions 
only  colourably  differing  therefrom,  should  have  been  employed, 
without  paying  the  same  royalty  as  if  the  carpets  or  fabrics  manu- 
factured by   such   user  had    been   manufactured   by   a  machine 
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Sharp  &  Co.  being  able  to  work  the  loom  without  infringing  their 
patents,  and  that  any  one  putting  it  into  operation  would  not  only 
be  liable  for  royalty,  but  profits  too. 

Some  further  communications  took  place  between  the  respond- 
ent's firm  and  the  appellants  upon  the  subject  of  the  said  Messrs. 
Sharp  &  Go.'s  looms,  the  appellants  repeating  that  the  loom  manu- 
factured by  Messrs.  Sharp  &  Co.  was  a  direct  infringement  on  their 
patents.  The  respondent's  firm,  notwithstanding,  between  January, 
1856,  and  December,  1859,  purchased  from  Messrs.  Sharp  &  Ca 
eighteen  of  their  looms  and  used  the  same. 

In  1859,  the  said  J.  Shoolbred  retired  from  the  respondent's 
firm,  and  the  respondent  afterwards  carried  on,  and  at  the  time  of 
filing  the  appellants'  bill  was  carrying  on  the  said  business,  and 
had  manufactured  and  was  then  manufacturing  carpets,  by  means 
both  of  the  looms  supplied  by  the  appellants  and  of  the  looms 
purchased  of  Messrs.  Sharp  &  Co. 

The  respondent's  firm  for  a  time  included  in  the  return  made  to 
the  appellants  of  carpets  manufactured  by  means  of  the  appellants' 
inventions,  the  carpets  manufactured  by  means  of  the  looms 
purchased  of  Messrs.  Sharp  &  Co.,  without  making  any  distinction 
between  the  carpets  manufactured  by  the  looms  supplied  by 
the  appellants  and  by  the  looms  supplied  by  Messrs.  Sharp  &  Go. ; 
but  having  ceased  to  make  any  returns  of  carpets  made  with  the 
looms  supplied  by  Messrs.  Sharp  &  Co.,  the  appellants,  on  the 
23rd  of  August,  1860,  filed  their  bill  (which  was  afterwards 
amended),  against  the  respondent,  praying  a  declaration  that  the 
looms  purchased  of  Messrs.  Sharp  &  Co.,  and  used  by  the  respond- 
ent, were  constructed  according  to  or  upon  the  principle  of  the 
appellants'  patent  inventions,  or  some  or  one  of  them,  and  that 
the  respondent  was  bound  to  account  for  and  to  pay  royalties  to 
the  appellants  in  respect  of  all  fabrics  manufactured  by  means 
thereof  by  his  said  late  firm  or  himself  according  to  the  terms  of 
the  licence  granted  to  the  respondent's  late  firm,  and  for  an  account 
of  all  carpets  and  other  fabrics  manufactured  by  the  respondent's 
late  firm,  or  the  respondent,  by  means  of  such  looms  and  of  the 
royalties  payable  in  respect  thereof  ;  or,  if  the  Court  should  be  of 
opinion  that  the  licence  granted  by  the  appellants  and  acted  upon 
by  the  respondent's  late  firm,  and  by  the  respondent,  did  not  extend 
to  the  looms  purchased  of  the  said  Messrs.  Sharp  &  Co.,  that  the 
respondent  might  be  restrained  by  injunction  from  manufacturing 


R.  C.  VOL.  XX.]      SECT.  IX.  —  ASSIGNMENT,  SALE,  AND  LICENCE.      759 
Ko.  55. — Gronlej  and  othen  ▼.  Dizon,  82  L.  J.  Ch.  618,  619. 

any  fabrics  the  subject  of  the  appellants'  said  letters  patent,  or  any 
or  either  of  them,  by  means  of  the  looms,  and  from  infringing  the 
appellants*  patents,  or  any  or  either  of  them,  by  means  of -the  said 
looms  or  otherwise ;  and  for  an  account  and  payment  of  the  profits 
made  by  the  respondent  s  late  firm  and  the  respondent  in  respect 
of  fabrics  manufactured  in  infringement  of  the  appellants'  letters 
patent,  and  for  general  relief. 

The  respondent,  by  his  answer,  denied  that  the  agreement  as  to 
the  use  of  the  appellants'  looms,  constituted  him  a  licensee,  and 
alleged  that  no  licence  had  been  granted,  or  agreed  to  be  granted ; 
and  he  submitted  whether  the  appellants*  letters  patent  were  valid, 
and  denied  that  he  had  done  or  agreed  to  do  any  act  whereby  he 
was  estopped  from  questioning  the  validity  of  the  appellants' 
patents.  He  also  alleged  that  the  looms  purchased  of  Messrs. 
Sharp  &  Go.  did  not  infringe  the  appellants'  alleged  inventions. 
He  further  submitted,  that  the  agreement  under  which  he  purchased 
and  made  use  of  the  looms  supplied  by  the  appellants,  extended  to 
all  carpets  manufactured  by  means  of  looms  which  embodied  their 
inventions  so  far  as  the  appellants  were  entitled  to  the  exclusive 
use  or  application  of  such  inventions,  and  whether  such 
looms  were  *  constructed  by  the  appellants  or  any  other  [*  619] 
person ;  and  that  no  sum  was  due  to  the  appellants  for 
royalties  in  respect  of  carpets  manufactured  by  means  of  the 
looms  of  Messrs.  Sharp  &  Co.,  either  on  the  footing  of  the  agree- 
ment, or  for  profits  in  respect  of  such  carpets. 

By  the  decree  of  Vice-Chancellor  Wood,  dated  on  the  13th  of 
November,  1861,  it  was  declared  that  the  respondent  and  his  late 
partner,  and  the  respondent  since  the  termination  of  the  partner- 
ship, became  accountable  to  the  appellants  for  the  several  royalties 
agreed  to  be  paid  to  them  as  being  royalties  due  in  respect  of  the 
user  of  the  several  inventions  secured,  or  purporting  to  be  secured, 
by  letters  patent,  to  which  the  appellants  were  entitled,  and  which 
were  employed  in  the  construction  of  the  several  machines  supplied 
by  the  appellants  to  the  respondent  and  his  late  partner;  and  that 
the  respondent  and  his  late  partner  were  not  entitled,  and  that  the 
respondent  was  not  entitled,  to  use  any  machine  in  the  construction 
of  which  the  same  inventions,  or  any  of  them,  or  any  inventions 
only  colourably  differing  therefrom,  should  have  been  employed, 
without  paying  the  same  royalty  as  if  the  carpets  or  fabrics  manu- 
factured by   such   user  had   been   manufactured  by   a  machine 
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5c::l>iti  It  zhe  app^Hinift,  and  mq^iiiies  were  directed  as  to — 
frsc  wLici  :f  iL-^  ir^remiios  secnr^i  or  fai5^»:niiig  lo  be  seemed 
It  itjt  skT^'^nl  le^cr?  parect  to  wLiih  the sp'peL^nts  were  entitled, 
w^^*^  ezLzl.j-tti  zi iL-e  MostnicuoQ of  the  serenl machines snpphed 
It  liije  xzz^lLuLZs  ic  zL'i  ie$^n«lect  and  his  late  poinner ;  secondlT, 
wLecl-rr  aaj.  ind  wl:.:Ii  -.f  such  la5t-meQtic>Ded  inventions,  of  any 
ir.T-cii«-C5.  -.cilj  ci-I.cn'rlT  di5eriiig  tberefpjm,  had  been  used 
ia  asT  an'i  wii.i£  ocl^rr  iD^cLin^  used  by  the  lespcndtrnt  and 
ii:j  lace  zartzicr,  cr  Ij  the  lesfKrodent  himself,  in  the  manu- 
SactTiriz^  of  any  ^n.d  wLit  quantity  of  carpets  or  other  fabrics 
la  resre:^  cc  wiu-.h  r:  jal:y  would  be  payable  if  the  same  had 
beea  monxiitrcTired  It  the  machines  supplied  by  the  appellants; 
an»i,  tb-irilj.  la  acoHin;  was  directed  on  the  footing  of  the  above 
vieclaraii':nj5  ^l  a11  zi'ioeys  due  to  the  appellants  in  respect  of  royalties 
:;r  v^irre!^  :r  ccL-rr  fcilri-^s  produced  by  the  respondent  and  his  late 
ra-rt2.»rr.  :r  i^iii'er  ct  i^i-eni- 

Tie  rf<rccii-z:  ar:^aJed  from  this  order,  and  the  Lords 
J,  sr:.'s:Sv  by  il-jir  :ru^r  da:ed  the  22Dd  of  February,  1S62,  directed 
:>.  i:  ;Iie  irj^al  sh:^J  stand  over,  with  liberty  for  the  appellants, 
wi:h:rL  :w>  ni:c:hs  frcm  the  date  of  the  said  order,  to  bring  such 
dc::oa  or  3c:i;cs  at  law  as  they  should  be  advised. 

Kr.  :*Ji  this  orvier  of  the  Lords  Justices  the  present  appeal  was 
br\H:^h:. 

Sir  Hugh  Cairns  and  Mr.  Cracknall,  for  the  appellants,  contended 
tliAt  it  was  within  the  jurisdiction  of  a  Court  of  equity  to  decide 
:he  v;uest:on  whether  the  respondent  was  or  was  not  a  licensee  of 
t!ie  apjvUauts,  and  that  the  decision  of  the  Lords  Justices  was 
wrvHig.  That  the  evidence  was  conclusive  that  the  appellants  had 
>:mnt<\l  and  the  respondent  accepted  a  licence  to  use  the  inventions, 
the  sul  jixn  of  the  appellants'  patents ;  and  that  such  licence  was 
Uv^t  determined.  That  the  looms  purchased  of  Messrs.  Sharp  &  Co. 
werx^  infringements  of  the  appellants'  patents.  And  that  if  any 
aotivm  \>*as  prv^per  to  be  brought  by  the  appellants,  it  ought  to 
hrtVt'  Iven  limited  to  the  trial  of  the  fact  of  the  identity  of  the 
Kh'Ui$  supplied  by  Messrs.  Sharp  &  Co.  with  those  supplied  by  the 
llptvllants.  They  further  submitted  that  the  respondent,  being  a 
Ihyik^h>  of  the  appellants,  was  estopped  from  questioning  the 
V**Udity  of  their  letters  patent.  Hall  v.  Conder,  26  L.  J.  C.  P. 
|;W,  2  C  R  iX.  S.)  22  {\\  747.  ante) ;  Taylor  v.  Hare,  1  Bos.  &  P. 

,  R)  260  (^p.  753.  ante] ;  Laurcs  v.  Purser,  6  EL  &  B.  930.  26 


K.  C.  VOL.  XX.]      SECT.  IX.  —  ASSIGNMENT,  SALE,  AND  LICENCE.        761 
Ko.  M.  —  Grofglej  and  othen  ▼.  Dizom,  82  L.  J.  Oh.  619,  690. 

L.  J.  Q.  B.  25 ;  Noton  v.  Brooks,  7  Hurl.  &  N.  499 ;  Bovman  v. 
Taylor,  2  AA  &  E.  278,  4  K  &  M.  264,  4  L.  J.  (N.  S.)  K  B.  58. 

Mr.  Rolt  and  Mr.  W.  R  Fisher,  for  the  respondent,  contended 
that  he  was  not  a  licensee  from  the  appellants ;  that  the  agree-^ 
ment  was  simply  to  pay  for  certain  looms  and  the  goods  manu- 
factured by  them.  That  the  respondent  was  not  estopped  from 
denying  the  validity  of  the  appellants'  patents.  That  the  looms 
purchased  from  Messrs.  Sharp  &  Co.  were  not  infringements  of  the 
appellants'  patents ;  and  that  the  order  of  the  Lords  Justices  was 
right.  They  referred  to  Carpenter  v.  Buller,  8  M.  &  W.  209,  10 
L.  J.  (N.  S.)  Ex.  393. 

*  The  appellants  were  not  called  on  for  a  reply.  [*  620] 

The  Lord  Chancellor. —  My  Lords,  the  case  presented  to  your 
Lordships  by  the  present  appeal  is  one  upon  which  I  think  you 
will  agree  with  me  that  no  reasonable  doubt  can  be  entertained. 
The  appellants  are  the  owners  of  divers  patents  granted  for  improve- 
ments in  the  manufacture  of  carpets.  The  respondent  is  a  carpet 
manufacturer  at  Kidderminster.  In  the  year  1854  the  respondent 
applied  to  the  appellants  for  the  grant  of  a  licence  to  use  their 
inventions.  It  was  ultimately  agreed  verbally  that  certain  machines 
should  be  prepared  and  made  under  the  superintendence  of  the 
appellants,  embodying  their  inventions,  and  for  which  the  respond- 
ent should  pay,  and  accordingly  forty-two  machines  were  manu- 
factured under  the  superintendence  of  the  appellants  for  the  use  of 
the  respondent.  The  respondent  paid  for  those  machines,  and  he 
also  agreed  to  pay,  and  has  paid,  and  is  now  paying  royalties  for 
the  use  of  the  inventions  embodied  in  those  machines.  It  is  very 
material  to  observe  that  the  respondent  bought  the  machines  alto- 
gether. It  is  not  a  case,  therefore,  in  which  the  appellants,  being 
the  owners  of  machines,  hired  them  out  to  the  respondent,  but  it  is 
a  case  in  which  the  respondent,  according  to  the  agreement,  began 
the  transaction  in  question  by  purchasing  and  paying  for  the 
J  machines  that  were  prepared  for  him  under  the  superintendence  of 
the  appellants.  It  consequently  follows  that  the  royalties  which 
have  been  regularly  paid  eo  nomine  by  the  respondent  must  of 
necessity  have  been  paid  by  the  one  party  and  received  by  the  other 
in  respect  of  the  right  to  use  the  patent  inventions  that  were  em- 
bodied in  the  machines  so  supplied.  That  agreement  subsists  at 
the  present  moment,  and  the  respondent  is  using  the  machines 
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whidi  lie  so  bought,  and  is  recognising  his  relation  as  licensee  of 
the  mppeUants  by  paying  the  appellants  the  royalty,  a  payment 
that  can  be  attributed  to  nothing  but  to  the  patent  rights  in  respect 
of  which  these  machines  have  been  constructed. 

Xow,  the  first  contention  on  the  part  of  the  respondent  is  this, 
that  notwithstanding  that  relation  continues,  he  is  at  liberty  to 
d«»QT  the  title  of  the  appellants  to  the  ownership  of  the  inventions 
K>r  the  use  of  which  he  is  thus  paying  a  royalty.  We  are  all  very 
wvU  siware  that  that  is  a  proposition  inconsistent  with  the  law,  as 
it  wv>uld  be  equally  inconsistent  with  the  ordinary  reason  and  good 
^use  v^'  mankind.  But  then,  it  appears  that  the  respondent,  being 
^t  liU^rty  iu  point  of  fact  under  the  agreement  to  have  made  for 
him  as  many  machines  as  he  pleased  in  conformity  with  the 
)A(>tH^llants*  patents  so  long  as  he  paid  to  the  appellants  a  royalty 
U^  their  use,  has  obtained  from  a  different  quarter  other  machines 
\^  hioh  are  apparently,  according  to  the  evidence,  identical  in  con- 
strue tii>u  and  principle  with  the  macliincs  supplied  to  him  by  the 
M)»)H)nant8.  And  in  respect  of  the  user  of  these  latter  machines,  it 
is  ouuteuded  on  the  part  of  the  respondent  that  he  is  at  liberty  to 
MtlUiu  that  those  machines  are  no  invasion  of  the  appellants'  patent : 
Kir»t.  because  he  denies  the  validity  of  the  patent :  and  secondly, 
bisoauHO  he  affirms  that  the  machines  are  different  in  construction 
Miul  principle  from  the  machines  so  made  and  supplied  to  him  by 
tho  appellants. 

Now,  assuming  that  the  second  set  of  machines  are  identical  in 
I'onHtruction  with  the  first,  it  would  be  impossible  to  hold  that  the 
ublif^'iition,  not  to  deny  the  appellants'  patent  right,  would  not  ex- 
UmmI  to  the  second  set  of  machines  so  long  as  he  continues  to  use 
Uitt  Hrst  set  of  machines,  which  is  the  fact  at  present.  That  is 
tnjually  a  question  of  law,  and  a  question  of  ordinary  principle.  It 
iti  a  (juostion  upon  which  I  apprehend  your  Lordships  will  have  no 
doi)l)t.  namely,  that  the  obligation  to  recognise  and  admit  the 
VHlitUty  of  the  patent  right  of  which  the  licensor  has  granted  the 
litiu  in  the  one  case,  extends  also  to  the  other  set  of  machines, 
Wdtiuuiing  them  to  be  identical  in  point  of  construction.  Now,  upon 
the  flubjeot  of  the  identity  of  the  two  sets  of  machines,  the  whole 
of  tho  evidence  which  has  been  adduced  in  the  cause  is  in  reality 
in  favour  of  the  proposition  of  the  appellants.  But  that  is  a  point 
\\\nm  which  it  is  unnecessary  for  your  Lordships  to  come  to  any 
uiJiioluaion,  because  that  has  been  made  the  subject  of  an  inquiry  in 
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the  decree  of  the  Vice-Chancellor.  The  only  question  of  fact, 
therefore,  namely,  the  identity  of  the  two  sets  of  machines, 
is  *  made  the  subject  of  inquiry,  and  the  rest  of  the  case  [*  621] 
resolves  itself  into  a  mere  question  of  law,  whether  the 
licensee  can  deny  the  patent  right  of  the  licensor,  and  whether  the 
obligation  of  the  licensee  not  to  dispute  that  right  must  not  extend 
also  to  machines  obtained  by  him  from  another  quarter  which  are 
constructed  in  violation  of  that  patent  right 

I  advert  to  this  in  the  outset  particularly  with  reference  to  the 
judgment  upon  which  this  case  is  brought  by  way  of  appeal, 
because  if  that  question  of  law  is  a  question  admitting  of  no  dis- 
pute, and  if,  also,  there  be  no  doubt  or  uncertainty  with  regard  to 
the  facts  under  which  that  question  of  law  arises  there  can  be  no 
reason  for  the  alteration  of  the  decree  of  the  Vice-Chancellob  by 
sending  the  plaintiffs  (that  is,  the  present  appellants)  at  large  into 
a  Court  of  law. 

I  think  that  there  must  have  been  some  misapprehension  as  to 
the  facts  of  the  case,  when  it  was  before  the  Lords  Justices,  because 
I  find  from  the  judgment  of  those  learned  Judges,  that  one  of 
them  says  that  he  does  not  mean  to  give  any  opinion  as  to  the 
validity  or  the  invalidity  of  the  appellants'  patent  rights  —  a 
question,  in  fact,  which  could  not  by  possibility  arise,  and  which 
the  learned  Judge  would  have  seen  in  a  moment  could  not  arise  if 
he  had  been  aware  that  the  original  agreement  in  respect  of  the 
first  set  of  machines,  and  in  respect  of  the  user  of  the  inventions 
embodied  therein,  was  still  in  actual  continuance,  as  between  the 
appellants  and  the  respondent  And  I  find  the  other  learned 
Judge  speaking  of  the  plaintiffs  being  at  liberty  to  bring  an  action 
for  an  infringement,  —  an  observation  that  could  not  have  been 
made  if  the  learned  Judge  had  been  aware  equally  of  the  same 
fact,  because  it  is  palpable  that  so  long  as  the  agreement  made  by 
the  appellants  with  the  respondent,  that  the  respondent  should  be 
at  liberty  to  use  the  inventions,  paying  certain  royalties,  continued, 
there  is  no  limit  to  the  extent  of  the  respondent's  user,  and  it 
would,  therefore,  have  been  impossible  for  the  appellants  to  bring 
an  action  for  an  infringement  against  the  respondent  There  could 
be  no  infringement  pending  the  licence  —  the  licence  continues; 
and  the  extent  of  the  remedy,  therefore,  can  only  be  that  which 
is  sought  by  this  bill,  namely,  an  account  of  the  royalties  claimed 
by  the  appellants  in  respect  of  every  machine  used  by  the  respond- 
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ent>  wheneesoever  derived,  which  embodies  in  it  these  inventions 
iu  Inspect  of  which  the  agreement  to  pay  royalty  was  originally 
made  betwie^n  the  appellants  and  the  respondent,  and  is  now 
subejisting. 

Thewfoie,  the  law  being  clearly  in  favour  of  the  plain- 
[^  c:il^  tL&  i^:>.e  present  appellants)  *  and  the  question  of  fact 
b*f:2i;  one  upon  which  out  of  consideration  for  the  defend- 
da:,  tixtj  Yick-OulXCKLLOR  directed  an  inquiry,  I  think  your  Lord- 
$u  ;*;*  wi.II  ocactir  with  me  in  thinking  that  the  judgment  of  the 
Lv^tc^  Jv^rtCKS  su;sj>»nding  the  decree  of  the  Vice-Chancellor,  and 
:jt.»ttv'  :i^  :ije  riiiiicid's  at  large  into  a  Court  of  law,  is  a  judgment 
^'ixii  ijv  waollv  incipplioable  to  the  facts  of  the  case  when  they 
ire  7r-*tx»rlv  tiavierjt*.HxL 

I  ivi^i?  bvirvllv  anything  more  to  detain  your  Lordships  upon, 
^\-,\v5  ;Iic  cotj^nrutiv^a  thut  I  think  that  a  greater  amount  of  accu- 
-Hv.^  .*v;-'i;  :o  ba\vf  be^n  introduced  into  the  decree  in  one  particu- 
^%*  .t  ;,icu^a  15  was  not  made  a  subject  of  complaint  by  the 
4  ::v  vi'^;^  You  will  observe  that  in  the  decree  of  the  Vice-Chan- 
v^  ,.v  .i»  ;>sccv  is  a  dev-laration  that  the  defendant  and  his  partner 
^v^v  nv^  ca::;IevL  ^and  that  defendant  is  not  entitled  to  use  any 
5t  v4v  ^  tc  ut  thv"^  cvuistruction  of  which  the  same  inventions,  or  any 
vi  ;'-v'  tt>  v*r  Atiy  iux'eutions  only  colourably  diflfering  therefrom, 
:<>v%  :  hviw  Kvtt  employed  without  paying  the  same  royalty,"  &c. 
t'io  %  >v  *e  vKvrw  is  of  course  founded  upon  the  continuance  of  the 
c\><i  'cv  t\ vsiUv»u  of  licensor  and  licensee;  for  it  is  an  idle  distino- 
v;v  a  %N\\  is  attempted  to  be  set  up  by  the  respondent  that  he 
u  viv'v^  .i^i  sV^rvvuieut  and  did  not  take  a  licence.  In  the  instruments 
vn-  \k'v.,  h  tic  ts  A  t>Art\\  made  between  himself  and  those  persons 
\s^o  ov  vktVuvlmts  iu  the  action  at  law,  namely.  Sharp,  Stewart^ 
vK  v\^.  ^v'  vlcc<vttlvs  this  very  agreement  as  being  a  licence;  but 
v'^.vx  I  v\i' V  Knti^^  the  foundation  of  the  claim,  and  being  of  course 
vK.v  wu'H.*''V  bv  the  vlefendant  at  pleasure  if  he  chose  to  put  an 
^^.\  1^  |ht%i  Iwuvw  it  follows  that  the  present  appellants,  if  he 
^^^HM^VNt  K*  u>^  the  machines,  must  treat  him  only  as  a  person 
ijg(^^,|ll|i|i^  l*oiv  ^viteiit  right;  and  I  would,  therefore,  submit  to 
\^m^  ^%mh^^'']'«  '--^^  ^^^i^  g^Mieral  declaration,  which  is  unlimited  in 
m^%  sJ  lU**^  <*^kI  Uv>t  vviitiutnl  to  the  duration  of  the  licence,  ought 
^h  h^\^  Kvik  v^vi.ilit\v\l  by  the  introduction,  after  the  words  that 
%s^  K*I^^U«u  iH  uot  outitlevl»  of  some  such  words  as  these,  "whilst 

%^^|IAilM^  U*  u>e  the  machines  bought  of  the  plaintiffs  under 
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the  agreement,  or  during  the  continuance  of  the  agreement  between 
the  defendant  and  the  plaintiffs."  That  alteration  will,  I  think, 
limit  the  declaration  under  that  decree  within  its  proper  confines ; 
but  that  alteration  ought  not,  as  I  humbly  submit  to  your  Lord- 
ships, to  aJBfect  the  question  of  costs.  Therefore  I  submit  to  your 
Lordships  that  the  order  of  the  Lords  Justices  ought  to  be  dis- 
charged, and  the  petition  of  re-hearing  presented  to  the  Lords 
Justices  by  the  respondent  be  dismissed,  with  costs. 

Lord  Chelmsford.  —  My  Lords,  your  Lordships  are  under  the 
disadvantage  in  this  case  of  not  knowing  exactly  the  reasons  which 
induced  the  Lords  Justices  to  come  to  the  conclusion,  that  the 
decree  of  the  Vice-Chancellor  ought  to  be  suspended,  with  liberty 
to  the  plaintiffs  to  bring  such  action  as  they  might  be  advised; 
but  of  course  they  must  have  been  of  opinion  that  the  case  was 
not  ripe  for  such  a  decree  as  the  Vice-Chancellor  had  pronounced. 
Whether  their  Lordships  were  right  or  wrong  in  that  conclusion 
must  of  course  depend  upon  what  was  the  nature  of  the  question 
to  be  determined  between  the  parties,  and  what  was  the  evidence 
before  the  Vice-Chancellor  upon  the  hearing. 

Now  it  is  unnecessary  to  consider  very  closely  what  was  the 
exact  character  of  the  agreement  between  the  parties,  whether  it 
was,  as  the  appellants  allege,  a  grant  of  a  licence,  or,  as  the 
respondent  alleges,  an  agreement  to  use  the  looms  to  be  supplied 
by  the  appellants,  and  the  patent  inventions  embodied  therein.  It 
will  be  quite  suflBcient  to  take  the  admission  of  the  respondent 
himself,  as  found  in  paragraphs  14  and  23  of  his  answer.  In  the 
14th  paragraph  he  says,  "I  have  since  carried  on  and  am  now 
carrying  on  the  said  business,  and  have  manufactured  and  am  now 
manufacturing  carpets  by  means  of  the  said  looms  supplied  to  my 
said  late  firm  by  the  plaintiffs  as  aforesaid,  and  according  to  the 
principles  of  their  alleged  patent  inventions  so  far  as  their  said 
looms  embody  the  same,  and  also  by  means  of  looms  purchased  by 
my  said  late  firm  and  by  myself,  and  now  used  by  me,  of  the  said 
Messrs.  Sharp,  Stewart,  &  Co."  And  in  the  23rd  paragraph  he 
denies  that  he  is  acting  under  such  licence,  and  he  says,  **  I  submit 
that  the  agreement  under  which  I  purchased,  and  make  use  of  the 
looms  so  supplied  by  the  plaintiffs  as  aforesaid,  extends  to 
all  Carpets  manufactured  by  means  *  of  looms  which  em-  [*  623] 
body  the  inventions  embodied  in  the  plaintiffs*  said  looms, 


766  PATENT. 

Ko.  56.  —  Crotiley  and  othon  ▼.  Dixon,  82  L.  J.  CIl  828. 

SO  far  as  the  plaintiffs  are  entitled  to  the  exclusive  use  or  applica- 
tion of  such  inventions,  and  whether  such  looms  are  or  were  con- 
structed by  the  plaintiffs  or  by  any  other  person  or  persons." 

The  question,  I  apprehend,  is  not  whether  the  respondent  is 
at  liberty  to  dispute  the  right  of  the  appellants  to  their  patent 
inventions,  but  whether  being  under  an  agreement  to  pay  cer- 
tain royalties  for  goods  manufactured  by  the  appellants'  looms, 
and  any  other  looms  embodying  their  inventions,  he  is,  while  that 
agreement  is  subsisting,  at  liberty  to  use  those  inventions,  and  to 
refuse  to  pay  the  royalties.  Now  I  apprehend  that  he  cannot  do 
so.  He  cannot  act  under  the  agreement,  and  at  the  same  time 
repudiate  it.  He  may,  if  he  pleases,  put  an  end  to  the  agreement, 
and  he  may  use  the  machines  which  he  has  purchased  from  the 
appellants,  but  he  must  do  so  at  his  peril ;  he  must  do  so  under 
the  liability  to  be  treated  as  an  infringer,  and  to  be  subject  to  an 
action  for  damages  for  that  infringement  That  being  the  case,  I 
apprehend  that  the  only  question  which  is  in  dispute  between  the 
parties  is,  whether  the  machines  of  Sharp  &  Co.,  which  are  used 
by  the  respondent,  are  identical  with  the  machines  which  embody 
the  patent  inventions  of  the  appellants.  Now  upon  that  subject 
the  evidence  is  clear  and  conclusive,  and  it  consists  of  a  very  few 
utops.  It  appears  that  there  was  a  Mr.  Talbot,  who  was  a  licensee 
of  the  appellants*  inventions,  and  who  also  used  Sharp  &  Co.'s 
ninohincs.  An  action  was  brought  against  him  by  the  appellants 
ft»r  n^valties  in  respect  of  the  use  of  Sharp  &  Co.'s  machines. 
Tlittt  action  was  referred  to  arbitration,  and  before  the  arbitrator 
A  uuhIoI  was  produced,  which  was  proved  to  be  an  exact  model  of 
tho  nmohines  of  Sharp  &  Co.,  which  were  used  by  Mr.  Talbot,  the 
di^fouilunt.  An  award  was  made  against  Mr.  Talbot,  and  he  was 
i»nlonHl  to  pay  royalties  to  the  amount  of  between  £900  and 
.CHHU).  Upon  the  hearing  of  this  case  before  the  Vice-Chan- 
I'ni.ou,  that  very  model  which  had  been  produced  before  the 
lul'Hrutor  in  the  action  against  Mr.  Talbot,  was  again  produced, 
hhil  It  \vu»  proved  that  it  was  a  model  of  the  machines  of  Sharp 
^  i\i.,  whioh  the  respondent  was  using;  and  there  was  scientific 
uvUImu^'*^  ^iveu  to  show  that  those  machines  of  Sharp  &  Co.  were 
liiMhitiouH  of  the  appellants'  machines  in  several  particulars. 
Nu\v,  to  this  evidence  there  was  no  answer  whatever  given.  The 
tititHMulout  Htatod  that  he  had  not  scientific  knowledge  sufiBcient 

iii.i.  whether  Sharp  &  Co.'s  machines  were  in  principle,  and  in 
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mode  of  operation  similar  to  the  appellants' ;  but  he  said  that  he 
was  using  those  machines  of  Sharp  &  Co.  under  the  patent  of  a 
person  of  the  name  of  Weild.  Weild  made  an  afi&davit  in  the  case, 
but  he  merely  stated  that  the  apparatus  in  his  machines  in  one 
particular  did  not  resemble  the  appellants'  patent  machines, although 
it  had  been  proved  that  in  four  or  five  different  particulars,  Sharp 
&  Co.'s  machines  were  similar  to  those  of  the  appellants. 

But  in  addition  to  this,  I  think  it  becomes  most  important  when 
we  have  to  consider  what  is  the  evidence  before  the  Vice-Chan- 
CELLOR,  to  look  at  the  terms  of  those  licences  that  were  granted 
by  Sharp  &  Co.  to  the  respondent,  because  Sharp  &  Co.  are  the 
real  defendants  in  this  case.  Now  in  those  licences  of  Sharp  & 
Co.  the  respondent  admits  that  he  is  working  under  certain  patent 
inventions,  the  property  of  Messrs.  Crossley  &  Co.,  and  he  agrees 
to  pay  a  certain  royalty  to  Sharp  &  Co.  for  the  use  of  their 
machines,  so  long  as  the  appellants  continue  to  have  the  right 
under  their  patents,  and  it  is  also  agreed  that  the  amount  of  that 
royalty  shall  be  diminished  to  the  extent  to  which  the  appellants 
from  time  to  time  may  diminish  the  royalty  payable  by  the  re- 
spondent to  them.  Now  can  it  be  doubted  for  one  moment  that 
here  was  ample  evidence,  evidence  uncontradicted,  that  there  was 
an  exact  similarity  between  the  machines  of  Sharp  &  Co.  and  the 
machines  of  the  appellants  ? 

Then  I  cannot  help  thinking  that  that  which  was  stated  by  the 
learned  counsel  for  the  appellants  is  perfectly  correct  That  they 
were  entitled  to  a  declaration  by  the  Vice-Chancellor  that  there 
was  this  perfect  resemblance  between  the  machines,  and  that  an 
account  might  be  taken  upon  that  footing  without  any  inquiry. 
But  the  Vice-Chancellor,  although  he  admitted  that  the  evi- 
dence was  very  strong  if  not  conclusive,  and  was  evidence  which 
he  said  was  uncontradicted,  yet  stated  that  he  thought  it 
•would  be  safer  to  direct  an  inquiry.  Therefore  an  [*624] 
inquiry  was  directed.  But  it  is  an  inquiry  which  the 
respondent  certainly  has  no  right  to  complain  of,  because  it  is  one 
entirely  for  his  benefit. 

I  therefore  agree  in  the  opinion  which  has  been  expressed  by 
the  noble  and  learned  Lord  on  the  woolsack  that  the  decree  of 
the  Lords  Justices  cannot  be  confirmed,  and  that  the  decree  of  the 
Vice-Chancellor  must  be  aflBrmed  with  the  alteration  which  has 
been  suggested  by  the  noble  and  learned  Lord. 
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Lord  KlSGSDOWK.  —  My  Lords,  I  quite  agree  in  the  judgment 
which  has  been  proposed,  and  I  have  nothing  to  add  to  the  obser- 
▼ations  which  have  been  made. 

Order  appaxledfrom  revened. 

ENGLISH  NOTES. 

The  same  principle  is  applied  (besides  the  cases  referred  to  in  the 
judgment  in  CrossUy  v.  Dixon,  supra)  by  the  judgment  of  the  Houi^  of 
Lords  in  a  Scotch  case,  Baird  v.  XeiUan  (1842),  8  CI.  &  Fin.  72^ 
arising  ont  of  the  use  under  licence  of  blast-furnaces;  and  bj  the  Court 
of  Common  Pleas  in  Troiman  v.  FFood  (18«),  16  C.  B.  (X.  S.)  479; 
and  again  bj  the  House  of  Lords  in  Clark  v.  Adie  (second  appeal 
1877),  2  App.  Cas.  423,  46  L.  J.  Ch.  598. 

On  a  similar  principle  it  has  been  held  no  defence,  in  an  action  for 
penalties  for  counterfeiting  the  mark  of  a  patentee  (under  5  &  6  Will. 
IV.  c.  83,  s.  7),  to  plead  that  the  patent  is  void  for  want  of  novelty. 
Myers  Y.  Baker  (1858),  3  H.  &  X.  802,  28  L.  J.  Ex.  90.  The  105th 
section  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883  (46  &  47 
Vict.  c.  57),  is  somewhat  different,  and  imposes  penalties  generally,  for 
representing  as  ''patented,"  Ac.,  articles  for  which  no  patent  has  been 
obtained. 

Tbe  judgment,  in  an  action  for  infringement,  that  the  patent  is 
invalid,  does  not  create  an  estoppel  against  the  patentee  in  an  action 
for  revocation  of  the  patent.  In  re  Deeletfs  Patent  (C.  A.),  1895, 1  Ch. 
687,  64  L.  J.  Ch.  480,  72  L.  T.  702,  43  W.  K.  517.  But  where,  in  an 
action  for  infringement,  issues  both  as  to  the  validity  and  as  to  the 
infringement  were  raised,  and  the  plaintiff  succeeded  upon  the  issue  of 
validity,  but  failed  to  prove  infringement,  the  defendant  was  held  to  be 
estopped,  in  a  subsequent  action  for  later  improvements,  from  again 
contesting  tbe  validity.  Shoe  Machinery  Co.  v.  Cutlany  1896>,  1  Ch. 
667,  65  L.  J.  Ch.  314,  74  L.  T.  166. 

Where  there  is  a  licence  by  deed,  the  licensee  is  estopped  also  for 
another  reason ;  namely,  that  he  is  not  entitled  to  deny  what  is  recited 
in  the  deed,  or  to  go  into  any  question  of  consideration  otherwise  than 
to  prove  fraud  or  eviction.  See  Bo\cman  v.  Taylor  (1834),  Xo.  6  of 
"Estoppel,"  11  R.  C.  48,  55;  Cutler  y.  Bower  (1848),  11  Q.  B.  973, 
17  L.  J.  Q.  B.  217;  Sxnith  v.  Scott  (1859),  6  C.  B.  (N.  S.)  771,  28 
L.  J.  C.  P.  325  ;  Webster  v.  Kewsome  (1860),  5  H.  &  N.  42. 

Where  the  claim  in  a  patent  is  capable  of  two  constructions,  the 
licensee  may  insist  upon  the  constmction  which  would  make  the  patent 
good.     Troitman  v.  Wood  (1864),  16  C.  B.  (N.  S.)  479. 

If  a  patentee  becomes  bankrupt,  and  tbe  trustee  in  bankruptcy 
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assigns  the  patent,  the  patentee  is  not  estopped  from  afterwards  deny- 
ing, &q  against  the  assignee,  the  validity  of  the  patent.  Cropper  v. 
Smith  (H.  L.  1886),  10  App.  Cas.  249. 

AMERICAN  NOTES. 

The  United  States  Revised  Statutes,  sect.  4895,  enables  the  assignee  of  an 
inventor  or  discoverer  to  obtain  a  patent  or  a  reissae  of  the  patented  invention 
after  his  assignment  is  recorded  in  the  Patent  Office;  the  application  in  such 
case  for  the  patent  or  for  a  reissue  is  to  be  made  and  sworn  to  by  the  inventor 
or  discoverer.  By  sect  4896,  an  inventor's  executor  or  administrator  may, 
in  case  of  his  death,  apply  for  and  obtain  a  patent,  which  is  to  be  held  in  trust 
for  the  heirs  or  devisees.  Sect.  4898  provides  that "  every  patent  or  any  inter- 
est therein  shall  be  assignable  in  law,  by  an  instrument  in  writing;  and  the 
patentee  or  his  assigns  or  legal  representatives  may,  in  like  manner,  grant  and 
convey  an  exclusive  right  under  his  patent  to  the  whole  or  any  specified  part 
of  the  United  States.  An  assignment,  grant,  or  conveyance  shall  be  void  as 
against  any  subsequent  purchaser  or  mortgagee  for  a  valuable  consideration, 
without  notice,  unless  it  is  recorded  in  the  Patent  Office  within  three  months 
from  the  date  thereof.''  By  sect.  4899,  ^^  Every  person  who  purchases  of  the 
inventor,  or  discoverer,  or  with  his  knowledge  and  consent  constructs  any 
newly  invented  or  discovered  machine,  or  other  patentable  article,  prior  to  the 
application  by  the  inventor  or  discoverer  for  a  patent,  or  who  sells  or  uses  one 
so  constructed,  shall  have  the  right  to  use,  and  vend  to  others  to  be  used,  the 
specific  thing  so  made  or  purchased,  without  liability  therefor." 

Upon  sect.  4895,  see  Whitcomh  v.  Spring  Valley  Coal  Co.,  47  Federal  Rep. 
652. 

In  order  to  entitle  any  of  the  four  classes  of  persons  designated  in  the  last 
of  these  provisions  to  use  and  vend  the  newly  invented  machine  or  article,  it 
must  originally  have  been  either  purchased  from  the  inventor,  or  else  con- 
structed with  his  knowledge  and  consent,  before  his  application  for  a  patent; 
the  implied  licence  conferred  by  this  section  sets  the  specific  machine  free 
from  the  monopoly  of  the  patent  in  the  hands  of  any  person,  as  if  that  person 
were  the  lawful  assignee  of  one  holding  the  machine  under  a  purchase  or  an 
express  and  unrestricted  license  from  the  inventor.  JVade  v.  Metcalf,  129  United 
States,  202;  Dable  Grain  Shovel  Co.  v.  Flint,  137  id.  41.  Hence  a  patentee 
who  has  once  received  a  royalty  upon  his  device,  cannot  treat  the  subsequent 
seller  or  user,  or  his  assignee,  as  an  infringer.  Morgan  Envelope  Co.  v. 
Albany  Perforated  Wrapping  Paper  Co.,  152  United  States,  425,  432. 

Under  sect.  4896,  stated  above,  it  is  not  necessary  that  a  patent  issued  to 
an  executor  should  state  that  it  is  in  trust,  that  being  created  by  and  a  result 
of  the  statute.  Northwestern  Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Ex- 
tinguisher Co.,  1  Banning  &  Arden,  Patent  Cases,  177 ;  Stimpson  v.  Rogers,  4 
Blatchford  (U.  S.),  333.  In  case  of  amendment  of  the  specifications  after  the 
patentee's  death,  upon  his  application  therefor,  the  executor  or  administrator 
is  to  make  the  new  application  and  oath.  Eagleton  Manuf.  Co.  v.  West,  (fc. 
Manuf.  Co.,  Ill  United  States,  490.  But  if  the  original  application  remains 
in  substance  unchanged,  a  new  application  or  oath  is  not  essential  to  the 
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jurisdiction.  De  Tax  Vergne  Refrigerating  Machine  Co.  v.  Featherstonet  147 
United  States,  209,  227.  The  executor  has  the  full  authority  of  a  trustee  as 
to  suing  upon  a  patent  granted  to  him  as  such,  and  objections  to  hid  authority 
can  only  be  made  by  plea  in  abatement.  Rubber  Co.  v.  Goodyear,  9  Wallace 
(U.  S.),  788. 

Litigation  in  America  has  more  frequently  arisen  as  to  the  assignments 
and  licenses  authorized  by  sect.  4898,  above  cited.  The  monopoly  granted  is 
an  entire  thing;  the  patentee  or  his  assigns  may,  by  instrument  in  writing, 
assign,  grant,  and  convey,  either,  1st,  the  whole  patent,  comprising  the  ex- 
clusive right  to  make,  use,  and  vend  the  invention  throughout  the  United 
States ;  or  2nd,  an  undivided  part  or  share  of  that  exclusive  right;  or  3rd,  the 
exclusive  right  under  the  patent  within  and  throughout  a  specified  part  of 
the  United  States.  Any  of  these  transfers  is  an  assignment,  and  vests  in 
the  assignee  a  title  to  so  much  of  the  patent  itself,  with  a  right  to  sue  infring- 
ers ;  in  the  second  case,  jointly  with  the  assignor ;  in  the  first  and  third  cases, 
in  the  name  of  the  assignee  alone;  but  any  assignment  or  transfer  short  of 
one  of  these  is  a  mere  license,  giving  the  licensee  no  title  in  the  patent,  and 
no  right  to  sue  at  law  in  his  own  name  for  an  infringement.  Waterman  v. 
Mackenzie,  138  United  States,  252,  255;  Pope  Manuf.  Co.  v.  Gormtdly  Manuf. 
Co.,  144  United  States,  248,  251 ;  Clement  Manuf.  Co.  v.  Upnon  j-  Hart  Co., 
40  Federal  Rep.  471,  472.  Even  before  the  grant  of  a  patent  an  inventor  has, 
according  to  Massachusetts  decisions,  a  qualified  property  in  his  invention 
which  is  assignable,  and  which  may  have  a  value,  and  thus  serve  as  a  consider- 
ation for  a  promise  to  pay  for  a  transfer  and  sale ;  so  a  license  to  use  an  in- 
vention may  be  given  before  the  gi-anting  of  a  patent,  and  if  acted  on  by 
applying  the  invention  to  machines  and  mechanisms  constructed  before  the 
granting  of  the  patent,  it  will  avail  to  protect  the  licensees  in  their  use  after- 
wards ;  such  license  and  an  implied  promise  to  pay  a  reasonable  compensation 
therefor  may  be  infeiTed  from  circumstances.  See  Burton  v.  Burton  Stock 
Car  Co.,  171  Massachusetts,  437;  Margraves  v.  A.  B.  Pitkin  Mack.  Co.,  19 
Rhode  Island,  426.  But  see  Kirk  v.  United  States,  163  United  States,  49,  55. 
In  New  York  it  is  held  that  the  above  provision  (sect.  4898)  does  not  apply 
to  unpatented  inventions.     Jones  v.  Reynolds,  120  New  York,  213. 

In  Ball  §•  Socket  Fastener  Co.  v.  Cohn,  90  Federal  Rep.  664,  it  was  held 
that  unlawful  competition  before  and  after  the  issuance  of  the  patent  are  dis- 
tinct grounds  of  suit,  making  a  bill  in  equity  multifarious,  if  it  unites  them. 

An  agreement  .for  the  sale  of  an  interest  in  an  invention,  either  before  or 
after  a  patent  is  issued  therefor,  is  not  within  the  Statute  of  Frauds,  as  a  sa^e 
of  "  goods,  wares,  or  merchandise."  Somerby  v.  Buntin,  1 18  Massachusetts,  279 ; 
but  see  Browne  on  the  Statute  of  Frauds  (5th  ed.),  §  298.  As  to  licenses  not 
to  be  performed  within  a  year,  see  ibid. ;  Buhl  v.  Stephens,  84  Federal  Rep. 
922. 

Although  this  statute  requires  the  assignment  to  be  in  writing,  yet  oral 
agreements,  especially  those  involving  a  trust  directly  or  by  implication,  may 
create  equitable  interests  in  a  patent.  Spears  v.  Willis,  151  New  Y'ork,  448. 
And  a  verbal  contract  for  the  sale  or  assignment  of  the  right  to  secure  a  patent 
may  be  valid  and  be  specifically  enforced  in  equity,  notwithstanding  this  sec- 
tion or  the  Statute  of  Frauds.     Dalzell  v.  Dueber  Watch- Case  Manuf  Co.,  149 
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United  States,  315,  320.  But  a  verbal  assignment  has  no  effect  as  against  a 
later  assignee  who  claims  under  a  written  assignment,  and  has  not  notice  of 
such  verbal  assignment.  Gates  Iron  Works  v.  Frasser,  153  United  States,  332. 
An  assignment  need  not  be  sealed,  nor,  as  between  the  parties,  need  it  be 
recorded  within  the  three  months  named  in  the  statute.  Brooks  v.  Byam^  2 
Story  (U.  S.),  525;  Perry  v.  Corning,  7  Blatchford  (U.  S.),  195. 

A  license  need  not  be  recorded.  Brooks  v,  Byam,  supra;  Chambers  v. 
Smith,  5  Fisher's  Patent  Cases  (U.  S.),  12;  Peoria  Malting  Co.  v.  Davenport 
Grain  Sf  Malt  Co.,  68  111.  App.  104.  As  to  licenses,  see  American  Graphophone 
Co.  V.  Walcutty  87  Federal  Rep.  556 ;  Buhl  v.  Stephens,  84  id.  922 ;  Earll  v. 
Metropolitan  St.  Ry.  Co ,  85  id.  214 ;  Waldo  v.  Am^can  Soda  Fountain  Co., 
92  id.  623;  Tubular  Rivet  §*  Stud  Co.  v.  O'Brien,  93  id.  200;  Pelzer  v.  Bing- 
hampton,  95  id.  823 ;  Hurd  v.  Gere,  50  New  York  Supplement,  235 ;  Skidmore  v. 
Fahys  Watch-Case  Co.,  id.  1016 ;  Rhodes  v.  Ashurst,  176  Illinois,  351.  A  license 
to  make  the  patented  article  is  primd  facie  implied  in  a  license  to  use  it. 
Edison  Electric  Light  Co.  v.  Peninsular  Light,  Power,  Sf  Heat  Co.,  95  Federal 
Rep.  669.  Licenses,  though  containing  express  stipulations  for  their  forfeit- 
ure, are  not  ipso  facto  forfeited  upon  condition  broken,  but  remain  operative 
and  pleadable  until  condition  broken.  Standard  Dental  Manuf  Co.  v.  National 
Tooth  Co.,  95  Federal  Rep.  291;  Hanifen  v.  Lupton,  id.  465. 

The  assignment  may  be  made  under  a  judicial  sale  by  a  master  in  Chancery. 
Edison  Electric  Light  Co.  v.  New  Haven  Electric  Co.,  35  Federal  Rep.  233; 
Wilson  V.  Martin-Wilson  Fire- Alarm  Co.,  151  Massachusetts,  515. 

Patent  rights  are  not  subject  to  sale  on  execution,  but  the  owner  may,  by 
bill  in  equity,  be  required  to  assign.  McCulloh  v.  Association  Horlogere  Suisse, 
45  Federal  Rep.  479  ;  Ashcroft  v.  Walworth,  Holmes  (U.  S.),  152;  Peterson  v. 
Sheriff,  115  California,  211. 

One  of  several  co-owners  of  a  patent  may  recover  damages  for  its  infringe- 
ment, although  another  co-owner  has  executed  an  assignment  and  release  of 
such  damages.  Lalance  Sf  Grosjean  Manuf.  Co.  v.  Haberman  Manuf  Co.,  93 
Federal  Rep.  197. 

The  sale  of  a  patented  article  by  an  assignee  within  his  territory  carries 
the  right  to  use  it  everywhere,  notwithstanding  the  knowledge  of  both 
parties  that  a  use  outside  of  the  temtory  is  intended.  Adams  v.  Burke,  17 
Wallace  (U.  S.),  453  ;  Hobbie  v.  Jennison,  149  United  States,  355.  When 
sued  in  equity  for  infringement,  the  assignor  of  a  patent  is  estopped  to  aver 
or  prove,  as  against  his  assignee,  that  the  assigned  patent  is  wanting  in  inven- 
tion, utility,  or  novelty  ;  the  assignor  does  not,  however,  impliedly  warrant  or 
assure  the  scope  or  extent  of  an  improvement  which  the  patent  purports  to 
secure.  Griffith  v.  Shaw,  89  Federal  Rep.  313;  Missouri  Lamp  §•  Manufac- 
turing Co.  V.  Stempel,  75  id.  583;  Daniel  v.  Miller,  81  id.  1000.  If,  however, 
the  assignor  is  the  assignee's  employee,  and  both  are  made  defendants  in  a 
suit  for  infringement,  these  questions  are  open  to  contest.  Boston  Lasting- 
Machine  Co.  V.  Woodward,  82  Federal  Rep.  97. 

The  validity  of  a  patent  cannot  be  determined  in  a  suit  against  a  licensee 
for  royalties,  nor  can  the  holder  of  a  license  deny  the  validity  of  a  patent  right 
which  he  enjoys  under  it.  Moore  v.  National  Water-Tube  Boiler  Co.,  84  Federal 
Rep.  346 ;  Illinois  Watch-Case  Co.  v.  Ecaubert,  177  Illinois,  587. 
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RULE. 

A  SPECIFICATION  foF  an  impracticable  generality  cannot, 
by  a  disclaimer  (or  amendment),  be  made  good  so  as  to 
apply  to  a  particular  manufacture  which  could  not  be 
discovered  from  the  specification  without  experiment, 
although,  when  discovered,  it  appears  to  be  within  the 
general  description. 

Bakton  v.  Smith. 

85  L.  J.  0.  P.  4»-59  (a.  c.  11  H.  L.  Gas.  223). 

[49]  Patent  —  Specification.  —  Disclaimer. 

A  disclaimer  cannot  be  made  nse  or  for  the  purpose  of  converting  a  barren 
and  unprofitable  generality  in  a  specification  into  a  specific  practical  description, 
or  to  convert  that  which  upon  the  description  in  the  specification  is  not  applica- 
ble to  any  one  definite  form  into  a  description  applicable  to  a  specific  and  definite 
mode  of  proceeding.  The  object  of  the  Act  authorising  disclaimers  is,  that  where 
a  specification  containing  a  sufficient  and  good  description  of  a  useful  invention 
is  imperilled  by  reason  of  the  description  having  something  annexed  to  it  which 
is  capable  of  being  severed,  leaving  the  original  description  good  and  sufficient, 
without  the  necessity  of  addition,  —  (except  of  such  slight  additions  only  as  may 
be  required  to  render  intelligible  that  which  remains),  —  the  vicious  excess  may 
be  lopped  off  by  a  disclaimer. 

Therefore,  where  the  specification  of  a  patent  for  improvements  in  emboss* 
ing  and  finishing  woven  fabrics  alleged  the  invention  to  consist  in  the  use  of 
rollers  having  any  design  grooved,  fluted,  engraved,  milled,  or  otherwise  indented 
upon  them,  and  the  disclaimer  which  was  afterwards  filed  stated  that  the  effect 
desired  could  only  be  produced  by  the  use  of  a  certain  species  of  roller  not  par- 
ticularly described  in  the  specification  (namely  a  roller  of  hard  metal  or  other 
suitable  material  having  circular  grooves  around  ita  surface),  and  all  other 
rollers  were  disclaimed,  such  disclaimer  was  held  to  be  bad. 

This  was  an  action  brought  to  recover  damages  against  the 
defendant  for  the  infringement  of  letters  patent  granted  to  the 
plaintiff  on  the  23rd  of  November,  1858,  for  an  invention,  in- 
tituled, "  Improvements  in  embossing  and  finishing  woven  fabrics, 
and  in  the  machinery  or  apparatus  employed  therein ;  *  and  which 
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title  was,  on  the  27th  of  January,  1860,  altered  by  "  disclaimer 
and  memorandum  of  alteration,  *  so  as  to  be  in  these  words,  *'  Im- 
provements in  embossing  and  finishing  woven  fabrics.  * 

The  declaration  alleged  the  giunting  of  the  letters  patent,  the 
filing  of  the  specification  and  of  a  disclaimer,  and  an  infringement 
of  the  patent  by  the  defendant 

Pleas  —  first,  not  guilty ;  second,  that  the  plaintiff  was  not  the 
true  and  first  inventor  of  the  supposed  invention ;  third,  that  the 
supposed  invention  was  not  new;  fourth,  that  the  plaintiff  did 
not,  within  the  time  prescribed,  file  an  instrument  particularly 
describing  and  ascertaining  the  nature  of  the  supposed  invention, 
and  in  what  manner  it  was  to  be  performed ;  fifth,  that  the  dis- 
claimer extended  the  exclusive  right  granted  by  the  letters  patent ; 
sixth,  that  the  supposed  privilege  was  not  a  privilege  of  the  sole 
working  or  making  of  any  manner  of  manufacture. 

The  plaintiff  joined  issue  on  all  the  pleas. 

The  plaintiff  had  obtained  a  grant  of  letters  patent  for  *  im- 
provements in  embossing  and  finishing  woven  fabrics,  and  in  the 
machinery  and  apparatus  employed  therein.  • 

In  the  specification  be  particularly  described  his  invention 
thus :  '  I  employ  a  roller  of  metal,  wood,  or  other  suitable  mate- 
rial, and  groove,  flute,  engrave,  mill,  or  otherwise  indent  upon  it 
any  desired  design,  and  cause  it  to  revolve  with  a  bowl  or  bowls 
of  paper  or  other  substance,  and  by  means  of  gearing,  well  known 
to  mechanics,  I  give  the  circumference  of  the  pattern  roller  a 
quicker  motion  than  the  circumference  of  one  of  the  bowls,  so  as 
to  obtain  a  f rictional  action  upon  the  surface  of  the  fabric 
as  well  as  pressure,  so  that  •  if  the  fabric  is  moved  trans-  [*  50] 
versely  when  fed  into  the  machine,  an  indefinite  number 
of  watering  patterns  may  be  given  to  the  fabric  at  one  operation 
or  passage ;  but  if  two  operations  be  given,  moire-antique  or  other 
varieties  may  be  obtained,  which  can  be  still  further  varied  as  de- 
sired, according  to  the  number  of  times  the  fabric  is  allowed  to  pass 
through  the  machina  In  addition  to  the  variety  of  the  pattern,  a 
bright  finish  or  lustre  is  given  to  the  fabric  by  means  of  the  fric- 
tion or  rubbing  action  of  the  two  surfaces  of  the  roller  and  bowl.  " 

The  plaintiff  claimed  as  his  invention  "  the  employment  of 
grooved,  fluted,  engraved,  milled,  or  otherwise  indented  rollers  of 
metal,  wood,  or  other  suitable  material,  driven  at  a  greater  speed 
than  the  bowl  or  bowls  connected  with  them,  so  as  to  exert  a 
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rubbing  or  friction  upon  the  fabric  submitted  to  their  action,  and 
thereby  produce  an  indefinite  variety  of  pattern  as  weU  as  a 
bright  finish  or  lustre.' 

The  plaintiff  afterwards,  finding  that  the  invention  could  not 
work  except  with  rollers  of  certain  patterns,  filed  a  disclaimer 
limiting  the  title  of  the  invention  to  "  improvements  in  embossing 
and  finishing  woven  fabrics,*  and  proceeded :  '  I  disclaim  the  use 
of  any  pattern  rollers  in  performing  my  invention,  except  those 
which  are  made  of  metal  or  other  suitable  material,  and  have 
circular  grooves,  flutes,  or  indentations  made  around  their  sur- 
faces; and  I  also  disclaim  the  use  of  any  other  description  or 
design  upon  the  surfaces  of  such  rollers,  except  such  circular 
grooves,  flutings,  or  indentations  as  aforesaid,'  &c.,  and  he  de- 
scribed his  invention  in  these  words :  "^  I  employ  a  roller  of  hard 
metal  or  other  suitable  material,  and  make  grooves,  flutes,  or 
indentations  around  it,  and  cause  it  to  revolve  with  a  bowl  or 
bowls  of  paper,  or  other  suitable  substance,  and  by  means  of  gear- 
ing, well  known  to  mechanics,  I  give  the  circumference  of  the 
pattern  roller  a  quicker  motion  than  the  circumference  of  one  of 
the  bowls,  so  as  to  obtain  a  frictional  action  upon  the  surface  of 
the  fabric  as  well  as  pressure.  If  the  grooves,  flutes,  or  indenta- 
tions around  the  roller  are  as  numerous  as  the  warp-threads  in  the 
fabric  to  be  operated  upon,  or  nearly  so,  or  if  the  fabric  has 
already  passed  through  between  the  roller  and  the  bowl,  and  the 
fabric  has  slight  transverse  motions  given  to  it  when  fed  into  the 
machine,  an  indefinite  number  of  watering  patterns  may  be  given 
to  the  fabric  at  one  operation  or  passaga  If  further  operations 
be  given  varying  the  extent  of  the  transverse  motions,  moire- 
antique,  or  other  varieties  may  be  obtained,  which  can  be  further 
varied  as  desired,  according  to  the  number  of  times  the  fabric  is 
allowed  to  pass  through  the  machine.  In  addition  to  the  variety 
of  the  patterns,  a  bright  finish  or  lustre  is  given  to  the  fabric  by 
means  of  the  friction,  or  rubbing  action  of  the  surface  of  the 
roller.  *  And  he  ended  by  claiming  as  his  invention,  *  the 
employment  of  grooved,  fluted,  or  indented  rollers  of  hard  metal, 
or  other  suitable  material,  driven  at  a  greater  speed  than  the  bowl 
or  bowls  connected  with  them,  so  as  to  exert  a  rubbing  or  friction 
upon  the  fabric  submitted  to  their  action,  and  thereby  produce  an  in- 
definite variety  of  pattern  as  well  as  a  bright  finish  or  lustre,*  &a 

According  to  the  eWdence  at  the  trial,  the  process  of  calender- 


B.  C.  VOL.  XX.]      SECT.  X. — DISCLAIMER   (OR  AMENDMENT).  775 

Ho.  56.  —  Balfton  ▼.  Smith,  85  L.  J.  C.  P.  50,  51. 

ing  calico  was  well  known  before  the  plaintiff's  patent  It  was 
effected  by  passing  the  cloth  between  two  rollers  (one  of  which 
was  called  the  bowl),  moving  at  unequal  speeds,  and  the  friction 
on  the  cloth  caused  the  gloss  or  lustre  required.  To  emboss  a 
pattern  on  the  cloth,  the  pattern  was  first  cut  or  engraved  on  the 
roller,  and  then  by  pressure  transmitted  to  the  calico.  The 
pattern  roller  and  bowl  for  this  purpose  moved  with  the  same 
surface  velocity.  In  watered  patterns  so  effected  the  same  pattern 
was  exactly  repeated  on  the  cloth.  The  plaintiff  accidentally  dis- 
covered that  by  giving  a  slight  transverse  motion  to  the  cloth  as 
it  was  passing  between  the  roller  and  the  bowl,  moving  with 
unequal  speeds,  he  could  get  a  glossy  effect  and  a  watered  pattern 
by  one  and  the  same  operation. 

This  experiment  was  made  with  grooved  rollers.  He  thereupon 
took  out  his  patent  Subsequently,  however,  he  found  that  only 
rollers  with  circular  grooves  round  them  would  answer  well,  and 
on  this  he  filed  his  disclaimer.  The  plaintiff's  invention  was 
commercially  useful,  and  produced  on  calico  a  surface  appearance 
like  watered  silk.  The  production  of  glazing  and  a  watered 
pattern  by  one  operation  was  new,  •  and  had  not  been  done  [*  51] 
before.  The  circular  grooves  in  the  plaintiff's  rollers  were 
sixty-four,  sixty-eight,  and  seventy-two  to  the  inch,  about  the 
same  number  as  the  number  of  threads  in  the  warp  of  the  cloth 
operated  upon. 

The  defendant  finished  cloth  by  a  machine  similar  to  the  plain- 
tiff's, but  the  roller  of  his  machine,  instead  of  having  complete 
circular  grooves,  had  a  fine  spiral  cut  round  it  of  about  sixty- 
eight  turns  to  an  inch.  The  defendant's  roller  moved  with  a  less 
velocity  compared  with  the  bowl  than  in  the  plaintiff's  machine. 
The  effect  produced  on  the  cloth  by  so  fine  a  spiral  groove  would 
be  a  little  inferior,  though  hardly  perceptibly  so,  to  that  produced 
by  the  circular  groove. 

The  cause  was  tried,  before  the  Lord  Chief  Justice  Erle  and  a 
special  jury,  in  June,  1860,  when  the  verdict  was  found  for  the 
plaintiff.  A  rule  was  obtained  by  the  defendant  pursuant  to  leave 
reserved  to  have  the  verdict  entered  for  him.  After  argument,  the 
Court  of  Common  Pleas  made  the  rule  absolute  (Nov.  26,  1860), 
directing  the  verdict  to  be  entered  for  the  defendant  on  the  first, 
fourth,  fifth,  and  sixth  issues  (9  C.  B.  (N.  S.)  117). 

The  plaintiff  appealed  against  the   judgment  of  the  Court  of 
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Common  Pleas  to  the  Court  of  Exchequer  Chamber,  when  the 
judgment  of  the  Court  of  Common  Pleas  was  affirmed,  except  so 
far  as  related  to  the  entry  of  the  verdict  on  the  plea  of  not  guiltj 
(11  C.  R  (N.  S.)  471,  31  L.  J.  C.  P.  102). 

Hence  the  present  appeal 

Hindmarch  (Bovill,  with  him),  for  the  appellant,  contended 
that  the  invention,  as  originally  described  in  the  specification  of 
the  plaintiff's  patent;  was  a  good  subject  of  a  patent,  and  that  the 
patent  was  not,  after  the  filing  of  the  disclaimer  and  memorandum 
of  alteration,  void  by  reason  of  any  want  of  novelty  or  utility  in 
the  invention  or  any  insufficiency  in  the  specification  as  altered 
by  the  disclaimer ;  that  any  process  by  which  a  new  result  could 
be  arrived  at  in  less  time  and  at  less  cost  than  it  had  previously 
been  arrived  at  by  the  old  processes  was  the  proper  subject  of  a 
patent :  Crane  v.  Price,  1  Webster's  P.  C.  409 ;  Booth  v.  Kennard, 
1  Hurl.  &  N.  527,  26  L  J.  Ex.  305  (p.  125.  anU)\  In  re  NtwaU 
and  Elliot  and  Glass,  4  C.  B.  (N.  &)  269,  27  L  J.  C.  P.  337  (p. 
485,  ante)\  also,  that  the  omission  of  part  of  a  process  was  a 
proper  subject  for  a  patent :  Russell  v.  Cowley,  1  Webster's  P.  CL 
459 ;  Stdner  v.  Heald,  6  Ex.  607,  20  L.  J.  Ex.  410 ;  Higgs  v. 
Goodvnn,  EL  B.  &  El.  529,  27  L.  J.  Q.  R  421 ;  and  that  in 
Brook  V.  Aston,  8  El.  &  B.  470,  27  L.  J.  Q.  R  145,  there  was  no 
novelty  in  the  application  of  the  old  machinery  to  the  new  pur- 
pose. That  the  specification,  as  amended  by  the  disclaimer  and 
memorandum  of  alteration,  sufficiently  described  and  claimed  a 
part  of  the  invention  originally  described  in  the  specification,  and 
that  the  specification,  as  so  amended,  did  not  claim  anything  not 
previously  described  in  the  specification;  but  that  the  question 
was,  whether  the  invention,  as  altered  by  the  disclaimer,  was  the 
subject  of  a  patent,  not  whether  the  invention,  as  originally 
described,  was  so.  Stocker  v.  Warner,  1  C.  B.  148,  165,  14  L  J. 
C.  P.  90;  Beg,  v.  Mill,  10  C.  B.  379,  392,  20  L.  J.  C.  P.  16. 

Grove  and  T.  Aston,  for  the  respondent,  contended  that  the 
plaintiff's  alleged  invention,  as  described  in  his  original  specifica- 
tion, was  not  the  proper  subject  of  a  patent,  as  it  was  merely  the 
application  of  a  known  contrivance  to  a  new  object:  Zosk  v. 
Hague,  1  Webster's  P.  C.  202 ;  Bro(A  v.  Aston,  8  EL  &  R  470, 
27  L.  J.  Q.  R  145;  Seed  v.  Higgins,  8  EL  &  R  755,  27  L.  J.  Q. 
B.  148,  8  EL  &  B.  755,  27  L  J.  Q.  R  411,  30  L  J.  Q.  R  314; 
that  the  original  specification  did  not  particularly  describe  and 
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ascertain  the  nature  of  any  invention,  nor  the  manner  in  which 
it  was  to  be  performed,  and  was  bad  on  that  account  Morgan  v. 
Seaward,  1  Webster's  P.  G  170,  173.  That  the  plaintiff,  by  his 
disclaimer  and  the  memorandum  of  alteration,  described  and 
claimed  an  alleged  invention  which  was  not  described  at  all  in 
the  original  specification,  or  which,  at  all  events,  diifered 
from  the  invention  *  described  and  claimed  in  the  original  [•  52] 
specification,  and  that  a  disclaimer  and  memorandum  of 
alteration  could  not  be  made  use  of  for  such  a  purpose.  Beg,  v. 
MUl,  10  C.  B.  379,  392,  20  L.  J.  C.  P.  16;  Webster's  Practice  of 
Inventions,  155;  Batemanv.  Gray,  Macrory's  Patent  Cases,  119. 
Hindmarch,  in  reply. 

The  Lord  Chancellor.  —  My  Lords,  the  questions  which  are 
raised  by  this  appeal  are  subjects  of  some  nicety,  and  it  is  there- 
fore right,  under  the  circumstances,  that  the  grounds  of  your 
Lordships'  judgment  should  be  very  distinctly  stated. 

I  will  call  your  attention  first  to  the  issues  raised  on  the  record 
in  the  action  below.  The  first  plea  of  not  guilty  raised  the  ques- 
tion of  infringement  of  the  plaintiff's  patent.  Upon  that  a  ver- 
dict has  been  entered  for  the  plaintifif,  the  plaintifif  in  error,  and 
that  has  not  been  attempted  to  be  disturbed  by  the  defendant 

The  second  plea  alleged  that  the  plaintiff  was  not  the  true  and 
first  inventor  of  the  supposed  invention.  That  also  has  been 
found  in  favour  of  the  plaintiff,  and  the  verdict  upon  that  issue 
has  not  been  attempted  to  be  disturbed  by  the  defendant. 

The  third  issue  was,  that  the  invention  in  the  declaration  men- 
tioned and  not  disclaimed  (that  would  be  the  invention  as  it 
stands  in  the  amended  specification),  was  not  at  the  time  of  the 
making  of  the  letters  patent  a  new  invention.  That,  also,  has 
been  found  in  favour  of  the  plaintiff;  and  again,  that  finding  is 
not  sought  to  be  disturbed  by  the  defendant 

The  fourth  issue  amounts,  when  stated  in  a  few  words,  to  an 
allegation  that  the  invention  of  the  plaintiff  has  not  been  suf&- 
ciently  and  adequately  described  in  the  amended  specification; 
that  is,  in  the  specification  made  after  the  application  of  the  dis- 
claimer to  the  original  specification. 

The  fifth  issue  raised  the  question  whether  the  disclaimer  was 
warranted  by  the  statute.  That  undoubtedly  is,  if  not  the  most  ma- 
terial, certainly  one  of  the  most  material  questions  before  the  Housa 
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The  sixth  issue  was,  that  the  invention  or  the  privilege  or 
patent  secured  by  the  letters  patent,  was  not  a  *  new  manufacture," 
within  the  meaning  of  those  words  contained  in  the  Statute  of 
James,  as  they  have  been  subsequently  construed  by  decisiona 

Your  Lordships,  therefore,  have  to  try  the  sufficiency  of  the 
description  contained  in  the  amended  specification ;  you  have  to 
try  the  legality  of  the  disclaimer,  and  you  have  to  tiy  the  fact 
whether  the  alleged  invention  is  a  new  manufacture  within  the 
statute.     Those  are  the  three  questions  which  you  have  to  try. 

Now,  undoubtedly,  the  last  issue  is  one  which,  if  found  in 
favour  of  the  defendant,  would  almost  supersede  the  necessity  of 
considering  the  others ;  but  as  those  are  independent  issues  upon 
these  pleas,  it  will  be  requisite  to  consider  all  the  three. 

Before  I  come  to  those  three  questions,  it  is  necessary,  in  order 
to  render  intelligible  what  I  shall  have  to  submit  to  your  Lord- 
ships, that  I  should  describe,  in  as  few  words  as  I  can,  the  state 
of  knowledge  upon  this  subject,  antecedently  to  the  plaintiff's 
patent,  and  what  the  plaintiff's  patent  appears  to  be  as  it  is  found 
in  the  amended  or  corrected  specification.  Now,  my  Lords,  it 
appears  that,  antecedently  to  the  plaintiff's  patent,  machines  con- 
structed of  a  roller  revolving  on  a  bowl  were  perfectly  well  known 
as  applied  to  the  purpose  of  calendering ;  that  is,  to  the  purpose 
of  giving  a  brilliant  gloss  or  finish  to  the  surface  of  any  linen  or 
cotton  fabric,  or  fabrics  composed  partly  of  silk  and  partly  of 
cotton.  It  was  also  found  that  the  brilliant  finish  or  gloss  was 
greatly  increased  if  gearing  was  applied  to  the  machines  so  con- 
structed, and  the  gearing  was  arranged  in  such  a  manner  as  to 
produce  a  differential  velocity  in  the  revolution  of  the  roller  and 
the  revolution  of  the  bowl.  That  if  one  bowl  was  made  to  revolve 
on  the  same  roller  at  a  greater  amount  of  velocity  the  effect  was 
that  a  more  perfect  finish,  or  more  brilliant  gloss  was  given  to 
the  face  of  the  fabric.  There  was  also  known  and  used,  ante- 
cedently to  the  plaintiff's  patent,  another  machine,  which  was 
similarly  constructed  of  a  roller  and  a  bowl,  and  which  was  used 
for  the  purpose  of  impressing  figures,  patterns,  or  devices  upon 

the  surface  of  fabrics  of  the  description  I  have  mentioned. 
[•  53]       *  It  also  appears  that  attempts  had  been  made  to  unite 
the  two,  that  is,  to  use  the  machine  for  the  purpose  of  im- 
pressing or  engraving  the  pattern  on  the  fabric  with  a  differential 
velocity,  so  as  at  once  to  effect  the  operation  of  giving  a  brilliant 
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gloss  and  also  to  impress  upon  the  fabric  the  proposed  pattern  or 
engraved  surface  that  might  be  desired.  But  it  had  been  found, 
antecedently  to  the  plaintiff's  invention,  that  if  any  figure  or 
device  was  engraved  upon  the  rollers  for  the  purpose  of  impressing 
the  device  upon  the  fabric,  and  they  were  made  to  revolve  with 
the  dififerential  velocity  which  I  have  mentioned,  the  edges  of  the 
engraving  would  tear  the  fabric,  and  the  effect  would  be  the 
destruction  of  the  cloth  that  was  submitted  to  that  process.  It  is, 
however,  most  important  to  observe  that  the  idea  of  producing  a 
gloss  by  the  differential  velocity  of  the  rollers  upon  the  bowl,  and 
also  the  idea  of  using  the  same  apparatus  for  the  purpose  of 
impressing  a  pattern  or  device  on  the  fabric,  were  perfectly  well 
known  at  the  time  of  the  plaintiff's  patent. 

Now,  what  the  plaintiff  appears  to  have  done  is  this.  He  dis- 
covered or  found  out  that  although  rollers  with  a  device  or  engrav- 
ing  upon  them,  longitudinally,  or  around  the  circumference,  would 
have  the  effect  of  tearing  the  fabric  of  the  cloth,  yet  if  the  engrav- 
ing of  the  roller  was  limited  to  this,  namely,  making  around  the 
roller  an  infinite  series  of  circular  grooves  of  small  diameter,  it 
would  have  the  effect  of  producing  a  particular  pattern  upon  the 
cloth,  and  at  the  same  time  it  might  be  worked  with  differential 
velocity,  so  as  to  effect  the  two  operations  of  giving  a  gloss  to  the 
cloth,  and  at  the  same  time  impressing  upon  it  a  pattern,  namely, 
that  pattern  which  would  be  produced  by  a  number  of  small 
grooves  or  flutes ;  and  that  that  might  be  done  without  injuring 
the  fabric. 

What,  therefore,  the  plaintiff  has  done  has  been  to  take  a  par- 
ticular pattern  out  of  the  infinite  number  of  patterns  that  might 
be  engraved  upon  the  roller,  and  to  use  that  particular  pattern 
alone  for  the  purpose  of  impressing  the  fabric  of  the  cloth  with 
that  pattern,  and  also  at  the  same  time  giving  it  a  brilliant  gloss 
or  finisL  And  to  that  he  has  added  what  was  also  a  well-known 
process,  namely,  that  if  in  the  operation  the  cloth  is  fed  into  the 
machine  in  a  particular  way,  namely,  by  a  transverse  motion, 
that  appearance  will  be  produced  upon  the  cloth  which  is  com- 
monly denominated  "  watered,"  and  which  we  see  in  watered  silk, 
—  a  wavy  character  produced  upon  the  surface  of  the  cloth,  which 
adds  very  much  to  its  appearance  and  its  value. 

Now,  before  we  can  judge  of  the  truth  of  the  allegation,  that 
this  is  not  a  new  manufacture,  we  must  advert  particularly  to  the 
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original  specification  and  to  the  plaintiff's  disclaimer,  because  the 
question,  whether  it  is  a  new  manufacture  or  not  within  the 
statute  must  be  judged  upon  the  amended  specification,  that  is, 
upon  the  specification  reduced  by  the  disclaimer. 

Now  it  is  quite  clear  that  the  original  specification  was  utterly 
bad  and  void  in  law.  It  was  expressed  in  such  a  way  that  the  in- 
dentations, grooves,  or  flutings  that  were  to  be  made  upon  the  roller, 
might  be  made  consistently  with  the  language  of  the  original 
specification,  longitudinally,  and  not  merely  in  a  circular  form 
around  the  roller.  And  it  is  quite  clear,  upon  the  evidence  that  any 
longitudinal  grooves  or  longitudinal  patterns  would  not  have  the 
effect  desired,  but  would  be  destructive  of  the  fabric.  Therefore, 
upon  the  face  of  the  original  specification  there  was,  in  reality,  no 
invention  that  could  be  maintained.  And  upon  examining  the 
plaintiff's  own  evidence,  which  is  clearly  admissible,  and  may  be 
taken  pro  tanto  upon  all  the  questions  before  your  Lordships,  it  is 
clear  that  the  original  specification  contained  no  sufficient  and  cor- 
rect description  of  any  useful  or  valuable  invention.  The  plaintiff 
appears  to  have  been  perfectly  aware  of  that;  and,  accordingly, 
by  his  disclaimer,  he  has  altered,  in  a  most  material  form,  the 
original  specification. 

The  first  point  to  which  I  would  direct  the  attention  of  your 
Lordships  is  this.  The  original  specification  says,  that  upon  the 
roller,  which  is  directed  to  be  employed,  you  may  *  groove,  flute, 
engrave,  mill,  or  otherwise  indent  upon  it  any  desired  design.* 
Now,  those  words  are  so  many  verbs :  "  groove  *  is  one,  *  flute  *  is 
another,  *  engrave  *  is  another,  *  mill "  is  another,  *  or  otherwise 
indent  *  is  another,  and  the  accusative  case,  the  substantive 
[*  54]  which  is  *  governed  by  all  those  verbs  is  *  any  desired 
design. '  According  to  the  original  specification,  therefor^ 
you  might  upon  the  roller,  —  not  around  the  roller,  but  upon  it> 
in  any  form,  either  spirally  or  longitudinally,  or  in  a  circle, 
either  groove,  or  flute,  or  engrave,  or  mill,  or  otherwise  indent 
any  design  that  you  desire.  Now  it  is  clear,  upon  the  testimony, 
that  if  you  did  so,  you  would  produce  a  machine  that  would  be 
destructive  instead  of  being  productive  of  a  beneficial  result 

In  the  amended  specification  the  plaintiff  has  struck  out  the 
material  word  "  upon, '  and  instead  of  that,  he  has  put  in  the  dis- 
tinctive word  *  around  '  the  roller,  and  he  has  altered  the  language 
so  as  to  convert  this  general  direction  contained  in  the  original 
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specification  into  a  specific  direction  to  make  grooves,  flutes,  or 
indentations  around  the  roller;  and  instead  of  the  words  being 
made  to  comprehend  "any  desired  design,"  those  words  are 
entirely  struck  out»  and  the  only  direction  now  consists  of  a 
direction  to  make  circular  grooves  around  the  roller. 

Now,  it  is  quite  obvious  upon  that,  that  the  limits  of  the 
authority  or  licence  given  to  a  patentee  by  the  statute  with  respect 
to  disclaimers  are  here  very  much  transgressed.  The  object  of  the 
act  authorising  disclaimers  was  plainly  this :  that  when  you  have 
in  your  specification  a  suflBcient  and  good  description  of  a  useful 
invention,  but  that  description  is  imperilled  or  hazarded  by  some- 
thing being  annexed  to  it,  which  is  capable  of  being  severed, 
leaving  the  original  description  in  its  integrity  good  and  sufficient, 
without  the  necessity  of  addition,  then  you  might,  by  the  opera- 
tion of  a  disclaimer,  lop  off  the  vicious  matter,  and  leave  the 
origiual  invention,  as  described  in  the  specification,  untainted  and 
uninjured  by  that  vicious  excess.  But  it  never  was  intended  that 
you  should  convert  a  bad  specification,  in  the  sense  of  its  contain- 
ing no  description  of  any  useful  invention  at  all,  into  a  good 
specification,  by  adding  words  that  would  convert,  what  has  been 
properly  called  in  the  Court  below,  "  a  barren  and  unprofitable 
generality, "  into  a  specific  and  definite  and  practical  description. 
It  is  quite  clear  that,  if  that  could  be  done,  you  would  have  an 
opportunity  of  introducing  into  a  bad  patent,  which  contained  no 
useful  invention  whatever,  some  discovery  that  might  be  developed 
by  further  experiment,  and  which  was  altogether  unknown  at  the 
time  of  the  original  specification,  and  not  at  all  included  in  the 
description  contained  in  it 

But  a  further  observation  occurs  upon  this :  that  not  only  was 
it  never  intended  by  the  statute  that  a  patentee  should  take 
advantage  of  it  for  the  purpose  of  converting  a  bad  description  into 
a  good  description,  in  this  sense,  — that  when  the  original  descrip- 
tion was  wholly  bad,  and  contained  no  new  invention,  it  should 
be  converted  into  a  description  containing  a  good  invention ;  but 
the  statute  never  contemplated  that  a  patentee  should  have  the 
power,  under  the  form  of  a  disclaimer,  of  making  material  addi- 
tions to  the  original  specification,  so  as  by  the  aid  of  the  corrected 
form  of  words,  and  the  additions  so  made,  to  introduce  into  the 
specification  an  accurate  and  perfect  description  of  an  invention 
which  you  seek  for  in  vain  in  the  original  specification. 
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But  that  is  exactly  what  this  patentee  has  done ;  for  after  con- 
verting his  general  and  impractical  description  into  a  specific  and 
definite  direction,  he  goes  on,  in  the  latter  part  of  his  specifica- 
tion, to  introduce  this  most  extraordinary  and  most  important 
addition.  He  says,  *  If  the  grooves,  flutes,  or  indentations  around 
the  roller  are  as  numerous  as  the  warp-threads  in  the  fabric  to  he 
operated  upon,  or  nearly  so;  or  if  the  fabric  has  already  passed 
through  between  the  roller  and  the  bowl,  and  the  fabric  has  slight 
transverse  motions  given  to  it  when  fed  into  the  machine,  an 
indefinite  number  of  watering  patterns  may  be  given  to  the  fabric 
at  one  operation  or  passage ; "  and  then  he  goes  on  to  describe  the 
way  in  which  the  peculiar  watery  effect,  which  is  called  in  the 
trade  by  the  name  of  "  moire-antique,  *  may  be  produced.  It 
would  be  impossible,  therefore,  for  any  one  to  say,  "  I  find  in  the 
original  description  that  which  is  now  brought  out  and  accurately 
expressed  in  the  amended  specification."  Unless  that  could  be 
done,  the  limits  given  by  the  statute  would,  I  submit  to  your 
Lordships,  be  clearly  transgressed. 

If  that  be  so,  your  Lordships,  I  think,  will  have  no  difficulty 
whatever  in  concurring  with  the  Court  below  in  their  con- 
[*  55]  elusion  *  that  this  is  an  extravagant  use  of  the  power  of 
disclaimer,  and  much  beyond  the  licence  or  authority  given 
by  the  statuta  I  believe  it  will  be  found  that  that  licence  or 
authority  consists  only  in  the  power  of  rejecting.  It  may  some- 
times happen  that  when  something  is  cut  out,  some  few  slight 
additions  may  be  required  to  render  intelligible  that  which 
remains,  and,  to  that  extent,  there  would  be  authority  by  the 
statute  to  make  a  slight  addition;  but  certainly  there  is  no 
authority  to  alter  a  barren  generality  into  a  specific  practical 
description,  or  to  convert  that  which,  upon  the  description,  is  not 
applicable  to  any  one  definite  form,  into  a  description  applicable 
to  a  specific  and  definite  mode  of  proceeding. 

Now,  adverting  again  to  what  I  began  with  calling  your  Lord- 
ships' attention  to,  the  question  is,  whether  this  description  con- 
tained in  the  amended  specification  is  or  is  not  a  description  of 
anything  which  comes  within  the  words  *  new  manufacture,"  as 
contained  in  the  Statute  of  James.  Now,  it  is  necessary  for  that 
purpose  to  call  your  Lordships'  attention  to  the  fact,  that  not 
only  did  the  disclaimer  do  what  I  have  already  described  to  your 
Lordships,  but  it  went  further ;  because  the  original  title  of  this 
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patent  was  "  Improvements  in  embossing  and  finishing  woven 
fabrics,  and  in  the  machinery  or  apparatus  employed  therein." 
Now,  the  patentee  has  deliberately,  by  the  disclaimer,  struck  out 
those  words,  — "  and  in  the  machinery  or  apparatus  employed 
therein,*  and  has  therefore  deliberately  reduced  his  patent  to  a 
patent  for  improvements  in  embossing  and  finishing  woven  fabrics. 
And  the  question  is,  whether,  so  regarded,  taking  in  your  hand 
the  knowledge  that  existed  at  the  time,  the  description  contained 
in  the  specification,  as  corrected  by  the  disclaimer,  does  amount 
to  a  new  manufacture. 

I  should  have  thought  that  the  patentee  might  have  maintained 
a  patent  for  a  new  combination  if  he  had  put  his  invention  upon 
this  ground :  that  he  was  the  first  person  who  discovered  that  the 
grooved  roller  would  answer  the  double  purpose  of  calendering  and 
imprinting  the  fabric,  and  that  he  was  the  first  person  who  had 
constructed  a  machine  that  was  capable,  without  injury  to  the 
fabric,  of  effecting  both  those  operations.  If,  therefore,  the 
original  title  had  remained,  and  had  not  been  studiously  dis- 
claimed, I  myself  should  have  thought  it  very  difficult  to  resist 
the  conclusion  that  the  patent  was  capable  of  being  supported  as  a 
new  manufacture.  Under  this  view,  that  it  really  did  describe, 
for  the  first  time,  a  new  combination  of  machinery,  your  Lord- 
ships are  well  aware  that  by  the  large  interpretation  given  to  the 
word  "  manufacture,  "it  not  only  comprehends  productions,  but  it 
also  comprehends  the  means  of  producing  them.  Therefore,  in 
addition  to  the  thing  produced,  it  will  comprehend  a  new  machine 
or  a  new  combination  of  machinery ;  it  will  comprehend  a  new 
process  or  an  improvement  of  an  old  process.  But  if  we  look  at 
this  patent,  and  inquire  whether  there  be  an  improvement  in 
embossing  or  finishing  woven  fabrics  contained  in  this  amended 
specification,  I  am  bound  to  say  that,  having  regard  to  existing 
knowledge  at  the  time,  I  think  there  is  no  such  improvement  as 
amounts  to  a  new  manufacture,  because  this  mode  of  producing 
a  brilliant  gloss  upon  the  surface  was  perfectly  well  known ;  the 
operation  of  the  differential  velocity  was  also  perfectly  well 
known ;  that  the  same  thing  had  been  thought  of  for  the  purpose 
of  producing  a  pattern  was  also  perfectly  well  known.  Therefore, 
that  woven  fabrics  might  be  finished  according  to  one  or  the  other 
of  those  two  processes  was  perfectly  well  known.  I  cannot, 
therefore,  having  regard  to  the  reduced  patent  which  the  patentee 
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has  now  made  to  constitute  the  description  of  his  invention,  say, 
that  there  is  any  new  process  entitling  him  to  the  denomination 
of  a  "  new  manufacture.  *  This  is  a  matter,  no  doubt,  of  much 
delicacy;  and  it  is  a  matter  upon  which,  unfortunately,  we  are 
without  any  aid  from  the  judgment  of  the  Court  below ;  for  I  do 
not  find  that,  either  in  the  Court  of  Common  Pleas  or  in  the  Court 
of  Exchequer  Chamber,  any  one  of  the  Judges  gave  any  opinion 
upon  this  point  The  general  verdict  that  was  entered  for  the 
plaintiff  upon  the  trial  has  been  converted  upon  this  particular 
issue  into  a  verdict  for  the  defendant.  I  cannot  say  that  my 
mind  is  free  from  doubt  upon  the  subject ;  but  having  r^aid,  as  I 
have  already  observed,  to  the  operation  of  the  disclaimer, 
[*  56]  *  and  being  of  opinion  that  the  specification,  as  amended,  is 
a  description  not  of  a  machine,  not  of  a  new  combination 
of  machinery,  but  of  a  new  process,  I  think  there  is  nothing 
entitled  to  the  character  of  a  new  manufacture  to  be  found  in  that 
specification. 

For  the  reasons  I  have  already  given,  I  concur  entirely  with  the 
Court  below  in  holding  that  the  disclaimer  very  much  exceeds  the 
limits  of  the  authority  given  by  the  statute ;  and  upon  that  pointy 
tlierefore,  I  think  the  appellant  has  entirely  failed,  and  that  it 
would  be  a  very  mischievous  use  of  the  power  of  disclaimer  given  by 
the  statute  if  your  Lordships  were  to  allow  of  its  being  used  in  the 
manner  desired  by  this  patentee,  which  would  in  truth  confound 
all  inventions,  and  you  would  be  unable  to  ascertain  whether  the 
thin<;  intreduced  bv  the  amendment  was  or  was  not  known  to  the 
patentee  at  the  time  when  he  made  the  original. specification. 

There  remains  the  further  issue,  namely,  the  question  of  the 
sufficiency  of  the  description.  Upon  that  point  it  was  contended 
stn>ngly  by  Mr.  Grove  that  the  description  contained  in  the 
amended  specification  was  insufiicient.  and  he  insisted  i^ery  much 
upon  this,  that  the  direction  to  make  indentations  or  grooves 
arxnind  the  rv^ller  was  given  in  such  a  manner  that  it  wtvold  in- 
clude circular  gnx^ves  as  well  as  spiral  grooves,  and  that  if  yon 
admit  that  it  would  include  spiral  grooves,  it  follows  that  there  is 
nv>  limit  to  the  spirality  (if  I  may  adopt  such  a  phimse\  and 
UioTvfcre  it  wv»uld  be  p-.>ssille  to  extend  the  groove  until  it  became 
almost  like  a  lv^ngixudi:ial  indentation,  and  that  in  that  diape, 
uuvlvvaVtevily,  it  must,  ty  the  evidence,  be  admitted  to  be  not  a 
T^ua»  invention. 
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Now  I  think  the  answer  to  that  aigument  is  the  language  of  the 
plaintiff's  disclaimer.  The  disclaimer  expressly  repudiates  any 
description  of  groove  but  a  circular  groova  That  disclaimer  is 
by  the  statute  made  part  of  the  specification,  and  therefore  I  read 
the  amended  specification  as  containing  a  direction  to  cut  around 
the  roller  circular  grooves  only,  and  not  as  including  spiral 
grooves.  It  appears,  in  fact,  that  the  grooves  used  by  the  defend- 
ant are  spiral  grooves,  but  that,  in  truth,  the  spirals  are  so  minute, 
so  numerous,  and  so  closely  approximating  to  circular  grooves, 
that,  according  to  the  evidence,  the  difference  is  not  discernible 
by  the  eye,  and,  accordingly,  it  has  been  held,  that  they  did, 
substantially,  amount  to  an  infringement  of  the  plaintiff's  patent 

Mr.  Grove  then  insisted  that  the  language  of  the  claim  was 
wider  than  the  direction,  and  that  the  claim  would  include  spiral 
grooves  even  if  they  were  not  included  within  the  description.  I 
cannot  accept  that  mode  of  interpreting  the  specification.  If  there 
be  a  distinct  direction  given  in  an  earlier  part  of  the  specification 
to  cut  circular  grooves  only,  and  then  if  there  be,  in  a  subsequent 
part  of  the  specification,  a  general  reference  to  grooved  rollers,  I 
think  your  Lordships  must  take  that  to  mean  rollers  grooved  in 
the  manner  already  specified ;  and  it  would  be  unfair  and  unrea- 
sonable to  take  those  words  as  indicating  more  than  what  has  been 
expressly  directed. 

There  were  some  other  objections  raised  to  the  specification, 
and  particularly  with  regard  to  the  uncertainty  of  the  material, 
the  language  of  the  amended  specification  being  that  the  plaintiff 
took  **  a  roller  of  hard  metal  or  other  suitable  material. "  I  do 
not  think  those  words  "  or  other  suitable  material  "  contain  any- 
thing like  such  a  generality  of  direction  as  would  be  fatal  to  the 
patent.  "  Other  suitable  material, "  no  doubt,  would  mean  any 
material  equally  sufiBcient  for  the  purpose  with  hard  metal.  I 
think  your  Lordships  would  be  of  opinion  that  there  was  no  solid 
weight  in  that  objection. 

I  believe  those  were  the  principal  objections  that  were  stated 
by  Mr.  Grove  to  the  sufficiency  of  the  description.  I  think  those 
objections  were  without  weight,  and  I  must  therefore  advise  your 
Lordships  to  concur  with  me  that  the  Court  below  were  wrong  in 
directing  a  verdict  to  be  entered  for  the  defendant  upon  the  fourth 
plea,  on  the  ground  of  the  description  being  uncertain  and  insuffi- 
cient ;  and  I  think  your  Lordships  will  be  of  opinion  that  if  there 
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be  no  other  objection  to  the  amended  specification,  certainly  it  is 
not  open  to  be  set  aside  upon  the  ground  of  uncertainty. 

These  observations  comprehend,  I  think,  the  whole  of 
[*  57]  the  subject  upon  which  *  the  House  has  to  determine.  I 
should  advise  your  Lordships,  therefore,  to  reverse  the 
decision  of  the  Court  below  so  far  as  relates  to  the  fourth  issue, 
but  to  affirm  the  judgment  of  the  Court  below  so  far  as  relates  to 
the  illegality,  that  is  to  say,  the  unauthorised  character  of  the 
disclaimer ;  and  also  to  affirm  the  conclusion  of  the  Court  below 
so  far  as  it  affirms  the  proposition  that  the  allied  invention 
described  in  the  amended  specification  is  not,  having  regard  to  the 
disclaimer,  a  **  new  manufacture  *  within  the  meaning  of  those 
words  contained  in  the  Statute  of  James.  The  result  will  be 
that  the  appellant  will  succeed  so  far  as  relates  to  the  fourth 
issue,  but  will  fail  with  regard  to  the  other  issues,  namely,  the 
fifth  and  the  sixth. 

Lord  Ckanwoeth.  —  My  Lords,  by  far  the  most  material  ques- 
tion in  this  case  is  as  to  the  issue  which  is  raised  in  the  sixth 
plea.  Now,  as  to  that,  I  confess  I  entertain  no  doubt  whatever 
of  the  correctness  of  the  Lord  Chancellor's  opinion;  namely, 
that  the  amended  specification  does  not  disclose  anything  that  can, 
under  the  most  liberal  interpretation  of  the  words,  be  deemed  a 
new  manufacture.  The  evidence  shows  (indeed,  there  was  no 
question  or  controversy  upon  that  subject)  that  long  before  this 
patent  the  use  of  circular  rollers  was  perfectly  well  known  for  the 
two  objects  of  calendering  and  impressing  pattem&  For  the  pur- 
pose of  calendering,  the  roller  and  the  bowl,  which  is  but  another 
species  of  roller,  were  made  always  to  revolve  at  unequal  veloci- 
ties, the  result  of  which  was  to  give  the  glaze  or  polished  surface 
which  we  see  in  calendered  cottons.  The  mode  in  which  the 
pattern  was  impressed  was  by  a  roller  and  a  bowl,  the  same  as  in 
the  calendering,  except  that  it  was  necessary  in  that  case  that  the 
roller  and  the  bowl  should  revolve  at  equal  velocities;  because 
otherwise,  as  was  clearly  explained,  if  there  was  a  pattern  that 
went  at  all  across  the  roller,  it  would  tear  the  cloth,  and  there- 
fore it  became  impossible  to  use  the  roller  for  that  purpose  with 
the  bowl  if  they  were  revolving  at  an  unequal  velocity.  How- 
ever, the  use  of  the  roller  and  the  bowl  for  calendering,  and  the 
roller  and  the  bowl  for  impressing  the  pattern  were  perfectly  well 
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known;  and  the  use  of  the  roller  and  the  bowl  going  at  equal 
velocities  and  at  unequal  velocities  was  also  perfectly  well  known. 
And  manufacturers  were  perfectly  right  in  supposing  that,  ordi- 
narily speaking,  you  could  not  cause  the  roller  and  the  bowl  to 
revolve  at  unequal  velocities,  so  as  to  impress  the  pattern,  because 
it  would  cause  destruction  to  the  fabria  But  what  this  gentle- 
man discovered,  and  I  think  it  was  a  very  useful  discovery,  was 
that  there  was  one  particular  sort  of  pattern  which  might  be 
impressed  upon  the  roller  and  made  to  revolve,  the  fabric  being 
passed  between  the  roller  and  the  bowl  at  an  unequal  velocity 
without  tearing.  But  I  quite  agree  with  what  was  said  by  Mr. 
Grove,  and  it  could  not  possibly  be  disputed  by  any  gentleman  at 
the  bar,  that  it  is  not  every  useful  discovery  that  can  be  made  the 
subject  of  a  patent,  but  you  must  show  that  the  discovery  can  be 
brought  within  a  fair  extension  of  the  words  "  a  new  manufacture. " 
Now,  how  is  this  possibly  to  be  called  "  a  new  manufacture  "  ?  I, 
as  a  manufacturer,  have  my  roller,  which  I  am  in  the  habit  of 
rolling  upon  a  bowl  (if  that  is  the  proper  expression).  The  fabric 
passes  between  the  two  at  equal  velocities.  Then  I  can  impress 
my  pattern  upon  it  I  have  my  roller  without  any  pattern  en- 
graved upon  it.  I  can  impress  that  at  an  unequal  velocity  and  it 
will  calender.  But  I  do  not  do  them  both  at  the  same  time, 
because  I  suppose  that  in  so  doing  I  shall  tear  my  fabric ;  and  I 
rightly  so  suppose,  until  the  plaintiff  makes  the  discovery  that 
there  is  one  particular  sort  of  pattern  which  may  be  produced 
without  tearing  the  fabric.  Now  that  is  a  very  useful  discovery, 
but  it  would  be  strange  to  say  that  that  is  a  new  manufacture, 
and  that,  therefore,  I  am  to  be  deprived  of  the  most  useful  way  of 
using  my  roller.  There  is  nothing  new  in  the  invention,  except 
that  I  now  know  what  I  did  not  know  before,  that  by  a  particular 
use  of  it  I  shall  obtain  a  result  which  I  did  not  know  before  that 
I  could  obtain. 

The  Lord  Chancellor  has  pointed  out  that  in  the  original 
specification  there  was  a  claim  for  the  machinery  or  apparatus 
employed.  No  doubt  the  plaintiff  thought  that  perhaps  he  could 
sustain  such  a  claim,  but  he  very  properly,  I  think,  disclaimed 
it;  not  that  I  think  that  if  he  had  retained  it  it  would  have  made 
any  difference;  because,  although  improved  machinery  for 
*  this  purpose  would  be  a  legitimate  subject  of  a  patent,  [*  58] 
the  evidence  would  have  failed  him  there,  for  there  is  no 
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evidence  to  show  that  there  was  any  new  machinery.  Therefore, 
I  think,  it  is  perfectly  clear  that  on  the  sixth  plea,  which  is  the 
most  important  of  all  the  pleas,  the  verdict  was  very  properly 
entered  by  the  Court  below  for  the  defendant 

So,  again,  with  regard  to  the  fifth  plea,  I  think  the  verdict  was 
rightly  entered  for  the  defendant.  With  regard  to  this  fifth  plea, 
I  shall  not  go  over  again  the  ground  which  the  Lord  Chancellob 
has  gone  over.  It  is  quite  clear  that  the  object  of  a  disclaimer 
cannot  be  to  create  any  new  right  not  included  in  the  original 
specification  —  it  cannot  be,  as  it  is  called,  to  extend  the  specifi- 
cation. What  the  plaintiff  here  has  done  is  this :  he  has  filed  a 
specification  which  I  may  say  is  in  this  sort  of  algebraical  form : 
*"  My  specification  consists  of  A,  B,  C,  D,  and  all  the  letters  of 
the  alphabet,  and  any  combination  of  all  the  letters  of  the  alpha- 
bet' But  it  turns  out  that  nothing  will  really  meet  his  case 
but  the  combination  of  F  and  Z  together.  Now,  no  doubt,  when 
he  had  said,  I  claim  a  combination  of  all  the  letters  of  the  alpha- 
bet, a  combination  of  F  and  Z  would  be  included.  It  would  be 
trifling  with  the  knowledge  of  mankind  to  say  that  that  would 
communicate  anything.  It  is  true  that  by  trying  and  puzzling 
over  all  possible  combinations,  you  might  have  found  out  the 
particular  combination  upon  which  alone  the  plaintiff  could 
have  relied,  but  that  is  not  what  the  words  would  properly  mean, 
and  not  what  any  authority  warrants  you  in  taking  as  their  proper 
meaning.  The  distinction  was  very  clearly  pointed  out  in  the 
case  of  Seed  v.  Hig^tiSy  30  L.  J.  Q.  R  314,  before  this  House, 
that  you  may  disclaim  something  which  leaves  untouched  a 
description  which  is  in  itself  perfect,  but  that  where  you  have  an 
imperfect  description  you  cannot  say,  because  it  is  (accoiding  to 
the  language  of  one  of  the  cases)  a  mere  impracticable  generality, 
•  I  exclude  eA-erything  except  one  single  case,  which,  though 
involved  in  it,  could  not  by  any  reasonable  investigation  have 
l>een  discovered  by  an  ordinary  person.* 

I  think,  therefore,  with  the  Lord  Chancellor,  that,  upcm  the 
fifth  plea  also*  the  judgment  of  the  Court  below  was  perfectly 
right 

I  wish  to  make  one  observation  with  regard  to  a  remark  which 
fell  from  the  Lord  Chancellor.  The  Lord  Chaxgrllor  said 
that  ho  did  not  think  that  this  part  of  the  case  upoD  the  sixth  plea 
had  Ixvn  adverted  to  in  the  Court  below.     I  think,  begging  his 
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pardon,  that  is  a  mistake.  I  observe,  at  the  end  of  the  judgment  of 
Chief  Justice  Erle,  he  says :  "  We  also  observe  that  a  patent  for 
the  exclusive  right  to  one  particular  use  of  a  known  machine 
might  be  objected  to,  although  the  patentee  may  have  discovered 
how  to  use  the  machine  more  beneficially  than  the  owner  knew. " 
I  think  it  is  apparent  that  Chief  Justice  Erle  was  there  adverting 
to  the  sixth  plea. 

With  regard  to  the  fourth  plea,  I  am  not  at  all  prepared  to 
differ  from  the  Lord  Chancellor,  though  I  confess  I  have  had  my 
doubts  whether  the  Court  below  was  not  right  upon  that  also, 
namely,  upon  the  question  of  what  has  been  termed  (we  have 
manufactured  a  word  for  the  occasion)  spirality.  At  the  same 
time,  I  think,  by  fair  interpretation,  we  may  take  it  that  the 
new  indentations  which  were  described  were  intended  to  be  cir- 
cular, and  in  that  case  I  think  the  specification  as  amended 
would  be  a  good  specification.  Therefore,  I  concur  with  the  Lord 
Chancellor  in  thinking  that,  upon  that  plea  we  ought  to  reverse 
the  judgment  below,  and  direct  a  verdict  to  be  entered  for  the 
plaintiff. 

Lord  Chelmsford.  —  My  Lords,  I  agree  with  my  two  noble  and 
learned  friends,  that  the  verdict  ought  to  be  entered  for  the  plain- 
tiff upon  the  fourth  plea,  and  for  the  defendant  upon  the  fifth  and 
sixth  pleas. 

With  respect  to  the  fourth  plea,  which  raises  the  question  of 
the  suflBciency  of  the  specification,  as  it  stands  after  the  dis- 
claimer, I  agree  entirely  with  my  noble  and  learned  friend  on  the 
woolsack,  and  concur  in  the  reasons  which  he  has  given  for  his 
opinion  in  this  respect,  to  which  I  have  nothing  to  add. 

The  question  raised  by  the  fifth  plea  is,  whether  the  dis- 
claimer extended  the  exclusive  *  right  granted  to  the  plain-  [*  59] 
tiff  by  the  letters  patent  It  seems  clear  that  the  word 
"  extend,  "in  the  5  &  6  Will.  IV. ,  cannot  be  used  only  in  its 
ordinary  sense  of  "adding  to*  or  "enlarging,"  because  the  exact 
meaning  of  the  term  "  disclaimer,*  to  which  it  is  applied,  is  the 
renunciation  of  some  previous  claim,  actually  or  apparently  made, 
or  supposed  to  be  made.  It  must,  therefore,  be  intended  to  com- 
prehend a  case  where  the  disclaimer  would  give  the  patentee  a 
right  which  he  could  not  have  enjoyed  under  the  specification  as 
originally  framed.     Now  here  the  specification  was  conceived  in 
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general  terms,  embraclDg  an  indefinite  variety  of  modes  of  indent- 
ing upon  all  descriptions  of  rollers  any  desired  design.  The 
plaintiff  afterwards  discovered  that  no  other  rollers  but  those 
which  had  circular  grooves,  flutings,  or  indentations  around  their 
surfaces  would  answer;  and  he  therefore,  by  his  disclaimer, 
limited  his  invention  to  this  description  of  rollers  only.  Now, 
as  these  were  not  specifically  described  in  the  original  specifica- 
tion, but  were  merely  involved  in  the  general  terms  which  were 
used,  the  plaintiff  had  not  complied  with  the  condition  of  the 
letters  patent  in  particularly  describing  and  ascertaining  the 
nature  of  his  invention.  When,  therefore,  by  his  disclaimer,  he 
confines  his  claim  to  circular  grooved  rollers  as  his  sole  invention, 
though,  in  one  sense,  he  may  be  said  to  narrow  his  right,  yet  he 
really  extends  it,  because  he  thereby  describes  his  alleged  inven- 
tion sufficiently  to  enable  him  to  assert  his  right  under  the  patent, 
which  he  never  could  have  successfully  maintained  upon  the 
original  specification.  Upon  this  short  ground,  and  looking 
merely  to  the  specification  and  the  disclaimer,  without  referring 
to  the  evidence,  I  have  come  to  the  conclusion  that  the  defendant 
is  entitled  to  have  the  verdict  entered  for  him  on  the  fifth  plea. 

The  sixth  plea  raises  the  question  whether  the  plaintiff's  sup- 
posed invention,  or  rather  his  discovery,  is  the  proper  subject  of  a 
patent.  The  claim  made  in  the  specification,  as  amended  by  the 
disclaimer,  is  for  the  invention  of  a  process  by  which,  by  means 
of  rollers  and  bowls,  the  rollers  having  grooves,  flutes,  or  inden- 
tations around  them,  and  revolving  with  grtsater  velocity  than  the 
Ik)w1s,  the  embossing  of  patterns  on  fabrics,  and  adding  a  finish 
or  lustre  to  them,  may  be  effected  by  one  simultaneous  operation. 
BeK  T^  the  patent,  an  engraved  roller  and  a  bowl  had  been  used 
with  equal  surface-speed,  for  embossing.  For  the  process  of 
calendering,  two  rv^llers,  or  a  roller  and  a  bowl,  had  been  em- 
ployevl,  having  different  surface^peeds,  and  circular  grooves  for 
emK^s^ing  had  also  leen  in  use.  There  was,  therefore,  nothir.g 
new  in  the  process  of  eml»assing  with  pattern  roKers,  and  nothing 
now  in  givii^g  a  dittVrential  sp'eed  to  the  rx:«ller  and  bowl  for  the 
purix>?e  of  pixxiucing  a  gloss  or  finish,  nor  in  the  emplcyment  of 
c:n?i;!ar  givx^ves.  But  the  plaintiff  conceived  the  idea  that  the 
s,\:iie  machine,  by  means  of  gearing  communicatii^  motioD  from 
the  rvller  to  the  K-wl,  could  be  made  to  produce  any  kind  of 
'iv\:iem,  and  give  a  finish  to  certain  fabrics  by  one  and  the  same 
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operation.  After  he  had  taken  out  his  patent,  he  found  that  his 
general  notion  was  erroneous,  and  that  only  one  description  of 
rollers,  viz.,  those  with  circular  grooves,  could  be  successfully 
employed,  and  he  therefore,  by  a  disclaimer,  limited  his  claim  to 
this  single  application  of  the  machine.  What  invention  was 
there  in  all  this  ?  The  plaintiff  does  not  claim  to  have  invented 
any  new  combination  of  machinery,  although,  by  part  of  the  title 
of  his  patent,  which  he  afterwards  disclaimed,  he  appears  origi- 
nally to  have  considered  that  he  was  an  inventor  in  this  sense ; 
nor  has  he  introduced  to  the  world  any  new  process;  but  the 
utmost  that  he  can  lay  claim  to  is  that  he  has  discovered  that  by 
giving  a  differential  motion  to  different  parts  of  an  old  machine, 
a  power  existing  in  it  might  be  developed  and  brought  into  action. 
It  appears  to  me  that  such  a  discovery  is  not  the  subject  of  a 
patent,  and,  therefore,  that  the  defendant  is  entitled  to  a  verdict 
upon  the  sixth  plea  also. 

The  Lord  Chancellor. — Nothing  is  said  upon  the  subject  of  costs. 
JudgmmJt  af pealed  from  in  part  reversed^   and  in  part 
ajffirmed. 

ENGLISH  NOTES. 

Where,  by  a  mistake  of  the  copyist,  words  constituting  a  complete 
line  of  the  draft  specification  were  omitted  from  the  engrossment  filed 
at  the  Great  Seal  Patent  Office,  it  was  held  that  the  Master  of  the 
Bolls,  as  keeper  of  the  Records,  had  jurisdiction  to  order  the  mistake 
to  be  amended.  In  re  Johnson's  Patent  (1877),  5  Ch.  D.  503,  46  L. 
J.  Ch.  555. 

In  the  10th  subsection  of  section  18  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883  (46  &  47  Vict.  c.  57),  the  words  "  or  other  legal 
proceedings"  (used  in  the  alternative  to  an  '' action  for  infringe- 
ment ")  refer  to  a  proceeding  for  revocation.  And  where  final  judg- 
ment has  been  given  in  a  patent  action,  although  an  appeal  is 
pending,  there  is  not  either  a  pending  action  for  infringement  or  other 
proceeding  within  the  meaning  of  the  above  section;  so  that  an  appli- 
cation for  amendment  must  be  made  at  the  Patent  Office  under  the 
18th  section,  and  not  by  application  to  the  Court  or  a  Judge  under  the 
19th  section.  Cropper  v.  SmUh  (1884),  28  Ch.  D.  148,  54  L.  J.  Ch. 
287,  52  L.  T.  94,  33  W.  R.  338.  The  above-mentioned  subsect.  10 
of  sect.  18  has  no  application  to  a  case  where  leave  of  the  Court  or  a 
Judge  is  granted  under  sect.  19.  In  re  Hall  (1888),  21  Q.  B.  D.  137, 
57  L.  J.  Q.  B.  494,  59  L.  T.  37,  36  W.  R  892. 
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Where,  under  the  19th  section  of  the  Patents,  Deeigns,  and  Tzade 
Marks  Act,  1883  (46  &  47  Vict,  c  57),  application  for  leave  to  amend 
the  patent  (hy  way  of  disclaimer)  was  made  to  the  Judge  before  the 
statement  of  defence  had  been  delivered,  the  terms  imposed  (by 
Kay,  J.)  were  that  no  further  steps  should  be  taken  in  the  action 
until  the  disclaimer  had  been  properly  made ;  and  that,  if  the  disclaimer 
was  made,  the  plaintiff  should  pay  all  the  defendant's  costs  up  to  the 
date  of  disclaimer,  as  between  party  and  party;  that  they  must  then 
undertake  forthwith  to  amend  the  specification  by  disclaimer,  founding 
their  action  simply  upon  the  specification  as  amended,  or^  failing  that, 
dismiss  the  action.  Fusee  Vesta  Co.  y.  Bryant  and  May  (1886),  34 
Ch.  D.  458,  56  L.  J.  Ch.  187,  56  L.  T.  110,  35  W.  R.  267.*  It  does 
not  appear  what  became  of  this  action* 

In  Bray  v.  Gardner  (C.  A.  1887),  34  C?h.  D.  668,  56  L.  J.  Cb.  497, 
56  L.  T.  292,  35  W.  E.  341,  the  Cburt  of  Appeal  imposed  the 
additional  terms  that  the  specification  as  amended  should  not  be  given 
in  evidence  in  the  action ;  and  intimated  that,  as  a  general  rule,  this 
should  be  imposed  as  part  of  the  terms  on  which  the  leave  to  amend, 
pending  an  action,  should  be  granted. 

In  a  later  action  for  infringement,  ffaslam  Foundry  and  Engineer- 
ing Co.  V.  Goodfellow  (1887),  37  Ch.  D.  118,  57  L.  J.  Ch.  245,  57  L. 
T.  788,  36  W.  E.  391,  where  the  application  for  leave  to  amend  was 
made  after  the  pleadings  had  been  closed,  Kay,  J.,  distinguished  the 
case  from  Fusee  Vesta  Co.  v.  Bryant  and  May  (supra),  because 
there  little  had  been  done;  and  he  granted  the  implication  on  the 
following  terms:  "  The  plaintiffs  to  pay  the  costs  of  the  application 
and  the  costs  of  and  occasioned  by  the  disclaimer;  the  plaintiffs  and 
defendants  to  be  allowed  to  make  all  necessary  amendments  in  their 
pleadings  after  disclaimer;  the  plaintiffs  to  undertake  forthwith  to 
amend  their  pleading,  confining  the  action  to  the  specification  as 
amended  by  the  disclaimer,  or  to  consent  to  the  action  being  dismissed 
with  costs.  In  the  event  of  trial,  all  other  questions  of  costs 
reserved." 

In  Gaulard  v.  Lindsay  (C.  A.  1888),  38  Ch.  D.  38,  57  L.  J.  Ch. 
687,  52  L.  T.  44  (an  action  for  infringement),  an  application  for  leave 
to  amend,  made  at  a  somewhat  advanced  stage  of  the  action,  was  heard 
by  way  of  appeal  from  Kekewich,  J.,  who  had  refused  the  application. 
After  a  long  and  learned  argument.  Cotton,  L.  J.,  asked  the  plaintiffs' 
counsel:  "Are  you  willing  to  take  leave  to  amend,  and  to  give  the 
amended  specification  in  evidence,  upon  the  terms  of  your  paying  all  the 
costs  of  the  action  up  to  the  present  time,  and  claiming  no  damages  for 
any  infringements  before  the  amendment  ?**  The  answer  being  in  the 
afiirmative,  leave  was  given  on  those  conditions.     There  was  also  liberty 
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to  amend  the  statement  of  claim,  and  liberty  to  the  defendants  to  put 
in,  if  they  desired  it,  a  fresh  statement  of  defence,  and  fresh  particulars 
of  objection,  the  plaintiffs  to  pay  the  cost  of  the  application  both 
before  the  Judge  and  the  Court  of  Appeal.  The  Court  (Cotton,  L.  J., 
LiNDLEY,  L.  J.,  and  Bowen,  L.  J.  )  were  unanimous  in  considering 
that  the  above  terms  were  proper  to  be  imposed  under  the  circum- 
stances. Lord  Justice.  Bo  WEN  added  some  words  of  caution,  to  the 
effect  that  what  the  Court  did  in  a  case  of  this  kiud  was  not  to  lay 
down  a  hard  and  fast  rule  for  all  cases.  ''We  always,"  he  said, 
''  recognise  this,  that  where  an  Act  of  Parliament  has  given  a  discre- 
tion we  do  not  desire  to  limit  it,  or  to  impose  rules  as  to  how  the 
discretion  is  to  be  exercised  on  future  occasions." 

Liberty  to  apply  for  amendment  of  a  patent  can  only  be  made  under 
the  19th  section  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 
when  the  proposed  amendment  is  by  way  of  disclaimer.  In  re  OwerCs 
Patmt  (1898),  1899,  1  Ch.  157,  68  L.  J.  Ch.  63. 

A  patent  which  is  capable  of  amendment  by  disclaimer  is  so  far  a 
valid  patent  as  to  be  an  answer  to  an  action  of  damages  brought  under 
the  4th  section  of  the  Statute  of  Monopolies  (21  Jac.  c.  3).  Peck  &  Co. 
V.  Hindes  (1898),  67  L.  J.  Q.  B.  272.  But  a  patent  is  not,  pending 
an  application  for  disclaimer,  capable  of  being  used  as  a  defence  to  an 
action  for  threats  under  the  32nd  section  of  the  Patents,  &c.  Act,  1883. 
Skinner  &  Oo.  v.  Shew  (C.  A.)  1893,  1  Ch.  413,  62  L.  J.  Ch.  196. 

AMERICAN  NOTES. 

Applications  for  patents  are  frequently  amended  in  the  Patent  Office.  See 
Heap  V.  GreenBy  91  Federal  Rep.  792.  In  Bums  v.  Meyer,  100  United  States, 
671,  Mr.  Justice  Bradley  said :  "  It  is  well  known  that  the  terms  of  the  claim 
in  letters-patent  are  carefully  scrutinized  in  the  Patent  Office.  Over  this  part 
of  the  specification  the  chief  contest  generally  aiises.  It  defines  what  the 
office,  after  a  full  examination  of  previous  inventions  and  the  state  of  the  art, 
determines  the  applicant  is  entitled  to.  The  Courts,  therefore,  should  he  care- 
ful not  to  enlarge,  hy  construction,  the  claim  which  the  Patent  Office  has 
admitted,  and  which  the  patentee  has  acquiesced  in,  beyond  the  fair  interpre- 
tation of  its  terms."  If  the  patentee's  application  is  rejected,  and  he  inserts 
in  his  specification,  in  consequence,  limitations  and  restrictions  for  the  pur- 
pose of  obtaining  his  patent,  he  cannot,  after  he  has  obtained  it,  claim  that  it 
13  to  be  construed  as  if  such  limitations  and  restrictions  were  not  contained 
therein.  Sutter  r,  Robinson,  119  United  States,  530  ;  Roemerv,  Peddie,  132 
id.  313,  817;  Royer  v.  Coupe,  146  id.  524,  530;  Royer  v.  Schultz  Belting  Co.,  40 
Federal  Rep.  158;  United  States  Glass  Co.  v.  Atlas  Glass  Co.,  88  id.  498;  Kelly 
▼.  Clow,  89  id.  297;  Michaelis  v.  Larkin,  91  id.  778. 

A  patent  may  be  amended  by  reissue,  but  only  when  the  reissue  is  promptly 
applied  for,  and  even  then  only  in  cases  of  "inadvertence,  accident  or  mis- 
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take/'  **  without  any  fraudulent  or  deceptive  intention."  United  Siates  Re- 
vised Statutes,  §  4916  ;  Bantz  v.  Frantz,  105  United  States,  160 ;  Ciemenis  t. 
Odorless  Apparatus  Co.,  109  id.  641;  While  y.  Dunbar,  119  id.  47;  YaU  Lock 
Manuf.  Co.  v.  Berkshire  Nat.  Bank,  135  id.  342 ;  Topliff  v.  Topliff,  145  id. 
156.  If  these  conditions  are  fulfilled,  the  commissioner's  decision  on  the  facts 
which  give  jui-isdiction  for  the  reissue  is  final.  Beach  v.  Hobbs,  92  Federal  Rep. 
146.  The  inadvertence  or  mistake  may  be  either  of  fact  or  law.  Wyeik  v. 
Stone,  1  Story  (U.  S.),  273.  A  reissue  is  invalid  so  far  as  it  claims  niatters 
which  have  been  previously  disclaimed.  Leggett  y.  Avery,  101  United  States, 
256;  Goodyear  D.  V.  Co.  v.  2>am,  102  id.  222;  Beecher  Manuf,  Co.  v.  Atwaier 
Manuf.  Co.,  114  id.  523.  Or  when  it  departs  from  the  original  description,  or 
enlarges  the  original  claim,  or  includes  matter  once  abandoned  or  rejected. 
Cornell  v.  Weidner,  127  United  States,  261 ;  Flower  v.  Detroit,  id.  563;  Oregon 
Improvement  Co.  v.  ExceUior  Coal  Co.,  132  id.  215;  Corbin  Cabinet  Lock  Co.  v. 
Eagle  Lock  Co.,  150  id.  38 ;  Eby  v.  King,  158  id.  366  ;  McCormick  Harvesting 
Machine  Co.  v.  AuUman,  169  id.  606  ;  69  Federal  Rep.  371,  400.  The  real 
function  of  a  reissue  is  to  make  a  defective  specification  more  definite  and 
certain,  or  to  so  modify  the  claim  as  to  make  it  correspond  with  the  specifica- 
tion. Morey  v.  Lockwood,  8  Wallace  (U.  S.),  230;  Russell  v.  Dodge,  93  United 
States,  460,  463;  Fames  v.  Andrews,  122  id.  40,  63;  Eby  v.  King,  158  id.  366; 
Huber  v.  Nelson.  Manufacturing  Co.,  148  id.  270,  285;  Wilson  ▼.  Coon^  18 
Blatchford  (U.  S.),  532 ;  Peoria  Target  Co.  ▼.  Cleveland  Target  Co.,  58  Fed- 
eral Rep.  227,  239.  A  reissue  may  be  surrendered,  when  defective,  in  order 
to  obtain  another  reissue.  French  v.  Rogers,  1  Fisher's  Patent  Cases,  133 ; 
American  Diamond  Rock  Boring  Co.  v.  Sullivan  Machine  Co.,  14  Blatchford 
(U.  S.),  119.  Upon  the  abandonment  of  an  application  for  reissue,  the  orig- 
inal patent  remains  as  if  no  reissue  had  been  applied  for.  McCormick  Har- 
vesting Machine  Co.  v.  Aultman,  169  United  States,  606. 

The  usual  procedure  here  for  the  amendment  of  patents  is  by  disclaimer, 
under  sect.  4917  of  the  United  States  Revised  Statutes,  which  provides  that 
*^  whenever,  through  inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  a  patentee  has  claimed  more  than  that  of 
which  he  was  the  oririnal  or  first  inventor  or  discoverer,  his  patent  shall  be 
valid  for  all  that  part  which  is  truly  and  justly  his  own,  provided  the  same  is 
a  material  or  substantial  part  of  the  thing  patented;  and  any  such  patentee, 
his  heirs  or  assigns,  whether  of  the  whole  or  any  sectional  interest  therein, 
may,  on  payment  of  the  fee  required  by  law,  make  disclaimer  of  such  parts  of 
the  thing  patented  as  he  shall  not  choose  to  claim  or  to  hold  by  virtue  of  the 
patent  or  assignment,  stating  therein  the  extent  of  his  interest  in  such  patent. 
Such  disclaimer  shall  be  in  writing,  attested  by  one  or  more  witnesses,  and 
recorded  in  the  Patent  Office;  and  it  shall  thereafter  be  considered  as  part  of 
the  original  specification  to  the  extent  of  the  interest  possessed  by  the  chdm- 
ant  ^  and  by  those  claiming  under  him  after  the  record  thereof.  But  no  such 
disclaimer  shall  affect  any  action  pending  at  the  time  of  its  being  filed,  except 
80  far  as  may  relate  to  the  question  of  unreasonable  neglect  or  delay  in  filing 

^  This  is  an  error ;  the  word  Rhoold  be  ridge  Co.  v.  United  States  Cartridge  Co., 
"disdaimant.'*    See  Union  Metallic  Cart-    112  United  Statea»  624,  642. 


R.  0.  VOL.  XX.]      SECT.  X.  —  DISCLAIMER  (OR  AMENDMENT).  795 


Ho.  56.  —  Ralf ton  ▼.  Smith.  —  Hotas. 


it."  A  later  section  of  the  same  statutes  (sect.  4922)  enables  a  patentee  who, 
through  inadvertence,  accident,  or  mistake,  and  without  wilful  default  or  in- 
tent to  defraud  or  mislead  the  public,  claims  by  his  specification  to  be  the 
original  and  first  inventor  or  discoverer  of  more  than  he  is  in  fact,  to  maintain 
a  suit  at  law  or  in  equity  for  the  infringement  of  such  material  part  as  was 
bond  fide  his  own  ;  but  not  to  recover  costs  unless,  prior  to  the  suit,  the  proper 
disclaimer  is  entered  in  the  Patent  Ofilce ;  nor  will  this  provision  avail  him  if 
he  has  unreasonably  neglected  or  delayed  to  enter  a  disclaimer. 

These  statutes  are  read  together.  Sessions  v.  Romadka,  145  United  States, 
29,  40.  They  may  both  apply  to  a  reissued  patent  Gage  v.  Herring^  107 
United  States,  640.  A  disclaimer  is  binding  according  to  its  terms,  although 
it  might  well  have  been  more  restricted.  United  States  Glass  Co,  v.  Atlas 
Glass  Co.,  88  Federal  Rep.  493;  Camera  Iron  Co,  v.  Carnegie  Co,y  96  id.  850. 

The  part  remaining  after  a  disclaimer  must  itself  constitute  a  complete 
and  valid  application  for  a  patent.  Hailes  v.  Albany  Stooe  Co.,  123  United 
States,  582;  Root  v.  E,  N,  Welch  Manuf,  Co,,  17  Blatchford  (U.  S.),  478; 
Hall  V.  Wiles,  2  id.  194 ;  Graftam  v.  Earl,  82  Federal  Rep.  737.  A  disclaimer 
is  to  be  read  in  connection  with  the  original  specification,  of  which  it  becomes 
a  part  when  recorded ;  it  is  construed  like  any  other  written  instrument,  so  as 
to  carry  out  the  intention  of  the  person  executing  it.  Graham  v.  Earl,  92 
Federal  Rep.  155,  159.  The  final  claim  determines  the  extent  of  the  inven- 
tion, and  every  claim  actually  made  operates  in  law  as  a  disclaimer  of  what 
is  not  claimed.     Mahn  v.  Harwood,  112  United  States,  354,  361. 

In  HaUes  v.  Albany  Stove  Co.,  123  United  States,  582,  587,  Mr.  Justice 
Bradley  said:  **  A  disclaimer  is  usually  and  properly  employed  for  the  sur- 
render of  a  separate  claim  in  a  patent,  or  some  other  distinct  and  separable 
matter  which  can  be  exscinded  without  mutilating  or  changing  what  is  left 
standing.  Perhaps  it  may  be  used  to  limit  a  claim  to  a  particular  class  of 
objects,  or  even  to  change  the  form  of  a  claim  which  is  too  broad  in  its  terms; 
but  certainly  it  cannot  be  used  to  change  the  character  of  the  invention.  And 
if  it  requires  an  amended  specification  or  supplemental  description  to  make 
an  altered  claim  intelligible  or  relevant,  whilst  it  may  possibly  present  a  case 
for  a  surrender  or  reissue,  it  is  clearly  not  adapted  to  a  disclaimer." 

Under  the  last  sentence  of  sect.  4917,  read  in  connection  with  sect  4922, 
there  can  only  be  a  recovery  without  costs  when  a  disclaimer  is  filed  after  suit 
brought.  Smith  v.  Nichols,  21  Wallace  (U.  S.),  112.  Sect.  4922  does  not 
properly  apply  to  a  combination  made  up  of  old  elements.  Vance  v.  Campbell, 
1  Black  (U.  S),  427. 

All  disclaimers  must  be  filed  within  a  reasonable  time  after  the  patentee 
first  ascertained  that,  as  to  the  parts  disclaimed,  he  was  not  tl»e  first  inventor, 
but  he  is  entitled  to  delay  until  the  judgment  of  a  Court,  even  that  of  the  Court 
of  lost  resort,  is  obtained.  Seymour  v.  McCormick,  19  Howard  (U.  S.),  96; 
Williames  v,Mc  Neely,  64  Federal  Rep.  766;  Office  Specialty  Manuf.  Co.  v. 
Globe  Co.,  65  id.  599;  Thompson  v.  N.T.  Bushnell  Co.,  96  id.  238 ;  Burdett  v. 
Estey,  15  Blatchford  (U.  S.),  349  ;  19  id.  1;  Singer  v.  Walmsley,  1  Fisher's 
Patent  Cases,  558.  What  is  such  reasonable  time  is  a  question  for  the  Court, 
which  will  not,  however,  consider  the  question  if  it  is  not  raised  as  a  defence 
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in  the  answer.  Singer  y,  Wabntleffy  1  Fisher's  Patent  Gases,  &58, 575 ;  Burden 
V.  Coming^  2  id.  477, 498;  Warden  t.  SearU,  21  Federal  Rep.  406.  The  power 
to  disclaim  is  a  beneficial  one,  and  will  only  be  denied  when  it  is  resorted  to  for 
a  fraudulent  or  deceptive  purpose.  Carnegie  Steel  Co.  ▼.  Candnia  Iron  Co.,  89 
Federal  Bep.  721,  757.  There  can  be  no  disdaimer  as  to  any  part  of  a  patent 
which  has  expired.  Yale  Lock  Manuf.  Co.  t.  Sargent,  117  United  States,  536. 
The  original  inventor  may,  in  order  to  enjoin  the  infringement  of  his  valid 
claims,  disclaim  as  to  such  of  the  other  claims  of  his  patent  as  have  been  in 
public  use  or  on  sale  for  more  than  two  years  before  ha  i^^lied  for  a  patent. 
Wkilney  v.  Boston  ff  Albany  R.  Co.,  50  Federal  Rep.  72. 

No.  57.— ANDREW  v.  CROSSLEY. 

CROSSLEY  V.  ANDREW. 

(c.  A.  1892.) 

RULE. 

The  date  of  amendment  (under  the  Act  of  1883)  —  as 
regards  a  pending  action  —  is  to  be  taken  as  the  date 
when  leave  is  given  to  amend. 

Andrew  v.  Croaaley. 
Crossley  v.  Andrew. 

1892, 1  Ch.  492-506  (».  C.  61  L.  J.  Ch.  437 ;  66  L.  T.  571 ;  40  W.  R.  586). 

[492]  Patent,  —  Practice. — Leave  to  Amend.  —  Date  when  Amendment  consid- 
ered made.  —  Pending  Action  for  Infringement,  —  Patents,  Designs,  and 
Trade  Marks  Act,  1883. 

On  the  19ih  of  May,  1890,  an  application  by  C.  for  leave  to  make  certain 
specified  amendments  in  the  specification  of  a  patent  to  which  C.  was  entitled 
was  heard  before  the  Comptroller,  who,  on  the  9th  of  June,  gave  the  leave 
asked  for,  but  upon  the  condition  that  C.  should  not  take  any  legal  proceed- 
ings against  A.  (who  was  opposing  the  amendment)  in  respect  of  any  infringe- 
ment committed  before  the  1st  of  January,  1884.  C.  had  during  the  argument 
assented  to  this  condition.  On  the  11th  of  June,  C.  commenced  an  action 
against  A.  for  infringements  subsequent  to  1884.  On  the  30th  of  June,  the 
Patent  Office  asked  C.  for  an  undertaking  in  the  terms  of  the  condition,  and 
on  the  9th  of  July,  C.  signed  one  and  sent  it  to  the  office.  The  specification 
was  actually  amended  on  the  26th  of  Aug^t :  — 

Held,  by  the  Court  of  Appeal,  affirming  the  decision  of  Chittt,  J.,  that, 
as  the  condition  imposed  by  the  comptroller  had  been  assented  to,  and  after 
the  leave  to  amend  given  on  the  9th  of  June  nothing  remained  to  be  done  by 
C,  the  specification  was  to  be  treated  as  duly  amended  on  that  day;  that  the 
action  on  the  amended  specification  was  therefore  properly  brought  on  the 
11th,  though  the  amendment  had  not  been  actually  made ;  and  that  sect  18, 
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sab-sect.  10,  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  did  not 
apply  so  as  to  prevent  the  actual  completion  of  the  amendment  by  reason  of 
the  pendency  of  an  action  for  infringement. 

Motion  to  discharge  a  reference  to  arbitration,  which  raised  the 
question  as  to  the  exact  date  when  a  specification  is  to  be  deemed 
to  have  been  amended  by  disclaimer,  under  the  provisions 
*  of  the  amended  sect   18  of  the  Patents,  Designs,  and  [*493] 
Trade  Marks  Acts,  1883-1888. 

Crossley  Brothers,  Limited,  were  the  owners  of  a  patent,  A.D. 
1881,  No.  370,  for  "  improvements  in  connection  with  gas  motor 
engines  and  locomotives  worked  thereby. "  An  action  was  com- 
menced in  February,  1890,  by  J.  E.  H.  Andrew  &  Co.,  Limited, 
against  Crossley  Brothers,  Limited  [1890  J.  168],  in  which  on 
the  28th  of  March,  1890,  a  motion  for  an  injunction  was  made  to 
restrain  Crossley  Brothers,  Limited,  from  alleging  that  Andrew  & 
Co. ,  Limited,  had  infringed  their  patent,  and  from  making  threats 
of  taking  proceedings  in  reference  to  such  alleged  infringements. 

Previous  to  this,  Crossley  Brothers  had  commenced  proceedings 
in  the  Patent  Office,  which  were  still  pending,  to  amend  their 
specification  by  way  of  disclaimer.  On  the  hearing  of  the  motion 
for  injunction  no  order  was  made  except  that  the  costs  should  be 
costs  in  the  action,  Crossley  Brothers  giving  an  undertaking  not 
to  threaten  Andrew  &  Co.  until  the  trial  or  further  order,  and  to 
bring  an  action  against  Andrew  &  Co.  as  soon  as  their  disclaimer 
was  allowed. 

On  the  19th  of  May,  1890,  the  application  for  leave  to  amend 
was  argued  before  the  Comptroller,  Andrew  &  Co.  appearing  by 
counsel  to  opposa  Their  counsel  asked  that  the  amendment,  if 
allowed  at  all,  should  only  be  allowed  on  the  terms  that  Crossley 
Brothers  should  undertake  that  no  legal  proceedings  should  be 
taken  against  Andrew  &  Co.  in  respect  of  any  alleged  infringe- 
ment of  the  patent  when  amended.  Mr.  Imray,  for  Crossley 
Brothers,  objected  that  this  was  ultrdb  vires.  The  Comptroller  said 
he  had  power  to  impose  the  condition  as  to  infringements  up  to 
the  31st  of  December,  1883,  and  Mr.  Imray  replied  that  he  did 
not  object  to  a  condition  so  limited.  Counsel  for  Andrew  &  Co. 
did  not  press  for  a  more  stringent  condition. 

On  the  9th  of  June,  1890,  the  Comptroller  gave  his  decision  in 
writing  allowing  the  amendments,  and  declining  to  impose  the 
condition  asked  for  by  Andrew  &  Co.,  "but  as  this  amendment 
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relates  to  a  patent  granted  before  the  said  Act '  (the  Act  of  1883) 
"  came  into  operation,  I  allow  the  amendment  only  upon  condi- 
tion that  the  patentees  and  all  persons  claiming  under 
[•  494]  *  them,  or  either  of  them,  shall  not  take  any  l^al  pro- 
ceedings against  J.  K  H.  Andrew  &  Co.,  Limited,  in 
respect  of  any  infringement  or  alleged  infringement  of  the  said 
patent  committed  prior  to  the  first  day  of  January,  1884.* 

On  the  11th  of  June,  1890,  the  writ  in  the  infringement  action, 
Crosdey  v.  Andrew  [1890  C.  2047],  was  issued,  and  the  state- 
ment of  claim  stated  the  specification  to  have  been  amended 

On  the  30th  of  June,  a  notice  was  sent  from  the  Patent  OfiBce  to 
Crossley  Brothers  requesting  them  to  furnish  the  Comptroller 
*  with  the  undertaking  required  by  his  decision"  of  the  9th  of 
June.  Inclosed  was  a  form  of  undertaking,  which  was  in  the 
terms  of  the  condition  imposed  by  the  Comptroller.  They  signed 
the  form  and  returned  it  to  the  office  on  the  9th  of  July,  1890, 
and  it  was  filed  The  specification  was  formally  amended  by  the 
proper  officer  in  the  Patent  Office  on  the  26th  of  August,  1890, 
and  the  amendment  was  duly  advertised  on  the  following  day  pur- 
suant to  sect.  21. 

The  two  actions  having  been  referred  by  consent  to  an  arbitra- 
tor, under  an  order  of  the  19th  of  June,  1891,  and  Crossley 
Brothers  having  proposed  to  put  in  evidence  the  amended  specifi- 
cation, it  was  objected  to  by  Andrew  &  Co. ,  on  the  ground  that 
on  the  11th  of  June,  when  the  writ  was  issued,  the  amendment 
had  not  been  actually  made,  and  that  by  sub-sect  10  of  sect  18 
of  the  Act,  the  provisions  as  to  amendment  did  not  apply  where 
an  action  for  infringement  was  pending,  and,  consequently,  that 
under  the  circumstances  of  the  present  case  the  amended  specifica- 
tion was  not  admissible  in  evidence. 

The  arbitrator  allowed  this  objection,  on  the  ground  that  the 
leave  to  amend  was  not  complete  until  the  undertaking  was  given 
on  the  9th  of  July,  1890.  He  considered,  however,  that  the 
question  was  one  of  great  difficulty,  and  stated  in  writing  the 
reasons  for  his  decision. 

Crossley  Brothers  now  moved  to  discharge  the  order  of  the  19th 
of  June,  1891,  and  to  revoke  the  submission  to  arbitration  thereby 
made,  unless  the  arbitrator  should  receive  the  amended  specifica- 
tion in  evidence  as  having  been  duly  amended^  and  as  having  been 
so  amended  on  the  9th  of  June,  1890. 
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*  The  motion  was  heard  before  Mr.  Justice  Chitty  on  the  [*  495] 
18th  of  December,  1891. 

After  argument  the  learned  Judge  decided  that  the  amended 
specification  was  admissible  in  evidence,  and  ought  to  have  been 
admitted  by  the  arbitrator. 

Andrew  &  Co.  appealed  from  this  decision.  The  appeal  [500] 
was  heard  on  the  17th  of  February,  1892. 

Hopkinson,  Q.  C,  and  J.  C.  Graham,  for  the  appeal:  — 

We  contend  that  an  amendment  must  be  actually  made  before 
an  action  can  be  brought  on  the  amended  specification.  This  is 
a  matter  of  substance ;  for  a  person  might  go  to  the  Patent  Office, 
and,  finding  the  specification  in  its  original  form,  might  manu- 
facture the  patented  articles  on  the  ground  that  the  patent  was 
bad.  It  is  the  practice  of  the  Patent  Office  to  furnish  copies  of 
the  original  specification  without  alteration  until  the  amendment 
has  been  actually  made.  There  is  nothing  on  the  register  to  in- 
dicate an  amendment  until  that  time,  and  the  Legislature  in- 
tended the  register  to  be  conclusive.  Here  no  notice  of  the 
amendment  appeared  in  the  register  until  long  after  the  action 
had  commenced.  Then  the  leave  to  amend  was  conditional. 
Acceptance  of  the  condition  was  necessary.  In  re  Berdan's  Patent, 
L  E.  20  Eq.  346.  There  was  no  acceptance  till  the  9th  of  July ; 
so  that  till  that  time  there  would  not,  apart  from  the  action,  have 
been  complete  leave  to  amend.  The  amendment  being  incomplete 
when  the  action  was  commenced  could  not  be  completed.  Sect  18, 
sub-sect.  10.  The  plaintiffs  might  obtain  leave  of  the  Court  under 
sect.  19,  but  no  such  leave  was  obtained,  the  amendment,  there- 
fore, was  invalid.  The  Act  does  not  speak  in  terms  of  the  actual 
amendment,  but  it  throughout  treats  amendment  as  something 
following  the  leave  to  amend.  The  specification  cannot  be  treated 
as  amended  until  the  amendment  is  actually  made,  or  at  the  ear- 
liest, until  the  undertaking  to  accept  the  condition  has  been  given. 

Sir  R  K  Webster,  A.-G.,  and  Lawson,  for  Crossley  Brothers, 
were  not  called  upon. 

♦LiNDLEY,  L  J.  :—  [*501] 

This  is  an  appeal  from  a  decision  of  Mr.  Justice  Chitty, 
in  substance  holding  that  this  action,  commenced  on  the  11th  of 
June,  1890,  for  the  infringement  of  Crossley 's  patent,  is  main- 
tainable.    The  form  of  the  question  submitted  to  him  is  perhaps 
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open  to  a  little  criticism ;  but  I  do  not  think  that  much  impor- 
tance need  be  attached  to  the  form.  The  question  is  put  in  this 
way :  Whether  the  arbitrator  shall  receive  the  amended  specifica- 
tion in  evidence  ?  The  action  being  upon  a  patent  and  the  state- 
ment of  claim  referring  to  the  amended  specification,  it  is  very 
difficult  to  see  how  you  can  exclude  the  amended  specification. 
The  real  question  is  whether  this  action,  having  been  brought  be- 
fore the  specification  was  actually  amended,  though  after  leave 
had  been  given  to  amend  it,  is  maintainable. 

Now,  we  must  see  what  the  difficulty  is.  The  patentees  had,  in 
the  early  part  of  the  year  1890,  applied  for  leave  to  amend ;  and 
on  the  9th  of  June,  1890,  they  obtained  leave  to  amend  on  the 
condition  that  no  action  for  infringement  should  be  brought  for 
anything  done  before  the  1st  of  January,  1884  That  condition, 
I  understand  by  the  evidence,  was  then  and  there  accepted.  The 
amendment,  therefore,  was  made  in  every  sense  except  this,  that 
the  document  was  not  actually  altered.  By  the  rules  of  the  office, 
when  a  person  applies  to  amend  he  must  state  precisely  what 
amendment  he  wishes  to  maka  Therefore,  when  the  Comptroller 
accedes  to  the  request,  the  words  of  the  amendment  are  accurately 
known  in  the  office,  and  nothing  remains  to  be  done,  in  order  to 
complete  the  amendment  in  the  fullest  possible  sense,  except  to 
make  the  formal  entry  of  it  in  the  office. 

That  being  the  position  of  affairs  when  the  plaintiffs  bring  this 
action  upon  their  amended  specification,  what  is  the  objection  to 
it?  The  objection  taken  to  it  is  that  the  amendment  was  not 
complete.  Eeliance  is  placed  upon  a  minute  criticism  of  sect  18 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  and  the 
argument  is  based  on  the  10th  sub-section  of  that  section,  which, 
as  amended  by  the  Act  of  1888,  runs  thus :  "  The  foregoing  provi- 
sions of  this  section  do  not  apply  when,  and  so  long  as  any  action 
for  infringement  or  proceeding  for  revocation  of  a  patent 
[*  502]  *  is  pending. "  An  action  was  pending  on  the  11th  of 
June,  1890,  for  the  infringement  of  this  patent,  so  the 
"  foregoing  provisions "  of  the  section  are  not  to  apply.  But 
which  of  them,  apart  from  sub-sect.  10,  could  apply  to  the  present 
case.  The  only  one  as  to  which  there  can  be  any  doubt  whatever 
is  the  last  part  of  sub-sect  9 :  "  And  the  amendment  shall  in  all 
Courts  and  for  all  purposes  be  deemed  to  form  part  of  the  specifi- 
cation. "     When  sub-sect.  10  is  carefully  looked  at,  it  is,  to  my 
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mind,  quite  obvious  what  the  meaning  is  —  that  the  patentee  is 
not  to  take  proceedings  to  obtain  leave  to  amend  while  an  action 
for  infringement  is  pending.  It  does  not  say  that  when  before  an 
action  is  commenced  the  patentee  has  got  leave  to  emend,  and 
when  everything  is  done  except  the  actual  mechanical  amendment 
of  the  specification,  that  mechanical  part  shall  not  be  done  be- 
cause the  action  is  pending.  As  I  understand  the  matter,  it  is 
the  business  of  the  office  to  amend.  It  is  very  true  that,  in  order 
to  prevent  inconvenience,  they  put  it  off  until  they  get  a  written 
acceptance  of  the  conditions ;  but  the  formal  amendment  is  not  the 
applicant's  business  at  all.  If,  indeed,  the  Comptroller  had  re- 
quired the  patentee  to  bring  in  extra  drawings,  or  had  required 
him  to  do  anything  else,  and  he  had  not  done  it  before  commenc- 
ing his  action,  then  perhaps  the  argument  which  we  have  listened 
to  would  have  some  weight ;  but  when  leave  to  amend  has  been 
given,  and  there  is  nothing  at  all  left  to  be  done  by  the  patentee, 
it  appears  to  me  that  the  amendment  must  be  considered  complete. 
Mr.  Graham  relied  on  sect  19  as  making  the  sanction  of  the 
Court  necessary.  That  sub-section  provides,  that  in  an  action  for 
infringement  of  a  patent  the  Court  or  a  Judge  may  at  any  time 
order  that  the  patentee  shall  be  at  liberty  to  apply  at  the  Patent 
Office  for  leave  to  amend.  But  the  patentee  in  the  present  case 
does  not  want  leave  to  amend  —  he  has  got  it  already ;  and  I  can- 
not see  that  this  clause  puts  the  slightest  difficulty  in  his  way. 
The  appeal,  in  my  judgment,  cannot  be  allowed. 

Kay,  L,  J.  :  — 

I  entirely  agree.     It  seems  to  me  that  the  very  ingenious  argu- 
ment addressed  to  us  means  one  of  two  things  —  either 
that  *  the  amendment  has  not  been  made,  and  cannot  be  *  [503] 
made  pending  the  action,  without  leave  of  the  Court,  or 
that  the  action  was  an  action  improperly  brought  and  ought  to  be 
stayed.     That  is  the  essence  of  this  particular  application. 

Now,  in  my  opinion,  the  action  was  properly  brought;  and 
everything  necessary  to  amend  this  specification  which  was  re- 
quired to  be  done  by  sect  18  before  the  action  was  brought  had 
been  done.  Theie  is  not  one  word  in  sect  18  about  making  what 
has  been  called  a  physical  amendment  of  the  specification  itself. 
That  section  provides  for  the  mode  in  which  a  patentee  may  apply 
for  leave  to  amend  the  specification,  for  the  mode  in  which  that 
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application  may  be  granted,  for  a  power  of  appeal  from  the  Comp- 
troller's decision;  it  suggests  and  intimates  in  two  of  the  sub- 
sections in  terms  that  the  leave  may  be  given  subject  to  conditions ; 
but  if  the  application  has  been  duly  made  —  as  was  the  case  here 
—  if  the  leave  was  explicitly  given  subject  to  a  condition  —  which 
was  the  case  here  —  and  if  that  condition  was  assented  to  —  which 
was  the  actual  fact  here  —  before  this  action  was  begun,  there  is 
nothing  whatever  in  that  section,  or  in  any  of  the  sub-sections 
contained  in  it,  which  prevents  the  commencement  of  an  action 
like  this  upon  the  amended  specification. 

In  order  to  make  that  clear,  I  will  refer  to  the  section  itself. 
I  will  take  the  last  sub-section  first,  because  the  last  sub-section 
as  amended  in  the  Act  of  1888  is  the  one  relied  upon.  It  is  as 
follows :  "  The  foregoing  provisions  of  this  section  '  (that  is,  sect 
18)  "  do  not  apply  when,  and  so  long  as  any  action  for  infringe- 
ment or  proceeding  for  revocation  of  a  patent  is  pending. "  Now, 
we  are  not  dealing  with  a  "  proceeding  for  revocation, "  because 
the  action  actually  brought  is  an  action  for  the  infringement  of 
the  patent  as  amended.  Is  there  one  single  thing  that  was  to  be 
done  under  sect  18  which  was  left  undone  when  this  action  was 
brought?  The  answer  is,  there  is  not  one  single  thing  provided 
for  by  sect  18  which  was  left  undone  before  this  action  was 
brought  —  not  one.  Consequently,  when  sub-sect  10  provides,  as 
it  does,  that  the  foregoing  provisions  of  sect  18  do  not  apply 
when  an  action  for  infringement  is  pending,  that  clearly  does  not 
have  the  least  reference  to  a  case  like  this,  where  everything  that 

that  section  contemplates  had  been  done  and  completed 
[*  504]  before  *  the  action  was  brought     The  argument,  to  my 

mind,  proceeds  upon  a  perfect  misapprehension  of  the 
meaning  of  that  section.  What  had  been  done  was  this.  The 
application,  as  I  have  said,  had  been  made  and  acceded  to;  the 
amendment  was  allowed  on  the  9th  of  June ;  a  condition  had  been 
imposed,  and  that  condition  had  been  accepted.  Then,  on  the 
11th  of  June,  the  action  was  brought;  and  on  the  9th  of  July 
that  was  done  which  the  Patent  OfiBce,  for  its  own  purposes, 
requires,  but  which  is  not  required  by  anything  in  the  Act  of 
Parliament,  viz. ,  that,  in  order,  I  suppose,  to  have  a  record  of  the 
acceptance  of  the  condition,  they  require  a  written  undertaking  in 
the  same  terms  as  the  condition  to  be  given.  But  before  this 
action  was  brought,  as  I  have  said,  the  allowance  of  the  amend- 
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ment  was  made,  and  the  condition  had  been  accepted  on  the  part 
of  the  patentee  who  applied  to  amend.  Then  what  remained  to 
be  done  was  only  this :  by  sect.  23  of  the  Act,  it  is  provided  that, 
"  There  shall  be  kept  at  the  Patent  Office  a  book  called  the  Eegis- 
ter  of  Patents,  wherein  shall  be  entered  .  .  .  notifications  of 
assignments  and  of  transmissions  of  patents,  of  licences  under 
patents,  and  of  amendments,  extensions,  and  revocations  of  pat- 
ents. ..."  That  was  a  thing  with  which  the  patentee  had  really 
nothing  to  do :  it  was  the  duty  of  the  Patent  Office.  The  section 
is  imperative ;  it  enacts  that  the  book  "  shall  be  kept "  and  that 
there  "  shall  be  entered"  a  notification  of  the  amendment.  That 
was  the  only  thing  required.  In  no  other  way  that  I  can  see,  and 
none  has  been  suggested,  was  any  alteration  of  the  specification 
required  by  the  Act  to  be  made ;  and  that  notification  which  was 
to  be  entered  in  the  register  was  a  thing  with  which  the  patentee 
had  nothing  to  do,  but  which  was  to  be  done  by  the  office. 

Now,  what  is  there  in  the  Act  to  show  that  this  action  was 
wrongly  brought?  Sub-sect  10  of  sect  18  provides  for  a  per- 
fectly different  case.  You  cannot  bring  an  action  upon  the  patent 
as  it  was  when  unaltered,  and  then,  pending  that  action,  apply 
for  leave  to  alter  it  without  obtaining  the  leave  of  the  Court  under 
sect  19 ;  therefore,  pending  such  an  action  as  that,  all  these  pro- 
visions for  applying  to  alter  the  specification  and  obtaining  leave 
to  amend  are  not  to  apply  at  all.  You  cannot  make  the  appli- 
cation for  leave  to  amend  except  by  leave  of  the  Court. 
*  There  is  nothing  in  that  section,  nor  can  I  find  any-  [*505] 
thing  in  any  part  of  the  Act,  which  says  that  when  the 
patentee  has  got  the  leave,  when  everything  that  the  patentee  has 
to  do  has  been  done,  and  nothing  remains  to  be  doBe  but  that  the 
Patent  Office  should  enter  upon  the  register  a  notification  of  the 
amendment  which  it  has  allowed,  he  cannot  bring  an  action  on 
the  amended  specification.  It  has  been  ingeniously  argued  that, 
if  that  is  the  meaning  of  the  Act,  this  consequence  must  follow, 
that  after  the  leave  has  been  given,  and  before  it  has  been  notified 
upon  the  register,  the  patentee  might  bring  an  action  against  a 
third  person  who  knew  nothing  at  all  about  the  alteration.  What 
then?  Suppose  he  did  bring  such  an  action,  he  would  have  to 
state  in  the  indorsement  on  his  writ,  I  suppose,  certainly  in  his 
statement  of  claim,  that  he  was  bringing  the  action  upon  a  patent 
the  specification  of  which  had  been  amended,  otherwise  he  might 
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have  his  action  stopped  altogether,  because  it  would  be  bringing 
it  upon  a  patent  based  on  a  specification  which  no  longer  existed 
The  defendant,  therefore,  though  he  might  not  be  able  to  find  out 
the  amendment  by  searching  the  register,  would  know  from  the 
pleading  upon  what  kind  of  specification  the  action  was  founded. 
There  might,  of  course,  arise  this  difficulty :  the  defendant  might 
say,  "  I  infringed  the  patent  believing  it  to  be  perfectly  bad,  hav- 
ing seen  the  original  specification,  and  not  having  known  of  the 
alteration  because  it  had  not  been  entered  on  the  register. '  The 
Court  will  deal  with  that  sort  of  case  when  it  arises;  but  the 
reply,  so  far  as  the  patentee  was  concerned,  would  probably  be, 
"  I  had  nothing  to  do  with  entering  it  on  the  register ;  if  it  was 
not  entered  on  the  register  that  was  not  my  fault,  it  was  the  fault 
of  the  Patent  Office.  I  have  done  everything  which  the  Act  re- 
quires me  to  do,  and  am  not  answerable  for  the  fault  of  the  Patent 
Office." 

Then,  it  is  said  to  be  the  practice  of  the  Patent  Office,  until  the 
register  has  been  actually  amended,  to  issue  to  applicants  copies 
of  the  specification  as  it  originally  existed,  without  any  notifica- 
tion of  the  amendment,  although  the  amendment  has  been  allowed 
and  the  conditions  acceded  to.  All  I  can  say  is,  if  that  is  the 
practice  of  the  Patent  Office,  it  is  a  very  bad  practice,  and  the 

sooner  it  is  altered  the  better;  for  it  is  unfair  to  third 
[*  506]  *  persons  who  apply  for  copies  of  the  specification  to  hand 

them  out  a  copy  of  a  specification  which,  >  in  fact,  has 
been  amended,  without  any  notification  that  leave  to  amend  it 
has  been  given.  But,  again,  that  does  not  alter  the  construction 
of  the  Acts.  It  does  not  in  any  way  make  this  action  an  action 
wrongly  brought,  nor  does  it  in  any  way  show  that  under  these 
Acts  the  amendment  which  has  been  allowed  was  not,  so  far  as 
the  patentee  is  concerned,  a  complete  thing  before  the  action  was 
brought  I  think  that  it  was  complete,  and  I  think  this  action 
was  rightly  brought.  I  do  not  see  that  any  evil  will  result  from 
this  construction  of  the  Acts ;  and  I  think  that  the  appeal  must 
be  dismissed  with  costs. 
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Section  XL — Extension. 

No.  58.    In  be  McDOUGAUS  PATENT, 
(p,  0.  1867.) 

BULE. 

The  Judicial  Committee  of  the  Privy  Council  will  not 
recommend  an  extension  of  a  patent,  unless  it  is  proved  to 
their  satisfaction  that  the  invention  is  of  considerable 
merit,  and  of  great  public  utility.  Except  so  far  as  is 
necessary  for  these  purposes,  they  will  not  adjudicate  upon 
a  doubtful  question  of  the  validity  of  the  patent. 

In  re  KoDongal*!  Patent.^ 

L.  R.  2  P.  C.  1-4  (8.  0.  37  L.  J.  P.  C.  17). 

Letters  Patent.  —  Prolongation  of  Term^  Condition  necessary  to  esiaMish.  —      [1] 
Considerable  Merit.  —  Great  Public  Utility. 

It  IS  essential,  in  order  to  obtain  an  extension  of  the  term  of  letters 
patent,  for  the  petitioner  to  establish  (1)  that  the  invention  is  of  consider- 
able merit ;  (2)  public  utility ;  and  (3)  inadequate  remuneration. 

Although  the  judicial  committee  will  not  adjudicate  upon  the  validity  of 
letters  patent,  the  term  of  which  is  sought  to  be  prolonged^  yet  where  it 
appears  from  the  specification  that  the  subject-matter  is  not  sufficient  to 
sustain  such  patent,  they  will  not,  in  the  exercise  of  their  discretion,  recom- 
mend the  Crown  to  extend  the  term. 

Where,  therefore,  the  specification  of  a  patent  described  it  as  improve- 
ments in  treating,  deodorising,  and  disinfecting,  sewage  and  other  offensive 
matter,  and  also  for  deodorising  and  disinfecting  in  general,  and  as  being 
composed  of  two  ordinary  well-known  chemical  acids  in  combination,  such 
acids  being  in  common  use  for  disinfecting  purposes  by  the  public  before  and 
after  the  letters  patent:  Held^  not  to  be  an  invention  of  such  merit  and 
utility  as  to  justify  an  extension,  to  the  detriment  of  the  public  in  the  use 
of  known  sanitary  agents. 

The  petitioner,  McDougal,  and  Dr.  Angus  Smith  were  joint 
patentees  of  a  patent  granted  to  them  on  the  20th  of  Janu* 
aiy,  *  1854,  described  as  "  Improvements  in  treating,  deo-  [*  2] 
dorising,  and  disinfecting,  sewage  and  other  offensive  matter, 

1  Present: — Sir  William  Erlb,  Sir  Jambs  William  Colvillb,  Sir  Edwasd 
Vauguan  Williams,  and  Sir  Ricuabd  Tobin  Kindbbslbt. 
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which  said  improvements  are  also  applicable  to  deodorising  and 
disinfecting  in  general '  Dr.  Angus  Smith  afterwards  assigned 
his  interest  in  the  patent  to  the  petitioner. 

The  petition,  in  substance,  stated  that  the  invention  was  of 
great  public  utility,  and  greatly  beneficial  to  the  public  health, 
and  had  been  extensively  used  by  the  government,  corporate  and 
other  public  bodies  in  public  works ;  that  it  was  the  result  of  a 
series  of  experiments  made  by  the  petitioner  and  Dr.  Angus  Smith, 
arrived  at  after  great  expense  of  time  and  labour,  with  a  view  to 
the  removal  of  all  offensive  smells  from  sewage  and  other  offensive 
matter,  and  the  separation  or  preservation  of  such  parts  of  them  as 
were  useful  as  manure ;  and  starting  with  the  fact,  that  the  gase* 
ous  emanations  from  foecal  and  other  organic  matter  were  sulphu- 
retted hydrogen  and  phosphuretted  hydrogen,  either  free  or  in 
combination  with  ammonia,  and  that  the  fertilising  elements  to 
be  preserved  were  phosphoric  acid  and  ammonia,  they  discovered 
that  the  conditions  of  the  case  could  be  met  by  means  of  a  com- 
pound which  should  contain  two  acids,  namely,  sulphurous  acid 
and  carbolic  acid,  and  two  bases,  namely,  magnesia  and  lime,  the 
four  forming  together  two  salts,  sulphate  of  magnesia  and  carbolate 
of  lime.  That  in  cases  where  the  manure  or  other  matter  was  in 
a  very  advanced  state  of  decomposition  and  contained  a  laiger  per- 
centage of  ammonia,  the  patentees  found  it  would  be  useful  to  add 
a  soluble  phosphate,  so  that  sufficient  phosphoric  acid  might  be 
present  to  form  the  triple  compounds.  That,  in  short,  all  the 
conditions  of  the  case  were  fulfilled  by  using  sulphurous  acid  to 
remove  offensive  smells,  carbolic  acid  to  remove  putrefaction,  a 
little  lime  to  neutralise  and  dry  the  carbolic  acid,  and  magnesia 
to  combine  with  and  preserve  the  phosphoric  acid  and  ammonia, 
and,  in  special  cases,  a  soluble  phosphate  to  prevent  the  loss  of 
any  of  the  ammonia.  That  such  combination  produced  a  fine,  dry 
powder,  exceedingly  simple  to  use,  and  adapted  both  for  use  in 
large  operations  with  sewage,  or  in  stables  and  cattle  sheds,  and 
also  for  use  in  sick  rooms,  nurseries,  and  offices.  And  the  peti- 
tion further  alleged,  that  although  the  government  departments 
had  adopted  his  invention,  yet  he  had  not  been  repaid  for  the 
[•  3]  time  *  and  money  spent  in  the  introduction  of  an  invention 
so  import^ant  and  of  such  practical  utility,  and  prayed  for  an 
extension  of  fourteen  years. 

Mr.  Grove,  Q.  C. ,  and  Mr.  Lawson,  for  the  petitioner. 
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Mr.  Hannen  appeared  for  the  Crown. 

Their  Lordships,  after  hearing  the  evidence  of  the  petitioner, 
from  which  it  appeared  that  his  invention  was  generally  for  deo- 
dorising and  disinfecting  sewage  and  other  offensive  matters,  by 
means  of  a  compound  of  sulphurous  acid  and  carbolic  acid ;  and 
that  there  had  not  been  any  adequate  remuneration  for  the  inven- 
tion, as,  although  the  public  largely  used  the  chemical  substances 
contained  in  the  patent  for  disinfectant  and  other  purposes,  they 
refused  to  buy  the  patented  article,  stopped  the  case. 

Sir  WiLUAM  Erle  :  — 

I  am  instructed  by  their  Lordships  to  say,  that  they  will  not 
trouble  you,  Mr.  Hannen,  to  proceed  with  your  cross-examination 
of  the  petitioner,  who  has  tendered  himself  as  a  witness. 

This  is  an  application  to  the  Judicial  Committee,  under  its 
statutable  jurisdiction,  for  the  extension  of  the  term  of  a  patent ; 
and  it  is  clear  that  that  extension  ought  not  to  be  granted  unless 
their  Lordships  are  satisfied  that  the  original  invention  is  of  con- 
siderable merit,  that  it  is  of  public  utility,  and  that  there  has 
been  inadequate  remuneration. 

It  is  not  the  duty  of  the  Judicial  Committee  upon  such  an  appli- 
cation to  adjudicate  upon  the  validity  or  invalidity  of  the  patent 
itself,^  but  they  must,  in  deciding  whether  the  above  conditions 
have  been  established,  ascertain  the  meaning  of  the  specification. 
Their  Lordships,  in  this  case,  have  no  intention  to  put  a  construc- 
tion upon  it,  as  would  be  necessary  in  the  case  of  hostile  litiga- 
tion—  but  they  have  considered  the  description  of  the  invention 
given  by  the  petitioner's  counsel,  and  they  are  of  opinion,  that 
the  specification  does  not  contain  the  grant  of  an  invention,  such 
as  has  been  described  by  Mr.  Grove.  They  have  also  heard  the 
evidence  given  by  the  petitioner  himself,  and  they  are  of 
opinion,  that  the  specification  *  does  not  contain  an  inven-  [*  4] 
tion  such  as  has  been  described  by  the  petitioner  himself  in 
support  of  his  own  petition.  Whatever  may  be  the  invention  in- 
tended to  be  patented  by  him  and  Dr.  Angus  Smith,  we  have  con- 
sidered it  with  reference  to  the  evidence,  and  with  reference  to 
the  construction  of  the  specification  itself,  and  we  are  of  opinion, 
that  the  restriction  by  patent  from  general  use,  of  the  combina- 

1  See  Kay^B  Patent ,  3  Moore's  P.  C.  granted  pending  a  suit  in  respect  of  the 
Cases,    24,    where    an    extension    was    validity  of  the  patent. 
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tion  of  the  articles  referred  to,  namely,  salphurous  acid  or  car- 
bolic acid,  in  the  mode  described,  as  producing  very  important 
effects,  would  be  a  great  public  detriment ;  and  we  do  not  discover 
in  the  invention  such  merit  and  utility  as  should  induce  us  to 
grant  an  extension  of  the  monopoly  asked  for,  producing,  as  it 
might,  so  much  detriment  to  the  public  in  the  use  of  an  antidote 
to  a  species  of  plague.  Therefore,  this  being  entirely  a  matter 
for  the  discretion  of  their  Lordships,  we  are  not  inclined  to  recom* 
mend  to  Her  Majesty  that  any  extension  of  this  patent  should  be 
granted. 

ENGLISH  NOTES. 

For  the  purpose  of  an  application  for  extension,  the  account  of  profit 
and  loss  of  the  patentee  ought  to  be  clear  and  precise;  and,  if  the 
patentee  is  engaged  in  any  other  business,  or  as  a  manufacturer  of  his 
own  invention,  he  should  have  kept  the  accounts  of  the  patent  and  of 
the  manufacture  separately.  In  estimating  the  profits  of  the  patent  as 
to  articles  of  his  own  manufacture,  he  is  entitled  to  deduct  his  profits 
as  a  manufacturer.  The  question  (where  the  patent  is  assigned  or 
worked  upon  royalties)  is  not  what  the  patentee  has  received,  but  what 
has  been  made,  or  by  proper  judgment  and  application  might  have 
been  made  by  the  patent.  In  re  Setts'  Patent  (1862),  1  Moore  P.  G. 
(N.  S.)  49,  9  Jur.  (N.  S.)  137,  7  L.  T.  577,  11 W.  R.  221 ;  Trotman's 
Patent  (1866),  L.  R.  1  P.  C.  118  ;  Adair^s  Patent  (1881),  6  App.  Cas, 
176,  50  L.  J.  P.  C.  68  ;  Luk^s  Patent,  1891,  A.  C.  240,  60  L.  J.  P.  C. 
57.  If  there  is  a  clear  case  of  want  of  originality,  that  may  be  a  reason 
for  refusing  an  extension  ;  but  it  is  not  the  practice  on  such  an 
application  to  go  into  a  doubtful  question  of  the  validity  of  the  patent 
In  re  Beits'  Patent  (supra) ;  In  re  Hills*  Patent  (1863),  1  Moore 
P.  C.  (N.  S.)  268. 

On  an  application  for  extension  of  a  patent  for  an  invention  of  a 
composition  for  coating  the  bottom  of  iron  ships,  the  material  was 
described  in  the  body  of  the  specification  as  a  metallic  soap,  and  the 
preferable  method  for  preparing  it  was  described.  The  Judicial 
Committee  refused  to  recommend  the  application,  on  the  grounds  that 
the  substance  for  which  the  patent  was  sought  to  be  prolonged  was  not 
specifically  denoted,  and  that  the  patentee  had  not  clearly  shown  that  he 
had  been  insufficiently  remunerated.  In  re  Mclnnes^  Patent  (1868), 
5  Moore  P.  C.  (N.  S.)  72. 

The  extension  of  a  patent  may  be  limited  to  a  particular  class  of  the 
objects  of  the  invention  described  in  the  specification,  where  the  inven- 
tion as  to  these  is  of  considerable  merit,  and  there  is  some  obscurity  as 
to  the  scope  of  the  whole  invention  as  claimed  by  the  patent.     In  re 
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Napier's  Fat&nt  (1881),  6  App,  Cas.  174,  50  L.  J.  P.  C.  40,  29  W.  R 
746. 

Under  the  Patents,  Designs,  and  Trade  Marks  Act,  1883  (46  &  47 
Vict.  c.  57),  s.  25,  having  regard  to  the  repeal  of  former  Acts  (by  sect, 
113),  the  Judicial  Committee  have  the  discretion  to  extend  the  patents 
although  it  is  for  a  foreign  invention,  and  although  foreign  patents 
have  been  earlier  than  the  English  one,  and  have  expired.  The  lapse 
or  expiry  of  foreign  patents  must  be  taken  into  account,  as  it  might  prej- 
udicially affect  the  interests  of  the  inhabitants  of  the  United  Kingdom 
if  the  patent  here  were  extended  under  such  circumstances:  but 
whether  that  ought  to  outweigh  other  grounds  is  a  question  of  degree 
to  be  decided  according  to  the  special  circumstances  of  each  case.  In 
re  Semet  and  Solwaija  Fatent,  1895,  A.  C.  78,  64  L.  J.  P.  C.  41,  71 
L.  T.  674. 

AMERICAN  NOTES. 

In  America  the  earlier  letters  patent  were  granted  for  a  term  not  exceed- 
ing fourteen  years;  by  the  Act  of  Congress  of  March  2, 1861,  ch.  88,  §  16, 
this  term  was  enlarged  to  the  present  period  of  seventeen  years,  without  the 
privilege  of  extension  as  to  patents  thereafter  issued.  The  revisory  Act  of 
July  8, 1870,  ch.  230,  now  embodied,  in  part,  in  sects.  4924-4928  of  the  United 
States  Revised  Statutes,  enabled  extensions  to  be  made  of  the  seventeen- 
years  patents,  if  granted  prior  to  March  2,  1861,  for  seven  years  more.  The 
granting  of  such  extension  is  now  determined  by  the  commissioner  of 
patents,  after  notice  and  hearing,  upon  the  patentee*s  written  application 
'< setting  forth  the  reasons  why  such  extension  should  be  granted;  and  he 
shall  also  furnish  a  written  statement  under  oath  of  the  ascertained  value  of 
the  invention  or  discovery,  and  of  his  receipts  and  expenditures  on  account 
thereof,  sufficiently  in  detail  to  exhibit  a  true  and  faithful  account  of  the  loss 
and  profit  in  any  manner  accruing  to  him  by  reason  of  the  invention  or  dis- 
covery. Such  application  shall  be  filed  not  more  than  six  months  nor  less 
than  ninety  days  before  the  expiration  of  the  original  term  of  the  patent; 
and  no  extension  shall  be  granted  after  the  expiration  of  the  original  term." 
By  sect.  4927,  it  must  appear  to  the  commissioner's  satisfaction  'Hbat  the 
patentee,  without  neglect  or  default  on  his  part,  has  failed  to  obtain  from  the 
use  and  sale  of  his  invention  or  discovery  a  reasonable  remuneration  for 
the  time,  ingenuity,  and  expense  bestowed  upon  it,  and  the  introduction  of 
it  into  use,  and  that  it  is  just  and  proper,  having  due  regard  to  the  public 
interest,  that  the  term  of  the  patent  should  be  extended."  The  benefits  of 
the  extension  extend  to  the  assignees  and  grantees  of  the  right  to  use  the 
thing  patented  to  the  extent  of  their  interest  therein.  It  is  a  preliminary 
question  for  the  commissioner  to  decide  whether  the  applicant  is  such  an 
assignee  or  grantee.  Commissioner  of  Patents  v.  Whiteley^  4  Wallace  (U.  S.), 
522;  Hendrie  v.  Saylesy  98  United  States,  546.  Under  a  general  extension, 
assignees  and  grantees  retain  all  the  rights  and  are  subject  to  all  the  limita- 
tions contained  in  their  original  contracts.     Day  v.  Union  India  Rubber  Co.,  8 
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Blatchford  (U.  S.),  488;  20  Howard  (U.  S.),  216 ;  Bloomer  v.  MUlinger,  1 
Wallace  (U.  S.}»  340;  WoodworthY.  Shermany  3  Story  (U.  S.)t  171.  By  sect. 
4932,  design  patents,  issued  prior  to  March  2,  1801,  may  in  like  manner  be 
extended  for  seven  years.  All  these  provuions  are  now  so  antiquated  that, 
in  practice,  patents  cannot  now  be  extended  in  America,  except  by  private 
Acts  of  Congress,  or  by  such  addition  of  patentable  improvements  that  the 
original  invention  is  protected,  because  it  is  of  small  value  without  them. 
See  2  Robinson  on  Patents,  sect  845. 


No.  59.  — In  re  HUGHES'  PATENT. 
(p.  c.  1879.) 

No.  60.  — In  re  SOUTHBY'S  PATENT, 
(p.  c.  1891.) 

RULE. 

The  fact  of  non-user  during  the  whole  of  the  original 
terra  is  a  strong  presumption  of  non-utility ;  but  this  pre- 
sumption may  be  rebutted  by  strong  evidence  showing  the 
difficulties  in  the  way  of  introducing  the  invention  into 
commercial  use,  and  of  the  great  merit  of  the  invention : 
and  in  such  a  case  the  Committee  may  exercise  their  dis- 
cretion in  recommending  an  extension. 

In  re  Hughes*  Patent.^ 

4  App.  Cas.  174-181  (s.  o.  48  L.  J.  P.  C.  20;  27  W.  R.  493). 

[174]      Patent,  —  Non-ueer  of  Invention.  —  Presumption  of  InutUittf  rebutted.  — 
Publie  Policy.  —  Condition  of  Prolongation. 

In  all  cases  where  the  utility  of  a  patent  has  not  been  tested  by  actual 
employment  the  question  to  be  considered  is,  whether  the  evidence  is  suffi- 
cient to  rebut  the  presumption  arising  from  its  non-use  that  the  indention  is 
one  of  no  practical  utility. 

Application  for  a  prolongation  of  the  term  granted  after  strong  and  un- 
answered evidence  of  utility,  though  the  patent  had  not  been  used  in  England 
duiing  the  whole  of  the  term.  On  grrounds  of  public  policy  the  condition  was 
annexed  that  the  government  and  all  contractors  employed  by  the  govern- 
ment should  be  at  liberty  to  use  the  invention. 

1  Present:  —  Sir  Babhss  Peacock,  Sir  Montague  £.  Smith,  and  Sir  Bobbbt 
P.  Collier. 
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This  was  a  petition  for  a  prolongation  of  the  letters  patent  dated 
the  Ist  of  February,  1865,  granted  for  the  invention  of 
* "  improvements  in   the    construction   of    armour-plated  [*  175] 
ships,  forts,  and  other  like  structure&' 

The  invention  related  to  the  construction  of  ships  of  war,  tur- 
rets, cupolas,  and  other  structures  intended  to  be  protected  by 
armour  plating,  and  consisted  of  a  method  of  strengthening  all 
such  structures  by  employing,  in  the  manner  described  in  the 
petitioner's  specification,  hollow  stringers  or  girders,  made  with 
double  flanges,  of  the  form  shown  in  the  drawings  annexed  to  the 
specification,  running  longitudinally,  vertically,  or  otherwise, 
along  or  across  the  said  structures.  These  stringers  when  used  for 
the  protection  of  ships  are  riveted  to  the  skins  and  frames  of  the 
vessels,  and  when  used  for  the  protection  of  forts,  turrets,  cupolas, 
and  such  structures,  may  be  attached  to  any  convenient  portion 
of  those  structures,  and  form  the  backing  for  the  armour  plates. 
Where  very  great  strength  is  required,  the  spaces  between  the 
stringers  and  also  the  hollow  in  the  stringers  may  be  filled  with 
wood  or  any  composition  that  may  be  found  suitable. 

The  circumstances  under  which  the  application  for  a  prolonga- 
tion was  made  are  stated  in  the  judgment  of  their  Lordships. 

Mr.  Aston,  Q.  C. ,  and  Mr.  Macrory,  for  the  petitioner. 

Mr.  Gorst,  Q.  C. ,  and  Mr.  Mackenzie,  for  the  Crown. 

The  judgment  of  their  Lordships  was  delivered  by 

Sir  Montague  E.  Smith  :  — 

This  is  an  application  by  Mr.  John  Hughes  for  the  prolongation 
of  a  patent  dated  the  1st  of  February,  1865,  for  improvements  in 
the  construction  of  armour-plated  ships,  forts,  and  other  like 
structures.  The  case  comes  before  their  Lordships  under  special 
circumstance&  It  appears  that  the  invention  has  never  been 
brought  into  actual  use  in  this  country  during  the  term  of  four- 
teen years  for  which  the  patent  was  granted.  It  has  not  been 
adopted  either  by  the  government  of  this  country  or  by  any  pri- 
vate shipbuilders. 

Mr.  Hughes,  the  patentee,  after  having  been  engaged  for  some 
time  as  an  iron  master  in  Wales,  came  to  Millwall  in  the  year 
1859,  and  became  the  manager  of  the  large  works  known 
as  the  *  Millwall  Works,  belonging  to  Mr.  Mare.     In  the  [*  176] 
course  of  his  management  of  these  works  he  was  brought 
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into  communication  with  General  Buigoyne,  who  was  at  that  time 
the  director  of  fortifications,  and  he  was  engaged  with  Sir  John 
Burgoyne  upon  various  matters  connected  with  fortifications. 
About  that  time  the  defence  of  ships  by  means  of  armour  plating 
was  attracting  public  atttention,  and  the  struggle  commenced, 
which  it  appears  is  not  yet  over,  between  the  increasing  force  and 
power  of  projectiles  on  the  one  side,  and  the  resisting  power  which 
could  be  obtained  by  armour  plating  upon  the  other.  It  appears 
that  Mr.  Hughes'  attention  was  directed  to  that  subject  in  hia 
communications  with  Sir  John  Buigoyne,  and  that  having  his 
mind  directed  to  the  subject  he  produced  the  invention  which  is 
the  subject  of  the  patent  The  invention  is  shortly  described  in 
his  specification  as  follows:  —  **  This  invention  relates  to  the  con* 
struction  of  ships  of  war  by  strengthening  them  with  hollow 
stringers  or  girders  running  longitudinally,  vertically,  or  other- 
wise. These  stringers  are  riveted  to  the  skin  and  frames  of  the 
vessel  and  form  the  backing  for  the  armour  plates;  the  spaces 
between  the  stringers,  and  also  the  hollow  in  the  stringers,  may 
be  filled  with  wood  or  any  composition  that  may  be  found  suit- 
able. "  It  is  unnecessary  for  their  Lordships  to  examine  with  the 
same  degree  of  stringency  which  would  be  done  in  a  Court  of  law, 
the  validity  of  this  patent.  It  seems  to  have  been  assumed  in  all 
the  experiments  which  subsequently  took  place  that  there  was  a 
considerable  amount  of  invention  in  the  method  which  Mr. 
Hughes  described.  The  merit  of  it  is  said  to  be  that  it  gives 
great  strength  and  resisting  power  to  the  sides  of  a  ship  with  less 
weight  of  metal  than  other  methods  require. 

The  consideration  which  has  pressed  upon  their  Lordships' 
minds  in  this  case  has  been  that  there  has  been  no  use  whatever 
of  the  invention  in  this  country.  Their  Lordships,  in  exercising 
the  jurisdiction  which  is  vested  in  them  of  recommending  or  re* 
fusing  to  recommend  the  prolongation  of  a  patent,  are  no  doubt 
invested  with  powers  in  a  great  measure  discretionary,  but  in 
exercising  them  they  must  be  guided  by  the  rules  laid  down  in 
previous  cases.  It  is  obviously  necessary  that  that  should  be  so, 
both  for  the  proper  administration  of  what  is  in  the  nature  of  a 

judicial  function,  and  also  for  the  guidance  and  security 
[*  177]  of  patentees  themselves.      Cases  have  *  been  before  this 

tribunal  on  several  occasions  where  the  same  state  of 
things  has  existed  as  in  the  present,  and  what  may  be  called  the 
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leading  case  on  a  similar  state  of  facts  is  BakewdVs  Patent,  15 
Moore's  P.  C.  (0.  S.)  385.  In  the  course  of  giving  judgment  in 
that  case  Lord  Chelmsford  says :  *^  Now  non-user  of  a  patent  can 
hardly  be  said  to  be  a  ground  why  an  extension  of  the  term  should 
be  absolutely  refused,  but  it  must  always  amount  to  a  very  strong 
presumption  as  to  the  invention  not  being  useful ;  of  course  that 
presumption  may  be  rebutted,  as  all  other  presumptions  may  be, 
by  evidence  of  the  utility  of  the  patent,  and  if  upon  this  occasion 
the  patentee  had  been  able  to  give  satisfactory  reasons  why  this 
patent,  which  was  perfectly  well  known,  had  not  been  introduced 
into  use,  that  of  course  would  have  answered  the  presumption, 
which  is  primd  facie  against  him,  on  account  of  the  non-user  of 
the  patent '  Their  Lordships  thought  in  that  case  that  the  evi- 
dence that  was  given  did  not  rebut  the  presumption  and  they 
refused  to  extend  the  term  of  the  patent  A  few  years  afterwards 
another  case  came  before  the  committee,  Allan's  Patent,  4  Moore's 
P.  C.  (N.  S.)  443,  and  there  the  same  rule  for  the  guidance  of 
their  Lordships  in  the  exercise  of  their  discretion  was  laid  down. 
In  that  case  it  was  held  that  a  sufficient  case  had  not  been  made 
out  for  an  extension  of  the  letters  patent,  and  the  rule  is  thus 
expressed  by  Lord  Eomilly,  who  gave  the  judgment :  **  Having  all 
these  circumstances  present  to  their  minds,  their  Lordships  think 
that  the  rule  to  be  laid  down  by  the  Judicial  Committee  in  this 
case  is,  that  where  the  utility  of  a  patent  has  not  been  tested  by 
actual  employment  for  a  period  of  fourteen  years,  it  raises  a  very 
strong  presumption  against  its  utility  which  can  only  be  rebutted 
by  the  very  strongest  evidence ;  and  that,  upon  the  present  occa- 
sion, the  evidence,  so  far  from  rebutting  the  presumption  rather 
leads  to  a  presumption  that  this  was  considered  not  to  be  a  prac- 
tical patent,  however  theoretical  it  might  be  found  to  be. "  The 
question  to  be  considered  therefore,  in  all  these  cases,  is  whether 
the  evidence  is  sufficient  to  rebut  the  presumption  arising  from  its 
non-use  that  the  invention  is  one  of  no  practical  utility.  A  great 
deal  of  evidence  has  undoubtedly  been  given  in  this  case.  It 
appears  that  the  attention  of  the  government  was  very  early  called 
to  the  invention,  and  that  in  the  year  1868  trials  were 
made  of  a  shield  ♦  prepared  upon  the  principle  of  Mr.  [*  178] 
Hughes'  patent,  which  was  called  the  Millwall  shield, 
and  which  was  tried  and  tested  in  competition  with  various  other 
shields,  and  amongst  others  one  called  the  Gibraltar  shield.     The 
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Gibraltar  shield  appeared  to  be  the  one  which  came  next  in  order 
of  merit  to  that  of  the  Millwall  shield,  and  the  result  of  that  trial 
was  to  show  a  great  superiority  in  the  Millwall  shield  over  the 
Gibraltar  shield,  and  reports  were  made  by  the  ofiBcers  who  super- 
intended those  operations  which  were  altogether  in  favour  of  the 
superiority  of  the  Millwall  shield.  Witnesses  of  the  highest 
authority  have  been  called  on  the  part  of  the  petitioner,  and  their 
Lordships  cannot  fail  to  give  great  weight  to  the  opinions  of  ofiB- 
cers so  distinguished  as  Sir  Spencer  Robinson,  Sir  Henry  Lefroy, 
and  Sir  John  St  George; -all  these  witnesses  have  expressed  their 
opinion  of  the  value  and  merit  of  the  invention,  an  opinion  which 
they  formed  at  the  time  of  the  experiments  to  which  allusion  has 
just  been  made,  and  which,  with  all  the  experience  they  have 
since  acquired,  they  still  entertain.  Other  witnesses  have  been 
called  who  have  given  similar  evidence.  If  the  case  had  stood 
there,  notwithstanding  the  great  weight  which  it  must  be  conceded 
attaches  to  the  evidence  of  those  gentlemen,  their  Lordships  would 
still  have  felt  considerable  doubt  whether  the  utility  of  the  inven- 
tion had  been  sufficiently  established ;  because,  from  the  fact  that 
the  invention  has  not  been  adopted  by  the  government,  it  may  be 
inferred  that  other  officers,  of  probably  the  same  amount  of  expe- 
rience, who  have  had  the  responsibility  thrown  upon  them  of  con- 
structing ships  in  the  manner  best  suited  for  the  public  service, 
are  presumably  of  a  dilBferent  opinion ;  but  the  balance  has  been 
turned  in  the  minds  of  their  Lordships  in  favour  of  the  patentee 
upon  the  point  of  the  utility  of  the  invention,  a  utility  suffi- 
ciently great  to  rebut  the  presumption  that  would  arise  from  its 
non-use,  by  the  statements  made  by  Her  Majesty's  Attorney- 
General  through  Mr.  Gorst.  It  is  impossible  not  to  suppose  that 
the  attention  of  the  Admiralty  has  been  called  to  the  present  in- 
quiry. The  Crown,  or  the  Admiralty  acting  on  the  part  of  the 
Crown,  might  have  opposed  the  prolongation,  but  Mr.  Gorst  has 
informed  us  that  he  has  not  been  instructed  to  oppose  this  pro- 
longation; and,    further,   he  has   intimated  the  opinion,  which 

is  probably  formed  not  merely  from  his  own  view 
[*  179]  *of  the  evidence,  but  from  the  view  of  those  who  instruct 

him,  that  upon  the  evidence  this  is  a  valuable  invention. 
If  it  be  valuable  it  can  only  be  so  because,  though  not  yet  adopted, 
it  is  an  invention  which  at  last  may  be  brought  into  use.  The 
presumption,  also,  of  want  of  utility  is  further  rebutted,  if  it  be 
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true,  as  many  of  the  witnesses  have  stated,  and  there  is  no  contra- 
diction of  it,  that  a  greater  necessity  than  formerly  existed  arises 
from  the  present  state  of  the  contest  between  guns  on  the  one  side 
and  armour  ou  the  other ;  for  some  such  method  of  defending  ships 
by  armour  as  that  pointed  out  by  Mr.  Hughes,  which  it  is  said 
provides  armour  with  less  weight  of  metal,  in  proportion  to  its 
power  of  resistance,  than  any  other  system.  If  that  is  so,  it  may 
account  for  the  other  modes  having  been  used  up  to  the  time  when 
guns  had  not  been  made  of  so  great  a  size,  and  when  the  projec- 
tiles thrown  from  them  had  not  the  force  of  those  which  have  now 
been  introduced,  and  therefore  it  may  be  that  those  methods  which 
have  hitherto  been  in  use  may  become  inefficient,  and  this  prin- 
ciple may  ultimately  be  adopted.  It  is  sufficient  to  say,  upon 
this  point,  that  the  evidence  of  utility  is  very  strong  and  unan- 
swered, and  is  supported  rather  than  controverted  by  the  state- 
ment which  has  been  made  on  the  part  of  the  Attorney-General. 

There  are  two  cases  which  are  not  very  dissimilar  in  their  cir- 
cumstances from  the  present,  where  prolongations  were  recom- 
mended by  this  tribunal.  One  is  Berrington's  Case,  which  is 
referred  to  in  the  judgment  in  Allan's  Patent^  4  Moore's  P.  C. 
(N.  S.)  443.  Berrington's  patent  was  for  improved  knapsacks. 
It  was  the  government  only  which  was  likely  to  have  used  the 
knapsacks,  and  the  governrftent  had  not  adopted  them  during  the 
period  of  the  term  of  the  patent  Their  Lordships,  however,  were 
satisfied  that  the  invention  was  a  useful  one  and  that  the  govern- 
ment might  possibly  adopt  it,  and  they  extended  the  patent.  The 
other  case  was  Euthven's  Patent  for  water  propellers.  There 
also,  though  there  had  been  no  use  of  the  invention  during  the 
term  of  the  patent,  their  Lordships  granted  a  prolongation,  and 
they  relied  very  much  upon  the  course  taken  by  the  counsel  repre- 
senting the  Crown.  Lord  Justice  Knight  Bruce,  in  giving  judg- 
ment, said :  "  They  cannot  disregard  the  manner  in  which  the 
Admiralty  and  those  who  represent  the  will  of  the  Crown, 
or  the  inclination  ♦  of  the  Crown  in  cases  of  this  nature,  [*  180] 
view  the  matter ;  and  they  cannot  regard  that  opinion  as 
unfavourable  to  the  claim  of  the  petitioner."  Their  Lordships 
certainly  do  not  regard  what  was  said  on  the  part  of  the  Attorney- 
General  in  this  case  as  unfavourable  to  the  claim  of  the  petitioner. 

The  only  other  point  upon  which  comment  need  be  made  is  the 
condition,  if  any,  upon  which  this  patent  should  be  prolonged. 
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On  both  sides  this  consideration  has  been  treated  as  involving  a 
question  of  public  policy,  as  undoubtedly  it  doea  Their  Lord- 
ships think,  on  the  whole,  that  Mr.  Hughes  made  sufficient  efforts 
in  this  country  to  bring  the  invention  to  the  notice  of  the  govern- 
ment, and,  to  a  certain  extent,  to  the  notice  of  shipbuilders  gen- 
erally ;  but,  failing  to  get  his  invention  taken  up  in  this  country, 
he  appears  to  have  succeeded  in  getting  it  taken  up  by  the  govern- 
ments of  Belgium  and  Russia;  and  in  Russia,  according  to  his 
own  account,  it  has  been  used  to  a  considerable  extent  Mr. 
Hughes  has  stated  that  all  the  armoured  ships  which  have  been 
built  in  Russia  since  1868  or  1869  have  been  constructed  upon  his 
plan,  and  a  part  of  the  fortifications  of  Cronstadt  have  been  also 
so  constructed.  Failing  to  introduce  his  invention  into  practical 
use  in  this  country,  Mr.  Hughes,  who  had  a  right,  if  he  so  chose, 
to  go  to  foreign  countries  and  introduce  it,  succeeded  in  getting  it 
adopted  abroad ;  but  having  done  so,  having  exercised  that  which 
was  his  right,  their  Lordships  think  that  on  grounds  of  public 
policy  the  government  of  his  own  country  ought  not  to  be  put, 
with  regard  to  the  use  of  this  patent,  in  a  worse  position  than 
foreign  governments ;  and  they  also  think  that  contractors  employed 
by  the  government  should  also  be  free  to  use  this  patent ;  other- 
wise this  consequence  would  follow,  that  inasmuch  as  a  great 
part,  or  some  considerable  part,  of  the  navy  of  this  country  is  now 
built  in  private  yards,  there  might  be  considerable  hindrance  to 
the  government  in  getting  ships  so  built  if  private  builders  were 
to  be  subject  to  such  royalties  as  the  patentee  might  choose  to 
impose  under  this  patent 

Their  Lordships  therefore  think  that  whilst,  on  the  whole,  but 
with  some  hesitation,  they  think  it  right  to  advise  Her  Majesty 
to  prolong  Uiis  patent,  it  must  be  upon  a  similar  condition  to  that 
inserted  in  the  prolongation  granted  to  Sir  William  FsJ- 
[•  131]  User,  which  •  was  expressed  in  these  terms :  *  Upon  con- 
dition that  the  officers  of  Her  Majesty's  government,  and 
all  persons  who  mar  from  time  to  time  contzact  for  the  supply  of 
ordnance  and  projectiles  for  Her  Majesty's  service,  in  respect  of 
work  done  in  the  execution  of  sach  contracts  shall  be  at  liberty 
to  use  the  same  invention  or  inventiona  daring  the  oontinnanoe  of 
the  new  letters  patent  *  That  is  the  langoage  used  in  PaUiser's 
patent  The  language  wiU,  of  course,  be  changed  eo  as  to  adapt 
it  to  this  case. 
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On  this  condition  their  Lordships  will  humbly  recommend  Her 
Majesty  to  prolong  this  patent  for  the  term  of  seven  years. 


Sonthby^s  Patent.^ 

1891.  A.  C.  432-434. 

Prolongation  of  Patent,  —  Nonlaser  of  Invention.  —  Presumption  of     [482] 

Non-utility  rebutted. 

Where  an  invention  has  not  been  brought  into  use  during  the  term  of  the 
letters  patent,  but  such  non-user  is  satisfactorily  accounted  for,  and  the  inven- 
tion is  one  of  great  merit,  an  extension  may  be  granted. 

This  was  a  petition  for  prolongation  of  letters  patent  dated  the 
8th  of  August,  1877,  and  granting  to  Southby  and  his  representa- 
tives the  sole  privilege  to  make,  use,  and  exercise,  and  vend  his 
invention  (an  ice-making  apparatus)  within  the  United  Kingdom 
for  fourteen  years.  The  invention  related  to  a  method  and  appa- 
ratus for  cooling  and  freezing  water,  and  for  cooling  liquids  con- 
taining water.  It  consisted  in  presenting  such  condensation  of 
vapour  as  would  stop  refrigeration  of  the  liquid,  by  maintaining 
every  part  of  the  pumps  and  passage  in  contact  with  the  vapour  at 
such  a  temperature  as  to  prevent  its  condensation,  whereby  the 
vapour,  notwithstanding  its  extreme  tenuity,  passes  through  the 
pumps  just  as  if  it  were  a  permanent  gas. 

The  petition  stated  that  experimental  machines  had  been  made 
under  the  letters  patent,  but  that  great  diflSculties  had  been  ex- 
perienced and  expense  incurred,  and  that  it  was  only  at  the 
present  time  that  a  reasonable  expectation  had  arisen  of  obtain- 
ing any  compensation  for  the  expenditure  of  time  and  money 
which  had  been  incurred,  and  that  the  petitioners  believed  that 
they  would  very  shortly  be  in  a  position  to  supply  the  said 
patented  apparatus  to  the  public,  and  to  grant  licences  for  its  use. 

Moulton,  Q.  C,  and  Goodeve,  for  the  petitioners. 

Sir  R  Webster,  A.-G.,  and  Sutton,  for  the  Crown. 

*  [The  cases  cited  were  Allan's  Patent,  L.  R  1  P.  C.  512 ;  [•  433] 
Eerlerfs  Patent,  L.  R  1  R  C.  399.] 

The  judgment  of  their  Lordships  was  delivered  by 

^  Present:  —  Lord    MAOtrAOHTEir,    Lord    Hobhoubb,    Lord    Hanken,  and    Sir 
Richard  Couch. 
VOL.  XX.  —  52 
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Lord  HoBHOUSE:  — 

Their  Lordships  are  disposed  to  agree  that  the  invention  which 
has  been  placed  before  them  is  one  of  absolute  originality  and  a 
high  degree  of  merit,  because  it  appears  to  render  it  possible,  for 
the  first  time,  that  the  vapour  which  water  is  made  to  give  off  for 
the  purpose  of  bringing  on  the  process  of  freezing  should  be  with- 
drawn by  mechanical  instead  of  chemical  methods  which  have 
always  been  used  previously  and  are  still  used»  and  the  great 
advantage  to  the  public  of  applying  the  mechanical  method  will 
be  that  all  danger  of  explosion  is  thereby  entirely  removed. 
There  may  be  other  advantages  in  cheapening  the  process,  but 
that  is  rather  a  speculative  matter  which  it  is  impossible  to 
decide,  owing  to  the  peculiar  circumstances  of  the  case,  but  their 
Lordships  rest  their  opinion  as  to  utility  on  that  which  is  not 
disputed,  that  a  machine  will  be  created  which  will  not  be  liable 
to  explode.  The  patentee  has  for  fourteen  years  or  more  devoted 
very  nearly  if  not  quite  the  whole  of  his  time  to  the  perfection  of 
this  original  idea  of  hi&  It  seems  that  from  time  to  time  as  he 
made  improvements,  fresh  mechanical  difficulties  which  he  had 
not  foreseen  developed  themselves,  and  that  he  applied  his  indus- 
try and  ingenuity  to  overcoming  those  difficulties  one  after  an- 
other. In  that  he  or  Mr.  Blyth,  who  is  associated  with  him,  has 
incurred  a  very  large  expense,  and  considering  the  time,  the 
ability,  and  the  expense  devoted  to  bringing  into  practical  action 
an  idea  of  great  merit,  their  Lordships  think  that  that  merit  is 
enhanced. 

Then  there  comes  the  fact  that  the  machine  has  never  been 
used.  No  doubt  as  a  rule  the  non-user  of  an  invention  is  proof  or 
strong  presumption  of  non-utility.  But  that  depends  upon  the 
opportunities  which  the  trade  have  had  of  making  use  of  the 
machines,  and  where  those  opportunities  have  been  very  rare,  as 
in  the  case  of  some  inventions  only  usable  for  large  machines 
or  in  very  peculiar  operations,  the  presumption  of  non- 
[*434]  utility  from  *  non-user  is  small.  In  this  case,  which,  as 
far  as  their  Lordships  know,  is  unique  in  that  respect, 
the  non-user  has  arisen  from  the  conviction  of  the  patentee  him- 
self that  he  has  not  brought  his  principle  into  such  practical 
action  as  would  justify  him  in  offering  a  machine  to  the  public  or 
to  the  trade.  Their  Lordships  think  under  the  circumstances  that 
non-user  is  accounted  for  so  as  to  rebut  the  presumption  oi  non- 
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utility  which  arises  from  it.  Their  Lordships  have  not  forgotten 
that  in  1885  a  very  important  invention  was  made  by  the  patentee 
which  is  apparently  essential  to  working  his  machine,  and  as  long 
as  that  patent  lasts,  which  will  be  till  the  year  1899,  he  will  have 
the  protection  of  that  patent  But  it  is  said  that  there  may  be 
other  ways  of  overcoming  the  great  diflSculty  in  the  way  of  this  in- 
vention, —  the  difl&culty  of  starting  the  machine,  which  precluded 
its  practical  action  for  a  long  time.  But  their  Lordships  are  of 
opinion  that  the  patentee  ought  to  have  the  advantages  of  his 
original  invention  secured  to  him,  and  that  he  ought  not  to  be  left 
only  to  the  protection  of  the  patent  of  1885,  but  should  enjoy  an  ex- 
tension of  the  patent  of  1877,  free  from  all  attempts  to  overcome 
the  diflSculty  of  starting  by  other  means  than  those  provided  in 
the  patent  of  1885. 

Their  Lordships  will  on  these  grounds  recommend  to  Her 
Majesty  that  there  should  be  an  extension  of  the  patent  for  five 
years. 

ENGLISH  NOTES. 

By  the  Act  of  1883  (46  &  47  Vict.  c.  67),  s.  26  (4),  ^*The  Judicial 
Committee  shall,  in  consideriDg  their  decision,  have  regard  to  the 
nature  and  merits  of  the  invention  in  relation  to  the  public,  to  the 
profits  made  by  the  patentee  as  sucb,  and  to  all  the  circumstances 
of  the  case." 


No.  61.  — In  re  HAKDTS  PATENT. 
(p.  c.  1849.) 

No.  62.  — In  re  BODMER'S  PATENT 
(p.  c.  1849.) 

RULE 

Where  an  extension  of  a  patent  is  applied  for  by  an 
assignee,  the  Judicial  Committee,  in  advising  the  Crown 
in  favour  of  extension,  will,  if  the  original  inventor  has 
not  been  remunerated,  take  this  into  consideration  with  a 
view  to  recommending  conditions  for  bis  benefit. 
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In  re  Hardy's  Patent.^ 

6  Moore  P.  C.  441-446. 

Patent.  —  Extension.  —  Profits.  —  Inventor.  —  Assignees. 

[441]      Extension  of  term  of  letters  patent  granted  to  assignees  of  patentee. 

The  inventor  and  patentee  had  lost  largely  by  the  patent,  but  his  assignees 
had  lately  made  very  considerable  profits,  and,  from  their  position  in  the  trade, 
were  likely  to  command  a  very  large  sale  of  the  patent  article.  The  patent 
was  of  high  merit,  and  of  great  service  to  the  public  safety.  In  such  circum- 
stances, a  prolongation  of  the  term  was  granted  to  the  assignees  for  four  years, 
upon  conditions,  first,  that  the  assignees  secured  to  the  patentee  half  the 
profits  derived  from  the  sale ;  and,  secondly,  that  the  patented  article  should 
be  sold  by  the  assignees  to  the  public,  at  a  certain  fixed  price. 

In  estimating  the  profits  made  under  a  patent,  the  profits  arising  from  the 
sale  of  the  patented  article  for  exportation  must  be  included. 

This  was  an  application  for  an  extension  of  the  term  of  letters 
patent,  dated  the  4th  of  April,  1835,  granted  to  James  Hardy,  for 
improvements  in  manufacturing  iron  axletrees  for  railway  car- 
riages. The  petition  was  presented  by  Charles  Geach  and  Thomas 
Walker,  to  whom  Hardy  had  assigned  his  interest  in  the  patent 
for  the  sum  of  £500  per  annum.  It  appeared,  that  the  patentee 
had  made  his  invention  known  to  the  different  railway  companies, 
but  could  not  succeed  in  getting  it  into  general  use,  though  his 
axles  were  better  than  those  then  in  use,  and  he  sold 
[*  442]  them  at  a  less  rate  than  common  axles,  and  *  that  he 
ultimately  assigned  the  patent  to  the  petitioners,  having 
lost  upwards  of  £3000  by  it.  The  assignees  had  spent  about 
£36,000  at  different  times,  in  establishing  works,  buying  plant,  &a 
The  axles  had  now  become  extensively  used  for  railway  carriages 
in  England  and  abroad,  and  it  appeared  that  the  assignees  had 
realised  about  £23,000  profit  on  them,  during  the  last  four  years. 
A  caveat  was  entered,  but  no  opposition  was  offered  at  the  bar. 

Mr.  Hill,  Q.  C,  and  Mr.  Webster,  for  the  petitioners,  after  prov- 
ing the  formal  notices,  were  stopped. 

Lord  Brougham:  — 

Their  Lordships  feel  great  commiseration  for  Mr.  Hardy,  who 
has  really  obtained  nothing  for  his  meritorious  invention,  but  has 
lost  a  considerable  sum  by  it,  and  think,  that  if  they  should 

1  Present: — Lord  Bbouoham,  Lord  Langdalb^  the  Right  Hon.  Dr.  LusHnroTOV, 
and  the  Right  Hon.  T.  Pemberton  Leigh. 
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extend  the  term,  it  would  be  only  upon  the  patentee  receiving  a 
large  share  of  the  profits  derived  during  the  term ;  otherwise,  we 
should  be  putting  very  great  profits  in  the  pockets  of  the  assignees. 
—  [Mr.  Hill. — Terms  will  be  agreed  upon  by  the  assignees,  with 
Mr.  Hardy,  as  was  done  in  BwsselVs  Patent,  2  Moore's  P.  C.  Cases, 
496.]  —  If  it  had  not  been  for  Mr.  Hardy's  position,  and  for  the 
clause  in  the  Act  of  Parliament,  which  gives  us  power  to  grant  an 
extension,  either  to  the  patentee  alone,  or  to  the  assignee  alone,  or  to 
the  patentee  and  assignee  jointly,  there  has  been  such  great  profits 
by  the  assignees,  that  no  extension  would  have  been  granted.  Tou 
must  make  an  offer  to  be  submitted  to  us. 

A  question  arose,  whether,  in  estimating  the  amount 
*of  profits  already   made,  the    petitioners  had  rightly  [•443] 
deducted  from  the  estimate,  presented  by  them,  a  certain 
sum   for  profits  on  axles  sold    to  English   carriage-makers   for 
exportation.    They  had  altogether  omitted  the  profits  on  axles 
directly  imported. 

Mr.  Hill.  —  The  profit  derived  from  the  sale  of  axles  made  in  this 
country,  and  intended  for  exportation,  ought  not  to  be  included, 
as  that  profit  is  not  derived  in  any  way  from  the  protection  of  the 
patent.  —  [Lord  Brougham. — It  protects  you  in  the  foreign  market, 
for  nobody  can  make  the  patented  article  here,  and  export  it,  be- 
cause making  is  as  much  an  infringement  as  uttering.  The  paten- 
tee, or  his  assignees,  have  had  the  benefit  of  the  foreign  market, 
protected  by  the  patent,  and  the  profits  on  axles  made  for  expor- 
tation ought  to  be  included.] 

Mr.  Phipson,  for  Mr.  Hardy,  and  Mr.  Welsby,  for  the  Crown, 
submitted  to  any  order  that  might  be  made  by  the  committee. 

Judgment  was  delivered  by 

Lord  Brougham  :  — 

Their  Lordships  having  fully  considered  the  merits  of  this  case, 
which  are  incontestably  very  great,  the  ingenuity  of  the  contriv- 
ance, its  perfect  success,  its  great  importance  to  the  welfare  and 
safety  of  the  public,  on  the  one  hand ;  and  on  the  other  hand,  the 
profits  which  have  actually  been  made,  which  are  very  consider- 
able, and  very  much  more  considerable  than  in  any  former 
case  within  our  recollection,  in  which  •  a  patent  was  ever  [*  444] 
extended,  —  taking  all  these  circumstances  into  considera- 
tion, but  deducting  always,  and  striking  out  of  the  deductions,  the 
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£5440  alleged  very  properly  to  have  been  the  proportion  of  the 
profits  gained  from  any  patent  axles  sold  to  English  customers 
for  the  purpose  of  exportation  to  order,  or  otherwise,  and  adding 
to  the  profits,  for  a  similar  reason,  the  sum  of  £8200,  in  respect  of 
the  profits  gained  by  making  under  the  patent  in  this  country, 
though  not  selling  under  the  protection  of  the  monopoly  in  this 
country,  but  selling  to  foreigners,  —  taking  all  these  facts  into 
consideration,  their  Lordships  are  of  opinion  that  they  ought  to 
advise  the  Crown  to  grant  an  extension  of  four  years,  upon  con- 
dition, in  the  first  place,  on  behalf  of  the  public,  that  a  proper 
arrangement  should  be  made  to  prevent  the  raising  of  the  price 
of  the  article  to  the  public  after  the  grant,  the  limitation  of  the 
price  being  in  proportion,  in  some  way  or  other,  to  the  price  of 
iron,  or  some  such  arrangement  as  that;  and  in  the  next  place, 
taking  into  consideration  the  high  merit  and  the  deplorable  loss 
of  the  ingenious  patentee,  a  public  benefactor  if  ever  there  was 
one,  we  shall  make  it  a  condition  precedent  to  this  recommenda- 
tion, postponing  for  that  purpose  the  final  decision  of  the  case  for 
some  days,  that  there  should  be  a  binding  deed  entered  into  by 
the  assignees,  who  are  now  applying  for  an  extension,  along  with 
the  patentee,  for  giving  him  a  moiety  of  the  profits  of  the  patent 
during  these  four  years,  and  we  shall  postpone  the  final  advising 
of  the  Crown  until  we  have  a  draft  of  the  two  instruments  laid 
before  us.  With  respect  to  the  prices,  there  will  be  some  diffi- 
culty which  will  require  consideration ;  the  case,  there- 
[*445]  fore,  will  stand  over.  We  do  not  complain  *of  the 
conduct  of  the  assignees  at  all :  on  the  contrary,  they  have 
performed  their  part  well,  in  taking  all  the  risk  upon  themselves, 
and  a  very  large  amount  of  capital,  amounting  to  near  £14,000 ;  it 
is  true  they  have  made  large  profits,  but  at  the  same  time  there 
has  been  some  risks;  our  object  is,  in  the  first  place,  to  protect 
the  public,  because  the  profits  hitherto  made  have  not  been  made 
at  the  expense  of  the  public,  for  the  axles  have  been  sold  at  less 
than  the  price  of  common  axles,  and  to  protect  the  ingenious 
but  unfortunate  patentee,  and  we  think  we  shall  accomplish  both 
these  objects,  provided  the  proper  instruments  be  prepared. 

An  arrangement  was  afterwards  entered  into  between  Mr.  Hardy 
and  Messrs.  Geach  and  Walker,  the  substance  of  which  is  contained 
in  the  following  report,  which  was  confirmed  by  Her  Majesty. 
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"Their  Lordships  have  considered  the  minutes  put  in  by  the 
parties  in  this  case,  and  agree  to  report,  that  Her  Majesty  be  ad- 
vised, that  new  letters  patent  be  granted  to  the  stud  Charles  Geach 
and  Thomas  Walker,  for  a  term  not  exceeding  four  years  from  the 
date  of  the  expiration  of  the  original  letters  patent,  upon  condi- 
tion, that  the  said  Charles  Greach  and  Thomas  Walker  pay  to  the 
said  James  Hardy  the  sum  of  £1000  before  sealing  of  the  said 
letters  patent,  and  that  the  said  Charles  Greach  and  Thomas 
Walker  secure  and  pay  to  the  said  James  Hardy  the  sum  of 
£250  on  the  5th  of  July,  the  5th  of  October,  the  6th  of  January, 
and  the  5th  of  April,  in  each  year,  during  the  subsistence  of  the 
said  new  letters  patent;  and  also  upon  further  condition,  that 
the  said  Charles  Geach  and  Thomas  Walker  or  their 
assigns  shall  not  *  charge  for  axles  made  according  to  the  [*  446] 
said  invention,  any  sum  or  sums  of  money  greater  than 
after  the  rate  of  the  sums  hereinafter  mentioned  over  and  above 
the  price  of  bar  iron,  per  ton,  as  fixed  by  the  StafiFordshire  iron- 
masters at  their  quarterly  meeting  last  preceding  the  date  of  any 
contract  of  sale ;  that  is  to  say,  for  axles  up  to  and  not  exceeding 
3  cwt.  in  weight,  the  sum  of  £11  10&  per  ton,  and  for  axles  up  to 
and  not  exceeding  4  cwt.  in  weight,  the  sum  of  £12  10^.  per  ton, 
and  for  axles  up  to  and  not  exceeding  5  cwt.  the  sum  of  £13  lOs, 
per  ton,  and  for  axles  up  to  and  not  exceeding  6  cwt.  in  weight, 
the  sum  of  £14  10&  per  ton/' 

In  re  Bodmer's  Patent.^ 

6  Moore  P.  C.  468-469. 

Patent.  —  Extension,  —  Sale  by  Inventor,  —  Losses  by  Assignee. 
Where  the  executor  of  the  sarviving  assignee  of  a  patentee,  petitioned  [468] 
for  an  extension  of  the  term  of  the  letters  patent,  and  it  was  established 
that  a  valuable  consideration  had  been  given  for  the  assignment,  and  that  the 
assignee  had  sustained  considerable  loss,  the  Judicial  Committee,  in  granting 
an  extension  of  the  term,  refused  to  impose  terms  upon  the  petitioners,  in 
favour  of  the  patentee. 

1  Preseni.'^JjOTd   Brougham,    Lord    Lanodals,   and   the    Right    Hon.    Dr, 

LUBHINOTON  (a). 


(a)  This  case  was  heard  before  three  three  members  of  the  judicial  committee, 

Privj  Cooncillors,  under  the   statute  6  to  hear  and  report  on  the  petition,  was 

&  7  Vict.  c.  38,  8.  1.     A  warrant  under  read  at   the  council    board,  before   the 

Her  Majesty's  sign  manual,  directed  to  petition  was  opened. 
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This  was  an  application  for  a  prolongation  of  letters  patent,  for 
improvements  in  carding  cotton.  The  petition  was  presented  by 
the  executor  of  the  surviving  assignee  of  the  patentee.  There 
had  been  a  loss,  by  the  petitioners,  of  nearly  £6000.  The  pat- 
entee had  been  largely  indebted  to  the  assignees,  and  had,  in  a 
great  measure,  liquidated  his  debt  by  the  proceeds  arising  out  of 
the  assignment  of  the  letters  patent. 

Mr.  M.  D.  Hill,  Q.  C,  for  the  petitioner. 

The  Attorney-General  (Sir  John  Jervis),  for  the  Crown,  sug- 
gested, as  the  petition  was  by  the  executor  of  the  assignee 
of  a  patentee,  whether  the  letters  patent  ought  to  be  extended 
without  imposing  terms  for  the  benefit  of  the  original  inventor. 
He  referred  to  RusselVs  Patent,  2  Moore's  P.  C.  Cases,  496,  and  In 
re  Hardy's  Patent  (ante,  p.  820). 

[*  469]      *  Lord  Brougham  :  — 

This  case  is  quite  different  from  Eusseirs  and  Hardy's 
cases ;  terms  are  only  imposed  on  the  assignee,  where  the  inventors 
and  patentees  have  made  nothing  by  their  invention. 

Evidence  was  given  of  the  novelty  and  usefulness  of  the  inven- 
tion, and  of  the  loss  incurred  by  the  assignees,  when  their  Lord- 
ships granted  an  extension  of  the  term,  for  five  years. 

ENGLISH  NOTES. 

It  will  be  observed  that  the  Act  of  1883  (46  &  47  Vict.  c.  57),  s.  25 
(5) 9  is  explicit  as  to  the  power  of  the  Judicial  Committee  to  impose 
any  restrictions,  conditions,  and  provisions  they  may  think  fit. 

Although  the  '^  patentee  "  to  whom  the  Judicial  Committee  may 
recommend  an  extension  to  be  granted,  includes  an  assignee  of  the 
patent,  yet  where  the  assignee  has  not  spent  money  in  developing  the 
invention,  and  has  been  inadequately  remunerated  only  in  the  sense 
that  the  sums  paid  by  him  to  the  inventor  (which  was  an  adequate 
remuneration  to  him),  and  in  defending  the  patents,  exceeded  his 
receipts,  this  does  not  give  the  assignee  a  claim  to  have  an  extension 
recommended.  In  re  Hopkinson^s  Patent  (1896),  1897,  A.  C.  249, 
66  L.  J.  P.  C.  38,  75  L.  T.  462. 


K.  C.  VOL.  XX.]      SEOT.  XH.  —  ACTIONS  AND  PROCEDURE.  825 

Ho.  68.  ^  JhOvf  ▼.  P«rk0t,  1886,  A.  C.  486.  —  Bnle. 


Section  XII.  —  Actions  and  Procedure. 

No.  63.  — DEELEYr.  PERKES. 
(H.  L.  1896.) 

RULE. 

Where,  under  sect.  26  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883,  judgment  for  revocation  is  given 
on  the  ground  that  a  claim  which  is  separable  is  bad, 
the  revocation  will  be  conditional,  —  i.  e.^  unless  within 
a  certain  time  the  patentee  obtains  leave  to  amend  his 
specifioation. 

Deeley  v.  Perkes. 

1896.  A.  C.  496-500  (s.  c.  65  L.  J.  Ch.  912 ;  75  L.  T.  233). 

Patent,  —  Disclaimer,  —  Revocation.  —Patents,  frc.  Act,  1883,  m.  19,  26.  [496] 

Where  on  a  petition  for  revocation  o!  a  patent  the  Judge  holds  that  all  the 
claims  are  bad  and  orders  the  patent  to  be  revoked,  and  this  order  is  entered 
on  the  Register  of  Patents,  the  Court  of  Appeal,  if  it  is  of  opinion  that  one 
daim  is  valid,  may  reverse  the  order  below  and  order  that  the  patent  be  re- 
voked, unless  within  three  months,  or  such  further  time  as  the  Court  may 
allow,  the  patentee  obtain  leave  to  amend  his  specification  by  disclaiming  all 
the  claims  except  the  valid  one 

This  appeal  is  reported  only  on  the  point  dealt  with  in  the 
head-note,  and  the  material  facts  are  stated  in  the  judgment  of 
Lord  Hbrschell.  It  was  not  necessary  to  pronounce  any  decision 
upon  the  question  of  estoppel  reported  in  [1895]  1  Ch.  687  (C.  A.) 
and  none  was  pronounced. 

February  25,  27,  28  ;  June  19  ;  July  6, 19.  Moulton,  Q.  C,  and 
Roger  Wallace,  Q.  C.  (Horace  Rowlands,  with  them),  for  the 
appellants. 

T.  Terrell,  Q.  C,  and  Ry lands,  for  the  respondent. 

The  House  took  time  for  consideration. 

July  28.  Lord  Herschell.  —  My  Lords,  this  is  a  petition  to 
obtain  revocation  of  a  patent  granted  in  1884,  to  John  Deeley, 
Jr.,  for  an  invention  entitled,  "Improvements  in  the  extracting 
mechanism  of  drop-down  small-arms.'*    The  patent  had  been  pre- 
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viously  the  subject  of  litigation,  and  by  disclaimer  the  third, 
fourth,  and  fifth  claims  had  been  abandoned,  and  the  first  claim 
amended.  The  first  claim  in  its  modified  form  and  the  second 
claim  alone  remained  when  the  petition  was  presented.    At  the 

trial  before  Romer,  J.,  it  was  held  that  both  these  claims 
[*  497]  were  bad,  and  an  order  was  made  that  the  letters  *  patent 

be  revoked.  The  Court  of  Appeal  (Lord  Halsbury,  L.  C, 
LiNDLEY  and  A.  L.  Smith,  L.  JJ.)  concurred  with  Romer,  J.,  in 
thinking  the  first  claim  bad,  and  the  patent,  therefore,  invalid ; 
but  they  came  to  the  conclusion  that  the  second  claim  was  good, 
and  that  but  for  the  presence  of  the  first  claim  the  patent  could 
have  been  sustained.  They  dismissed  the  appeal  with  costs.  The 
respondents  on  the  petition  (who  were  owners  of  the  patent)  then 
appealed  to  this  House. 

I  agree  entirely  with  the  Court  below  in  thinking  that  on  its 
true  construction  the  first  claim  is  bad.  An  attempt  was  made  to 
show  that  the  parts  of  the  mechanism  specified  were  claimed  only 
in  combination  with  the  sliding-rod  employed  for  acting  upon  the 
sear-like  lever.  This  would  make  the  first  claim,  in  substance,  the 
same  as  the  second.  In  view  of  the  terms  of  the  two  claims  I  do 
not  think  this  construction  either  correct  or  legitimate. 

^As  regards  the  second  claim,  I  take  the  same  view  as  the  Court 
of  Appeal.  It  was  argued  by  Mr.  Terrell,  with  ingenuity,  that  as 
the  second  claim  made  no  mention  of  the  extractor-rod  it  formed 
no  part  of  the  combination  claimed,  whereas  the  contrary  had  been 
assumed  by  the  Court  of  Appeal.  I  do  not  think  the  contention 
a  sound  one.  The  combination  is  claimed  "as  hereinbefore 
described,"  and  reading  the  description  and  the  claim  fairly 
together,  although  no  mention  is  made  in  the  claim  of  the 
extractor-rod,  about  which  there  was  nothing  new,  the  only  use 
of  the  mechanism  described  was  to  strike  against  the  end  of  the 
extractor- rod,  and  "  thereby  eject  the  spent  cartridge-case  from  the 
barrel."  So  construing  the  second  claim,  no  doubt  could  have 
been  entertained  as  to  the  validity  of  the  patent  so  far  as  that 
claim  was  concerned,  but  for  the  fact  that  a  gun,  called  in  the 
argument  "  Rigby's  gun,"  had  been  in  existence  prior  to  the  date 
of  the  patent.  The  Court  of  Appeal  pointed  out  that  the  mechan- 
ism employed  by  Rigby  differed  in  certain  respects  from  that  which 
formed  the  subject  of  the  respondent's  claim,  and  that  there  was 
evidence  that  these  differences  rendered  the  mechanism  of  the 
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respondent's  gun  superior,  as  regards  durability  and  certainty  of 
action,  to  that  of  the  gun  relied  on  as  an  anticipation. 
There  was  *  evidence,  no  doubt,  the  other  way ;  but  the  [*  498] 
Court  were  much  influenced  by  the  fact  that  whilst  a 
single  gun  made  by  Eigby  was  the  solitary  instance  prior  to  the 
respondent's  patent  of  the  use  of  any  such  mechanism  as  the  speci- 
fication describes,  the  manufacture  of  the  respondent's  mechanism, 
so  far  as  its  essential  portions  are  concerned,  had  become  a  practi- 
cal and  commercial  success.  It  is  impossible  to  shut  one's  eyes  to 
the  fact  that  the  respondent,  although  it  is  open  to  him  or  any 
other  manufacturer  to  use  as  part  of  a  gun  the  mechanism 
employed  by  Rigby,  and  that,  too,  whether  the  appellants*  letters 
patent  stand  or  are  revoked,  has  thought  it  worth  while  to  take 
proceedings  with  a  view  to  obtain  their  revocation.  Upon  the 
whole,  then,  I  see  no  reason,  and  I  believe  all  your  Lordships  share 
this  view,  to  differ  from  the  Court  of  Appeal. 

The  learned  counsel  for  the  appellants  at  the  close  of  their 
argument  asked  your  Lordships  to  adjourn  the  case  in  order  to 
give  them  an  opportunity  of  applying  to  disclaim  the  first  claim, 
seeing  that  the  second  claim  had  been  held  good  by  the  Court  of 
Appeal.  This  course  was  accordingly  adopted.  Your  Lordships 
have  been  informed  that  the  Comptroller,  after  consulting  the  law 
oflScers,  decided  that  he  had  no  jurisdiction  to  allow  a  disclaimer, 
on  the  ground  that  an  order  having  been  made  by  the  Court  for 
the  revocation  of  the  patent,  and  this  order  having  been  entered 
on  the  Register  of  Patents,  there  was  no  patent  in  existence  capa- 
ble of  amendment.  I  do  not  stop  to  inquire  whether,  seeing  that 
an  appeal  was  pending  in  this  House  on  which  a  final  judgment 
had  not  been  pronounced,  this  view  was  correct ;  it  was  at  least 
plausible,  and  arguments  of  force  may  be  urged  in  its  favour.  But 
all  your  Lordships  are,  I  believe,  of  opinion  that  it  would  be  very 
unfortunate  if  on  a  petition  for  revocation  of  a  patent  the  patentee 
was  in  this  position,  —  that  if  the  Judge  of  first  instance  on  any 
ground  declared  the  patent  invalid,  the  result  should  necessarily 
be  an  order  of  revocation  precluding  the  patentee  from  disclaiming, 
however  meritorious  the  invention  and  however  unimportant  the 
error  which  rendered  it  inevitable  to  hold  the  patent  in  its  then 
form  to  be  invalid.  The  19th  section  of  the  Patent  Act,  1883, 
enables  the  Court  or  a  Judge  to  order,  in  a  proceeding  for 
*  revocation,  that  the  patentee  may  be  at  liberty  to  apply  [*  499] 
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for  leave  to  amend,  and  to  direct  that  in  the  meantime  the  trial 
or  hearing  shall  be  postponed.  This  provision  is,  however,  inap- 
plicable when  the  Judge  holds,  as  in  the  present  instance,  that  all 
the  claims  made  by  the  patentee  are  bad.  And  even  when  one 
claim  only  is  held  bad,  it  would  be  unjust  that  the  patentee 
should  be  bound  either  to  forego  his  right  of  appeal,  or  to  lose  all 
opportunity  of  amending,  in  case  the  Court  of  Appeal  should 
adopt  the  same  view  as  the  Court  below. 

The  26th  section  of  the  Act  which  relates  to  the  revocation  of  a 
patent  contains  no  provision  touching  the  form  of  the  judgment 
It  only  abolishes  the  proceeding  by  scire  facias^  and  enables  revo- 
cation to  be  obtained  "  on  petition  to  the  Court,"  prescribing  certain 
procedure  in  relation  to  such  a  petition.  I  do  not  see  any  diflSculty, 
therefore,  in  so  framing  the  order  on  a  petition  for  revocation  as  to 
avoid  the  possible  injustice  and  hardship  to  which  I  have  referred. 
The  matter  was  not  brought  to  the  notice  of  the  Court  of  Appeal,  or  I 
think  they  would  probably  have  made  their  order  in  the  form  which 
I  recommend  your  Lordships  to  adopt.  I  think  that  in  place  of  an 
order  simply  afl&rming  that  made  by  Bomer,  J.,  it  ought  to  be 
ordered  that  the  patent  be  revoked,  unless  within  three  months,  or 
such  further  time  as  the  Court  may  allow,  the  patentee  obtain 
leave  to  amend  his  specification  by  disclaiming  the  first  claim. 
The  appellants  must  pay  the  costs  in  this  House,  and  under  the 
peculiar  circumstances  of  this  case  I  think  it  would  be  right 
further  to  order,  that  if  the  specification  be  amended,  no  action 
shall  be  brought  for  infringement  of  the  patent  in  respect  of  any 
guns  or  parts  of  guns  made  prior  to  the  date  when  the  hearing 
of  this  appeal  was  concluded.     I  move  your  Lordships  accordingly. 

Lord  Macnaghten.  —  My  Lords,  I  entirely  concur. 

Lord  Morris.  —  I  concur. 

Lord  Shand.  —  My  Lords,  I  am  of  the  same  opinion. 

Order  of  the  Court  of  Appeal  reversed;  in  lieu  thereof 
[*  500]  ordered  that  the  patent  he  revoked  *  unless  within  three 
months  or  such  further  time  as  the  Court  may  aUow, 
the  patentee  obtain  leave  to  amend  his  specification  by 
disclaiming  the  first  claim/  the  appellants  to  pay 
the  costs  of  the  appeal  to  this  House ;  farther  ordered, 
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that  if  the  specification  be  amended  no  action  shall  be 
brought  for  infringement  of  the  patent  in  respect  of  any 
guns  or  parts  of  guns  made  prior  to  the  \9th  day  of  July, 
1896  ;  cause  remitted  to  the  Cliancery  Division. 
Lords*  Journals,  July  28,  1896. 

ENGLISH  NOTES. 

The  above  decision  does  not  in  any  way  restrict  the  discretion  of  the 
Court  as  to  allowing  amendment,  or  the  terms  on  which  amendment 
may  be  allowed.  In  re  Dellwich^s  Patent,  1896,  2  Ch.  705,  65  L.  J. 
Ch.  905. 

In  order  to  obtain  revocation  of  a  patent  under  sect.  26  of  the 
Patents,  &c.  Act,  1883,  on  the  ground  **  that  it  was  obtained  in  fraud  of" 
the  rights  of  the  applicant,  it  is  necessary  to  prove  dishonesty  or  grave 
moral  culpability  on  the  part  of  the  person  obtaining  the  patent.  The 
honest  mistake  of  an  agent  causing  a  loss  to  his  principal  is  not  an  act 
done  in  fraud  of  his  rights.  In  re  Averi/s  Patent  (C.  A.  1887),  36  Ch. 
D.  307,  56  L.  J.  Ch.  1007,  67  L.  T.  606,  36  W.  R.  249. 

A  respondent  to  a  petition  for  revocation  is  not  quasi  a  plaintiff  so 
as  to  oblige  him,  if  abroad,  to  give  security  for  costs.  In  re  MUler^s 
Patent  (1894),  63  L.  J.  Ch.  324,  70  L.  T.  270. 


No.   64.  —  ANGLO-AMERICAN   BRUSH  EIJSCTRIC  LIGHT 
CORPORATION  v.  CROMPTON. 

(0.  A.  1886.) 

CROMPTON    V.    ANGLO-AMERICAN    BRUSH    ELECTRIC 
LIGHT  CORPORATION. 

(c.  A.  1887.) 

RULE. 

The  particulars  of  objection  required  to  be  furnished  in 
an  action  for  infringement  of  a  patent,  under  sect  29  of 
the  Patents,  &c.  Act,  1883,  must  be  such  as  to  inform  the 
adverse  party  of  the  nature  of  the  case  he  has  to  meet. 
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34  Ch.  D.  152-154  (s.  c.  56  L.  J.  Ch.  167 ;  55  L.  T.  722;  35  W.  B.  125). 

[152]  Patent,  —  Practice.  —  Validity.  —  Particulars  of  Objection.  —  Nan- 
conformity  between  Prouisianal  and  Complete  Specifcationi.  —  Patents, 
Sfc,  Act,  1883,  sect.  29. 

Where  the  defendant  in  a  patent  action  objects  to  the  validity  of  the 
plaiiitifit's  patent  on  the  ground  that  there  is  a  want  of  conformity  between 
the  provisional  and  complete  specifications,  it  is  not  sufficient  for  him  to  state 
in  his  particulars  of  objection  that  the  invention  described  in  the  complete 
specification  is  not  the  same  as  the  invention  described  in  the  provisional 
specification :  he  must  state  in  what  the  difference  consists. 

This  was  an  appeal  from  a  decision  of  Vice-chancellor  Baoon 
made  in  chambers. 

The  action  was  brought  by  the  Anglo-American  Brush  Electric 
Light  Corporation,  who  were  the  assignees  of  a  patent  taken  out 
by  Herbert  John  Haddan  in  1878  for  an  invention,  called  "  Im- 
provements in  apparatus  for  the  generation  and  application  of 
electricity  for  lighting,  plating,  and  other  purposes,"  to  restrain 
the  defendants  from  infringing  their  patent. 

The  letters  patent  were  afterwards  amended  and  two  disclaimers 
filed  by  the  plaintiffs  in  1882  and  1885. 

The  defendants  in  their  defence  denied  both  the  validity  of  the 
patent  and  the  infringement  In  the  particulars  of  objection  to 
the  validity  of  the  patent  filed  by  the  defendants  they  denied  the 
novelty  and  utility  of  the  patent  and  the  sufl&ciency  of  the  specifi- 
cation ;  and  in  the  5th  paragraph  of  the  particulars  the  defend- 
ants said,  '*  That  the  alleged  invention  described  in  the 
[•  153]  *  complete  specification  as  amended  is  a  different  invention 
from  that  described  in  the  provisional  specification." 

The  plaintiffs  took  out  a  summons  before  Vice-Chancellor 
Bacon  for  further  and  better  particulars,  and  his  Lordship  ordered 
them  to  file  further  and  better  particulars  showing  "  how  and  in 
what  respect  the  alleged  invention  described  in  the  fourth  division, 
and  claimed  in  the  seventh  claiming  clause  of  the  final  and 
amended  specification  referred  to  in  the  statement  of  defence  and 
particulars  of  objections  delivered  by  the  defendants,  is  a  different 
invention  from  that  described  in  the  provisional  specification." 

From  this  order  the  defendants  appealed. 
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J.  G.  Butcher,  for  the  appellants :  — 

The  defendants  have  done  all  that  the  law  requires  from  a 
defendant  in  patent  actions.  The  statute  46  &  47  Vict.  c.  57, 
s.  29,  enacts  that  a  defendant  must  give  particulars  of  the 
"  grounds  on  which  he  disputes  the  validity  of  the  patent,"  and 
it  is  only  where  he  disputes  it  on  the  ground  of  novelty  that  he  is 
bound  to  enter  into  details.  Novelty  is  a  question  of  evidence 
and  therefore  it  is  thought  reasonable  that  the  plaintiff  should 
know  to  what  alleged  facts  he  is  to  direct  his  evidence,  but  the 
nonconformity  of  the  complete  specification  with  the  provisional 
is  a  question  of  law,  and  it  was  never  intended  that  the  defend- 
ant should  set  out  the  heads  of  the  argument  which  he  proposes 
to  use.  There  is  no  reported  case  in  which  a  defendant  has  been 
required  to  give  details  of  this  objection  either  under  the  old  law 
or  since  the  statute  of  1883  ;  but  it  would  appear  from  the  reports 
of  Foxwdl  V.  Bostock,  4  D.  J.  &  S.  298,  and  Bailey  v.  Roherton,  3  App. 
Cas.  1055,  where  objections  for  nonconformity  were  considered, 
that  no  such  particulars  had  been  given  in  those  cases.  In  Heath 
V.  Unwin,  10  M.  &  W.  684,  687,  Chief  Baron  Abinger  says  of  the 
objection  that  the  specification  does  not  fully  set  forth  the  inven- 
tion :  "  The  Legislature  never  intended  that  the  defendant  should 
argue  his  case  in  the  statement  of  objections  which  he  delivers  in 
compliance  with  the  Act."  The  same  principle  applies  to  this 
objection. 

*  J.  0.  Graham,  for  the  plaintififs,  was  not  called  on.         [*  154] 

Cotton,  L.  J. : — 

I  am  of  opinion  that  the  Court  ought  not  to  interfere  with  the 
order  of  the  Vice-Chanoellor.  With  regard  to  the  alleged  want 
of  conformity  between  the  provisional  and  complete  specifications, 
I  have  not  had  sufficient  opportunity  of  studying  them  to  under- 
stand what  the  objection  really  is.  But  it  is  clear  that  a  defend- 
ant who  delivers  particulars  of  objection  is  bound  to  give  such 
information,  and  so  to  describe  the  object  and  scope  of  the  objec- 
tion as  to  tell  the  plaintiff  what  the  nature  of  the  case  is  which 
he  has  to  meet.  In  the  present  case  the  plaintiffs  may  have  to 
adduce  evidence  to  explain  the  meaning  of  the  specification.  T 
think  that  it  is  reasonable  that  the  defendants  should  give 
further  and  better  particulars  of  this  objection,  not  as  the  heads 
of  the  defendants'  intended  argument,  but  to  show  in  what  the 
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alleged   difference   consists,  so  that  the   plaintiffs   may   not  be 
taken  bj  surprise  as  to  the  case  they  are  to  meet. 

BowEN,  L.  J. :  — 
I  agree. 

Crompton  y.  Anglo-American  Bnuh  Electric  Light  Corporation. 

35  Ch.  D.  283-286  (a.  o.  56  L.  J.  Ch.  802  ;  57  L.  T.  291 ;  35  W.  R.  789). 

[283]      Practice.  —  Patent,  —  PartictUars  of  Objection  to  Patent.  —  Pateiits,  Sfc, 

Act,  1883,  sect.  29. 

The  defendant  in  an  action  for  the  infringement  of  a  patent  denied  the 
validity  of  the  patent,  and  stated  the  objection  that  the  specification  did  not 
sufficiently  describe  the  nature  of  the  invention  and  how  it  was  to  be  per- 
formed. In  compliance  with  an  order  for  further  particulars  he  repeated  the 
above  objection,  with  the  addition  that  the  specification  did  not  contain  a 
sufficient  direction  to  enable  skilled  workmen  to  make  a  machine  having  the 
advantages  alleged  by  the  inventor.  Kay,  J.,  ordered  further  paiticulars, 
and  the  defendant  appealed. 

Heldfhy  Cotton  and  Lindley,  L.JJ.,  that  this  order  ought  to  be  affirmed, 
for  that,  if  the  defendant  knew  of  a  particular  defect  in  the  specification,  he 
ought  to  point  it  out,  that  the  plaintiff  might  not  be  taken  by  surprise. 

The  plaintiffs  sued  the  defendants  for  infringement  of  letters 
patent  for  improvements  in  dynamo-electric  machines.  The  defend- 
ants by  their  defence  denied  the  validity  of  the  letters  patent, 
and  par.  5  of  their  particulars  of  objections  was  as  follows:  — 
"The  specification  filed  in  pursuance  of  the  said  letters  patent 
does  not  sufficiently  describe  and  ascertain  the  nature  of  the  said 
alleged  invention,  and  in  what  manner  the  same  is  to  be  per- 
formed." 

The  plaintiffs  took  out  a  summons  for  further  and  better  par- 
ticulars of  par.  5,  and  on  the  14th  of  January,  1887,  Mr.  Justice 
Kay  made  an  order  that  the  defendants  should  "deliver  to  the 
plaintiffs  further  and  better  particulars  of  objections  showing 
how  and  in  what  respect  the  specification  filed  in  pursuance  of 
the  letters  patent  does  not  sufificiently  describe  and  ascertain  the 
nature  of  the  alleged  invention,  and  in  what  manner  the  same 
is  to  be  performed,  by  reference,  when  necessary,  to  the  subject- 
matter  of  the  said  specification." 

On  the  3rd  of  February  the  defendants  delivered  the  following 
further    particulars :  —  "  The    specification    filed,   &c.,  does    not 
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sufficiently  describe  and  ascertain,  &c.,  inasmuch  as  it  does  not 
contain  a  sufficient  direction  to  enable  workmen  skilled  in  the 
manufacture  of  electrical  machinery  to  make  a  dynamo-electric 
machine  in  which  the  electro-motive  force  is  kept  ap- 
proximately *  constant  at  constant  speed  when  the  resis-  [•  284] 
tance  of  the  external  circuit  varies." 

The  plaintiffs  again  took  out  a  summons  for  further  and  better 
particulars,  and  on  the  18th  of  February  Mr.  Justice  Kay  made  a 
second  order  in  the  same  terms  as  that  of  the  14th  of  January. 
The  defendants  appealed,  and  the  appeal  was  heard  on  the  23rd  of 
March,  1887. 

J.  C.  Graham,  for  the  appellants :  — 

The  case  turns  on  the  Patents,  Designs,  and  Trade  Marks  Act  of 
1883,  sect.  29,  sub-sect  2,  and  the  Rules  of  the  Supreme  Court, 
1883,  Order  xix.  rule  4.  Our  particulars  are  sufficient  We  rely 
on  this,  that  if  you  follow  out  the  plaintiffs'  directions  in  their 
specification,  you  do  not  get  what  they  claim.  It  is  suggested 
that  we  know  in  what  respect  the  specification  fails ;  but,  assuming 
that  we  do,  we  are  not  bound  to  tell  the  plaintiffs ;  it  is  not  our 
business  to  show  them  how  to  amend  their  specification.  All  that 
we  have  to  give  is  particulars  of  our  defence,  —  circumstances  on 
which  we  mean  to  rely  at  the  trial.  What  we  mean  to  rely  upon 
is  not  any  particular  deficiency  in  the  specification,  but  the  broad 
ground  that  a  skilled  workman  cannot  make  the  machine  by  it 

[LiNDLEY,  L.  J.  —  If  you  know  in  what  respect  the  directions 
are  insufficient  to  enable  a  workman  to  make  the  machine,  ought 
you  not  to  tell  the  plaintiffs  how  they  are  insufficient?] 

No.  It  is  no  part  of  our  defence.  It  is  for  the  plaintiffs  to 
prove  that  their  directions  are  sufficient ;  it  does  not  lie  on  us  to 
prove  the  negative. 

J.  G.  Butcher,  contrd :  — 

If  the  defendants  know  in  what  particulars  the  specification 
is  insufficient,  they  ought  to  point  them  out,  that  we  may  know 
what  case  we  have  to  meet  The  case  is  the  same  in  principle  as 
Anglo- American  Brush  Electric  Light  Corporation  v.  Crompton,  34 
Ch.  D.  152  (p.  830,  ante). 

1887.    March  26.     Cotton,  L.  J. :  — 

This  is  an  appeal    from    Mr.    Justice    Kay,  raising   a   short 
question.    The  defendants  denied  the  validity  of  the  plaintiffs' 
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[*  285]  *  patent,  and  in  their  particulars  of  objection  they  suted 
their  objection  to  the  specification  as  follows :  "  The  speci- 
fication does  not  sufficiently  describe  and  ascertain  the  nature  of 
the  said  alleged  invention,  and  in  what  manner  the  same  is  to  be 
performed."  ]llr.  Justice  Kat  ordered  further  and  better  particu- 
lars to  be  delivered.  The  defendants  then  delivered  the  same  ob- 
jection as  before,  with  tliis  addition  :  —  "  Inasmuch  as  it  does  not 
contain  a  sufficient  direction  to  enable  workmen  skilled  in  the- 
manufacture  of  electrical  machinery  to  make  a  dynamo-electric 
machine  in  which  the  electro-motive  force  is  kept  approximately 
constant  at  constant  speed  when  the  resistance  of  the  external 
circuit  varies.**  If  the  case  had  come  before  me  in  the  first 
instance,  I  should  have  been  disposed  to  think  that  this  latter 
objection  sufficiently  pointed  the  plaintiff  to  the  case  which  they 
had  to  meet.  They  would  bring  witnesses  to  say  that  they  could 
make  the  machine  from  the  specification.  It  is  suggested  that 
Mr.  Justice  Kat  thought  that  the  defendants  ought  to  show  the 
plaintiffs,  so  far  as  they  could,  how  the  specification  could  be 
set  right  I  could  not  agree  in  that  view,  nor  do  I  suppose  that 
Mr.  Justice  Kat  entertained  it.  It  is  possible,  however,  that  the 
objector  knows  what  particular  he  considers  to  have  been  omitted 
from  the  specification,  the  insertion  of  which  is  necessary  to 
enable  a  workman  to  make  the  machine.  If  he  does,  it  is  better, 
especially  having  regard  to  the  view  expressed  by  the  Judge  who 
has  to  try  the  case,  that  he  should  point  out  in  what  respect  he 
alleges  the  specification  to  be  deficient  If  he  knows  a  particu- 
lar ground  of  objection,  it  may  prevent  difficulty  at  tlie  trial 
if  he  states  what  be  alleges  to  have  been  omitted.  If  this  is  not 
done,  Mr.  Justice  Kat  may  at  the  trial  consider  that  the  plaintiffs 
have  been  taken  by  surprise,  and  direct  the  case  to  stand  over. 
Though  I  think  that,  if  I  had  been  in  his  place,  I  should  hardly 
have  required  further  particulars,  I  cannot  come  to  the  conclusion 
that  his  decision  ought  to  be  reversed. 

LiKDLET,  L.  J.:  — 

I  am  of  opinion  that  Mr.  Justice  Kat  was  right    The  Act  of 
1883,  sect  29,  requires  particulars  to  be  given  in  an  action  for 

infringement  of  a  patent.    The  1st  sub-section  requires  the 
[*  286]  *  plaintiff  to  give  particulars  of  breaches ;  the  2nd  and  3rd 

require  the  defendant  to  give  particulars  of  objections,  and 
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if  he  disputes  the  validity  of  the  patent  he  must  state  the  grounds 
on  which  he  disputes  it.  In  considering  this  section  we  must  bear 
in  mind  that  its  object  is  to  prevent  surprises  at  the  trial.  Here 
the  defendants  by  their  defence  say  that  the  letters  patent  are 
void,  and  deliver  particulars,  by  which  they  say  that  the  speci- 
fication does  not  sufl&ciently  describe  the  nature  of  the  invention, 
and  how  it  is  to  be  performed.  Being  ordered  to  give  further 
and  better  particulars,  that  it  may  be  known  what  they  allege 
to  be  amiss,  they  say  that  the  specification  does  not  describe 
the  machine  sufficiently  to  enable  a  skilled  workman  to  make  it. 
Mr.  Justice  Kay  says :  "  You  must  tell  us  more  than  that,  if  you 
can."  Perhaps  the  defendants  are  unable  to  point  out  anything 
more  particularly ;  if  so,  there  is  an  end  of  it.  But  here  the 
defendants  do  not  say  that  they  have  told  the  plaintiffs  all  they 
know.  Certainly  a  defendant  is  not  bound  to  show  a  plaintiff 
how  to  amend  his  specification ;  but  if  the  defendant  can  point 
out  a  particular  defect  in  it,  which  he  intends  to  rely  upon  as 
rendering  the  patent  void,  I  think  that  he  ought  to  say  what  that 
defect  is. 

Lopes,  L.  J. :  — 

I  was  not  present  during  the  argument,  and  therefore  give  no 
opinion. 

ENGLISH  NOTES. 

The  ordinary  procedure  for  discovery  is  applicable  to  a  petition  for 
revocation  under  the  Patents.  &c.  Act,  1883  (46  &  47  Vict.  c.  57),  s.  26. 
In  re  ffaddan's  Patent  (1884),  54  L.  J.  Ch.  126,  51  L.  T.  190,  33 
W.  R.96. 

The  Court  of  Appeal  has  jurisdiction  under  sect.  29  of  the  Patents, 
&c.  Act,  1883,  to  grant  leave  to  amend  particulars  of  objections  and  to 
adduce  further  oral  evidence  for  the  purpose  of  an  appeal  from  a  Court 
of  first  instance :  but  this  power  will  be  exercised  with  caution.  Tfie 
Shoe  Machinery  Co.  v.  Cutlan  (C.  A.)  1896,  1  Ch.  108,  65  L.  J.  Ch. 
44,  73  L.  T.  419,  44  W.  R.  92. 
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No.  65.  — MIDDLETON  v.  BRADLEY. 
(1895.) 

RULE. 

The  6th  subsection  of  the  29th  section  of  the  Patents,  &c. 
Act,  1883,  which  provides  that  a  party  shall  not  be  allowed 
any  costs  of  a  particular  unless  certified  by  the  Court  or 
a  Judge  to  have  been  reasonable,  is  not  confined  to  a 
case  where  the  action  is  brought  on  for  trial :  and  if  there 
is  no  certificate,  although  the  reason  may  be  that  no 
opportunity  has  been  afforded  to  the  Court  of  ascertaining 
the  reasonableness,  the  costs  of  the  particular  will  not  be 
allowed. 

Middloton  y.  Bradley. 

1895,  2  Ch.  716-719  (s.  c.  64  L.  J.  Oh.  888 ;  73  L.  T.  81 ;  43  W.  R.  684). 

[716]  Patent.  —  Practice,  —  Costs.  —  Particulars  of  Objections.  —  Action  not 
brought  to  Trial.  —  Certificate.  —  Patents,  j-c.  Act,  1883,  sect.  29,  sub- 
sect.  6. 

The  operation  of  sect.  29,  sub-sect.  6,  of  the  Patents,  &c.  Ad,  1888,  is  not 
confined  to  cases  where  the  action  is  brought  to  trial. 

In  the  absence  (however  arising)  of  a  certificate  under  sect.  29,  sub-sect 
6,  the  costs  of  particulars  cannot  be  recoyered  under  an  order  for  payment 
of  the  costs  of  the  action. 

Adjourned  summons. 

This  action  was  brought  to  restrain  the  alleged  infringement 
of  a  patent,  and  to  restrain  the  defendant  from  passing  off  his 
goods  as  those  of  the  plaintiff.  After  the  deUvery  by  the  defend- 
ant of  his  statement  of  defence  and  particulars  of  objection,  the 
plaintiff  amended  his  claim  by  striking  out  all  the  allegations  of 
infringement  Thereupon  an  order  was  made  to  tax  the  costs 
relating  to  that  part  of  the  action,  and  in  carrying  out  that  order 
the  taxing  master  had  disallowed  all  the  costs  of  the  defendant's 
particulars  of  objection,  on  the  ground  that  there  was  no  cer- 
tificate of  the  Court  or  a  Judge  that  they  were  reasonable  and 
proper  as  required  by  sect.  29,  sub-sect  6,  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1SS3. 

TIiQ  defendant  then  took  out  this  summons  to  reyiew  the 
taxativMi. 
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W.  N.  Lawson,  for  the  defendant.  The  Court  has  had  no  oppor- 
tunity of  giving  any  certificate ;  and  this  case  is  consequently  out- 
side the  Act  altogether,  and  the  defendant  is  entitled  to  his  costs 
in  the  ordinary  way.  That  view  is  supported  by  the  decisions 
upon  sect.  43  of  the  Patent  Law  Amendment  Act,  1852  (15  &  16 
Vict.  c.  83).  Greaves  v.  Eastern  Counties  Ry.  Co,,  1  E.  &  E.  961 ; 
Batley  v.  Kynoch,  L.  R  20  Eq.  632  ;  Peddell  v.  Kiddle,  7 
T.  E.  659.  The  words  of  the  *  present  Act  (sect.  29,  sub-  [*  717] 
sect.  6)  are  somewhat  different,  no  doubt,  from  sect.  43  of 
the  Act  of  1852,  but  the  question  is  whether  it  has  really  made 
any  difference  on  this  point. 

In  all  the  cases  which  have  hitherto  come  before  the  Courts 
upon  this  sub-section  the  actions  had  been  brought  to  trial  before 
they  broke  down,  and  there  was  consequently  an  opportunity  of 
seeing  what  the  merits  of  the  cases  were.  Longbottom  v.  Shaw,  43 
Ch.  D.  46 ;  Germ  Milling  Co.  v.  Robinson,  3  Rep.  Pat.  Cas.  254 ; 
Mandleberg  v.  Morley,  11  Rep.  Pat.  Cas.  1. 

Here  the  action  is  altogether  withdrawn  from  the  cognisance 
of  the  Court,  and  no  certificate  can  possibly  be  made.  The  defend- 
ant was  obliged  to  deliver  particulars,  and  it  would  be  unjust  to 
deprive  him  of  the  costs  because  the  plaintiff  has  thus  eajly  aban- 
doned his  action.  Rothwell  v.  King,  4  Rep.  Pat.  Cas.  397 ;  Boake, 
Roberts  &  Co,  v.  Stevenson  &  Howell,  12  Rep.  Pat.  Cas.  228. 

A.  J.  Walter,  for  the  plaintiff.  The  cases  on  the  Act  of  1852 
were  decided  on  the  ground  that  sect.  43  only  applied  when  the 
action  had  been  brought  on  for  trial.  Sect.  29  of  the  Act  of  1883 
is  not  so  limited,  and  applies  to  the  whole  action  at  whatever 
stage.  This  case  cannot  be  distinguished  from  Mandleberg  v.  Mor- 
ley, 11  Rep.  Pat.  Cas.  1;  Longbottom  v.  Shaw,  43  Ch.  D.  46;  and 
Boyd  V.  Horrocks,  6  Rep.  Pat.  Cas.  152, 162.  [He  also  referred  to 
Cole  V.  Saqui,  6  Rep.  Pat.  Cas.  45.] 

Lawson,  in  reply. 

Stirling,  J.  (after  stating  the  facts).  —  It  is  said  that  in  this 
case  there  has  been  no  opportunity  of  getting  any  certificate,  so 
that  the  case  is  outside  the  Act  altogether.  Sect.  29  of  the  Act 
of  1883  deals  with  the  whole  subject  of  particulars.  It  provides 
that  the  plaintiff  must  deliver  particulars  of  the  breaches  com- 
plained of,  and  the  defendant  must  deliver  particulars  of  the 
objections  on  which  he  relies  in  support  of  his  defence.    Then, 
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under  sub-sect.  6,  it  is  essential  for  obtaining  any  costs  with  refer- 
ence to  any  particulars  that  there  should  be  a  certificate  by  the 
Court  or  a  Judge  that  the  particulars  of  breach  have  been  proven, 
or  that  the  particulars  of  objections  are  reasonable  and 
[*  718]  proper.  *  It  is  said  that  in  this  case  there  was  no  oppor- 
tunity of  getting  any  certificate,  as  the  action  so  far  as  it 
related  to  infringement  of  the  patent  was  dismissed  by  the  plain- 
tiff of  his  own  motion,  and  in  support  of  that  reference  was  made 
to  Greaves  v.  Eastern  Counties  Ry.  Co.,  1  E.  &  K  961,  and  Batley 
V.  Kijnoek,  L.  R.  20  Eq.  632,  which  were  both  decided  on  the  Act 
of  1852.  Sect.  43  of  that  Act  deals  with  the  costs  of  particulars 
alone,  and  it  provides  that  "the  plaintiff  and  defendant  respec- 
tively shall  not  be  allowed  any  costs  in  respect  of  any  particular 
unless  certified  by  the  Judge  before  whom  the  trial  was  had  to 
have  been  proved  by  such  plaintiff  or  defendant  respectively." 
Upon  that  it  was  held  in  Greaves  v.  Eastern  Counties  Ry,  Co.^  1  E. 
&  E.  961,  and  Batley  v.  Kynock,  L.  R  20  Eq.  632,  that  where  the 
action  did  not  come  to  trial,  the  defendant  was  nevertheless 
entitled  to  the  costs  of  his  particulars.  The  ground  of  those 
decisions  was  that  sect  43  of  the  Act  of  1852  contemplated  only 
a  case  where  the  action  came  on  for  trial,  and  that  the  general 
right  to  costs  which  was  conferred  by  the  Statute  of  Gloucester 
was  not  taken  away  in  a  case  where  the  action  was  not  brought 
to  trial  or  tried.  But  I  have  here  to  deal  with  a  different  Act  and 
different  language.  Under  the  present  Act,  the  Act  of  1883,  the 
certificate  is  to  be  given  by  the  Court  or  a  Judge,  not  by  the  Judge 
who  tried  the  action.  It  is  said  that  where  there  is  no  trial  a 
defendant  cannot  get  any  decision  of  the  Court  as  to  the  propriety 
of  his  objections.  I  am  not  satisfied  that  that  is  sa  It  may  be 
that  there  has  been  a  motion  in  the  case,  on  which  evidence  may 
have  been  given  which  would  give  the  Court  materials  for  deter- 
mining whether  the  particulars  of  objections  were  reasonable;  or 
it  may  be  that  there  has  been  some  other  interlocutory  applica- 
tion, perhaps  with  reference  to  the  particulars  themselves,  upon 
which  the  Court  may  have  had  an  opportunity  of  forming  an 
opinion  on  the  subject.  I  cannot  come  to  the  conclusion  that  sub- 
sect.  6  of  sect.  29  is  limited  to  the  case  where  an  action  is  brought 
on  for  trial  and  tried.  The  certificate  is  to  be  given  by  *'the  Court 
or  a  Judge,"  and  that  is  the  language  used  throughout  the  pre- 
ceding sub-sections,  aU  of  which  seem  to  refer  to  interlocutory 
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applications.     I  think,  therefore,   that  the   taxing   master  was 
right 

*  No  doubt  this  construction  of  the  section  may  some-  [*  719] 
times  cause  hardship  to  persons  who  are  in  the  position  of 
the  defendant;  but  that  might  also  occur  where  an  action  is 
brought  to  trial  and  not  tried  out,  and  the  Judge  has  no  means  of 
deciding  whether  the  objections  are  reasonable  or  not.  Whether 
that  difficulty  can  be  got  over  is  not  for  me  to  say.  I  have  only 
to  deal  with  the  Act,  and  I  think  that  sub-sect.  6  of  sect.  29  is  not 
confined  to  a  case  where  the  action  has  come  on  for  trial,  so  that  the 
reasoning  on  which  Greaves  v.  Eastern  CourUies  Ry.  Co.,  1  £.  &  E. 
961,  was  decided  does  not  apply.  Under  the  circumstances,  I  can- 
not do  otherwise  than  say  that  I  agree  with  the  taxing  master  and 
must  dismiss  the  summons. 

ENGLISH  NOTEa 

Where  no  proceeding  has  been  taken  in  the  action  enabling  the 
Court  to  determine  whether  the  particulars  were  reasonable,  the  Court 
will  not  go  into  the  question  merely  for  the  purpose  of  granting  a 
certificate.  Mandleberg  v.  Morley  (1895),  64  L.  J.  Ch.  245„  72  L.  T. 
106,  43  W.  B.  266;   WUcoz  &  Gibbs  v.  Jones  (1897),  66  L.  J.  Ch.  625. 


No.  66.  — CHALLENDER  v.  ROYLE. 
(c.  A.  1887.) 

RULE. 

To  obtain  an  interlocutory  injunction  against  threats, 
in  an  action  under  the  32nd  section  of  the  Patents,  &c. 
Act,  1883,  the  plaintiff  must  make  out  a  prima  facte  case, 
showing  that  the  defendant's  manufacture,  in  respect  of 
which  the  threats  are  made,  is  not  an  infringement  of  any 
valid  rights  of  the  plaintiff.  And  at  the  trial  of  the 
action,  the  Court,  in  order  to  give  judgment  against  the 
defendant,  must  be  satisfied  that  the  manufacture  was  not 
such  an  infringement.  And  the  question  of  the  validity 
of  the  patent  alleged  to  be  infringed  may  be  raised  in  the 
action. 
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[426]  Patent  —  Tlireats  of  Legal  Proceedings  by  Patentee.  —  Injunction  to  re- 
strain Threats,  — PatenU,  {fc.  Act,  1883,  sect.  ^2.  —  Interlocutory  In- 
junction, —  Balance  of  Convenience  and  Inconvenience. 

C.f  a  patentee,  brought  an  action  under  sect.  32  of  the  Patents  Act  of 
1883,  against  li.,  a  prior  patentee  of  a  similar  invention,  to  restrain  R.  from 
issuing  threats  of  legal  proceedings  against  persons  selling  C.'s  patent  articles. 
Shortly  after  C.  had  sued  out  his  writ,  but  before  it  had  been  serred,  R.  had 
commenced  an  action  for  infringement  against  the  P.  Co.^  who  were  selling 
C/s  articles:  — 

Ileld^  that  the  action  mentioned  in  the  proviso  to  sect.  32  as  taking  a  ease 
out  of  the  section  need  not  be  an  action  against  the  person  who  is  suing  to 
restrain  the  threats,  but  that  an  action  for  infringement  honestly  brought 
with  reasonable  diligence  against  any  of  the  persons  who  have  been 
threatened  will,  if  duly  prosecuted,  satisfy  the  proviso : 

//f/(/,  that  in  considering  whether  such  an  action  is  brought  with  dae 
dlHgonoe,  the  time  of  issuing  the  threats,  and  not  the  time  when  the  party 
bringing  the  action  first  knew  of  the  acts^  which  he  alleges  to  be  iufringe- 
ntonts,  is  the  period  to  be  looked  to. 

lu  oixlor  to  obtain  an  interlocutory  injunction  the  plaintiff  must  make  out 
a  primdficie  case,  i.  «.,  a  case  such  that  if  the  evidence  remains  the  same  at 
the  hearing  it  is  probable  that  he  will  obtain  a  decree,  and  unless  he  makes 
out  such  a  OAjte  an  injunction  will  not  l>e  granted  on  the  mere  consideration 
of  Uie  balance  of  convenience  and  inconvenience. 

Opinion,  that  in  an  action  under  sect.  82  of  the  Patents  Act,  1883,  to 
restrain  a  |>atentee  from  issuing  threats,  the  validity  of  the  defendanfa 
patent  may  be  called  in  question. 

Tho  {xniit«  in  the  case  are  sufficiently  explained  in  the  judg- 
mont8  of  the  Lords  Justices,  which  were  as  follows: — 

[432]      li^ST.  July  2i     a^TTON.  L.  J.  :  — 

This  is  an  appeal  by  the  defendant  against  an  interlocn- 
t^^ry  injunction  granted  by  the  Vige-Chaxcellqe  of  the  county 
)v\h\tiiu>  n\<tn\iuing  him  from  continuing  to  issue  threats  against 
jvrsous  who,  as  lie  allogiHl,  were  infringing  his  patent 

The  f^v^tii  may  W  shortly  stated.  In  the  year  1S79  the  defend- 
ant ohtaituxl  a  ^wtent  fv>r  improvements  in  junctions  joining  a 
hxv<t^  to  a  ta\\  [His  Limlship  heie  briefly  stated  the  mtnie  of  the 
inx-xMUix^it.l  The  dctoiHlant  has  ever  since  been  iiianii£actiiii]^  and 
si^*Iir,g  artivU^s  mavlo  in  acvwiviano?  with  this  patent. 
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In  the  year  1886  the  plaintiff  took  out  a  patent  for  a  similar 
tap-union,  there  being  this  difference,  that  the  inner  surface  of  the 
india-rubber  ring  was  in  the  plaintiff's  tap-union  slightly  sloping. 

In  March,  1887,  the  defendant,  hearing  of  the  sale  of  tap- 
unions  made  according  to  the  plaintiff's  patent,  and  considering 
that  they  were  infringements  of  his  patent,  issued  a  circular  warn- 
ing people  against  purchasing  tap-unions  which  infringed  his  pat- 
ent, stating  that  those  who  used  them  would  be  liable  just 
•  as  much  as  if  they  sold  them,  and  threatening  legal  pro-  [♦  433] 
ceedings  against  all  infringers.  It  was  contended  that  the 
defendant  had  at  an  earlier  period  threatened  legal  proceedings, 
but  the  evidence  in  support  of  that  contention  is  so  very  indefinite, 
that  I  do  not  think  we  can  rely  upon  it  as  establishing  that  there 
had  been  threats  previous  to  March,  1887. 

In  June,  1887,  the  defendant  brought  an  action  for  infringe- 
ment against  the  Manchester  Plumbing  Company,  who  were 
among  the  persons  whom  he  had  threatened  with  legal  proceed- 
ings. He  brought  that  action  just  after  the  writ  in  this  action 
had  been  issued  by  the  plaintiff,  but  before  that  writ  had  been 
served,  and  I  think  we  must  assume  that  the  defendant,  when  he 
commenced  his  action  for  infringement,  did  not  know  that  the 
plaintiff  had  issued  his  writ  in  this  action,  there  being  nothing  to 
show  that  the  defendant  had  any  notice  of  it 

In  that  state  of  things  an  application  was  made  to  the  ViCE- 
Chancellor  in  this  action,  and  he  granted  an  interlocutory  in- 
junction against  which  this  is  an  appeal. 

Now  what  was  the  law  independently  of  the  Act  of  1883,  on 
which  the  plaintiff  relies,  and  on  which  the  Vigk-Chancellor 
based  the  injunction  ?  It  is  thus  stated  by  the  late  Master  of 
THE  KoLLS  in  Halsey  v.  Brotherhood,  15  Ch.  D.  514,  519 :  "  It  is 
quite  clear  that  Mr.  Justice,  now  Lord,  Blackburn,  in  delivering 
judgment,  considered  that  to  support  the  action"  (which  was  an 
action  for  similar  threats  to  these),  "  the  allegations  must  not  only 
assert  the  statement  to  be  untrue  but  that  it  was  made  without 
reasonable  and  probable  cause.  That  is  the  judgment  of  the  full 
Court,  and  it  appears  to  me  that  is  the  substance  of  the  law.  A 
man  merely  giving  notice  that  his  rights  are  being  infringed, 
believing  that  they  are  infringed,  is  not  to  be  subjected  to  an 
action  for  giving  that  notice,  .  .  .  even  although  he  does  not  fol- 
low up  that  notice  by  bringing  an  action  at  law  for  the  infringe- 
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ment*  I  take  that  to  be  a  correct  statement  of  the  law  as  it 
existed  at  the  time  of  the  passing  of  the  Act,  and  if  it  were  not 
for  the  Act  I  do  not  see  that  the  plaintiff  here  could  have  any  rea- 
sonable ground  for  commencing  this  action  or  for  applying  for  an 

injunction.  The  defendant  had  been  in  possession  of  bis 
[•  434]  patent  since  the  *  year  1879,  and  had  made  and  sold  the 

articles  manufactured  in  accordance  with  it,  and  those 
manufactured  by  the  plaintiff  are  so  similar  to  them  that  certainly 
there  was  a  reasonable  ground  for  the  contention  that  the  articles 
made  by  the  plaintiff  were  an  infringement  of  the  defendant's 
patent 

The  question,  however,  turns  on  the  32nd  section  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883 :  that  section  consists  of  two 
parts ;  it  contains  directions  as  to  what  circumstances  will  enable 
a  person  who  is  in  the  same  position  as  the  plaintiff  here  to  obtain 
judgment  in  an  action,  and  then  it  contains  a  proviso  which  ex- 
cepts from  the  section  cases  which  come  within  the  provisa  If, 
then,  a  case  comes  within  the  proviso  it  must  be  dealt  with  as  if 
this  section  did  not  exist,  that  is  to  say,  it  must  be  dealt  with 
under  the  old  law. 

As  the  first  part  of  the  section  has  been  a  good  deal  discussed, 
it  may  be  desirable  to  give  our  opinion  upon  it  without  r^ard  to 
the  proviso.  First  of  all,  this  appears  on  the  face  of  the  section, 
that  what  it  contemplates  is  the  final  judgment  that  is  to  be  given 
in  the  action  if  the  circumstances  bring  the  case  within  the  Act 
That  appears  from  this,  that  the  section  states  that  an  injunction 
may  be  granted,  and  also  damages,  which  evidently  could  not  be 
obtained  on  an  interlocutory  application.  Although  undoubtedly 
the  right  of  the  plaintiff  to  an  interlocutory  injunction  will  de- 
pend on  what  judgment  he  could  get  at  the  hearing  of  the  action, 
yet  we  must  remember  that  the  object  of  the  section  is  to  provide 
for  the  judgment  to  be  given  at  the  trial  of  the  action.  First  of 
all  it  says  tliat  when  a  person  claiming  to  be  entitled  under  a  pat- 
ent threatens  any  other  persons  with  l^al  proceedings  or  liability 
in  respect  of  the  patented  invention,  then  any  person  aggrieved 
may  bring  an  action  against  him.  In  the  present  case,  though  it 
is  very  questionable  whether  the  circular  was  a  threat  within  the 
meaning  of  this  section,  the  defendant  undoubtedly  did,  before 
this  action  commenced,  threaten  with  action  and  legal  liability 
those  who  were  using  the  instruments  made  by  the  plaintiff.     He, 
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therefore,  has  done  that  which  is  pointed  out  by  the  section. 
Who,  then,  can  apply  to  restrain  him?  Any  person  aggrieved. 
And  there  is  no  doubt  here  that  the  plaintiff  is  a  person 
aggrieved,  because  he  was  making  that  *  which  was  said  [*  435] 
to  be  an  infringement,  and,  of  course,  these  threats  or 
notices  would  stop  the  sale  of  the  instrument  which  he  made. 
Then  the  section  goes  on  to  say  what  may  be  granted,  — an  injunc- 
tion and  damages,  if  the  alleged  manufacture,  use,  sale,  or  pur- 
chase to  which  the  threats  related  was  not,  in  fact,  an  infringement 
of  any  legal  rights  of  the  person  making  such  thrieats.  Now  I 
think  that  at  the  trial  of  such  an  action  as  this,  the  Court,  before 
it  can  grant  relief,  must  be  satisfied  that  the  article  in  respect  of 
which  the  threats  were  made  is  not  an  infringement  I  do  not  go 
into  the  question  as  to  where  the  burden  of  proof  wijl  lie;  that 
will  depend  upon  the  circumstances  of  each  case.  Primd  facie 
the  plaintiff  would  have  the  burden  thrown  upon  him.  He  may 
easily  rebut  that  in  a  particular  case  and  throw  the  burden  of  proof 
on  the  defendant  But  in  my  opinion,  in  order  to  act  on  this  sec- 
tion, the  Court  must  be  satisfied  at  the  hearing  of  the  action  that 
the  articles  in  respect  of  which  the  threats  were  made  are  not 
"  an  infringement  of  any  legal  rights  of  the  person  making  such 
threats.  *  The  question,  therefore,  whether  the  patent  of  the  per- 
son making  the  threat  is  a  valid  patent,  must,  in  my  opinion, 
come  into  consideration  if  the  plaintiff  in  the  action  seeks  to  have 
it  considered,  because  T  cannot  see  how,  if  the  patent  is  invalid, 
there  can  be  any  act  done  in  infringement  of  a  legal  right  of  the 
patentee.  I  mention  that  because,  as  I  understand,  though  the 
case  is  not  before  us  on  appeal,  Mr.  Justice  Chitty  (in  Kurtz  v. 
Spence,  33  Ch.  D.  579,  55  L.  J.  Ch.  919),  has  intimated  an  opin- 
ion that  the  question  of  the  validity  of  the  patent  could  not  come 
in  question  in  an  action  like  this.  In  my  opinion,  and  after  the 
discussion  we  have  had  I  am  bound  to  state  it,  the  validity  of  the 
patent  could  come  in  question.  In  order  that  the  Court  may  be 
satisfied  whether  there  is  or  is  not  an  infringement  of  any  legal 
right,  one  of  the  questions  must  be,  if  the  plaintiff  chooses  to 
raise  it,  whether  the  defendant's  patent  is  or  is  not  valid.  That 
is  the  view  of  the  statute  which  I  take  as  regards  the  rights  of 
the  parties  at  the  hearing  independently  of  the  proviso. 

I  think,  however,  that  before  going  to  the  proviso  I  ought,  hav- 
ing regard  to  the  judgment  of  the  Vice-Chancellor,  to  state  my 
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opinion  as  to  how  the  matter  ought  to  be  dealt  with  on  an  inter- 
locutory application.  As  far  as  I  understand  the  Vice- 
[*  436]  *  Chancellor,  he  seems  to  have  considered  that  he  could 
not  enter  or  that  he  need  not  enter  at  this  stage  of  the 
cause  into  the  question  whether  the  sale  of  the  plaintiff's  tap- 
unions  was  an  infringement  of  the  defendant's  patent,  or  whether 
that  patent  was  a  valid  patent,  and  that  all  he  need  consider  was 
the  balance  of  convenience  and  inconvenience  as  between  these 
parties  in  granting  or  refusing  the  interlocutory  injunction.  I 
must  express  my  dissent  from  that  view.  It  is  very  true  that  in 
all  cases  of  interlocutory  injunction  the  Court  does  consider  and 
ought  to  consider  the  balance  of  convenience  and  inconvenience  in 
granting  or  refusing  the  injunction.  But  there  is  another  very 
material  question  to  be  considered,  has  the  plaintiff"  made  out  a 
primd  facie  case  ?  That  is  to  say  if  the  evidence  remains  as  it 
is,  is  it  probable  that  at  the  hearing  of  the  action  he  will  get  a 
decree  in  his  favour  ?  Therefore,  although  I  quite  agree  that  the 
Court  ought  not  on  an  interlocutory  injunction  to  attempt  finally 
to  decide  the  question  whether  the  act  complained  of  is  an  in- 
fringement, or  (if  the  question  of  the  validity  of  the  patent  is 
raised)  whether  the  patent  is  a  valid  one  or  not,  yet  in  my  opin- 
ion it  ought  to  be  satisfied  that  on  one  or  both  of  those  two  points 
the  plaintiff  in  the  action  has  made  out  a  primd  facie  case,  and 
unless  the  Court  is  so  satisfied  it  would  be  wrong  to  grant  an  in- 
junction, merely  on  the  ground  that  it  cannot  do  the  defendant  any 
harm.  Injunctions  ought  to  be  granted  only  on  a  case  made  out 
entitling  the  plaintiff  to  that  particular  remedy.  I  have  thought 
it  right  to  express  my  opinion  on  this  point,  having  regard  to  the 
judgment  of  the  Vice-Chancellor  and  to  the  judgment  of  Mr. 
Justice  Kay,  on  which  he  appears  to  have  relied.  In  the  present 
case,  if  it  were  necessary  to  consider  the  point,  I  should  say  that 
no  doubt  there  was  primd  facie  evidence  on  behalf  of  the  defend- 
ant that  this  was  an  infringement  The  question  is  also  raised  by 
the  plaintiff*  that  the  patent  is  a  bad  one,  and  that  therefore  there 
can  be  no  infringement  If  I  had  not  come  to  the  conclusion  that 
the  case  is  entirely  taken  out  of  the  section  by  means  of  the  pro- 
viso, I  should  have  had  to  consider  whether  the  plaintiff  had  made 
out  a  primd  facie  case  that  the  patent  is  invalid.  I  have  not  con- 
sidered tlie  evidence  on  that  point  in  such  a  way  as  to 
[*  437]  make  it  right  to  give  any  opinion  on  *  its  effect,  as  I 
think  that  the  proviso  in  this  case  settles  the  matter. 
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Now,  what  is  the  proviso  ?  **  Provided  that  this  section  shall 
not  apply  "  (that  is,  that  the  old  law  alone  shall  apply  to  such  an 
action)  "  if  the  person  making  such  threats  with  due  diligence 
commences  and  prosecutes  an  action  for  infringement  of  his  pat- 
ent *  Now,  what  has  been  done  here  ?  Just  after  this  action  was 
commenced,  but  before  there  was  notice  of  it  to  the  defendant,  an 
action  was  commenced  by  the  defendant  against  the  Manchester 
Plumbing  Company  for  infringement  Was  it  commenced  with 
due  diligence  ?  Mr.  Bousfield  contended  that  the  action  must  be 
commenced  with  due  diligence  from  the  time  when  the  defendant 
first  knew  that  the  plaintiff  was  doing  what  the  defendant  alleges 
to  be  an  infringement  I  cannot  agree  with  that  view.  In  my 
opinion  an  action  must  be  held  to  be  commenced  with  due  dili- 
gence if  commenced  within  a  reasonable  time  after  the  threats 
have  been  made,  for  the  threats  are  the  only  matter  complained  of. 
Now,  assuming  the  threats  to  have  been  made  in  March,  the  action 
against  the  Manchester  Plumbing  Company  was  in  my  opinion 
commenced  with  due  diligence  after  the  time  when  the  defendant 
first  issued  these  threats,  for  I  think  that  the  interval  between 
March  and  June  is  not  an  unreasonable  time  for  a  man  to  take  to 
consider  whether  he  should  bring  an  action  in  respect  of  a  sup- 
posed infringement  of  his  patent  Therefore  I  think  that  the  pro- 
viso is  satisfied  so  far  as  regards  its  requirement  that  the  person 
making  such  threats  with  due  diligence  commences  an  action. 
The  requirement  that  the  action  must  be  prosecuted  with  due 
diligence  relates  to  a  matter  in  futuro. 

Now,  it  is  said  that  the  action  by  the  defendant  against  the 
Manchester  Plumbing  Company  is  suspicious.  I  asked  Mr.  Fin- 
lay  what  he  meant  by  **  suspicious"  —  what  it  was  that  he  sus- 
pected. He  said  it  was  very  extraordinary  that  an  action  should 
be  brought  against  the  Plumbing  Company  and  not  against  the 
plaintiff.  Eeasons  were  given  for  that,  but  I  do  not  rely  upon 
them.  The  Plumbing  Company  were  actually  selling  the  very 
articles  complained  of  by  the  defendant;  it  is  indisputable  that 
if  the  plaintiff's  articles  were  an  infringement  of  the  defendant's 
patent  the  company  were  infringing  it ;  and  it  is  remark- 
able that  *  though  in  April  the  plaintiff's  solicitor  wrote  [*  438] 
to  the  defendant  complaining  uf  the  circulars,  I  cannot  see 
in  that  letter  any  admission  that  the  plaintiff  was  making  and 
selling  these  articles,  though  he  does  refer  to  the  plaintiff's  pat- 
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ent  But  merely  having  a  patent  for  a  thing  which,  if  made,  will 
be  an  infringement  of  a  prior  patent,  would  not  enable  an  action 
for  infringement  to  be  brought  To  my  mind,  then,  there  is 
nothing  suspicious  in  the  action  being  commenced  against  the 
Plumbing  Company,  and  there  is  no  affidavit  by  which  any  one 
pledges  his  belief  either  that  the  action  has  been  brought  coUu- 
sively  or  that  the  defendant  in  that  action  will  not  defend  his 
position.  In  my  opinion,  upon  an  interlocutory  application,  we 
ought  not  to  come  to  the  conclusion  that  that  action  is  not  suffi- 
cient, and  is  to  be  disr^arded.  Supposing  the  defendant  does  not 
duly  prosecute  his  action  as  against  the  Plumbing  Company,  or  if 
that  action  is  not  really  defended,  or  if  the  defence  is  abandoned, 
the  plaintiff  in  this  action  may  apply  again  for  an  injunction.  It 
is  my  opinion,  and  I  ought  to  express  it,  that  in  order  to  bring 
the  case  within  this  proviso  the  action  must  be  an  honest  action, 
an  action  honestly  brought  in  order  to  test  the  validity  of  the  pat- 
ent or  the  fact  of  infringement,  whichever  may  be  in  question.  If 
by  arrangement  between  the  parties  to  such  an  action  the  real 
question  is  not  tried,  then  the  matter  will  stand  very  differently. 
But  there  is  nothing  here  to  induce  the  Court  to  come  to  the  con- 
clusion that  the  defendant's  action  has  not  been  honestly  brought 
or  will  not  be  defended.  Nothing  would  be  easier  than  for  the 
plaintiff  in  this  action  to  go  to  the  defendants  in  Royle's  action 
and  say,  **  1  am  the  person  substantially  interested  in  this  case ; 
you  may  not  like  to  go  to  the  expense  of  defending  this  action ;  let 
me  defend  it  in  your  name  on  my  giving  you  a  sufficient  indem- 
nity. *  What  may  happen  in  that  action  is  a  matter  for  the 
future,  but  at  present  I  see  no  reason  whatever  to  suppose  that  it 
is  not  an  honest  action  honestly  brought,  or  that  it  will  not  be 
honestly  defended. 

Then  we  come  to  what  really  is  the  main  difficulty  of  the  pro- 
viso, —  the  question  against  whom  an  action  must  be  brought  to 
bring  the  case  within  this  proviso.  It  was  contended  by  the 
plaintiff  that  it  ought  to  be  brought  against  the  person 
[*  439]  aggrieved,  *  that  is  to  say,  against  the  person  applying  for 
an  injunction  under  this  section,  and  that  Boyle's  action 
having  been  brought  only  against  one  who  is  buying  from  the 
plaintiff  and  selling  to  retail  purchasers  does  not  satisfy  the  re- 
quirement of  the  proviso.  In  my  opinion  it  is  not  necessary  that 
the  action  should  be  brought  against  the  person  aggrieved.     As  I 
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pointed  out,  and  I  did  not  get  any  answer  which  satisfied  me,  it 
would  not  always  be  possible  that  an  action  should  be  brought 
against  the  person  aggrieved.  The  patentee  of  a  rival  machine 
would  necessarily  be,  as  the  plaintiflF  here  is,  a  person  aggrieved 
within  the  meaning  of  the  section,  but  supposing  he  does  not  him- 
self manufacture  or  sell,  but  only  licenses  the  manufacture  and 
sale,  I  do  not  know  any  means  of  bringing  an  action  against  him. 
It  might  be  argued  that  his  taking  out  a  patent  was  proof  that  he 
threatened  and  intended  to  use  his  invention ;  but  in  my  opinion 
that  would  not  be  sufficient  ground  for  an  application  for  an  in- 
junction; and  how  could  damages  be  obtained  from  him?  I  am 
disposed  to  think  that  what  the  section  points  at  is  a  case  where 
some  act  has  been  actually  done  which  can  be  tested  as  to  whether 
or  not  it  is  an  infringement,  for  the  words  "  if  the  alleged  manu- 
facture, use,  sale,  or  purchase,  to  which  the  threats  related  was 
not  in  fact  an  infringement  of  any  legal  rights  of  the  person  mak- 
ing such  threats,"  clearly  point  to  an  article  having  been  made 
which  has  been  alleged  to  be,  but  as  a  matter  of  fact  is  not,  an 
infringement  of  the  patent  of  the  person  issuing  the  threat  In 
my  opinion  the  mere  fact  that  where  the  owner  of  a  rival  patent 
is  the  aggrieved  person  it  is  in  many  cases  impossible  that  an 
action  for  infringement  should  be  brought  against  him,  precludes 
us  from  confining  the  action  mentioned  in  this  proviso  to  an  action 
against  the  aggrieved  party.  In  my  opinion  the  proviso  is  satis- 
fied if  an  action  to  test  the  validity  of  the  patent  or  the  fact  of 
infringement  is  honestly  brought  with  reasonable  diligence  against 
the'  person  or  any  of  the  persons  to  whom  the  threats  have  been 
made.  I  am  not  satisfied  that  the  Legislature  did  not  intend  to 
lay  down  the  following  up  the  threats  by  an  action  as  a  sort  of 
test  whether  the  threats  were  bond  fide,  as  Vice-Chancellor  Malins 
did  in  Axmann  v.  Lund,  L.  j^.  18  Eq.  330.  In  that  case 
an  action  was  brought  to  *  restrain  threats,  and  the  Vice-  [*  440] 
Chancellor  asked  the  defendant  who  was  issuing  those 
threats  whether  he  would  undertake  to  bring  an  action  for  in- 
fringement. He  declined  to  do  so,  and  the  Vice-Chancellor 
granted  an  injunction,  it  being  recited  in  the  order  that  the  defend- 
ant declined  to  bring  an  action  following  up  the  threats.  I  think 
that  is  very  likely  what  the  Legislature  intended ;  but  all  we  have 
to  do  is  to  see  what  is  required  by  this  proviso.  In  my  opinion 
it  is  not  required  that  the  action  should  be  brought  against  the 
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aggrieved  person :  it  is  sufficient  if  the  action  is  brought  against 
any  person  to  whom  the  threat  has  been  made.  That  is  the  case 
here.  I  see  no  ground  for  supposing  that  the  action  is  collusive, 
or  that  it  will  not  be  defended  in  a  proper  manner.  If  it  is  not, 
another  application  can  be  made,  for  we  are  not  now  at  the  trial 
of  the  action,  but  are  only  asked  to  grant  an  interlocutory  injunc- 
tion on  the  facts  before  us  before  the  rights  of  the  parties  have 
been  decided. 

On  the  facts  before  us  I  say  that,  primd  facie,  there  is  such  an 
action  as,  by  virtue  of  the  proviso,  takes  the  case  out  of  the  sec- 
tion. Therefore,  in  my  opinion,  the  order  made  was  wrong,  and 
must  be  discharged. 

BowEy,  L  J.  :  — 

I  am  of  the  same  opinion. 

This  is  an  action  brought  under  sect  32  of  the  Patents,  De- 
signs, and  Trade  Marks  Act,  1883.  We  have  in  the  first  place  to 
construe  the  proviso  in  order  to  determine  whether  an  action  which 
has  been  instituted  against  the  Manchester  Plumbing  Company  is 
an  action  which  satisfies  the  description  given  in  the  proviso  of  an 
action  commenced  with  due  diligence  for  infringement  of  the  de- 
fendant's patent.  It  seems  to  me  that  in  order  to  construe  the 
proviso  we  must  form  an  intelligent  view  of  the  whole  section, 
and  although  the  construction  which  I  put  on  the  earlier  part  of 
the  section  may  perhaps  on  another  occasion  be  called  in  question, 
I  desire  to  say  that  in  my  view  it  throws  a  distinct  light  upon  the 
construction  of  the  proviso.  The  section  gives  for  the  first  time  a 
new  right  of  action,  a  right  of  action  to  a  person  who  is  aggrieved 
by  a  threat  proceeding  from  a  patentee  against  somebody 
[*  441J  in  respect  of  an  alleged  manufacture,  use,  sale,  or  *  pur- 
chase of  the  patentee's  invention.  I  think  those  words 
indicate  that  the  threat,  which  is  to  be  the  subject-matter  of  the 
action,  must  not  be  merely  a  warning  about  something  that  is 
going  to  be  done,  but  must  be  a  threat  about  an  act  done,  a  threat 
of  legal  proceedings  or  liability  in  respect  of  an  allied  manufac- 
ture, use,  sale,  or  purchase  of  the  invention,  not  in  respect  of  a 
proposed  manufacture,  use,  sale,  or  purchase.  It  seems  to  me  that 
that  interpretation  is  confirmed  by  the  subsequent  language  in  the 
section,  where  the  words  employed  are  that  an  injunction  and 
damages  may  be  obtained  if  the  alleged  manufacture,  use,  sale, 
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or  purchase  was  not  in  fact  an  infringement,  the  condition  im- 
posed under  the  word  "  if  "  pointing,  it  seems  to  me,  to  an  act 
done  which  is  alleged  by  the  patentee  to  be  an  infringement,  but 
which  may  not  really  be  an  infringement  Again,  when  you  come 
to  the  proviso  you  find  that  an  action  for  infringement  of  the  pat- 
ent is  to  be  the  means  by  which  the  section  may  be  avoided,  im- 
plying, I  think,  that  there  has  been  something  done  -which  is 
asserted  to  be  an  infringement  of  the  patent  I  think,  then,  that 
threats  would  not  fall  within  the  section  if  they  were  mere  threats 
or  warnings  as  to  something  which  might  be  done  in  the  future. 
Everybody,  it  seems  to  me,  has  still  a  right  to  issue  a  general 
warning  to  pirates  not  to  pirate,  and  to  infringers  not  to  infringe, 
and  to  warn  the  public  that  the  patent  to  which  the  patentee  is 
entitled,  and  under  which  he  claims,  is  one  which  he  intends  to 
enforce.  But  my  language  upon  this  point  must  not  be  misunder- 
stood. It  does  not  follow  that  because  a  threat  is  so  worded  as 
grammatically  to  apply  only  to  the  future,  therefore  it  may  not  in 
any  particular  case  be  in  substance  and  in  fact  applicable  to  what 
has  been  dona  Suppose  that  a  manufacturer  is  making  and  issu- 
ing machines  which  the  patentee  considers  to  be  an  infringement 
of  his  patent,  and  the  patentee  issued  a  threat  really  directed 
against  the  manufacture  and  sale  of  those  machines,  I  do  not  think 
that  he  could  escape  from  the  section  by  wording  his  notice  in 
such  terms  that  according  to  the  letter  it  was  only  a  general  warn- 
ing to  all  persons  not  to  infringe  his  patent 

Now  I  am  not  satisfied  (though  I  give  no  final  opinion  on  the 
point,  as  its  investigation  would  require  further  evidence)  that 
the  circular  which  has  been  issued  was  directly  addressed 
to  the  sale  *  of  this  particular  instrument  of  which  the  [*  442] 
defendant  complains.  I  think  it  very  probable  that  it 
was,  but  I  do  not  pronounce  judgment  on  the  basis  that  that  circu- 
lar is  a  threat  upon  which  this  action  can  be  founded.  But  there 
was  a  very  distinct  and  definite  threat,  which  puts  the  matter 
beyond  all  question,  addressed  to  the  Manchester  Plumbing  Com- 
pany, who,  though  not  the  plaintiffs  in  the  action,  are  persons 
who  sell  the  very  instruments  which  the  plaintiff  has  patented, 
and  the  sale  of  which  is  complained  of  by  the  defendant  This 
threat  to  the  Manchester  Plumbing  Company  was  addressed  to 
people  who  had  done  something  which  was  complained  of  as  an 
infringement  The  true  view  of  the  proviso  seems  to  me  to  be 
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that  an  action  will  satisfy  the  words  of  the  proviso  if  it  is  a  bond 
fide  action,  brought  with  due  diligence  and  without  collusion, 
against  a  person  to  whom  a  threat  has  been  addressed  in  respect 
of  the  act  to  which  the  threat  referred.  I  do  not  express  any 
opinion  as  to  whether  any  other  sort  of  action  would  or  would  not 
satisfy  the  proviso.  It  is  sufficient  for  me  to  say  that  in  my  opin- 
ion such -an  action  would  be  enough  to  bring  the  case  within  it 

It  was  urged  upon  us  that  the  action  must  be  against  the  person 
aggrieved,  and  that  it  will  not  do  if  it  is  simply  brought  against 
a  person  who  is  threatened.  I  think  that  construction  can  hardly 
be  put  upon  the  section.  The  person  aggrieved  may  have  done 
nothing  which  could  be  alleged  to  be  an  infringement;  he  may 
be  only  a  person  who  is  intending  to  manufacture,  or,  what  is 
still  more  probable,  he  may  be  a  person  who  is  dealing  with  his 
own  patented  invention  through  the  medium  of  licences  to  others. 
It  can  hardly  be  said  that  a  patentee  who  intends  to  grant  licences 
to  make  and  sell  his  invention  is  not  seriously  aggrieved  if  per- 
sons who  have  contracted  or  negotiated  with  him  for  licences  are 
deterred  by  the  threats  of  another  patentee  from  utilising  his 
invention.  Yet  he  cannot  be  sued  for  infringement,  and  if  the 
proviso  were  held  to  apply  only  to  actions  brought  against  the 
person  aggrieved,  the  proviso  would  have  no  application  at  all  in 
an  action  brought  by  him  for  an  injunction  against  the  threats. 
On  the  ground  therefore  that  this  action  against  the  Manchester 
Plumbing  Company  is  an  action  brought  with  due  diligence 
against  persons  who  were  threatened  in  respect  of  an  act 
[*  443]  done  by  them  which  is  alleged  by  the  defendant  *  to  be 
an  infringement  of  his  patent,  and  is  an  action  brought  in 
respect  of  the  very  class  of  goods  which  are  made  by  the  plaintiff, 
it  seems  to  me  that  the  defendant's  action  takes  the  case  out  of 
the  section. 

But  I  think  it  also  right,  as  the  matter  has  been  discussed,  and 
as  the  Vice-Chancellor's  judgment  proceeds  upon  another  ground, 
to  express  my  concurrence  in  what  the  Lord  Justice  has  said 
first  as  to  the  necessity  in  matters  of  this  sort  that  those  who  apply 
for  an  interim  injunction  should  fulfil  the  ordinary  requirements 
of  the  law  and  make  out  a  primd  facie  case,  not  merely  a  primd 
facie  case  of  balance  of  convenience  and  inconvenience,  but  a 
primd  facie  case  of  a  right  which  is  infringed.  The  right  con- 
ferred by  this  section  is  a  right  not  to  be  threatened  if  the  manu- 
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facture  which  is  complained  of  was  not  in  fact  an  infringement, 
and  I  think  a  person  applying  for  an  injunction  against  threats 
ought  to  make  out  a  primd  facie  case  that  the  matter  to  which  the 
threats  related  was  not  in  fact  an  infringement. 

I  also  wish  to  add  that,  though  I  am  always  extremely  reluc- 
tant to  travel  one  hair's  breadth  out  of  the  case  before  us,  I  think 
it  is  necessary  to  express  an  opinion,  not  a  final  judgment,  that  in 
an  action  of  this  nature  the  question  of  the  validity  of  the  defend- 
ant's patent  may  be  raised.  Mr.  Justice  Chitty  (in  Kurtz  v. 
Spence,  supra)  seems  to  have  come  to  a  different  conclusion ;  but 
I  think  it  is  well  worthy  of  consideration  how  it  is  possible  to 
decide  the  question  whether  a  manufacture  was  an  infringement 
of  the  legal  rights  of  a  patentee  without  considering  whether  he 
had  any  legal  rights  at  all.  I  therefore,  as  at  present  advised,  do 
not  feel  able  to  follow  Mr.  Justice  Chitty's  view  upon  that  point. 
These  two  matters,  I  think,  it  is  necessary  to  mention,  in  conse- 
quence of  the  judgment  of  the  Vice-Chancellor  and  of  the  course 
which  the  argument  before  us  has  taken ;  but  we  decide  the  case 
on  the  ground  that  the  action  against  the  Manchester  Plumbing 
Company  is  a  sufficient  action  to  satisfy  the  proviso  and  so  take 
the  case  out  of  the  32nd  section. 

ENGLISH  NOTES. 

Sect.  32  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883  (46  & 
47  Vict.  c.  67),  is  as  follows:  —  "  Where  any  person  claiming  to  be  the 
patentee  of  an  invention,  by  circulars,  advertisements,  or  otherwise, 
threatens  any  other  person  with  any  legal  proceedings  or  liability  in 
respect  of  any  alleged  manufacture,  use,  sale,  or  purchase  of  the  inven- 
tion, any  person  or  persons  aggrieved  thereby  may  bring  an  action  against 
him,  and  may  obtain  an  injunction  against  the  continuance  of  such 
threats,  and  may  recover  such  damage  (if  any)  as  may  have  been  sus- 
tained thereby,  if  the  alleged  manufacture,  use,  sale,  or  purchase  to 
which  the  threats  related  was  not  in  fact  an  infringement  of  any  legal 
rights  of  the  person  making  such  threats:  Provided  that  this  section 
shall  not  apply  if  the  person  making  such  threats  with  due  diligence 
commences  and  prosecutes  an  action  for  infringement  of  his  patent." 

It  appears,  as  is  stated  by  Likdlby,  L.  J.,  in  Skinner  &  Co.  v.  Shew 
(C.  A.),  1893, 1  Ch.  413,  62  L.  J.  Ch.  196,  202,  67  L.  T.  696,  41  W.  R. 
217,  that  this  section  was  enacted  in  consequence  of  the  decision  in 
ffalsey  v.  Brotherhood  (C.  A.  1881),  19  Ch.  D.  386,  51  L.  J.  Ch.  233, 45 
L.  T.  640,  30  W.  B.  279,  which  was  tP  the  effect  that  a  patentee  bond 
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fide  issuing  notices  in  assertion  of  what  he  believes  to  be  his  legal 
rights  under  his  patent,  does  not  render  himself  liable  to  an  action. 

When  an  action  for  threats  had  been  brought  bj  C.  against  H*  under 
sect.  32  of  the  Act  of  1883,  and  H.  shortly  afterwards  commenced 
an  action  against  C.  for  infringement,  and  prosecuted  the  action  until 
he  ascertained  by  the  report  of  an  expert  that  C.'s  manufacture  was  not 
an  infringement,  and  H.  thereupon  discontinued  his  action:  it  was 
held  that  by  so  bringing  his  action  and  prosecuting  it,  H.  had  brought 
hiniKclf  within  the  proviso  of  the  section ;  and  that  C.  had  therefore 
no  cause  of  action  within  the  section.  Colley  v.  Hart  (1890),  44  Ch. 
D.  193,  59  L.  J.  Ch.  308.  And  after  an  action  for  infringement  has 
been  instituted,  an  action  for  threats  under  sect.  32  ought  not  to  be 
commenced ;  and  if  such  an  action  is  commenced  it  will  be  stayed  as 
vexatious.     Barrett  v.  Day  (1890),  43  Ch.  D.  435,  59  L.  J.  Ch.  464. 

Some  of  the  remarks  of  Lord  Justice  Bowen  in  the  principal  case  as 
to  the  nature  of  the  threat  to  constitute  a  cause  of  action  are  commented 
on  by  Kkkewich,  J.,  in  Kurtz  v.  Spence  (1887),  57  L,  J.  Ch.  238,  58 
L.  T.  438,  and  they  are  more  particularly  considered  and  explained 
by  tlie  Lords  Justices  (Lindley,  Lopes,  and  Kay)  in  Johnson  v.  Edye 
(C.  A.),  1892,  2  Ch.  1,  61  L.  J.  Ch.  262,  66  L.  T.  44,  40  W.  R.  437.  The 
circumstances  in  the  case  were  these:  The  defendant  Edge,  a  manu- 
facturer of  blue,  had  taken  out  a  patent  for  a  particular  method  of 
wrapping  blue.  The  plaintiff  Johnson,  as  well  as  another  rival  manu- 
facturer, had  used  a  similar  method;  and  the  defendant  had  issued  to 
his  customers  a  circular  containing  these  words:  —  **  Information  of 
extensive  violation  of  Edge's  patent  rights  has  been  received.  All 
parties  are  warned  not  to  infringe  these  rights."  All  the  Lords  Jus- 
tices were  of  opinion,  affirming  the  judgment  of  Matthew,  J.,  that 
this  was  a  threat  giving  a  right  of  action  to  Johnson  as  a  person 
aggrieved :  and  further  considered  this  opinion  to  be  consistent  with 
wliat  Lord  Justice  Bowen  said  about  mere  general  warnings.  The 
Lords  Justices  Lindley  and  Kay  further  intimated  the  opinion  that  a 
threat  directed  against  a  particular  intended  infringement  —  where 
actual  steps  had  been  taken,  such  as  the  erection  of  a  factory  or 
machinery  for  the  purpose  of  turning  out  an  article  which  would  be 
an  infringement  —  would  be  sufficient  to  constitute  a  cause  of  action 
within  the  section. 

The  threats  **by  circulars,  advertisements,  or  otherwise  "  under 
sect.  32  of  the  Act  comprise  threats  made  by  letter,  although  writ- 
ten in  answer  to  inquiries :  Skinner  &  Co,  v.  Shew  (C.  A.),  1893,  1  Ch. 
413,  62  L.  J.  Ch.  196,  67  L.  T.  696,  41  W.  R.  217,  confirming 
the  decision  of  Bacon,  V.-C,  in  Driffield  Linseed  Cake  Co.  v. 
Waterloo  Mills  Co.  (1886),  31  Ch.  D.  638,  56  L.  J.  Ch.  391,  54  L.  T. 
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210,  34  W.  E.  360,  and  of  Nobth,  J.,  in  Barrett  v.  Day  (1890),  43 
Ch.  D.  435,  59  L.  J.  Ch.  464 

The  principle  on  which  damages  will  be  given  in  an  action  under 
sect.  32  of  the  Patents,  &c.  Act,  1883,  is  illustrated  by  Skinner  &  Co. 
V.  Perry,  1894,  2  Ch.  581,  63  L.  J.  Ch.  826,  71  L.  T.  110,  where  the 
plaintiffs  in  respect  of  the  loss  of  a  contract  to  supply  a  trading  com- 
pany for  a  certain  season,  recovered  a  sum  based  on  the  minimum 
amount  of  orders  received  under  a  similar  contract  in  other  years. 

A  letter  may  contain  a  threat  so  as  to  make  a  cause  of  action  under 
sect.  32,  although  it  does  not  explicitly  refer  to  any  patent.  Doug- 
lass V.  Pintsch's  Patent  Lighting  Co.^  1897,  1  Ch.  176,  65  L.  J.  Ch. 
919,  75  L.  T.  332,  45  W.  R.  108. 

Whether  an  agent  by  circulating  a  pamphlet  of  his  principals  con- 
taining threats  by  them  against  infringers,  commits  a  breach  of  an 
injunction  against  threats  issued  within  sect.  32  of  the  Patents,  &c. 
Act,  1883,  was  the  subject  of  some  difference  of  opinion  in  the  case  of 
Ellans  V.  Martyn  (C.  A.  1898),  68  L.  J.  Ch.  123.  Romeb,  J.,  held  that 
the  agent  had  committed  a  breach  of  the  injunction,  and  ordered  him  to 
pay  the  costs  of  the  motion  to  commit.  The  Court  of  Appeal  by  a 
majority  (Lindley,  M.  R,  and  Vaughan  Williams,  L.  J.,  against 
Chitty,  L.  J.  )  discharged  the  order,  but  without  costs. 

AMERICAN  NOTES. 

By  the  United  States  Revised  Statutes,  sect.  4919,  damages  for  the  in- 
fiingement  of  a  patent  may  be  recovered  by  action  on  the  case,  in  the  name 
of  the  party  interested,  either  as  patentee,  assignee,  or  grantee,  and  the  Court 
is  empowered  to  increase  the  damages  found  by  verdict  not  exceeding  three 
times  the  amount  of  sucli  verdict.  A  patentee  may  also,  under  sect.  4921, 
have  an  injunction  upon  his  bill  in  equity  against  an  infringer  of  his  patent, 
and  recover  the  amount  of  gains  and  profits  made  by  the  defendant  from  the 
use  of  his  invention,  and  the  Court  sitting  in  equity  may  not  only  hold  the 
defendant  for  the  actual  damages  sustained,  and  to  account  for  profits,  but 
may,  as  at  law,  award  not  exceeding  three  times  the  damages  that  the  plain- 
tiff has  sustained  in  excess  of  the  defendant's  profits.  The  plaintiff  has  the 
burden  of  proving  the  amount  of  profits  that  the  defendant  has  made  by  the 
use  of  his  invention;  the  profits  thus  allowed  as  damages  are  unliquidated 
damages,  and  in  the  absence  of  special  circumstances  do  not  bear  interest 
until  after  their  amount  has  been  judicially  ascertained.  Mowry  v.  Whitney, 
14  Wallace  (U.  S.),620;  Rirdsall  v.  Coolidge,  93  United  States,  64,  69  ;  Tilgh 
man  v.  Proctor,  125  id.  136,  144,  149,  151,  160;  Seabury  v.  Am  Ende,  152  id. 
561;  Rose  v.  Hirsh,  91  Federal  Rep.  149. 

The  increase  of  damages  is  not  given  by  the  Court  for  slight  cause.  Zone 
V.  Peck,  13  Federal  Rep.  475;  Welling  v.  Le  Bau,  35  id.  302.  Nor  will  an  in 
f ringer  be  treated  as  a  trustee  de  son  tort,  so  as  to  enable  a  simple  bill  of  ac- 
count for  both  damages  and  profits  to  be  maintained  against  him,  when  there 
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are  no  special  equities  upon  ^hich  to  found  the  jurisdiction.  Root  t.  Railway 
Company,  105  United  States,  189.  The  general  role  in  patent  cases  is  that 
established  license  fees  are  the  beat  measure  of  damages.  Yet  there  may 
be  damages  beyond  this,  such  as  the  expense  and  trouble  the  plaintiff  has 
been  put  to  by  the  defendant,  and  any  special  incouveuience  he  has  suffered 
from  the  wrongful  acts  of  the  defendant,  but  these  are  properly  subjects 
of  allowance  by  the  Court,  under  the  authority  given  to  it  to  increase  the 
damages.  Clark  v.  Woaster,  119  United  States,  322,  326;  Burdell  v.  Denig, 
92  id.  716.  If  the  patentee  has  granted  no  licenses,  and  has  no  established 
license  fee,  but  supplied  the  demand  himself,  and  was  able  to  do  so,  an  en- 
forced reduction  of  price  is  a  proper  item  of  damages,  if  proren  by  satisfactory 
evidence.  Yale  Lock  Manuf.  Co.  v.  Sargent,  117  United  States,  ^6.  The 
damages  must  be  actual  damages,  but  when  the  patented  featui*e  is  the  essen- 
tial element  of  the  machine  or  article,  sucli  damages,  if  ascertainable,  may  be 
awarded.  When,  however,  a  plaintiff  seeks  to  recover  because  compelled  to 
lower  his  prices  to  compete  with  an  infringing  defendant,  he  must  show  that 
his  reduction  in  prices  was  due  solely  to  the  acts  of  the  defendant,  or  to  what 
extent  it  was  due  to  such  acts.  Comely  v.  MarckuxUd,  131  United  States,  159. 
There  nmst  be  some  data  by  which  the  actual  damages  may  be  calculated. 
New  York  v.  Ransom,  23  Howard  (U.  S.),  487 ;  Rude  t.  We9tcott,  130  United 
States,  152 ;  BoeRch  ▼.  Graff,  133  id.  697,  705. 

When  the  patented  invention  is  an  improvement,  and  a  part  only  of  the 
entire  structure  which  has  been  made  and  sold,  credits  may  be  allowed  to  the 
defendant  as  an  agent  for  producing  the  patented  article.  Warren  v.  Keep, 
155  United  States,  265, 270 ;  Buerk  v.  Imhaeuser,  14  Blatchford  (U.  S.),  19.  It 
does  not  necessarily  follow  that,  because  a  party  has  made  an  improvement  in 
a  machine  and  obtained  a  patent  therefor,  another  using  the  improvement,  and 
infringing  upon  the  patentee's  rights,  will  be  mulched  in  more  than  nominal 
damages  for  the  infringement.  If  other  methods  In  common  use  produce  the 
same  results,  with  equal  facility  and  cost,  the  use  of  the  patented  invention 
cannot  add  to  the  gains  of  the  infringer,  or  impair  the  just  rewards  of  the 
inventor.  The  inventor  may  prohibit  its  use,  or  exact  a  license  fee  for  it, 
and  if  such  license  fee  has  been  generally  paid,  its  amount  may  be  taken  as 
the  criterion  of  damage  to  him  when  his  rights  are  infringed.  In  the  absence 
of  such  criterion,  the  damages  are  necessarily  nominal.  Black  v.  Thorne,  111 
United  States,  122;  Dobson  v.  Hartford  Carpet  Co,,  114  id.  439,  444.  Nomi- 
nal damages  recovered  upon  a  bill  in  equity  by  a  patentee,  without  joining 
his  licensee,  against  an  infringer  do  not  bar  their  joint  bill,  for  the  licensee's 
benefit,  against  another  person  afterwards  using  the  same  machine.  Birdsell 
V.  Shaliol,  112  United  States,  485.  In  Rubber  Co,  t.  Goodyear,  9  Wallace 
(U.  S.),  788,  where  the  patent  was  for  an  entire  new  product  of  a  new  pro- 
cess which  was  not  separated  into  parts,  and  the  infringing  defendant  made 
and  sold  the  entire  article,  manufacturer's  profits  were  not  allowed,  upon  the 
ground  that  the  entire  profits,  which  were  the  difference  between  cost  and 
yield,  belonged  to  the  owner  of  the  patent.  See  Elaa^  v.  Nat,  Folding  Box  Sr 
Paper  Co.,  57  United  States  Appeals,  66 ;  Rosey.  Himh,  94  Federal  Rep.  177. 
It  is  not  an  infringement  to  resell  patented  ai*ticles  lawfully  purchased.  Morgan 
Envelope  Co.  v.  Albany  Perforated  Wrapping  Paper  Co.,  152  United  States,  42a 
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In  Coupe  ▼.  Royer,  155  United  StateB,  565,  582,  Mr.  Justice  Shiras  said : 
**  There  is  a  difference  between  the  measure  of  recovery  in  equity  and  that 
applicable  in  an  action  at  law.  In  equity,  the  complainant  is  entitled  to  re- 
cover such  gains  and  profits  as  have  been  made  by  the  infringer  from  the 
unlawful  use  of  the  invention,  and,  since  the  Act  of  July  8,  1870,  in  oases 
where  the  injury  sustained  by  the  infringement  is  plainly  greater  than  the 
aggi^gate  of  what  was  made  by  the  defendant,  the  complainant  is  entitled  to 
recover  the  damages  he  has  sustained,  in  addition  to  the  profits  received.  At 
law,  the  plaintiff  is  entitled  to  recover,  as  damages,  compensation  for  the  pecu- 
liar loss  he  has  suffered  from  the  infringement,  without  regai'd  to  the  question 
whether  the  defendant  has  gained  or  lost  by  his  unlawful  acts  —  the  meas- 
ure of  recovery  in  such  cases  being  not  what  the  defendant  has  gained,  but 
what  plaintiff  has  lost."  See  Sessions  v.  Romadka,  145  id.  2Q ;  Topliff  v.  Topliff, 
145  id.  156;  Boston  v.  Allen,  91  Federal  Rep.  248.  In  Royer  v.  Shultz  Belling 
Co,<,  45  Federal  Rep.  51,  52,  Thayer,  J.,  said :  *'  By  the  express  provisions  of 
sect.  4921,  in  equity,  profits  made  by  an  infringer  by  the  use  of  an  invention 
may  be  recovered,  and  in  addition  thereto,  compensation  may  be  obtained  for 
any  direct  injury  done  to  the  patentee  that  is  not  fully  recompensed  by  the 
recovery  of  the  profits  realized  by  the  infringer.  But  at  law,  the  measure  of 
recovery  is  the  actual  loss  or  damage  that  the  plaintiff  has  sustained  as  the 
proximate  result  of  the  infringement.  In  an  action  at  law,  the  question  is  not 
what  the  patentee  may  have  speculatively  lost,  but  what  he  actually  did  lose, 
as  shown  by  the  evidence.  In  this  respect  no  change  was  made  by  the  Act 
of  July  8,  1870." 

In  estimating  the  defendant's  **  profits,*'  he  is  regarded  as  gaining  so  far  as 
he  saves  himself  from  loss,  and  derives  an  advantage  from  using  the  patented 
invention,  and  the  test  is  not  merely  the  profits  made  in  his  business.  Ses- 
sions V.  Romadka,  145  United  States,  29,  47 ;  see  BirdsaU  v.  Coolidge,  93  id.  64 ; 
Crosby  Valve  Co.  v.  Safety  Valve  Co,j  141  id.  441 ;  McCreary  v.  Penn,  Canal 
Co.,  id.  459;  Warren  v.  Keep,  165  id.  265;  Mosher  v.  Joyce,  45  Federal  Rep. 
205 ;  Lee  v.  Pillsbury,  49  id.  747;  Tatvm  v.  Gregory,  51  id.  446;  Hoke  Engrav- 
ing Plate  Co,  V.  Schraubstadter,  58  id.  817 ;  Lawther  v.  Hamilton,  64  id.  221 ) 
Hunt  Brothers  Fruit-Packing  Co.  v.  Cassiday,  id.  685 ;  53  id.  267. 

In  Keystone  Manufacturing  Co.  v.  Adams,  151  United  States,  139, 147,  Mr. 
Justice  Shiras  said,  with  respect  to  the  question  of  damages  :  "  It  is  unneces- 
sary, in  this  opinion,  to  review  the  numerous  cases,  some  at  law,  others  in 
equity,  wherein  this  Court  has  considered  various  aspects  of  this  question.  It 
is  sufficient  to  say  that  the  conclusion  reached  may  be  briefly  stated  as  follows : 
It  is  competent  for  a  complainant  who  has  established  the  validity  of  his 
patent,  and  proved  an  infringement,  to  demand,  in  equity,  an  account  of 
profits  actually  realized  by  the  defendant  from  the  use  of  his  patented  device ; 
that  the  burden  of  proof  is  on  the  plaintiff;  that  where  the  infringed  device 
was  a  portion  only  of  defendant's  machine,  which  embraced  inventions  covered 
by  patents  other  than  that  for  the  infringement  of  which  the  suit  was  brought, 
in  the  absence  of  proof  to  show  how  much  of  that  profit  was  due  to  such 
other  patents,  and  how  much  was  a  manufacturer's  profit,  the  complainant  is 
entitled  to  nominal  damages  only."    Citing  Seymour  v.  McCormick,  16  How- 
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ard  (U.  S.),  480 ;  Rubber  Co.  v.  Goodyear,  9  Wallace  (U.  S.),  788  ;  Mouny  v. 
Whitney,  14  id.  620.  In  Elizabeth  v.  Pavement  Co,,  97  United  States,  126, 
138,  Mr.  Justice  Bradley  said:  ^'  It  is  unnecessary  here  to  enter  into  the  gen- 
eral question  of  profits  recoverable  in  equity  by  a  patentee.  The  subject,  as  a 
inrhole,  is  surrounded  with  many  difficulties,  which  the  Courts  have  not  yet 
succeeded  in  overcoming.  But  one  thing  may  be  affirmed  with  reasonable 
confidence,  that  if  an  infringer  of  a  patent  has  realized  no  profit  from  the 
use  of  his  invention,  he  cannot  be  called  upon  to  respond  for  profits ;  the 
patentee,  in  such  case,  is  left  to  his  remedy  for  damages.  It  is  also  clear 
that  a  patentee  is  entitled  to  recover  the  profits  that  have  been  actually 
realized  from  the  use  of  his  invention."  See  also  Packet  Co.  v.  Sickles, 
19  Wallace  (U.  S.),  611;  Littlefield  v.  Perry,  21  id.  205  ;  BurdeU  v.  Denig,  92 
United  States,  716;  Root  v.  RaUway  Co.,  105  id.  189;  Garretson  v.  Clark, 
111  id.  120;  HurlbutY.  SchUlinger,  130  id.  456;  McCreary  v.  Pennsylvania 
Canal  Co.,  141  id.  459. 

If  the  patentee  neglects  for  years  to  assert  his  demands,  when  he  has 
ample  opportunity  to  establish  them  in  a  Court  of  equity,  there  is  a  reasonable 
presumption  of  abandonment,  and  upon  this  the  adverse  party  is  entitled  to  rely 
as  against  any  claim  of  damages  for  infringement.  Richardson  v.  D.  M. 
Osborne  Sf  Co.,  93  Federal  Rep.  828 ;  Covert  v.  Travers  Bros.  Co.,  96  id.  568. 
Laches  is  thus  a  defence  in  equity  suits  for  infringement,  but  to  an  action  at 
law  therefor  there  was,  from  June  18,  1874,  to  March  3,  1897,  no  Federal 
limitation,  and  State  statutes  of  limitation  applied.  Keyes  v.  Eureka  Con- 
solidated Mining  Co.,  158  United  States,  150;  Campbell  v.  Haverhill,  155  id. 
610 ;  Brickill  v,  Baltimore,  52  Federal  Rep.  737;  New  York  Filter  Manuf.  Co',  v. 
Jackson,  91  id.  422.  The  right  to  an  account  of  gains  and  profits  may  thus  in 
equity  be  lost  by  laches ;  but  so  far  as  the  act  is  in  progress  and  lies  in  the 
future,  the  right  to  the  intervention  of  equity  is  not  generally  lost  by  previous 
delay.  Menendez  v.  Holt,  128  United  States,  514,  524 ;  see  Taylor  v.  Sawyer 
Spindle  Co.,  75  Federal  Rep.  301;  22  U.  S.  Circuit  Court  of  Appeals,  203,  213, 
note.  The  Act  of  March  3,  1897,  ch.  391,  sect.  6,  amended  sect.  4921  (above) 
by  adding  this  clause:  *'  But  in  any  suit  or  action  brought  for  the  infringement 
of  any  patent  there  shall  be  no  recovery  of  profits  or  damages  for  any  in- 
fringement committed  more  than  six  years  before  the  filing  of  the  bill  of 
complaint  or  the  issuing  of  the  writ  in  such  suit  or  action,  and  this  provision 
shall  apply  to  existing  causes  of  action." 

If  a  bill  for  an  account  is  filed  against  an  infringer  so  near  the  time 
when  the  patent  will  expire  that  by  the  rules  of  equity  practice  an  injunction 
cannot  be  obtained  before  such  time  expires,  the  bill  will  be  dismissed  for 
want  of  jurisdiction ;  but  if  only  a  few  days  remain,  the  Court  may  grant  or 
refuse  the  injunction  in  its  discretion,  and,  in  either  case,  may  still  retain  the 
bill  for  an  account  and  other  incidental  relief.  Clark  v.  Wooster,  119  United 
States,  322;  Adams  v.  Howard,  19  Federal  Rep.  317;  Johnson  v.  Brooklyn  $- 
C.  R.  Co.^  37  id.  147  ;  Oc^rweight  Counterbalance  Elevator  Co.  v.  Standard 
Elevator  $*  Manuf.  Co.,  96  id.  231.  A  preliminary  injunction  will  not  usually 
be  granted  to  protect  parts  of  a  machine  which  are  of  a  temporary  character, 
or  which  require  replacement  at  short  intervab,  though  sudi  parts  are  pro- 
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tected  by  the  patent.  See  Alaska  Packers^  Association  v.  Pacific  Steam  Whal' 
ing  Co,,  93  Federal  Rep.  672. 

A  State  Court,  having  jurisdiction  both  of  the  parties  and  the  subject- 
matter  touching  a  patent  right,  is  not  ousted  of  such  jurisdiction  by  the  fact 
that,  incidentally  to  one  of  the  defences,  the  defendant  claims  the  invalidity 
of  a  cei*tain  patent.  In  order  to  make  such  ouster  of  jurisdiction,  the 
plaintiff  must  set  up  some  right,  title,  or  interest  under  the  patent  laws,  or 
at  least  must  make  it  appear  that  some  right  or  privilege  will  be  defeated  by 
one  construction,  or  sustained  by  the  opposite  construction  of  these  laws. 
Starin  v.  New  York,  115  United  States,  248 ;  Pratt  v.  Paris  Gas  Light  ^  Coke 
Co.,  168  id.  255,  259. 

A  decision  of  the  United  States  Supreme  Court  sustaining  the  validity 
of  a  patent  is  conclusive  in  all  the  Federal  Courts  upon  motions  for  prelimi- 
nary injunctions.  American  Bell  Telephone  Co.  v.  McKeesport  Telephone  Co., 
57  Federal  Rep.  661.  Such  injunctions  may  be  granted  if  the  plaintift^s  right 
is  clear,  though  there  is  no  previous  decision  in  favor  of  the  patent ;  but  not 
when  the  validity  of  the  patent  is  in  any  way  doubtful,  or  when  the  remedy 
at  law  is  adequate  and  complete.  American  Bell  Telephone  Co,  v.  Globe  Tele- 
phone Co,,  31  Federal  Rep.  729;  Hat-Sweat  Manuf.  Co.  v.  Davis  Sewing 
Machine  Co.,  32  id.  401;  Gilmorev.  Anderson,  SS id.  846;  George  A.  Macbeth 
Co.  V.  Lippencott  Glass  Co.,  54  id.  167;  Sawyer  Spindle  Co.  v.  Turner,  55  id. 
979 ;  Woodmanse  ^  Hewitt  Manuf,  Co,  v.  WiUiams,  68  id.  489 ;  George  Ertel 
Co.  V.  Stahl,  65  id.  519 ;  Cary  Manuf,  Co.  v.  De  Haven,  58  id.  786 ;  Rogers 
Typographic  Co.  v.  Mergenthcder  Linotype  Co,,  id.  693;  Mack  v.  Spencer,  44 
id.  346  ;  Blakey  v.  National  Manuf  Co.,  95  id.  136 ;  Huntington  Dry-Pulverizer 
Co.  V.  Alpha  Portland  Cement  Co.,  91  id.  534  ;  Smith  v.  Meriden  Britannia  Co., 
92  id.  1003;  New  York  Filter  Manuf  Co.  v.  Chemical  Bldg.  Co.,  93  id.  827; 
Consolidated  Fastener  Co.  v.  American  Fastener  Co,,  94  id.  523;  Edward 
Barr  Co.  v.  New  York  ff  New  Haven  Automatic  Sprinkler  Co.,  24  Blatchford 
(U.  S.),  566. 

If  the  validity  of  the  patent  has  been  upheld  in  other  Courts  of  co-ordinate 
jurisdiction,  and  injunctions  have  been  by  them  granted  for  its  infringement, 
even  though  merely  preliminary  injunctions,  then,  under  the  rule  of  comity, 
the  validity  of  the  patent  is  no  longer  an  open  question  upon  a  motion  for  a 
preliminary  injunction,  unless  some  defence  is  interposed,  supported  by  con- 
vincing evidence.  See  New  York  Filter  Manuf  Co.  v.  Jackson,  91  Federal 
Rep.  422  ;  Horn  ^  Brannen  Manuf  Co.  v.  Pelzer,  id.  665 ;  Tripp  Giant  Leveller 
Co.  V.  Bresnahan,  92  id.  391;  Duff  Manuf  Co.  v.  Norton,  id.  921;  Duff 
Manuf  Co.  v.  Kalamazoo  Railroad  Velocipede  j*  Car  Co.,  94  id.  154.  This 
rule  will  not  necessarily  be  applied  when  the  patented  machine  has  been 
modified  after  previous  decisions.  Sprague  Electric  Ry.  ^  Motor  Co,  v.  Nassau 
Electric  R.  Co.,  95  Federal  Rep.  821. 

To  render  a  person  amenable  to  an  injunction  in  patent  cases,  it  is  neither 
necessary  that  he  should  have  been  a  party  to  the  suit  in  which  the  injunction 
was  issued,  nor  have  been  actually  served  with  a  copy  of  it,  so  long  as  he  had 
actual  notice.  In  re  Lennon,  166  United  States,  548,  554.  If  an  injunction 
issued  in  a  suit  against  dealers  in  an  infringing  article,  riAis  not  only  against 
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them,  bat  also  against  their  officers,  workmen,  and  "  manofactnrers,'*  such 
manufacturers,  not  being  really  parties  to  the  suit,  cannot  be  therein  held 
for  profits,  damages,  or  costs;  nor  does  the  injunction  bind  them  as  to 
other  infringements  in  respect  to  which  they  are  not  agents  or  manufacturers 
for  the  particular  defendants.  United  States  Playing-Card  Co.  t.  Spalding, 
92  Federal  Rep.  368.  A  manufacturer,  when  sued  for  infringement,  may 
by  petition  enjoin  oppressive  and  vexatious  suits  against  his  customers. 
National  Cash  Register  Co,  v.  Boston  Cash  Indicator  Sf  Recorder  Co.,  41  Fe<lend 
Rep.  51;  Kelleyy.  Ypsilanti  Dress-Stay  Manuf,  Co.,  44  id.  19;  Westinghouse 
Air-Brake  Co,  v.  Carpenter,  82  id.  545. 

In  cases  where  it  appears  that  the  name  of  a  corporation  is  used  as 
a  mere  shield  or  cover  for  the  protection  against  liability  of  tlie  real 
parties  in  interest,  or  where,  by  reason  of  the  insolvency  of  the  corporation, 
a  decree  against  it  would  be  futile,  a  Court  of  equity  may  entertain  a  bill 
and  grant  relief  against  those  by  whom  the  affairs  of  the  corporation  have 
been  managed,  and  who,  in  that  capacity,  have  been  active  in  violating  the 
patentee's  rights;  but  this  will  not  be  done  when  it  is  not  proved  that  the 
officers,  as  individuals,  have  sold  or  manufactured  any  of  the  infringing 
articles,  or  have  individually  derived  any  profit  or  advantage  therefrom. 
See,  6.  (/.,  Howard  v.  St.  Paul  Plow-Works,  86  Federal  Rep.  743;  Cleveland 
Forge  ^  Bolt  Co.  v.  United  States  RoUing^Stock  Co,,  41  id.  476 ;  Kane  v. 
Huggins  Cracker  j*  Candy  Co.,  44  id.  287;  Cahoone  Bamet  Manuf.  Co.  v. 
Rubber  j*  Celluloid  Harness  Co.y  45  id.  582;  Featherslone  v.  Ormonde  Cycle  Co., 
63  id.  110;  Edison  Electric  Light  Co.  v.  Packard  Electric  Co.,  61  id.  1002; 
26  American  Law  Review,  871.  A  director  or  agent  of  a  corporation  who 
individually  and  personally  commands  a  subordinate  agent  of  the  corporataon 
to  commit  an  infringement  is  liable  personally  in  damages,  though  he  did 
not  know  that  the  corporation's  manufactures  constituted  an  infringement. 
National  Cash  Register  Co.  v.  Leland,  94  Federal  Rep.  502. 

Sect.  4920  of  the  United  States  Revised  Statutes,  as  amended  by  the  Act  of 
March  8,  1897,  ch.  391,  §  2,  enables  the  defendant  in  any  action  for  infringe* 
ment  to  plead  the  general  issue,  and,  by  giving  thirty  days*  notice,  to  prove 
at  the  trial  one  or  more  of  the  following  special  matters :  Ist,  That,  for  the 
purpose  of  deceiving  the  public,  the  patentee's  description  and  specification 
were  made  to  contain  less  than  the  whole  truth  relative  to  his  invention  or 
discovery,  or  more  than  is  necessary  to  produce  the  desired  effect ;  2d,  That 
he  had  surreptitiously  or  unjustly  obtained  the  patent  for  the  invention  of 
another,  who  was  using  reasonable  diligence  in  adapting  and  perfecting  the 
same ;  8d,  That  it  had  been  patented  or  descril)ed  in  some  printed  publi- 
cation prior  to  his  supposed  invention  or  discovery  thereof,  or  more  than  two 
years  prior  to  his  application  for  a  patent  therefor;  4th,  That  be  was  not 
tlie  original  and  first  inventor  or  discoverar  of  any  material  and  substantial 
part  of  the  thing  patented ;  or,  5th,  That  it  had  been  in  public  use  or  on 
sale  in  this  country  for  more  than  two  years  before  his  application  for  a 
patent,  or  had  been  abandoned  to  the  public.  Like  defences  may  be  pleaded 
in  any  suit  in  equity  for  relief  against  an  alleged  infringement. 

This  provision  does  not  curtail  the  right  of  the  Federal  government  to 
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institute  a  suit  to  annul  for  fraud  a  patent  which  it  has  granted.  United 
States  y.  Bell  Telephone  Co.,  128  United  States,  315,  371.  In  equity  suits  for 
infringement,  if  notice  has  not  been  given  as  required  by  this  statute,  and 
the  answer  does  not  set  up  prior  use  or  knowledge  as  a  defence,  yet  evidence 
of  the  state  of  the  art  when  the  application  was  filed,  is  admissible,  to  define 
the  scope  and  limits  of  the  grant  made  under  the  specification.  Eachus  v. 
Broomally  115  id.  429;  Overweight  Counterbalance  Elevator  Co.  v.  Improved 
Order  of  Red  Men's  Hall  Asso.,  94  Federal  Rep.  155. 

Under  clause  3  of  Sect.  4920  above,  **  patentable  inventions  cannot  be 
superseded  by  the  mere  introduction  of  a  foreign  publication  of  the  kind, 
though  of  prior  date,  unless  the  description  and  drawings  contain  and 
exhibit  a  substantial  representation  of  the  patented  improvement,  in  such  full, 
clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains,  to  make,  construct,  and  practise  the  invention  to  the 
same  practical  extent  as  they  would  be  enabled  to  do  if  the  information  was 
derived  from  a  prior  patent.  Mere  vague  and  general  representations  will 
not  support  such  a  defence,  as  the  knowledge  supposed  to  be  derived  from  the 
publication  must  be  sufEicient  to  enable  those  skilled  in  the  art  or  science 
to  understand  the  nature  and  operation  of  the  invention,  and  to  carry  it 
into  practical  use.  Whatever  may  be  the  particular  circumstances  under 
which  the  publication  takes  place,  the  account  published,  to  be  of  any  effect 
to  support  such  a  defence,  must  be  an  account  of  a  complete  and  operative 
invention,  capable  of  being  put  into  practical  operation.''  Seymour  v.  Osborne, 
11  Wallace  (U.  S.),  516,  555;  Eames  v.  Andrews,  122  United  States,  40,  68. 
A  foreign  patent  is  an  anticipation  of  one  granted  by  the  United  States,  when 
its  description  and  explanation  of  the  invention  are  so  full,  clear,  and  exact 
as  to  enable  any  person,  skilled  in  the  art  or  science  to  which  it  relates,  to 
practise  and  use  the  invention.  Springfield  Furnace  Co.  v.  Miller  Doion-Draft 
Furnace  Co..,  96  Federal  Rep.  418.  In  interference  cases,  a  foreign  inventor 
can  only  carry  back  the  date  of  his  invention  in  a  foreign  country  by  a  patent 
or  publication,  or,  in  this  country,  by  the  date  of  the  arrival  in  this  country 
of  knowledge  of  such  invention.  Hurlbnt  v.  Schillinger,  130  United  States, 
456,  471 ;  Hanifen  v.  Price,  96  Federal  Rep.  435,  441. 

The  statutory  defences  are  not,  however,  the  only  defences  which  may  be 
made  against  a  patent.  If  the  commissioner  of  patents,  under  a  miscon- 
ception of  the  law,  clearly  exceeds  his  authority  in  granting  or  reissuing  a 
patent,  a  party  sued  for  its  infringement  may  avail  himself  of  the  illegality, 
independent  of  any  statutory  permission  to  do  so.  In  cases  of  patents  for 
inventions,  a  valid  defence  not  given  by  statute  often  arises  where  the  question 
is  whether  the  thing  patented  amounts  to  a  patentable  invention ;  and,  as  this 
is  a  question  of  law,  the  Courts  are  not  bound  by  the  decision  of  the  com- 
missioner, although  he  must  necessarily  pass  upon  it.  Mahn  v.  Harwood,  112 
United  States,  854,  358;  Gardner  v.  Herz,  118  id.  180.  Non-patentability  or 
lack  of  novelty  may  be  availed  of  as  a  defence,  though  not  set  up  in  the 
answer.  Hendg  v.  Golden  State  jr  Miners'  Iron  Works,  127  United  States,  370; 
Richards  v.  Chase  Elevator  Co.,  158  id.  299.  The  defence  of  lack  of  notice  as 
to  the  existence  of  the  patent,  as  from  neglect  to  afilx  the  word  **  Patented  " 
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(see  afi/6,  p.  690)  most  be  set  up  in  Uie  mnswer.  Se8si4ms  ▼.  JZumimBi  1 
United  States,  29 ;  United  Staies  Printing  Co.  t.  Anueriean  Plafimg-Cmii 
70  Federal  Rep.  50.  Fraud,  though  not  named  among  the  above  stUH 
defences,  may  be  availed  of,  bat  the  &etB,  especially  those  suppoitiiig  dia 
above,  most  be  pleaded  in  detail.  Eoamberi  v.  AppLeUm^  47  Federmi  Bepi  I 
American  Sulphite  Pulp  Co.  v.  ffowland  Falls  Pulp  Co^  70  id.  986,  M2.  1 
defences  specified  in  alanse  5  above  cannot  be  first  raised  on  i^peaL  5bi 
Davis  Manuf.  Co.  v.  Mellon,  58  Federal  Bep.  705. 
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